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FOR  THE  GENERAL  REVISION  OF  THE  PATENT  LAWS 


TUESDAY,  JANUABY  30,    1968 

U.S.  Senate, 
Subcommittee  on  Patents, 
Trademarks,  and  Copyrights  of  the 

Committee  on  the  Judiciary, 

Washington^  D.G. 

The  subcommittee  met,  pursuant  to  call,  at  10 :15  a.m.  in  room  3302, 
New  Senate  Office  Building,  Senator  John  L.  McClellan  (chairman) 
presiding. 

Present:  Senators  McClellan  (presiding)  and  Fong. 

Also  present :  Thomas  C.  Brennan,  chief  counsel,  Edd  N.  Williams, 
Jr.,  assistant  counsel ;  Stephen  G.  Haaser,  chief  clerk.  Subcommittee 
on  Patents,  Trademarks,  and  Copyrights;  George  S.  Green,  profes- 
sional staff  member.  Committee  on  the  Judiciary. 

Senator  McClellan.  The  committee  will  come  to  order. 

The  Chair  wishes  to  make  a  very  brief  statement  for  the  record. 

The  subcommittee  today  is  resuming  public  hearings  on  general 
revision  of  the  patent  law. 

At  the  opening  of  the  hearings  last  May,  I  indicated  that  I  had 
introduced  the  administration's  bill  by  request,  and  had  taken  no 
position  with  respect  to  its  many  provisions. 

The  subcommittee  is  aware  that  many  of  the  recommendations  made 
by  the  President's  Commission  on  the  Patent  System  and  incorporated 
in  S.  1042  are  highly  controversial. 

I  stated  last  year  that  there  may  well  be  constructive  alternatives 
to  the  administration's  bill,  but  that  there  was  a  responsibility  on 
the  part  of  those  who  oppose  the  recommendations  of  the  President's 
Commission  to  present  their  own  proposals  to  meet  the  problems  con- 
fronting our  patent  system. 

Since  our  previous  hearing.  Senator  Dirksen  has  introduced  S.  2597,, 
which  represents  a  complete  alternative  to  the  administration  bill. 
Other  bills  and  amendments  have  also  been  introduced  and  referred 
to  the  subcommittee. 

The  Department  of  Commerce  has  studied  the  previous  testimony, 
as  well  as  the  various  alternative  proposals,  and  have  requested  the 
opportunity  to  testify  today  for  the  purpose  of  suggesting  certain 
modifications  in  the  administration  bill.  I  therefore  welcome  the  Act- 
ing Secretary  of  Commerce,  Mr.  Howard  J.  Samuels  and  his  associates. 

Mr.  Samuels,  you  may  proceed. 
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STATEMENT  OF  HOWARD  J.  SAMUELS,  UNDER  SECRETARY  OP 
COMMERCE;  ACCOMPANIED  BY  EDWARD  .1.  BRENNER,  COMMIS- 
SIONER OF  PATENTS 

Mr.  Sa:muels.  Thank  you  veiy  much,  Senator. 

I  appreciate  very  much  the  opportunity  to  be  here  today  to  discuss 
the  patent  hxw  revision  legislation  pending  before  this  subcommittee. 
We  in  the  Conunerce  Depaiiment  think  this  legislation  is  not  only 
imix)rtant  to  tlie  expansion  of  American  industry  here  but  also  to  our 
future  in  international  trade. 

Accompanying  me  here  today  is  the  Honorable  Ed  Brenner,  our 
Commissioner  of  Patents,  who  will  discuss  in  detail  the  posture  of 
the  Department  of  Commerce  on  the  key  provisions  of  S.  1042,  S.  2164, 
and  S.  2597. 

I  appear  before  this  subcommittee  today  in  a  dual  capacity.  Not 
only  do  I  api>ear  as  a  representati\e  of  the  Department  of  Commerce, 
but'  I  also  appear  as  a  businessman  who  only  3  months  ago  headed 
a  company  whicli  saw  some  of  tlie  strengths  and  w^eaknesses  of  our 
present  patent  system.  This  company  was  built  from  an  idea  which 
I  first  had  back  at  MIT  over  25  years  ago.  When  I  left  the  cornpany 
it  was  doing  almost  $100  million  worth  of  business,  basically  in  the 
plastic  packaging  ])usiness.  So  my  personal  experiences  I  think  provide 
a  clear  example  of  the  fact  that  this  is  still  a  nation  of  great  oppor- 
tunity, and  the  fact  that  ideas  properly  developed  can  become  innova- 
tions and  can  foster  profitable  new  industry. 

My  experience  has  given  me  appreciation,  frankly.  Senators,  of  the 
need  for  reform  of  our  present  patent  system,  and  I  am  particularly 
impressed  with  the  suggestions  that  have  been  made  by  the  Presi- 
dent's Commission. 

The  current  interest  in  the  reform  of  our  patent  law  had  its  origin 
in  the  concern  of  the  President  in  1065  that  the  patent  system  was 
not  adequately  equipped  to  promote  scientific  and  technological  ad- 
vances in  the  context  of  today's  world.  As  we  all  know,  this  is  an 
age  of  rapid  and  accelerating  change,  and  we  must  see  to  it  that  our 
patent  system  is  efficient,  flexible,  and  will  advance  rather  than  hinder 
the  spread  of  new  technology. 

It  is  estimated  that  in  the  past  15  years  we  have  stored  as  much 
new  material  in  the  technical  literature  as  in  all  of  previous  recorded 
history.  There  is  no  ade(|uate  measure  of  the  pace  of  technological 
change,  but  it  is  clear  that  the  lagtime  between  the  idea  and  innovation 
is  narrowing.  In  such  an  era,  the  nation  which  does  not  take  maximum 
advantage  of  new  ideas  and  new  technology  will  fall  behind  in  the 
fierce  competition  for  markets,  and  thus  its  people  will  suffer. 

The  patent  system  should  be  a  powerful  tool  for  encouraging  innova- 
tion, and  for  aiding  in  technology  transfers.  In  its  present  form,  it 
was  designed  for  a  slower  moving,  simpler  tedmology.  We  at  the 
Commerce  Department  feel  vei-y  strongly  tliat  the  Patent  Office  has 
done  a  fine  job  of  streamlining  and  expediting,  but  that  fundamental 
changes  are  needed  in  the  patent  jn'ocess — clianges.  Senators,  wliich 
are  now  being  sought  in  the  legislation  that  is  before  Congress. 

I  tliink  evoryl)ody  recognizes  the  need  for  pressing  a  moderniza- 
tion of  our  patent  system  so  that  it  can  become  an  effective  instrument 
in  the  context  of  today's  technology  and  information  explosion. 
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Another  consideration  calling  for  prompt  action  results  from  de- 
velopments in  the  international  area. 

I  know  you  are  familiar  with  the  fact  that  exports  are  becoming  a 
very  important  part  of  the  American  industrial  scene.  I  think  you 
may  recall  that  we  mentioned  in  earlier  hearings  that  the  President 
in  his  letter  of  transmittal  had  noted  that  the  patent  reform  bill 
would  bring  the  U.S.  patent  system  more  closely  in  harmony  with  those 
of  other  nations.  Subsequent  to  our  testimony  last  year,  the  first  draft 
of  the  Patent  Cooperation  Treaty  was  released. 

I  might  say  that  Commissioner  Brenner  has  been  a  very  active 
participant  in  this  important  area. 

This  proposed  treaty,  if  adopted,  would  greatly  simplify  and 
reduce  the  expense  of  obtaining  patents  worldwide,  and  would  en- 
hance international  trade,  the  exchange  of  technology  and  economic 
development.  The  draft  of  this  treaty  is  now  being  revised,  and  I 
am  sure,  Senators,  you  can  appreciate  the  difficulties  that  our  re- 
presentatives will  encounter  in  attempting  to  plan  for  a  patent  treaty 
with  the  legal  structure  of  our  patent  system  being  so  unsettled.  I 
think  this  makes  it  very  important  that  we  get  some  action  on  the 
patent  bill  this  year. 

The  reform  and  modernization  which  the  patent  reform  bill  would 
brin^  about  in  our  patent  system  reflects  the  goals  which  the  Com- 
mission has  established  for  its  guidance.  These  objectives  were  recog- 
nized by  the  President  in  mentioning  the  purposes  of  the  bill. 

To  raise  the  quality  and  reliability  of  U.S.  patents. 

To  reduce  the  time,  and,  I  underline,  expense  of  protecting  a  patent. 

To  speed  the  public  disclosure  of  scientific  and  technological  in- 
formation. 

The  proposals  in  the  patent  reform  bill  are  far  reaching  and  funda- 
mental, and  would  change  familiar  laws  and  procedures.  For  these 
reasons,  if  for  no  other,  they  are  controversial,  and  have  prompted 
counter  proposals  designed  to  achieve  the  objectives  outlined  by  the 
President's  Commission.  Some  of  these  proposals,  if  properly  modi- 
fied, v\-ould,  we  believe,  go  far  to  achieve  these  objectives. 

For  instance,  concluding  that  technological  advances  should  be 
published  promptly,  the  Commission  recommended  that,  where  two 
people  separately  apply  for  a  patent  on  the  same  invention,  it  should 
issue  to  the  first  to  file  an  application  rather  than  the  first  to  com- 
plete the  invention. 

The  Commission  also  recommended  that  all  patent  applications 
should  be  published  within  24  months  from  filing.  In  our  view,  these 
two  recommendations,  which  are  adopted  in  the  patent  reform  bill, 
will  achieve  early  disclosure  of  scientific  advances. 

On  the  other  hand,  some  elements  of  the  private  sector,  concerned 
with  the  Commission's  recommendations  of  a  first-to-file  system,  have 
proposed  modifications  of  the  administration's  bill  which  are  de- 
signed to  achieve  the  Commission's  goals. 

One  alternative  to  a  strict  first-to-file  system,  which  we  find  gener- 
all}^  acceptable,  involves  imposing  a  time  limit  on  how  far  back  a 
party  to  an  interference  could  go  in  proving  that  he  was  a  prior  in- 
ventor. Limitations  of  this  type  emphasize  the  desirability  of  early 
filing  and  thus  aid  in  achieving  the  Commission's  goals.  Of  course, 
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any  modification  of  the  first-to-file  system  should  provide  equal  treat- 
ment for  both  U.S.  and  foreign  applicants.  ,     , 

Similarly,  we  have  reexamined  the  need  for  mandatory  publishing 
of  applications  within  24  months  after  filing.  In  view  of  the  reforms  in 
application  processing  that  we  have  initiated  in  the  Patent  Office,  the 
time  required  has  been  greatly  reduced  now,  and  further  reductions 
are  in  prospect.  Consequently,  we  now  feel  that  publication  prior  to 
the  issuance  of  a  patent  is  essential  only  in  the  cases  where  there  will 
be  long  delays,  such  as  those  involving  appeals  or  interferences. 

Undoubtedly,  the  final  law  when  it  is  passed  will  represent  not 
only  the  best  thinking  of  the  Government  and  interested  parties  such 
as  the  bar  associations,  but  also  the  willingness  of  these  parties  to  seek 
balanced  legislation  which  is  fair  to  all,  and  will  meet  the  objectives 
of  our  Nation. 

In  a  moment  Commissioner  Brenner  will  discuss  all  the  modifica- 
tions in  our  position  which  have  resulted  from  our  exchange  of  views 
with  the  private  sector. 

I  would  like  to  take  this  opportunity.  Senators,  to  express  my  ap- 
preciation of  tlie  work  of  the  fine  citizens  from  both  the  private  and 
public  sectors  who  answered  the  President's  call  to  serve  on  the  Com- 
mission which  evaluated  and  identified  areas  for  improvement  in  our 
patent  system. 

Under  the  guidance  of  the  Cochairmen,  Dr.  Harry  Huntt  Ransom, 
the  chancellor  of  the  University  of  Texas,  and  Simon  H.  Rifkind, 
former!}^  a  Federal  judge  and  presently  a  noted  trial  attorney,  the 
Commission  held  13  meetings  for  a  total  of  31  days.  They  received  and 
considered  comments  on  the  patent  system  from  all  interested  sectors 
of  the  public.  The  Report  of  the  President's  Commission  on  the 
Patent  System  was  transmitted  to  the  President  in  November  1966. 

The  members  were  in  unanimous  agreement  that  the  "patent  sys- 
tem today  is  capable  of  continuing  to  provide  an  incentive  to  research, 
development,  and  innovation."  They  could  discover  "no  practical  sub- 
stitute for  the  unique  service  it  renders." 

Eliciting  thoughtful  response  from  both  the  Congress  and  inter- 
ested individuals,  companies  and  associations,  the  Commission's  find- 
ings have  set  us  upon  a  road  of  inquiry  which  will  lead — I  am  con- 
vinced— to  a  stronger,  more  effective  patent  process  adequate  to  the 
needs  of  the  decades  ahead. 

I  thank  you.  Senator,  and  your  committee,  for  this  opportunity  to 
express  the  views  of  the  Department  of  Commerce  on  this  patent  re- 
form legislation.  We  will  be  pleased  to  provide  any  additional  assist- 
ance or  advice  which  the  subcommittee  may  desire. 

Thank  you  very  much. 

Senator  McClkllan.  Thank  you,  Mr,  Secretary. 

I  have  given  personal  consideration  to  these  suggested  changes  in 
your  origmal  proposal.  They  seem  to  have  merit.  They  seem  to  be 
moving  in  the  direction  of  a  satisfactory  middle  ground,  where  we 
can  get  some  very  good  revision  and  yet  preserve  the  integrity  of  that 
system  as  we  have  it.  I  am  impressed  with  what  you  have  suggested. 

Mr.  Samuels.  Thank  you.  Senator. 

Senator  McCi.ellan.  Of  course  we  will  study  it  further  and  there 
may  be  other  good  suggestions,  but  my  first  impression  is  that  your 
proposed  modifications  are  very  good. 
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Mr.  Samuels.  Thank  you  very  much,  Senator. 

Senator  McClellan.  Thank  you,  sir. 

Very  well,  Mr.  Commissioner. 

Commissioner  Brenner,  we  welcome  you  this  morning. 

As  you  know,  this  committee  must  rely  very  heavily  upon  you 
and  upon  your  counsel  and  expertise  in  this  field.  We  are  very  glad 
to  have  you  come  before  us  again  and  give  your  comments  on  this 
important  legislation. 

STATEMENT  OF  EDWARD  J.  BRENNER,  COMMISSIONER  OF  PATENTS; 
ACCOMPANIED  BY  MICHAEL  K.  KIRK,  OFFICE  OF  LEGISLATIVE 
PLANNING,  U.S.  PATENT  OFFICE 

Mr.  Brenner.  Thank  you  very  much,  Mr.  Chairman. 

At  the  table  here  with  me  is  Mr.  Michael  Kirk  of  our  Office  of  Leg- 
islative Planning  of  the  Patent  Office. 

Senator  McClellan.  Mr.  Kirk  ? 

Mr.  Brenner.  Mr.  Kirk. 

Senator  McClellan.  Very  well. 

Mr.  Brenner.  Mr.  Chairman  and  members  of  the  subcommittee, 
I  appreciate  the  opportunity  to  appear  today  to  discuss  the  patent 
reform  measures  being  considered  by  this  subconunittee.  As  you 
know,  the  views  of  the  Department  of  Commerce  on  the  patent  re- 
form bill,  S.  1042,  were  given  to  the  subcommittee  in  the  hearings  in 
the  first  session  of  this  Congress.  In  those  hearings  we  briefly  ex- 
plained the  provisions  of  the  reform  bill  and  expressed  our  support  for 
them. 

Today,  I  propose  to  give  you  the  present  views  of  the  Department 
of  Commerce  on  patent  reform  legislation  in  the  context  of  com- 
menting on  S.  2597,  the  bill  introduced  by  Senator  Dirksen  and 
generally  supported  by  the  patent  section  of  the  American  Bar  As- 
sociation. I  will  also  discuss  briefly  S.  2164,  a  bill  introduced  by 
Senator  Yarborough  for  himself  and  Senator  Tower. 

Senator  McClellan.  May  I  interrupt  for  a  moment?  I  had  an- 
nounced that  that  bill  woulcl  be  received  and  testimony  received  on  it. 
I  think  tlie  record  is  clear.  We  will  direct  that  the  record  so  indicate 
that  his  bill  is  being  considered. 

All  right,  Mr.  Brenner. 

Mr.  Brenner.  S.  2597,  introduced  in  the  Senate  on  October  30, 1967, 
adopts  seven  of  the  Commission's  recommendations  and  partially 
adopts  and  contains  modifications  of  several  others. 

In  commenting  on  S.  2597, 1  will  not  discuss  each  of  the  provisions  of 
that  bill  but  rather,  to  explain  our  present  position  with  regard  to 
patent  reform  legislation,  will  comment  principally  on  those  provisions 
which,  with  varying  degrees  of  modification,  we  feel  we  could  support. 
In  addition,  I  will  make  a  few  comments  about  the  provisions  of 
S.  2597  which  are  not  included  in  the  patent  reform  bill  and  which  we 
oppose.  With  regard  to  the  remainder  of  the  provisions  in  S.  2597 
which  differ  from  corresponding  provisions  in  S.  1042  and  which  I  do 
not  otherwise  discuss  today,  I  would  like  to  refer  the  committee  to  the 
comments  of  the  Department  of  Commerce  contained  in  our  letter  of 
January  24, 1968,  on  this  subject  to  Senator  Eastland.  These  comments 
not  only  represent  the  position  of  the  Department  of  Commerce,  but 
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also  lia,ve  the  full  support  of  the  Department  of  Justice  and  the  Office  of 
Science  and  Technology. 

Senator  McClellax.  Would  you  want  that  letter  made  a  part  of 
the  record? 

Mr.  Brenner.  Yes,  sir ;  I  would  appreciate  that. 

Senator  McClellan.  I  notice  it  is  a  very  lengthy  letter.  Let  it  be 
filed  as  an  exhibit  as  of  now,  and  later  we  may  publish  it  in  the  appen- 
dix of  the  hearing. 

(The  letter  referred  to  was  made  a  part  of  the  appendix.) 

Mr.  Brenner.  Yes,  sir. 

Senator  McClellan.  Very  well.  You  may  proceed. 

Mr.  Brenner.  Priority  systems. 

Under  section  137  of'S.  2597,  a  patent  would  be  issued  to  the  first 
to  file  with  subsequent  applicants  having  the  right  to  provoke  an  inter- 
ference proceeding.  Once  an  interference  was  declared,  either  party 
could  go  back  an  unlimited  period  of  time  to  prove  priority  of  inven- 
tion by  acts  known  only  to  himself  and  his  close  associates.  There  would 
be  no  more  incentive  for  an  inventor  to  promptly  enter  the  patent 
system  than  there  is  today. 

In  addition  to  the  substantive  first-to-invent  rule  of  existing  law, 
S.  2597  would  also  retain  the  prior  inventorship  defense  and  provide 
the  opportunity  for  anyone  to  oppose  the  issuance  of  a  patent  on  this 
ground  during  the  citation  period  under  section  136(d)(3).  Under 
this  section,  a  prior  inventor  who  chose  not  to  enter  the  patent  system 
for  its  intended  purpose  or  to  publicly  disclose  would  be  permitted  to 
destroy  the  rights  of  a  subsequent  inventor  who  entered  the  patent 
system  promptly  and  used  it  for  its  constitutional  purpose.  In  addi- 
tion, it  would  appear  that  applicants  could  oppose  the  issuance  of  a 
patent  on  the  ground  of  prior  inventorship  under  section  136(d)  (3) 
and,  failing  to  prevent  the  issuance  of  a  patent  under  this  section,  could 
also  provoke  an  interference  with  the  issued  patent  under  section  137. 
_  The  priority  system  which  would  be  established  by  S.  2597  would  do 
little  to  accelerate  the  public  disclosure  of  teclinological  advances.  If 
priority  contests  are  to  be  retained  in  the  patent  law  as  proposed  in 
S.  2597,  we  would  urge  that  strong  incentives  encouraging  prompt 
entry  into  the  patent  system  and  for  early  public  disclosure  be  built 
into  the  system.  Of  the  proposals  which  have  been  advanced,  the  1- 
year  limitation  suggostod  by  the  American  Chemical  Society,  in  our 
view,  best  achieves  this  goal. 

I  would  like  to  discuss  briefly  how  the  provisions  of  S.  2597  might  be 
joined  with  the  suggestion  of  the  American  Chemical  Society.  First, 
the  patent  should  issue  to  the  first  to  file  as  generally  provided  by 
S.  2597  with  junior  party  applicants  having  the  right  to  contest  prior- 
ity under  the  ]ii-ovisions  of  section  137. 

A  party  to  an  interference  proceeding  would  be  permitted  to  prove 
all  earlier  dales  but  could  only  obtain  the  benefit  of  a  date  of  inven- 
tion no  earlier  than  1  year  prior  to  his  earliest  effective  U.S.  filing 
date.  In  the  case  of  a  foreign  applicant,  this  would  be  his  convention 
filinir  (late  and  he  would  be  permitted  to  establish  a  date  of  invention 
no  irif)re  than  1  year  prior  to  this  date.  All  applicants,  foreign  and 
domestic,  could  establish  this  date  through  proof  of  acts  in  any 
country. 
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Since  each  party  to  an  interference  would  only  be  permitted  to 
establish  a  date  of  invention  no  more  than  1  year  prior  to  his  filing 
date,  interferences  would  not  be  declared  between  applicants  liaving 
filinff  dates  more  than  1  year  apart.  Since  there  would  be  limited 
priority  contests  in  a  modified  first-to-file  system,  the  1-year  ^race 
period' of  existine;  law  could  be  retained.  Accordingly,  preliminary 
applications,  recommended  principally  as  a  substitute  for  the  grace 
period,  would  no  longer  be  necessary'. 

Although  the  American  Chemical  Society's  proposal  can  be  blended 
with  S.  2597  with  respect  to  who  is  entitled  to  a  patent  under  section 
187,  it  cannot  be  as  readily  incorporated  into  section  136(d)  (3)  of  the 
citation  period.  The  problem  simply  stated  is  this:  An  applicant  could 
readily  be  limited  to  a  date  of  invention  no  earlier  than  1  year  from 
his  effective  filing  date,  but  from  what  date  would  a  third  party  ^yho 
has  no  filing  date  be  limited?  We  have  considered  several  possible 
alternatives. 

One  alternative  would  be  to  permit  third  parties  to  oppose  the  issu- 
ance of  a  published  application  on  the  ground  of  prior  inventorship 
and  to  not  impose  any  limits  on  either  party  with  respect  to  how  far 
back  he  could  go  to  establish  a  date  of  invention.  This  solution  has  a 
certain  logic  to  it  since  an  applicant,  even  if  limited  with  regard  to 
the  date  of  invention  on  which  he  could  rely,  would  often  prove  his 
earliest  acts  in  order  to  establish  a  completion  of  his  invention.  On 
the  other  hand,  opposition  contests  based  on  prior  inventorship  in 
which  each  party  could  go  back  an  unlimited  period  would  invite  the 
submission  of  complex  and  sometimes  questionable  proofs. 

A  second  alternative  which  has  been  considered  is  to  permit  third 
parties  who  have  not  filed  a  patent  application  within  1  year  of  the 
patent  applicant  to  oppose  the  issuance  of  a  patent  on  a  published 
application  on  the  ground  of  prior  inventorship  but  limit  each  party  to 
a  date  of  invention  no  earlier  than  1  year  prior  to  his  earliest  perform- 
ance of  one  of  the  following  acts:  (1)  Publication,  (2)  public  use  or 
placing  on  sale  in  the  United  States,  or  (3)  in  the  case  of  the  patent 
applicant,  the  filing  of  his  patent  application  (based  on  earliest  effec- 
tive U.S.  filing  date) .  This  solution  has  the  advantages  of  encouraging 
the  publication  of  advances  in  technology  while  minimizing  proofs 
going  back  a  number  of  years. 

A  third  alternative  involves  the  elimination  of  the  prior  inventor- 
ship defense  from  the  patent  laws.  According  to  this  solution,  a  third 
party  could  not  invalidate  a  patent  on  the  ground  of  prior  inventor- 
ship* but  would  be  permitted  to  establish  a  continuing  user  right  under 
certain  circumstances.  For  instance,  this  could  be  implemented  by  giv- 
ing a  continuing  user  right  to  a  third  party  who  placed  the  invention 
on  sale  or  in  commercial  use  in  the  United  States  prior  to  both  an 
earlier  such  act  by  the  patentee  and  the  earliest  effective  filing  date 
of  the  patentee.  This  approach  would  encourage  prompt  publication 
of  scientific  advances  and  would  eliminate  the  need  for  proving  a  date 
of  invention  by  third  parties.  In  addition,  this  system  would  not  dis- 
criminate against  foreigners. 

There  are  undoubtedly  other  solutions  for  this  problem.  Each  of 
the  solutions  I  have  recommended  is  feasible.  I  would  like  to  express 
our  willingness  to  work  both  with  the  private  sector  and  the  sub- 
committee in  an  effort  to  define  an  optimal  system. 
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S.  2597  retains,  in  section  104,  the  discrimination  in  the  existing  law 
against  foreigners  with  regard  to  proving  acts  in  foreign  countries  to 
establish  a  date  of  invention.  We  would  strongly  urge  that  if  priority 
contests  are  to  be  retained,  all  applicants,  foreign  and  domestic,  be  per- 
mitted to  establish  a  date  of  invention  by  proof  of  acts  in  foreign 
countries. 

Before  I  leave  this  subject,  however,  I  would  like  to  suggest  that 
the  proceedings  specified  in  subsection  136(d)(2)  and  subsection 
136(d)  (3),  if  retained  in  S.  2597,  not  be  permitted  during  the  cita- 
tion period,  but  rather  that  such  proceedings  be  conducted  after  a 
patent  has  issued.  The  determination  of  who  invented  a  particular  in- 
vention or  who  was  the  first  to  invent  a  particular  invention  often 
results  in  protracted  proceedings  which  could  materially  delay  the  issu- 
ance of  a  patent  if  permitted  during  the  citation  period.  In  our  view, 
subsection  136(d)(2)  and  subsection  136(d)(3),  if  retained,  should 
be  incorporated  into  section  137. 

The  priority  system  I  have  just  outlined  would,  in  our  view,  provide 
a  good  compromise  between  the  first-to-file  provisions  of  S.  1042  and 
the  first-to-invent  provisions  of  S.  2597.  This  system,  which  we  feel  is 
properly  described  as  a  modified  first-to-file  system,  offers  the  flexi- 
bility desired  bv  the  private  sector  and  yet  contains  strong  incentives 
to  achieve  the  objective  of  encouraging  prompt  disclosure  of  scientific 
advances  as  outlined  by  the  Commission. 

As  I  mentioned,  preliminary  applications  would  no  longer  be  neces- 
sary in  a  modified  firsf-to-file  system  having  a  1-year  grace  period; 
however,  we  do  feel  that  regular  applications  could  be  made  more  use- 
ful by  liberalizing  the  present  rules  regarding  the  time  at  which  cer- 
tain portions  of  the  application  would  be  required  to  be  filed.  For 
instance,  we  believe  significant  advantages  could  be  derived  if  appli- 
cants were  permitted  to  defer  for  a  period  of  1  year  the  submission  of 
claims,  formal  patent  drawings  and  the  examination  fee  (e.g.,  present 
filing  fee  less  $10) .  Except  for  the  omitted  items,  the  application  would 
he  identical  to  any  other  application  and  would  contain  a  complete 
disclosure.  If  the  omitted  elements  were  not  furnished  within  1  year 
from  liling,  the  application  would  become  abandoned.  When  submit- 
ting the  omitted  elements,  applicants  could  elect  to  make  the  first  com- 
plete application  either  a  regular  I'^.S.  application  or  an  international 
application  under  the  provisions  of  the  proposed  Patent  Cooperation 
Treat}'. 

The  liberalization  of  the  rules  regarding  the  time  for  submitting 
tlie  various  elements  of  the  application  would  have  several  advan- 
tages for  a])plicants.  For  instance,  if  an  applicant,  after  monitoring 
progress  of  the  invention  for  1  year,  decided  that  it  was  economically 
prudent  to  abandon  the  a]iplicalion,  hv  would  save  all  but  $10  of  the 
present  filing  fee  as  well  as  the  cost  involved  in  providing  the  claims 
and  formal  patent  drawings.  Also,  if  an  applicant  decided  to  file  an 
international  application,  this  plan  would  greatly  facilitate  its  filing. 
In  those  cases  where  it  was  determined  that  it  was  not  practical  to 
continue  prosecution  of  the  application,  an  applicant  could  obtain 
protection  by  publishing  the  application  for  a  statutory  publication 
fee.  Finally,  where  an  applicant  was  undecided  about  continuing 
])rosecution  of  the  apj)lication,  tlie  savings  to  be  realized  through  its 
abandonment  might  encourage  him  to  abandon  the  application, 
thereby  reducing  the  workload  of  the  Patent  Office. 
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AUTOMATIC  PUBLICATION 


Another  major  proposal  in  the  Commission's  plan  for  accelerating 
the  public  disclosure  of  new  technology  was  that  which  would  require 
the  automatic  publication  of  patent  applications  within  18  to  24 
months  from  the  date  of  filing.  S.  1042  adopts  this  recommendation 
in  section  123. 

As  Under  Secretary  Samuels  pointed  out,  this  recomniendation  fol- 
lowed from  the  Commission's  conclusion  that  early  publication  would 
prevent  needless  duplication  of  work,  promote  additional  advances 
based  on  the  information  disclosed  and  apprise  entrepreneurs  of  their 
potential  liability.  S.  2597  does  not  contain  provisions  for  automatic 
publication  within  18  to  24  months. 

The  recommendation  for  automatic  publication  has  been  the  center 
of  considerable  concern  by  the  private  sector.  Some  hold  to  the  point 
of  view  that  an  inventor  should  not  be  forced  to  reveal  his  invention 
to  the  public  until  he  has  been  given  an  indication  of  the  scope  of  the 
patent  protection  which  he  might  expect  to  obtain. 

Although  I  don't  necessarily  subscribe  to  this  point  of  view,  the 
issue  of  automatic  publication  becomes  less  intense  in  view  of  pur 
projected  work  schedules  under  which  examination  of  most  applica- 
tions will  be  completed  and  patents  issued  within  24  months.  Assuming 
the  continued  capability  of  the  Patent  Office  to  process  patent  applica- 
tions in  a  reasonably  prompt  fashion,  the  only  cases  where  any  form  of 
automatic  publication  would  be  essential  would  be  those  where  pro- 
tracted proceedings  could  be  expected  as  where  there  is  an  appeal  or 
an  interference  proceeding. 

REISSUE 

The  patent  reform  bill  adopts  the  Commission's  recomniendation 
that  claims  should  not  be  broadened  in  a  reissue  application.  This 
recommendation  followed  from  its  conclusion  that  the  public  should 
be  free  to  use  the  unclaimed  disclosure  in  an  issued  patent  without  the 
possibility  that  it  might  subequently  be  included  in  broader  claims  in  a 
reissued  patent. 

S.  2597,  on  the  other  hand,  would  permit  broadened  reissues  if  filed 
within  1  year  of  the  granting  of  the  original  patent.  We  regard  this 
recommendation  as  a  reasonable  comj^romise  between  the  recommenda- 
tion of  the  Commission  and  the  existing  law  which  permits  broadened 
reissues  to  be  granted  within  2  years  of  the  issued  patent.  Not  only  is 
the  public  interest  protected  by  the  reduction  of  the  period  for  filing 
reissues  from  2  years  to  1,  but  we  feel  that  there  are  equities  in  favor  of 
granting  broadened  reissues  where  there  is  so  much  emphasis  placed  on 
prompt  filing  and  prosecution  of  patent  applications.  To  insure  that 
the  public  interest  is  fully  protected,  however,  we  would  urge  that  the 
provision  protecting  the  intervening  rights  of  third  parties  be  amended 
to  provide  for  the  contmued  practice  of  an  invention  without  the  pay- 
ment of  royalties  where  substantial  preparations  for  such  practice  were 
made  prior  to  the  issuance  of  the  reissue  patent. 

PRESUMPTION   OF   CORRECTNESS 

The  Commission  recommended  that  a  Patent  Office  decision  refusing 
a  claim  should  be  given  a  presumption  of  correctness  and  shall  not  be 
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reversed  unless  erroneous.  The  patent  reform  bill  adopts  this  standard 
for  review  in  section  148.  S.  2597  contains  no  provisions  regarding  the 
presumption  to  be  given  a  Patent  Office  decision  denying  a  claim. 

Some  members  of  the  private  sector  have  expressed  the  opinion  that 
this  provision,  as  written  in  S.  1042,  goes  too  far  and  that  it  might 
possibly  lead  to  ai-bitrary  decisions  on  the  part  of  examiners.  In  our 
view,  there  is  no  logical  basis  for  a  statutory  presumption  that  a  deci- 
sion of  an  administrative  agency  is  correct  only  when  in  favor  of  a 
petitioning  party.  We  do  feel,  however,  that  the  first  half  of  the  pro- 
vision in  S.  1042  is  sufficient  to  accord  the  proper  weight  to  the  decisions 
of  the  Patent  Office  and  would  therefore  recommend  deletion  of  the 
phrase  "and  such  decisions  shall  be  upheld  unless  it  is  without  sub- 
stantial basis  or  not  in  accordance  with  law.'' 

INTERIM   LIABn.ITY 

Because  of  the  recommendation  of  preissuance  publication  of  appli- 
cations, the  Commission  recommended  that  a  patentee  whose  claims 
were  infringed  during  the  interim  period  between  publication  of  the 
application  and  the  issuance  of  a  patent  be  given  some  degree  of  pro- 
tection. S.  1042  adopts  this  recommendation  of  the  Commission  by 
providing  for  interim  liability  for  the  unauthorized  practice  of  a  claim 
of  a  published  application  where  the  Patent  Office  has  indicated  that 
the  claim  is  allowable  and  the  alleged  infringer  has  been  given  actual 
notice  as  to  how  the  acts  are  considered  to  have  infringed  the  claim. 
Under  the  patent  reform  bill,  an  applicant  elects  to  obtain  interim 
liability  by  his  transmittal  of  the  notice  to  the  alleged  infringer  and 
cannot  thereafter  obtain  an  injunction  with  regard  to  the  use  of  a 
machine,  manufacture  or  composition  of  matter  which  is  made  prior 
to  the  issuance  of  a  patent. 

S.  2597,  on  the  other  hand,  while  providing  for  interim  liability,  only 
requires  that  the  application  be  published,  that  the  infringed  claim 
also  appear  in  the  issued  patent,  and  that  actual  notice  be  given  to 
the  infringer.  S.  2597  does  not  require  a  prior  indication  hj  the  Patent 
Office  that  the  claim  is  allowable.  In  addition,  an  apj>licant  does  not 
elect  between  an  injunction  or  damages  until  he  brings  suit  following 
the  issuance  of  the  i>atent. 

We  feel  that  the  interim  liability  provisions  of  S.  2597  provide  some 
advantages  over  those  of  S.  1042.  By  permitting  interim  liability  from 
the  date  of  publication  for  the  infringement  of  a  claim  which  later 
appears  in  the  patent,  even  though  the  claim  is  not  allowed  at  the  time 
of  publication,  the  interim  liability  provisions  of  S.  2597  encourage 
early  voluntarv  i>ublication,  A  corollary  of  this  feature  is  that  S.  2597 
would  [permit  interim  Vuibilitj'  where  appealed  claims  were  ultimately 
allowed,  a  result  we  feel  is  desirable  since  we  support  publishing  upon 
api^eal.  ^foreover,  the  interim  liability  provisi(ms  of  S.  2597  permit 
the  applicant  the  flexibility  of  electing  his  remedy — injunction  or 
damag&s — at  a  later  date  when  he  is  in  a  position  to  have  a  better  under- 
standing of  the  total  situation.  For  these  reasons  we  feel  that  the 
interim  liability  provisions  of  S.  2597  might  well  be  included  in  any 
patent  reform  legislation. 
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CLAnvr   FOR  PRIORITY   DATE 


The  patent  reform  bill  adopts  the  recommendation  of  the  Presi- 
dent's Commission  that  a  claim  for  a  priority  date  must  be  made  when 
the  complete  application  is  filed.  The  Commission's  recommendation 
followed  from  its  conclusion  that  early  Imowledge  of  the  priority  date 
on  which  an  applicant  intends  to  rely  would  be  necessary  for  a  proper 
determination,  without  wasted  effort  on  the  part  of  the  Patent  Office, 
of  what  references  could  be  used  as  prior  art  against  an  application. 

S.  2597,  on  the  other  hand,  requires  that  a  claim  for  foreign  priority 
must  be  made  at  the  time  of  filing  but  permits  amendment  during  ex- 
amination or  reexamination  of  the  application.  It  requires  a  claim 
for  priority  based  on  an  earlier  filed  U.S.  application  to  be  made  at 
the  time  of  filing  or  by  amendment  thereof. 

We  support,  the  proposal  of  the  Connnission  for  claimmg  priority 
of  an  earlier  application  at  the  time  of  filing.  However,  there  are  some 
instances  in  which  we  believe  it  would  be  equitable  to  permit  amend- 
ment of  such  a  claim;  for  instance,  where  the  later  application  no 
longer  claims  the  subject  matter  of  the  earlier  application  or  where 
the  applicant  can  show  due  cause  for  his  failure  to  assert  the  priority 
claim  at  the  time  of  filing.  Accordingly,  we  would  recommend  that  an 
applicant  be  permitted  to  amend  his  claim  of  priority  upon  a  showing 
of  due  cause. 

UNIVERSAL   PRIOR   ART 

One  of  the  most  controversial  of  the  provisions  of  S.  1042  is  the  pro- 
posal of  the  Commission  for  universal  prior  art,  under  which  foreign 
knowledge,  use,  and  sale  of  an  invention  would  be  relevant  in  deter- 
mining whether  a  U.S.  patent  would  be  issued  on  the  invention.  This 
recommendation  followed  the  Commission's  conclusion  that  adoption 
of  such  a  standard  by  the  United  States  would  be  an  important  step 
toward  promoting  the  acceptance  of  a  common  definition  of  universal 
prior  art  to  be  applied  by  the  patent  systems  of  the  other  countries. 

S.  2597  retains  the  existing  geographic  boundaries  on  prior  art. 

Those  in  the  jDrivate  sector  who  question  the  proposal  for  a  universal 
prior  art  definition  argue  that  such  a  standard  would  increase  the 
cost  of  patentability  determinations  and  patent  prosecution  and  liti- 
gation by  including  a  body  of  nondocumented  prior  art.  They  also 
point  out  that,  since  the  exact  definition  of  a  universal  prior  art  stand- 
ard has  not  yet  been  precisely  defined,  any  move  by  the  United  States 
to  adopt  such  a  standard  would  be  premature  and  might,  in  fact,  im- 
pede efforts  to  achieve  a  universal  definition. 

We  feel  that  a  universal  prior  art  standard  will  ultimately  be 
adopted;  however,  we  also  feel  that  it  is  premature  at  the  present 
time  to  incorporate  this  standard  into  the  laws  of  this  country.  There- 
fore, while  it  is  still  quite  important  for  this  country  to  cooperate 
in  the  efforts  to  define  a  universal  standard  of  prior  art,  we  would 
not  recommend  that  a  universal  standard  of  prior  art  be  included 
in  any  patent  reform  measures  at  the  present  time. 

COMPUTER    PROGRAMS 

The  Commission  recommended  that  computer  programs  be  spe- 
cifically excluded  from  patentable  subject  matter  and  that  all  pro- 
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visions  in  the  patent  statute  for  plant  patents  be  deleted  and  another 
form  of  protection  for  plants  be  provided. 

The  Commission's  recommendation  to  exclude  computer  programs 
from  patentable  subject  matter  followed  from  its  view  that  searches 
Avould  not  be  feasible  in  this  area  and  that  the  creation  of  programs 
had  undergone  substantial  and  satisfactory  growth  m  the  absence  of 
patent  protection.  Section  106  of  S.  1042  implements  this  recommenda- 
tion of  the  President's  Commission.  S.  2597,  on  the  other  hand,  contains 
no  similar  or  analogous  provision. 

AVc  have  taken  the  view  that  computer  programs  are  not  patentable 
under  present  law,  and  we  shall  continue  to  deny  applications  for 
patent  on  computer  programs  per  se.  It  is  our  opinion,  however,  that 
there  are  substantial  difficulties  in  finding  an  adequate  definition  for 
computer  programs  and  that  it  may  be  premature  to  enact  legislation 
at  the  present  time.  For  this  reason,  we  would  recommend  that  a  sec- 
tion excluding  computer  programs  from  patentable  subject  matter  not 
be  included  in  anv  patent  reform  legislation.  However,  we  would  also 
recommend  that  the  legislative  histoiy  reflect  that  this  omission  was 
not  intended  to  pass  judgment  on  the  question  of  the  patentability  of 
computer  programs. 

PLANT    PATENTS 

The  recommendation  of  the  Commission  to  delete  all  provisions 
in  the  patent  statute  for  plant  patents  followed  from  its  view  that  the 
patent  system  is  not  the  proper  vehicle  for  the  protection  of  such  sub- 
ject matter,  irrespective  of  whether  the  plants  are  sexually  or  asexual- 
iv  reproduced.  The  Commission  urged  further  study  to  determine  the 
niost  appropriate  means  of  protection. 

On  the  other  hand,  there  have  been  suggestions  from  the  private 
sector  that  plant  patent  protection  be  enlarged  to  include  sexually,  as 
well  as  asoxually,  reproduced  plants  and  that  the  limitation  that  the 
plan  be  "other  than  a  tuber  propagated  plant"  be  removed. 

Following  up  the  recommendation  of  the  Commission,  we  have 
studied  the  operation  of  the  plant  patent  provisions  of  existing  law.  It 
would  appear  that  these  provisions  of  the  statute  haA'e  functioned  well 
in  the  opinion  of  those  who  use  them.  Also,  it  appears  that  the  sug- 
gestions of  the  private  sector  to  enlarge  the  plant  patent  protection 
have  considerable  support.  We  have  requested  the  inews  of  the  private 
sector  on  this  recommendation  as  well  as  any  related  matters  which 
may  be  useful  in  evaluating  the  Commission's  recommendation.  We 
intend  to  extend  the  time  for  this  request  to  April  1,  1968,  and  we  have 
recentlj'  done  so. 

Senator  McClellan.  I  assume  you  would  want  to  submit  further 
comment  on  this  question. 

Mr.  Bkexner.  We  are  in  the  process  of  a  study  at  the  present  time 
and  we  do  not  have  a  position  one  way  or  the  other  on  the  plant  patent 
situation  at  this  particular  moment,  Senator. 

Senator  McCi^llan.  I  don't  know  that  we  will  be,  but  we  should 
be  able  to  report  out  this  bill  sometime  during  this  session  of  Congress. 
Would  Aou  think  if  you  had  made  a  determination  and  had  come  to 
some  judgment  on  it  before  that  time  you  would  want  to  submit  it  for 
the  committee's  consideration? 

Mr.  Brenner.  Yes,  sir;  we  would  submit  any  information  or  position 
we  may  have  on  this  as  soon  as  possible,  for  the  reasons  that  you  men- 
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tioned.  We  had  originally  set  a  deadline  of  February  1  on  getting  these 
views  with  the  express  purpose  of  trying  to  get  them  in  promptly. 

Senator  McClellan.  I  see  you  have  extended  that  to  April  1. 

Mr.  Brenner.  Yes,  sir ;  that  is  the  present  limit,  but  we  have  already 
received  a  considerable  number  of  views  from  the  private  sector  as  they 
felt  or  understood  that  February  1  was  the  deadline. 

Senator  McClellan.  When  you  come  to  some  decision  about  the 
matter,  I  suggest  you  advise  the  committee  by  letter,  and  that  letter  may 
be  incorporated  in  the  record. 

Mr.  Brenner.  Yes,  sir ;  we  will  certainly  do  that. 

Senator  McClellan.  Unless  you  felt  it  was  advisable  for  you  to  ap- 
pear before  the  committee  and  make  your  presentation  personally.  If 
you  do  make  such  request,  let  us  know. 

Mr.  Brenner.  Yes,  sir ;  we  certainly  will. 

(The  letter  referred  to  was  placed  in  the  appendix.) 

STANDBY    OPTIONAL    DEFERRED   EXAMINATION 

Mr.  Brenner.  As  you  know,  the  Commission  recommended  that  the 
Secretary  of  Commerce  be  given  standby  authority  to  institute  a  system 
of  deferred  examination.  The  patent  reform  bill  in  sections  191  to  194 
would  provide  this  authority.  There  are  no  provisions  in  S.  2597  for  a 
deferred  examination  system. 

In  view  of  the  present  work  schedules  and  our  plans  for  interna- 
tional cooperation,  the  deferred  examination  system  would  not  be 
necessary  either  at  the  present  time  nor  any  time  in  the  forseeable 
future.  Accordingly,  we  do  not  view  this  matter  as  having  major 
significance  at  this  time. 

CIVIL  COMMISSIONERS 

In  an  effort  to  help  bring  about  more  effective  utilization  of  the 
discovery  procedures  of  the  Federal  Kules  of  Civil  Procedure,  the 
Commission  recommended  that  the  Office  of  Civil  Commissioner  be 
created  in  those  U.S.  district  courts  where  justified  by  the  volume  of 
patent  litigation.  While  the  patent  reform  bill  adopts  the  Commis- 
sion's recommendation,  S.  2597  does  not  provide  for  civil  commis- 
sioners. 

The  problems  involved  in  this  area  are  not  unique  to  patent  cases, 
and  the  committee  may  find  it  preferable  to  consider  this  issue  sepa- 
rately in  the  context  of  all  litigation  in  the  Federal  courts. 

PATENT  RIGHT  TRANSFERABILITY 

S.  2597  adopts  in  section  263  the  Commission's  recommendation 
which  would  approve  field-of-use  restrictions  in  license  provisions 
and  clarify  the  rights  of  patent  owners  by  making  clear  that  the  rule 
of  reason  should  constitute  the  guideline  for  determining  patent  misuse. 
This  provision  is  not  clear  and  might  well  be  construed  to  legitimate 
the  use  of  any  field-of-use  restrictions.  For  these  reasons,  we  would 
strongly  oppose  the  enactment  of  section  263  of  S.  2597. 

86-218 — 68— pt  2 2 
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UNAUTHORIZED  PRACTICE 

As  you  know,  the  Commissioner  of  Patents  is  authorized  under  sec- 
tion 31  of  title  35  of  the  existing  law  to  prescribe  regulations  governing 
the  recognition  and  conduct  of  persons  representing  applicants  before 
the  Patent  Ofiice,  and  under  section  32  to  exclude  from  further  prac- 
tice before  the  Patent  Office  any  person  shown  to  be  incompetent, 
disreputable,  or  guilty  of  gross  misconduct.  Section  33  of  existing 
law  provides  criminal  sanctions  for  the  unauthorized  representation 
as  a  patent  practitioner : 

Whoever,  not  being  recognized  to  practice  before  the  Patent  Office,  holds  himself 
out  or  permits  himself  to  be  held  out  as  so  recognized,  or  as  being  qualified  to 
prepare  or  prosecute  applications  for  patent,  shall  be  fined  not  more  than  $1,000 
for  each  offense. 

In  the  case  of  Ann  Hull,  also  known,  as  Ann  Hastings  v.  United 
States,  decided  last  week,  the  Court  of  Appeals  for  the  District  of 
Columbia  concluded  that  a  fair  reading  of  this  section  was  "whenever 
anyone  who  is  not  registered  with  the  Patent  Office  says  he  is,  or, 
without  saying  so  directly,  employs  metliods  which  give  the  im- 
pression that  he  is,  he  may  be  criminally  punished."  This  court 
interpretation  of  the  statute  would  not  prohibit  a  person  who  is  not 
recognized  before  the  Patent  Office  as  a  practitioner  from  engaging 
in  the  business  of  preparing  and  prosecuting  patent  applications  and 
thus,  in  our  view,  creates  a  serious  problem  with  regard  to  providing 
adequate  protection  for  applicants.  We  are  studying  this  situation 
and  will  transmit  our  recommendations  in  this  matter  to  the  subcom- 
mittee shortly. 

8.    2164 

S.  2164  introduced  by  Senator  Yarborough  for  himself  and  Sen- 
ator Tower  on  July  25,  1967,  is  an  amendment  of  existing  title  35 
to  "eliminate  delay  in  the  issuance  of  a  patent  application"  caused  by 
continuing  applications,  interferences,  and  appeals. 

S.  2164  adopts  only  recommendation  Xo.  V  of  the  President's 
Commission.  This  is  the  recommendation  which  would  permit  as- 
signee filing  and  liberalize  the  joinder  of  inventions  and  applicants 
(sees.  123  and  124).  Section  124,  which  permits  filing  by  an  assignee, 
does  not,  in  our  view,  provide  sufficient  safeguards  for  the  rights  of 
an  inventor  inasmuch  as  an  assignee  can  file  an  application  for  patent 
merely  by  making  an  oath  on  information  and  belief  and  making 
a  prima  facie  showing  of  ownership  of  the  subject  matter  of  the  ap- 
plication. Thus  the  inventor  could  be  completely  bypassed  in  the 
process  for  obtaining  a  patent. 

Sections  155  and  156  would  provide  for  the  issuance  of  patents  on 
applications  ]K*nding  appeal  and  interference,  respectively.  With  re- 
gard to  interferences,  the  applications  of  all  parties  to  an  interference 
would  be  issued. 

Under  section  157,  the  claims  of  an  issued  patent  on  appeal  or  an 
issued  patent  in  an  interference  proceeding  would  be  considered  re- 
jected or  conditional,  respectively,  until  activated  into  effectiveness 
by  a  termination  of  the  proceeding  favorable  to  the  patentee.  In 
addition,  this  section  also  provides  that  the  term  of  "any  rejected  or 
conditional  claim"  later  activated  would  begin  on  the  date  of  activa- 
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tion  and  expire  10  years  from  the  date  of  activation  or  on  the  same 
date  as  would  an  ordinary  claim,  whichever  is  the  later. 

Under  section  158,  the  owner  of  an  application  may  file  a  dedica- 
cation  to  the  public  and  a  patent  will  issue  with  a  notation  that  the 
claims  have  been  so  dedicated.  The  owners  of  dedicated  applications 
and  patents  shall  have  the  same  rights  of  interference  as  other  persons 
but  any  claims  won  become  dedicated  also  . 

Section  169  would  provide  that  conditional  claims  in  the  patent 
issued  to  the  senior  party  in  an  interference  proceeding  would  be  con- 
ditional claims  only  to  the  extent  of  being  subject  to  cancellation 
pursuant  to  section  135. 

S.  2164  falls  far  short  of  the  Commission's  plans  and  of  the  im- 
provements which  would  be  achieved  by  the  enactment  of  S.  1012, 
modified,  as  I  have  indicated.  I  would  suggest  that  the  committee 
would  want  to  study  the  provisions  of  S.  2164  very  carefully  before 
adopting  its  provisions  which  would  remove  the  United  States  even 
further  from  the  other  patent  systems  of  the  world. 

As  I  mentioned  at  the  outset,  except  as  our  testimony  in  the  earlier 
hearings  has  been  amended  by  the  views  we  have  expressed  today,  we 
support  the  provisions  of  the  patent  reform  bill  as  the  best  plan  for 
achieving  the  objectives  of  the  President's  Commission.  I  would  be 
pleased  to  answer  any  questions  you  may  have  and  to  return  at  any 
time  as  the  issues  develop  before  this  subcommittee. 

Senator  ]SIcClellax.  Thank  you,  Mr.  Commissioner.  You  have  made 
a  very  comprehensive  presentation.  It  will  require  study  by  members 
of  the  committee.  I  have  no  questions  today.  I  would  suggest,  and  I 
assume  you  will  have  someone  present  at  these  hearings  as  they  pro- 
gress. I  hope  we  are  laymg  the  groundwork  here  for  some  good  legisla- 
tion. I  know  this  is  not  legislation  we  can  process  hastily.  It  is  too  com- 
plex. We  are  going  to  have  to  move  with  some  caution  and  with  con- 
siderable deliberation.  But  it  may  very  well  be  in  the  course  of  the 
hearing  we  would  like  to  recall  you  for  comments  on  issues  that  may  be 
raised. 

If  you  will  have  someone  here  which  you  always  do  anyway  to 
watch  the  proceedings  and  to  feel  free  to  make  suggestions  to  counsel 
or  to  members  of  the  committee  about  anything  that  may  need  careful 
consideration,  if  you  will  do  this  I  personally  would  appreciate  it. 

Commissioner  Brenxer.  Yes,  sir. 

Senator  McClellan.  You  have  always  cooperated  with  us  and  we 
appreciate  that,  and  of  course  want  to  give  very  great  weight  to  your 
views  at  any  time,  but  we  also  want  to  hear  others,  and  I  am  sure  they 
can  make  a  contribution,  as  they  have  already.  They  have  made  contri- 
butions by  the  suggestions  they  have  made  in  testimony  they  have 
given,  and  in  their  letters. 

I  think  we  are  moving  toward  a  good  piece  of  legislation,  well  proc- 
essed, and  which  will  serve  all  interests  in  this  field.  Thank  you  very 
much. 

Senator  Fong,  any  questions? 

Senator  Fong.  No,  Mr.  Chairman.  I  am  very  sorry  that  I  was  not 
here  to  listen  to  the  first  part  of  the  testimony  of  the  Commissioner.  I 
will  read  your  statement,  Mr.  Commissioner.  I  have  no  questions. 
Thank  you  for  coming. 

Senator  McClellan.  Thank  you,  gentlemen,  very  much. 
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Commissioner  Brenner  Thank  you. 

Senator  McCi.ellan.  I  notice  that  our  colleague  Senator  Nelson  is 
present.  Senator,  will  you  come  aromid,  please? 

STATEMENT  OF  HON.  GAYLORD  NELSON,  A  U.S.  SENATOR  FROM  THE 
STATE  OF  WISCONSIN 

Senator  Nelson.  Mr.  Chairman,  members  of  the  committee,  I  appre- 
ciate the  chance  to  appear  before  you  this  morning.  I  am  appearing  in 
behalf  of  bill,  S.  1377,  which  I  introduced  in  March  of  1967.  It  is  a  very 
simple  bill  designed  to  authorize  the  Commissioner  of  Patents  to  estab- 
lish patent  search  centers  in  various  parts  of  the  United  States.  I  know 
the  chairman  has  a  long  list  of  witnesses  today.  I  would  ask  that  my 
statement  be  printed  in  full,  and  I  will  read  some  excerpts  in  an  at- 
tempt to  move  expeditiously  through  this  testimony,  if  that  is  satis- 
factory with  the  chairman. 

Senator  McClellan.  Thank  you  very  much.  It  is  entirely  satisfac- 
tory. We  do  not  want  to  deny  you  full  presentation  of  your  testimony. 
If  you  feel  that  that  will  be  an  adequate  way  to  handle  it,  we  will  be 
glad  to  accept  your  suggestion.  Let  the  Senator's  prepared  statement  be 
printed  in  full  following  his  oral  presentation. 

Senator,  you  may  highlight  it  if  you  desire. 

Senator  Nelson.  Mr.  Chairman,  I  will  read  some  excerpts  from  it. 
The  proposition  is  a  very- simple  one. 

Technological  progress  plays  the  major  role  in  stimulating  economic 
progress. 

New  products  and  new  processes  are  the  key  to  a  single  company's 
growth,  an  entire  industry's  gro\\i:h,  and  a  nation's  growth. 

The  expansion  of  our  economic  system  depends  on  the  genius  of 
research  and  innovation. 

Many  new  products,  the  results  of  research,  have  helped  push  the 
economy  to  new  heights  every  year;  1948  marked  the  beginning  of  a 
new  era  of  inventiveness. 

Since  that  time,  antibiotics  and  the  discovery  of  many  new  kinds  of 
wonder  drugs  have  given  new  leases  on  life  and  good  health  to  our 
people. 

Vitamins,  polyethylene,  styrene  plastics  and  resins,  transistors, 
power  steering,  power  brakes,  synethic  fibers,  air  conditioning,  tape 
recorders,  and  many  other  startling  developments  have  given  birth 
to  wholly  new,  giant  industrial  complexes. 

The  United  States  continues  to  lead  the  world  in  scientific  genius 
and  inventiveness,  but  the  race  gets  hotter  and  the  pace  gets  faster 
every  day. 

Every  means  must  be  sought  through  efficiency  and  new  technology 
to  produce  new  products  to  brace  our  economic  backbone  to  keep  our 
armamentarium  replete  with  the  latest  devices,  to  cut  production  costs, 
and  to  increase  our  per  capita  industrial  production. 

The  scientific  arts  must  be  stimulated  by  every  means  possible— 
by  huge  research  programs — and  as  importantly,'  by  the  quick  dis- 
semination and  transference  of  knowledge. 

To  help  make  this  necessary  knowledge  readily  available  to  as 
many  people  as  possible,  I  introduced  a  bill,  S.  ]37t,  to  authorize  the 
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U.S.  Patent  Office  to  establish  patent  search  centers  in  several  economi- 
cally strategic  locations  throughout  the  country. 

By  this  means,  descriptions  of  inventions  would  be  more  readily 
accessible  to  inventors,  businessman,  both  large  and  small,  and  the  gen- 
eral public. 

Business  and  industry  would  be  more  easily  informed  on  the  newest 
and  the  oldest  techniques  and  innovations.  Inventors  and  innovators 
would  be  provided  with  knowledge  of  advances  in  their  particular 
areas  of  interest. 

The  idea  of  establishing  patent  search  centers  throughout  a  country 
is  not  a  new  one.  West  Germany  has  some  40  centers — a  country  which 
is  one-third  the  size  of  Texas.  Great  Britain  has  20  such  centers.  The 
Soviet  Union  is  establishing  over  100  patent  centers. 

Heinrich  von  Wimmersperg,  a  noted  development  engineer  from 
Detroit,  Mich.,  stated  in  a  March  19(i0  article  in  the  Journal  of  the 
Patent  Office  Society : 

Part  of  the  productive  thinking,  about  20  times  larger  than  represented  by 
market  products,  is  frozen  in  the  patents  issued  on  the  invention.  Many  conditions 
besides  the  technical  merit  determine  the  industrial  success  of  an  invention. 
Some  of  the  most  important  inventions  came  too  early,  at  a  time  when  some  of  the 
technical  links  were  missing.  Some  did  not  tind  a  promoter  with  vision  enough  to 
stick  through  the  difficult  process  of  converting  ideas  into  products.  Others  were 
just  as  good  as  parallel  solutions  in  public  use,  but  did  not  find  the  way  to  produc- 
tion. All  this  invisible  creative  thinking  is  preserved  in  the  patents.  Furthermore, 
they  give  the  mo.st  complete  information  on  products  which  did  reach  productdon. 
Thus,  the  patents  cover  actually  almost  the  total  of  the  important  creative  tech- 
nical thinking  of  a  nation. 

Wimmersperg  says  that  the  engineer  also  relies  on  two  other  sources : 
the  various  textbooks  and  industrial  products  on  the  market. 

Textbooks  usually  all  show  more  or  less  the  same  content,  "only  a 
few  typical  solutions  of  a  problem,"  and  therefore,  have  very  limited 
ap])lication. 

Only  an  extremely  small  amount  of  the  "total  creative  thinking"  of 
a  nation,  on  the  other  hand,  reaches  public  knowledge  through  indus- 
trial production. 

Thus  the  development  engineer  must  rely  on  the  prior  art  available 
in  the  subclasses  of  patents  available  in  the  patent  office. 

Dr.  A.  A.  Kucher,  vice  president  in  charge  of  engineering  and  re- 
search for  the  Ford  Motor  Co.,  had  this  to  say  about  the  subject  in  a 
speech  before  the  American  Patent  Law  Association  in  1958 : 

There  is  no  better  way  to  catch  up  with  the  procession  than  to  know  the  patent 
art.  At  the  same  time,  the  study  of  an  art  through  patents  provided  the  best 
incubator  for  the  conception  of  new  and  improved  ways  and  means. 

The  Patent  Office  at  present  spends  considerable  time  and  money  in 
classifying  and  subclassifying  patents  according  to  subject  matter. 
INIore  than  3  million  patents  are  divided  into  about  50,000  subclasses. 

1'lie  results  of  this  massive  effort  are  available  in  only  one  place  in 
the  United  States — the  Public  Search  Room  in  Washington,  D.C.  As 
a  result,  it  is  useful  primarily  to  the  patent  attorney  located  in 
Washingt£)n. 

Patent  information  can  be  made  more  useful. 

Only  a  relatively  few  researchers  in  this  country  can  tap  the  infor- 
mation stored  in  the  Washington.  D.C,  Patent  (Office  on  a  sustained 
basis.  Some  cannot  use  it  at  all  because  of  the  distance  and  cost 
barriers. 
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If  patent  search  centers  could  be  located  in  several  places  throughout 
the  country,  to  begin  with,  businessmen,  engineers,  scientists,  and  in- 
ventors Avould  more  easily  determine  what  has  been  done  in  the  past, 
thus  advoiding  duplication  of  efforts. 

Chemists  and  engineers  who  know  how  to  use  the  official  search  files 
of  the  Patent  Office,  and  who  take  advantage  of  this  knowledge,  find 
it  to  be  an  exceptional,  valuable  source  of  information  and  stimulation. 

Some  patent  attorneys  estimate  that  OS  percent  of  the  putterers  and 
basement  inventors  have  never  had  a  single  look  at  the  limitless  knowl- 
edge in  the  volumes  of  patents  on  file. 

These  tens  of  thousands  of  Americans  with  untapped  creativity,  who 
invent  as  a  pastime  and  who  contribute  immensely  could  make  a  much 
greater  contribution  to  society  if  this  information  were  available  in 
convenient  search  centers  throughout  the  country. 

A  few  moments  could  encourage  and  nurture  a  germ  of  an  idea 
which  might  yield  a  major  instrument  in  the  Nation's  kit  of  tools,  and 
in  furthering  America's  industrial  might  and  superiority. 

There  are  on  file  in  the  libraries  patents  that  are  filed  numberwise 
but  not  by  subclasses. 

It  is  an  anachronism  that  the  opportunity  for  convenient  review  of 
the  literature  in  an  organized  fashion  is  available  only  in  one  place  in 
the  entire  country. 

It  is  true  that  patents  are  filed  numberwise,  not  by  subclasses,  and 
are  kept  in  some  22  libraries  in  the  country.  They  are  of  some  value  as 
a  reference  for  looking  up  a  particular  patent — if  you  know  what  the 
patent  is  you  want  to  inspect — but  they  are  practically  valueless  for 
the  engineer  who  wants  to  discover  by  a  quick  means  all  the  complete 
information  on  the  technical  elements  and  element  groups  in  the  area 
he  is  pursuing. 

In  order  to  discover  the  prior  art,  he  needs  the  patents  filed  accord- 
ing to  subclasses — filed  according  to  elementary  groups.  He  can,  as  a 
matter  of  fact,  obtain  the  patent  numbers  of  the^arious  classes  from 
the  Patent  Office  in  some  o  or  4  weeks.  But  he  then  has  to  search  some 
several  hundreds  of  volumes  to  find  tlie  actual  patents  he  wants  to 
inspect.  This  process  may  take  weeks,  and  even  months.  This  is  a  most 
discouraging  prospect  for  the  sophisticated  inventor,  let  alone  the  rank 
amateur. 

The  interesting  aspect  of  this  entire  process  is  that  of  rediscovering 
older  innovations,  still  on  file,  which  are  dug  out  again,  reapplied,  and 
found  to  be  the  catalyst  which  makes  the  entire  new  idea  a  worthy  one. 
This  was  the  case  of  the  power-dri\'en  macliinegun  when  the  self- 
powered  type  reached  the  end  of  its  development  possibilities. 

From  the  standpoint  of  national  security  alone,  other  locations 
would  have  complete  and  duplicate  working  files  for  safekeeping  pur- 
poses. During  World  AVar  TI,  the  Germans  realized  their  danger  and 
kept  complete  lists  of  everything  in  the  search  files  in  underVound 
bunkers.  After  the  war  these  lists  Avere  used  in  reconstituting  the  Ger- 
man Patent  Office,  and  they  have  been  useful  to  eni^ineers  and  scien- 
tists, historians  and  technology  and  searchers. 

Commissioner  of  Patents,  Edward  J.  P.renner,  in  testimony  before 
your  committee  on  May  17,  1067,  on  patent  law  revisions  stated : 

S.  1377,  introdufed  by  Senator  Nelson  on  March  23,  would  clarify  the  existing 
authority  of  the  Commisslonor  by  specifically  anthorizing  the  establishment  of 


401 

patent  search  centers  in  economically  strategic  locations  throughout  the  coun- 
try. At  the  present  time,  the  only  place  where  patents  are  arranged  by  subject 
matter  for  convenient  search  or  study  is  in  the  public  searchroom  in  the  Patent 
OflBce  at  Washington.  The  Patent  Office  has  for  several  years  been  interested 
in  the  establishment  of  field  search  centers  to  enable  interested  members  of  the 
public  to  make  patent  searches  in  various  parts  of  the  country.  Also,  establish- 
ment of  such  centers  would  provide  national  security  of  this  invaluable  tech- 
nical information  against  fire  or  other  disaster. 

The  Patent  Office  has  an  ongoing  program  of  placing  the  patent  search  files  on 
microfilm.  When  this  is  completed,  the  cost  of  copies,  as  well  as  space  require- 
ments, will  be  greatly  reduced.  Senator  Nelson's  proposal,  therefore,  is  very 
timely  and  has  considerable  merit. 

I  have  received  many  endorsements  for  the  bill.  The  chairman  of 
patent,  trademark  and  copyright  section  of  the  State  bar  of  "Wis- 
consin wrote  me : 

I  have  canvassed  a  number  of  patent  attorneys  as  well  as  some  of  the  in- 
ventors with  whom  I  have  worked  and  there  seems  to  be  general  agreement  that 
the  establishment  of  an  additional  patent  search  center  in  Chicago  would 
be  most  beneficial.  As  you  well  know,  information  retrieval  is  a  major  problem 
in  relation  to  patenting  as  well  as  other  industrial  and  commercial  activities. 

The  president  of  the  Milwaukee  Patent  Law  Association  told  me 
by  letter  that : 

A  large  majority  of  the  Association's  members  favor  the  principle  of  estab- 
lishing patent  and  technical  information  search  centers  throughout  the  coun- 
try. We  perceive  that  such  centers  would  afford  a  convenient  and  necessary  op- 
portunity for  inventors  and  researchers,  acting  indei>endently  and  as  employees 
of  companies,  to  make  state-of-the-art  searches  in  contemplation  of  beginning 
new  research  and  development  programs. 

The  American  Chemical  Society  endorses  the  measure,  saying : 

It  is  our  opinion  that  much  benefit  can  derive  from  improvements  in  methods 
for  disseminating  and  searching  patent  literature.  Large  and  small  companies 
as  well  as  individual  inventors,  and  indirectly  the  general  public,  can  gain.  We 
wish  you  well  in  your  efforts. 

Industry  is  interested  in  the  bill.  The  Kimberly-Clark  Corp.  a  large 
manufacturer  of  paper  products,  said : 

The  establishment  of  such  centers  is  believed  to  be  a  very  desirable  thing.  The 
cla.ssified  patent  research  files,  as  I  am  sure  you  know,  constitute  one  of  the 
leading  sources  in  the  world  of  technical  information  and  the  fact  that  this 
information  is  available  in  only  one  place,  i.e.  Washington,  is  most  unfortunate, 
both  from  the  viewpoint  of  industry  and  from  the  viewpoint  of  national  safety. 

This  S.  C.  Johnson  Co.,  a  major  manufacturer  of  waxes  and  other 
products,  told  me: 

The  only  patent  search  center  used  by  our  personnel  outside  of  the  search 
room  in  the  Patent  Office  is  the  John  Crerer  Library  in  Chicago.  Unfortunately, 
it  does  not  have  the  subject  matter,  indexing  and  other  classifications  of  the 
United  States  and  foreign  patents  provided  by  the  Patent  Office. 

Several  distinguished  patent  attorneys,  patent  firms,  and  inventors 
have  written  to  me. 
The  Andrus  &  Starke  patent  law  firm  of  INIilwaukee,  Wis.,  stated: 

I  have  received  your  letter  of  April  17th  relating  to  your  recent  introduction 
of  Senate  bill  1377  relating  to  the  creation  of  regional  patent  search  centers 
throughout  the  country.  I  am  highly  in  favor  of  such  centers,  since  they  will 
make  the  valuable  patent  literature  more  readily  available  to  inventors,  engi- 
neers and  etc. 

Mr.  George  E.  Szekely,  a  patent  law  specialist  from  Fort.  Atkinson, 
Wis.,  said: 
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I  am  indeed  most  interested  to  learn  that  you  have  introduced  a  bill  calling 
for  patent  search  centers.  For  years  I  have  been  an  ardent  advocate  of  such  ex- 
pansion of  search  facilities.  Please  accept  my  enthusiastic  commendation  of  your 
bill  in  principle. 

Mr.  John  Diehl,  an  inventor  and  attorney  from  Madison,  Wis., 
wrote : 

I  commend  you  for  doing  so.  I  think  this  might  be  one  of  the  most  helpful 
things  which  could  be  done  for  small  inventors  and  am  particularly  impressed 
because  it  may  be  possible  to  accomplish  a  great  deal  in  providing  much  help  at 
relatively  low  cost. 

The  classified  U.S.  patents  in  the  j^ublic  search  room  of  the  Patent 
Office  constitute  the  most  detailed  librarj^  of  applied  technology  found 
anywhere  in  the  world.  They  provide  a  historical  record  of  innova- 
tions adopted  and  proposed  in  every  branch  of  technology.  The  detail 
published  there  is  not  found  in  any  other  manner. 

They  are  immeasurably  valuable  to  the  engineer  or  scientist  who 
needs  to  begin  work  in  his  field  or  who  should  keep  up  on  the  latest 
developments. 

This  may  be  done  in  random  reading  or  in  systematically  poring 
over  all  pertinent  material.  A  firsthand  review  of  patents  is  necessary 
to  inventors  and  business  organizations  who  may  wish  to  promote  or 
adopt  a  basic  or  process  patent. 

It  is  important  to  know  the  prior  art  to  prevent  patent  interference 
and  later  harassment  and  disappointment.  Of  necessity,  they  must 
make  use  of  the  Patent  Office's  Center. 

The  West  is  involved  in  an  industrial  power  struggle — not  any  the 
less  important  as  the  struggle  for  men's  minds. 

Long  after  the  world  resolves  its  political  differences,  the  leader  of 
the  free  peoples  will  have  to  be  the  industrial  and  economic  leader, 
too.  The  East  realizes  this. 

They  are  graduating  scientists  and  engineers  in  great  numbers.  The 
vast,  untapped  reservoir  of  talent  now  being  developed  in  the  East 
is  imposing  indeed.  We  must  make  up  in  efficiency  what  we  will  always 
lack  in  mass  numbers  of  raw  talent.  Even  if  it  is  true  that  we  spend 
billions  for  research  laboratories  and  billions  for  production,  we  can- 
not overlook  the  minute  details  which  are  necessary  to  the  develop- 
ment engineer,  tlie  innovator,  and  the  basement  inventor. 

Several  years  ago  when  the  idea  for  more  search  centers  was  first 
proposed,  it  was  suggested  that  it  be  done  on  the  basis  of  making 
actual  copies  of  patents  and  filing  them  in  separate  locations  elsewhere 
in  the  United  States.  There  are  more  than  3  million  U.S.  patents  on 
file  right  now.  The  classified  system  includes  a  large  number  of  cross 
references  so  that  a  total  of  approximately  7  million  copies  would 
actually  be  involved. 

The  present  price  set  by  statute  of  50  cents  per  copy,  would  have 
involved  an  expenditure  of  $314  million  for  the  duplicates  alone. 
Necessary  filing  cases  and  storage  space  would  have  added  substanti- 
ally of  the  cost.  Thus  from  1959  until  now,  little  has  been  done  about 
establishing  centers. 

Plowever,  with  the  advent  of  microfilming,  both  the  cost  of  copies 
and  the  space  of  filing  requirements  have  been  greatly  reduced.  Now 
a  full  set  of  cards  for  the  classified  system  of  patents,  including  cross 
references,  would  cost  only  about  $400,000  for  a  patent  center — a  vast 
difference.  Necessary  views  and  filing  cabinets  might  bring  the  cost 
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up  to  as  much  as  $450,000.  This  is  about  one-ninth  the  cost  of  actual 
patent  copies.  The  cost  is  small  compared  with  the  benefit  derived. 

Tlie  Patent  Office  informs  me  that  a  very  adequate  center  would 
require  between  4,000  and  5,000  square  feet, — a  room  about  40  feet 
by  50  feet  by  100  feet. 

This  could  be  set  up  in  public  libraries  of  several  major  cities,  or 
in  the  Federal  building,  or  it  could  be  rented  from  private  contractors. 

I  would  recommend  as  a  trial  the  setting  up  only  two  or  three  centers 
during  the  first  5  years.  After  that  time  it  could  be  determined  where 
others,  if  necessary,  should  be  located. 

Search  centers  containing  all  of  our  patent  literature  in  fully  classi- 
fied form  would  be  of  particular  benefit  to  the  sometimes  forgotten 
small  businessman.  Information  secured  in  such  patent  search  centers 
could  accelerate  new  inventions  and  discoveries,  and  stimulate  new 
research  ideas  and  investments,  thus  contributing  to  the  economic 
development  of  many  areas  of  the  country,  and  to  the  eventual  better- 
ment of  all  our  people. 

That  concludes  my  testimony,  Mr.  Chairman,  and  I  appreciate  very 
much  your  giving  me  the  oi)portunity  to  appear.  I  hope  I  have  not 
imposed  too  much. 

Senator  McClellan.  Does  it  take  legislation  to  authorize  these 
centers  ? 

Senator  Nelson.  My  check  through  my  staff  and  with  the  Com- 
missioner is  that  it  does  require  some  authorization  for  him  to  establish 
this  kind  of  a  center. 

Senator  McClellan.  Does  the  bill  provide  for  it  as  a  pilot 
experiment  ? 

Senator  Nelson.  We  did  not  put  that  in  the  bill.  We  simply  said 
the  Commissioner  may  establish  public  facilities  for  searching  of 
patents  and  establish  a  public  information  service  for  the  dissemination 
of  the  public  information  concerning  patents. 

Senator  McClellan.  It  is  not  compusory.  It  just  authorizes  him? 

Senator  Nelson.  It  authorizes  him  to  do  so. 

Senator  McClellan.  It  would  be  your  suggestion  that  he  try  a  pilot 
project  or  two? 

Senator  Nelson.  Correct. 

Senator  McClellan.  To  begin  with  ? 

Senator  Nelson.  I  would  think  that  somewhere  out  in  the  West 
and  somewhere  in  the  Midwest,  would  be  at  least  two  good  places  to 
start.  Then  we  would  gain  some  experience.  The  investment  is  not 
very  large.  We  would  have  available  in  subclasses  all  the  patents  on 
file  here  in  Washington.  I  am  satisfied  that  the  experience  of  West 
Germany,  a  relatively  small  country,  with  40  patent  centers,  and  Eng- 
land with  20  patent  centers,  and  Russia,  establishing  100  patent  centers, 
has  pointed  up  the  importance  of  getting  information  readily  available. 

Senator  McClellan.  That  would  indicate  that  they  have  found  of 
course  this  to  be  of  some  real  value  ? 

Senator  Nelson.  Yes. 

Senator  McClellan.  I  was  thinking,  as  you  made  your  presentation 
about  the  cost,  and  whether  the  benefits  would  exceed  the  cost  of  estab- 
lishing, maintaining,  and  operating  such  centers.  I  do  not  know  what 
it  would  be.  It  would  depend  on  the  number  of  centers.  But  that  is  a 
factor  that  we  have  to  weigh  I  think  in  enacting  legislation  of  this 
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kind.  From  what  you  have  said  about  it,  I  gather  that  the  cost  would 
not  be  a  great  amount.  I  think  it  would  not  justify  the  construction  of 
new  buildings  in  these  centers,  not  initially  at  least. 

We  do  not  know  whether  they  should  have  space  in  Federal  build- 
ings that  could  be  assigned  and  used  or  whether  public  libraries  would 
have  space  that  could  be  made  av^ailable.  What  do  you  think  it  would 
require  to  operate  one  of  these  centers  in  the  w^ay  of  personnel  ? 

Senator  Nelsox.  AVell,  I  am  not  sure  about  that.  My  staff  did  all 
the  work  on  the  bill  and  consulted  witli  the  Patent  Office.  My  staff 
simply  said  that  the  Patent  Office  thought  two,  three,  or  four  people, 
but  I  do  not  stand  behind  that.  I  think  if  the  committee  considered 
it,  you  ATould  probably  want  to  check  that  a  little  more  carefully.  Our 
advice  was  that  it  would  only  cost  about  $iOO,000,  however,  to  micro- 
film all  the  patents,  and  somewhere  around  $450,000  or  thereabouts 
to  provide  the  viewers,  and  a  room  4,000  to  5,000  square  feet.  As  you 
mentioned  the  room  may  be  available  in  a  Federal  building,  or  could 
be  rented  at  reasonable  cost  privately.  So  the  cost  does  not  look  to  me 
like  a  very  large  one,  when  you  consider  the  fact  that  pri^-ate  citizens 
and  taxpayers  just  pay  a  tremendous  amount  of  money  every  single 
year  either  to  come  here  themselves  or  to  hire  lawyers  here.  Those  with 
some  inventive  genius  of  their  own,  and  engineers  and  companies  are 
spending  all  this  money  to  come  here  when  if  there  were  one  in  Chicago, 
one  on  the  west  coast  and  one  in  the  South,  you  could  save  the  tax- 
payers a  lot  of  money.  The  country  would  benefit  manifold  by  the 
creativity  of  people  who  will  never  be  able  to  use  the  Patent  Office  here 
in  Washington  because  it  is  not  quite  worthwhile  to  come,  or  they  can- 
not afford  it;  whereas  if  it  is  only  a  matter  of  an  hour's  trip,  or  a 
short  drive,  all  kinds  of  people  who  have  valuable  contributions  to 
make  to  the  country  will  find  the  accessibility  valuable. 

I  think  it  will  also  be  of  great  value  to  small  businesses,  and  small 
inventors  who  find  the  expense  of  coming  here  prohibitive. 

Senator  McClellan.  Thank  you  very  much,  JNIr.  Senator.  I  note 
these  endorsements.  They  seem  to  be  strong  endorsements  of  this  pro- 
posal. I  am  sure  the  committee  will  be  very  interested  in  considering  it. 

Senator  Fong  ? 

Senator  Fong.  Senator  Nelson,  I  presume  I  am  just  one  of  many 
Senators  who  have  never  visited  the  Patent  Office.  What  do  you  con- 
template having  in  these  centers  ? 

Senator  Nelsox.  As  I  understand  it,  the  whole  patent  would  be 
microfilmed  and  then  they  would  be  classified  as  they  are  here,  by 
50,000  subclasses.  So  if  you  went  there  as  an  inventor  and  wanted  to 
check  a  particular  device,  all  of  them  would  be  in  one  subclass.  You 
could  go  through  the  files  and  there  might  be  hundreds  of  them.  You 
would  get  all  the  information  in  one  place.  You  would  take  the  copies 
to  the  microfilm  viewer,  run  them  through,  and  they  would  show  up 
on  the  screen. 

Senator  Fong.  So  actually  it  consists  of  files,  it  consists  of  pictures. 

Senator  Nelson.  That  is  correct. 

Senator  Fong.  And  it  consists  of  microfilm  ? 

Senator  Nelson.  Yes,  it  would  be  the  microfilm  in  the  files  and  the 
viewing  screens  and  whatever  personnel  were  required  to  supervise  a 
room  of  50  by  100  feet  in  length,  which  would  not  amount  to  very 
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much.  You  would  have  to  have  a  librarian  of  course  who  understood 
the  files. 

Senator  Fong.  Thank  you. 

Senator  McCLELLiVN.  Any  questions  by  counsel  ? 

Thank  you  very  much,  Senator. 

Senator  Nelson.  Thank  you  verj^  much,  Mr.  Chairman. 

(The  prepared  statement  of  Senator  Nelson  appears  as  follows :) 

Statement  of  Senator  Gaylobd  Nelson,  a  U.S.  Senator  from  the  State  of 

Wisconsin 

Technological  progress  plays  the  major  role  in  stimulating  economic  progress. 

New  products  and  new  processes  are  the  key  to  a  single  company's  growth,  an 
entire  industry's  growth,  and  a  nation's  growth. 

The  expansion  of  our  economic  system  depends  on  the  genius  of  research  and 
innovation. 

Many  new  products,  the  results  of  research,  have  helped  push  the  economy  up 
to  new  heights  every  year.  1048  marked  the  beginning  of  a  new  era  of 
inventiveness. 

Since  that  time,  antibiotics  and  the  discovery  of  many  new  kinds  of  wonder 
drugs  have  given  new  leases  on  life  and  good  health  to  our  people. 

Vitamins,  polyethylene,  styrene  plastics  and  resins,  transistors,  power  steering, 
power  brakes,  synthetic  fibers,  air  conditioning,  tape  recorders,  and  many  other 
startling  developments  have  given  birth  to  wholly  new,  giant  industrial 
complexes. 

The  United  States  continues  to  lead  the  world  in  scientific  genius  and  inventive- 
ness, but  the  race  gets  hotter  and  the  pace  gets  faster  every  day. 

Evvery  means  must  be  sought  through  efficiency  and  new  technology  to  produce 
new  products  to  brace  our  economic  backbone,  to  keep  our  armamentarium  re- 
plete with  the  latest  devices,  to  cut  production  costs,  and  to  increase  our  per 
capita  industrial  production. 

The  scientific  arts  must  be  stimulated  by  every  means  possible— by  huge  re- 
search programs — and  as  importantly,  by  the  quick  dissemination  and  trans- 
ference of  knowledge. 

To  help  make  this  necessary  knowledge  readily  available  to  as  many  people  as 
possible,  I  introduced  a  bill,  S.  1377,  to  authorize  the  U.S.  Patent  Oflace  to  es^tab- 
lish  patent  search  centers  in  several  economically  strategic  locations  throughout 
the  country. 

By  this  means,  descriptions  of  inventions  would  be  more  readily  accessible  to 
inventors,  businessmen,  both  large  and  small,  and  the  general  public. 

Business  and  industry  would  be  more  easily  informed  on  the  newest,  and  the 
oldest,  techniques  and  innovations.  Inventors  and  innovators  would  be  pro- 
vided with  knowledge  of  advances  in  their  particular  areas  of  interest. 

Tlie  idea  of  establishing  patent  search  centers  throughout  a  country  is  not  a 
new  one.  West  Germany  has  some  forty  centers — a  country  which  is  %  the  size 
of  Texas.  Great  Britain  has  20  such  centers.  The  Soviet  Union  is  establishing 
over  100  patent  centers. 

Heinrich  von  Wimmersperg,  a  noted  development  engineer  from  Detroit, 
Michigan,  stated  in  a  March  1960  article  in  the  Journal  of  the  Patent  Office 
Society : 

"Part  of  the  productive  thinking,  about  twenty  times  larger  than  represented 
by  market  products,  is  frozen  in  the  patents  issued  on  invention.  Many  condi- 
tions besides  the  technical  merit  determine  the  industrial  success  of  an  inven- 
tion. Some  of  the  most  important  inventions  came  too  early,  at  a  time  when  some 
of  the  technical  links  were  missing.  Some  did  not  find  a  promoter  with  vision 
enough  to  stick  through  the  diflicult  process  of  converting  ideas  into  products, 
others  were  just  as  good  as  parallel  solutions  in  public  use.  but  did  not  find  the 
way  to  production.  All  this  invisible  creative  thinking  is  preserved  in  the  patents. 
Furthermore,  they  give  the  most  complete  information  on  products  which  did 
reach  production.  Thus  the  patents  cover  actually  almost  the  total  of  the  impor- 
tant creative  technical  thinking  of  a  nation." 

Wimmer.sperg  says  that  the  engineer  also  relies  on  two  other  sources:  the 
various  textbooks  and  industrial  products  on  the  market. 

Textbooks  usually  all  show  more  or  less  the  same  content,  "only  a  few  typical 
solutions  of  a  problem,"  and  therefore,  have  very  limited  application. 
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Only  an  extremely  small  amount  of  the  "total  creative  thinking"  of  a  nation, 
on  the  other  hand,  roaches  public  knowledge  through  industrial  production. 

Thus  the  development  engineer  must  rely  on  the  prior  art  available  in  the 
subclasses  of  patents  available  in  the  patent  office. 

Dr.  A.  A.  Kucher,  Vice-President  in  Charge  of  Engineering  and  Research  for 
the  Ford  Motor  Company,  had  this  to  say  about  the  subject  in  a  speech  before  the 
American  Patent  Law  Association  in  1958 : 

"There  is  no  better  way  to  catch  up  with  the  procession  than  to  know  the 
patent  art.  At  the  same  time,  the  study  of  an  art  through  patents  provided  the 
best  incubator  for  the  conception  of  new  and  improved  ways  and  means." 

The  Patent  Office  at  present  spends  considerable  time  and  money  in  classifying 
and  sub-classifying  patents  according  to  subject  matter.  More  than  three  million 
patents  are  divided  into  about  50,000  subclasses. 

The  results  of  this  massive  effort  are  available  in  only  one  place  in  the  United 
States — the  Public  Research  Room  in  Washington,  D.C.  As  a  result,  it  is  useful 
primarily  to  the  patent  attorney  located  in  Washington. 

Patent  information  can  be  made  more  useful. 

Only  a  relatively  few  researchers  in  this  country  can  tap  the  information 
stored  in  the  Washington,  D.C.  Patent  Office  on  a  sustained  basis.  Some  cannot 
use  it  at  all  becau.se  of  the  distance  and  cost  barriers. 

If  patent  search  centers  could  be  located  in  several  more  places  throughout  the 
country,  to  begin  with,  businessmen,  engineers,  scientists,  and  inventors  could 
more  easily  determine  what  has  been  done  in  the  past,  thus  avoiding  duplication 
of  efforts. 

Chemists  and  engineers  who  know  how  to  use  the  official  search  files  of  the 
Patent  Office,  and  who  take  advantage  of  this  knowledge,  find  it  to  be  an  excep- 
tional, valuable  source  of  information  and  stimulation. 

Some  patent  attorneys  estimate  that  98  percent  of  the  putterers  and  basement 
inventors  have  never  had  a  single  look  at  the  limitless  knowledge  in  the  volumes 
of  patents  on  file. 

These  tens  of  thousands  who  invent  as  a  pastime  and  who  contribute  im- 
mensely could  benefit  greatly  through  nearby  search  centers. 

A  few  moments  could  encourage  and  nurture  a  germ  of  an  idea  which  might 
yield  a  major  instrument  in  the  nation's  kit  of  tools,  and  in  furthering  America's 
industrial  might  and  superiority. 

It  is  an  anachronism  that  the  opiwrtunity  for  convenient  review  of  the  litera- 
ture in  an  organized  fashion  is  available  only  in  one  place  in  the  entire  country. 

It  is  true  that  patents  are  filed  numbenvise,  not  hy  suhelasses,  and  are  kept  in 
some  22  libraries  in  the  country.  They  are  of  some  value  as  a  reference  for  look- 
ing up  a  particular  patent — if  you  know  what  the  patent  is  you  want  to  inspect — ■ 
but  they  are  practically  valuelei^s  for  the  engineer  who  wants  to  discover  by  a 
quick  means  all  the  complete  information  on  the  technical  elements  and  element 
groups  in  the  area  he  is  pursuing. 

In  order  to  discover  the  prior  art.  he  needs  the  patents  filed  according  to  sub- 
classes— filed  according  to  elementary  groups.  He  can,  as  a  matter  of  fact,  obtain 
the  patent  numbers  of  the  various  classes  from  the  Patent  Office  in  some  three  or 
four  weeks.  But  he  then  has  to  search  some  several  hundreds  of  volumes  to  find 
the  actual  patents  he  wants  to  inspect.  This  process  may  take  weeks,  and  even 
months.  This  is  a  most  discouraging  prospect  for  the  sophisticated  inventor,  let 
alone  the  rank  amateur. 

Tlie  interesting  aspect  of  this  entire  process  is  that  of  rediscovering  older 
innovations,  .still  on  file,  which  are  dug  out  again,  reapplied,  and  found  to  be  the 
catalyst  which  makes  the  entire  new  idea  a  worthy  one.  This  was  the  case  of  the 
power  driven  machine  gun  when  the  self-powered  type  reached  the  end  of  its 
devolojmient  jtossibilities. 

From  the  standiK)int  of  national  security  alone,  other  locations  would  have 
complete  and  duplicate  working  files  for  safekeeping  purposes.  During  World 
War  II,  the  Germans  realized  their  danger  and  kept  complete  li.sts  of  everything 
in  the  search  files  in  underground  bunkers.  After  the  war  those  li.sts  were  used  in 
reconstituting  the  German  Patent  Office,  and  they  have  been  useful  to  engineers 
and  scientists,  hi.storians  of  technology  and  searchers. 

Commissioner  of  Patents,  Edward  J.  Brenner,  in  testimony  before  your  com- 
mittee on  May  17, 19<t7,  on  patent  law  revisions  stated  : 

"S.  1377,  introduced  by  Senator  Neb'on  on  March  23,  would  clarify  the  existing 
authority  of  the  Commissioner  by  specifically  authorizing  the  establishment  of 
patent  .search  centers  in  economically  strategic  locations  throughout  tlie  country. 
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At  the  present  time,  the  onlj'  place  where  patents  are  arranged  by  subject  matter 
for  convenient  search  or  study  is  in  the  public  searchroom  in  the  Patent  OflSce  in 
Washington.  The  Patent  OflBce  has  for  several  years  been  interested  in  the  estab- 
lishment of  field  search  centers  to  enable  interested  members  of  the  public  to  make 
patent  searches  in  various  parts  of  the  country.  Also,  establishment  of  such  cen- 
ters would  provide  national  security  of  this  invaluable  technical  information 
against  fire  or  other  disaster. 

"The  Patent  Office  has  an  outgoing  program  of  placing  the  patent  search  files 
on  microfilm.  When  this  is  completed,  the  cost  of  copies,  as  well  as  space  re- 
quirements, will  be  greatly  reduced.  Senator  Nelson's  proposal,  therefore,  is  very 
timely  and  has  considerable  merit." 

I  have  received  many  endorsements  for  the  bill.  The  Chairman  of  Patent, 
Trademark  and  Copyright  Section  of  the  State  Bar  of  Wisconsin  wrote  me: 

"I  have  canvassed  a  number  of  patent  attorneys  as  well  as  some  of  the  in- 
ventors with  whom  I  have  worked  and  there  seems  to  be  general  agreement 
that  the  establishment  of  an  additional  patent  search  center  in  Chicago  would 
be  most  beneficial.  As  you  well  know,  information  retrieval  is  a  major  problem 
in  relation  to  patenting  as  well  as  other  industrial  and  commercial  activities 
*  *  *_" 

The  President  of  the  Milwaukee  Patent  Law  Association  told  me  by  letter 
that : 

"A  large  majority  of  the  Association's  members  favor  the  principle  of  estab- 
lishing patent  and  technical  information  search  centers  throughout  the  country. 
We  perceive  tJiat  such  centers  would  afford  a  convenient  and  necessary  opportu- 
nity for  inventors  and  researchers,  acting  independently  and  as  employees  of 
companies,  to  make  state-of-the-art  searches  in  contemplation  of  beginning  new 
research  and  development  programs." 

The  American  Chemical  Society  endorses  the  measure,  saying : 

"It  is  our  opinion  that  much  benefit  can  derive  from  improvements  in  methods 
for  disseminating  and  searching  patent  literature.  Large  and  small  companies 
as  well  as  individual  inventors,  and  indirectly  the  general  public,  can  gain.  We 
wish  you  well  in  your  efforts." 

Industry  is  interested  in  the  bill.  The  Kimberly-Clark  Corporation,  a  large 
manufacturer  of  paper  products,  said : 

"The  establishment  of  such  centers  is  believed  to  be  a  very  desirable  thing. 
The  classified  patent  search  files,  as  I  am  sure  you  know,  constitute  one  of  the 
leading  sources  in  the  world  of  technical  information  and  the  fact  that  this 
information  is  available  in  only  one  place,  i.e.  Washington,  is  most  unfortunate, 
both  from  the  viewpoint  of  industry  and  from  the  viewpoint  of  national  safety." 

The  S.  C.  Johnson  Company,  a  major  manufacturer  of  waxes  and  other  prod- 
ucts, told  me : 

"The  only  patent  search  center  used  by  our  personnel  outside  of  the  search 
room  in  the  Patent  Office  is  the  John  Crerar  Library  in  Chicago.  Unfortunately, 
it  does  not  have  the  subject  matter,  indexing  and  other  classifications  of  the 
U.S.  and,  foreign  patents  provided  by  the  Patent  Office." 

Several  distinguished  patent  attorneys,  patent  firms,  and  inventors  have  writ- 
ten to  me. 

The  Andrus  and  Starke  patent  law  firm  of  Milwaukee,  Wisconsin  stated: 

"I  have  received  your  letter  of  April  17th  relating  to  your  recent  introduction 
of  Senate  Bill  1377  relating  to  the  creation  of  regional  patent  search  centers 
throughout  the  country.  I  am  highly  in  favor  of  such  centers,  since  they  will 
make  the  valuable  patent  literature  more  readily  available  to  inventors,  en- 
gineers and  etc." 

Mr.  George  E.  Szekely,  a  patent  law  specialist  from  Fort  Atkinson,  Wisconsin, 
said: 

"I  am  indeed  most  interested  to  learn  that  you  have  introduced  a  bill  calling 
for  patent  search  centers.  For  years  I  have  been  an  ardent  advocate  of  such 
expansion  of  search  facilities.  Please  accept  my  enthusiastic  commendation  of 
your  bill  in  principle," 

Mr.  .John  Diehl,  an  inventor  and  attorney  from  Madison,  Wisconsin,  wrote: 

"I  commend  you  for  doing  so.  I  think  this  might  be  one  of  the  most  helpful 
things  which  could  be  done  for  small  inventors  and  am  particularly  impressed 
because  it  may  be  possible  to  accomplish  a  great  deal  in  providing  much  help  at 
relatively  low  cost." 

The  classified  U.S.  patents  in  the  public  search  room  of  the  Patent  Office 
constitute  the  most  detailed  library  of  applied  technology  found  anywhere  in 
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the  world.  They  provide  an  historical  record  of  imiovations  adopted  and  pro- 
posed in  every  branch  of  technology.  The  detail  published  there  is  not  found 
in  any  other  manner. 

They  are  immeasurably  valuable  to  the  engineer  or  scientist  who  needs  to 
begin  work  in  his  field  or  who  should  keep  up  on  the  latest  developments. 

This  may  be  done  in  random  reading  or  in  systematically  poring  over  all 
pertinent  material.  A  firsthand  review  of  patents  is  necessary  to  inventors  and 
business  organiations  who  may  wish  to  promote  or  adopt  a  basic  or  process  patent. 

It  is  important  to  know  the  prior  art  to  prevent  patent  interference  and  later 
harassment  and  di^sappointment.  Of  necessity,  they  must  make  use  of  the  Patent 
Office's  Center. 

The  West  is  involved  in  an  industrial  power  struggle — not  any  the  less  im- 
portant as  the  struggle  for  men's  minds. 

Long  after  the  world  resolves  its  political  differences,  the  leader  of  the  free 
peoples  will  have  to  be  the  industrial  and  economic  leader,  too.  The  East  realizes 
this. 

They  are  graduating  scientists  and  engineers  in  great  numbers.  The  vast,  un- 
tapped reservoir  of  talent  now  being  developed  in  the  East  is  imposing  indeed. 
We  must  make  up  in  efficiency  what  we  will  always  lack  in  mass  numbers  of 
raw  talent.  Even  if  it  is  true  that  we  spend  billions  for  research  laboratories 
and  billions  for  production,  we  cannot  overlook  the  minute  details  which  are 
necessary  to  the  development  engineer,  the  innovator,  and  the  basement  inventor. 

Several  years  ago  when  the  idea  for  more  search  centers  was  fir.st  proposed,  it 
was  suggested  that  it  be  done  on  the  basis  of  making  actual  copies  of  patents 
and  filing  them  in  separate  locations  elsewhere  in  the  United  States.  There  are 
more  than  3,000,000  United  States  Patents  on  file  right  now.  The  classified 
sy.-tem  includes  a  large  number  of  cross  references  so  that  a  total  of  approxi- 
mately seven  million  copies  would  actually  be  involved. 

The  present  price  set  by  statute  of  fifty  cents  per  copy,  would  have  involved 
an  expenditure  of  $3^2  million  for  the  duplicates  alone.  Necessary  filing  cases 
and  storage  space  would  have  added  substantially  to  the  cost.  Thus  from  1959 
until  now,  little  has  been  done  about  establishing  centers. 

However,  with  the  advent  of  microfilming,  both  the  cost  of  eoijies  and  the  space 
and  filing  requirements  have  been  greatly  reduced.  Now  a  full  set  of  cards  for  the 
classified  system  of  patents,  including  cross  references,  would  cost  only  about 
$400,000 — a  vast  difference.  Necessary  viewers  and  filing  cabinets  might  bring  the 
cost  up  to  as  much  as  $450,000.  This  is  about  one-tenth  the  cost  of  actual  patent 
copies.  The  cost  is  small  compared  with  the  benefit  derived. 

The  Patent  Office  informs  me  that  a  very  adequate  center  would  require 
between  4,000  and  5,000  square  feet — a  room  about  40  feet  or  50  feet  by  100 
feet. 

This  could  be  set  up  in  public  libraries  of  several  major  cities,  or  in  the 
Federal  Building,  or  it  could  be  rented  from  private  contractors. 

I  would  recommend  setting  up  only  two  or  three  centers  during  the  first  five 
years.  After  that  time  it  could  be  determined  where  others,  if  necessary,  should 
be  located. 

Search  centers  containing  all  of  our  patent  literature  in  fully  classified  form 
would  be  of  particular  benefit  to  the  sometimes  forgotten  small  businessman. 
Information  secured  in  such  patent  search  centers  could  accelerate  new  inven- 
tions and  discoveries,  and  stimulate  new  research  ideas  and  investments,  thus 
contributing  to  the  economic  development  of  many  areas  of  the  country,  and 
to  the  eventual  betterment  of  all  our  people. 

(By  order  of  the  chairman  letters  received  by  Senator  Nelson  relat- 
ing to  S.  1377  follow :) 

State  Bar  of  Wisconsin, 
May  10, 1967. 
Hon.  Gaylord  Nelson, 
U.S.  Senate, 
Wasliington,  D.O. 

My  Dear  Senator:  Thank  you  for  your  letter  of  April  17  regarding  bill 
S.  1377  which  you  recently  introduced  into  the  Senate. 

I  have  canvassed  a  number  of  patent  attorneys  as  well  as  some  of  the 
inventors  with  whom  I  have  worked  and  there  seems  to  be  general  agreement 
that  the  establishment  of  an  additional  patent  search  center  in  Chicago  would 
be  most  beneficial.  As  you  well  know,  information  retrieval  is  a  major  problem 
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in  relation  to  patenting  as  well  as  other  industrial  and  commercial  activities 
and,  therefore,  any  action  which  would  tend  to  alleviate  that  problem  .should 
be  welcome.  I  realize  that  your  bill  is  an  enabling  measure  which  requires 
implementation  through  some  well-considered  and  generally  acceptable  means. 
It  has  been  my  experience  that  microfilm  is  not  always  a  well  acc-epted  medium 
as  a  searching  tool  and  therefore,  the  design  of  the  microfilm  system  and  the 
ease  which  it  can  be  used  will  be  major  considerations  in  its  ultimate  utilization 
for  searching  purix)ses.  It  would,  for  example,  be  most  helpful  to  use  the  type 
of  microfilm  system  which  could  make  copies  of  the  material  being  viewed  im- 
mediately available  to  the  viewer. 

We  will  be  sure  to  direct  the  attention  of  the  members  of  the  Patent  Section 
of  our  Bar  to  your  bill  and  you  may  hear  directly  from  some  of  the  members. 
Very  truly  yours, 

Howard  W.  Bremer,  Chairman. 


American  Chemical  Society, 
Los  Angeles,  Calif.,  Novetnher  16,  1967. 
Senator  Gaylord  A.  Nes^son, 
Senate  Office  Building,  Washington,  B.C. 

Dear  SexXator  Nelson  :  Thank  you  for  the  copy  of  S.  1377  and  your  letter  of 
June  12  replying  to  my  inquiry  of  May  25.  I  would  be  interested  to  know  the 
present  status  of  this  bill. 

I  also  want  to  bring  the  Los  Angeles  Public  Library  to  your  attention.  It  is 
one  of  about  twenty  in  this  country  that  maintain  a  complete  file  of  U.S.  Patent 
Specifications.  While  the  patent  material  coverage  is  good  the  physical  facilities 
are  limited,  which  does  detract  from  the  usefulness  of  the  Patents  Room.  It 
seems  to  be  a  good  time  to  mention  this  because  there  are  plans  for  a  new 
library.  Hopefully  your  program  could  be  of  some  encouragement  and  assistance. 
It  is  our  opinion  that  much  benefit  can  derive  from  improvements  in  methods 
for  disseminating  and  searching  patent  literature.  Large  and  small  companies 
as  well  as  individual  inventors,  and  indirectly  the  general  public,  can  gain.  We 
wish  you  well  in  your  efforts. 
Sincerely  yours, 

T.  F.  Banigan,  Ph.  D., 
Chairman,  Professional  Relations  Committee. 


Kimberly-Clark  Corp., 
Neenah,  Wis.,  May  2,  1967. 
Hon,  Gaylord  Nelson, 
Senate  Office  Building,  Washington,  B.C. 

Dear  Senator  Nelson  :  This  will  acknowledge  and  thank  you  for  your  letter, 
dated  April  17,  1967,  concerning  Senate  Bill  S.  1377,  which  was  recently  intro- 
duced by  you  and  which  is  concerned  with  the  establishment  of  additional  patent 
search  centers  throughout  the  country. 

The  establishment  of  such  centers  is  believed  to  be  a  very  desirable  thing.  The 
classified  patent  search  files,  as  I  am  sure  you  know,  constitute  one  of  the  leading 
sources  in  the  world  of  technical  information  and  the  fact  that  this  information 
is  available  in  only  one  place,  i.e.  Washington,  is  most  unfortunate,  both  from 
the  viewpoint  of  industry  and  from  the  viewpoint  of  national  safety. 

If  there  is  anything  I  can  do  to  assist  in  connection  with  this  most  meritorious 
legislation,  I  shall  be  very  happy  to  do  so. 
Yours  very  truly, 

Paul  J.  Glaisteb. 


S.  C.  Johnson  &  Son.  Inc., 

Racine,  Wis.,  May  25,  1967. 
Senator  Gaylord  Nbxson, 
V.8.  Senate,  Washington,  B.C. 

Dear  Senator  Nelson  :  Responsive  to  your  letter  of  April  17,  1967,  the  patent 
attorneys  at  S.  C.  Johnson  favor  proposed  bill  S.  1377.  We  and  certain  research 
personnel  would  use  such  a  center  extensively. 

The  only  patent  search  center  used  by  our  personnel  outside  of  the  search 
room  in  the  Patent  Office  Is  the  John  Crerar  Library  in  Chicago.  Unfortunately, 
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it  does  not  have  the  subject  matter  indexing  and  other  classifications  of  U.S. 
and  foreign  patents  provided  by  the  Patent  OflBce. 
Best  wishes. 

Sincerely  yours, 

BoBEBT  D.  White,  Patent  Attorney. 


Andeus  &  Stabke, 
Milwaukee,  Wis.,  May  1,  1967. 
Senator  Gaylord  Nelson, 
Committee  on  Interior  and  Insular  Affairs, 
U.S.  Senate,  Washington,  D.C. 

Dear  Senator  Nelson  :  I  have  received  your  letter  of  April  17th  relating  to 
your  recent  introduction  of  Senate  Bill  1377  relating  to  the  creation  of  regional 
patent  search  centers  throughout  the  country.  I  am  highly  in  favor  of  such 
centers,  since  they  will  make  the  valuable  patent  literature  more  readily  avail- 
able to  inventors,  engineers  and  etc. 

I  note  from  your  speech  in  Congress  that  you  are  in  favor  of  search  centers 
using  micro-filmed  patents.  I  realize  that  a  micro-film  set-up  would  be  extremely 
less  costly  than  a  set-up  using  actual  printed  patent  copies.  Nevertheless,  I  am 
opposed  to  the  use  oZ  micro-film,  because  In  my  opinion  it  would  substantially 
increase  the  diflSculties  and  time  required  for  searching.  I  personally  have  spent 
many  weeks  at  a  time  searching  in  the  Washington  Patent  OflBce  search  room. 
The  first  page  of  a  patent  consists  of  drawings.  I  look  at  the  drawings  and  if  it 
is  apparent  that  what  is  shown  is  not  i>ertinent  to  what  I  am  looking  for,  I  can 
skip  over  the  remainder  of  the  patent  in  an  instant  and  go  on  to  the  drawing  of 
the  next  patent  in  the  files.  With  a  micro-film  system,  if  the  drawing  does  not 
look  pertinent  one  must  nevertheless  watch  all  of  the  remaining  pages  of  the 
patent  go  by  on  the  viewer.  This  not  only  presents  control  problems,  but  also 
takes  time  and  can  make  one  dizzy.  I  have  used  micro-film  viewer  machines 
in  the  Washington  Patent  OflBce  search  room,  and  if  the  micro-film  search 
center  were  to  use  similar  machines,  searching  would  become  almost  impossible 
in  my  opinion.  If  machines  were  available  whereby  one  could  shift  from  the 
first  page  of  drawings  of  one  patent  to  the  first  page  of  drawing  of  the  next  merely 
by  the  pushing  of  a  button,  the  system  might  be  usable.  I  don't  know  if  such 
machines  are  available,  but  I  would  recommend  that  this  be  checked  out  before 
a  final  determination  is  made  as  to  how  the  regional  search  centers  should 
be  set  up.  I  am  presently  inclined  to  favor  the  use  of  actual  printed  patent 
copies  in  such  search  centers.  Surely  the  cost  to  the  Government  of  providing 
printed  patent  copies  would  not  approach  the  500  per  patent  charge  made  to 
the  general  public  for  patent  copies. 
Very  truly  yours, 

Fbank  S.  Andbus. 

Fort  Atkinson,  Wis.,  May  IS,  1967. 
Re  S.  1.377,  your  letter  April  17, 1967. 
Hon.  Gatlord  Nelson, 
Committee  on  Internal  and  Insular  Affairs, 
U.S.  Senate,  Washington,  D.C. 

Dear  Senator  Nelson  :  I  am  indeed  most  interested  to  learn  that  you  have 
introduced  a  bill  calling  for  patent  search  centers.  For  years  I  have  been  an 
ardent  advocate  of  such  expansion  of  search  facilities.  Please  accept  my  enthusi- 
astic commendation  of  your  bill  in  principle.  Not  having  seen  the  bill  I  cannot 
comment  on  its  specific  provisions  or  resolutions. 

Failure  hitherto  to  implement  patent  search  facilities  has  amounted  virtually 
to  thwarting,  at  least  in  part,  the  primary  purpose  of  the  patent  system,  that  is, 
to  "Promote  the  Progress  of  Science  and  the  Useful  Arts",  U.S.  Const,  Art.  I, 
Sec.  8.  The  laudable  principle  of  exchanging  exclusive  rights  for  public  dis- 
closure has  not  heretofore  been  fully  pursued.  I  believe  that  patent  professionals, 
engineers,  scientists,  legislators  and  the  general  public  alike  have  not  been  fully 
appreciative  of  the  rich  technological  fund  deposited  in  the  form  of  published 
U.S.  Patents.  It  is  high  time  that  we  cease  to  look  on  patents  merely  as  legal  in- 
struments and  recognize  them  collectively  as  the  most  complete  and  authoritative 
library  of  scientific  and  technological  information  anywhere  available  in  one 
form  from  one  source. 
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Establishment  of  search  centers  throughout  the  country  will  serve  not  merely 
those  directly  interested  in  prosecuting  and  maintaining  patent  protection,  albeit 
their  search  efforts  would  be  greatly  facilitated  thereby.  I  believe  the  greatest 
boon  to  be  for  the  practicing  scientists  and  engineers,  who  for  the  first  time  in 
history  would  be  afforded  full  access  to  the  patent  library.  I  speak  from  a  wealth 
of  experience  when  I  say  that  this  library  cannot  be  effectively  researched 
through  agents,  but  should  be  directly  available  to  those  with  the  technological 
understanding  of  the  particular  subject  matter  of  search  and  research.  Even  large 
corix»rate  research  facilities  cannot  now  utilize  the  patent  library  with  more  than 
a  fraction  of  its  potential  utility. 

I  expect  to  be  in  Washington  from  time  to  time  and  would  appreciate  an  oppor- 
tunity to  speak  more  fully  on  this  subject  ^Ith  someone  on  the  research  or 
steering  committee.  Would  you  be  so  kind  as  to  recommend  me  to  the  appropriate 
office,  if  other  than  your  own? 
Sincerely, 

George  E.  Szekelt,  Attorney  at  Law. 


Madison,  Wis.,  May  S,  1967. 
Hon.  Gaylord  Nelson, 
U.S.  Senate,  Washington,  B.C. 

Dear  Senator  Nelson  :  Thank  you  for  your  letter  of  April  17,  1967,  informing 
me  that  you  have  recently  introduced  S.  1377  in  the  Senate  to  establish  additional 
patent  search  centers  throughout  the  coimtry. 

I  commend  you  for  doing  so.  I  think  this  might  be  one  of  the  most  helpful  things 
which  could  be  done  for  small  inventors  and  am  particularly  impressed  because 
it  may  be  possible  to  accomplish  a  great  deal  in  providing  much  help  at  relatively 
low  cost. 

I  might  mention  that  it  appears  to  me  that  Patent  Legislation  recently  intro- 
duced in  both  the  Senate  and  the  House  at  the  instigation  of  the  White  House 
will  be  most  detrimental  to  small  inventors  and  small  business.  It  appears  to 
me  that  for  companies  which  can  maintain  a  full-time  patent  staff  the  cost  of 
obtaining  a  patent  will  increase  only  about  two-fold  but  that  the  cost  will  in- 
crease perhaps  ten-fold  for  small  businesses  and  individuals  who  cannot  main- 
tain a  staff  of  patent  attorneys  comprising  at  least  one  full-time  person  in 
Washington  and  one  full-time  person  at  home. 
Tours  very  truly, 

John  M.  Diehl. 

June  28, 1967. 
Hon.  Gaylord  Nelson, 
U.S.  Senate, 
Washington,  B.C. 

My  Dear  Senator  :  This  concerns  bill  S.  1377  relating  to  establishment  of  patent 
search  centers  throughout  the  coimtry. 

The  biU  was  considered  at  a  meeting  of  the  Milwaukee  Patent  Law  Associa- 
tion, and  some  of  our  observations  about  the  matter  are  set  forth  herein.  The 
Association  membership  comprises  over  100  registered  patent  attorneys  from 
Milwaukee  and  outlying  areas  of  Wisconsin.  Some  are  in  private  law  practice  and 
others  are  affiliated  with  industries.  Diverse  client  interests  from  both  the  inde- 
pendent and  corporate  sectors  of  the  technical  and  scientific  community  of  our 
state  and  the  nation  are  fairly  well  represented. 

A  large  majority  of  the  Association's  members  favor  the  principle  of  estab- 
lishing patent  and  technical  information  search  centers  throughout  the  country. 
We  perceive  that  such  centers  would  afford  a  convenient  and  necessary  oppor- 
tunity for  inventors  and  researchers,  acting  independently  and  as  employees  of 
companies,  to  make  state-of-the-art  searches  in  contemplation  of  beginning  new 
research  and  development  programs.  Such  searches,  though  often  neglecte*l  due 
to  present  inconvenience,  would  tend  to  minimize  going  over  old  technical  ground 
and  provide  an  education  on  which  a  sound  development  program  might  proceed 

It  was  the  consensus  of  the  Association  that  for  such  centers  to  fulfill  their 
intended  purposes,  the  search  facilities  would  have  to  be  adequate  and  compara- 
ble to  those  which  are  available  in  the  Patent  Office.  The  degree  of  enthusiasm 
for  search  centers  exhibited  by  individual  members  was  conditioned  on  the 
expec-ted  adequacy  of  the  facilities. 
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Although  several  sites  were  mentioned  for  a  center  that  would  serve  the  North 
Central  region  of  the  country,  no  firm  recommendation  is  made.  Proximity  to 
the  greatest  concentration  of  population  and  to  public  transportation  facilities 
should  be  considered  in  connection  with  locating  any  of  the  centers,  but  trans- 
portation convenience  should  probably  be  most  influential  in  making  a  choice. 

Several  of  the  A.ssociation's  members  were  of  the  opinion  that  a  trial  search 
center  should  be  established  in  some  location  in  the  country  and  that  any  prob- 
lems which  may  arise  in  connection  with  its  operation  be  solved  before  other 
centers  are  established.  The  results  obtained  with  the  first  center  should  be 
publicized  and  made  available  for  study  to  induce  constructive  suggestions  for 
improvement  from  the  patent  profession  and  the  technical  community.  It  seems 
reasonable  that  the  trial  center  might  be  in  California  which  has  a  concentration 
of  science  and  industry  and  is  now  greatly  inconvenienced  by  remoteness  from 
Washington. 

The  Association  is  of  the  opinion  that  the  exi)ense  of  search  centers  should  be 
covered  by  a  specific  appropriation  and  should  not  be  covered  in  a  manner  that 
would  result  in  an  increase  in  Patent  OflSce  fees  since  the  public-at-large  would 
benefit  as  much  or  more  from  the  centers  as  would  patent  applicants. 
Yours  very  truly, 

Milwaukee  Patent  Law  Association 
Ralph  G.  Hohenfeldt, 
Chairman,  Patent  Law  and  Related  Legislation  Committee. 

Senator  McCellan.  The  next  witness  is  Mr.  McKie  of  the  American 
Bar  Association. 

Come  around  and  have  a  seat.  Will  you  identify  yourself  for  the 
record,  please. 

STATEMENT  OF  EDWARD  F.  McKIE,  JR.,  CHAIRMAN,  SECTION  OF 
PATENT,  TRADEMARK,  AND  COPYRIGHT  LAW  OF  THE  AMERICAN 
BAR  ASSOCIATION,  ACCOMPANIED  BY  WILLIAM  E.  SCHUYLER, 
JR.,  ESQ. 

Mr.  McKiE.  Thank  you  very  much,  Senator. 

My  name  is  Edward  F.  McKie.  I  testify  before  you  today  on  behalf 
of  the  American  Bar  Association  as  the  chairman  of  that  association's 
section  of  patent,  trademark,  and  copyright  law.  Accompanying  me  is 
William  E.  Schuyler,  Jr.,  a  past  chairman  of  our  section,  and  chair- 
man of  the  committee  of  tlie  section  which  drafted  the  bill  which  is 
now  before  you  as  S.  2597,  introduced  by  Senator  Dirksen. 

Senator  I^IcClellax.  I^t  mo  state  1  note  that  you  have  quite  a 
lengthy  statement,  some  42  pages  with  an  appendix  of  four  or  five 
pages.  Would  you  submit  it  for  the  record,  let  it  be  printed  in  full 
and  highlight  it?  It  may  be  an  accommodation  to  us  in  view  of  the 
fact  that  we  have  several  witnesses,  and  I  do  hope  that  in  the  course 
of  these  hearings  we  won't  have  to  carry  witnesses  over.  We  will  try 
to  accommodate  those  that  we  have  scheduled  each  day,  to  keep  on 
schedule  with  our  hearings  if  we  can.  If  you  Avill  do  that  it  will  be  some 
accommodation  to  us,  and  I  assure  you  that  it  will  not  escape  our  at- 
tention, the  fact  that  you  did  not  read  all  of  it. 

Mr.  INIcKiE.  Yes,  Senator,  that  is  what  I  would  like  to  do,  to  submit 
the  wliole  thing  for  the  record. 

Senator  McClellax.  Very  well,  it  will  be  printed  in  the  record  in 
full.  You  may  proceed  to  highlight  it. 

Mr.  McKiE.  Very  well.  Senator. 

Our  section  testified  before  this  subcommittee  last  May  18  through 
IVfr.  Eolicrt  Fulwider  who  was  then  chairman  of  the  section.  At  that 
time,  Mr.  Fulwider  testified  principally  in  conjunction  with  three  reso- 
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lutions  that  had  been  adopted  by  tlie  American  ]^ar  Association, 
through  its  board  of  governors.  One  of  those  resolutions  requested  this 
subcommittee  to  defer  submission  of  its  report  on  S.  1042  until  such 
time  as  the  American  Bar  Association  and  other  interested  parties 
should  have  had  a  reasonable  opportunity  to  fidly  consider  S.  1042 
and  any  other  proposed  bills.  We  are  very  grateful  that  this  subcom- 
mittee has  seen  fit  to  extend  to  us  the  privilege  to  appear  here  again 
after  we  have  had  sufficient  time  to  come  to  a  final  conclusion  as  to 
S.  1042  and  have  finished  our  drafting  activities,  such  that  the  draft  of 
the  patent  section  of  ABA  could  be  introduced  in  the  Senate  as 
S.  2597,  by  Senator  Dirksen. 

Further  improvements  were  made  in  that  draft  by  the  patent  section 
at  its  meeting  in  Honolulu  last  August.  Those  amendments  have  been 
communicated  to  the  subcommittee  and  we  hope  that  Senator  Dirksen's 
bill  will  be  amended  to  incorporate  them. 

Before  discussing  the  various  involved  principles,  I  would  like  to 
make  reference  to  Secretary  SamueFs  referral  to  the  proposed  Patent 
Cooperation  Treaty.  Both  Mr.  Schuyler  and  I  were  present  at  Geneva, 
Switzerland,  at  a  meeting  of  a  committee  of  experts  convened  by  the 
International  Secretariat  of  the  Paris  Union,  to  consider  the  first  draft 
of  the  proposed  Patent  Cooperation  Treaty.  That  meeting  resolved 
that  the  first  draft  should  be  extensively  revised,  and  as  Secretary 
Samuels  stated,  that  revision  is  now  going  on. 

The  recommendations  that  were  made  at  that  meeting,  with  a  great 
number  of  representatives  of  various  countries,  should  avoid  any  need 
for  us  to  make  significant  changes  in  our  law  beyond  the  ones  that  we 
are  recommending  here  in  S.  2597. 

Turning  to  the  matters  of  principle  which  are  involved  in  the  various 
bills  before  the  Senate,  I  would  like  first  to  refer  to  the  first-to-invent 
and  grace  period  principles. 

Mr.  Fulwider's  statement  dealt  at  considerable  length  with  our 
objections  to  certain  sections  of  S.  1042  which  would  establish  the  first- 
to-file  principles,  exclusively,  for  the  granting  of  patents,  and  which 
would  abolish  the  grace  period  by  which  American  inventors  have  been 
permitted  to  develop  their  inventions  to  the  point  of  practical  applica- 
tion before  filing. 

The  retention  of  the  grace  period  is  embodied  in  the  Dirksen  bill,  at 
sections  100  (i)  (3)  and  102  (c) .  We  have  noted  Commissioner  Brenner's 
statement  that  S.  2597  does  not  provide  greater  incentive  for  early 
filing  than  exists  today.  While  this  is  true,  one  should  not  lose  sight 
of  the  fact  that  the  existing  system  does  provide  incentive  for  early 
filing  by  giving  the  senior  applicant  substantial  advantages  over  the 
junior. 

We  also  have  noted  the  statement  by  Assistant  Secretary  Kincaid, 
in  his  January  24  speech  to  the  American  Patent  Law  Association,  that 
any  modification  of  the  first-to-file  system  of  S.  1042  should  include 
strong  incentives  for  early  filing.  Dr.  Kincaid  mentioned  tliree  differ- 
ent proposals  for  such  incentives,  all  of  which  involved  arbitrary  time 
limits  on  proofs  of  prior  invention.  (There  is  a  misprint  in  our  state- 
ment at  that  point.  It  should  be  "prior  invention"  rather  than  "prior 
mention.") 

Our  association  has  been  studying  mechanisms  of  providing  such  in- 
centives. In  that  study  we  have  been  concerned  with  the  failure  of  these 
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arbitrary  time  limit  proposals  to  accommodate  the  great  range  of 
dilferent  circumstances  which  may  affect  different  kinds  of  inventions. 
As  an  example,  there  is  an  extreme  difference  in  the  time  required  to 
develop  and  to  file  a  patent  application  on  a  new  ice  tray  and  on  a  new 
class  of  rust  inhibiting  compounds.  Any  time  limit  selected  to  accom- 
modate the  ice  tray  invention  would  work  an  extreme  hardship  on  the 
inventor  of  the  rust  inliibitors.  On  the  other  hand,  any  time  limit  se- 
lected to  accommodate  the  rust  inhibitor  invention  would  not  provide 
the  desired  incentive  for  early  filing  to  tlie  inventor  of  the  ice  tray. 

It  may  be  possible  to  adopt  a  less  arbitrary  incentive  that  can  ac- 
commodate disparate  fact  situations.  This  possibility  might  be  based 
on  the  rules  adopted  by  the  courts  in  defenses  based  on  prior  invention 
under  section  102(g).  Those  rules  include  one  that  a  prior  inventor 
may  lose  his  rights  by  failure  to  file  his  patent  application  within  a 
reasonable  period  of  time,  and  another  that  any  case  of  prior  inven- 
tion, whether  or  not  patented,  requires  proof  of  steps  taken  to  get 
the  invention  into  the  hands  of  the  public  within  a  reasonable  time 
after  completion  of  the  invention. 

Statutory  expression  of  these  rules,  applicable  to  priority  proceed- 
ings in  the  Patent  Office,  might  furnish  a  less  arbitrary  incentive  than 
those  so  far  suggested.  We  will  continue  and  expedite  our  considera- 
tion of  all  such  incentive  possibilities. 

The  sections  of  the  Dirksen  bill  which  would  permit  issuance  of 
patents  to  the  "first  to  file,"  with  an  optional  priority  contest  by  a 
junior  applicant,  are  section  100 (i)  (5),  section  136(d)  (2)  and  (3), 
and  section  137.  The  provision  for  interim  liability  in  the  event  of 
publication  before  issuance  is  contained  in  section  271(f)  and  284(b). 
The  pro\dsion  for  a  right  to  oppose  issuance  of  an  application  for 
unpatentability  is  contained  in  section  136,  but  section  123(a)  and 
section  151  (a)  would  provide  for  publication  for  such  opposition  only 
in  the  event  of  allowance  of  the  application. 

The  above  proposals  would  make  a  very  substantial  change  in  the 
present  law,  but  it  is  believed  that  the  changes  would  be  to  the  benefit 
of  the  patent  system  without  any  substantial  decrease  in  the  present 
incentives  to  inventors  not  only  to  invent,  but  also  to  develop  their 
inventions  to  the  point  of  practical  application  before  filing  patent 
applications.  Moreover,  these  provisions  should  insure  that  priority 
contests  are  declared  only  when  desired  by  junior  applicants  and  not, 
as  now,  whether  or  not  the  respective  applicants  are  desirous  of  resolu- 
tion of  the  question  of  priority  by  an  interference.  Indeed,  in  order 
that  interferences  would  be  declared  only  when  the  junior  inventor  is 
likely  to  be  able  to  prove  a  case  of  prior  invention,  section  137  of 
the  Dirksen  bill  makes  provision  for  a  ])rima  facie  showing  of 
priority  by  the  applicant,  to  the  satisfaction  of  the  Commissioner, 
before  a  priority  contest  will  be  set  up  with  the  patentee. 

Section  136  of  S.  1042  provides  for  reexamination  of  an  application 
after  publication,  upon  citation  of  grounds  of  unpatentability  by  an 
interested  member  of  the  public.  One  of  the  gi'ounds  of  such  citation 
is  lack  of  originality,  sometimes  called  derivation.  This  is  one  of  the 
oTOunds  for  interfei-ence  under  the  existing  law.  The  other  ground  is 
prior  invention,  and  section  136(d)  of  Senator  Dirksen's  bill  provides 
for  determination  of  the  right  to  patent  in  view  of  opposition  by  a 
member  of  the  public  on  the  ground  of  derivation,  prior  invention,  or 
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prior  public  use  of  the  invention  more  than  one  year  prior  to  the 
effective  jfiling  date  of  the  application.  Section  136  provides  for  pos- 
sible improvement  in  the  quality  of  issued  patents,  by  giving  the  public 
a  right  to  cite  prior  art  against  the  application  which,  by  its  very 
nature,  is  not  likely  to  be  before  the  examiner  at  the  time  he  decides 
to  allow  the  application. 

It  has  been  estimated  that  the  numl^er  of  priority  contests  that 
would  be  set  up  under  sections  136  and  137  of  the  Dirksen  bill  would 
be  less  than  one-half  of  the  number  of  interferences  presently  de- 
clared. A  very  small  fraction  of  the  applications  on  file  at  any  one 
time  (probably  less  than  one-half  of  1  percent)  would  be  involved  in 
priority  proceedings,  so  that  the  present  delay  in  issuance  of  patents 
should  be  materially  reduced.  Moreover,  the  public  would  be  on  notice 
of  the  pendency  of  every  claim  which  is  involved  in  interference,  by 
the  provision  for  publication  or  issuance  of  the  j)at€nt  application  of 
the  senior  application. 

Accordingly,  particularly  if  the  provision  for  dating  the  term  of  a 
patent  from  filmg  date  (sec.  154:(b)  of  the  Dirksen  bill),  is  adopted, 
any  possible  disadvantage  to  the  public  in  extended  pendency  of 
priority  proceedings  will  be  diminished  to  a  minimum,  while  the  in- 
centive to  applicants  to  i-esolve  such  proceedings  as  rapidly  as  possible 
will  be  increased  to  a  maximum. 

The  provision  for  a  priority  proceeding  is  essential  to  retention  of 
the  grace  period  pro^nded  by  the  present  law  and  retained  under  the 
Dirksen  bill.  With  this  quite  limited  retention  of  the  principle  of  "first 
to  invent,"  the  distinguishing  feature  of  the  American  patent  system 
will  be  retained.  Nevertheless,  the  disadvantages  in  said  system  now 
cited  by  those  who  would  change  to  the  first-to-file  system  would  be 
substantially  eliminated. 

The  provision  for  interim  liability  of  those  who  would  infringe  the 
claims  of  applications  published  before  issuance  is  to  protect  those 
applicants  who  otherwise  would  be  at  the  mercy  of  the  ruthless  copier. 

S.  2597  in  its  provisions  for  publication  only  at  the  will  of  the  appli- 
cant, prior  to  allowance,  is  intended  to  preserve  his  rights  in  his 
invention  until  he  knows  what  he  will  be  given  for  its  publication, 
and  yet  to  provide  incentives  for  publication  as  early  as  possible. 

UNH^ERSAL   PRIOR   ART 

Section  102(a)  of  S.  1042  would  make  a  very  significant  change  in 
the  present  law  by  making  mere  knowledge,  use  or  sale  in  foreign 
countries,  prior  art.  sufficient  to  bar  patenting  in  the  United  States. 

Some  argument  for  this  change  to  the  principles  of  so-called  univer- 
sal prior  art  has  been  made  on  the  basis  of  conformity  with  foreign 
law.  However,  the  law  in  most  foreign  countries,  as  well  as  in  the 
United  States,  is  that  foreign  activities  are  of  no  significance  and  that 
the  domestic  public  must  have  come  into  possession  of  the  invention, 
or  the  invention  is  patentable  to  an  original  inventor  who  makes  appli- 
cation for  patent  on  it. 

It  may  well  be  that  all  countries  eventually  will  change  to  a  univer- 
sal prior  art  system,  when  we  have  a  computer  search  facility  that  will 
enable  us  to  search  for  foreign  knowledge,  use  or  sale,  by  merely  push- 
ing the  appropriate  buttons.  That  time  is  not  now  and  it  is  not 
within  the  foreseeable  future.  When  it  comes  will  be  an  appropriate 
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time  to  amend  our  law  to  provide  for  universal  prior  art.  In  the 
meantime,  it  is  believed  that  our  law  should  treat  as  prior  art  only 
knowledge  of  the  public  in  the  United  States,  or  use  or  sale  in  this 
country,  as  provided  for  by  section  lOO(i)  of  S.  2597. 

We  understand  Dr.  Kincaid's  remarks  at  the  same  meeting  of  the 
American  Patent  Law  Association,  to  which  I  referred  earlier,  to  indi- 
cate that  the  administration  now  agrees  that  adoption  of  this  prin- 
ciple at  this  time  would  be  premature. 

OWNER  FILING,  JOINDER  OF  INVENTORS,  AND  TERM  MEASURED  FROM  FILING 

Mr.  Fulwider's  testimony  of  May  18, 19G7,  recommended  the  follow- 
ing three  principles : 

(1)  Permitting  the  owner  of  an  invention  to  file  a  patent  application  tiiereon  ; 

(2)  Relaxation  of  the  rules  as  to  joinder  of  applicants  for  patents  in  a  single 
application ; 

(3)  Measurement  of  the  term  of  patent  from  its  filing  date. 

S.  1042  and  the  Dirksen  1)111  are  in  agreement  in  respect  of  joinder 
and  term  from  filing,  but  S.  2597  actually  relaxes  the  rigid  require- 
ments of  the  present  law  as  to  owner  filing,  while  S.  1042  merely 
changes  the  timing  of  those  requirements.  These  requirements  include 
an  oath  or  declaration  and  an  assignment,  both  signed  by  the  inventor. 

The  submission  of  an  oath  of  the  inventor  is  required  only  by  the 
United  States,  among  the  large  industrialized  countries,  while  the  fil- 
ing of  an  assignment  is  unnecessary  in  many  of  the  larger  countries. 

The  Dirksen  bill  retains  the  provision  for  submission  of  an  oath  or 
declaration,  but  this  paper  may  be  signed  by  the  owner.  Usually  the 
owner  will  obtain  at  least  most  of  his  information  concerning  the  in- 
vention from  the  inventor.  Consequently,  the  owner's  knowledge  of 
such  things  as  possible  prior  uses  will  therefore  usually  be  at  least  as 
great  as  that  of  the  inventor.  Cases  where  this  might  not  be  true  would 
generally  involve  inability  of  the  owner  to  obtain  the  inventor's  signa- 
ture by  reason  of  his  inaccessibility  or  his  refusal  to  sign.  Existing  law 
pennits  signature  to  the  oath  by  the  owner  in  such  cases,  so  there 
would  be  no  real  changes  as  to  such  cases  if  section  115  of  S.  2597  were 
adopted. 

The  requirement  of  an  assignment  is  said  to  be  for  the  protection  of 
the  inventor.  Members  of  the  patent  bar  will  yield  to  no  one  in  their 
concern  for  protection  of  the  inventor's  rights.  Section  111(c)  of  S. 
2597  provides  for  such  protection  by  requiring  service  on  the  inventor 
of  a  copy  of  the  application  wnthin  10  days  after  its  filing  and  section 
111(a)  requires  that  the  application  include  a  statement  of  facts  sup- 
porting the  a])j)lieant's  allegation  of  ownership. 

The  administration's  insistence  on  the  requirement  for  an  assign- 
ment appears  to  be  based  on  the  fact  that  positive  action  by  the  in- 
ventor would  be  required  to  negate  the  applicant's  assertion  of  owner- 
ship. Since,  in  an  appropriate  case,  that  action  could  be  merely  a  simple 
letter  notice  to  the  Patent  Office,  iustifying  a  requirement  by  the  Office 
for  proof  of  ownership,  the  burden  would  not  seem  very  large. 

Simplification  of  the  filing  requirements  both  for  foreign  and  do- 
mestic a]:)plicants  surely  is  desirable  both  to  achieve  conformity  with 
the  ])atent  systems  of  most  other  countries,  and  to  i-educe  the  incon- 
venience and  conq)lications  faced  by  T".S.  a])])licants. 
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APPEALS   FROM    THE   PATENT   OFFICE 


Section  147  of  S.  1042  provides  that  any  party,  or  the  Commissioner 
of  Patents,  who  is  dissatisfied  with  a  decision  of  the  Court  of  Customs 
and  Patent  Appeals  in  an  appeal  from  the  Patent  Office  to  that  count, 
shall  have  the  right  to  petition  for  the  allowance  of  an  appeal  to  the 
Court  of  Appeals  for  the  District  of  Columbia  Circuit. 

As  matters  now  stand,  we  have  a  dual  system  of  review  in  which  an 
applicant  dissatisfied  with  the  decision  of  the  Board  of  Appeals  may 
either  (1)  appeal  on  the  record  to  the  Court  of  Customs  and  Patent 
Appeals,  or  (2)  may  file  a  civil  action  for  a  trial  de  novo  in  the  District 
Court  for  the  District  of  Columbia,  with  appeals  from  that  court  to 
the  Court  of  Appeals  for  the  District  of  Columbia.  Any  review  of  the 
decisions  either  by  the  CCPA  or  the  Court  of  Appeals  for  the  District 
of  Columbia  is  solely  by  petition  for  writ  of  certiorari  to  the  U.S. 
Supreme  Court.  Consequently,  in  the  present  system  the  CCPA  and 
the  Court  of  Appeals  for  the  District  of  Columbia  stand  substantially 
as  equal  courts. 

The  change  in  the  Patent  Code  by  section  147  of  S.  1042  would  make 
the  CCPA  a  court  inferior  to  the  Court  of  Appeals  for  the  District  of 
Columbia.  This  demotion  of  that  court  is  justified  only  on  the  follow- 
ing gromids: 

(1)  That  it  is  desirable  that  uniformity  of  decision  be  present, 
and  such  uniformity  is  not  practically  possible  when  the  only 
review  from  the  court  of  appeals  and  the  CCPA  is  by  writ  of 
certiorari  to  the  Supreme  Court;  and, 

(2)  that  the  expertise  of  the  Court  of  Appeals  of  the  District 
of  Columbia  in  infringement  litigation  is  desirably  used  in  review 
of  decisions  of  the  Court  of  Customs  and  Patent  Appeals. 

In  point  of  fact,  the  need  for  a  single  court  of  review  arises  in  only 
a  very  minuscule  number  of  cases,  since  (as  might  be  expected)  the  law 
applied  by  the  court,  of  appeals  and  that  applied  by  the  CCPA  are 
almost  always  the  same.  Since  both  courts  are  staffed  by  human  beings, 
there  are  disagreements,  but  these  arise  so  seldom  as  not  to  justify  any 
substantial  change  in  the  law. 

As  to  the  supposed  expertise  of  the  Court  of  Appeals  for  the  District 
of  Columbia,  in  patent  cases,  in  fact  very  little  infringement  litigation 
arises  in  the  District,  primarily  because  of  the  absence  of  significant 
manufacturing  activity  and  of  corporate  headquarters  in  that  jurisdic- 
tion. The  number  of  infringement  cases  decided  by  the  court  of  appeals 
in  any  period  of  time  is  relatively  insignificant  as  compared  with  the 
much  larger  amount  of  other  kinds  of  litigation  which  that  court,  is 
called  upon  to  decide.  Since  the  Court  of  Appeals,  of  coui-se,  sits  by 
panels  of  three,  the  chances  that  any  appeal  from  the  Court  of  Cus- 
toms and  Patent  Appeals  would  reach  a  panel  of  judges  experienced 
in  patent  infringement  litigation,  are  so  vei-y  small  as  to  be  de  minimus. 

Tn  fact  there  are  nine  judges  in  the  Court  of  Appeals  for  the  District 
of  Columbia.  In  the  period  of  1961  to  1965,  this  court  decided  three 
infringement  cases,  and  two  of  them  were  affirmed  by  brief  per  curiam 
opinions. 

In  the  same  period  of  time  the  Court  of  Customs  and  Patent  Appeals 
decided  on  full  opinion  687  caseis. 

In  contrast  to  the  Court  of  Appeals  for  the  District  of  Columbia,  all 
of  the  judges  of  the  Court  of  Customs  and  Patent  Appeals  spend  most 
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of  their  time  hearing  patent  appeals  from  the  Patent  Office  since  about 
70  percent  of  the  cases  before  that  court  are  in  such  category.  Con- 
sequently, those  judges  are  much  more  experienced  in  patent  matters 
than  the  judges  of  anv  other  court  in  the  District  of  Columbia.  The 
expertise  accimiulatedby  that  court  is  used  in  appeals  from  the  Patent 
Office,  and  may  advant/ageously  be  made  available  in  appeals  in  patent 
litigation  throughout  the  country.  For  that  reason,  the  American  Bar 
Association  house  of  delegates  has  adopted  the  following  resolution : 

Resolved,  that  the  American  Bar  Association  approves  in  principle  the  appoint- 
ment of  lawyers  experienced  in  patent  law  as  judges  of  a  Federal  Court  of  record 
established  under  Article  III  of  the  Constitution  of  the  United  States  and  the 
utilization  of  such  judges  to  sit.  from  time  to  time,  in  any  United  States  Court 
of  Appeals  by  designation  pursuant  to  Chapter  13  of  Title  28,  United  States  Code  : 

And  in  specific  implementation  of  the  foregoing  resolution  and  for  the  addi- 
tional purpose  of  promoting  unifonnity  of  interpretation  and  administration  of 
the  patent  laws  of  the  United  States  in  the  review  of  ruling  of  the  Patent  Office. 

Be  it  further  resolved,  that  the  American  Bar  Association  favors  the  revision 
of  Titles  28  and  35  United  States  Code,  to  confer  sole  jurisdiction  over  review 
of  decisions  of  the  Patent  Office  on  a  court  of  record,  not  a  district  court  of  the 
United  States,  established  under  Article  III  of  the  Constitution  of  the  United 
States,  consisting  of  not  less  than  nine  judges  specifically  qualified  in  the  law  of 
intellectual  property,  anyone  of  whom  is  empowered  to  hear  and  determine 
in  a  trial  de  novo  pursuant  to  the  Federal  Rules  of  Civil  Procedure  the  issues 
presented  by  the  decision  to  be  reviewed,  and  any  division  of  three  of  whom 
(exclusive  of  the  trial  judge  in  a  given  case)  is  empowered  to  hear  and  deter- 
mine an  appeal  from  any  such  trial  de  novo  or  directly  from  the  Patent  Office  on 
the  record  made  before  it ;  and  the  powers  and  procedures  of  the  court  within 
its  appellate  jurisdiction,  including  sessions  en  banc  and  the  review  of  its  appel- 
late decisions,  shall  conform  to  like  powers,  procedures  and  review  applicable 
to  the  courts  of  appeal  of  the  United  States. 

The  procedure  approved  by  this  resolution  is  embodied  in  S.  2597, 
sections  141  and  145  of  title  35,  as  well  as  in  28  U.S.C,  sections  215  (b) 
and  (c) ,  1541, 1543,  et  cetera. 

The  principles  of  this  resolution  and  these  sections  of  the  Dirksen 
bill  would  accomplish  the  prime  objective  of  section  147  of  S.  1042, 
without  relegating  the  Court  of  Customs  and  Patent  Appeals  to 
inferior  status  and  without  additionally  burdening  the  already  over- 
burdened U.S.  Court  of  Appeals  for  the  District  of  Columbia.  More- 
over, both  the  district  court  and  the  Court  of  Appeals  for  the  District 
of  Columbia  would  be  gi\on  more  time  to  contend  with  the  very  tre- 
mendous criminal  and  ci^al  dockets  which  those  courts  must  sustain 
by  reason  of  the  status  of  the  District  of  Columbia  as  a  major  munici- 
pality, as  well  as  the  seat  of  government.  This  is  for  the  reason  that 
those  courts  would  no  longer  have  to  contend  with  appeals  from  the 
Patent  Office,  which  have  been  a  largely  unwanted  area  of  jurisdiction 
in  those  courts  for  a  significant  number  of  years. 

LIMITATION  OF  ATTORNEYS  IN  FUTUEK  RECOGNITION  OF  PRACTITIONERS 
BEFORE   THE    PATENT   OFFICE 

Section  31  of  S.  2597  would  change  existing  law  by  providing  that 
only  members  of  the  bar  would  be  recognized  in  the  fiiture  to  practice 
before  the  Patent  Office.  Nevertheless,  the  nonlawyers  presently  regis- 
tered to  practice  could  continue  such  practice. 

This  change  in  the  law  is  consistent  with  a  resolution  approved 
by  the  house  of  delegates  to  the  American  Bar  Association  in  1956, 
as  follows: 
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Resolved,  that  the  Association  approves  the  principle  of  restricting  future  ad- 
mission to  practice  before  the  Patent  Office  to  members  of  the  Bar. 

The  reason  we  suggest  this  change  in  the  law  is  that  the  preparation 
and  prosecution  of  patent  applications  bears  all  the  hallmarks  of  the 
practice  of  law.  Indeed,  the  Supreme  Court  has  provided  support  for 
this  viewpoint  in  the  case  of  Sperri/  v.  Florida,  373  U.S.  379,  10  L. 
Ed.  2d  428  (1963),  in  which  it  specifically  was  decided  that  the  State 
of  Florida  could  not  obtain  a  valid  injunction  foreclosing  a  nonlawyer 
from  practicing  before  the  Patent  Office,  from  an  office  in  that  State. 
During  the  course  of  a  unanimous  opinion  in  that  case,  the  Supreme 
Court  said  at  373  U.S.  383 : 

We  do  not  question  the  determination  that  under  Florida  law  the  preparation 
and  prosecution  of  patent  applications  for  others  constitutes  the  practice  of  law. 
Greenough  v.  Tax  Assessors,  331  US  486,  91  L  ed  1621,  67  S  Ct  1400,  172  ALR 
329;  Murdock  v.  Memphis  (US)  20  Wall  590,  22  L  ed  429.  Such  conduct  inevit- 
ably requires  the  practitioner  to  consider  and  advise  his  clients  as  to  the  patent- 
ability of  their  inventions  under  the  statutory  criteria,  35  USC  Pars.  101-103, 
161,  171,  as  well  as  to  consider  the  advisability  of  relying  upon  alternative  forms 
of  protection  which  may  be  available  under  state  law.  It  also  involves  his  partici- 
pation in  the  drafting  of  the  specification  and  claims  of  the  patent  application, 
85  USC  Par.  112,  which  this  Court  long  ago  noted  "constitutes  one  of  the  most 
difficult  legal  instrument  to  draw  with  accuracy."  Topliff  v.  Topliff,  145  US 
156,  171,  30  L  ed  658,  664,  12  S.  Ct.  825.  And  upon  rejection  of  the  application, 
the  practitioner  may  also  assist  in  the  preparation  of  amendments,  37  CFR 
Pars.  1.  117-1,  126,  which  frequently  requires  written  argument  to  establish  the 
patentability  of  the  claimed  invention  under  the  applicable  rules  of  law  and  in 
light  of  the' prior  art,  37  CFR  Par.  1.119.  Nor  do  we  doubt  that  Florida  has  a 
substantial  interest  in  regulating  the  practice  of  law  within  the  State  and  that, 
in  the  absence  of  federal  legislation,  it  could  validly  prohibit  nonlawyers  from 
engaging  in  this  circumscribed  form  of  patent  practice. 

But  "the  law  of  the  State,  though  enacted  in  the  exercise  of  powers  not  con- 
troverted, must  yield"  when  incompatible  with  federal  legislation. 

Surely,  if  the  practice  before  the  Patent  Office  is  the  practice  of 
law,  the' public  interest  demands  that  such  practice  should  be  restricted 
to  members  of  the  bar,  so  that  applicants  for  patent  in  the  Patent 
Office  will  be  represented  by  persons  subject  to  discipline  by  the  courts 
and  who  the  courts  have  determined  to  possess  the  qualifications  to 
practice  law.  By  enactmg  section  31  of  the  present  statute,  the  Congress 
authorized  nonlawyers  to  engage  in  the  practice  of  law,  insofar  as 
practice  before  the  Patent  Office  is  concerned.  Section  31  of  S.  2597 
would  correct  that  situation  by  limiting  that  specialized  legal  prac- 
tice to  lawyers,  and  without  affecting  anyone  already  admitted. 

CLARIFICATION  OF  THE  LICENSABLE  NATUKE  OF  PATENT  RIGHTS 

Recommendation  XXII  of  the  President's  Commission  on  the 
Patent  System,  submitted  November  17,  1966,  favored  amendment  of 
the  law  to  clarify  the  rights  of  a  patentee  in  respect  of  licensing  his 
patent.  That  recommendation  was  not  embodied  in  S.  1042.  It,  how- 
ever, is  embodied  in  S.  2597,  in  section  263.  That  section  is  consistent 
with  the  view  of  the  American  Bar  Association,  expressed  by  the 
house  of  delegates  in  the  following  resolution: 

Resolved,  that  the  American  Bar  Association  approves  in  principle  legislation 
by  which : 

(a)  The  licensable  nature  of  patent  rights  would  be  clarified  by  specifically 
stating  in  the  patent  statute  that  applications  for  patents,  patents,  or  any  interest 
therein  may  be  licensed  in  the  whole,  or  in  any  specified  part,  of  the  field  of  use 
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to  which  the  subject  matter  of  the  claims  of  tlie  patent  are  directly  applicable; 

(b)  A  patent  owner  shall  not  be  deemed  guilty  of  a  patent  misuse  merely  be- 
cause he  agreed  to  a  contractual  provision  or  imposed  a  condition  on  a  licensee, 
which  has  (1)  a  direct  relation  to  the  disclosure  and  claims  of  the  patent,  and 
(2)  the  performance  of  which  is  reasonable  under  the  circumstances  to  secure 
to  the  patent  owner  the  full  benefit  of  his  invention  and  patent  grant : 

(3)  It  is  made  clear  that  the  "rule  of  reason"  shall  constitute  the  guideline  for 
determining  patent  misuse. 

It  seems  axiomatic  that  some  clarification  of  the  murky  doctrine 
of  "patent  misuse*'  would  be  desirable. 

It  seems  to  be  generally  conceded  that  it  is  to  the  benefit  of  the  public 
that  new  inventions  be  exploited,  so  that  the  public  may  have  enjoy- 
ment of  the  fruits  of  those  inventions.  In  order  that  the  patent  owner 
have  the  maximum  opportunity  to  place  the  invention  at  the  disposal 
of  the  public  it  is  desirable  that  the  owner  have  the  maximum  freedom 
to  license  his  invention  to  others.  One  way  in  which  a  patent  owner 
can  exploit  his  invention  is  to  license  the  sale  of  tlie  product  of  that 
invention  to  one  licensee  for  one  field  of  use,  and  to  other  licensees 
for  other  fields  of  use.  The  patent  owner,  on  the  other  hand,  may  de- 
sire to  exploit  his  invention  himself  with  respect  to  one  field  of  use,  but 
he  may  not  have  the  marketino:  organization  for  exploitation  of  the 
invention  in  a  totally  different  field.  With  an  opportunity  for  field-of- 
use  licensing,  the  patent  owner  can  grant  licenses  for  use  of  his  inven- 
tion in  the  fields  in  which  he  cannot  exploit  the  invention. 

Mr.  Donald  Turner  of  the  Department  of  Justice  in  testifying  be- 
fore this  subcouTmittee  with  respect  to  this  recommendation  of  the 
Commission,  first  stated  that  an  express  recognition  of  field-of-use 
licensing  was  unnecessary  if  it  was  merely  intended  to  mean  that  such 
licensing  is  not  illegal  per  se,  since  that  is  the  present  state  of  the  law. 
He  then  stated  that  if  the  purpose  were  somewhat  more  broad,  as  to 
legitimate  the  use  of  any  field-of-use  restriction  whatever,  the  pro- 
posal "would  be  highly  objectionable,  because  field-of-use  restrictions 
in  some  contexts  have  a  severe  and  unjustifiably  adverse  effect  on 
competition." 

The  latter  statement  was  not  justified  by  any  citation  of  authority. 
However,  the  suggestion  that  the  mere  expression  of  the  legality  of 
field-of-use  licensing  would  be  effective  to  legitimatize  any  and  all  such 
licensing,  without  regard  to  the  surrounding  circumstances,  is  com- 
pletely inconsistent  with  the  fact  that  section  261  of  the  present  Patent 
Code  has  for  a  number  of  years  expressly  authorized  the  grant  of  ex- 
clusive licenses.  Certainly,  the  courts  have  not  found  that  mere  authori- 
zation to  be  an  impediment  to  determinations  of  patent  misuse,  when 
the  surrounding  circumstances  were  such  as  to  justifv  that  conclusion. 

In  point  of  fact,  the  attitude  of  the  Antitrust  Division  of  the  De- 
partment of  Justice  has  for  a  number  of  years  been  such  as  to  give 
patent  owners  reason  for  concern  that  field-of-use  licensing  would  be 
attacked  by  that  de])artinent.  As  indicated  by  the  President's  Com- 
mission, it  would  be  de^sirable  to  clarify  the  law  in  this  respect. 

The  provisions  of  subparagraph  b  and  c  of  section  263  of  S.  2597 
are  intended  to  require  application  of  the  "rule  of  reason"  to  determi- 
nation of  the  question  of  patent  misuse.  Mr.  Turner's  testimony  with 
res]:)ect  to  this  statutory  language  has  evidently  considerably  distorted 
the  language  in  order  to  make  it  easier  to  o]))')ose  it.  In  fact,  the  lan- 
guage does  not  legimatize  virtually  every  form  of  misuse  or  abuse  of 
patents. 


421 

The  section  would  clarify  the  law  by  expressin<^  the  reasonableness 
of  securing  to  the  patent  owner  the  full  benefit  of  his  invention  and 
patent  grant.  It  also  would  give  the  patent  owner  some  protection 
against  the  repeated  efforts  of  the  Antitrust  Division  to  secure  o\er- 
rule  of  the  1926  General  Electric  case. 

Senator,  I  will  try  to  shorten  this  particular  part  of  the  statement 
by  a  few  extemporaneous  words  here. 

In  both  the  Dirksen  bill  and  S.  1042  there  is  provision  for  giving  a 
patentee  a  right  of  action  against  an  importer  who  imports  a  product 
from  abroad,  when  that  product  Avas  made  by  a  process  which  is  pat- 
ented in  the  United  States. 

Xow,  that  cause  of  action  is  necessary  because  it  is  possible  under 
the  existing  state  of  the  law  for  someone  who  wishes  to  import  a  prod- 
uct to  go  abroad  to  avoid  the  patent  protection  here,  and  to  have  the 
process  utilized  abroad.  For  instance,  the  Northern  Pigments  case 
that  was  decided  by  the  Court  of  Customs  and  Patent  Appeals  some 
35  years  ago  involved  a  situation  of  this  kind,  in  which  the  persons 
who  had  been  working  for  a  licensee  of  a  process  patent  in  the  United 
States  went  to  Canada,  and,  in  order  to  avoid  the  U.S.  patent,  prac- 
ticed the  process  there,  and  exported  the  product  into  the  ITnited 
States.  That  kind  of  a  case  was  held  to  be  remediable  under  the  Tariif 
Act,  which  is  19  United  States  Code  1337. 

However,  that  decision  was  later  reversed  by  the  same  court  in  the 
Amtorg  Trading  Corp.  case,  in  about  1935.  That  case  held  that  there 
was  no  right  of  action  which  extended  the  patent  protection  in  the 
United  States  to  cover  acts  done  abroad. 

As  a  result  of  the  Amtorg  Trading  case,  the  Congress  was  asked  to 
amend  both  the  tariff  law  and  the  patent  law  to  provide  for  this  added 
protection  to  a  process  patentee.  The  Congress  chose,  after  several 
years  of  consideration  of  this  problem,  to  amend  the  Tariff  Commis- 
sion law,  and  what  they  did  was  to  add  a  new  section  1337(a)  to  title 
19,  expressly  to  make  this  kind  of  a  cause  of  action,  that  is  of  practice 
abroad  of  a  process  patented  here,  to  make  that  kind  of  thing  unfair 
competition  within  the  meaning  of  section  1337  of  the  Tariff  Act. 

Unfortunately  that  cause  of  action  has  not  been  effective,  and  the 
indication  of  its  lack  of  effectiveness  is  that  about  30  cases  have  been 
filed  before  the  Tariff  Commission  involving  section  1337  in  the  yeai*s 
since  1940,  when  this  change  w^as  made  in  the  law,,  and  only  one  of 
them  has  actually  resulted  to  the  benefit  of  the  petitioner.  Not  all  of 
those  cases  were  patent  cases,  but  a  number  of  them  were. 

The  reason  that  the  cause  of  action  under  the  Tariff  Act  is  not  ef- 
fective is  that  it  requires  some  additional  things  besides  the  showing 
of  infringement  of  a  patent,  besides  the  showing  of  use  of  the  patented 
process. 

Since  the  cause  of  action  under  the  Tariff  Act  has  not  been  effective, 
we  feel  that  it  should  be  added  to  the  Patent  Code,  so  that  the  patentee 
would  have  the  real  cause  of  action  which  the  Congress  intended  to 
give  him  in  1940,  but  which  for  unfortunate  reasons  were  not  real 
protection  for  him. 

For  this  reason  we  do  not  believe  that  the  limitation  which  is  present 
in  S.  1042  on  this  protection  should  be  included  in  the  law.  That  limita- 
tion is  that  the  protection  would  be  extended  only  in  the  event  that 
the  process  was  not  patented,  or  patentable  I  should  say,  in  the  foreign 
country.  It  would  be  very  difficult  to  prove,  of  course,  whether  a  process 
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is  patentable  in  a  foreign  country,  because  it  would  involve  interpreta- 
tion of  the  laws  of  that  country,  and  they  differ  very  substantially. 
To  avoid  these  difficiiltities,  and  to  give  the  cause  of  action  which  we 
believe  Congress  intended  to  give  to  process  patentees,  we  recommend 
adoption  of  the  section  as  it  was  originally  recommended  by  the  Presi- 
dent's Commission,  without  the  qualification. 

PATENTEE  ESTOPPEL 

Section  294(a)  of  S.  1042  would  estop  a  patentee  in  any  subsequent 
action  mvolving  his  patent,  if  the  patent  had  previously  been  held 
invalid  in  a  Federal  court,  or  had  there  been  given  an  interpretation 
limiting  the  scope  of  any  claim.  This  estoppel  w^ould  apply,  even  though 
the  defendant  in  whose  favor  the  estoppel  was  to  be  asserted  was  not 
a  party  to  the  prior  litigation,  or  in  privity  with  any  party.  Except 
for  one  notorious  case,  which  might  have  been  controlled  by  the  courts, 
there  is  no  indication  of  need  for  this  restrictive  provision. 

The  rigid  and  miqualified  application  of  the  doctrine  of  estoppel 
against  a  patentee  whose  claims  had  either  been  held  invalid  or  limited 
in  scope  would  deprive  the  patentee  of  the  right  he  has  under  existing 
law  to  correct  manifest  errors  made  by  a  court  m  one  circuit,  by  suit 
against  an  infringer  in  another  circuit.  Moreover,  the  way  in  which 
a  patent  claim  is  limited  by  one  court  is  necessarily  dependent  upon 
the  nature  of  the  alleged  infringement,  as  well  as  the  nature  of  the  prior 
art  relied  upon  by  the  infringer  in  that  court.  It  is  quite  possible  that 
a  court,  might  hold  a  claim  to  be  limited  to  the  subject  matter  of  the 
alleged  infringement,  and  so  find  infringement.  However,  in  another 
action  against  a  different  infringer,  the  accused  infringing  article 
might  well  be  different  from  the  article  found  to  infringe  in  the  first 
court.  Certainly,  the  mere  fact  of  that  difference,  without  more,  should 
not  require  the  second  court  to  find  no  infringement  with  respect  to 
that  different  article.  But  application  of  this  estoppel  as  would  be 
provided  by  S.  1042  would  seem  to  so  require. 

The  argument  that  a  patentee,  having  had  his  "day  in  court,"  should 
not  be  allowed  to  harass  anyone  else  by  suing  for  infringement  on  a 
claim  previously  held  invalid  is  not  supported  by  evidence  that  tlie 
right  to  bring  a  second  suit  is  being  abused.  Where  a  second  suit  is  not 
warranted,  the  doctrine  of  collateral  estoppel  has  been  effective  in  our 
Federal  courts  in  other  types  of  litigation.  That  doctrine  was  recently 
extended  to  patent  litigation  by  Judge  Steele  of  the  District  Court  for 
the  District  of  Delaware,  in  the  case  of  Nickermn  v.  Pef  Boys — Manny ^ 
Moe  and  Jack,  247  F.  Supp.  221  (1965).  The  legislation  of  a  rigid 
doctrine  of  estoppel,  applicable  in  all  cases,  is  undesirable  because  it 
would  not  permit  the  courts  to  vary  their  decision  as  to  application 
of  the  estoppel,  depending  on  the  circumstances. 

A  cursory  sur^-ey  of  patent  cases  in  the  circuit  courts  of  appe<als 
bet.ween  1953  and  1967  reveals  tha-t  17  patents  were  adjudicated  in 
more  than  one  suit,  at  the  appellate  level.  Of  the  17,  the  patent  was 
held  invalid  by  the  first  court  in  eight  cases,  and  two  of  the  eight  were 
hold  valid  in  the  second  court.  (In  the  other  nine  cases  the  first  court 
found  the  patent  valid.) 

Considering  the  cases  in  this  survey,  the  estoppel  would  appear  to 
have  properly  been  applicable  in  no  more  than  six  cases  over  the  last 
14  years.  Such  statistics  do  not  indicate  an  abuse  justifying  enactment 


423 

of  a  rigid  statute  that  evidently  would  work  a  hardship  in  some 
circumstances. 

It  is  believed  that  the  legislative  enactment  of  this  equitable  remedy 
of  estoppel  is  both  unnecessary  and  undesirable. 

REFUSAL  TO  RIGHT  OF  PRIORITY  FOR  CERTAIN  CONTINUATION  APPLICATIONS 

We  were  discussing  whether  the  administration  had  changed  their 
view  with  respect  to  this  particular  point.  The  question  is  refusal  to 
right  of  priority. 

Section  120(b)  (3)  of  S.  1042  would  change  existing  law  by  elimina- 
ting an  applicant's  right  to  claim  priority  as  to  a  preceding  copending- 
application,  if  an  appeal  in  the  preceding  application  had  been  filed, 
before  the  later  application  was  placed  on  file. 

The  apparent  reason  for  this  change  in  the  law  which  is  proposed  in 
S.  1042,  is  to  foreclose  an  applicant  from  extending  the  period  of  time 
in  which  his  invention  is  before  the  Patent  Office,  by  restricting  the 
filing  of  continuation  applications.  AVhile  this  objective  in  general  may 
be  desirable,  in  particular  circumstances  it  may  be  necessary  to  make 
use  of  the  option  of  filing  a  continuation  application,  even  after  appeal 
to  the  Board  of  Appeals.  The  number  of  occasions  in  which  this  will 
arise  will  be  considerably  reduced  by  adoption  of  a  patent  term  mea- 
sured from  the  filing  date,  as  proposed  by  both  S.  1042  and  S.  2597. 
With  this  new  term  provision  in  the  law,  there  will  be  considerable  in- 
centive to  an  applicant  to  issue  his  patent  as  quickly  as  posible,  so  that 
his  patent  term  will  be  as  long  as  possible.  Nevertheless,  if  circum- 
stances are  such  as  to  make  necessai*y  the  filing  of  a  continuation  ap- 
plication after  appeal,  the  applicant  will  be  the  loser,  because  he  will 
be  giving  up  more  of  his  term  by  the  delay  in  issuance  of  his  patent. 
Consequently,  he  will  not  file  continuation  applications  in  such  cases, 
except  in  unusual  circumstances. 

The  change  that  would  be  made  in  the  law  by  section  120(b)  (3)  of 
S.  1042  in  this  respect,  is  both  undesirable  and  unnecessary. 

ELIMINATION  OF  "dOUBLE  PATENTING,"  UNDER  LIMITED  CIRCUMSTANCES 

The  double  patenting  ground  of  rejection,  or  ground  of  holding  of 
invalidity,  is  one  of  the  most  artificial  points  of  the  patent  law.  It 
generally  is  based  on  the  ground  that  a  second  patent  extends  or  en- 
larges the  monopoly,  so  only  one  patent  should  issue  for  one  invention. 
As  a  practical  matter,  the  problem  never  arises  as  to  identical  subject 
matter,  but  rather  only  when  different  subject  matter  is  involved  and 
the  nature  of  the  differences  is  such  that  someone  might  consider  them 
obvious.  It  is  verv^  difficult  in  many  situations  for  an  attorney  to  deter- 
mine whether  only  a  single  invention,  or  a  plurality  of  inventions  are 
involved.  In  such  cases,  more  than  one  application  may  be  filed  as  a 
result  of  an  honest  determination  by  an  attorney  that  the  subject  mat- 
ter claimed  in  one  application  is  patentably  distinct  from  the  subject 
matter  claimed  in  another  application. 

If  either  the  Patent  Office,  or  the  courts  in  later  litigation,  decide 
that  the  attorney  was  wrong  in  his  decision,  the  inventor  or  patentee 
is  without  recourse.  This  unfortunate  result  is  sometimes  justified  on 
the  ground  that  to  grant  more  than  one  patent  for  the  same  invention 
(or  for  subject  matter  not  patentably  different  from  the  first  inven- 
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tion),  Avould  be  to  extend  the  period  of  protection  for  the  invention, 
to  the  detriment  of  the  public. 

The  remedy  of  terminal  disclaimer  was  designed,  m  part  at  least, 
to  avoid  this  legitimate  objection  to  the  issuance  of  a  plurality  of 
patents  on  tlie  same  or  very  similar  inventions.  "W^ien  a  terminal  dis- 
claimer is  filed,  or  when  the  patent  is  issued  on  the  same  date,  clearly 
there  is  no  disadvantage  to  the  public  in  the  issuance  of  more  than  a 
single  patent,  so  long  as  all  of  the  involved  patents  remain  under  the 
control  of  a  single  legal  entity. 

This  doctrine  that  expiration  on  the  same  date  should  overcome 
possible  holdings  of  double  patenting,  has  been  developing  over  the 
past  several  years  by  decisions  of  the  Court  of  Customs  and  Patent 
Appeals,  It  appears  that  section  253(c)  of  S.  1042  is  designed  to  over- 
rule these  decisions  of  the  Court  of  Customs  and  Patent  Appeals,  by 
providing  that  the  fact  of  expiration  of  patent  protection  on  the  same 
date  should  have  no  effect  in  determination  of  patentability  or  validity. 

We  believe  this  change  in  the  law  in  S.  1042  would  not  be  in  the 
public  interest  and  that  a  converse  change  to  make  this  doctrine  statu- 
tory in  nature  would  be  in  the  public  interest.  It  certainly  would  make 
it  possible  to  avoid  such  untoward  results  of  patent  litigation  as  the 
one  decided  by  the  Third  Circuit  Court  of  Appeals  some  10  years  ago 
in  which  a  basic  patent  was  held  not  to  be  infringed  and  the  imjDrove- 
ment  patent,  though  infringed,  was  held  to  be  invalid  for  double 
patenting  over  the  first  patent.  The  patentee  in  that  action  evidently 
did  not  receive  the  benefit  his  patent  grants  were  intended  to  give  him. 
If  it  were  possible  to  prevent  this  kind  of  artificial  holding  from  occur- 
ring, by  application  of  terminal  disclaimer  or  other  mechanism  to 
cause  expiration  on  the  same  date,  the  public  would  not  be  harmed  and 
patentees  would  be  given  their  just  measure  of  protection. 

Enactment  of  sections  131  and  282(b)  (2)  of  S.  2597  will  avoid  waste 
of  time,  effort,  and  expense  in  the  Patent  Office  and  in  the  courts,  by 
eliminating  the  technical  rejection  and  defense  of  double  patenting, 
where  the  patent  owner  has  taken  steps  to  avoid  enlargement  and  ex- 
tension of  the  patent  monopoly.  Moreover,  any  misuse  of  either  or  both 
patents  will  still  render  the  patents  unenforceable,  so  there  is  no 
encroachment  upon  the  public  interest. 

PATENT  OFFICE  FEES 

Under  present  law,  all  of  the  significant  fees  charged  by  the  Patent 
Office  are  fixed  by  statute.  Section  41  of  S.  1042  would  change  this  by 
giving  the  Commissioner  the  right  to  fix  fees.  This  right  would  be 
limited  only  by  the  requirement  that  the  amounts  of  the  fees  be  such  as 
to  effect  in  overall  recovery  in  the  range  of  65  to  75  percent  of  the  cost 
of  operation  of  the  Patent  Office. 

This  committee  will  recall  the  recent  controversy  over  the  Commis- 
sioner's proposal  that  periodic  fees  be  charged  for  maintaining  issued 
patents  m  force.  That  controversy  was  resolved  by  the  Congress  de- 
ciding not  to  enact  such  fees.  In  our  view  the  Commissioner  should 
not  be  given  the  right  to  promulgate  that  class  of  fees. 

The  right  to  fix  patent  fees  should  remain  where  it  always  has 
resided — in  the  Congress. 
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CONCLUSION 


Through  Mr.  Fulwider's  testimony  hist  May,  and  this  statement, 
we  have  treated  positions  adopted  by  the  American  Bar  Association 
which  are  believed  relevant  to  S.  1042  and  the  various  other  bills 
pending  before  the  subcommittee.  A^Hiile  S.  2597  was  not  itself  ap- 
proved by  the  entire  American  Bar  Association,  it  is  in  full  accordance 
with  the  principles  adopted  by  the  association.  Moreover,  the  Patent, 
Trademark,  and  Copyright  Section  of  the  American  Bar  Association 
has  approved  S.  2597,  as  it  would  be  amended  in  accordance  with  our 
suggestions,  as  one  desirable  expression  of  the  principles  adopted  by 
the  entire  association.  "We  believe  that  S.  2597  is  a  positive  approach 
to  the  problems  now  faced  b}^  the  American  patent  system,  and  to  the 
objectives  of  the  President's  Commission  on  the  patent  system.  Indeed, 
it  is  our  view  that  each  of  the  six  objectives  listed  in  the  report  of  the 
President's  Commission  would  be  better  achieved  by  enactment  of 
S.  2597  or  similar  legislation  than  by  enactment  of  S.  1042.  Accord- 
ingly, we  recommended  S.  2597  to  the  subcommittee  as  a  desirable  im- 
provement in  our  patent  system. 

We  have  noted  the  Commerce  Department  comments  on  a  number 
of  provisions  of  the  Dirksen  bill  which  are  not  the  subject  of  positions 
specifically  approved  by  the  American  Bar  Association.  We  refer  now 
to  the  appendix  to  the  Department  letter  to  Senator  Eastland  to  which 
reference  was  made  earlier  by  Commissioner  Brenner.  A  number  of 
those  comments  contain  criticisms  which  would  be  avoided  by  the 
amendments  to  the  Dirksen  bill  which  we  have  proposed.  We  can 
identify  those  criticisms  now  or  by  letter  as  you  see  fit,  JVIr.  Chairman. 

Senator  McClellan.  I  suggest  you  do  it  by  letter  and  let  your  letter 
be  incorporated  in  the  permanent  record  at  this  point. 

(The  letter  referred  to  follows:) 

American  Bab  Association, 
Chicago,  III,  February  13,  1968. 
Re  S.  1042  and  S.  2597. 
Senator  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks  and  Copyrights,  Committee 
071  the  Judiciary,  Senate  Office  Building,  Washington,  D.C. 

Dear  Senator  McClellan  :  During  the  course  of  my  testimony  before  your  Sub- 
committee the  other  day,  I  indicated  that  certain  of  the  criticisms  of  S.  2597 
contained  in  the  Commerce  Department  letter  of  Senator  Eastland,  apparently, 
were  answered  by  amendments  which  we  have  previously  suggested  to  S.  2597. 
I  indicated  a  willingnss  to  inform  your  Subcommittee  of  those  particular  points, 
either  at  the  time  of  testimony  or  in  a  subsequent  letter,  and  you  suggested  the 
letter. 

Incidentally,  the  statement  by  Senator  Dirksen  which  you  added  to  the  record 
following  my  testimony,  proposes  these  very  same  amendments  to  S.  2597. 

The  matters  I  have  referred  to  in  the  Commerce  Department  statement  are 
indexed  under  Section  100,  pages  2  and  3,  Section  107,  page  4,  and  Section  284, 
page  G,  all  in  the  api^endix. 

Specifically,  under  Section  100,  the  criticisms  contained  in  the  third  and  fourth 
paragraphs  would  not  apply  to  the  hill  as  proposed  to  be  amended. 

Similarly,  under  Section  107,  the  criticism  of  the  last  paragraph  luider  this 
Section  on  page  4,  would  not  apply  to  the  amended  bill. 

Finally,  under  Section  284,  the  amendment  would  omit  the  provision  in  the 
bill  for  the  recovei-y  of  "profits". 

On  behalf  of  the  Patent  Section  of  the  American  Bar  Association.  I  would  like 
to  join  in  Mr.  Graves'  offer  made  on  behalf  of  APLA,  to  furnish  any  te<-bnical 
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help  we  can  to  add  in  tlie  further  activities  of  your  Subcommittee,  including 
drafting  appropriate  language  to  accomplish  objectives  of  the  Subcommittee. 
Very  truly  yours, 

Edward  F.  McKie,  Jr. 

Mr.  McKiE.  We  have  also  noted  the  criticism  of  section  184  for 
designation  of  the  Patent  Office  as  the  sole  agency  for  granting  of 
licenses  to  file  a  patent  application  in  a  foreign  country.  Reference  is 
made  to  other  statutes  under  which  authority  to  control  export  of 
technical  information  is  vested  in  agencies  other  than  the  Patent  Office. 
The  sole  statute  cited  is  the  Export  Control  Act,  which  grants  the  au- 
thority to  the  President,  not  to  any  specific  agency.  That  is  at  50 
U.S.C.,  appendix  2023.  By  Executive  Order  10945  the  President  dele- 
gated that  authority  to  the  Secretary  of  Commerce,  with  the  authority 
of  successive  delegations.  Since  the  Patent  Office  is  an  agency  of  the 
Commerce  Department,  there  should  be  no  problem  in  respect  of  the 
Export  Control  Act  in  designation  of  the  Patent  Office  as  the  sole 
agency  to  grant  such  licenses. 

We  recognize  that  further  improvements  may  be  effected  in  this  and 
any  other  bill.  We  pledge  our  continued  examination  into  all  such 
possible  improvements  which  we  generate  and  which  are  suggested  to 
us  by  others. 

We  appreciate  very  much  the  privilege  of  appearing  before  you  to 
express  the  views  of  the  American  Bar  Association.  We  have  met  with 
representatives  of  the  Patent  Office  on  several  occasions  to  discuss  this 
legislation,  and  we  look  forward  to  a  continuation  of  this  relationship. 
We  will  gladly  cooperate  with  the  committee  and  its  staff,  if  we  can 
assist  in  any  way  to  improve  the  proposed  patent  legislation. 

Thank  you,  Mr.  Chairman. 

Senator  McClellan.  Thank  you  very  much. 

You  have  presented  a,  rather  exhaustive  analysis  of  these  bills.  Your 
views  and  supporting  arguments  for  your  position  will  certainly  be 
carefully  considered  by  the  committee. 

(The  prepared  statement  of  JNIr.  McKie  appears  as  follows :) 

Statement  of  Edward  F.  McKie,  Jr.,  Chairman  of  the  Section  of  Patent, 
Trademark  and  Copyright  Law  of  the  American  Bar  Association  Concern- 
ing S.  1042  AND  S.  2597 

Mr.  Chairman  and  members  of  the  subcommittee,  my  name  is  Edward  F.  McKie. 
Jr.  I  testify  before  you  today  on  behalf  of  the  American  Bar  Association  as  the 
Chairman  of  that  Association's  Section  of  Patent,  Trademark  and  Copyright 
Law.  Accompanying  me  is  William  E.  Schuyler,  Jr.,  a  past  chairman  of  our  Sec- 
tion, and  Chairman  of  the  Committee  of  the  Section  which  drafted  the  Bill  which 
is  now  before  you  as  S.  2597,  introduced  by  Senator  Dirksen. 

So  that  the  Subcommittee  may  be  aware  of  the  experience  from  which  we  speak. 
I  will  advise  you  that  I  have  been  in  the  patent  field  since  about  1949  and  have 
been  continuously  in  the  private  practice,  having  worked  first  as  a  trainee  while 
going  to  law  school  with  a  private  law  firm,  and  having  worked  since  that  time 
with  various  law  firms.  I  am  now  a  partner  in  a  law  firm  in  this  city  and  our 
practice  is  general  in  nature  insofar  as  patents  and  trademarks  particularly  are 
concerned,  though  we  probably  have  a  good  deal  more  litigation  practice  than 
any  other  type. 

Mr.  Schuyler's  experience  is  similar  to  mine  except  that  it  is  much  more  ex- 
tensive in  natiire.  Both  of  us  have  been  adjunct  professors  of  law  at  Georgetown 
University,  and  Mr.  Schuyler  additionally  has  been  a  member  of  the  Advisory 
Committee  to  the  Secretary  of  Commerce  on  patents. 

Our  Section  testified  before  this  Subcommittee  last  May  18,  through  Mr.  Robert 
Fulwider,  who  was  then  Chairman  of  the  Section.  At  that  time,  Mr.  Fulwider 
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testified  principally  in  conjunction  with  three  resolutions  that  had  been  adopted 
by  the  American  Bar  Association,  through  its  Board  of  Governors.  One  of  those 
resolutions  requested  this  Subcommittee,  as  well  as  the  corresponding  Subcom- 
mittee of  the  House  of  Representatives,  to  defer  submission  of  its  report  on  S.  1042 
and  its  equivalent  Bill  in  the  House  of  Representatives  until  such  time  as  the 
American  Bar  Association  and  other  interested  parties  should  have  had  reason- 
able opportunity  to  fully  consider  S.  1042  and  any  proposed  bills.  We  are  very 
grateful  that  this  Subcommittee  has  seen  fit  to  extend  to  us  the  privilege  to  appear 
here  again  after  we  have  had  suflicient  time  to  come  to  a  final  conclusion  as  to 
S.  1042  and  have  finished  our  drafting  activities,  such  that  the  draft  of  the  Patent 
Section  of  ABA  could  be  introduced  in  the  Senate  as  S.  2597,  by  Senator  Dirksen. 
Further  improvements  were  made  in  that  draft  by  the  Patent  Section  at  its 
meeting  in  Honolulu  last  August.  These  amendments  have  been  communicated  to 
the  Subcommittee  and  we  hope  that  Senator  Dirksen's  Bill  will  be  amended  to 
incorporate  them.  For  convenience,  the  section  identifications  employed  in  this 
statement  will  refer  to  S.  2597  as  it  would  be  amended  in  accordance  with  the 
additional  recommendations  made  by  the  Patent  Section  in  its  Honolulu  Meeting. 
The  significance  of  the  amendments  is  explained  in  the  attached  appendix.  How- 
ever, since  the  amendments  are  fairly  detailed  in  nature,  they  need  not  be  further 
dealt  with.  The  Dirksen  Bill,  as  thus  amended,  has  been  approved  by  the  Patent, 
Trademark  and  Copyright  Section  of  the  American  Bar  Association  as  one  em- 
bodiment of  principles  adopted  by  the  Association. 

FIBST-TO-INVENT   AND    GRACE   PEEIOD 

Mr.  Fulwider's  statement  dealt  at  considerable  length  with  our  objections  to 
certain  sections  of  S.  1042  which  would  establish  the  "first  to  file"  principle,  ex- 
clusively, for  the  granting  of  patents,  and  which  would  abolish  the  "grace  period", 
by  which  American  inventors  have  been  permitted  to  develop  their  inventions  to 
the  point  of  practical  application  before  filing. 

The  retention  of  the  grace  period  is  embodied  in  the  Dirksen  Bill  at  Sections 
100(i)(3)  and  102(c). 

In  place  of  the  "first  to  file"  principle  embodied  in  Section  102  of  S.  1042.  and 
also  in  place  of  the  declaration  by  the  Commissioner  of  interferences  between 
pending  applications  provided  for  by  Section  135  of  the  present  Patent  Code,  the 
Dirksen  Bill  provides  in  Section  137  for  a  six-month  period  after  issuance  of  a 
patent  for  the  applicant  of  a  pending  application  to  request  a  priority  contest 
with  the  patentee.  This  provision  is  in  accordance  with  a  resolution  adopted  by 
the  House  of  Delegates  of  the  American  Bar  Association,  as  follows : 

"Resolved,  That  the  American  Bar  Association  approves  in  principle  elimi- 
nation of  the  declaration  by  the  Patent  Oflice  of  interferences  between  pending 
applications,  in  favor  of  permitting  the  issuance  of  patents  with  another 
applicant  having  the  right  to  provoke  an  interference  therewith,  even  though 
he  cannot  specifically  copy  the  patent  claims." 

We  have  noted  the  statement  by  Assistant  Secretary  Kincaid,  in  his  January 
24  speech  to  the  American  Patent  Association,  that  any  modification  of  the  first- 
to-file  system  of  S.  1042  should  include  strong  incentives  for  early  filing.  Dr.  Kin- 
caid mentioned  three  different  proposals  for  such  incentives,  all  of  wiiich  involved 
arbitrary  time  limits  on  proofs  of  prior  mention. 

Our  Association  has  been  studying  mechanisms  of  providing  such  incentives. 
In  that  study  we  have  been  concerned  with  the  failure  of  these  arbitrary  time 
limit  proposals  to  accommodate  the  great  range  of  differing  circumstances  which 
may  affect  different  kinds  of  inventions.  As  an  example,  there  is  an  extreme 
difference  in  the  time  required  to  develop  and  to  file  a  patent  application  on  a  new 
ice  tray  and  on  a  new  class  of  rust  inhibiting  compounds.  Any  time  limit  selected  to 
accommodate  the  rust  inhibitor  invention  would  not  provide  the  desired  incentive 
for  early  filing  to  the  inventor  of  the  ice  tray. 

It  may  be  possible  to  adopt  a  less  arbitrary  incentive  that  can  accommodate 
disparate  fact  situations.  This  possibility  might  be  based  in  the  rules  adopted 
by  the  courts  in  defenses  based  on  prior  invention  under  Section  102(g).  Those 
rules  include  one  that  a  prior  inventor  may  lose  his  rights  by  failure  to  file  his 
patent  application  within  a  reasonable  period  of  time,  and  another  than  any  case 
of  prior  invention,  whether  or  not  patented,  requires  proof  of  steps  taken  to  get 
the  invention  into  the  hands  of  the  public  within  a  reasonable  time  after  com- 
pletion of  the  invention. 

Statutory  expression  of  these  rules,  applicable  to  priority  proceedings  in  the 
Patent  Ofiice,  might  furnish  a  less  arbitrary  incentive  than  those  so  far  suggested. 
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We  will  continue  and  expedite  our  consideration  of  all  such  incentive  possibilities. 
The  Dirksen  Bill,  like  S.  1042.  also  provides  for  determination  of  interfering 
subject  matter  (in  Section  136(d) )  after  publication  of  an  allowable  application 
under  Section  151  (a).  Section  130(d)  of  S.  1042,  however,  provides  for  contests 
only  in  respect  of  questions  of  originality  of  invention,  while  Section  136(d)  of  S. 
2597  additionally  provides  for  contests  as  to  priority  of  invention. 

The  contests  of  Section  136(d)  of  S.  2597  are  part  of  the  larger  matter  of  im- 
provement of  the  validity  of  future  patents  by  publication  before  issuance,  and 
reexamination  after  citation  of  prior  art  by  the  public.  Tositions  of  the  ABA 
pertinent  to  the  larger  matter  therefore  will  now  be  explained. 

PUBLICATION    PRIOR   TO   ISSUANCE 

The  House  of  Delegates  of  the  American  Bar  Association  has  adopted  the 
following  resolution : 

"  Resolved,  That  the  American  Bar  Association  approves  in  principle  con- 
sideration by  the  Patent  Office  of  patents  and  publications  cited  by  the  public 
within  six  months  after  publication  of  the  application,  provided  that  the 
applicant  has  an  opportunity  to  amend  the  scope  of  any  claim." 
The  AsBiociation  has  also  adopted  the  following  re-solution  relevant  to  the 
question  of  publication  prior  to  issuance  : 

''Resolved,  That  the  American  Bar  Association  approves  in  principle  tiiat 
in  the  event  appl cations  are  published  prior  to  their  issuance,  a  procedure 
should  be  established  by  which  the  owner  of  the  published  application  may 
collect  damages  f om  an  'infringer'  who  has  received  actual  notice  from  the  ap- 
plication owner  of  infringement  of  a  valid  claim  which  has  been  allowed  by 
the  Patent  Office." 
Nevertheless,  the  Association  has  opposed  mandatory  publication  of  applications 
before  allowance  in  the  following  language  : 

"Resolved,  Tliat  the  American  Bar  Association  opposes  in  principle  manda- 
tory publication  of  pending  applications  without  the  authority  of  the  appli- 
cant, before  the  allowance  of  the  claims  thereof;  or  after  the  allowance  of  the 
claims  thereof,  without  first  giving  the  applicant  a  reasonable  time  within 
which  to  elect  whether  or  not  to  abandon  the  application,  thereby  preventing 
publication." 
The  Sections  of  the  Dirksen  Bill  which  would  permit  issuance  of  patents  to  the 
"first  to  file",  with  an  option  priority  contest  by  a  junior  applicant,  are  Section 
100(i)(5),  Section  136(d)(2)   and   (3),  and  Section  137.  The  provision  for  in- 
terim liability  in  the  event  of  publication  before  issuance  is  contained  in  Section 
(f )  and  Section  284(b).  The  provision  for  a  right  to  oppose  issuance  of  a  applica- 
tion for  unpatentability  is  contained  in   Section   136  but   Section  123(a)    and 
Section  151(a)    would  provide  for  publication  of  such  opposition  only  in  the 
event  of  allowance  of  the  application. 

The  above  proposals  would  make  a  very  substantial  change  in  the  present 
law,  but  it  is  believed  that  the  changes  would  be  to  the  benefit  of  the  patent 
system  without  any  substantial  decrease  in  the  present  incentives  to  investors 
not  only  to  invent,  but  also  to  develop  their  inventions  to  the  point  of  practical 
application  before  filing  patent  applications.  Moreover,  these  provisions  should 
insure  that  priority  contests  are  declared  only  when  desired  by  junior  appli- 
cants and  not.  as  now.  whether  or  not  the  respective  applicants  are  desirous  of 
resolution  of  the  question  of  priority  by  an  interference.  Indeed,  in  order  that 
interferences  would  be  declared  only  when  the  junior  inventor  is  likely  to  be 
able  to  prove  a  case  of  prior  invention,  Section  137  of  the  Dirk.sen  Bill  makes 
pro\ision  for  a  prima  facie  showing  of  priority  by  the  applicant,  to  the  satis- 
faction of  the  Commissioner  before  a  priority  contest  will  be  set  up  with  the 
patentee. 

Section  1.36  of  S.  1042  provides  for  reexamination  of  an  application  after  pub- 
lication, upon  citation  of  grounds  of  unpatentability  by  an  interested  member 
of  the  public.  One  of  the  grounds  of  such  citation  is  lack  of  originality,  some- 
times called  "derivation."  This  is  one  of  the  grounds  for  interference  under  the 
existing  law.  The  other  ground  is  "prior  invention",  and  Section  136(d)  of  Sen- 
ator Dirksen's  l>ill  ivrovidcs  for  determination  of  the  right  to  patent  in  view'  of 
opposition  by  a  member  of  the  public  on  the  ground  of  deprivation  or  lack  of  orig- 
inality, prior  invention,  or  prior  public  use  of  the  invention  more  than  one  year 
prior  to  the  effective  filing  date  of  the  publication.  Section  136  provides  for  pos- 
sible imiwovement  in  the  quality  of  issiied  patents,  by  giving  the  public  a  right 
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to  cite  prior  art  against  tlie  application  wliicli,  by  its  very  nature,  is  not  likely  to 
lie  before  the  Examiner  at  tlie  time  he  decides  to  allow  the  application. 

Ir.  has  been  estimated  that  the  number  of  priority  contests  that  would  be  set 
up  under  Sections  136  and  137  of  the  Dirksen  Bill  would  be  less  than  one-half  of 
the  number  of  interferences  presently  declared.  A  very  small  fraction  of  the  appli- 
cations on  tile  at  any  one  time  (probably  less  than  one-half  of  one  percent)  would 
be  involved  in  prior  proceedings,  so  that  the  present  delay  in  issuance  of  patents 
should  be  materially  reduced.  Moreover  the  public  would  be  on  notice  of  the 
l)endency  of  every  claim  which  is  involved  in  interference,  by  the  provision  for 
liublication  or  issuance  of  the  patent  application  of  the  senior  applicant.  Ac-cord- 
inglv,  particularly  if  the  provision  for  dating  the  term  of  a  patent  from  tiling 
date  (Section  l.j4(b)  of  the  Dirksen  Bill),  is  adopted,  any  possible  disadvantage 
to  the  public  in  extended  pendei-y  of  priority  proceedings  will  be  diminshed  to  a 
minimum,  w-hile  the  incentive  to  applicants  to  resolve  such  proceedings  as  rapidly 
as  possible  will  be  increased  to  a  maximum. 

The  provision  for  a  priority  proceeding  is  essential  to  retention  of  the  grace 
period  provided  by  the  present  law  and  retained  under  the  Dirksen  Bill.  With  this 
quite  limited  retention  of  the  principle  of  "first  to  invent",  the  distinguishing  fea- 
ture of  the  American  patent  system  will  be  retained.  Xeverthele.ss,  the  disadvan- 
tages in  said  system  now  cited  by  tho.se  who  would  change  to  the  "first  to  file" 
system  would  be  substantially  eliminated. 

*  The  provision  for  interim  liability  of  those  who  would  infringe  the  claims  of 
applications  published  before  issuance  is  to  protect  those  applicants  who  other- 
wise would  be  at  the  mercy  of  the  ruthless  copier.  Section  271(f)  and  Section 
234 (b)  of  the  Dirksen  Bill  provide  adequate  protection  for  the  applicant,  while 
insuring  the  right  of  the  public  to  continue  practicing  what  is  contained  in  the 
prior  art,  since  that  prior  art  may  be  cited  against  even  allowed  claims  of  pending 
applications,  to  cause  reduction  or  elimination  of  the  unjustified  protection  given 
such  applications. 

Under  Section  123  of  S.  1042,  a  patent  application  will  be  published  IS  to  24 
months  after  filing.  This  automatic  publication  is  supposed  to  accelerate  the  dis- 
semination of  technological  information  to  the  public. 

Thus,  the  confidential  status  of  pending  applications  would  be  preserved  only 
for  a  period  of  18  to  24  months,  whether  or  not  the  Patent  Office  had  taken  action 
on  the  application.  Such  publication  would  make  patent  literature  available  at 
an  earlier  date.  Assuming  such  publications  are  classified  and  stored  so  they  may 
be  retrieved  expeditiously  and  inexpensively,  an  entrepreneur  could  avoid  invest- 
ing in  a  development  which  was  already  being  pursued  by  a  competitor. 

In  the  case  of  a  company  which  does  not  finance  its  own  re.search  and  develop- 
ment, the  reservoir  of  published  applications  would  provide  the  results  of  in- 
numerable research  projects  at  nominal  cost.  By  selecting  those  inventions  which 
could  be  produced  and  marketed  without  large  capital  expenditure,  such  a  com- 
pany could  continually  introduce  short  term  new  products  with  no  liability  until 
the  Patent  Office  allowed  the  pending  application,  and  then  only  a  reasonable 
royalty  until  the  patent  issued.  Such  contingent  liability  would  be  minimal,  com- 
pared to  the  cost  of  financing  research  and  development. 

Frequently,  however,  an  applicant  does  not  wish  to  disclose  his  improvements 
or  inventions  until  he  ascertains  the  scope  of  patent  protection  to  be  afforded.  If 
he  feels  the  scope  is  adequate,  he  will  request  issuance  of  the  patent  and  then 
license  others  to  use  the  invention.  If  he  deems  the  scope  inadequate,  he  will 
abandon  the  application  and  attempt  to  maintain  the  invention  as  a  trade  secret. 
This  is  particularly  true  where:  (1)  the  invention  is  an  improvement  of  existing 
processes  or  machinery;  (2)  the  invention  is  a  new  product  requiring  heavy  capi- 
tal investment ;  or  (3)  the  potential  market  may  be  limited.  In  these  situations, 
the  incentive  of  the  patent  system  is  destroyed  by  automatic  publication  before 
the  applicant  knows  the  scope  of  patent  protection.  Consequently,  there  will  be 
a  tendency  to  confine  use  of  the  patent  system  to  those  areas  where  premature 
publication  will  not  be  injurious  to  the  applicant. 

These  situations  are  exceptions  because  the  subject  matter  of  most  worthwhile 
patent  applications  is  disclosed  in  one  way  or  another  before  the  applications  have 
been  pending  two  years.  Even  in  these  exceptional  situations,  however,  the  incen- 
tive of  the  patent  system  should  encourage  disclosure  and  ultimate  publication  of 
inventions  which  could  otherwise  remain  secret. 

S.  2.597  in  its  provisions  for  publication  only  at  the  will  of  the  applicant,  prior 
to  allowance,  is  intended  to  preserve  his  rights  in  his  invention  until  he  knows 
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what  he  will  be  given  for  its  publication,  and  yet  to  provide  incentives  for  publica- 
tion as  early  as  possible. 

UNrV'EESAL   PRIOR   ART 

Section  102(a)  of  S.  1042  would  make  a  very  significant  change  in  the  present 
law  by  making  mere  knowledge,  use  or  sale  in  foreign  countries,  prior  art  suflS- 
cient  to  bar  patenting  in  the  United  States.  The  ABA  House  of  Delegates  adopted 
the  following  resolution  relevant  to  that  proposed  change : 

"Resolved,  That  the  American  Bar  Association  opposes  in  principle  any 
change  in  35  U.S.C.  102  which  would  include  foreign  knowledge,  use  or  sale 
as  prior  art" 

Those  of  us  who  specialize  in  the  litigation  area  speak  somewhat  against  our 
own  selfish  interest  in  urging  that  the  so-called  "universal  prior  art"  principle 
not  be  imported  into  the  United  States  patent  practice.  This  is  for  the  reason 
that  the  opportunities  of  litigating  patent  attorneys  to  charge  for  services  to 
patentees  and  to  defendants  in  infringement  litigation  would  be  very  substantially 
increased,  if  the  law  were  to  be  changed  to  provide  that  foreign  knowledge,  use 
or  sale  be  prior  art  effective  against  patent  applications  or  patents  in  the  United 
States.  Of  course,  such  foreign  knowledge,  use  or  sale  would  not  be  available  for 
search  by  the  Patent  Oflfice,  so  that  any  patent  might  well  be  invalidated  by  proof 
that  the  invention  of  that  patent  was  anticipated  by  such  prior  art.  Consequently, 
every  patent  lawsuit  would  be  very  likely  to  include  at  least  research  into  the 
possibilities  of  invalidation  of  the  patent  by  reason  of  foreign  knowledge,  use  or 
sale,  and  additionally,  possible  testimony  concerning  such  activities.  Those  in- 
vestigations and  those  testimony  sessions  would  naturally  involve  those  who 
specialize  in  the  litigation  practice.  In  fact,  amendment  of  the  law  to  expand  the 
prior  art  to  include  foreign  knowledge,  use  and  sale,  might  furnish  us  with  the 
loophole  to  escape  the  restrictions  on  foreign  travel  which  the  President  has  re- 
cently suggested. 

Nevertheless,  we  do  oppose  very  strongly  this  proposed  amendment  to  the  Patent 
Code.  Our  whole  Patent  system  has  been  based  on  the  idea  that  the  incentive  of 
the  U.S.  patent  should  be  provided  to  one  who  makes  an  invention  and  puts  the 
American  public  in  possession  of  that  invention  by  the  filing  of  a  patent  applica- 
tion. Nevertheless,  the  monopoly  of  a  patent  obviously  should  not  be  granted  with 
respect  to  an  invention  which  is  already  in  the  public's  possession  by  reason  of 
prior  knowledge,  use  or  sale.  Whether  or  not  that  knowledge,  use  or  sale  has 
placed  the  American  public  in  possession  of  the  invention  is  of  course  the  prime 
question.  Our  law  has  always  employed  the  objective  standard  that  an  invention 
which  is  the  subject  of  public  knowledge,  use  or  sale  in  this  country,  is  likely  to 
have  come  to  the  attention  of  the  American  public,  but  that  an  invention  which 
has  achieved  only  foreign  knowledge,  use  or  sale  is  not  likely  to  be  in  the  posses- 
sion of  our  public.  Consequently,  our  law  has  always  permitted  the  grant  of  a 
patent  to  an  original  inventor,  even  if  the  invention  was  subject  to  foreign  knowl- 
edge, use  or  sale.  The  change  in  the  law  to  bar  patenting  in  the  United  States  by 
reason  of  foreign  knowledge,  use  or  sale  would,  in  our  view,  be  a  step  backward 
which  would  benefit  primarily  patent  attorneys  and  those  who  have  sufficient 
economic  wherewithal  to  defend  against  the  smaller  patentee  by  increasing  the 
expense  of  litigation  through  efforts  to  prove  foreign  activities. 

Some  argument  for  this  change  to  the  principles  of  so-called  "universal  prior 
art"  has  been  made  on  the  basis  of  conformity  with  foreign  law.  However,  the 
law  in  most  foreign  countries,  as  well  as  in  the  United  States,  is  that  foreign 
activities  are  of  no  significance  and  tliat  the  domestic  public  must  have  come  into 
possession  of  the  invention,  or  the  invention  is  patentable  to  an  original  inventor 
who  makes  application  for  patent  on  it.  It  may  well  be  that  all  countries  eventu- 
ally will  change  to  a  "universal  prior  art"  system,  when  we  have  a  computer 
search  facility  that  will  enable  us  to  search  for  foreign  knowledge,  use  or  sale, 
by  merely  pushing  the  appropriate  buttons.  That  time  is  not  now  and  it  is  not 
within  the  foreseeable  future.  When  it  comes  will  be  an  appropriate  time  to 
amend  our  law  to  provide  for  universal  prior  art.  In  the  meantime,  it  is  believed 
that  our  law  .should  treat  as  prior  art  only  knowledge  of  the  public  in  the  United 
States,  or  u.se  or  sale  in  this  country,  as  provided  for  by  Section  lOO(i)  of  S.  2.')97. 

We  understand  Dr.  Kincaid's  remarks  to  indicate  that  the  administration 
now  agrees  that  adoption  of  this  principle  at  this  time  would  be  premature. 
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OWNEB  nUNG,   JOINDEB  OF  INVENTORS,  AND  TEEM   MEASUEED  FBOM  FILINQ 

Mr.  Fulwider's  testimony  of  May  18,  19G7  recommended  the  folliwing  three 
principles : 

(1)  permitting  the  owner  of  an   inventon   to  file  a   patent  application 
thereon ; 

(2)  relaxation  of  the  rules  as  to  joinder  of  applicans  for  patents  in  a 
single  application ; 

(  3)   measurement  of  the  term  of  a  patent  from  its  filing  date. 
The.'^e  principles  are  embodied  in  the  following  sections  of  S.  2597  : 

(1)  owner  filing— §§  111(a),  (b)  ;  115(b) 

(2)  joinder— §  116(b)  ;  111(e)  ;  256 

( 3 )  term  from  filing— §  154  ( b ) . 

S.  1042  and  the  Dirksen  Bill  are  in  agreement  in  respect  to  joinder  and  term 
from  filing,  but  S.  2597  actually  relaxes  the  rigid  requirements  of  the  present  law 
as  to  owner  filing,  while  S.  1042  merely  changes  the  timing  of  those  requirements. 
These  requirements  include  an  oath  or  declaration  and  an  assignment  both 
signed  by  the  inventor. 

The  submission  of  an  oath  of  the  inventor  is  re(iuired  only  by  the  United 
States,  among  the  large  industrialized  coiuitries,  while  the  filing  of  an  assign- 
ment is  unnecessary  in  many  of  the  larger  countries. 

The  Board  of  Governors  of  ABA  has  adopted  the  following  resolution  : 

"Resolved,  That  the  American  Bar  Association  favors  in  principle  per- 
mitting the  owner  of  an  invention,  whether  or  not  he  be  the  inventor,  to 
file  a  patent  application  covering  that  invention,  provided  that  the  inventor 
be  named  in  the  application." 
The  Dirksen  Bill  retains  the  provision  for  submission  of  an  oath  or  declaration, 
but  this  paper  may  be  signed  by  the  o\vner.  Usually  the  owner  will  obtain  at 
least  most  of  his  information  concerning  the  invention  from  the  inventor.  Con- 
sequently, the  owner's  knowledge  of  such  things  as  possible  prior  uses  will  there- 
fore usually  be  at  least  as  great  as  that  of  the  inventor.  Cases  where  this  might 
not  be  true  would  generally  involve  inability  of  the  owner  to  obtain  the  inventor's 
signature  by  reason  of  his  inaccessibility  or  his  refusal  to  sign.  Existing  law 
permits  signature  to  the  oath  by  the  owner  in  such  cases,  so  there  would  be  no 
real  change  as  to  such  cases  if  Section  115  of  S.  2597  were  adopted. 

The  requirement  of  an  asignment  is  said  to  be  for  the  protection  of  the  inventor. 
Members  of  the  patent  bar  will  yield  to  no  one  in  their  concern  for  protection  of 
the  inventor's  rights.  Section  111(c)  of  S.  2597  provides  for  such  protection  by 
requiring  service  on  the  inventor  of  a  copy  of  the  application  within  ten  days 
after  its  filing  and  Section  111(a)  requires  that  the  application  include  a  state- 
ment of  facts  supporting  the  applicant's  allegations  of  ownership. 

The  administration's  insistence  on  the  requirement  for  an  assignment  appears 
to  be  based  on  the  fact  that  positive  action  by  the  inventor  would  be  required  to 
negate  the  applicant's  assertion  of  ownership.  Since,  in  an  appropriate  case,  that 
action  could  be  merely  a  simple  letter  notice  to  the  Patent  Office,  justifying  a 
requirement  by  the  Office  for  proof  of  ownership,  the  burden  would  not  seem 
very  large. 

The  allowance  of  true  owner  filing,  rather  than  the  mere  delay  of  the  require- 
ments for  inventoT  execution,  is  surely  consistent  with  one  of  the  objectives  of 
the  President's  Commission. 

"5.  To  make  U.S.  patent  practice  more  compatible  with  that  of  other 
major  countries,  wherever  consistent  with  the  objectives  of  the  U.S.  patent 
system." 
It  is  also  consistent  with  the  following  ABA  resolution  : 

''Resolved,    That   the   American    Bar   Association    approves   in   principle 
mutual  efforts  among  foreign  countries  and  the  United  States  to  improve 
the  international  operability  of  patent  systems  throughout  the  world  but 
opposes  in  principle  changes  in  the  United  States  patent  statutes  made  to 
increase  uniformity  with  foreign  patent  systems,  unless  it  be  shown  that 
such  changes  will  favorably  affect  the  domestic  operation  and  effectiveness 
of  the  United  States  patent  system." 
Simplification  of  the  filing  requirements  both  for  foreign  and  domestic  appli- 
cants sTirely  is  desirable  both  to  achieve  conformity  with  the  patent  systems  of 
most  other  countries,  and  to  reduce  the  inconveniences  and  complications  faced 
by  U.S.  applicants. 
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APPEALS  FROM  THE  PATENT  OFFICE 

Section  147  of  S.  1042  provides  that  any  party,  or  tlie  Commissioner  of  Patents, 
wlio  is  dissatisfied  with  a  decision  of  the  Court  of  Customs  and  Patent  Appeals 
in  an  appeal  from  the  Patent  Office  to  that  Court,  shall  have  the  right  to  peti- 
tion for  the  allowance  of  an  appeal  to  the  Court  of  Appeals  for  the  District  of 
Columbia  Circuit.  This  significant  change  in  the  law  has  been  the  subject  of 
the  following  resolution  approved  by  the  ABA  House  of  Delegates  : 

''Resolved,  That  the  American  Bar  Association  opposes  in  principle  statu- 
tory enactment  which  would  make  decisions  of  the  Court  of  Appeals  for  the 
District  of  Columbia." 
As  matters  now  stand,  we  have  a  dual  system  of  review  in  which  an  applicant 
dissatisfied  with  the  decision  of  the  Board  of  Appeals  may  either  (1)  appeal  on  the 
record  to  the  Court  of  Customs  and  Patent  Appeals  ;  or  (2)  may  file  a  civil  action 
for  a  trial  de  novo  in  the  District  Court  for  the  District  of  Columbia,  with  appeal 
from  that  Court  to  the  Court  of  Appeals  for  the  District  of  Columbia.  Any  review 
of  the  decisions  either  by  the  CCPA  or  the  Court  of  Appeals  for  the  District  of 
Columbia  is  solely  by  Petition  for  writ  of  certiorari  to  the  United  States  Supreme 
Court.  Consequently,  in  the  present  sysitem  the  CCPA  and  the  Court  of  Appeals 
for  the  District  of  Columbia  stand  substantially  as  equal  courts. 

The  change  in  the  Patent  Code  by  Section  147  of  S.  1042  would  make  the 
CCPA  a  Court  inferior  to  the  Court  of  Appeals  for  the  District  of  Columbia. 
This  demotion  of  that  Court  is  justified  only  on  the  following  grounds :  CI)  That 
it  is  desirable  that  uniformity  of  decision  be  present,  and  such  uniformity  is  not 
practically  possible  when  the  only  review  from  the  Court  of  Appeals  and  the 
CCPA  is  by  writ  of  certiorari  to  the  Supreme  Court;  and.  (2)  that  the  expertise 
of  the  Court  of  Appeals  of  the  District  of  Columbia  in  infringement  litigation  is 
desirably  used  in  review  of  decisions  of  the  Court  of  Customs  and  Patent  Appeals. 
In  point  of  fact,  the  need  for  a  single  court  of  review  arises  in  only  a  very 
miniscule  number  of  ca.ses,  since  (as  might  be  expected)  the  law  applied  by  the 
Court  of  Appeals  and  that  applied  by  the  CCPA  are  almost  always  the  same. 
Since  both  Courts  are  staiTed  by  human  beings,  there  are  disagreements,  but 
these  arise  so  seldom  as  not  to  justify  any  substantial  change  in  the  law. 

As  to  the  supposed  expertise  of  the  Court  of  Appeals  for  the  District  of  Colum- 
bia in  patent  cases,  in  fact  very  little  infringement  litigation  arises  in  the  District, 
primarily  because  of  the  absence  of  significant  manufacturing  activity  and  of 
corporate  headquarters  in  that  jurisdiction.  The  number  of  infringement  cases 
decided  by  the  Court  of  Apiieals  in  any  period  of  time  is  relatively  insignificant 
as  compared  with  the  much  larger  amount  of  other  kinds  of  litigation  which  that 
Court  is  called  upon  to  decide.  Since  the  Court  of  Appeals,  of  course,  sits  by 
panels  of  three,  the  chances  that  any  appeal  from  the  Court  of  Customs  and 
Patent  Appeals  would  reach  a  panel  of  judges  experienced  in  patent  infringe- 
ment litigation,  are  so  very  small  as  to  be  dr  minimus. 

In  contrast,  all  of  the  judges  of  the  Court  of  Customs  and  Patent  Api)eals  spend 
most  of  their  time  hearing  patent  appeals  from  the  Patent  OflSce  since  about  70% 
of  the  cases  before  that  Court  are  in  such  category.  Con.sequently.  those  judges 
are  much  more  experienced  in  patent  matters  than  the  judges  of  any  other  court 
in  the  District  of  Columbia.  The  expertise  accumulated  by  that  Court  is  used  in 
appeals  from  the  Patent  Office,  and  may  advantageously  be  made  available  in 
appeals  in  patent  litigation  throughout  the  country.  For  that  reason,  the  ABA 
House  of  Delegates  has  adopted  the  following  resolution : 

"Resolved,  That  the  American  Bar  Association  approves  in  principle  the 
appointment  of  lawyers  experienced  in  patent  law  as  judges  of  a  Federal 
Court  of  record  established  under  Article  III  of  the  Constitution  of  the 
United  States  and  the  utilization  of  such  judges  to  ."^it,  from  time  to  time,  in 
any  Unitetl  States  Court  of  Appeals  by  designation  pursuant  to  Chapter  13 
of  Title  2.S,  Ignited  States  Code  ; 

"And  in  specific  implementation  of  the  foregoing  re.solution,  and  for  the 
additional  purpose  of  promoting  nniforinity  of  interpretation  and  administra- 
tion of  the  patent  laws  of  the  United  States  in  the  review  of  ruling  of  the 
Patent  Office  :  "be  it  further 

Resolved,  That  the  American  Bar  Association  favors  the  revision  of  Titles 
28  and  35  United  States  Code,  to  confer  sole  jurisdiction  over  review  of  deci- 
sions of  the  Patent  Office  on  a  court  of  record,  not  a  district  court  of  the 
United  States,  established  under  Article  III  of  the  Constitution  of  the  United 
States,  consisting  of  not  less  than  nine  judges  specifically  quiilified  in  the  law 
of  intellectual  property,  nnyone  of  whom  is  empowered  to  hear  and  deter- 
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mine  in  a  trial  de  novo  pursuant  to  the  Federal  Rules  of  Civil  Procedure  the 

issues  presented  by  the  decision  to  be  reviewed,  and  any  division  of  three 

of  whom  (exclusive  of  the  trial  judge  in  a  given  case)  is  empowered  to  hear 

and  determine  an  appeal  from  any  such  trial  de  novo  or  directly  from  the 

Patent  Office  on  the  record  made  before  it :  and  the  powers  and  procedures  of 

the  court  within  its  appellate  jurisdiction,  including  sessions  en  banc  and 

the  review  of  its  appellate  decisions,  shall  conform  to  like  powers,  procedures 

and  review  applicable  to  the  courts  of  appeal  of  the  United  States." 

The  procedure  approved  bv  this  resolution  is  embodied  in  S.  2597.  Sections  141 

and  145  of  Title  35.  as  well  as  in  28  U.S.C.  Sections  215   (b)    and   (c),  1541, 

1543,  etc. 

The  principles  of  this  resolution  and  these  sections  of  the  Dirksen  Bill  would 
accomplish  the  prime  objective  of  Section  147  of  S.  1042,  withont  relegating  the 
Court  of  Customs  and  Patent  Appeals  to  inferior  status  and  without  additionally 
burdening  the  already  overburdened  United  States  Court  of  Appeals  for  the  Dis- 
trict of  Columbia.  Moreover,  both  the  District  Court  and  the  Court  of  Appeals  for 
the  District  of  Columbia  would  be  given  more  time  to  contend  with  the  very 
tremendous  criminal  and  civil  dockets  which  those  Courts  must  sustain  by  rea- 
son of  the  status  of  the  District  of  Columbia  as  a  major  municipality,  as  well  as 
the  seat  of  Government.  This  is  for  the  reason  that  those  Courts  would  no  longer 
have  to  contend  with  appeals  from  the  Patent  Office,  which  have  been  a  largely 
unwanted  area  of  jurisdiction  in  those  Courts  for  a  significant  number  of  years. 
Indeed,  in  the  recent  past,  while  Judge  Jackson  was  able  to  sit  continuously 
after  retirement  from  the  Court  of  Customs  and  Patent  Appeals,  all  patent 
appeals  to  the  United  States  District  Court  for  the  District  of  Columbia  were 
heard  by  that  distinguished  senior  Judge.  The  pui'pose  of  the  amendments  to  the 
law  suggested  by  the  subject  resolution  of  the  American  Bar  Association  is  to 
take  advantage  of  and  to  further  utilize  the  expertise  gained  by  the  judges  of 
the  Court  of  Customs  and  Patent  Appeals  through  the  hearing  of  many,  many 
patent  matters  over  the  years.  The  advantage  to  a  District  Conrt  of  the  use  of 
such  expertise  was  evidenced  by  assignment  by  the  District  Court  for  the  Dis- 
trict of  Columbia  of  all  patent  appeals  cases  to  this  former  judge  of  the  Court  of 
Customs  and  Patent  Appeals. 

A  further  signiticant  advantage  to  this  proposed  change  in  the  appellate  sys- 
tem is  the  creation  of  a  body  of  experienced  and  expert  patent  judges  who  can 
be  utilized  by  the  Courts  of  Appeals  throughout  the  nation,  in  the  hearing  of 
patent  cases.  Judge  Arthur  Smith  of  the  Court  of  Customs  and  Patent  Appeals 
has  snt  with  a  Court  of  Appeals  in  the  pa.st  and  the  experience  i)roved  to  be 
worthwhile  not  only  for  that  Court,  but  also  in  his  increased  bi'eadth  of  under- 
.standing  of  the  appellate  procedure  as  it  applies  to  cases  generally.  In  this 
manner,  the  greatest  possible  benefit  could  be  achieved  from  the  appellate  ac- 
tivity in  respect  of  patent  litigation,  through  the  broadening  effect  of  that  litiga- 
tion on  judges  of  the  Court  especially  assigned  to  deal  with  appeals  from  the 
Patent  Office. 

DEFERRED    EXAMINATION 

Chapter  IS  of  S.  1042  would  give  the  Secretary  of  Commerce  authority  to 
institute  a  kind  of  deferred  examination  of  patent  applications,  when  he  found 
it  appropriate  to  do  so.  The  Commissioner  of  Patents  has  testified  that  he  does 
not  intend  at  the  present  time  to  implement  this  authority,  because  it  is  unneces- 
sary. It  is  the  view  of  the  American  Bar  Association  that  the  Congress  should 
have  the  authority  to  determine  whether  or  not  any  kind  of  new  examination 
system  should  l»e  instituted,  and  that  it  should  not  delegate  to  an  executive  official 
determination  of  whether  and  when  that  examining  authority  should  be  in- 
stituted. Accordingly,  the  House  of  Delegates  has  adopted  the  following 
resolution  : 

"Resolved.  That  the  American  Bar  Association  opposes  in  principle  grant- 
ing of  standby  statutory  authority  to  any  agency  to  institute  a  deferred 
examination  procedure  at  a  later  date." 

In  the  event  it  proves  necessary  to  institute  deferred  examination,  the  admin- 
istration should,  discharging  its  responsibility,  come  to  the  Congress  and  ask 
for  authority  for  that  sy.stem.  with  appropriate  justification  therefor. 

There  are  many  substantial  arguments  against  deferred  examination,  and 
many  believe  that  if  the  United  States  were  to  institute  this  kind  of  examination, 
it  would  spell  the  death  knell  for  the  novelty  examination  procedure  which  the 
United  States  instituted  in  1836  and  has  carried  on  continuously  longer  than 
any  other  country  in  the  world.  Indeed,  many  countries  throughout  the  world 
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have  followed  the  United  States  in  the  institution  of  an  examination  procedure, 
and  even  France  very  recently  has  departed  from  a  registration  procedure  of  well 
over  a  hundred  years  to  institute  examination  in  certain  categories  of  patent 
applications.  Certainly  the  danger  which  many  see  to  our  present  novelty  ex- 
amination should  not  be  incurred  without  a  full  debate  before  tlie  Congress  of 
the  pros  and  cons  of  deferred  examination,  and  a  resolution  of  the  question 
by  the  Congress  after  a  full  examination  into  the  situation.  That  kind  of  in- 
formed judgment  is  not  possible  in  the  context  of  a  proposal  for  standby  statu- 
tory authority  for  deferred  examination.  Accordingly,  it  is  submitted  that 
Chapter  18  of  S.  1042  should  not  be  enacted. 

LIMITATION   TO   ATTORNEYS   IN    FUTURE   RECOGNITION   OF  PRACTITIONERS    BEFORE   THE 

PATENT  OFFICE 

Section  31  of  S.  2.597  would  change  existing  law  by  providing  that  only  mem- 
bers of  the  Bar  would  be  recognized  in  the  future  to  practice  before  the  Patent 
Office.  Nevertheless,  the  non-lawyers  presently  registered  to  practice  could  con- 
tinue such  practice. 

This  change  in  the  law  is  consistent  with  a  resolution  approved  by  the  House 
of  Delegates  to  the  American  Bar  Association  in  1956,  as  follows: 

"Resolved,  That  the  Association  approves  the  principle  of  restricting  fu- 
ture admission  to  practice  before  the  Patent  Office  to  members  of  the  Bar." 
The  reason  for  making  this  change  in  the  law  is  that  the  preparation  and 
prosecution  of  Patent  applications  bears  all  the  hallmarks  of  the  practice  of 
law.  Indeed,  the  Supreme  Court  has  provided  support  of  this  viewpoint  in  the 
case  of  Sperry  v.  Florida,  373  U.S.  379,  L.  Ed.  2d  428  (1963),  in  which  it 
specifically  was  decided  that  the  State  of  Florida  could  not  obtain  a  valid  in- 
junction foreclosing  a  non-lawyer  from  practicing  before  the  Patent  Office,  from 
an  office  in  that  State.  During  the  course  of  a  unanimous  opinion  in  that  case, 
the  Supreme  Court  said  at  373  U.S.  383  : 

"We  do  not  question  the  determination  that  under  Florida  law  the  prepara- 
tion and  prosecution  of  patent  applications  for  others  constitutes  the  prac- 
tice of  law.  Greenough  v.  Tax  Assessors,  331  US  486,  91  L  ed  1621,  67  S  Ct 
1400,  172  ALR  329;  Murdock  v.  Memphis  (US)  20  Well  590,  22  L  ed  429. 
Such  conduct  inevitably  requires  the  practitioner  to  consider  and  advise  his 
clients  as  to  the  patentability  of  their  inventions  under  the  statutory  cri- 
teria, 35  use  §§  101-103,  161,  171,  as  well  as  to  consider  the  advisability 
of  relying  upon  alternative  forms  of  protection  which  may  be  available 
under"  state  law.  It  also  involves  his  participation  in  the  drafting  of  the 
specification  and  claims  of  the  patent  application,  35  USC  §  112,  which  this 
Court  long  ago  noted  'constitute[s]  one  of  the  most  difficult  legal  instru- 
ments to  draw  with  accuracy,'  Topliff  v.  ToplifE,  145  US  156,  171,  36  L  ed 
658,  664,  12  S  Ct  825.  And  upon  rejection  of  the  application,  the  practitioner 
may  also  assist  in  the  preparation  of  amendments,  37  CFR  §§1.117-1.126, 
which  frequently  requires  written  argument  to  establish  the  patentability 
of  the  claimed  "invention  under  the  applicable  rules  of  law  and  in  light 
of  the  prior  art,  37  CFR  §  1.119.  Nor  do  we  doubt  that  Florida  has  a  sub- 
stantial interest  in  regulating  the  practice  of  law  within  the  State  and  that, 
in  the  absence  of  federal  legislation,  it  could  validly  prohibit  nonlawyers 
from  engaging  in  this  circumscribed  form  of  patent  practice.^ 

"But  'the  law  of  State,  though  enacted  in  the  exercise  of  powers  not  con- 
troverted, must  yield'  when  incompatible  with  federal  legislation.  Gibbons 
V.  Ogden  (US)  9  Wheat.  1.211,  6  L  ed  23,  73. 
Surely,  if  the  practice  before  the  Patent  Office  is  the  practice  of  law,  the  public 
interest"  demands  that  such  practice  should  be  restricted  to  members  of  the  Bar, 
so  that  applicants  for  patent  in  the  Patent  Office  will  be  represented  by  persons 
subject   to   discipline  by   the  courts   and   who  the  courts  have  determined  to 
pos.sess  the  qualifications  of  a  lawyer.  By  enacting  Section  31  of  the  present 
.statute,  the  Congress  authorized  non-lawyers  to  engage  in  the  practice  of  law, 
insofar  as  practice  before  the  Patent  Office  is  concerned.  Section  31  of  S.  2597 
would  correct  that  situation  by  limiting  that  specialized  legal  practice  to  lawyers, 
and  without  affecting  anyone  already  admitted. 


5  Spp  Koniqsherq  v.  State  Bar  oj  California,  366  U.S.  36,  40.  41,  6  L.  ed.  2d  105  110,  111, 
Rl  S  Ct  997  ;  Srhware  v.  Board  of  Bar  Exammen^,  3.53  U.S.  232,  239,  1  I>.  ed.  2d  796  SOI 
77  S  Ct  752  64  ALR  2d  2SS  ;  West  Virginia  State  Bar  v.  Earley,  144  W.  Va.  504,  109 
S  E  2d  420  ;  Gardner  v.  Conioay,  234  Minn.  468.  48  N.W.  2d  788. 
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CLARIFICATION  OF  THE  LICENSABLE  NATURE  OF  PATENT  RIGHTS 

Recommendation  XXII  of  the  President's  Commission  on  the  Patent  System, 
submitted  November  17,  1966,  favored  amendment  of  the  law  to  clarify  the  rights 
of  a  patentee  in  respect  of  licensing  his  patent.  That  recommendation  was  not 
embodied  in  S.  1042.  It,  however,  is  embodied  in  S.  2597,  in  Section  263.  That 
Section  is  consistent  with  the  view  of  the  American  Bar  Association,  expressed 
bv  the  House  of  Delegates  in  the  following  Resolution : 

"Resolved,  That  the  American  Bar  Association  approves  in  principle  legis- 
lation by  which : 

(a)  The  licensable  nature  of  patent  rights  would  be  clarified  by  specifically 
stating  in  the  patent  statute  that  applications  for  patents,  patents,  or  any 
interest  therein  may  be  licensed  in  the  whole,  or  in  any  specified  part,  of 
the  field  of  use  to  which  the  subject  matter  of  the  claims  of  the  patent  are 
directly  applicable ; 

(b)  A  patent  owner  shall  not  be  deemed  guilty  of  a  patent  misuse  merely 
because  he  agreed  to  a  contractual  provision  or  imposed  a  condition  on  a 
licensee,  which  has  (1)  a  direct  relation  to  the  disclosure  and  claims  of 
the  patent,  and  (2)  the  performance  of  which  is  reasonable  under  the  cir- 
cumstances to  secure  to  the  patent  owner  the  full  benefit  of  his  invention 
and  patent  grant ; 

(c)  It  is  made  clear  that  the  "rule  of  reason"  shall  constitute  the  guide- 
line for  determining  patent  misuse." 

It  seems  axiomatic  that  some  clarification  of  the  murky  doctrine  of  "patent 
misuse"  would  be  desirable.  Some  of  the  opposition  to  such  clarification  appears 
to  be  based  on  a  misunderstanding  of  the  nature  of  the  patent  right  itself.  AVhile 
that  right  is  monopolistic  in  nature,  it  does  not  deprive  the  public  of  any  right 
which  it  had  prior  to  the  patent,  because  by  nature  an  invention  is  patentable 
only  if  it  is  novel.  Consequently,  anything  which  the  public  has  already  had 
the  right  to  use  cannot  be  patentable,  and  the  patent  right  cannot  foreclose  the 
public  from  enjoyment  of  any  of  its  earlier-vested  rights.  The  patent,  of  course, 
merely  grants  to  the  owner  of  that  right  the  power  to  exclude  others  from  the 
use  of  the  right,  so  that  the  patent  owner  may  obtain  adequate  compensation 
for  his  invention,  for  a  limited  period  of  time. 

It  seems  to  be  generally  conceded  that  it  is  to  the  benefit  of  the  public 
that  new  inventions  be  exploited,  so  that  the  public  may  have  enjoyment  of  the 
fruits  of  those  inventions.  In  order  that  the  patent  owner  have  the  maximum 
opportunity  to  place  the  invention  at  the  disposal  of  the  public,  it  is  desirable 
that  the  owner  have  the  maximum  freedom  to  license  his  invention  to  others. 
One  way  in  which  a  patent  owner  can  exploit  his  invention  is  to  license  the  sale 
<if  the  product  of  that  invention  to  one  licensee  for  one  field  of  use,  and  to  other 
licensees  for  other  fields  of  use.  The  patent  owner,  on  the  other  hand,  may  desire 
to  exploit  his  invention  himself  with  respect  to  one  field  of  use.  but  he  may  not 
have  the  marketing  organization  for  exploitation  of  the  invention  in  a  totally 
different  field.  With  an  opportunity  for  field-of-use  licensing,  the  patent  owner 
can  grant  licenses  for  use  of  his  invention  in  the  fields  in  which  he  cannot 
exploit  the  invention. 

Mr.  Donald  Turner  in  testifying  before  this  Subcommittee  with  respect  to 
this  recommendation  of  the  Commission,  first  stated  that  an  express  recognition 
ot  field-of-use  licensing  was  unnecessary  if  it  was  merely  intended  to  mean  that 
such  licensing  is  not  illegal  per  sc,  since  that  is  the  present  state  of  the  law. 
He  then  stated  that  if  the  purpose  were  somewhat  more  broad,  as  to  legitimate 
the  use  of  any  field-of-use  restriction  whatever,  the  proposal  .  .  .  "would  be 
highly  objectionable,  because  field-of-use  restrictions  in  some  contexts  have 
a  severe  and  unjustifiably  adverse  effect  on  competition." 

The  latter  statement  was  not  justified  by  any  citation  of  authority.  However, 
the  sugestion  that  the  mere  expression  of  the  legality  of  field-of-use  licensing 
would  be  effective  to  legitimatize  any  and  all  such  licensing,  without  regard  to 
the  surrounding  circumstances,  is  completely  inconsistent  with  the  fact  that 
Section  261  of  the  present  Patent  Code  has  for  a  number  of  years  expressly 
authorized  the  grant  of  exclusive  licenses.  Certainly,  the  Courts  have  not  found 
that  mere  authorization  to  be  an  impediment  to  determinations  of  patent  niis- 
use,  when  the  surrounding  circumstances  were  such  as  to  justify  that  conclusion. 

In  point  of  fact,  the  attitude  of  the  Antitrust  Division  of  the  Department  of 
Justice  has  for  a  number  of  years  been  such  as  to  give  patent  owners  reason 
for  concern  that  field-of-use  licensing  would  be  attacked  by  that  department. 
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As  indicated  by  the  President's  Commission,  it  would  be  desirable  to  clarify 
the  law  in  this  respect. 

The  provisions  of  subparagraphs  b  and  c  of  Section  263  of  S.  2597  are  in- 
tended to  require  application  of  the  "rule  of  reason"  to  determination  of  the 
question  of  patent  misuse.  Mr.  Turner's  testimony  with  respect  to  this  statutory 
language  has  evidently  considerably  distorted  the  language  in  order  to  make 
it  easier  to  oppose  it.  In  fact,  the  language  does  not  legitimatize  virtually  every 
form  of  misuse  or  abuse  of  patents.  The  section  would  clarify  the  law  by  ex- 
pressing the  reasonableness  of  securing  to  the  patent  owner  the  full  benefit 
of  his  invention  and  patent  grant.  It  also  would  give  the  patent  owner  some 
protection  against  the  repeated  efforts  of  the  Antitrust  Division  to  secure  over- 
rule of  the  1926  General  Electric  case. 

For  the  I'easons  expressed  by  the  President's  Commission,  the  clarification  of 
the  law  embodied  in  Section  263  is  desirable  and  should  be  enacted. 

RESTRICTION  AGAINST  IMPORTATION  OF  PRODUCTS  MADE  ABROAD  BY  A  PROCESS  PATENTED 

IN  THE  UNITED  STATES 

Section  271(b)  of  both  S.  1042  and  S.  2597  would  change  existing  law  by 
making  it  an  act  of  infringement  to  import  into  the  United  States  a  product 
made  in  another  country  by  a  process  patented  in  the  United  States.  The  pur- 
pose of  adding  this  protection  is  to  prevent  the  evasion  of  patent  protection  in 
this  counti-y  by  going  abroad  to  obtain  products  which  are  produced  there  in 
accordance  with  a  process  patented  here.  The  only  existing  protection  against 
this  kind  of  activity  is  contained  in  the  Tariff  Act,  and  the  requirements  of 
that  Act  are  such  as  to  make  it  nearly  impossible  to  obtain  any  effective  protec- 
tion for  patentees  through  it. 

In  contrast  to  the  Dirksen  bill,  S.  1042  would  add  a  very  significant  qualifi- 
cation to  the  protection  just  referred  to.  That  qualification  is  that  patent  pro- 
tection for  the  process  is  not  availal»le  in  the  country  in  which  the  process  is 
being  practiced.  As  a  practical  matter,  this  qualification  would  probably  be  such 
as  to  negate  the  practical  application  of  this  new  protection,  because  it  would 
require  that  an  American  inventor  seek  to  protect  his  process  in  every  country 
throughout  the  world,  at  the  pain  of  losing  his  process  protection  by  skipping 
one  country  in  which  the  process  might  be  practiced  to  export  the  product  of 
that  process  into  the  United  States?.  Moreover,  extremely  difficult  questions  of 
proof  and  of  law  would  be  involved  in  respect  of  any  country  in  which  the  process 
was  not  patented,  because  it  would  be  necessary  for  Courts  in  the  United  States 
to  determine  whether  patent  protection  for  the  process  was  available  in  that 
country. 

For  these  reasons,  the  House  of  Delegates  of  the  American  Bar  Association 
has  adopted  the  following  Re.'^olution  : 

'•Resolved.   That  the  American   Bar  Association  approves  in  principle: 
amendment  of  Title  35,  U.S.  Code  Section  271(a),  to  provide  that: 

"  'except  as  otherwise  provided  in  this  Title,  whoever  without  au- 
thority makes,  uses  or  sells  any  patented  invention  within  the  United 
States  or  causes  a  product  made  abroad  by  process  patented  in  the  United 
States  to  be  imported  into  the  United  States  during  the  term  of  the 
patent  therefore  infringes  the  patent.'  " 

This  unqualified  protection  of  a  patented  process  is  in  accordance  with  rec- 
ommendation XXI  of  the  President's  Commission  on  the  Patent  System.  The 
added  restriction  to  that  protection  was  not  recommended  by  the  Commission. 

The  api)arent  reason  for  that  restriction  was  stated  in  the  testimony  of  Mr. 
Donald  Turner  before  this  Subcommittee  and  was  to  the  effect  that  without  the 
qualiflcaion  small  importers  would  be  faced  with  the  costly  task  of  determining 
whether  the  products  they  imported  were  made  by  some  particular  patented 
process,  while  such  facts  are  not  aA-ailable  in  this  country.  In  point  of  fact,  it 
.«hould  be  much  easier  for  the  importer  to  determine  from  his  source,  the  details 
of  the  process  used  to  produce  the  product,  than  for  the  aggrieved  patent  owner, 
whose  market  in  the  United  States  may  be  destroyed  by  iniportation  of  products 
made  with  less  expensive  foreign  labor  by  the  same  process  abroad.  Also,  the 
burden  of  proof  to  show  infringement  obviously  would  be  upon  the  patentee,  and 
not  upon  the  small  importer.  That  burden,  and  the  difficulty  of  sustaining  it,  in 
most  ca.ses  would  generally  make  impractical  a   suit  against  small  importers. 

The  efficacy  of  this  added  protection  would  generally  be  effective  only  in  cases 
of  blatant  process  infringement,  as  when  the  very  nature  of  the  product  ensures 
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that  it  was  made  by  the  patented  process,  or  when  the  defendant  is  iniix)rting 
to  such  an  extent  seriously  to  damage  the  patentee's  market. 

With  respect  to  the  showing  of  a  need  for  this  legislation,  such  a  showing  was 
made  to  the  satisfaction  of  the  Congress  in  1940  when  they  added  Section  1337(a) 
to  the  Tariff  Cmle,  Title  10.  Prior  to  that  time,  those  who  went  abroad  to  avoid 
patent  protection  here  were  subject  to  actions  under  10  U.S.C.  1337  on  the  ground 
of  unfair  comi>etition.  Such  an  action  was  succes.sful  in  the  Xorthcni  Pigment 
case,  71  F.  2d  447,  involving  Americans  who  left  the  employ  of  a  licensee  of  the 
patent  owner,  to  practice  the  pnx-ess  in  Canada  and  export  the  product  into  this 
country,  to  the  substantial  diminution  of  the  patentee's  market  here.  However, 
in  1935,  that  decision  was  held  to  have  been  erroneous  in  the  Amtorg  Trading 
Corporation  case,  75  F.  2d  826,  on  the  ground  that  Section  1337  did  not  create 
rights  in  process  patents  extending  to  acts  occurring  outside  of  the  United 
States. 

Bills  were  then  introduced  both  to  amend  the  patent  law  and  the  tariff  law  to 
restore  protection  to  a  process  patent  owner  by  enabling  him  to  prevent  importa- 
tion of  a  product  made  abroad  by  his  process. 

After  consideration  by  the  75th  and  76th  Congresses,  19  U.S.C.  1337(a)  was 
enacted  to  provide  this  protection.  By  that  section,  the  importation  of  a  product 
made  by  a  patented  process  was  specifically  described  as  the  equivalent  of  imiK>r- 
tation  of  an  article  which  itself  was  covered  by  a  U.S.  patent,  for  the  purposes  of 
Section  1337  of  the  Tariff  Code.  Unfortunately,  Section  1337  has  been  largely 
ineffective,  because  of  the  difficulty  of  showing  .substantial  injury  to  an  industry 
which  is  efficiently  and  economically  operated  in  the  United  States,  as  well  as  to 
show  operation  in  accordance  with  a  patent  of  the  United  States.  Of  the  approx- 
imately 30  actions  that  have  been  instituted  before  the  Tariff  Commission  under 
Section  1337  since  about  the  time  of  passage  of  Section  1337(a),  only  one  finally 
resulted  favorably  to  the  American  complainant. 

Addition  of  the  patent  infringement  cause  of  action  proposed  in  S.  2597  does 
not  enlarge  the  substance  of  the  present  Tariff  Act,  but  is  necessary  in  order 
to  give  an  American  patentee  the  effective  remedy  for  infringement  by  importa- 
tion of  a  product  made  abroad  by  a  process  patented  here,  which  the  Congress 
evidently  intended  when  it  enacted  Section  1337(a)  of  Title  19. 

A  significant  number  of  foreign  countries  (including  Great  Britain,  West  Ger- 
many and  the  Scandinavian  countries,)  grant  this  right  to  their  own  nations, 
so  that  American  exporters  may  well  have  this  cau.se  of  action  enforced  against 
their  cu-stomers  abroad.  It  seems  only  in  accord  with  the  general  reciprocal  nature 
of  our  international  patent  agreements  that  American  patent  owners  should  have 
the  same  right  against  importers  from  foreign  manufacturers. 

REISSUE    APPLICATIONS    TO    ENLARGE    THE    SCOPE    OF    THE    CLAIMS    OF    THE    ORIGINAL 

PATENT 

Section  251(c)  of  S.  1042  would  absolutely  foreclose  the  i.ssuance  of  a  reissued 
patent  containing  claims  of  scope  greater  than  those  of  the  original  patent.  Since 
the  law  currently  is  that  any  enlargement  as  to  any  element  of  the  claim  makes 
the  claim  a  broadened  claim,  even  though  any  other  eelment  is  restricted  in  scope, 
the  effect  of  this  change  from  existing  law  would  be  to  deprive  patentees  of 
the  right  to  correct  mistakes  of  their  representatives  which  may  result  in  issuance 
of  a  les.ser  amount  of  protection  than  the  patentees  are  entitled  to.  The  House  of 
Delegates  has  opposed  this  dra.-^tic  change  in  the  following  language  : 

''Resolved.  That  the  American  Bar  Association  opiX)ses  in  principle  pro- 
hibiting reissued  patents  with  one  or  more  claims  broader  than  those  in  the 
original  patent." 

Sectifm  251(c)  of  S.  2597  as  printed  (subparagraph  (d)  as  we  propose  it  be 
amended)  would  retain  the  right  to  correct  mistakes  by  obtaining  enlarged  re- 
issues, though  the  right  to  apply  for  such  reissues  would  be  restrictetl  to  a  i>eriod 
of  one  year  from  the  date  of  the  original  grant,  in  place  of  the  present  two  years, 
except  when  the  purpose  of  reissue  was  to  determine  the  priority  with  respect 
to  an  issued  patent,  under  Section  137  of  S.  2597.  In  that  ca.se,  the  period  of 
course  is  six  months. 

PATENTEE  ESTOPPEL 


Section  204(a)  of  S.  1042  would  estop  a  patentee  in  any  subsequent  action  in- 
ilving  his  patent,  if  the  patent  had  previously  been  held  invalid  in  a  federal 
urt.  or  had  there  been  given  an  interpretation  limiting  the  .scojie  of  any  claim. 
;iis  estoppel  would  apply,  even  though  the  defendant  in  whose  favor  the  estopi)el 
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was  to  be  asserted  was  not  a  party  to  the  prior  litigation,  or  in  privity  with  any 
party.  Except  for  one  notorious  ease,  which  might  have  been  controlled  by  the 
Courts,  there  is  no  indication  of  need  for  this  restrictive  provision. 

The  House  of  Delegates  has  adopted  the  following  resolution  with  respect  to 
this  change  in  the  law  : 

"Resolved,  That  the  American  Bar  Association  opposes  in  principle  legis- 
lation which  would  ci"eate  an  estoppel  agains  the  patentee,  and  those  in 
privity  with  them,  arising  out  of  an  adjudication  limiting  the  scope  of  any 
patent  claims  or  holding  them  invalid." 

The  rigid  and  unqualified  application  of  the  doctrine  of  estoppel  against  a 
patentee  whose  claims  had  either  been  held  invalid  or  limited  in  scope  would 
deprive  the  patentee  of  the  right  he  has  under  existing  law  to  correct  manifest 
errors  made  by  a  Court  in  one  Circuit,  by  suit  against  an  infringer  in  another 
Circuit.  Moreover,  the  way  in  which  a  patent  claim  is  limited  by  one  court  is 
necessarily  dependent  upon  the  nature  of  the  alleged  infringement,  as  well  as  the 
nature  of  the  prior  art  relied  upon  by  the  infringer  in  that  court.  It  is  quite 
possible  that  a  court  might  hold  a  claim  to  be  limited  to  the  subject  matter  of 
the  alleged  infringement,  and  so  find  infringement.  However,  in  another  action 
against  a  different  infringer,  the  accused  infringing  article  might  well  be  different 
from  the  article  found  to  infringe  in  the  fir.st  court.  Certainly,  the  mere  fact  of 
that  difference,  without  more,  should  not  require  the  second  court  to  find  no 
infringement  with  respect  to  that  diif erent  article. 

The  argiiment  that  a  patentee,  having  had  his  "day  in  court",  should  not  be 
allowed  to  harrass  anyone  else  by  suing  for  infringement  on  a  claim  previously 
held  invalid  is  not  supported  by  evidence  that  the  right  to  bring  a  second  suit 
is  being  abused.  Where  a  second  suit  is  not  warranted,  the  doctrine  of  "collateral 
estoppel"  has  been  effective  in  our  federal  courts  in  other  types  of  litigation. 
That  doctrine  was  recently  extended  to  patent  litigation  by  Judge  Steele  of  the 
District  Court  for  the  District  of  Delaware,  in  the  case  of  Nickerson  v.  Pep 
Boys — Manny,  Mne  and  Jack,  247  F.  Supp.  221  (1965).  The  legislation  of  a  rigid 
doctrine  of  estoppel,  applicable  in  all  cases,  is  undesirable  because  it  would  not 
permit  the  courts  to  vary  their  decisions  as  to  application  of  the  estoppel,  de- 
pending on  the  circumstances.  It  would  of  course  foreclose  the  development  of 
this  theory  in  the  case  law. 

A  cursory  survey  of  patent  cases  in  the  Circuit  Courts  of  Appeals  between  19.53 
and  1967  reveals  that  seventeen  patents  were  adjudicated  in  more  than  one  suit, 
at  the  appellate  level.  Of  the  seventeen,  the  patent  was  held  invalid  by  the  first 
court  in  eight  ca.ses,  and  two  of  the  eight  were  held  valid  in  the  second  court.  (In 
the  other  nine  cases  the  first  court  found  the  patent  valid. ) 

Considering  the  cases  in  this  survey,  the  estoppel  would  appear  to  have  properly 
been  applicable  in  no  more  than  six  cases  over  the  last  fourteen  years.  Such  sta- 
tistics do  not  indicate  an  abuse  justifying  enactment  of  a  rigid  statute  that 
evidently  would  work  a  hardship  in  some  circumstances. 

It  is  believed  that  the  legislative  enactment  of  this  equitable  remedy  of  estoppel 
is  both  unnecessary  and  undesirable. 

CIVIL    COMMISSIONERS    FOR   PATENT   CASES 

Section  3(a)  of  S.  1042  would  amend  Title  28  of  the  United  States  Code  by 
adding  a  new  Section  757,  providing  for  appointment  by  the  court  of  civil  com- 
missioners for  regulation  of  the  conduct  of  discovery  proceedings  in  patent  cases, 
and  to  preside  over  oral  examinations  for  discovery,  etc. 

The  House  of  Delegates  has  adopted  the  following  resolution  : 

"Resolved,  Tliat  the  American  Bar  Association  opposes  in  principle  the 
creation  of  the  office  of  Civil  Commissioner  in  patent  cases." 

The  reason  for  our  opposition  to  this  proposal  is  in  part  grounded  on  its  im- 
practicality  and  in  part  on  its  undesirable  separation  of  patent  infringement 
litigation  from  other  types  of  litigation  in  providing  for  appointment  of  Com- 
missioners only  for  patent  litigation. 

Concerning  the  impracticality  of  the  measure,  it  should  be  evident  that  a  very 
large  number  of  commissioners  would  be  necessary  in  major  centers  of  patent 
infringement  litigation,  such  as  Chicago,  New  York  and  Los  Angeles,  if  dis- 
covery depositions  were  to  go  forward  as  they  do  presently.  It  has  been  estimated 
that  on  any  given  day  in  any  one  of  these  cities  some  ten  to  twenty  patent  dis- 
covery depositions  mny  be  going  on.  Obviously,  it  would  be  impractical  to  appoint 
sufficient  civil  commissioners  to  provide  one  for  each  one  of  these  depositions. 
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On  the  other  hand,  it  would  seriously  iucouveuience  the  parties  and  their  counsel 
if  depositions  could  only  be  scheduled  when  civil  commissioners  became 
available. 

Turning  to  the  undesirability  of  segregating  patent  infringement  litigation 
from  other  types  of  actions,  it  is  noteworthy  that  it  has  taken  many,  many  years 
to  consolidate  admiralty  proceedings  with  other  types  of  federal  litigation,  and 
this  consolidation  has  only  recently  taken  place  by  adoption  in  1966  of  the  changes 
in  the  Federal  Rules  of  Civil  Procedure.  These  efforts  to  achieve  conformity 
would  be  materially  adversely  affected,  if  patent  cases  were  specifically  dealt 
with  differently  from  all  other  types  of  litigation,  by  the  provision  of  civil  com- 
missioners to  deal  with  motions,  depositions  and  the  like.  If  there  is  need  for  this 
added  office  and  added  expense,  it  would  seem  that  the  need  must  be  more  gen- 
eral than  merely  in  the  patent  area.  Accordingly,  it  should  be  considered  sepa- 
rately for  its  application  to  all  types  of  protracted  litigation,  rather  than  merely 
for  application  to  patent  cases. 

BE^FUSAI.   TO   RIGHT    OF   PRIORITY   FOR   CERTAIN    CONTINUATION    APPLICATIONS 

Section  120(b)(3)  of  S.  1042  would  change  existing  law  by  eliminating  an 
applicant's  right  to  claim  priority  as  to  a  preceding  co-pending  application,  if  an 
appeal  in  the  preceding  application  had  been  filed,  before  the  later  application 
was  placed  on  file.  The  House  of  Delegates  has  adopted  the  following  resolution 
pertinent  to  this  provision  : 

"Resolved,  That  the  American  Bar  Association  opposes  in  principle  re- 
fusing the  right  to  priority  to  a  continuation  application  filed  after  the 
filing  of  a  notice  of  appeal  to  the  Board  of  Appeals  in  the  original  parent 
application." 

The  apparent  reason  for  this  change  in  the  law  which  is  proposed  in  S.  1042, 
is  to  foreclose  an  applicant  from  extending  the  period  of  time  in  which  his 
invention  is  before  the  Patent  Office,  by  restricting  the  filing  of  continuation 
applications.  While  this  objective  in  general  may  be  desirable,  in  particular  cir- 
cumstances it  may  be  necessary  to  make  use  of  the  option  of  filing  a  continuation 
application,  even  after  appeal  to  the  Board  of  Appeals.  The  number  of  occa- 
sions in  which  this  will  arise  will  be  considerably  reduced  by  adoption  of  a 
patent  term  measured  from  the  filing  date,  as  proposed  by  both  S.  1042  and 
S.  2597.  With  this  new  term  provision  in  the  law,  there  will  be  considerable 
incentive  to  an  applicant  to  issue  his  patent  as  quickly  as  possible,  so  that  his 
patent  term  will  be  as  long  as  possible.  Nevertheless,  if  circumstances  are  such 
as  to  make  necessary  the  filing  of  a  continuation  application  after  appeal,  the 
applicant  will  be  the  loser,  because  he  will  be  giving  up  more  of  his  term  by  the 
delay  in  issuance  of  his  patent.  Consequently,  he  will  not  file  continuation  appli- 
cations in  such  cases,  except  in  unusual  circumstances. 

The  change  that  would  be  made  in  the  law  by  Section  120(b)  (3)  of  S.  1042 
in  this  respect,  is  both  undesirable  and  unnecessary. 

ELIMINATION    OF    "DOUBLE   PATENTING,"    UNDER   LIMITED    CIRCUMSTANCES 

The  "double  patenting"  ground  of  rejection,  or  ground  of  holding  of  invalidity, 
is  one  of  the  most  artificial  points  of  the  patent  law.  It  generally  is  based  on  the 
ground  that  a  second  patent  extends  or  enlarges  the  monopoly,  so  only  one  patent 
should  issue  for  one  invention.  As  a  practical  matter,  the  problem  never  arises  as 
to  identical  subject  matter,  but  rather  only  when  different  subject  matter  is  in- 
volved and  the  nature  of  the  differences  is  such  that  someone  may  consider  them 
obvious.  It  is  very  difficult  in  many  situations  for  an  attorney  to  determine 
whether  only  a  single  invention,  or  a  plurality  of  inventions  are  involved.  In 
such  cases,  more  than  one  application  may  be  filed,  as  a  result  of  an  honest 
determination  by  an  attorney  that  the  subject  matter  claimed  in  one  application 
is  patentably  distinct  from  the  subject  matter  claimed  in  another  application. 

If  either  the  Patent  Office,  or  the  courts  in  later  litigation,  decide  that  the 
attorney  was  wrong  in  his  decision,  the  inventor  or  patentee  is  without  recourse. 
This  unfortunate  result  is  sometimes  justified  on  the  ground  that  to  grant  more 
than  one  patent  for  the  same  invention  (or  for  subject  matter  not  patentably 
different  from  the  first  invention),  would  be  to  extend  the  period  of  protection 
for  the  invention,  to  the  detriment  of  the  public. 

The  remedy  of  "terminal  disclaimer"  was  designed,  in  part  at  least,  to  avoid 
this  legitimate  objection  to  the  issuance  of  a  plurality  of  patents  on  the  same  or 


440 

very  similar  inventions.  When  a  terminal  disclaimer  is  filed,  or  when  the  patents 
issue  on  the  same  date,  clearly  there  is  no  disadvantage  to  the  public  in  the 
issuance  of  more  than  a  single  patent,  so  long  as  all  of  the  involved  patents 
remain  under  the  control  of  a  single  legal  entity. 

Section  131  and  Se<:'tion  282(b)  (2)  of  S.  2597  would  amend  the  Patent  Code 
to  provide  for  elimination  of  "double  i>atenting"  when  these  circumstances  apply. 
The  House  of  Delegates  has  adopted  the  following  resolution  : 

"Resolved,  That  the  American  Bar  Association  approves  in  principle 
elimination  of  "double  patenting"  as  a  basis  for  refusing  issuance  of  a  patent 
and  as  a  basis  for  asserting  invalidity  of  a  patent  in  situations  where  the 
patents  will  expire  on  the  same  date  as  a  result  of  issuing  on  the  same  date 
or  as  a  result  of  a  terminal  disclaimer,  provided  that  the  right  to  sue  for 
infringement  of  all  said  patents  is  maintained  in  the  same  legal  entity." 

This  doctrine  that  expiration  on  the  same  date  should  overcome  possible  hold- 
ings of  "double  patenting,"  has  been  developing  over  the  past  several  years  by 
decisions  of  the  Court  of  Customs  and  Patent  Appeals.  It  appears  that  Section 
253(c)  of  S.  1012  is  designed  to  overrule  these  decisions  of  the  CCPA,  by  providing 
that  the  fact  of  expiration  of  patent  protection  on  the  same  date  should  have  no 
effect  in  determination  of  patentability  or  validity. 

We  believe  this  change  in  the  law  in  S.  1042  would  not  be  in  the  public  interest 
and  that  a  converse  change  to  make  this  doctrine  statutory  in  nature  would  be 
in  the  public  interest.  It  certainly  would  make  it  possible  to  avoid  such  untoward 
results  of  patent  litigation  as  the  one  decided  by  the  Third  Circuit  Court  of  Ap- 
peals some  ten  years  ago  in  which  a  basic  patent  was  held  not  to  be  infringed  and 
the  improvement  patent,  though  infringed,  was  held  to  be  invalid  for  "double 
patenting"  over  the  first  patent.  The  patentee  in  that  action  evidently  did  not 
receive  the  benefit  his  patent  grants  were  intended  to  give  him.  If  it  were  possible 
to  prevent  this  kind  of  artificial  holding  from  occurring,  by  application  of  terminal 
disclaimer  or  other  mechanism  to  cause  expiration  on  the  same  date,  the  public 
would  not  be  harmed  and  patentees  would  be  given  their  just  measure  of 
protection. 

Enactment  of  sections  131  and  282(b)  (2)  of  S.  2597  will  avoid  waste  of  time, 
effort  and  expense  in  the  Patent  OflSce  and  in  the  courts,  by  eliminating  the 
technical  rejection  and  defense  of  "double  patenting,"  where  the  patent  owner 
has  taken  steps  to  avoid  enlargement  and  extension  of  the  patent  monopoly. 
Moreover,  any  misuse  of  either  or  both  patents  will  still  render  the  patents  un- 
enforceable, so  there  is  no  encroachment  upon  the  public  interest. 
fixed  by  statute.  Section  41  of  S.  1042  would  change  this  by  giving  the  Commis- 

PATENT   OFFICE    FEES 

Under  present  law,  all  of  the  significant  fees  charged  by  the  Patent  Office  are 
sioner  the  right  to  fix  fees.  This  right  would  be  limited  only  by  the  requirement 
that  the  amounts  of  the  fees  be  such  as  to  effect  an  overall  recovery  in  the 
range  of  65  to  75  percent  of  the  cost  of  operation  of  the  Patent  Office. 
The  ABA  House  of  Delegates  has  adopted  the  following  resolution : 

"Resolved,  That  the  American  Bar  Association  opposes  in  principle  the 

grant  to  the  Commissioner  of  a  right  to  fix  fees  to  be  paid  in  connection 

with  the  filing,  examination,  and  issuance  of  patents,  and  records  relating 

thereto  designed  to  effect  an  over-all  recovery  of  a  predetermined  percentage 

of  the  cost  of  operation  of  the  Patent  Office." 

This  Committee  will  recall  the  recent  controversy  over  the  Commissioner's 

proposal  that  periodic  fees  be  charged  for  maintaining  issued  patents  in  force. 

That  controversy  was  resolved  by  the  Congress  deciding  not  to  enact  such  fees. 

In  our  view  the  Commissioner  should  not  be  given  the  right  to  promulgate  that 

class  of  fees. 

The  right  to  fix  patent  fees  should  remain  where  it  always  has  resided — in 
the  Congress. 

CONCLUSION 

Through  Mr.  Fulwider's  testimony  last  May,  and  this  statement,  we  have 
treated  positions  adopted  by  the  American  Bar  Association  which  are  believed 
relevant  to  S.  1042  and  the  various  other  bills  pending  before  the  Subcommittcn^. 
While  S.  2597  was  not  itself  approved  by  the  entire  American  Bar  Association, 
it  is  in  full  accordance  with  the  principles  adopted  by  the  Association.  Moreover, 
the  Patent,  Trademark  and  Copyright  Section  of  the  American  Bar  Association 
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has  approved  S.  2597,  as  it  would  be  amended  iu  accordance  with  our  suggestions, 
as  one  desirable  expression  of  the  principles  adopted  by  the  entire  Association. 
We  believe  that  S.  2597  is  a  iwsitive  approach  to  the  problems  now  faced  by  the 
American  patent  system,  and  to  the  objectives  of  the  President's  C(^nunission  on 
the  patent  system.  Indeed,  it  is  our  view  that  each  of  the  six  obje<-tives  listed 
in  the  report  of  the  President's  Commission  would  be  better  achieved  by  enact- 
ment of  S.  2597  or  similar  legislation,  than  by  enactment  of  S.  1042.  Accordingly, 
we  recommend  S.  2597  to  the  Subcommittee  as  a  desirable  improvement  in  our 
patent  system. 

We  recognize  that  further  improvements  may  be  effected  in  this  and  any  other 
bill.  We  pledge  our  continued  examination  into  all  such  possible  improvements 
which  we  generate  and  which  are  suggested  to  us  by  others. 

We  appreciate  very  much  the  privilege  of  appearing  before  you  to  expre.ss  the 
views  of  the  American  Bar  Association,  and  we  will  gladly  cooiierate  with  the 
Committee  and  its  staff,  if  we  can  assist  in  any  way  to  improve  the  proposed 
patent  legislation. 

Appendix  to  Statement  of  Edward  F.  McKie,  Jr. 

significance  of  honolulu  amendments  to  s.  2597  (dirksen) 
and  h.r.  13951    (poff) 
Section  100.  Definitions 

A  definition  of  the  term  "actual  filing  date  in  the  United  States"  is  inserted,  to 
insure  that  the  effective  date  as  a  reference  of  a  published  United  States  patent 
application  for  U.S.  patent  will  be  the  first  date  of  filing  in  the  United  States  to 
which  that  application  or  patent  is  entitled,  rather  than  merely  the  filing  date  of 
the  particular  published  application  or  patent  being  considered  as  a  reference. 
Section  100(g) 

Also,  to  avoid  the  possibility  of  misinterpretation,  an  additional  definition  of  a 
category  of  "prior  art"  is  added,  to  insure  that  both  derivation  under  Section 
102(d)  and  prior  invention  under  Section  102(e)  are  considered  as  parts  of  the 
prior  art  over  which  the  invention  in  question  must  be  patentable,  under  Section 
103.  Section  lOO(i)  (5) 

Finally,  the  definition  of  prior  art  is  amended  to  correspond  to  existing  law  in 
respect  of  .subject  matter  "on  sale",  rather  than  subject  matter  "sold".  Section 
100(i)(4) 

Section  107.  Ahandonment  of  invention 

The  amendment  of  this  section  is  to  make  certain  that  publication  of  an  appli- 
cation under  other  provisions  of  the  bill  would  not  raise  any  inference  of  aban- 
donment of  the  invention  of  that  application,  so  as  possibly  to  permit  someone 
else  to  obtain  a  patent  on  the  same  invention,  even  though  the  other  inventor  made 
his  invention  later  in  time  than  the  person  whose  application  was  published. 

Section  131.  Examination  of  application 

The  amendment  is  to  insure  that  the  Commissioner  may  have  .some  flexibility 
in  the  order  of  examination  of  applications,  but  only  under  circumstances  defined 
by  regulation. 

Section  187.  Pi-iority  of  invention 

The  modification  of  the  term  "applications"  by  the  term  "pending"  is  to  insure 
that  a  priority  proceeding  under  Section  1.37  can  be  instituted  only  at  the  instance 
of  an  applicant  who  has  an  application  actually  pending  before  the  Patent  OflSce. 

The  additional  .statement  added  to  Section  137(a)  is  to  effect  cancellation  of 
claims  from  an  issued  patent  in  the  event  it  is  determined  that  someone  else  is 
the  prior  inventor,  in  a  priority  proceeding. 

Section  I4I.  Appeal  to  CCPA 

The  amendment  to  sub-paragraph  (a)  is  to  remove  an  unnecessary  phrase, 
since  the  term  "applicant"  is  defined  by  Section  100  to  include  his  successor  in 
title. 

The  change  to  sub-paragraph  (b),  in  addition  to  excising  the  unnecessary 
phrase  referred  to  in  connection  with  sub-paragraph  (a),  also  gives  to  the  pat- 
entee a  right  of  appeal,  in  the  event  a  priority  proceeding  under  Section  130  or 
137  is  decided  adversely  to  the  patentee  by  the  Board  of  Appeals. 
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Section  184-  Filing  of  application  in  foreign  country 

Tliere  is  no  change  in  substance.  Tlie  amendment  is  to  state  in  a  separate  para- 
graph the  authority  of  the  Patent  Oflfice,  as  the  sole  government  agency  to  grant 
a  license  for  foreign  filing. 

Section  251.  Reissue  of  defective  patents 

The  addition  of  the  paragraph  labelled  "(b)"  is  to  place  in  the  bill  provision 
for  separate  reissues  for  distinct  parts  of  the  subject  matter  of  the  original 
patent.  There  is  a  desirable  provision  in  existing  law  for  this  authority,  which 
should  be  continued. 

The  amendment  to  what  was  sub-paragraph  (b)  now  sub-paragraph  (c)  is  to 
correct  an  oversight  in  the  bill  and  insure  that  all  of  the  chapters  of  Title  35 
applicable  to  applications  for  patent  be  applied  also  to  applications  for  reissue 
of  a  patent  so  as  to  avoid  the  possibility  of  misinterpretation. 

Section  211.  Infringement  of  patents 

The  amendments  are  to  remove  unnecessary  references  to  "contributory"  in- 
fringement and  thereby  eliminate  slight  ambiguities  in  the  existing  statute. 
Contributory  infringement  and  inducement  are  now  treated  the  same  as  direct 
infringement 

Section  2S-^.  Damages 

The  amendment  proposed  for  sub-paragraph  (a)  is  intended  to  retain  existing 
law,  rather  than  to  go  back  to  the  law  prior  to  the  Act  of  1952,  which  made  the 
infringer's  profits  a  measure  of  damages.  The  pre-1952  version  of  this  section  was 
very  complicated  in  administration,  and  caused  needlessly  protracted  litigation. 

The  amendment  to  sub-paragraph  (b)  is  intended  to  remove  the  unnecessary 
requirement  that  a  patentee  describe  how  an  infringer's  acts  are  considered  to 
infringe  his  patent,  before  his  right  to  damages  may  arise.  SuflScient  notice  to  the 
infringer  is  provided  if  the  patentee  merely  describes  "what"  acts  of  the  infringer 
are  considered  to  infringe  the  patent. 

Section  291.  Interfering  patents 

This  section  is  in  existing  law  and  should  be  continued  because  it  is  possible 
that  the  Patent  Office  may  by  mistake  or  otherwise  issue  two  patents  for  sub- 
stantially the  same  invention.  This  section  allows  the  patentees  to  resolve  the 
question  of  interference  between  their  patents,  in  appropriate  court  proceedings. 

Section  J/.  Effective  date 

The  addition  of  new  sub-paragraph  (d)  is  necessary  because  of  the  change  in 
the  jurisdictional  Section  1542,  for  the  CCPA.  As  to  applications  not  governed  by 
the  new  Act,  the  jurisdiction  of  the  CCPA  should  remain  as  it  existed  prior  to 
this  bill,  and  this  sub-paragraph  will  so  insure. 

Miscellaneous 

There  are  a  very  few  other  modifications  of  a  minor  editorial  nature.  They  are 
believed  to  be  self-explanatory. 

Senator  McClellan.  At  the  request  of  Senator  Dirksen,  author  of 
S.  2597, 1  place  in  the  record  his  statement. 
(The  statement  referred  to  follows :) 

Statement  of  Senator  Everett  M.  Dirksen,  BEa-ORE  the  Subcommittee  on 
Patents,  Trademarks,  and  Copyrights,  Committee  on  the  Judiciary,  U.S. 
Senate,  January  30, 1968 

(Concerning  S.  1042  and  S.  2597) 

My  remarks  on  the  floor  of  the  Senate  at  the  time  of  introducing  S.  2597 
emphasized  many  of  the  salient  points  of  my  bill  for  general  revision  of  the  patent 
laws.  Rather  than  repeat  the  sub-'^tance  of  that  statement,  a  copy  is  attached 
which  may  be  printed  as  a  part  of  these  hearings,  should  the  subcommittee  wish 
to  do  so. 

Since  preparation  of  the  draft  upon  which  S.  2597  is  based,  the  Section  of 
Patent,  Trademark  and  Copyright  Law  of  the  American  Bar  Association,  as  a 
part  of  its  continuing  effort  to  improve  proposed  patent  legislation,  has  sugested 
changes  appearing  on  a  list  attached  hereto.  I  commend  these  changes  for  con- 
sideration by  the  subcommittee.  Most  of  the  changes  are  to  clarify  language  of 
the  bill ;  others  are  to  include  certain  desirable  provisions  of  the  present  statute. 
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In  a  speech  last  week,  Assistant  Secretary  of  Commerce  John  F.  Kincaid  an- 
nounced substantial  changes  in  the  position  of  the  Administration  on  vital  pro- 
visions of  pending  legislation.  Additional  changes  expressed  by  the  Department 
of  Commerce  in  a  letter  to  Senator  Eastland  reduce  the  differences  between  S. 
I(>i2  and  S.  2597. 

I  believe  the  committee  has  been  supplied  with  a  tabular  comparison  of  more 
than  sixty  items  included  in  the  several  pending  bills,  the  existing  law,  and  the 
recommendations  of  the  President's  Commission.  In  about  forty-five  of  those 
items  S.  2597  is  either  Identical  to  or  differs  in  only  minor  respects  from  the 
present  position  of  the  Administration.  Amendments  to  S.  1042  proix)sed  by 
Senator  Long  eliminate  still  more  differences  between  S.  1042  and  S.  2597. 
In  most  instances  of  differences  remaining  between  these  two  bills,  S.  2507  con- 
tinues the  substance  of  the  present  status  because  changes  are  unnecessary 
to  achieve  desired  objectives. 

One  change  recommended  by  almost  everyone  is  to  permit  the  owner  of  an 
invention  to  apply  for  a  patent  without  first  obtaining  the  signature  of  an 
inventor.  Most  countries  follow  this  practice  and  S.  2597  provides  for  it.  Even 
though  the  Administration  urges  international  cooperation  as  a  basis  for  other 
changes,  S.  1042  continues  to  require  the  signature  of  the  inventor  before  pub- 
lication of  the  application.  S.  1042  does  not  simplify  the  procedure  at  all ;  it 
merely  enlarges  the  time  within  which  to  comply  with  the  cumbersome  pro- 
cedure of  the  present  law.  To  protect  the  inventor's  rights,  section  111(c)  of 
S.  2597  requires  the  owner  to  serve  a  copy  of  the  application  on  the  inventor 
within  ten  days  after  filing. 

One  of  the  more  controversial  provisions  of  S.  1042  is  section  294  introducing 
for  the  first  time  a  statutory  estopi)el  against  a  patentee  after  a  court  has  held 
a  claim  of  a  patent  invalid.  This  is  an  effort  to  codify  the  equitable  doctrine  of 
collateral  estoppel  presently  applied  by  the  courts  where  it  is  warranted  by  the 
facts  of  a  particular  case.  Arbitrary  application  of  an  equitable  doctrine  in 
every  case  can  only  result  in  hardship  in  some  cases.  For  example,  where  a  patent 
is  held  valid  by  a  first  court  and  invalid  by  a  second,  S.  1042  would  preclude  a 
third  suit.  Thus,  a  holding  of  invalidity  due  to  the  facts  and  circumstances  of  a 
particular  case  would  apply  to  all  subsequent  litigation  involving  the  same 
patent  even  though  the  same  facts  and  circumstances  may  not  exist.  Our  courts 
are  quite  capable  of  invoking  the  doctrine  of  collateral  estoppel  where  necessary 
and  proper.  We  should  not  arbitrarily  impose  the  doctrine  upon  every  ease  and 
leave  nothing  to  the  discretion  of  the  courts. 

Even  though  the  substance  of  our  patent  laws  has  not  been  changed  materially 
in  over  a  hundred  years,  it  continues  to  serve  our  nation  well  as  evidenced  by  the 
industrial  and  technological  gap  we  enjoy  over  other  nations.  While  revision 
and  reform  of  the  patent  statute  is  necessary  in  order  to  renovate  our  patent 
laws,  we  must  be  careful  not  to  go  too  far  lest  we  destroy,  rather  than  enhance, 
the  incentives  of  the  patent  system.  S.  2597  implements  many  recommendations 
of  the  President's  Commission  but  does  not  include  all  of  the  changes  of  S. 
1042.  If  the  Congress  enacts  S.  2597  and  experience  indicates  further  reform  is 
desirable,  the  Congress  may  then  enact  additional  provisions  of  S.  1042.  On  the 
other  hand,  enactment  of  all  of  the  provisions  of  S.  1042  will  be  an  irrevocable 
action  and  any  resulting  damage  to  the  patent  .system  will  be  irreparable. 

For  these  reasons,  among  others,  I  strongly  recommend  that  this  subcom- 
mittee take  the  shorter  step  of  recommending  enactment  of  S.  2597. 


[From  the  Congressional  Record,  Oct.  30,  1967] 

Promotion  of  the  Progress  of  the  Useful  Arts  By  the  General  Revision 

OF  the  Patent  Laws 

Mr.  Dibksen.  Mr.  President,  I  introduce,  for  appropriate  reference,  a  bill  for 
the  promotion  of  the  progress  of  the  useful  arts  by  the  general  revision  of  the 
patent  laws— that  is  title  35  of  the  United  States  Code— and  for  other  purposes. 

This  bill  updates  and  renovates  our  patent  laws  while  preserving  essential 
features  of  the  U.S.  patent  system  which  provide  incentives  to  individuals  and  to 
businesses,  large  and  small,  to  promote  the  progress  of  the  useful  arts.  Underly- 
ing our  patent  system  is  the  equitable  principle  that  a  patent  should  be  granted 
to  the  person  who  first  makes  the  invention  as  distinguished  from  the  ex]>edient 
used  in  most  foreign  countries  of  granting  the  patent  to  the  first  per.son  who  files 
an  application.  A  second,  and  interrelated,  feature  of  the  U.S.  patent  system 
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is  the  period  of  1  year  whicli  is  accorded  an  iuventor  to  apply  for  a  patent  after 
public  use  or  publication  of  the  invention.  Together,  these  two  unique  features 
of  the  U.S.  patent  system  pennit  and  encourage  many  desirable  activities  to  take 
place  before  filing  the  patent  application,  including  : 

First.  Inventors  may  exchange  information  with  others  ; 

Second.  Inventions  may  be  published  ; 

Third.  Development  of  inventions  may  be  completed ; 

Fourth.  Inventors  may  obtain  advice  on  technical,  marketing,  and  other 
problems ; 

Fifth.  The  invention  may  be  publicly  tested  ; 

Sixth.  The  invention  may  be  exploited  commercially  ;  and 

Seventh.  Patent  applications  may  be  carefully  and  completely  prepared  for 
those  inventions  which  are  considered  worth  while. 

Unlike  most  foreign  countries,  the  vast  majority  of  the  patents  issued  in  the 
United  States  are  issued  to  citizens  of  this  country,  and  it  is  the  interests  of 
our  citizens  which  are  paramount  in  any  consideration  of  revision  of  the  patent 
laws.  ,  .  , 

Tills  bill  preserves  the  unique  features  of  the  American  patent  system  which 
enable  individuals  and  small  businesses  to  compete  with  international  industrial 
giants  in  developing  and  exploiting  inventions  according  to  the  basic  American 
tradition  of  free  enterprise.  At  the  same  time,  this  bill  revises  the  patent  laws  in 
a  manner  to  improve  and  strengthen  the  U.S.  patent  system. 

To  improve  the  quality  and  reliability  of  patents,  this  bill  eliminates  some  of 
the  uncertainties  concerning  patents  by  defining  more  precisely  the  "prior  art" 
against  which  the  patentability  of  an  invention  must  be  measured.  Also.  l>efore 
a  patent  is  issued,  any  interested  person  may  present  evidence  affecting  the 
patentability  of  the  invention,  thereby  reducing  the  possibility  that  a  patent 
may  subsequently  be  found  to  be  invalid.  Uniform  inten^retation  of  the  stand- 
ards of  patentability  will  i-esult  from  the  consolidation  of  all  review  of  Patent 
Office  decisions  in  tlie  Court  of  Customs  and  Patent  Appeals. 

Many  provisions  of  this  bill  streamline  rigid  and  technical  requirements  of 
the  present  law  to  reduce  the  time  and  expense  of  issuing  patents.  So  the  Patent 
Office  may  more  expeditiously  ascertain  the  "prior  art"  pertinent  to  an  applica- 
tion for  patent,  this  bill  provides  for  a  research  program  to  improve  and 
expedite  storage  and  retrieval  of  patents  and  other  scientific  and  technical 
information.  Strict  provisions  of  the  present  statute  are  relaxed  to  permit  owners, 
as  well  as  inventors,  to  file  applications.  Provisions  concerning  joint  inventors 
have  been  liberalized.  Signatory  requirement  for  certain  related  applications 
are  eliminated. 

Computation  of  the  term  of  a  patent  from  its  filing  date  rather  than  its  issue 
date  will  encourage  applicants  to  act  promptly;  and  dilatory  practice  by  an 
applicant  will,  in  effect,  curtail  the  life  of  the  patent.  Interferences  between 
pending  patent  applications  are  eliminated,  as  are  civil  actions  based  upon 
Patent  Office  decisions  in  inter  partes  cases.  Unnecessary  examination  of  many 
applications  will  be  avoided  by  provision  for  voluntary  publication  and  abandon- 
ment of  applications  without  loss  of  effective  filing  dates  or  other  rights. 

In  Spernj  v.  State  of  FJorida,  373  U.S.  3S8,  S3  S.  Ct.  1322  (19f.3),  the  Supreme 
Court  reiterated  its  earlier  holding  that  the  preparation  and  prosecution  of 
patent  applications  before  the  Patent  Office  involves  the  practice  of  law  in  its 
most  intricate  and  complex  sense.  But  the  CoTirt  also  found  that  the  Congress. 
by  the  present  patent  statute,  has  authorized  nonlawyers  to  engage  in  snch 
legal  practice  before  the  Patent  Office,  so  the  States  cannot  interfere  with  what 
would  othen^-ise  be  the  unauthorized  practice  of  law.  To  correct  tJus  undesir- 
able situation,  this  bill  will  limit  practice  before  the  Patent  Office  to  members  of 
the  bar,  with  appropriate  safeguards  for  nonlawyers  who  have  already  been 
admitted  to  practice  before  the  Patent  Office. 

Without  affecting  the  security  of  the  United  States  in  any  way,  some  rigid 
requirements  with  respect  to  licenses  for  filing  in  foreign  coxintries  have  been 
relaxed  and  provisions  for  granting  retroactive  licenses  liberalized;  courts  are 
given  the  power  to  grant  retroactive  licenses  or  declare  patents  invalid  for 
failure  to  comply  with  the  licensing  provisions. 

To  avoid  different  interpretations  by  a  variety  of  courts  of  the  application  of 
antitrust  laws  to  the  use  of  patent  property,  this  bill  defines  certain  activities  in 
which  a  patent  owner  may  engage  without  jeopardizing  his  patent  rights.  Pro- 
vLsion  is  made  for  preventing  the  importation  of  products  made  abroad  by  a 
process  patented  in  the  United  States  and  for  recovery  of  damages  for  unau- 
thorized use  of  an  invention  after  the  patent  tipplication  is  published.  Uncer- 
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tainties  resulting  frm  the  issuance  of  two  or  more  patents  on  relate  inventions 
can  be  eliminated  where  the  patents  expire  on  the  same  date  rather  than  risk 
the  present  inequitable  situation  where  both  patents  may  be  held  invalid. 

In  conjunction  with  the  enlargement  of  the  jurisdiction  of  the  Court  of  Cus- 
toms and  Patent  Appeals,  provision  is  made  for  the  employment  of  additional 
judges,  at  least  some  of  whom  are  to  be  qualified  in  patent  law.  Such  appoint- 
ments  will  provide  a  nucleus  of  experienced  patent  judges  who  will  be  available, 
ujxtn  request,  to  assist  other  courts  in  handling  the  heavy  load  of  comi»lex 
and  frequently  protracted  patent  cases.  Rather  than  propose  legislation  esipe- 
cially  applicable  to  the  trial  of  patent  cases,  it  is  believed  the  time  and  expense 
necessary  for  the  trial  of  patent  cases  will  likely  be  reduced  as  a  result  of  the 
continuing  review  and  revision  of  the  Federal  Rules  of  Civil  Procedure  and  the 
continuing  development  of  pretrial  techniques  in  the  Federal  courts. 

In  summary,  this  bill  is  offered  as  a  compromise  between  S.  1042  and  S.  1091 
of  the  90th  Congress,  because  it  modernizes  our  patent  laws  without  destroying 
the  proven  principles  upon  which  the  U.S.  patent  system  is  based  solely  for  the 
sake  of  international  standardization  of  inferior  patent  systems  used  in  other 
countries. 

Mr.  President,  this  is  a  very  consiiderable  revision  of  our  patent  code.  It  has 
the  approval  of  the  American  Bar  Association,  and.  very  particularly,  the 
patent  .section  of  the  association.  I  think  it  would  be  in  the  public  interest  if  the 
bill  were  set  out  in  full  in  the  Record,  because  laywers  all  over  the  country  will 
be  saved  the  trouble  of  sending  to  the  document  room  for  a  copy,  when  it  is 
available  in  the  Record  in  their  local  libraries.  I  ask  unanimous  consent,  there- 
fore, that  the  bill  be  printed  in  the  Record. 


Addendum  to  S.  2597 

Section  100.   Definitions    {pp.   10-11) 

Commencing  with  subsection  (g),  the  balance  of  the  section  shovild  be  changed 
to  read  as  follows : 

•'(g)   The  term  'actual  filing  date  in  the  United  States'  means  the  earlie.st  date 
of  filing  of  an  application  in  the  United  States  to  which  an  applicant  is  entitled. 
"(h)   The  term  'useful'  shall  include,  but  shall  not  be  limited  to,  utility  in 
agriculture,  commerce,  industry,  health,  or  re.search. 
"(i)   The  term 'prior  art' means  : 

"(1)  A  published  United  States  patent  application  or  United  States  patent 
of  another  which  has  an  actual  filing  date  in  the  United  States  before  the 
invention  by  the  inventor  named  in  the  applicant's  application ;  or 

"(2)  Subject  matter  known  or  used  by  others  in  this  country  before  the 
invention  by  the  inventor  named  in  the  applicant's  application  ;  or 

"(3)  A  patent  or  publication  in  this  or  a  foreign  country  reasonably  avail- 
able before  the  invention  by  the  inventor  named  in  the  applicant's  application, 
or  more  than  one  year  prior  to  the  effective  filing  date  of  the  application  for 
patent  in  the  United  States ;  or 

'•  (4)  Subject  matter  on  i«le  or  in  public  use  in  this  country  more  than  one 
year  prior  to  the  effective  filing  date  of  the  application  for  patent  in  the 
United  States ;  or 

"(5)  Subject  matter  for  which  the  applicant  has  no  right  to  secure  a 
patent  because  the  inventor  named  in  the  application  did  not  himself  invent 
it  or  because  before  his  invention  thereof,  the  invention  was  made  in  this 
country  by  another  who  had  not  abandoned,  .suppres.sed  or  concealed  it." 

******  :^ 

Section  101.  Ahandontnent  of  invention   (p.  12) 

Subsection  (b)  .should  be  changed  to  read  as  follows: 

"(b)  Publication  of  an  application  under  the  provisions  of  section  123  or  151 
of  this  title  negates  any  inference  that  an  invention  disclosed  therein  was  aban- 
doned within  the  meaning  of  section  102(e),  136  or  137  of  this  title." 

*****  »  ^ 

Section  119.  Benefit  of  earlier  filing  date  in  foreign  country;  right  of  priority 
{p.  15) 
In  line  31,  delete  "by  the  same  inventor". 
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Section  120.  Benefit  of  earlier  filing  date  in  the  United  States  (p.  16) 
In  subsection   (b),  line  30,  after  "prior"  insert  "copending". 

^  il:  *  *  *  *  * 

Section  ISl.  Examination  of  application   {p.  17) 

At  the  end  of  tlie  section  (line  31)  change  the  period  to  a  comma  and  add 
'•except  that  applications  may  be  examined  out  of  turn  under  special  circum- 
stances established  by  the  Commissioner  by  regulation." 

i^  *  if  *  *  *  * 

Section  136.  Recraniination  after  publication  {pp.  1S~19) 

In  subsection  (d)  (1)   [page  19,  line  1]  change  "sold"  to  "on  sale". 

i^  *****  * 

Section  137.  Priority  of  invention   {pp.  19-20) 

In  subsection  (a),  page  19,  line  1,  after  "allowable"  insert  "pending";  line 
34,  after  "said"  insert  "pending". 

At  the  end  of  subsection   (a),  page  19,  add  "A  final  judgment  adverse  to  a 
patentee  from  which  no  appeal  has  been  or  can  be  taken  shall  constitute  can- 
cellation of  the  claims  involved  from  the  patent  and  notice  thereof  shall  be  en- 
dorsed on  copies  of  the  patent  thereafter  di'Stributed  by  the  Patent  Office." 
******* 
Sedan  I4I.  Appeal  to  Court  of  Customs  and  Patent  Appeals  {p.  20) 

In  subsection  (a) ,  line  1,  delete  "or  his  successor  in  title,". 

In  subsection  (b),  line  11,  delete  ",  or  his  isuccessor  in  title,"  and  substitute 
therefor  "or  patentee,". 

******* 
Section  ISff.  Filing  of  application  in  foreign  country   {pp.  26-27) 

Revise  entire  section  to  read  as  follows : 

"(a)  Except  when  authorized  by  a  license  obtained  from,  or  a  general  license 
established  by,  the  Commissioner,  a  person  shall  not  file  or  cause  or  authorize 
to  l>e  filed  in  any  foreign  country  an  application  for  patent  or  for  the  registration 
of  a  utility  model,  industrial  design  or  model  in  respect  of  an  invention  made  in 
this  country,  prior  to  six  months  after  filing  an  application  for  patent  on  the 
.same  invention  under  section  111  of  this  title,  or  prior  to  four  months  after 
filing  an  application  for  patent  on  the  same  ornamental  design  under  section 
171  of  this  title.  A  license  shall  not  be  granted  with  respect  to  an  invention  subject 
to  an  order  issued  by  the  Commissioner  pursuant  to  .section  181  of  this  title  with- 
out the  concurrence  of  the  heads  of  the  departments  and  the  chief  officers  of  the 
agencies  who  caused  the  order  to  be  issued.  Upon  compliance  with  regulations 
established  by  the  Commissioner,  a  license  shall  be  granted  retroactively  where 
an  application  has  been  filed  abroad  and  the  application  does  not  disclose  an 
invention  within  the  sxjope  of  .section  181  of  this  title. 

"(b)  The  Patent  Office  is  hereby  established  as  the  sole  governmental  agency 
to  grant  a  license  or  eytablish  a  general  license. 

"(c)  The  term  'application'  when  used  in  this  Chapter  includes  applications 
and  any  modifications,  amendments,  or  supplements  thereto,  or  divisions  thereof. 

"(d)  No  license  -shall  be  required,  subsequent  to  the  filing  of  a  foreign  appli- 
cation, for  any  modifications,  amendments  or  supplements  to  that  foreign  appli- 
cation, or  divisions  thereof,  which  do  not  alter  the  nature  of  the  invention  orig- 
inally disclosed,  which  are  within  the  scope  of  the  invention  originally  disclosed, 
and  where  the  filing  of  the  foreign  application  originally  complied  with  the  pro- 
visions of  this  section. 

"(e)  A  retroactive  license  may  be  granted  at  any  time  notwithstanding  the 
fact  that  a  corresponding  United  States  application  has  matured  into  a  patent. 
Such  license  shall  have  the  same  force  and  effect  as  if  granted  during  the  pend- 
ency of  the  application." 

******* 
Section  251.  Reissue  of  defective  patents  (pp.  28-29) 

llevi.se  entire  .section  to  read  as  follows  : 

"(a)  Whenever  any  patent  is,  through  error  without  any  deceptive  intention, 
deemed  wholly  or  partly  inoperative  or  invalid,  by  reason  of  a  defective  specifi- 
cation or  drawing,  or  by  reason  of  the  patentee  claiming  more  or  less  than  he  had 
a  right  to  claim  in  the  patent,  the  Commissioner  shall,  on  the  surrender  of  such 
patent  and  the  payment  of  the  fee  required  by  law,  reissue  the  patent  for  the 
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invention  disclosed  in  the  original  patent,  and  in  accordance  with  a  new  and 
amended  application,  for  the  unexpired  part  of  the  term  of  the  original  patent. 
No  new  matter  shall  be  introduced  into  the  application  for  reissue. 

"(b)  The  Commissioner  may  issue  several  reissued  patents  for  distinct  and 
separate  parts  of  the  thing  patented,  upon  demand  of  the  applicant,  and  upon 
payment  of  the  required  fee  for  a  reissue  of  each  of  such  reissued  patents. 

"(c)  The  provisions  of  this  title  relating  to  applications  for  patent  shall  be 
applicable  to  applications  for  reissue  of  a  patent. 

"(d)  No  reissued  patent  shall  be  granted  enlarging  the  scope  of  the  claims 
of  the  original  patent,  unless  applied  for  within  one  year  from  the  grant  of  the 
original  patent,  except  to  claim  the  same  subject  matter  as  a  claim  of  an  issued 
patent  pursuant  to  section  137  of  this  title." 

******* 
Section  211.  Infringement  of  patent  {pp.  32-33) 

Revise  entire  section  to  read  as  follows  : 

"(a)  Except  as  otherwise  provided  in  this  title,  whoever,  without  authority 
makes,  uses  or  sells  any  patented  invention,  within  the  United  States  during 
the  term  of  the  patent  therefor,  infringes  the  patent. 

"(b)  Whoever,  without  authority  of  the  patentee,  imports  into  the  United 
States  a  product  made  in  another  country  by  a  process  patented  in  the  United 
States  shall  be  liable  as  an  infringer. 

"(c)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as  an 
infringer. 

"(d)  AVhoever  sells  a  component  of  a  patented  machine,  manufacture,  com- 
bination or  composition,  or  a  material  or  apparatus  for  use  in  practicing  a 
patented  process,  constituting  a  material  part  of  the  invention,  knowing  the 
same  to  be  especially  made  or  especially  adapted,  for  use  in  an  infringement 
of  such  patent,  and  not  a  staple  article  or  commodity  of  commerce  suitable  for 
substantial  noninfringing  use,  shall  be  liable  as  an  infringer. 

"(e)  No  patent  owner  otherwise  entitled  to  relief  for  infringement  of  a  patent 
shall  be  denied  relief  or  deemed  guilty  of  misuse  or  illegal  extension  of  the 
patent  right  by  reason  of  his  having  done  one  or  more  of  the  following :  ( 1 ) 
derived  revenue  from  acts  which  if  performed  by  another  without  his  consent 
would  constitute  infringement  of  the  patent;  (2)  licensed  or  authorized  another 
to  perform  arts  which  if  performed  without  his  consent  would  constitute  in- 
fringement of  the  patent;  (3)  sought  to  enforce  his  patent  rights  against 
infringement. 

"(f)  Whoever,  during  the  interim  period  after  publication  of  an  application 
and  before  grant  of  a  patent,  performs  an  act  which  would  make  him  liable 
for  infringement  of  a  valid  claim  of  the  patent  shall  be  liable  as  an  infringer 
if  a  like  claim  appears  in  the  application  for  the  patents." 

In  the  section  table  of  contents  under  "Chapter  29. — Remedies  for  Infringe- 
ment of  Patent  and  Other  Actions",  page  33,  insert  between  "290"  and  "292"  the 
following :  "291.  Interfering  patents." 

4i  *  :):  *  *  *  * 

Section  28^.  Damages  (pp.  S.'fSS) 

In  subsection  (a),  page  34,  lines  39^0,  delete  "less  than  the  infringer's  profits 
attributable  to  the  infringement,  or". 

In  subsection  (a),  page  35,  line  1,  delete  "whichever  shall  be  greater,". 

In  subsection  (b),  page  35,  line  5,  delete  "how  his"  and  substitute  therefor 
"what". 

Page  36,  after  line  33,  add  a  new  section  as  follows  : 
"Section  291.  Interfering  Patents 

"(a)  The  owner  of  an  interfering  patent  may  have  relief  against  the  owner 
of  another  by  civil  action,  and  the  court  may  adjudge  the  question  of  the  validity 
of  any  of  the  interfering  patents,  in  whole  or  in  part.  A  final  judgment  adverse 
to  a  patentee  from  which  no  appeal  or  other  review  has  been  or  can  be  taken  or 
had  shall  constitute  cancellation  of  the  claims  involved  from  the  patent,  and 
notice  thereof  shall  be  endorsed  on  copies  of  the  patent  thereafter  distributed 
by  the  Patent  Office. 

"(b)  A  civil  action  under  subsection  (a)  may  be  in.stituted  against  the  party 
in  interest  as  shown  by  the  records  of  the  Patent  Office,  but  any  pai'ty  in  interest 
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may  become  a  party  to  the  action.  If  there  be  adverse  parties  residing  in  a 
plurality  of  districts  not  embraced  within  the  same  state,  or  an  adverse  party 
residing  in  a  foreign  country,  the  United  States  District  Court  for  the  District 
of  Columbia  shall  have  jurisdiction  and  may  issue  summons  against  the  adverse 
parties  directed  to  the  marshal  of  any  district  in  which  the  adverse  party  resides. 
Summons  against  adverse  parties  residing  in  foreign  countries  may  be  served 
by  publication  or  otherwise  as  the  court  directs.  The  Conmiissioner  shall  not  be 
a  necessary  party  but  he  shall  be  notified  of  the  filing  of  the  civil  action  by  the 
clerk  of  the  court  in  which  it  is  filed  and  shall  have  the  right  to  intervene." 
******* 
Section  4.  {p.  42) 

Delete  subsection  (d)  and  substitute  therefor  the  following  : 
"(d)  For  purposes  of  considering  appeals  involving  applications  specified  in 
subsections  (b)  and  (c)  of  this  section,  the  jurisdiction  of  the  Court  of  Customs 
and  Patent  Appeals  shall  be  governed  by  the  provisions  of  section  1542  of  title 
28,  United  States  Code,  in  effect  immediately  prior  to  the  effective  date  of  this 
Act. 

"(e)  The  amendment  of  title  .35,  United  States  Code,  by  this  Act,  shall  not 
affect  any  rights  or  liabilities  existing  under  title  35  in  eft"ect  immediately  prior 
to  the  effective  date  of  this  Act." 

Senator  ]McClellax.  Thank  you  very  much,  gentlemen. 

We  have  four  other  witnesses  scheduled  today.  We  will  hear  them 
this  afternoon.  I  may  have  to  be  on  the  floor  this  afternoon,  in  order 
to  proceed  expeditiously  with  the  w^ork  we  have  scheduled  today,  the 
Chair  is  goin^  to  recess  until  1 :30.  That  is  a  little  earlier  than  usual 
but  I  am  hoping  we  can  move  along  and  finish  early  this  afternoon. 

("Wliereupon,  at  12:15  p.m.  the  subcommittee  recessed  to  reconvene 
at  1  :oO  p.m.  of  the  same  day.) 

AFTERNOON  SESSION 

Senator  McClellan.  The  committee  will  come  to  order. 

Mr.  George  F.  Metcalf,  vice  president  of  Martin  Marietta  Corp., 
speaking  for  the  chamber  of  commerce,  will  be  the  first  witness. 

You  have  a  prepared  statement.  Do  you  want  to  have  it  incorporated 
m  the  record  in  full  and  then  highlight  it  ? 

STATEMENT  OF  GEORGE  F.  METCALF,  VICE  PRESIDENT,  AEROSPACE 
GROUP,  MARTIN  MARIETTA  CORP.,  ON  BEHALF  OF  THE  CHAMBER 
OF  COMMERCE  OF  THE  UNITED  STATES:  ACCOMPANIED  BY  E.  W. 
ADAMS,  JR.,  PATENT  ATTORNEY,  DIRECTOR,  BELL  TELEPHONE 
LABORATORIES,  INC.,  HOLMDEL,  N.J. 

Mr.  Metcalf.  I  would  like  to  do  so  and  I  plan  just  to  highlight  it, 
sir. 

Senator  McClellan.  Verv  well.  It  mav  be  printed  in  the  record  in 
fulh 

You  have  someone  with  you.  Will  you  identify  him  for  the  record 
please  ? 

Mr.  Metcalf.  Yes,  I  will,  sir. 

This  is  Mr.  E.  W.  Adams,  patent  attorney  of  the  Bell  Telephone 
Laboratories,  A.T.  t!t  T.  He  is  a  member  of  the  patent  advisory  panel 
of  the  national  chamber  which  has  been  working  with  us  on  this  work. 

Senator  Mc(^leli,ax.  Very  well.  Proceed,  Mr.  ^Metcalf. 

Mr.  Metcalf.  I  am  api)earing  on  behalf  of  the  Chamber  of  Com- 
merce of  the  United  States,  a  national  federation  with  an  underl^'ing 
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membership  of  more  than  4,600,000  individuals  and  firms.  During  my 
entire  professional  career  in  the  field  of  industrial  research  and  engi- 
neering, I  have  had  a  continuing  concern  for  patents.  Before  joining 
the  Martin  Co.  in  1962,  I  was  eniployed  for  ?)4  years  with  the  General 
Electric  Co.  I  am  a  director  of  the  national  chamber  and  served  as 
chairman  of  the  patent  system  advisory  panel,  which  is  composed  of 
nine  business  executives  and  nine  patent  attorneys.  I  personally  happen 
to  be  an  engineer  and  not  a  lawyer. 

We  appreciate  this  opportunity  to  testify  before  the  subcommittee 
and  to  discuss  proposals  which  have  been  made  to  revise  the  patent 
laws  of  the  United  States. 

The  chamber  supports  many  provisions  of  the  bills  before  this  sub- 
committee to  revise  U.S.  patent  laMS  and  modernize  patent  practice. 
We  favor  such  coordinated  changes  as  will  demonstrably  raise  the 
quality  and  reliability  of  patents,  hasten  the  disclosure  of  new  tech- 
nology, and  reduce  the  time  and  expense  of  obtaining  and  enforcing 
patents. 

We  agree  that  some  modification  of  the  present  system  is  desirable. 
Our  position  in  general,  however,  is  that  the  administration  bill  (S. 
1042)  is  too  drastic  and  will  not  necessarily  bring  about  change  for  the 
better.  Another  comprehensive  bill  (S.  2597),  while  preserving  many 
features  of  the  present  patent  law,  includes  worthwhile  changes  which 
would  enable  the  patent  system  to  better  meet  the  challenge  of  an 
expanding  technological  era. 

I  shall  take  up  these  bills  in  detail  later  in  our  testimony,  but  first 
I  would  like  to  tell  the  subcommittee  why  the  chamber  is  concerned 
with  a  viable  pate'nt  system  and  how  our  position  on  patent  revision 
was  developex^l. 

We  have  followed  closely  the  work  of  the  President's  Commission 
on  the  Patent  System,  and  our  advisory  panel  studied  its  resulting 
report  which  was  released  in  December  of  1966.  We  have  considered 
the  views  of  numerous  organizations  and  individuals  and  have  noted 
their  comments  on  the  Commission's  recommendations  to  the  President. 

We  have  studied  S.  1942  which  was  introduced  on  request  of  the 
administration  and  other  bills,  especially  S.  2597  with  certain  proposed 
amendments. 

Recommendations  of  our  patent  advisory  panel  as  to  applicable 
principles  were  approved  by  the  chamber's  board  of  directors  on  June 
30,  1967.  This  statement  is  based  on  the  positions  thus  determined  on 
specific  features  of  the  legislation. 

Incidentally,  the  advisory  panel  was  composed  of  19  members, 
about  half  of  whom  are  patent  attorneys  and  half  business  executives 
engaged  in  technical  and  research  activities.  Practically  every  member 
participated  in  each  phase  of  the  panel's  work. 

While  supporting  the  objectives  stated  by  the  President's  Com- 
mission, the  panel  agreed  that  these  objectives  had  not  been  fully  met, 
either  in  the  specific  recommendations  of  the  Commission  or  in  the 
administration  bill. 

The  chamber  appreciates,  as  many  responsible  organizations  and 
individuals  also  do,  that  some  proposals  go  too  far — are  too  much  of  a 
departure  from  present  law — and  that  disadvantages  may  well  out- 
weigh advantages.  It  is  evident  that  persons  who  are  close  to  the  im- 
plementation of  patent  law,  both  in  obtaining  and  in  protecting 
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patents,  feel  umvillino;  to  siip]^ort  the  administration  proposal  unless 
major  objections  are  removed. 

Considerable  concern  has  been  expressed  that  hasty  action  may  be 
taken  by  the  Conijress  to  revise  lonsfstandino-  patent  law,  witliont 
thorouofh  study  and  consideration  of  the  consequences.  We  believe  that 
detailed  analysis  is  vitally  needed,  and  that  expert  testimony  must  l^c 
brought  to  bear  on  major  provisions  of  the  bills.  We  would  point  for 
comparison  to  copyright  law  revision,  leefislation  for  which  has  been 
subject  to  patient  and  careful  study  by  this  subcominittee.  As  a  basic 
approach,  we  would  suggest  that  no  change  be  ado]>ted  until  its  cost, 
both  in  dollars  and  in  the  impairment  of  valuable  property  rights, 
has  been  most  carefully  weighed. 

Although  a  major  objective  of  the  legislation  is  said  to  be  to  "bring 
the  U.S.  patent  system  more  closely  into  harmony  with  those  of  other 
nations,"  hasty  action  might  easily  produce  more  discord  than  har- 
mony. The  Congress  would  want  to  be  certain,  for  example,  whether 
some  foreign  practices  are,  as  alleged,  better  than  our  present  practices 
and  that  adoption  would  be  a  definite  advantage  to  U.S.  inventors 
and  manufacturers.  If,  on  the  other  hand,  it  is  determined  that  our 
law  is  better,  Congress  should  hold  ours  and  urge  other  nations  to 
take  the  necessary  steps  toward  harmonization. 

With  these  preliminary  observations  on  the  record,  we  now  turn  to 
a  consideration  of  specific  provsions  of  the  pending  bills. 

FIRST   TO   FILE 

The  fundamental  approach  of  the  Commission's  recommendations 
and  of  S.  1042  is  a  shift  from  a  so-called  first-to-invent  to  a  first-to-file 
system  for  determining  the  award  of  a  patent  betAveen  contesting 
inventors.  Proponents  have  asserted  that  tliis  basic  change  is  essential 
to  the  attainment  of  the  several  interrelated  objectives  identified  by 
the  Commission. 

^Vliile  there  is  no  question  that  we  do  live  in  a  period  of  "exploding 
technologv,"  the  underlying  assumption  of  the  Commission  that  the 
Patent  Oiffice  faces  an  insoluble  crisis  and  can  no  longer  function  in 
any  meaningful  way  without  such  a  complete  reform  of  the  existing 
patent  law  does  not  ap]:)ear  supported  by  the  facts.  Testimony  thus 
far  offered  and  the  public  statements  of  Department  of  Commerce  and 
Patent  Office  officials  on  the  whole  suggest  that  the  backlog  problem, 
which  is  the  basis  for  most  attacks  leveled  against  the  existing  patent 
system,  is  internal  to  the  Patent  Office  and  can  be,  and  is  being  solved 
by  approaches  available  within  existing  law. 

Further,  one  may  question  whether  the  proposed  shift  to  a  new  first- 
to-file  system  really  attacks  this  backlogr  problem,  since  it  is  reported 
that  all  of  the  world's  major  patent  offices,  many  of  which  do  use  the 
first-to-file  system,  are  suffering  from  increasing  backlogs  which  are 
in  many  cases  more  serious  than  those  of  the  U.S.  Patent  Office. 

We  note  that  the  rules  governing  interferences  have  been  modified 
recently  by  the  Patent  Office  with  the  objective  of  limiting  the  num- 
ber of  interferences  declared.  Such  changes  emphasize  the  fact  that 
existing  law  nonnally  results  in  the  award  of  the  patent  to  the  first 
inventor  to  file — subject  to  the  important  right  of  the  actual  first 
inventor  to  contest  priority  in  a  specified  set  of  circumstances. 
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S.  2597,  also,  provides  for  issuance  of  the  patent  to  the  first  to  file 
and  preserves  the  opportunity  for  the  first  inventor  to  prove  priority. 
AVe  feel  strongly  that  such  a  limited  interference  prf)ceeding-  should 
be  retained  in  order  to  avoid  a  race  to  the  Patent  Office,  the  filinof  of 
ill-prepared  applications  on  untested  inventions,  and  the  installation 
of  a  system  which  favors  the  opportunist  over  the  careful  and  cautious 
researcher. 

It  seems  reasonable  to  us  that  this  limited  interference  proceed! no; 
should  be  such  that  the  burden  of  determining  that  a  contest  as  to 
inventorship  exists  and  of  establishing  a  case  for  initiation  of  the 
proce.eding  should  be  on  the  second  party  to  file,  rather  than  on  the 
Patent  Office.  In  order  to  reduce  the  period  of  uncertainty  as  to  the 
validity  of  issued  patents,  opportunity  for  such  initiation  should  be 
restricted  to  those  second  to  file  parties  whose  applications  were  filed 
within  a  year  following  the  filing  date  of  the  first  to  file  party  and 
were  copending  prior  to  the  publication  of  the  application  of  the  first 
party. 

Some  provision  should  be  made  to  protect  the  first  party  to  file 
against  the  inadvertent  issuance  by  the  Patent  Office  of  a  patent  to  a 
later  filing  party.  This  could  occur  by  reason  of  the  fact  that,  as  pro- 
posed in  b.  1042,  the  Patent  Office  would  not  have  the  obligation  to 
make  interference  searches.  There  is  the  further  possibility  that  appli- 
cations would  not  in  every  case  be  examined  in  the  order  of  filing 
dates.  In  such  circumstances,  consideration  should  be  given  as  to 
whether  the  senior  applicant  should  be  freed  of  the  restrictions  as  to 
copendency  and  filing  date. 

EFFECT   OF    PRIOR   IX\'EXTI0N 

"We  recognize  the  attractiveness  of  a  system  in  which  the  factual 
situation  that  would  permit  a  junior  applicant  to  prevail  in  an  inter- 
ference should  be  equally  efi'ective  both  to  defeat  a  charge  of  patent 
infringement  brought  by  one  who  was  not  the  true  first  inventor  or 
to  defeat  the  grant  of  a  patent  if  brought  forth  during  the  citation 
jieriod  provided  by  either  of  the  bills  under  comment.  However,  we 
find  practical  difficulties  in  this  approach. 

Defense  of  -prior  Invention. — We  do  feel  that  prior  invention  should 
Ije  an  absolute  defense,  available  to  anyone  charged  with  infringement. 
Although  such  a  defense  would  be  of  use  primarily  to  the  first  in- 
ventor, w^ho  for  some  reason  decided  not  to  seek  patent  protection,  v\-e 
favor  its  applicability  on  behalf  of  other  defendants  because  of  the 
basic  belief  that  the  public  should  not  be  forced  to  pay  tribute  to  one 
who  is  not  the  first  inventor  but  has,  nevertheless,  obtained  a  patent. 

Citation  of  art. — On  the  other  hand,  citation  during  a  citation  period 
of  prior  invention,  not  evidenced  by  publication,  public  use  or  sale  ap- 
]iears  undesirable,  Ijecause  the  nature  of  tlie  proof  woidd  be  such  as  to 
hinder  the  operation  of  the  Patent  Office  in  the  prompt  issue  of  patents. 
While  it  is  relatively  easy  to  evaluate  proof  in  the  form  of  documents 
or  publicly  recorded  acts,  private  prior  invention  would  require  ex 
l)art6  determinations  by  the  Patent  Office,  which  should  more  prop- 
erly be  made  by  a  court  in  full  inter  partes  procedures. 

Citation  of  art,  in  our  view,  should  thus  be  limited  to  patents, 
publications,  and  instances  of  documented  public  use  or  public  sale 
which  would  of  interest  in  connection  with  the  issue  of  the  patentabil- 
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ity  of  the  claims  in  published  applications.  As  now  is  the  case,  the  ap- 
plicant against  whom  snch  material  is  cited  should  have  the  oppor- 
tunity of  carryintr  the  date  of  his  invention  back  under  a  procedure 
such  as  that  of  rule  131  to  avoid  the  effect  of  any  such  citation  which 
does  not  constitute  a  statutory  bar. 

GRACE   PERIOD 

The  gi'ace  period  of  1  year  after  publication,  public  use  or  sale,  now 
available  to  inventors  who  wish  to  evaluate  or  perfect  their  inventions 
prior  to  enterinof  the  Patent  Office,  is  abolished  by  S.  1042  as  incon- 
sistent with  the  institution  of  a  first-to-file  system.  No  other  reason  is 
advanced  for  abolition  of  this  concept.  In  view  of  our  position  regard- 
ing the  preservation  of  limited  interferences,  we  strongly  favor  re- 
tention of  the  grace  period. 

PRELIMINARY   APPLICATIOX 

The  Commission,  and  presumably  the  drafters  of  S.  1042,  have 
recognized  the  shortcoming  of  a  first-to-file  system  without  the  equiva- 
lent of  the  modifications  just  enumerated.  They  have  provided  for  a 
system  of  preliminary  applications  which  would  serve  to  establish, 
hopefully  at  little  expense  to  the  inventor,  the  facts  of  inventorship  in 
such  a  way  as  to  permit  early  publication  of  inventions  and  the  elimi- 
nation of  the  extensive  recordkeeping  and  uncertainties  now  charged 
against  current  interference  practice  under  the  present  law.  Examina- 
tion of  section  120  of  S.  1042,  however,  indicates  that  the  preliminary 
application  fails  to  meet  their  requirements. 

A  preliminary'  application,  as  defined,  differs  from  the  complete  ap- 
plication under  the  present  law  in  only  two  respects.  First,  it  need  not 
make  ritual  reference  to  a  description  of  the  drawings  and,  second, 
it  need  not  include  any  claim  defining  the  invention  sought  to  be  pro- 
tected. It  offers  protection  to  its  author,  however,  only  to  the  extent 
that  it  clearly  discloses  the  invention  sought  to  be  claimed  in  the  later 
filing  which  perfects  and  completes  the  application. 

In  view  of  the  fact  that  the  Patent  Office  routinely  accepts  complete 
applications  under  the  present  practice,  even  though  various  formal 
requirements  are  not  met  and  even  though  only  a  single  claim  not 
meeting  all  the  formal  requirements  is  presented,  there  would  be  little 
or  no  saving  in  the  filing  of  a  new  kind  of  preliminary  application. 
Either  the  inventor  himself  may  prepare  a  complete  application  Avith 
little  extra  effort  beyond  tliat  required  for  the  proposed  preliminary 
and  take  his  chances  as  to  its  eventual  adequacy,  or  he  may  make  the 
investmeni,  which  will  ultimately  be  required  anyway,  in  the  services 
of  a  patent  attornev  to  assure  that  the  preliminary  application  is  ade- 
quate in  the  first  place.  Under  these  circumstances  the  suggested  sav- 
ings do  not  appear  to  be  real. 

We  see  no  need  for  a  preliminaiy  application  as  proposed.  Informal 
applications  which  meet  the  present  requirements  of  section  122  would 
not  necessarily  require  correction  or  perfection  until  the  case  is  reached 
for  examinntiou.  Then  the  applicant  could  decide  whether  to  draft  n 
full  set  of  claims  and  formal  drawings. 

Such  a  procedure  could  be  advantageous  to  the  "small"  inventor.  It 
could  be  instituted  without  the  necessary  result  of  the  proposal  of 
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S.  1042  that  examination  of  all  applications  be  automatically  deferred 
for  1  year. 

ELIMINATION   OF   UNCERTAINTY 

Three  interrelated  features  of  the  administration  bill  are  :  the  broad- 
ened definition  of  prior  art,  the  automatic  publication  of  pendino;  appli- 
cations, and  the  provision  of  an  opportunity  for  the  public  to  assist 
by  the  citation  of  art  and  in  revocation  proceedings  to  block  the  grant 
of  patents  with  invalid  claims.  All  of  these  features  are  directed  to 
the  goal  of  eliminating  uncertainty  as  to  the  validity  of  issued  patents. 

Prior  art 

Prior  art  would  be  defined  to  include  public  knowledge,  use  and 
sale  in  foreigii  countries.  While  this  would  make  more  art  potentially 
available,  it  introduces  great  uncertainty,  since  no  means  exists  for 
readily  establishing  the  existence  of  such  art.  Greater  expense  and 
greater  uncertainty  inevitably  follow,  when  acts  in  foreign  countries 
not  reported  by  publication  must  be  relied  upon.  In  any  legislation, 
prior  art  should  be  limited  to  those  things  considered  under  present 
law,  rather  than  to  the  definition  in  section  102  of  S.  1042. 

Publication 

The  automatic  publication  of  applications  as  proposed  in  S.  1042, 
instead  of  increasing  the  speed  of  dissemination  of  new  technology, 
can  only  cause  proliferation  of  untested  ideas  which  can  be  inserted 
in  the  literature  without  the  benefit  of  review  or  editing  by  anyone. 
The  Patent  Office  should  not  become  a  publishing  house  for  unevaluated 
speculations.  At  the  same  time,  the  existence  of  the  threat  of  unex- 
amined applications,  as  outlines  for  possible  future  infringement  suits, 
appears  greatly  to  increase  the  uncertainty  facing  one  who  would  com- 
mercialize new  technolog)\ 

It  is  recognized  that  the  automatic  publication  of  pending  applica- 
tions is  required  if  third  parties  are  to  assist  the  Patent  Office  by  citing 
art  during  the  prosecution  process;  and  such  citation  of  art  may  be 
useful.  It  is  recommended,  therefore,  that  the  advantages  of  citation  of 
art  be  retained  without  the  disadvantages  of  unverified  publication  of 
patent  applications.  This  can  be  done  b}^  requiring  publication  only 
after  examination  and  allowance.  Publication  at  request  of  applicant, 
if  included,  should  be  accompanied  by  a  fee  sufficiently  high  to  dis- 
courage use  of  the  Patent  Office  as  a  publishing  house. 

STANDBY   INSTITUTION    OF   DEFERRED    EXAMINATION 

The  authority  proposed  to  be  given  under  sections  191-194  of  S.  1042 
should  not  be  enacted  at  this  time.  "We  understand  that  the  Patent 
Office  does  not  desire  this  authority  to  institute  a  deferred  examination 
procedure  and,  in  fact,  has  stated  it  would  not  use  it  even  if  authorized. 
The  concept  of  deferral  raises  serious  ({uestions  and  poses  practical 
problems,  none  of  which  need  to  be  faced  at  this  time.  Possible  savings 
of  the  direct  costs  within  the  Patent  Office  must  be  balanced  against 
likely  and  substantial  increases  in  cost  to  the  users  of  the  patent  sys- 
tem, in  the  event  tiuit  deferred  examination  is  adopted. 
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OTHER    CHAXGES 


In  addition  to  the  major  provisions  of  S.  1042  which  we  have  dis- 
cnssed,  several  other  features  are  significant  and  deserve  careful 
consideration. 

Section  15  establishes  an  Advisory  Council  on  tlie  patent  system, 
report  ino-  to  the  Secretary  of  Commerce  on  l)ow  the  system  is  serving 
the  public  interest.  The  Comicil  could  recommend  further  ways  to 
impro\-e  the  quality  of  U.S.  patents.  We  support  the  idea  of  an  Ad- 
visory Council  and  the  appointment,  of  civilian  members,  but  we  op- 
pose any  jjublication  by  such  a  Council  or  the  Patent  Offi.ce  of  patent 
q^uality  ratings.  Directing  attention  to  improved  search  and  examina- 
tion, rather  than  using  round-about  methods  such  as  general  publica- 
tion, is  more  likely  to  upgrade  patent  quality. 

Section  41  of  S.  1042  authorizes  the  Patent  Office,  rather  than  the 
C<ongres  ^,  to  determine  patent  fees,  based  upon  a  desired  rate  of  re- 
covery specified  by  Congress.  Our  members  oppose  this  proposed  dele- 
gation of  fee-making  authority  to  the  Connnissioner  of  Patents.  Con- 
gress should  retain  such  authority,  not  only  over  the  types  of  payments 
required  but  also  as  to  the  amounts.  We  M'ould  oppose,  for  example, 
the  imposition  of  patent  maintenance  fees. 

Section  106  of  S.  1042  declares  categorically  that  computer  programs 
shall  not  be  patentable.  We  believe  this  provision  is  a  too  drastic  and 
quick  answer  to  a  new  and  perplexing  problem  for  the  Patent  Office. 
Further  study  should  be  given  to  alternative  solutions  for  deteniiining 
what  is  and  Avhat  is  not  patentable  in  the  field  of  computer  software, 
instead  of  immediately  removing  a  vast  now  body  of  technology  from 
patent  consideration.  The  final  determination  should  be  fair  to  all 
concerned,  manufacturers  of  machinery,  developers  of  programs,  and 
users  of  programed  equipment. 

From  the  President's  Commission  report,  it  is  clear  that  tliis  section 
is  directed  in  large  part  to  difficulties  within  the  Patent  Office  in 
handling  a  new  technology  (e.g.  classification,  search  files).  If  the 
Patent  Office  is  to  be  the  servant  of  the  patent  system,  the  more  appro- 
priate solution  is  to  generate  the  needed  files  and  expertise  within  the 
office  and  not  to  legislate  a  troublesome  area  out  of  the  patent  system. 
Industiy  is  learning  to  cope  with  programs  and  related  subject  mat- 
ter— so  can  the  Patent  Office. 

It  should  be  noted  that  even  if  some  defined  are  of  computer  pro- 
graming technology  were  to  be  made  "nonstatutory,"  the  Patent  Office 
would  still  have  the  burden  of  classifying  and  searching  the  computer 
))r()graming  literature  because  of  the  close  interplay  between  the 
liardware  and  software  technologies.  Otherwise,  either  patents  in 
hardware  technology  would  have  to  be  issued  M'ithout  a  complete 
search,  or,  hardware  would  have  to  be  made  nonstatutoi-y  also. 

Furthermore,  it  is  widely  recognized  that  a  major  problem  in  this 
area — as  in  any  new  technology — is  one  of  terms  and  definition.  Any 
attempt  now  to  define  an  excluded  area  is  almost  certain  to  result  in 
creating  not  only  confusion  but  also  a  substantially  enlarged  or 
diminished  excluded  area  than  intended,  when  an  attempt  is  made  5  or 
l(t  years  hence  to  interpret  the  terms  used  now.  Furtlier,  excei)t  with 
respect  to  a  relatively  narrow  exclusion  in  the  Atomic  Energy  Act,  a 
legislative  exclusion  of  a  defined  area  of  technology  is  without 
precedent. 


455 

The  best  way  for  the  doubts  and  uncertainties  noted  by  the  (Com- 
mission to  be  resolved  is  through  gradual  evolution  in  the  courts  Avliere 
real  questions  based  on  real  situations  can  be  presented  and  considered 
in  an  ad  versa  r}^  environment. 

Economics  alone  argues  for  strong  rather  than  weak  j^atent  protec- 
tion. The  investment  in  data  processing  in  the  United  States  is  grow- 
ing at  a  rapid  rate.  Ten  years  ago,  the  investment  mix  in  this  software 
and  liardware  Avas  heavily  on  the  hardware  side.  Currently,  it  is 
roughly  balanced,  but  it  is  estimated  that  by  1970  more  than  70  per- 
cent of  the  investment  will  be  in  software. 

The  patent  system — and,  of  course,  the  Patent  Office — has  grown 
to  embrace  many  complex  and  esoteric  technologies  far  beyond  the 
realm  of  the  imagination  of  its  founders.  Given  a  chance,  it  can  em- 
brace computer  programing  as  well.  In  fact,  with  the  aid  of  the  very 
technology  of  computer  programing,  the  Commission  may  well  be  able 
to  solve  this  particular  problem. 

Section  147  of  S.  1042  provides  that  decisions  of  the  Court  of  Cus- 
toms and  Patent  Appeals  (CCPA)  be  reviewable  by  the  U.S.  Court 
of  Appeals  for  the  District  of  Columbia,  on  request  of  either  the 
applicant  or  the  Patent  Office,  thus  adding  a  new  and,  we  feel,  unneces- 
sary stage  to  the  present  appeals  process. 

Section  148  of  S.  1042  declares  that  decisions  of  the  Patent  Office 
refusing  a  claim  shall  be  given  a  presumption  of  correctness  and  "such 
decision  shall  be  upheld  unless  it  is  without  substantial  basis  or  not  in 
accordance  Avith  laAv."  Such  presumption  should  not  be  broader  than 
that  accorded  the  similar  decision  of  any  other  administrative  agency. 
Thus,  we  recommend  that  this  quoted  portion  be  stricken  from  sec- 
tion 148. 

Section  154  provides  that  the  term  of  a  patent,  now  17  years,  be  meas- 
ured from  the  date  of  filing  an  application  rather  than  from  the  date 
of  issuance  of  the  patent,  and  extends  the  term  to  20  years.  We  support 
the  revised  term  of  patent  grants  and  favor  extending  the  term  for  any 
required  period  of  delay  owing  to  reasons  of  national  security.  "We  also 
propose  that  extensions  be  given  for  the  delay  of  an  application  for- 
warded for  review  as  required  by  the  Atomic  Energy  Commission  and 
NASA.  Some  of  these  reviews  may  otherwise  cut  6  to  9  months  from 
the  term  of  a  patent,  resulting  in  a  form  of  discrimination  against 
contractors  filing  the  affidavits  required  under  law. 

Section  271  provides  that  importation  into  the  United  States  of  a 
product  made  abroad  by  a  process  patented  in  the  United  States  shall 
constitute  patent  infringement,  provided  j^atent  protection  is  not  a^-ail- 
able  in  the  foreign  country.  We  support  the  imposition  of  patent  in- 
fringement liability  in  such  instances,  but  we  question  the  qualification 
in  subsection  271(b)  of  S.  1042  that  process  protection  not  first  be 
available  in  the  foreign  country. 

Section  273  of  S.  1042  provides  an  interim  remedy  for  unauthorized 
practice  of  an  invention  during  the  period  of  citation  after  publica- 
tion, which  we  favor.  But  we  believe  that,  in  order  to  be  consistent  Avith 
our  vieAV  that  publications  be  automatic  only  after  the  aiDj)lication  is 
alloAvable,  this  remedy  should  be  limited  to  those  cases  involving  the 
alloAA'ed  claims  so  published.  The  mere  presence  of  a  claim  in  an  appli- 
cation at  some  time  prior  to  publication  should  not  be  sufficient  basis 
for  liability. 
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Section  294  of  S.  1042  provides  that  a  final  judicial  determination 
declaring  a  patent  claim  invalid  shall  be  in  rem  so  that  no  further 
cases  of  infringement  of  the  claim  can  be  brought  by  the  patentee 
in  another  Federal  court.  Section  294  further  provides  that  a  decision 
limiting  the  scope  of  a  claim  shall  constitute  an  estoppel  against  the 
patentee  to  urge  a  broader  interpretation  of  that  claim  in  further 
litigation.  We  feel  that  the  principle  of  in  rem  invalidity  should  be 
applied  only  to  the  cancellation  of  the  claims  held  invalid. 

ESTABLISHMENT  OF  REGIONAL  SEARCH  CENTERS — S.  13  7  7 

The  chamber  recommends  enactment  of  S.  1377,  by  Senator  Nelson, 
and  we  favor  the  establishment  initially  of  not  more  than  two  addi- 
tional patent  search  centers  in  the  United  States. 

The  objectives  of  S.  1377  are  consistent  with  the  objectives  of  patent 
law  reform  and  procedural  improvements  intended  in  the  legislation 
under  consideration. 

We  feel  that  the  additional  patent  search  centers  would  provide  more 
opportunity  for  industij  and  individuals  to  examine  existing  patents 
and  the  prior  art  that  has  been  cited.  These  records  should  consist  of  all 
U.S.  patent  literature  classified  according  to  the  Patent  Office  system. 
This  information  Avould  supplement  the  present  filing  of  copies,  by 
patent  number,  in  some  20  large  libraries  around  the  country.  It  would 
provide  ready  access  to  the  detailed  tecluiology,  which  is  usually  the 
most  important  element  of  patent  information. 

In  addition  to  approval  by  the  Patent  System  Advisory  Panel,  sup- 
port for  the  objectives  of  S.  1377  was  voted  by  the  chamber's  science 
and  technology  committee  and  the  board  of  directors. 

SUMMARY 

The  Chamber  of  Commerce  of  the  United  States  recommends  that 
the  Congress  enact  such  legislation  as  will  beneficially  revise  the  U.S. 
patent  laws  and  provide  for  upgrading  and  improving  the  operations 
of  the  Patent  Office. 

S.  1042  we  believe  goes  to  far — further  than  is  necessary  to  maintain 
our  patent  system  as  the  best  in  the  world.  The  objectives  of  good 
patent  legislation  are  more  nearly  accomplished  in  S.  2597. 

The  chamber's  statement  has  pointed  out  several  Avays  in  which  we 
believe  (^ongress  can  preserve  the  best  in  our  system  and  make  it  an 
even  better  model  for  other  nations  of  the  world : 

We  favor  retaining  an  appropriate  grace  period  following  public  disclosure  of 
an  invention ;  a  defense  of  prior  invention ;  and  provision  of  limited  interference 
proceedings  for  settling  contests  between  competing  applications  in  favor  of  the 
true  first  inventor. 

We  support  publication  of  applications  only  after  allowance,  and  the  citation 
of  prior  art  following  publication. 

We  oppose  provision  for  deferred  examination  as  a  solution  to  current  problems. 

We  oppose  elimination  of  "computer  programs"  from  the  patent  system  and 
recommend  further  study  of  the  problems  of  providing  patent  protection  for  this 
subject  matter. 

W(»  approve  changing  the  term  of  patents  to  20  years  from  date  of  filing. 

We  support  the  provision  of  a  remedy  for  process  patent  infringement  by 
importiitioii,  preferably  without  exempting  importation  from  countries  which 
provides  process  patent  protection. 
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The  U.S.  patent  system  was  designed  to  promote  progress  in  the  use- 
ful arts.  In  doing-  this,  it  has  unquestionably  promoted  the  general  wel- 
fare. Any  changes  in  this  system  should  therefore  be  desio-iietl  to  make 
it  even  more  responsive — as  it  has  been  for  more  than  175  years^to 
the  needs  of  our  investors,  our  industry,  our  investors  in  innovation, 
and  to  the  jjublic  in  general. 

I  thank  you,  sir. 

Senator  McClellan.  Thank  you. 

Does  your  associate  wish  to  make  comment? 

Mr.  Adams.  No,  thank  you. 

(The  prepared  statement  of  Mr.  Metcalf  appears  as  follows:) 

Testimony  for  the  Chamber  of  Commerce  of  the  United  States  by 
George  F.  Metcalf 

I  am  George  F.  Metcalf,  Vice  President  of  the  Aerospace  Group,  Martin  Marietta 
Corporation,  Baltimore,  Maryland.  I  am  appearing  on  behalf  of  tlie  Chamber 
of  Commerce  of  the  United  States,  a  national  federation  with  an  underlying 
membership  of  more  than  4,600,000  individuals  and  firms.  During  my  entire  pro- 
fessional career  in  the  field  of  industrial  research  and  engineering,  I  have  had 
a  continuing  concern  for  patents.  Before  joining  the  INIartin  Company  in  1962,  I 
was  employed  for  34  years  with  the  General  Electric  Company. 

I  am  a  director  of  the  National  Chamber  and  served  as  chairman  of  its 
Patent  System  Advisory  Panel. 

We  appreciate  this  opportunity  to  testify  before  the  subcommittee  and  to 
discuss  proposals  which  have  been  made  to  revise  the  patent  laws  of  the  United 
States. 

The  Chamber  supports  many  provisions  of  the  bills  before  this  subcommittee 
to  revise  U.S.  patent  laws  and  modernize  patent  practice.  We  favor  such  coordi- 
nated changes  as  will  demonstrably  raise  the  quality  and  reliability  of  patents, 
hasten  the  disclosure  of  new  technology,  and  reduce  the  time  and  expense  of 
obtaining  and  enforcing  patents. 

We  agree  that  some  modification  of  the  present  system  is  desirable.  Our  posi- 
tion, in  general,  however,  is  that  the  Administration  bill  (S.  1042)  is  too  drastic 
and  will  not  necessarily  bring  about  change  for  the  better.  Another  comprehensive 
bill  (S.  2597),  while  preserving  many  features  of  the  present  patent  law,  includes 
worthwhile  changes  which  would  enable  the  patent  system  to  better  meet  the 
challenge  of  an  expanding  technological  era. 

I  shall  take  up  these  bills  in  detail  later  in  our  testimony,  but  first  I  would  like 
to  tell  the  subcommittee  why  the  Chamber  is  concerned  with  a  viable  patent  sys- 
tem and  how  our  position  on  patent  revision  was  developed. 

We  have  followed  closely  the  work  of  the  President's  Commission  on  the  Patent 
System,  and  our  Advisory  Panel  studied  its  resulting  report  which  was  released 
in  December  of  1966.  We  have  considered  the  views  of  numerous  organizations 
and  individuals  and  have  noted  their  comments  on  the  Commission's  recom- 
mendations to  the  President. 

We  have  studied  S.  1042  which  was  introduced  on  request  of  the  Administration 
and  other  bills,  especially  S.  2597  v/ith  certain  proposed  amendments. 

Recommendations  of  our  Advisory  Panel  as  to  applicable  principles  were 
approved  by  the  Chamber's  Board  of  Directors  on  June  30,  1967.  This  statement 
is  based  on"  the  positions  thus  determined  on  specific  features  of  the  legislation. 

(Incidentally,  the  Advisory  Panel  was  composed  of  19  members,  about  half  of 
whom  are  patent  attorneys  and  half  business  executives  engaged  in  technical 
and  research  activities.  Practically  every  member  participated  in  each  phase  of 
the  Panel's  work.) 

While  supporting  the  objectives  stated  by  the  President's  Commission,  the 
Panel  agreed  that  these  objectives  had  not  been  fully  met,  either  in  the  specific 
recommendations  of  the  Commission  or  in  the  Administration  bill. 

The  Chamber  appreciates,  as  many  responsible  organizations  and  individuals 
also  do,  that  some  proposals  go  too  far — are  too  much  of  a  departure  from  present 
law— and  that  disadvantages  may  well  outweigh  advantages.  It  is  evident  that 
persons  who  are  close  to  the  implementation  of  patent  law,  both  in  obtaining 
and  in  protecting  patents,  feel  unwilling  to  support  the  Administration  proposal 
unless  major  objections  are  removed. 
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Considerable  concern  has  been  expressed  that  hasty  action  may  be  taken  by 
the  Congress  to  revise  long-standing  patent  law,  without  thorough  study  and 
consideration  of  the  consequences.  AVe  believe  that  detailed  analysis  is  vitally 
needed,  and  that  expert  testimony  must  be  brought  to  bear  on  major  provisions 
of  the  bills.  We  would  point  for  comparison  to  copyright  law  revision,  legislation 
for  which  has  been  subject  to  patient  and  careful  study  by  this  subcommittee. 
As  a  basic  approach,  we  would  suggest  that  no  change  be  adopted  until  its  cost, 
both  in  dollars  and  in  the  impairment  of  valuable  property  rights,  has  been  most 
carefully  weighed. 

Although  a  major  objective  of  the  legislation  is  said  to  be  to  "bring  the  U.S. 
patent  system  more  closely  into  harmony  with  those  of  other  nations,"  hasty 
action  might  easily  produce  more  discord  than  harmony.  The  Congress  would 
want  to  be  certain,  for  example,  whether  some  foreign  practices  are,  as  alleged, 
better  than  our  present  practices  and  that  adoption  would  be  a  definite  advantage 
to  U.S.  inventors  and  manufacturers.  If.  on  the  other  hand,  it  is  determined  that 
our  law  is  better.  Congress  should  hold  ours  and  urge  other  nations  to  take 
the  necessary  steps  toward  harmonization. 

AVith  these  preliminary  observations  on  the  record,  we  now  turn  to  a  consider- 
ation of  specific  provisions  of  the  pending  bills. 

First  to  File 

The  fundamental  approach  of  the  Commission's  recommendations  and  of 
S.  1042  is  a  shift  from  a  so-called  "first-to-invent"  to  a  "first-to-file"  .system  for 
determining  the  award  of  a  patent  between  contesting  inventors.  Proponents 
have  asserted  that  this  basic  change  is  essential  to  the  attainment  of  the  several 
inter-related  objectives  identified  by  the  Commission. 

While  there  is  no  question  that  we  do  live  in  a  period  of  "exploding  technology." 
the  underlying  assumption  of  the  Commission  that  the  Patent  Ofiice  faces  an 
insoluble  crisis  and  can  no  longer  function  in  any  meaningful  way  without  such 
a  complete  reform  of  the  existing  patent  law  does  not  appear  supported  by  the 
facts.  Testimony  thus  far  offered  and  the  public  statements  of  Department  of 
Commerce  and  Patent  OSice  ofiicials  on  the  whole  suggest  that  the  backlog 
problem,  which  is  the  basis  for  most  attacks  leveled  against  the  existing  patent 
system,  is  internal  to  the  Patent  Ofiice  and  can  be,  and  is  being,  solved  by 
approaches  available  within  existing  law. 

Further,  one  may  question  whether  the  proposed  shift  to  a  new  first-to-file 
system  really  attacks  this  backlog  problem,  since  it  is  reported  that  all  of  the 
world's  major  patent  offices,  many  of  which  do  use  the  first-to-file  system,  are 
suffering  from  increasing  backlogs  which  are  in  many  cases  more  serious  than 
those  of  the  U.S.  Patent  OflSce. 

We  note  that  the  rules  governing  interferences  have  been  modified  recently  by 
the  Patent  Office  with  the  objective  of  limiting  the  number  of  interferences 
declared.  Such  changes  emphasize  the  fact  that  existing  law  normally  results 
in  the  award  of  the  patent  to  the  first  inventor  to  file — subject  to  the  important 
right  of  the  actual  first  inventor  to  contest  priority  in  a  specified  set  of 
circumstances. 

S.  2507.  also,  provides  for  issuance  of  the  patent  to  the  first  to  file  and  preserves 
the  opportunity  for  the  first  inventor  to  prove  priority.  We  feel  strongly  that 
such  a  limited  interference  proceeding  should  be  retained  in  order  to  avoid  the 
race  to  the  Patent  Office,  the  filing  of  ill-prepared  applications  on  untested 
inventions,  and  the  installation  of  a  system  which  favors  the  opportunist  over 
the  careful  researcher. 

It  seems  reasonable  to  us  that  this  limited  interference  proceeding  should  be 
such  that  the  burden  of  determining  that  a  contest  as  to  inventorship  exists  and 
of  estaltlishing  a  case  for  initiation  of  the  proceeding  should  be  on  the  second 
party  to  file,  rather  than  on  the  Patent  Office.  In  order  to  reduce  the  period  of 
iinr-prtainty  as  to  the  validity  of  issued  patents,  opportunity  for  such  initiation 
should  be  restricted  to  those  second  to  file  parties  whose  applications  were  filed 
within  a  year  following  the  filing  date  of  the  first  to  file  party  and  were  copending 
prior  to  the  publication  of  the  application  of  the  first  party. 

Some  provision  should  be  made  to  protect  the  first  party  to  file  against  the 
inadvertent  issiiance  by  the  Patent  Office  of  a  patent  to  a  later  filing  party.  This 
could  oecnr  by  reason  of  the  fact  that,  as  proposed  in  S.  1042.  the  Patent  Office 
would  not  have  the  obligation  to  make  interference  searches.  There  is  the  further 
possiliility  that  applications  would  not  in  every  case  be  examined  in  the  order 
of  filing  dates.   In   such  circumstances,   consideration   should   be  given   as  to 
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whether  the  senior  applicant  should  be  freed  of  the  restrictions  as  to  copendency 
and  filing  date. 

Effect  of  Prior  Invention 

AVe  recognize  the  attractiveness  of  a  system  in  which  the  factual  situation 
that  would  permit  a  junior  applicant  to  prevail  in  an  interference  should  be 
equally  effective  both  to  defeat  a  charge  of  patent  infringement  brought  by  one 
who  was  not  the  true  first  inventor  or  to  defeat  the  grant  of  a  patent  if  brought 
forth  during  the  citation  period  provided  by  either  of  the  bills  under  comment. 

Defense  of  prior  invention.— We  do  feel  that  prior  invention  should  be  an 
absolute  defense,  available  to  anyone  charged  with  infringement.  Although  such 
a  defense  would  be  of  use  primarily  to  the  fii'st  inventor,  who  for  some  reason 
decided  not  to  seek  patent  protection,  we  favor  its  applicability  on  behalf  of  other 
defendants  because  of  the  basic  belief  that  the  public  should  not  be  forced  to 
pay  tribute  to  one  who  is  not  the  first  inventor  but  has,  nevertheless,  obtained 
a  patent. 

Citation  of  art. — On  the  other  hand,  citation  during  a  citation  period  of  prior 
invention,  not  evidenced  by  publication,  public  use  or  sale  appears  undesiral)lc 
despite  the  sui)erficial  attractiveness  of  a  symmetrical  system  of  the  kind  alluded 
to  previously,  because  the  nature  of  proof  would  be  such  as  to  hinder  the  operation 
of  the  Patent  Office  in  the  prompt  issue  of  patents.  While  it  is  relatively  easy  to 
evaluate  proof  in  tlie  form  of  documents  or  publicly  recorded  acts,  private  prior 
invention  would  require  ex  parte  determinations  by  the  Patent  Ofiiee,  which 
should  more  proi^erly  be  made  by  a  court  in  full  inter  partes  procedures. 

Citation  of  art,  in  our  view,  should  thus  be  limited  to  patents,  publications,  and 
instances  of  documented  public  use  or  public  sale  which  would  be  of  interest  in 
connection  with  the  issue  of  the  patentability  of  the  claims  in  published  applica- 
tions. As  now  is  tlie  ca.se,  the  applicant  against  whom  such  material  is  cited  should 
have  the  opportunity  of  carrying  the  date  of  his  invention  back  under  a  procedure 
.such  as  that  of  Rule  131  to  avoid  the  effect  of  any  such  citation  which  does  not 
constitute  a  statutory  bar. 

Grace  Period 

The  grace  period  of  one  year  after  piiblication,  public  use  or  sale,  now  available 
to  inventors  who  wish  to  avaluate  or  perfect  their  inventions  prior  to  entering 
the  Patent  Office,  is  abolished  by  S.  1042  as  inconsistent  with  the  institution  of  a 
first-to-file  system.  No  other  reason  is  advanced  for  abolition  of  this  concept.  In 
view  of  our  position  regarding  the  preservation  of  limited  interferences,  we 
strongly  favor  retention  of  the  grace  period  to  prevent  the  well-known  abuses 
which  could  be  expected  in  its  absence. 

Preliminary  Application 

The  Commis.sion,  and  presumably  the  drafters  of  S.  1042,  have  recognized  the 
shortcomings  of  a  first-to-file  system  without  the  equivalent  of  the  modifications 
just  enumerated.  They  have  provided  for  a  system  of  preliminary  applications 
which  would  serve  to  establish,  hopefully  at  little  expense  to  the  inventor,  the 
facts  of  inventorship  in  such  a  way  as  to  permit  early  publication  of  inventions 
and  the  elimination  of  the  extensive  record  keeping  and  uncertainties  now  charged 
against  current  interference  practice  under  the  present  law.  Examination  of 
Section  120  of  S.  1042,  however,  indicates  that  the  preliminary  application  fails 
in  every  respect  to  meet  these  requirements. 

A  preliminary  application,  as  defined,  differs  from  the  complete  application 
under  the  present  law  in  only  two  respects.  First,  it  need  not  make  ritual  reference 
to  a  description  of  the  drawings  and,  second,  it  need  not  include  any  claim 
defining  the  invention  sought  to  be  protected.  It  offers  protection  to  its  author, 
however,  only  to  the  extent  that  it  clearly  discloses  the  invention  sought  to  be 
claimed  in  the  later  filing  which  perfects  and  completes  the  application. 

In  view  of  the  fact  that  the  Patent  Office  routinely  accepts  complete  applications 
under  the  present  practice,  even  though  various  formal  requirements  are  not  met 
and  even  though  only  a  .single  claim  not  meeting  all  the  formal  requirements  is 
presented,  there  would  be  little  or  no  saving  in  the  filing  of  a  new  kind  of  pre- 
liminary application.  Either  the  inventor  himself  may  prepare  a  complete  applica- 
tion with  little  extra  effort  beyond  that  required  for  the  proposed  preliminary 
and  take  his  chances  as  to  its  eventual  adequacy,  or  he  may  make  the  investment, 
which  will  ultimately  be  required  anyway,  in  the  services  of  a  patent  attorney  to 
assure  that  the  preliminary  application  is  adequate  in  the  fir.st  place.  Under  the.^e 
circumstances  the  suggested  .savings  do  not  appear  real. 
SC-218— 68— pt.  2 6 
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We  see  no  need  for  a  preliminary  application  as  proposed.  Informal  applications 
which  meet  the  present  requirements  of  Section  112  would  not  necessarily  re- 
quire correction  or  perfection  until  the  case  is  reached  for  examination.  Then  the 
applicant  could  decide  whether  to  draft  a  full  set  of  claims  and  formal  drawings. 

Such  a  procedure  could  be  advantageous  to  the  "small"  inventor.  It  could  be 
instituted  without  the  necessary  result  of  the  proposal  of  S.  1042  that  examination 
of  all  applications  be  automatically  deferred  for  one  year. 

Elimination  of  Uncertainty 

Three  interrelated  features  of  the  Administration  bill  are :  the  broadened 
dentinition  of  prior  art,  the  automatic  publication  of  pending  applications,  and 
the  provision  of  an  opportunity  for  the  public  to  assist  by  the  citation  of  art  and 
in  revocaion  proceedings  to  block  the  grant  of  patents  with  invalid  claims.  All 
of  these  features  are  directed  to  the  goal  of  eliminating  uncertainty  as  to  the 
validity  of  issued  patents. 

Prior  art. — Prior  art  would  be  defined  to  include  public  knowledge,  use  and  sale 
in  foreign  countries.  While  this  would  make  more  art  potentially  available,  it 
introduces  great  uncertainty,  since  no  means  exists  for  readily  establishing  the 
existence  of  such  art.  Greater  expense  and  greater  uncertainty,  inevitably 
follow,  when  acts  in  foreign  countries  not  reported  by  publication  must  be  relied 
upon.  In  any  legislation,  prior  art  should  be  limited  to  those  things  considered 
under  present  law,  rather  than  to  the  definition  in  Section  102  of  S.  1042. 

Publication. — The  automatic  publication  of  applications  as  proposed  in  S.  1042, 
instead  of  increasing  the  speed  of  dissemination  of  new  technology,  can  only  cause 
proliferation  of  untested  ideas  which  can  be  inserted  in  the  literature  without  the 
benefit  of  review  or  editing  by  anyone.  The  Patent  Office  should  not  become  a 
publishing  house  for  unevaluated  speculations.  At  the  same  time,  the  existence  of 
the  threat  of  unexamined  applications,  as  outlines  for  possible  future  infringement 
suits,  appears  greatly  to  increase  the  uncertainty  facing  one  who  would 
commercialize  new  technology. 

It  is  recognized  that  the  automatic  publication  of  pending  applications  is 
required  if  third  parties  are  to  assist  the  Patent  Office  by  citing  art  during  the 
prosecution  process ;  and  such  citation  of  art  may  be  useful.  It  is  recommended, 
therefore,  that  the  advantages  of  citation  of  art  be  retained  without  the  dis- 
advantages of  unverified  publication  of  patent  applications.  This  can  be  done  by 
requiring  publication  only  after  examination  and  allowance.  Publication  at  request 
of  applicant,  if  included,  .should  be  accompanied  by  a  fee  sufficiently  high  to 
discourage  use  of  the  Patent  Office  as  a  publishing  house. 

fitandhy  Institution  of  Deferred  Examination 

The  authority  proposed  to  be  given  under  Sections  191-104  of  S.  1042  .should 
not  be  enacted  at  this  time.  We  understand  that  the  Patent  Office  does  not  desire 
this  authority  to  institute  a  deferred  examination  procedure  and,  in  fact,  has 
stated  it  would  not  use  it  even  if  authorized.  The  concept  of  deferral  raises  serious 
questions  and  poses  practical  problems,  none  of  which  need  to  be  faced  at  this 
time. 

Other  Changes 

In  addition  to  the  major  provisions  of  S.  1042  which  we  have  discussed,  several 
other  features  are  significant  and  deserve  careful  consideration. 

Section  15  establishes  an  Advisory  Council  on  the  Patent  System,  reporting 
to  the  Secretary  of  Commerce  on  how  the  system  is  serving  the  public  interest. 
The  Council  could  recommend  further  ways  to  improve  the  quality  of  U.S.  patents. 
We  support  the  idea  of  an  Advisory  Council  and  the  appointment  of  civilian 
members,  but  we  oppose  any  publication  by  such  a  Coiuicil  or  the  Patent  Office 
of  patent  quality  ratings.  Directing  attention  to  improved  search  and  examination, 
rather  than  using  round-about  methods  such  as  general  publication,  is  more  likely 
to  upgrade  patent  quality. 

Section  41  of  S.  1042  authorizes  the  Patent  Office,  rather  than  the  Congress, 
to  determine  patent  fees  based  upon  a  desired  rate  of  recovery  specified  by  Con- 
gress. Our  members  oppose  this  propo.sed  delegation  of  fee-making  authority  to 
the  Commissioner  of  Patents.  Congress  should  retain  such  authority,  not  only 
over  the  types  of  payments  required  but  also  as  to  the  amounts.  We  would  oppose, 
for  example,  the  impositicm  of  patent  maintenance  fees. 

Section  106  of  S.  1042  declares  categorically  that  computer  programs  shall  not 
be  patentable.  We  believe  this  provision  is  a  too-drastic  and  quick  answer  to  a 
new  and  perplexing  problem  for  the  Patent  Office.  Further  study  .should  be  given 
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to  alternative  solutions  for  determining  what  is  and  what  is  not  patentable  in 
the  field  of  computer  software,  instead  of  immediately  removing  a  vast  body  of 
technology  from  patent  consideration.  The  final  determination  should  i>e  fair  to 
all  concerned — manufacturers  of  machinery,  developers  of  programs,  and  users 
of  programmed  equipment. 

From  the  President's  Commission  report,  it  is  clear  that  this  section  is  directed 
in  large  part  to  difficulties  within  the  Patent  Office  in  handling  a  new  technology 
(e.g.  classification,  search  files).  If  the  Patent  Office  is  to  tx'  the  servant  of  the 
patent  system,  the  more  appropriate  solution  is  to  generate  the  needed  files  and 
expertise  within  the  Office  and  not  to  legislate  a  troublesome  area  out  of  the 
patent  system.  Industry  is  learning  to  cope  with  programs  and  related  subject 
matter — so  can  the  Patent  Office. 

It  should  be  noted  that  even  if  some  defined  area  of  computer  programming 
technology  were  to  be  made  "non-statutory,"  the  Patent  Oflice  would  still  have 
the  burden  of  classifying  and  searching  the  computer  programming  literature 
because  of  the  close  interplay  between  the  hardware  and  software  technologies. 
Otherwise,  either  patents  in  hardware  technology  would  have  to  be  issued  without 
a  complete  search,  or,  hardware  would  have  to  be  made  non-statutory  also. 

Furthermore,  it  is  widely  recognized  that  a  major  problem  in  this  area — as 
in  any  new  technology — is  one  of  terms  and  definition.  Any  attempt  noiv  to 
define  an  excluded  area  is  almost  certain  to  result  in  creating  not  only  con- 
fusion but  also  a  substantially  enlarged  or  diminished  excluded  area  than  in- 
tended, when  attempting  5  or  10  years  hence  to  interpret  the  terms  used  now. 
Further,  except  with  respect  to  a  relatively  narrow  exclusion  in  the  Atomic 
Energy  Act,  a  legislative  exclusion  of  a  defined  area  of  technology  is  without 
precedeut. 

The  best  way  for  the  doubts  and  uncertainties  noted  b.v  the  Commission  to 
be  resolved  is  through  gradual  evolution  in  the  courts  where  real  questions 
based  on  real  situations  can  be  presented  and  considered  in  an  adversary 
environment. 

Economics  alone  argues  for  strong  rather  than  weak  patent  protection.  The 
investment  in  data  processing  in  the  United  States  is  growing  at  a  rapid  rate. 
Ten  years  ago,  the  investment  mix  in  this  software  and  hardware  was  heavily 
on  the  hardware  side.  Currently,  it  is  roughly  balanced,  but  by  1970  it  is  esti- 
mated that  70  i>er  cent  of  the  investment  will  be  in  software. 

The  i>atent  system — and,  of  course,  the  Patent  Office— has  gro'mi  to  embrace 
many  complex  and  esoteric  technologies  far  beyond  the  realm  of  the  imagina- 
tion of  its  founders.  Given  a  chance,  it  can  embrace  computer  programing  as 
well.  In  fact,  with  the  aid  of  the  very  technology  which  the  Commission  would 
exclude,  it  may  do  it  better ! 

Section  lJf7  of  S.  1042  provides  that  decisions  of  the  Court  of  Customs  and 
Patent  Appeals  (CCPA)  be  reviewable  by  the  U.S.  Court  of  Appeals  for  the 
District  of  Columbia,  on  request  of  either  the  applicant  or  the  Patent  Office, 
thus  adding  a  new  and,  we  feel,  unnecessary  stage  to  the  present  appeals  process. 

Section  148  of  S.  1042  declares  that  decisions  of  the  Patent  Offic*e  refusing  a 
claim  shall  be  given  a  presumption  of  correctness  and  "such  decision  shall  be 
upheld  unless  it  is  without  substantial  basis  or  not  in  accordance  with  law." 
Such  presumption  should  not  be  broader  than  that  accorded  the  decision  of 
any  other  administrative  agency.  Thus,  we  recommend  that  this  quoted  portion 
be  stricken  from  Section  148. 

Section  15-'i  provides  that  the  term  of  a  patent,  now  17  years,  be  measured  from 
the  date  of  filing  an  application  rather  than  from  the  date  of  issuance  of  the 
patent,  and  extends  the  term  to  20  years.  We  support  the  revised  term  of  patent 
grants  and  favor  extending  the  term  for  any  required  period  of  delay  owing 
to  reavsons  of  national  security.  We  also  proposed  that  extensions  be  given  for  the 
delay  of  an  application  forwarded  for  review  as  I'equired  by  the  Atomic  Energy 
Commission  and  NASA.  Some  of  these  reviews  may  otherwise  cut  (>-9  montli'^ 
from  the  term  of  a  patent,  resulting  in  a  form  of  discrimination  against  con- 
tractors filing  the  affidavits  required  under  law. 

Section  271  provides  that  importation  into  the  United  States  of  a  product 
made  abroad  by  a  process  patented  in  the  United  States  shall  constitute  patT^nt 
infringement,  provided  patent  protection  is  not  available  in  the  foreign  countr.v. 
We  support  the  imposition  of  patent  infringement  liability  in  such  instances,  but 
we  question  the  qualification  in  subsection  271(b)  of  S.  1042  that  process  protec- 
tion not  first  be  available  in  the  foreign  country. 

Section  273  of  S.  1042  provides  an  interim  remedy  for  unauthorized  practice 
of  an  invention  during  the  period  for  citation  after  publication,  which  we  favor. 
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But  we  believe  that,  in  order  to  l)e  consistent  with  our  view  that  publication  be 
automatic  only  after  the  applicalion  is  allowable,  this  remedy  should  be  limited 
to  those  cases  involving  the  allowed  claims  so  published.  The  mere  presence  of 
a  claim  in  an  application  at  some  time  prior  to  publication  should  not  be  suffi- 
cient basis  for  liability. 

Section  294  of  S.  1042  provides  that  a  final  judicial  determination  declaring  a 
patent  claim  invalid  shall  be  in  rem  so  that  no  further  cases  of  infringement 
of  the  claim  can  be  brought  by  the  patentee  in  another  federal  court.  Section  294 
further  provides  that  a  decision  limiting  the  scope  of  a  claim  shall  constitute  an 
estoppal  against  the  patentee  to  urge  a  l)roader  interpretation  of  that  claim  in 
further  litigation.  We  feel  that  the  principle  of  in  rem  invalidity  should  be 
applied  only  to  tlie  cancellation  of  claims  held  invalid. 

ESTABLISHMENT  OF  REGIOXAL  SEARCH  CENTERS — S.  1377 

The  Chamber  recommends  enactment  of  S.  1377,  by  Senator  Nelson,  and  we 
favor  the  establishment  initially  of  not  more  than  two  additional  patent  search 
centers  in  the  United  States. 

The  objectives  of  S.  1377  are  consistent  with  the  objectives  of  patent  law 
reform  and  procedural  improvements  intended  in  the  legislation  under  considera- 
tion. 

We  feel  that  the  additional  patent  search  centers  would  provide  more  oppor- 
tunity for  industry  and  individuals  to  examine  existing  patents  and  the  prior 
art  that  has  been  cited.  These  records  should  consist  of  all  U.S.  patent  literature 
classified  according  to  the  Patent  Office  system.  This  information  would  supple- 
ment the  present  filing  of  copies,  by  patent  number,  in  .some  20  large  libraries 
around  the  country.  It  would  provide  ready  access  to  the  detailed  technology, 
which  is  usually  the  most  important  element  of  patent  information. 

In  addition  to  approval  by  the  Patent  System  Advisory  Panel,  support  for 
the  objectives  of  S.  1377  was  voted  by  the  Chamber's  Science  and  Technology 
Committee  and  the  Board  of  Directors. 

SUMMARY 

The  Chamber  of  Commerce  of  the  United  States  recommends  that  the  Congress 
enact  such  legislation  as  will  beneficially  revise  the  U.S.  patent  laws  and  provide 
for  upgrading  and  improving  the  operations  of  the  Patent  Office. 

S.  1042  we  believe  goes  too  far — farther  than  is  necessary  to  maintain  our 
patent  system  as  the  best  in  the  world.  The  olgectives  of  good  patent  legislation 
are  more  nearly  accomplished  in  S.  2597. 

The  Chamber's  statement  has  pointed  out  .several  ways  in  which  we  believe 
Congress  can  preserve  the  be.st  in  our  system  and  make  it  an  even  better  model 
for  other  nations  of  the  world : 

"We  favor  retaining  an  appropriate  grace  period  following  public  disclosure 
of  an  invention  ;  a  defense  of  prior  invention  :  and  provision  of  limitetl  inter- 
ference proceedings  for  settling  contests  between  competing  applications  in 
favor  of  the  true  first  inventor. 

"We  support  publication  of  applications  only  after  allowance,  and  the  citation 
of  prior  art  following  publication. 

"We  oppose  provision  for  deferred  examination  as  a  solution  to  current 
problems. 

"We  recommend  that  Congress  retain  authority  for  determining  patent  fees 
and  related  charges. 

"We  opi»ose  elimination  of  'computer  programs'  from  the  patent  sy.stem  and 
recommend  further  study  of  the  problems  of  providing  patent  protection  for  this 
subject  matter. 

"We  approve  changing  the  term  of  patents  to  20  years  from  date  of  filing. 

"We  support  the  declaration  of  process  patent  infringement  by  importation, 
preferably  without  exempting  importation  from  countries  which  do  not  provide 
patent  protection." 

The  U.S.  patent  system  was  designed  to  promote  progress  in  the  useful  arts. 
In  doing  this,  it  has  unquestionably  promoted  the  general  welfare.  Any  changes 
in  this  system  should  therefore  be  designed  to  make  it  even  more  resjsonsive — 
as  it  has  been  for  more  than  175  year.s — to  the  needs  of  our  inventors,  our 
indu.stry,  our  investors  in  innovation,  and  to  the  public  in  general. 

Senator  McClellan.  Tlie  next  witness  is  ^h\  R.  L.  Heinde]. 
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STATEMENT  OF  R.  L.  HEINDEL.  MANUFACTURING  CHEMISTS  ASSO- 
CIATION, INC.,  ACCOMPANIED  BY  J.  ARTHUR  YOUNG,  PATENT 
COUNSEL  PHILLIPS  PETROLEUM  CO. 

Mr.  Heixdel.  I  have  with  me  today  Mr.  J.  Arthur  Yoiino;,  patent 
counsel  for  the  Phillips  Petroleum  Co.,  who  was  the  chairman  of  the 
sul)committee  responsible  for  the  draft  upon  which  our  association 
statement  is  largely  based. 

Senator  McClellan.  Very  well.  Let  the  record  so  reflect. 

Mr.  Heindel,  I  see  you  have  a  lengthy  statement. 

Mr.  IIeindel.  Yes,  sir.  I  will  cut  it  short. 

Senator  McClellax.  Do  you  want  to  highlight  it  ? 

Mr.  Heixdel.  I  will,  sir.  I  would  like  to  read  part  of  the  first  page 
because  I  think  it  indicates 

Senator  McClellax.  Read  any  part  of  it  you  want  to  and  indicate 
where  you  are  reading  so  I  can  follow  you.  Any  part  that  you  do 
not  read  will  be  printed  in  the  record. 

Mr.  Heixdel.  Thank  you,  sir. 

Senator  McClellax'.  All  right,  you  may  proceed. 

Mr.  Heixdel.  My  name  is  R.  L.  Heindel  and  I  am  appearing  today 
on  behalf  of  the  Manufacturing  Chemists'  Association,  Inc.  (MCA), 
a  nonprofit  trade  association  of  186  United  States  and  14  Canadian 
company  members  representing  more  than  90  percent  of  the  produc- 
tion capacity  of  basic  industrial  chemicals  within  these  countries.  I 
am  chairman  of  the  MCA  Patent  Committee,  which  is  composed  of 
18  member  company  patent  attorneys  or  executives.  As  for  myself,  I 
am  manager  of  the  International  Section  of  the  Patent  Department  of 
the  Dow  Chemical  Co. 

At  the  outset,  I  wish  to  emphasize  that  the  subje<?t  of  patents  is  an 
extremely  important  one  to  the  chemical  industry.  As  you  know,  our 
industry  spends  more  of  its  own  money  on  research  and  development 
than  any  other.  During  1966,  for  example,  it  has  been  estimated  that 
some  $1.3  billion  was  expended  by  the  chemical  industry  on  research 
and  development.  Further  proof  of  our  vital  interest  in  this  subject 
lies  in  the  fact  that  more  than  20  percent  of  all  U.S.  patents  issued  are 
cliemical  patents. 

We  wish  to  express  our  appreciation  to  you  gentlemen  for  this  oppor- 
tunity to  present  the  views  of  our  association  on  the  various  provisions 
of  S.  1042  which  contains  major  revisions  of  the  patent  laws,  prin- 
cipally title  35  of  the  United  vStates  Code.  In  general,  these  proposed 
revisions  embody  most  of  the  recommendations  made  in  the  report,  of 
tlie  President's  Commission  on  the  patent  system.  The  Manufacturing 
Chemists  Association  believes  that  this  Commission  was  composed  of 
dedicated  men  who  worked  diligently  to  arrive  at  recommendations 
which  they  believed  to  be  constructive  and  which  would  accomplish 
the  objectives  set  forth  in  the  report. 

Tlie  Manufacturing  Chemists  Association  is  in  favor  of  the  objec- 
tives outlined  by  the  President's  Commission  and  by  President  Lyndon 
B.  Johnson  in  recommending  the  Patent  Reform  Act  of  1967 : 
To  raise  the  quality  and  reliability  of  U.S.  patents. 
To  reduce  the  time  and  expense  of  obtaining  and  pix)tecting  a 
patent. 
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To   speed    public   disclosure    of   scientific    and   teclinological 
information. 

To  brin<r  into  closer  harmony  the  U.S.  and  foreign  patent 
systems. 

The  MCA  is  in  favor  of  those  proA'isions  of  S.  1042  which  appear 
likely  to  promote  any  of  tlie  foregoing  objectives. 

We  find  ourselves  unable  to  support  the  legislation  represented  by 
S.  1042  in  toto,  however,  due  to  certain  specific  provisions  which  we 
feel  tend  to  frustrate  rather  than  fulfill  the  stated  objectives  and  due 
to  the  omission  of  provisions  implementing  certain  recommendations 
of  the  President's  Commission. 

It  appears  to  us  to  be  obvious  beyond  question  that  a  reliable,  pro- 
tectable U.S.  patent  of  higli  quality  must  be  based,  as  a  minimum  re- 
quirement, on  a  careful  and  thorough  disclosure  and  a  careful  and 
thorough  examination.  Thus,  those  provisions  which  would  produce 
shoddy,  narrow,  unreliable  and  unprotectable  patents  as  the  result 
of  an  undue  emphasis  on  speed  are  in  our  opinion  in  need  of  careful 
study  and  revision. 

It' also  appears  to  us  that  harmonization  of  U.S.  and  foreign  patent 
systems  can  most  effectively  be  brought  al:)out  by  the  normal  processes 
of  negotiations  between  appropriate  experts  of  the  several  govern- 
ments, followed  by  suitable  legislation,  rather  than  by  unilateral 
changes  in  U.S.  law.  Even  the  most  optimistic  proponents  of  a  world- 
wide harmonization  of  patent  systems  recognize  that  many  countries 
will  have  to  change  their  laws  and  that  the  process  will  take  a  very 
long  time.  There  is  no  reason  for  us  to  be  precipitate. 

Before  beginning  a  discussion  of  the  specific  provisions  of  S.  1042, 
we  would  like  you  to  consider  certain  additions  which  we  believe  should 
be  incorporated  in  the  bill.  We  strongly  favor  insertion  of  provisions 
implementmg  two  recommendations  of  the  President's  Commission  not 
covered  by  S.  1042 :  namely,  recommendation  XXI  relating  to  impor- 
tation into  the  United  States  of  products  made  abroad  by  a  process 
patented  in  the  United  States,  and  recommendation  XXII  tliat  the 
licensable  nature  of  the  rights  granted  by  a  patent  should  be  clarified 
by  specific  statutory  language. 

There  is  a  provision  in  the  proposed  act  (sec.  271(b))  relating  to 
the  importation  of  products,  but  it  fails  to  effect  what  was  recom- 
mended by  the  Commission.  To  conform  to  recommendation  XXI  of 
the  President's  Commission,  section  271(b)  of  S.  1042  should  be 
amended  by  deleting  from  line  22  the  words,  "for  purposes  of  trade  or 
use  in  trade  or  industry"  and  by  deleting  from  lines  24  and  25  the 
words,  "provided  patent  protection  for  the  process  is  not  available  in 
such  country."  The  purpose  of  the  Commission's  recommendation.  Avas 
to  enable  an  American  patentee  to  prevent  evasion  of  his  U.S.  process 
patent  by  suit  against  importation  of  products  that,  if  made  in  this 
counti-y  bj  his  process,  would  infringe.  This  would  conform  to  the  law 
in  many  if  not  most  foreign  countries.  Amendment  184  presented  by 
Senator  Long  of  Missouri  and  S.  2597  would  each  conform  to  recom- 
mendation XXI, 

However,  as  presently  worded  in  S.  1042,  the  provision  would  permit 
importation  without  recognition  of  the  patent.  In  addition,  the  pro- 
vision is  not  in  harmony  with  the  laws  of  other  key  countries.  An  Amer- 
ican applicant  would  be  compelled  to  obtain  protection  in  all  foreign 
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countries  and  rely  on  foreign  patent  protection  since  this  provision 
becomes  available  to  liim  only  when  foreign  protection  is  not  available. 
The  present  provision  is  of  only  extremely  limited  value.  An  Ameri- 
can applicant  should  not  be  compelled  to  incur  the  cost  of  foreign 
patent  protection  and  enforcement  unless  he  wishes  to  do  so  for 
other  reasons  than  to  protect  his  U.S.  rights.  Although  we  now  have 
limited  protection  under  the  Tariff  Act  of  1930,  the  procedure  is  cum- 
bersome and  of  little  use.  The  proposed  section,  amended  as  we  have 
recommended,  would  afford  the  patentee  this  protection  through  regu- 
lar infringement  actions,  and  would  be  similar  to  that  afforded  pat- 
entees in  foreign  countries. 

There  is  no  provision  in  S.  1042  dealing  with  the  Commission's  rec- 
ommendation XXII,  that  there  be  explicit  statutory  language  defining, 
for  the  purpose  of  assignments  and  licenses,  the  nature  of  the  patent 
grant  heretofore  recognized  mider  the  patent  statute  or  by  decisional 
law.  We  urge  that  such  a  provision  be  inserted,  that  as  recommended 
by  the  Coimnission  and  for  the  reasons  stated  by  the  Commission,  it  be 
explicitly  stated  in  the  new  act,  as  provided  in  amendment  183  and  in 
S.  2597,  that— 

(1)  Application  for  patent,  patents,  or  any  interests  therein 
may  be  licensed  in  the  whole,  or  in  any  specified  part,  of  the  field 
of  use  to  which  the  subject  matter  of  the  claims  of  the  patent  are 
directly  applicable,  and; 

(2)  A  patent  owner  shall  not  be  deemed  guilty  of  patent  mis- 
use merely  because  he  agreed  to  a  contractual  provision  or  im- 
posed a  condition  on  a  licensee,  which  has  (a)  a  direct  relation 
to  the  disclosure  and  claims  of  the  patent,  and  ( h )  the  performance 
of  which  is  reasonable  under  the  circumstances  to  secure  to  the 
patent  owner  the  full  benefit  of  his  invention  and  patent  grant. 

Turning  now  to  the  bill  itself,  MCA  believes  the  Commission  did  not 
give  sufficient  consideration  to  the  effect  of  its  basic  recommendations 
on  the  so-called  process  industries.  By  process  industries  I  mean,  for 
the  most  part,  the  chemical,  pharmaceutical,  and  petroleum  industries. 
Inventions  made  in  these  industries  normally  are  the  result  of  dis- 
coveries made  during  the  course  of  research  programs  extending  over 
months  at  a  minimum  and  usually  over  several  years.  At  the  birth  of 
a  new  or  improved  process,  the  inventor  usually  has  only  meager 
knowledge  of  the  many  variants  such  as  pressure  and  temperature  con- 
ditions, catalysts  which  may  be  used,  operable  reactants,  et  cetera,  which 
his  newborn  discovery  involves.  To  complete  the  research  and  come  up 
with  a  well-rounded  knowledge  of  his  process,  requires  lengthy  re- 
search and  development  effort.  Similarly,  when  the  invention  is  a  new 
chemical  compound,  such  factors  as  utility,  activity  of  related  com- 
pounds, and  scope  of  the  invention  are  unknown  until  further  research 
is  carried  out.  In  the  mechanical  and  product  industries,  and  to  a  con- 
siderable extent  in  the  electrical  industries,  once  the  invention  is  made 
in  its  initially  crude  form,  equivalent  means  of  accomplishing  the  de- 
sired end  are  immediately  apparent  to  those  skilled  in  the  arts.  Since 
such  means  are  apparent,  the  courts  will  extend  patent  protection  to 
such  inventions  to  cover  these  equivalents.  In  the  chemical  industries, 
on  the  other  hand,  predictability  is  not  the  usual  thing.  Catalysts,  re- 
actants, and  reaction  conditions  are  susceptible  to  only  limited  pre- 
dictability as  has  been  recognized  by  the  Patent  Office.  Because  such 
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things  are  not  predictable,  it  is  generally  necessary  to  determine  the 
scope  of  the  invention  by  many  time-consuming  additional  experiments 
once  the  initial  discovery  is  made. 

All  of  this  leads  up  to  our  position  with  respect  to  revised  sections  102, 
103,  111,  and  120  of  the  proposed  new  title  35,  United  States  Code,  em- 
bodied in  S.  1012.  These  sections,  and  particularly  sections  102  and 
103,  embody  among  other  things  a  major  basic  change  recommended 
by  the  President's  Commission ;  that  is,  that  a  patent  shall  be  granted 
to  the  inventor  w^ho  first  files  an  application  describing  and  claiming 
the  invention  in  the  U.S.  Patent  Office,  rather  than  to  the  inventor  who 
first  made  the  invention,  as  under  the  present  law.  This  proposed  re- 
vision has  sometimes  been  referred  to  as  the  race  to  the  Patent  Office. 

The  granting  of  the  patent  to  the  first  to  file  will  necessitate  the  filing 
of  applications  of  narrow  scope  prematurely  and  encourage  the  filing 
of  prophetic,  scientifically  unsound  disclosures  by  less  meticulous  in- 
ventors to  the  detriment  of  the  careful  scientist.  This  result  has  long 
been  observed  in  Europe  which  has  a  first-to-file  system.  The  incom- 
plete disclosures  of  many  of  the  European  patents  issued  in  the  chemi- 
cal field  are  viewed  as  insufficiently  informative  by  American  scientists 
and  engineers.  In  our  opinion,  therefore,  the  adoption  of  this  provision 
will  result  in  the  filing  of  many  half-baked  patent  applications.  The 
argument  is  sometimes  made  in  such  cases  that  the  inventor  could  avail 
himself  of  section  111.  This  section  allows  the  filing  of  so-called  pre- 
liminary applications,  which  within  1  year  can  be  combined  into  a  so- 
called  complete  application.  In  our  opinion  this  does  not  solve  the 
problem,  at  least  from  the  standpoint  of  the  chemical  industry.  For 
professional  reasons,  inventors  do  not  like  to  file  prophetic  or  incom- 
plete disclosures  of  their  inventions.  Also,  in  our  opinion  a  rash  of 
preliminary  disclosures  would  only  add  to  the  burdens  of  the  Patent 
Office  examiners  and  make  examination  of  an  application  more  diffi- 
cult, since  the  examiner  would  have  to  determine  whether  or  not  (or  to 
what  extent)  the  disclosure  contained  in  such  preliminary  applica- 
tions is  sufficient  to  support  the  disclosure  and  claims  in  the  final  com- 
plete application. 

It  may  also  be  pointed  out  that  the  requirements  for  early  filing  in 
order  to  obtain  priority  militate  in  favor  of  large  research  organiza- 
tions, with  their  availability  of  multiple  skills,  equipment,  and  staff  to 
enable  prompt  evaluation  of  data ;  and  to  the  disadvantage  of  inde- 
pendent inventors  or  smaller  organizations,  who  must  either  take 
more  time  for  such  evaluation  or  rely  on  outside  services. 

The  argmuent  has  be«n  advanced  in  suppoi-'t  of  these  proposed 
modifications  of  the  present  law  that  it  brings  our  system  more  in 
line  A^-ith  those  of  foreign  countries.  Proponents  argue  tliat  the  United 
States  is  practically  the  only  country  (otlier  than  Canada  and  the 
I'hilippines)  which  grants  patents  to  the  first  inventor  instead  of  the 
first  to  file.  "While  this  is  admittedly  tnie,  the  attitudes  toward  the 
individual  inventor,  the  business  practices,  and  the  laws  and  practice 
of  foreign  countries  with  respect  to  degree  of  disclosure  required  in 
applications  and  the  scope  given  to  patentvS  by  the  courts  are  markedly 
different  from  those  in  the  United  States.  For  example,  many  dis- 
ci osure^s  of  invention  which  are  considered  perfectly  adequate  in  for- 
eign countries,  and  particularly  in  the  leading  European  industrial 
countries,  are  considered  inadequate  by  our  Patent  Office  and  courts. 
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Our  laws  require  that  disclosures  be  complete  and  full.  LikeAvise,  our 
courts  take  the  general  attitude  that  patents  should  be  limited  to 
what  is  precisely  disclosed  and  claimed  therein,  whereas  the  courts 
of  many  foreign  countries  tend  to  extend  to  the  patent  a  broader 
construction  than  what  is  exactly  disclosed  and  claimed.  For  this  rea- 
son, an  inventor  in  Germany,  for  instance,  can  race  to  the  patent  office 
with  a  minimum  disclosure  and  be  fairly  certain  the  patent  office  and 
courts  will  give  a  substantially  wider  scope  of  protection. 

It  is  argued  that  this  proposed  revision,  in  bringing  our  system 
more  in  line  with  that  of  the  other  industrial  countries  of  the  world, 
will  ultimately  pave  the  way  for  the  adoption  of  a  universal  patent 
system.  ]MCA  advocates  elimination  of  conflicts  in  the  various  world 
patent  systems  to  the  greatest  possible  extent  consonant  with  preser- 
vation of  the  American  philosophy  with  respect  to  patents.  We  should 
not  give  up  what  has  proved  vei-y  successful  in  our  own  system  and 
helped  to  conti^ibute  to  our  leadership  in  the  scientific  community 
merely  for  the  sake  of  uniformity.  It  may  be  pointed  out  that  the  ]Dro- 
posed"  legislation  contains  numerous  provisions  which  are  not  in  har- 
mony with  the  laws  of  other  industrial  countries.  It  seems  premature 
to  enact  legislation  of  this  nature  until  some  common  groundwork  is 
laid  in  the  form  of  concrete  proposals  which  are  at  least  prelimi- 
narily acceptable  to  other  nations.  If  we  act  prematurely,  it  will  un- 
doubtedly be  necessary  to  further  amend  our  patent  laws  when,  and  if, 
such  common  understanding  is  eventually  reached.  In  our  opinion,  the 
realities  clearly  indicate  that  a  miiform,  worldwide  patent  system 
is  far  down  the  road. 

Another  argument  vigorously  advanced  in  support  of  the  first-to- 
file  provisions  in  the  proposed  law  is  that  adoption  of  such  a  system 
would  eliminate  interference  practice  which  often  results  in  lengthy 
and  costly  proceedings  to  determine  first  inventorship.  "WHiileMCA 
agrees  that  the  interference  practice  as  it  now  exists  needs  major  re- 
vision to  shorten  the  time  and  reduce  the  expense  of  the  proceedings, 
it  feels  thait  the  advantages  of  the  present  system  greatly  outweigh  the 
disadvantages  for  the  reasons  advanced  above.  We  would  further 
like  to  point  out  that  as  recently  as  July  1,  1965,  Commissioner  Bren- 
ner promulgated  a  new  set  of  rules  for  interference  practice.  These 
new  rules  were  expected  to  greatly  speed  up  miterference  practice. 
It  is  strongly  urged  that  this  revised  system  has  not  had  an  adequate 
test  to  demonstrate  its  supposed  value.  We  feel  thait  the  present  pro- 
posals to  abolish  interference  practice  are  not  timely. 

There  was  comment  by  one  of  the  witnesses  this  morning  on  the 
relatively  small  numl>er  of  initerferences.  In  this  connection  it  should 
be  borne  in  mind  that  only  a  very  small  numl>er  of  patent  applica- 
tions filed  in  the  U.S.  Patent  Office  become  involved  in  interference 
proceedings.  Of  the  percentage  that  do  become  involved  in  such  pro- 
ceedings, by  far  the  greater  ]>art  are  amicably  settled  without  pro- 
ceeding to  the  taking  of  testimony  and  hearings  before  the  patent 
examiners  and  the  court.  We  have  been  informed,  unofficially,  by  the 
Patent  Office  that  during  1965,  589  interferences  were  declared  but 
405  interferences  were  settled  during  that  year.  In  the  year  196G,  453 
interferences  were  declared  and  356  settlements  were  effected.  It  is 
thus  apparent  that  only  an  extren"iely  small  percentage  of  applications 
on  file  at  any  one  time  are  involved  in  interference  and  that  an  even 
smaller  percentage  are  delayed  through  interference  proceedings  in 
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the  Patent  Office.  According  to  the  Official  Gazette  of  the  U.S.  Patent 
Office,  194,565  patent  applications  (excluding  designs)  were  pending 
as  of  January  3,  1967.  According  to  the  best  information  available, 
only  1,211  of  those  (about  0.6  percent)  were  involved  in  interference. 
This  is  a  small  price  to  pay  for  the  assurance  that  inventors  have  time 
to  prepare  full  and  complete  disclosures  of  their  inventions  before 
filing  in  the  U.S.  Patent  Office.  Even  though  such  a  small  percentage 
of  applications  is  involved  in  interference,  the  fact  that  an  inventor 
knows  that  he  will  have  an  opportunity  to  prove  his  date  of  invention 
pe.rmits  him  to  take  the  time  necessary  to  perfect  his  invention  and 
prepare  a  full  and  complete  disclosure  before  filing  his  application 
in  the  Patent  Office. 

Two  other  changes  embodied  in  proposed  section  102  of  the  act 
we  feel  are  not  changes  which  will  benefit  the  U.S.  public  or  the  in- 
ventor. The  first  of  these  would  change  the  present  laws  to  provide 
that  public  knowledge  or  public  use  of  sale  abroad  would  be  a  bar 
to  patentability  in  the  United  States.  We  feel  the  U.S.  inventor  should 
not  be  denied  his  reward  and  the  public  the  benefit  of  the  invention 
merely  because  it  can  be  proved  that  somewhere  in  some  foreign 
country  some  public  use,  knowledge,  or  sale  of  the  invention  existed 
prior  to  the  date  of  the  invention  in  this  country.  The  problem  of 
impeaching  false  testimony  on  use  in  a  foreign  country  merely  has 
to  be  stated  to  be  appreciated  as  horrendous. 

May  I  insert  a  few  words  that  do  not  appear  in  the  statement? 

Senator  McClellan.  Oh,  certainly. 

Mr.  Heindel.  The  President's  Commission  suggested  in  this  con- 
nection that  the  material  to  constitute  prior  art  should  be  in  tangible 
fonn.  That  limitation  was  omitted  from  S.  1042  as  drafted.  There 
may  be  some  little  problem  as  to  what  is  tangible  fonn,  but  I  take  that 
to  mean  printed  publication  or  provable  evidence  that  this  physical 
object,  the  object  of  the  invention,  was  in  existence  somewhere  at  the 
right  time.  That  recommendation  of  the  Commission  would,  in  my 
view,  have  the  effect  of  eliminating  from  consideration  mere  oral 
presentations  as  to  which  proof  would  be  most  difficult. 

The  argument  is  put  forth  that  such  knowledge,  use  or  sale  in  a 
neighboring  country  such  as  Canada  or  Mexico  should  l^e  just  as 
effective  to  bar  a  patent  as  public  use  or  sale  in  one  of  the  most 
remote  States  such  as  Alaska.  The  chance  that  something  is  well 
known  just  across  our  border  but  unknown  in  the  United  States  would 
seem  so  remote  that  it  would  not  justify  going  as  far  as  the  proposed 
section.  That  which  is  reasonably  available  to  the  U.S.  public  should 
be  a  bar.  and  in  these  days  of  rapid  s'pread  of  knowledge  it  can  safely 
be  assumed  that  knowledge  anywhere  soon  becomes  reasonably  avail- 
able within  the  United  States  and  can  be  proved  here.  This  provision 
imposes  an  added  burden  upon  the  inventor  in  defending  against 
the  citation  of  such  prior  art  and  the  Patent  Office  in  evaluating  it. 
Such  an  obscure  citation  could  serve  to  prevent  the  procurement,  or 
lead  to  the  invalidation,  of  a  patent  obtained  after  great  effort  and 
expense,  along  with  the  destruction  of  the  investment  in  development. 

Tlie  possible  effect  upon  a  small  inventor  may  be  illustrated  bv  the 
case  of  BadoinsU  v.  the  United  States  (109  IJSPQ  293,  118  USPQ 
358  and  125  TLSPQ  656),  in  which  the  inventor  first  submitted  his 
invention  to  the  Army  on  March  26,  1942,  and  obtained  a  decision 
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in  the  Court  of  Claims  holdino;  his  patent  valid  and  infringed  14 
3'ears  later  on  May  1,  1956.  Thereafter,  the  Government  "after  months 
oi  diplomatic  endeavor  by  the  defendant's  Embassy  in  Moscow" 
obtained  a  copy  of  a  Russian  Government  document  indicating  that 
a  similar  device  may  have  been  used  in  Russia  prior  to  the  inventor's 
filing  date  in  the  United  States.  The  Government's  petition  for  a  new 
trial  2  years  after  the  Court,  of  Claims  decision  was  denied  on  the 
ground  that  the  document  was  not  a  publication.  This  was  evidence 
which  could  only  have  l>een  obtained  by  the  Government.  It  would 
not  have  been  supplied  to  any  private  party  by  the  Soviet  Government. 
How  could  any  applicant — big  or  small — investigate  the  accuracy  of 
such  data,  or  interrogate  witnesses  under  such  circumstances? 

It  is  apparent  that  prior  use  or  knowledge  abroad,  as  a  statutory 
bar  to  patentability,  unless  evidenced  in  some  form  readily  available 
to  the  public,  such  as  a  publication,  would  impose  insurmountable 
burdens  upon  applicants  and  the  Patent  Office. 

It  may  also  be  pointed  out  that  this  provision  has  no  bearing  on 
the  objective  of  strengthening  the  U.S.  patents  since  it  merely  intro- 
duces a  totally  new  basis  for  invalidity  and,  hence,  could  weaken 
issued  patents*  by  permitting  citations  of  obscure  public  uses.  There 
is  also  no  contribution  to  international  harmonization  since  many 
foreign  industrial  countries  do  not  have  such  a  provision  in  their 
laws.  We  strongly  favor  retaining  the  present  law  in  this  respect. 

The  second  provision  in  proposed  section  102,  representing  a  change, 
deals  with  the  effective  date,  as  prior  art,  of  a  U.S.  patent  or  published 
complete  application.  The  proposed  change  would  extend  the  effective 
date  to  encompass  the  foreign  filing  date,  where  the  U.S.  patent  being 
used  as  a  reference  is  based  on  foreign  filing.  We  do  not  feel  that  sound 
reasons  have  been  advanced  in  support  of  this  proposed  change.  It 
would  penalize  the  U.S.  resident  by  imputing  to  the  reference  a  date 
of  disclosure  abroad  for  information  which  may  not  have  been  in 
the  original  foreign  document  and  whose  only  proven  date  is  the  U.S. 
filing  date.  We  do  not  feel  this  is  equitable  or  that  it  senses  to  promote 
the  U.S.  patent  system  or  the  public  good.  Here  again  this  provision 
does  not  harmonize  with  the  laws  of  other  key  countries.  We  favor 
the  relevant  provision  of  S.  2597. 

By  way  of  explanation  of  what  I  have  just  said,  when  a  patent 
examiner  or  a  patent  attorney  reviews  a  printed  U.S.  patent  to  con- 
sider its  possible  pertinence  as  a  reference,  he  wll  also  note  whether 
it  purports  to  rely  for  priority  as  to  its  claimed  subject  matter  on 
an  earlier  filed  foreign  application.  Ordinarily  neither  the  examiner 
nor  the  patent  attorney  will  go  back  into  the  history  of  the  patent 
under  consideration  to  see  whether  all  of  its  disclosure  traces  back  to 
the  foreign  application.  When  issuing  such  a  patent,  the  U.S.  Patent 
Office  makes  no  such  determination.  Only  in  certain  few  instances 
is  a  partial  determination  made  that  the  foreign  application  can  be 
relied  on  in  an  interference  or  to  antedate  another  reference.  We  are 
now  being  asked  to  accept  a  mere  claim  to  priority  printed  in  the 
heading  of  the  patent  as  evidence  that  everything  in  the  U.S.  patent 
was  in  the  foreign  case  on  its  asserted  filing  date.  We  continue  to 
believe  that  the  only  proven  date  for  the  disclosure  in  a  U.S.  patent 
is  the  U.S.  filing  date. 
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"We  are  in  substantial  agreement  ^Yith  the  tenor  of  tlie  remarks 
made  by  the  witness  on  behalf  of  the  American  Bar  Association. 

Revisions  of  sections  9,  11,  118,  123,  151,  and  181  are  necessary  to 
effectuate  the  recommendation  of  the  Commission  with  respect  to  pub- 
lication of  an  application  prior  to  issuance  thereof.  We  would  have  no 
objection  to  early  publication  of  an  application  with  the  principal 
claimed  subject  matter  indicated  to  be  allowable  and,  provided  the 
patent  is  granted  to  the  first  inventor  rather  than  the  first  to  file.  We 
feel  it  to  be  detrimental  to  the  public  and  the  patent  system  to  indulge 
in  a  "race  to  the  Patent  Office"  and  at  the  same  time  publish  the 
application  shortly  thereafter.  This  would  deprive  the  applicant  of 
an  opportunity  to  add,  by  continuation-in-part  applications,  subject 
matter  which  he  was  unable  to  determine  prior  to  filing  because  of  the 
requirement  that  he  file  immediately  or  run  the  risk  of  losing  his 
invention. 

It  is  the  position  of  MCA  that  proposed  section  120  is  not  in  the  best 
interest  of  the  patent  system,  and,  therefore,  the  public.  The  provi- 
sion is  said  to  have  as  its  purpose  elimination  of  abuses  resulting  from 
the  filing  of  a  series  of  continuing  applications  over  a  period  of 
years,  each  of  which  is  dependent  upon  the  prior  one  (at  least  in  part) 
for  its  effective  filing  date.  We  feel  the  inventor  should  have  the  right 
to  perfect  his  disclosure  by  filing  additional  applications  containing 
material  pertinent  to  the  invention  developed  subsequent  to  filing  the 
original  application.  In  this  way  the  final  patent  Avill  have  the  most 
complete  disclosure  for  the  public's  benefit.  Any  abuses  in  the  present 
practice  with  respect  to  continuations-in-part  can  be  corrected  by  re- 
vision of  practices  within  the  Patent  Office  itself  such  as  prompt 
examination  and  determination  of  patentable  subject  matter  and 
requirements  that  continuation  applications  be  placed  in  condition  for 
allowance  promptly  after  filing. 

Sections  191-194,  inclusive,  of  the  proposed  act  provide  for  an  op- 
tional deferred  examination  sj^stem,  for  example,  similar  to  that 
which  has  been  adopted  in  the  Netherlands,  and  more  recently  in 
Germany.  This  would  permit  filing  of  patent  applications  by  anyone 
claiming  to  be  an  inventor,  but  deferring  the  examination  of  applica- 
tions unless  and  until  a  recjuest  is  made  therefor.  Presumably,  this 
would  eliminate  examinations  of  many  patent  applications  covering 
inventions  which  do  not  appear  to  be  important  or  that  have  been 
filed  for  protective  purposes.  We  feel  a  basic  change  of  this  nature 
should  not  be  left  to  the  Patent  Office's  discretion.  This  change  can 
be  incorporated  in  the  statutes  at  any  time  should  there  be  demon- 
strated need  therefor. 

I  observe  that  the  remarks  made  by  the  Commissioner  this  morning 
and  those  contained  in  the  letters  to  Senator  Eastland  indicate  a 
modified  view  on  this  particular  point.  At  the  present  time,  improve- 
ments in  patent  examining  jorocedures  have  greatly  decreased  the  back- 
log and  speeded  up  the  examination  of  applications,  so  it  is  doubtful 
that  a  radical  change  of  this  nature  is  necessary.  We  believe  we  shoidd 
wait  until  the  Dut-c-h  system  has  proved  itself  before  considering  adop- 
tion of  a  deferred  system  of  our  own. 

Pj;oposed  section  148  incorjxjrates  a  recommendation  of  the  Com- 
mission that  Patent  Office  decisions  be  given  the  presumption  of  cor- 
rectness on  appeal.  MCA  opposes  this  provision  of  the  proposed  act 
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because  it  places  too  much  weight  on  Patent  Office  decisions  which 
are  made  by  an  administrative  tribunal  and  not  a  court  with  a  broad 
iierspective  of  the  law.  We  believe  that  the  courts  now  give  proper 
weight  to  the  Patent  Office  findings,  as  is  indicated  by  the  high  per- 
centage of  decisions  of  the  Patent  Office  which  are  upheld.  We  do  not 
belie\^  that  it  is  desirable  to  interfere  with  the  judicial  function  in 
evaluating  questions  of  patentability.  , 

This  next  part  was  discussed  quite  adequately  by  the  American  Bar 
Association. 

Proposed  section  147  would  permit  a  petition  m  the  nature  of  cer- 
tiorari to  the  Court  of  Appeals  of  the  District  of  Columbia  to  review 
decisions  of  the  Court  of  Customs  and  Patent  Appeals  rendered  on 
appeals  from  the  Patent  Office.  We  feel  this  section  is  not  needed  and  it 
would  insert  merely  another  court  into  the  appeal  procedure.  Certi- 
orari to  the  Supreme  Court  is  now  available  to  correct  decisions  mani- 
festly wrong.  In  addition,  the  number  of  appeals  and  the  cost  to 
applicants  would  be  increased  since  it  must  be  assumed  that  the  Patent 
Office  will  appeal  every  decision  adverse  to  it.  The  Cochairman  of  the 
President's  Commission,  Judge  Rifkind,  has  testified  that  the  princi- 
pal matter  to  be  corrected  is  the  current  attitude  of  the  Court  of 
Patent  Appeals  toward  the  burden  of  persuasion  to  be  borne  by  the 
applicant.  Since  such  burden  is  a  matter  of  degree,  it  would  seem  to  be 
a  trifling  reason  for  adding  a  further  burden  of  appeal. 

Proposed  section  136  provides  for  reexamination  of  an  application 
after  publication  mider  section  151,  or  in  other  words  after  allowance, 
based  upon  prior  art  brought  to  the  attention  of  the  Commissioner 
within  3  to  G  months.  Under  this  provision,  after  an  applicant  has 
undergone  the  time,  effort,  and  expense  of  complete  prosecution  of 
his  application  to  allowance — perhaps  including  appeals  to  the  Board 
of  xVppeals  and  the  courts,  he  may  be  compelled  to  repeat  the  whole 
procedure,  with  attendant  great  cost  and  delay,  plus  additional  bur- 
dens upon  the  Patent  Office.  Since  the  statute  would  not  compel  third 
parties  to  submit  prior  art,  many  w^ould  elect  to  avoid  the  cost  of 
searching  the  prior  art  at  this  time  on  the  theory  that  the  patent  may 
not  be  important  to  their  operations,  or  would  elect  to  withhold  such 
art  until  they  are  actually  faced  with  litigation.  Thus,  the  objective  of 
elicitino;  the  jjest  art  would  not  necessarily  be  accomplished. 

If  this  provision  is  to  be  effective,  all  interested  parties  would  be 
required  to  make  duplicate  prior  art  investigations  w^hich  would  be 
costly.  If  there  is  to  be  any  form  of  early  publication,  any  party  may 
call  prior  art  to  the  attention  of  the  Patent  Office  at  the  time  oi  pub- 
lication, and  before  any  lengthy  prosecution,  without  special  statutory 
provisions.  It  would  appear  that  plans  to  exchange  search  results  and 
provide  for  international  search  facilities  would  render  this  pro- 
\'ision  unnecessary,  and  the  few  situations  in  which  prior  art  may  be 
overlooked  hardly  justify  the  economic  cost  of  this  proposal.  It  may 
again  be  noted  that  there  is  nothing  in  this  proposal  which  harmonize's 
with  the  laws  of  other  countries. 

Proposed  section  257  would  institute  an  ex  parte  cancellation  pro- 
ceeding with  respect  to  issued  patents  if  application  therefor  is  made 
]irior  to  3  years  from  the  grant  of  tlie  patent.  MCA  opposes  this  modi- 
fication of  the  patent  laws.  It  feels  that  once  a  patent  is  issued  it 
should  be  invalidated  only  by  a  decision  of  a  proper  court.  Adoption 
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of  this  provision  Avoukl  subject  eveiy  patentee  to  possible  harassment 
at  a  critical  time  in  the  patent's  life.  It  Avould  delay  commercialization 
of  inventions  and  the  licensability  or  marketability  of  patents.  The 
patent  owner  would  be  subject  to  having  his  patent  attacked  by  every 
real  or  imagined  infringer  for  the  purpose  of  delaying  enforcement 
thereof.  We  think  that  an  effective  and  workable  patent  system  should 
establish  the  inventor's  rights,  as  well  as  those  of  the  public,  at  the 
earliest  possible  date. 

Proposed  section  154  of  the  act,  paragraph  (c)  provides  that  if  is- 
suance of  a  patent  has  been  delayed  because  of  a  secrecy  order,  the 
term  should  be  extended  by  a  period  equal  to  the  delay.  While  we  favor 
this  provision  we  also  favor  extending  it  to  include  delays  not  the  fault 
of  the  applicant. 

Proposed  section  253,  paragraph  (c),  would  in  effect,  prevent  the 
patentee  from  filing  a  tenninal  disclaimer  to  so  much  of  the  term  of  an 
unexpired  patent  as  exceeds  the  term  of  a  prior  patent  of  the  patentee 
to  avoid  double  patenting.  MCA  opposes  adoption  of  this  provision 
since  it  can  see  a  positive  benefit  to  the  public  in  permitting  the  prac- 
tice. This  incident  most  often  occurs  when  a  patentee  wishes  to  cover 
some  species  of  the  invention  which  he  has  been  unable  to  cover  in  his 
earlier  patent  but  which  is  mipatentable  over  the  invention  claimed 
therein.  Permitting  the  filing  of  such  a  disclaimer  would  do  no  harm 
to  the  public  since  the  second  patent  would  not  extend  the  term  of  the 
monopoly  beyond  that  granted  by  the  prior  patent. 

I  will  inject  some  remarks  here  not  contained  in  our  printed  state- 
ment. 

Reference  has  been  made  both  in  the  Commission''s  report,  and  in  the 
administration's  remarks  regarding  S.  1042  about  harmony  with 
foreign  laws.  I  would  like  to  point  out  that  proposed  section  253(c) 
to  deny  the  effect  of  terminal  disclaimers  in  closely  related  patents 
would  actually  put  us  at  odds  with  many  such  laws.  Now,  I  don't 
mean  that  there  a,re  laws  with  respect  to  terminal  disclaimers  in  other 
countries. 

It  is  common  statutory  practice  in  many  countries  to  grant  patents 
of  addition  for  improvements  on  or  additions  to  the  main  patented 
invention,  and  such  patents  of  addition  expire  with  the  main  patent 
regardless  of  their  filing  dates.  Accordingly  the  existing  U.S.  law,  35 
U.S.C.  253,  provides  a  harmonizing  tool  which  S.  1042  proposes  to 
make  ineffective  for  its  main  purpose  of  preventing  inequitable  ex- 
tension of  monopoly  in  situations  designated  as  double  patenting. 

We  feel  that  the  discussion  given  this  morning  by  the  American 
Bar  Association  witness  is  adequate  with  respect  to  section  251. 

Proposed  section  251,  paragraph  (c)  would  eliminate  the  present 
provision  for  obtaining  a  reissue  patent  enlarging  the  scope  of  the 
original  claims.  We  see  no  reason  for  changing  this  section,  since  the 
present  statute  provides  adequate  safeguards  to  prevent  abuse  of  the 
reissue  procedure.  Only  a  limited  period  of  time  is  presently  allowed 
during  which  a  broadened  reissue  claim  may  be  obtained,  and  since 
this  procedure  merely  provides  an  equitable  remedy  for  correcting  an 
error,  we  see  no  reason  to  eliminate  this  procedure  altogether.  We  are 
unaware  of  any  finding  or  inference  that  the  present  statute  has  caused 
any  problems. 

MCA  is  opposed  to  proposed  section  294  which  provides  that  judg- 
ments of  invalidity  in  patent  suits  shall  be  in  rem.  Although  on  the 
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surface  this  looks  like  a  reasonable  proposal,  it  would  in  our  opinion 
tend  to  stifle  advancement  and  development  of  the  patent  law.  As 
we  are  all  aware,  the  standards  of  patentability  and  the  scope  extended 
to  patents  varies  in  the  several  circuits.  At  certain  periods  certain  cir- 
cuits are  said  to  be  strongly  "antipatent,"  whereas  other  circuits  are 
said  to  be  strongly  "propatent."  There  are  other  circuits  which  are 
between  the  two  extremes.  As  new  judges  are  appointed,  circuits  tend 
to  change  their  standards  and  some  circuits  which  were  formerly  anti- 
patent  are  now  considered  propatent.  If  patent  decisions  were  in  rem 
we  believe  "forum  shopping"'  would  be  widespread.  Also,  the  patent 
laws  would  tend  to  be  strait  jacketed  with  little  opportunity  for  de- 
velopment through  different  court  decisions.  While  there  are  abuses 
caused  by  multiple  suits  on  the  same  patent  against  different  defend- 
ants in  different  circuits,  these  abuses  are  the  exception  rather  than 
the  rule.  It  is  our  opinion  that  the  overall  balance  of  good  is  greatly 
in  favor  of  retaining  the  in  personam  nature  of  patent  cases.  It  should 
also  be  noted  that  the  proposed  section  would  not  eliminate  suits  in 
different  circuits,  since  only  invalidity  and  infringement  decisions 
against  the  patentee  would  be  in  rem.  Decisions  sustaining  the  patent 
or  holding  it  infringed  would  be  in  personam. 

Section  15  of  the  proposed  act  would  establish  a  so-called  advisory 
council  to  study  continuously  and  suggest  revisions  of  the  patent  laws. 
The  advisability  of  establishing  a  statutory  watchdog  group  is  ques- 
tioned. We  feel  that  once  the  patent  laws  have  been  revised,  they  should 
be  left  alone  for  a  reasonable  period  of  time.  Stability  in  any  branch 
of  the  law  is,  in  our  opinion,  to  be  desired.  Research  and  patent  plan- 
ning can  then  be  conducted  with  some  degree  of  assurance  that  basic 
changes  in  the  laws  will  not  be  m.ade  every  year  or  two.  We  feel  ade- 
quate revisions  of  the  laws,  when  needed,  will  come  about  through 
recommendations  of  the  bar  associations,  the  various  business  and 
technical  organizations,  and  the  Government  itself. 

Section  184,  which  is  also  in  the  present  statute,  requires  that  a  spe- 
cial license  be  obtained  from  the  Commissioner  of  Patents  in  order  to 
file  an  application  in  a  foreign  country  within  6  months  of  the  filing 
of  a  complete  application  in  the  United  States.  This  section  imposes  a 
special  burden  upon  patent  applicants  which  appears  to  be  unjustified. 
At  the  same  time,  an  additional  burden  in  the  granting  of  licenses  is 
imposed  upon  the  Patent  Office.  There  appears  to  be  no  reason  why 
technical  data  in  patent  applications  and  amendments  thereto  should 
be  treated  any  differently  than  other  forms  of  technical  data.  We, 
therefore,  recommend  that  section  184  be  revised  by  rewriting  the  first 
sentence  thereof  to  provide  that  the  license  referred  to  must  be  under 
the  Export  Control  Act  of  1949  in  conformitv  to  the  provisions  of  the 
Code  of  Federal  Regulations  relating  thereto'.  (Title  15,  ch.  Ill,  CFR, 
sec.  385.1.) 

The  association  faA'ors  the  other  provisions  of  the  proposed  act  and 
feels  they  will  improve  and  nourish  the  patent  system  which  has  con- 
tributed son^uch  to  our  progress  and  prosperity  as  an  industrial  nation. 
I  know,  sir,  that  the  hearings  today  contain  as  part  of  the  subject 
matter  Senate  bill  2  by  Senator  Smith  of  Maine,  as  to  which  I  have 
heard  no  remarks.  Would  you  care  for  a  brief  remark  there  ? 
Senator  McClellax.  Veiy  well. 

Mr.  Heixdi:!..  This,  I  must  say,  is  not  a  statement  that  has  been 
submitted  to  or  approved  by  the  MCA  committee,  but  it  is  one  with 
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which  I  have  found  no  disagreement  among  the  people  with  whom  I 
have  discussed  it. 

If  read  literally,  S.  2  would  appear  to  waive  any  time  limit  on  prior 
publication  by  the  prospective  applicant  for  patent,  if  the  latter  asserts 
a  copyright  and  gives  notice  that  he  contemplates  filing  a  patent 
application. 

Now,  since  1940  in  this  country,  we  have  gotten  along  quite  well 
with  a  1-year  grace  period.  Mere  contemplation  of  a  future  possible 
patent  application  would  not  seem  to  provide  immunity  from  the 
1-year  bar.  We  are  not  permitted  to  make  reservation  for  future  appli- 
cations in  patent  applications  on  file  in  the  Patent  Office,  and  I  see 
little  reason  to  honor  such  reservations  when  made  elsewhere  even  in 
connection  with  the  claim  to  copyright. 

Senator  Nelson  was  here  and  testified  in  respect  to  the  bill  that  he 
introduced,  S.  1377.  As  to  that,  I  am  sure  that  there  is  very  general 
widespread  agreement  that  the  proposed  establishment  of  search  facil- 
ities and  dissemination  of  information  on  patents  should  be  encour- 
aged, subject  to  budgetary  control  by  the  Congress.  The  distribution 
of  teclinological  infonnataon  available  to  or  within  the  Patent  Office, 
tliat  is  some  language  taken  from  S.  1377,  must  be  subject  to  the  provi- 
sions of  section  122  of  title  35  relating  to  the  confidential  status  of 
a})plications. 

That  is  all  that  I  have,  sir.  I  would  be  happy  to  answer  questions. 
ISIr.  Young  is  here  for  that  purpose,  too. 

Senator  McCLrXLAN.  Thanlv  you  very  much,  Mr.  Heindel. 

Mr.  Young,  do  you  have  any  comments  ? 

Mr.  Young.  No  ;  I  have  none,  sir. 

(By  order  of  the  chairman  the  supplementary-  statement  by  the 
Manufacturing  Chemists  Association  follows:) 

Supplementary  Statement  by  Manufacturing  Chemists  Association 

The  Manufacturing  Chemists  Association  urges  that  Title  35  U.S.C.,  section  24, 
first  paragraph,  as  presented  in  the  bill  S.  2.597  be  amended  by  inserting  the  words 
"of  Rule  45(b)"  in  the  second  sentence  thereof.  The  first  paragraph  of  section 
24  would  then  read  as  follows  : 

"The  clerk  of  any  United  States  Court  for  the  district  wherein  testimony  is 
to  be  taken  for  use  in  any  contested  case  in  the  Patent  Oflice,  shall,  upon  the 
application  of  any  party  thereto,  issue  a  subpoena  for  any  witness  residing  or 
being  within  such  district,  commanding  him  to  appear  and  testify  before  an 
officer  in  such  district  authorized  to  take  depositions  and  afiidavits,  at  the  time 
and  place  stated  in  the  subpoena.  The  provisions  of  Rule  J,5(b)  of  the  Federal 
Rules  of  Civil  Procedure  relating  to  the  attendance  of  witnesses  and  to  the 
production  of  documents  and  things  shall  apply  to  contested  cases  in  the  Patent 
Office." 

This  section  of  the  U.S.  Code  has  recently  been  interpreted  by  the  courts  to 
mean  that  the  language  of  the  last  sentence  (without  the  underscored  amending 
phrase  as  above)  carriers  into  the  Patent  Office  rules  all  of  the  discovery  provi- 
sions of  the  FRCP.  In  the  ca.'-'e  of  In  re  Natta  et  al.,  in  the  Court  of  Appeals  for  the 
3rd  Circuit,  156  USPQ  289,  the  majority  opinion  stated:  "This  statute  manifests 
a  clear  congressional  intent  to  make  available  to  parties  to  patent  inferences 
(sic)  the  general  di.scovery  provisions  of  the  Federal  Rules  of  Civil  Procedure. 
The  revi.ser's  note  to  the  1952  amendments  states,  in  part :  'Reference  to  a 
repealed  statute  is  replaced  by  reference  to  the  Federal  Rules  of  Civil  Proce- 
dure and  certain  rules  are  made  applicable.'  The  repealed  statute  referred  to 
was  R.S.  S09  (28  U.S.C.  Sec.  647)  which  like  present  Rule  45(b)  under  the 
Federal  Rules,  dealt  with  subpoena  duces  tecum.  If  Congress  had  desired  to 
limit  discovery  to  the  type  available  under  Rule  45(b),  it  simply  would  have 
pointed  to  that  specific  rule  instead  of  referring  generally  to  the  Federal  Rules 
of  Civil  Procedure.  Absent  a  clear  indication  of  contrary  congressional  intent, 
we  are  compelled  to  the  conclusion  that  broad  discovery  is  available." 
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A  dissenting  opinion  by  Judge  Seitz  in  that  appeal  stated :  "the  majority  con- 
clude that  by  making  the  changes  reflected  in  the  present  statute  (35  U.S.C. 
Sec  34  [sic]),  particularly  by  substituting  the  words  'Federal  Rules  of  Civil 
Procedures',  Congress  intended  to  enlarge  the  statutory  power  of  the  district 
court  to  include  the  right  to  compel  'discovery'  to  the  full  extent  permitted  by 
such  rules.  I  cannot  find  such  a  congressional  intent." 

Judge  Seitz  went  on  to  point  out  that  the  subpoena  duces  tecum  statute,  which 
was  incorporated  by  reference  in  the  19^2  statute,  was  repealed  by  the  adoption 
of  the  Federal  Rules  in  1938  (long  prior  to  the  1952  recodification  of  the  patent 
laws),  and  it  was  quite  natural,  in  recodifying,  to  replace  the  reference  to  the 
statute  governing  the  issue  of  subpoenas  duces  tecum  with  a  reference  to  the 
Federal  Rules  of  Civil  Procedures. 

Whether  or  not  the  Court  was  right  as  to  the  intent,  it  is  clear  that  this 
interpretation  of  the  statute  makes  a  significant  change  in  the  practice  since, 
until  the  last  few  years,  no  one  used  discovery  in  interferences,  believing  it  was 
not  available  in  accord  with  prior  Patent  Office  pronouncements. 

The  presently  proposed  amendment  to  Section  24  is  intended  to  "put  back  on 
track"  the  long  established  practice  that  the  discovery  procedures  of  the  1938 
FRCP  do  not  apply  in  interferences  in  the  Patent  Oflice  other  than  as  set  forth  in 
Rule  45(b)  thereof. 

There  is  good  reason  why  these  discovery  procedures  should  not  so  apply : 

(1)  Interferences,  dealing  as  they  do  with  proprietary  technical  information, 
should  not  be  permitted  to  be  used  as  a  means  for  a  competitor  to  obtain  an  unfair 
advantage  over  his  opponent  by  using  the  facilities  of  a  district  court  to  require 
the  opponent  to  open  his  research  reports,  laboratory  records,  etc.,  in  discovery 
proceedings.  How  better  could  the  courts  be  "used"  for  industrial  piracy,  a 
problem  that  has  recently  plagued  several  member  companies  of  this  Association. 

(2)  In  connection  with  the  Dirksen  and  Poff  bills,  as  well  as  the  administra- 
tion's Patent  Reform  Act,  all  presently  before  the  Cimgress,  much  concern  has 
been  evidenced  in  connection  with  the  long  delay  in  issuing  patents  caused  by 
prolonged  interference  proceedings.  The  effect  of  the  recent  innovation  of  bring- 
ing discovery  into  interferences  has  been  to  create  excessive  delay  and  unlimited 
opportunity  for  such  delay.  (In  one  instance,  the  original  trial  period  set  to  be 
completed  in  March  19G5,  is  not  yet  completed  in  February  1968. ) 

(3)  The  Patent  Office  simply  does  not  have  the  mechanics  to  administer  dis- 
covery proceedings  in  interferences ;  i.e.,  to  compel  their  prompt  completion 
and/or  to  protect  the  interests  of  the  parties.  The  litigants  would  be  (and  pres- 
ently are)  forced  to  keep  "running '  to  one  or  more  district  courts  who  have  no 
knowledge  of  the  subject  matter  involved  or  of  Patent  OflBce  procedures.  These 
latter  procedures,  in  contrast  to  a  district  court's  procedures,  do  not  include 
the  pretrial  period  where  the  discovery  proceedin.?s  are  coi^ ducted.  After  the 
interlocutory  period  for  motions,  the  interference  procedure  calls  for  the  im- 
mediate trial  in  which  the  evidence  is  adduced  and  presented  via  deposition  to 
the  Board  of  Patent  Interferences  for  decision.  It  is  quite  obvious  that  combining 
the  discovery  depositions  with  the  trial  depositions  in  an  interference  leads  to 
nothing  but  confusion  compounded  by  confusion.  On  the  other  hand,  when  there 
are  compelling  reasons  for  discovery,  the  losing  party  in  an  interference  in  the 
Patent  Office  has  available  to  him  a  35  U.S.C.  146  action  (an  appeal  as  it  were) 
in  the  district  court  where  there  are  then  procedures  set  up  to  adequately  handle 
discovery  depositions  in  a  pretrial  proceeding,  and  thus  avoid  bogging  down  the 
administrative  procedures  of  the  Patent  Office. 

Senator  McClellan.  Mr.  Brov^ri  Morton,  will  you  come  around, 
please  ? 

Mr.  Brennan.  Mr.  Morton,  you  have  a  prepared  statement.  Do  yon 
wish  to  have  this  filed  with  the  subcommittee  ? 

STATEMENT  OF  W.  BROWN  MORTON,  JR.,  ESQ.,  A  LAWYER 
ENGAGED  IN  THE  PRIVATE  PRACTICE  OP  PATENT,  TRADEMARK 
AND  COPYRIGHT  LAW 

Mr.  Morton.  Yes,  I  do,  Mr.  Brennan.  I  have  a  prepared  statement 
which  would  be  a  waste  of  time  to  read.  I  would  rather  just  emphasize 
the  points  I  want  to  make. 
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Mr.  Brennan.  It  will  be  made  a  part  of  the  record. 
Mr.  Morton.  In  the  first  place  I  appear  in  a  private  capacity  and  not 
in  a  representative  capacity  at  all.  I  have  appeared  before  this  sub- 
committee on  other  matters  in  a  representative  capacity.  The  purpose 
of  my  appearinor  here  really  is  to  state  something  different  from  the 
gist  of  the  testimony  that  I  understand  has  been  given  to  date.  That  is 
to  support  the  basic  propositions  of  the  President's  Commission,  and 
in  particular  the  suggestions  of  the  President  himself  m  this  letter 
transmitting  S.  1042  to  the  Congress. 

I  would  like  to  emphasize  that  the  testimony  which  I  am  about  to 
give  is  keyed  to  a  bill  which  was  introduced  in  the  House  of  Repre- 
sentatives under  number  H.R.  11447  by  Representative  Broyhill  of 
Virginia.  He  was  kind  enough  to  do  that  simply  because  I  teach  the 
subject  of  patent  law  at  the  University  of  Virginia,  and  thought  that 
was  sufficient  connection  with  this  interest  to  introduce  my  bill  by 
request. 

Tliere  are  I  think  very  fundamental  differences  between  the  ap- 
proach of  the  bill  I  have  prepared,  with  the  veiy  substantial  assistance 
of  my  friends  and  colleagues,  and  S.  1042.  They  are  fundamental  in 
approach  to  the  mntter  of  definition  of  prior  art,  to  the  matter  of  the 
adaptation  of  a  first-to-file  system  to  the  problems  that  the  other 
speakers  have  spoken  about.  We  take  up  first  the  matter  of  the  defini- 
tion of  prior  art. 

'Wliat  struck  me  first,  when  I  read  recommendations  of  the  Presi- 
dent's Commission,  was  the  ver>-  correct  emphasis  that  prior  art  shall 
comprise  information;  that  is  to  say,  knowledge  known  to  the  public 
or  made  available  to  tlie  public  in  certain  ways,  without  any  specific 
limitation  to  national  boundaries. 

\Vlien  I  read  that,  it  appeared  to  me  that  for  the  first  time  a  respon- 
sible body  was  pro]30siiig  to  define  prior  art  as  information  ratlier 
than  as,  as  one  of  the  speakers  has  just  finished  saying,  a  thing.  That 
seemed  to  me  so  clearly  correct  that  I  undertook  to  define  prior  art 
with  the  assistance  of  colleagues,  and,  by  passing  my  drafts  around 
amongst  friends  and  associates  at  the  patent  bar,  came  up  with  a 
definition  of  prior  art  in  those  terms,  which  I  commend  to  the  attention 
of  this  subcommittee,  because,  of  course,  it  would  fit  into  any  patent 
law.  It  is  not  necessary  to  have  other  elements  of  so-called  referees — it 
could  be  fitted  into  the  present  statute.  My  definition  is  found  in  H.R. 
11447,  section  100,  and  applied  in  sections  iOl-103. 

I  should  also  point  out  that,  while  the  President's  Commission  does 
not  say  so,  where  its  recommendation  says,  "Prior  art  shall  comprise 
any  information  known  to  the  public,"  I  have  assumed  and  rnade  ex- 
plicit in  my  definition  that  that  means  the  relevant  U.S.  public. 

If  we  are  speaking  of  information  available,  then  we  are  not  talking 
about  unrecognized  or  concealed  Cfualities  of  tangible  things.  If  I  may 
point  out  what  I  mean,  because  it  is  not  always  clear,  if  there  were, 
unquestionably  dated  by  its  long  stay,  say  in  a  Texas  museum,  a  sword 
which  had  a  certain  alloy  in  it,  but  nol)ody  kncAv  it,  it  would  become 
prior  art  under  the  Commission  concept  and  my  concept  only  "vvlien 
somebody  found  out  and  knew  what  was  in  it,  because  the  sword  sitting 
there  unanalyzed  w^ould  instruct  no  one  about  the  alloy.  This  approach 
eliminates  a  great  many  of  the  difficulties  people  foresee  in  universal 
prior  art  in  the  sense  that,  if  something  was  allegedly  sold  in  a  remote 
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part  of  the  Argentine,  and  that  object  were  made  prior  art,  it  would  be 
really  impossible.  Under  my  concept,  it  is  information  which  has  come 
about  in  the  Argentine  and  which  is  available  to  the  U.S.  public  that 
is  the  prior  art  and  can  necessarily  be  easily  provided  or  disproved  as  a 
consequence  of  the  requirement  of  availability.  I  believe  that  this  is  a 
concept  so  fundamental  to  the  correct  structuring  of  the  patent  law 
that  I  urge  it  upon  this  subcommittee  as  a  fundamenal  corrective  in 
any  of  the  pending  bills. 

I  may  say  that  I  have  approached  this  whole  matter  of  revision,  and 
especially  revision  intended  to  accomplish  a  reform,  by  assuming 
that  we  are  questioning  all  of  the  statute  and  case  law  by  relating  it  to 
the  basics  of  the  system,  and  not  just  correcting  a  few  minor  break- 
downs that  may  have  occurred.  Thus  this  is  an  opportunity  to  modern- 
ize, to  restate,  and  I  think  that  is  the  spirit  in  which  the  President's 
Commission  approached  its  definition  of  prior  art  (recommendation 
I)  which  I  have  done  nothing  but  implement  (H.R.  11447,  sec.  100) 
in  statutory  language  and  I  point  out  in  my  prepared  statement  that 
the  very  words  that  some  people  have  foimd  difficult,  that  is  to  say 
"made  available  to  the  relevant  public,"  are  alread}^  in  the  law,  and  I 
cite  a  district  court  decision,*  in  which  the  district  judge  in  Chatta- 
nooga points  out  that,  in  considering  what  prior  art  is  relevant,  he 
will  consider  what  would  normally  be  looked  to  by  the  relevant  public : 
that  is  to  say  the  people  interested,  in  that  case  in  knitting  machinery. 

So  much  for  the  prior  art.  Next  is  the  matter  of  first  to  file.  Ap- 
parently there  is  a  ^reat  difference  of  opinion  about  what  is  the  first- 
to-file  system,  what  it  really  means.  Now,  in  the  proposal  (H.R.  11447, 
§§  100(h),  102)  which  I  have  suggested  for  this  subcommittee  to  con- 
sider, I  go  to  first  to  file,  and  in  order  to  make  that  workable  and  to 
meet  the  objections  made,  you  must  consider  it  in  terms  as  well  of 
the  proposal  (H.R.  11447,  sec.  116)  for  preliminary  disclosure.  We  go 
back  to  the  position  I  understand  to  be  advanced  by  the  Commerce 
Department  this  morning.  "We  are  to  have  a  system  with  first  to  invent, 
but  he  is  only  able  to  go  back  a  year  back  of  his  filing  date,  so  that 
might  be  called  first -to-file  minus  one. 

The  only  difference  between  that  and  M'hat  I  propose  is  that  we  ask 
the  inventor  under  a  first-to-file  system  to  put  a  6-cent  stamp  on  his 
proof  that  he  would  use  to  establish  his  1-year  date,  and  mail  it  into 
the  Patent  Offi_ce  wliere  it  can  be  officially  stamped,  and  then  he  lias 
a  year  in  which  to  do  all  this  perfecting  and  developing  and  making 
the  final  filing,  while  if  you  use  the  other  system,  he  does  not  do  any- 
thing official,  but  when  he  comes  to  prove  his  early  date,  he  is  going 
to  have  the  written  proofs  of  concept,  his  laboratoi-y  notebooks,  sketch 
pad  and  the  like  which  he  could  have  mailed  to  the  Patent  Office  in 
the  first  j^lace. 

I  submit,  Mr.  Chairman,  that  there  is  not  any  real  difference  and 
that  from  the  point  of  view  that  ^ou  have  heard  so  much,  that  a  first- 
to-file  system  carriedout  in  the  spirit  intended  by  the  Commission,  the 
President's  Commission  will  accomplish  everything  that  is  said  to  be 
accomplished  by  first-to-invent  system,  if  he  could  only  go  back  1 
year.  It  is  exactly  the  same  thing. 

Mr.  Brennan.  You  strongly  support  that  ? 

*Morpul,  Inc.  v.  Crescent  Hosiery  Mills,  265  F.  Supp.  279  (B.  D.  Tenn,  1967). 
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Mr.  Morton.  Yes,  sir.  I  think  that  it  would  be  a  great  thing  spe- 
cifically for  small  inventors  and  people  who  do  not  have  the  money 
and  have  not  got  the  backing  to  have  a  complicated  patent  applica- 
tion prepared,  and  who  indeed  do  not  know  what  to  keep  in  their  note- 
books now.  In  other  words,  it  does  not  change  the  balance  at  all,  but  it 
enables  I  think  the  small  inventor  to  nail  his  date  down  by  mailing 
in  the  very  pieces  of  paper  he  would  rely  on  in  an  interference  to  prove 
that  he  was  the  first  inventor,  and  then  with  this  official  dating  to  seek 
the  financial  backing  necessary.  I  see  no  practical  difference  in  the 
burden  on  him,  and  a  great  deal  of  administrative  advantage. 

Much  is  said,  Mr.  Chairman,  about  burdening  the  Patent  Office,  but 
I  am  sure  the  Commissioner  will  recall  I  was  speaking  about  these 
proposals  at  one  of  the  law  schools  here  in  town  or  at  a  meetingof  a 
group  from  one  of  the  law  schools,  and  I  pointed  out  that  very  likely 
he  would  have  one  of  these  macerating  devices  as  big  as  the  CIA  has  in 
which  these  preliminary  disclosures  which  were  never  followed  up 
would  be  destroyed,  never  having  read  them.  They  simply  would  not 
in  fact  burden  anybody  unless  they  became  the  basis  for  something 
that  somebody  thought  was  worth  while. 

The  third  point  that  is  major  in  the  proposals  that  I  have  made  are 
that  the  United  States  go  now  to  a  deferred  examination  system 
(H.R.  11447,  sees.  131, 132, 135) .  To  my  mind  the  deferred  examination 
system  is  the  easy  way  to  accomplish  what  was  intended  to  be  accom- 
plished by  the  publication  patent  bill  (S.  1005,  89th  Cong.)  which 
was  introduced  through  this  subcommittee  and  committee  in  previous 
Congresses,  that  is  to  say,  it  eliminates  the  worthless  defensive  patent- 
ing effort  that  goes  on,  by  protecting  the  person  who  has  a  fear  that 
someone  else  will  patent  something  he  files,  and  then  he  defers  the 
examination  on  it  for  a  period  of  time.  It  is  not  worth  examination, 
but  he  is  nevertheless  protected  by  his  filing  against  the  very  things 
that  cause  people  now  to  have  defensive  applications  which  have  to 
be  examined  laboriously  in  the  Patent  Office,  and  have  to  go  to  allow- 
ance of  a  claun  in  order  to  serve  to  protect,  the  allowed  claim  being 
very  often  worthless. 

Now,  in  order  to  sell  "deferred"  examination,  I  think  of  it  in  terms 
of  "selective"  examination,  Mr.  Chairman.  We  examine  only  the  ones 
that  are  worth  examining,  either  in  the  estimation  of  the  industry 
which  reads  them  when  they  are  published,  or  in  the  estimate  of  the 
owner  who  is  going  to  pay  the  fee,  or  in  the  estimate  of  the  Patent 
Office,  if  it  so  cares  to  require  examination. 

Now,  in  my  statement  I  mentioned  Germany,  Holland,  and  Aus- 
tralia. I  find  this  morning  on  my  desk  information  that  the  French 
Legislature  has  passed  a  bill  which  will  have  deferred  examination  in 
that  rather  important  inventing  country,  and  I  think  that  this  is  a 
tribute  to  the  fact  that  this  is  a  workable  system.  I  have  very  little 
doubt  that  when  the  Japanese  get  to  wrestling  with  their  backlog, 
which  is  much  worse  than  ours,  they  too  will  go  to  deferred 
examination. 

There  are  some  other  little  things  that  I  have  inserted  in  the  pro- 
posals that  I  make,  which  I  heartily  commend  to  the  attention  of  tliis 
subcommittee.  One  of  them  (H.R.  11447,  sec.  Ill)  is  to  permit  applica- 
tions, which  have  heretofore  been  required  by  statute  to  be  si^ed  in 
person  by  the  inventor  under  oath,  and  which  have  been  administra- 


479 

tively  required  to  be  accompanied  by  a  signed  power  of  attorney 
individual  in  each  case,  to  be  signed  by  the  attorney  representing  the 
applicant.  I  suirgest  that  we  can  very  easily,  in  these  important  mat- 
ters, but  no  niore  important  than  civil  actions,  let  the  registered 
patent  attorneys  who  are  subject  to  discipline  by  the  Commissioner 
of  Patents  sign  on  behalf  of  their  clients.  It  has  always  seemed  to  me 
singularly  anomalous  that  as  a  member  of  the  Bar  of  Virgmia  I  can 
commence  an  action  in  a  Federal  court  for  a  very  large  amount  on 
behalf  of  a  client  with  no  indication  of  my  authority  to  do  so  but 
my  own  signature,  but  I  cannot  file  an  application  for  a  patent  for  a 
client  who  may  be  in  some  foreign  country  or  on  a  ship  or  something, 
without  getting  his  personal  signature.  This  is  caused  in  part  by^  the 
requirements  of  the  statute,  and  I  suggest  that  the  subcommittee 
seriously  consider  the  elimination  of  any  such  requirement,  because  I 
cannot  see  that  it  makes  any  sense. 

Senator  McClellan.  There  is  a  little  bit  of  diiference.  A  court  has 
more  immediate  control  over  a  paper  that  might  be  filed  without  that 
authorization  than  a  patent. 

Mr.  Morton.  I  would  hope  that  the  disciplinary  powers  that  are 
vested  in  the  Commissioner  of  Patents  would  be  strengthened,  and 
that  he  would  find  that  it  were  sufficient  to  enable  him  to  control  it. 
Senator  McClellax.  I  think  there  is  a  little  bit  of  difference.  I  am 
not  arguing  against  your  position  now,  your  recommendation  or  sug- 
gestion at  the  moment,  but  I  think  there  is  a  little  difference  in  an 
attorney  filing  a  pleading  in  a  court  without  his  client  signing  it. 

Mr.  T^IoRTON-.  Well,  when  one  has  one's  client's  authority,  but  it 
may  be  obtained  over  the  phone.  I  may  illustrate,  Mr.  Chairman,  a 
graphic  example  of  the  difficulty  which  the  present  practice  need- 
lessly brings  about.  We  got  a  cable  some  while  back  from  a  Greek 
gentleman  who  had  made  an  invention  in  the  area  of  shipbuilding, 
and  we  were  able  to  get  the  paper  here  only  by  employing  one  of  the 
Pan-Am  stewards  as  a  courier,  because  it  was  useless  for  us  to  sign 
those  papers.  This  would  not  have  been  true  had  he  wished  to  bring 
a  suit  to  avoid  the  running  of  the  statute  of  limitations  on  a  million 
dollar  claim. 

Senator  McCi.etxan.  That  might  be  corrected  by  permitting  coun- 
sel to  file  subject  to  confirmation  within  a  reasonable  time  ? 
Mr.  Morton.  Yes,  sir. 

Senator  McClellan.  It  could  be  corrected  that  way  ? 
Mr.  Morton.  That  might  very  well  solve  the  problem.  The  way  my 
particular  proposal  solves  it  is  to  require  that  the  person  or  persons 
named  as  inventors  be  served  with  a  copy  of  the  application  so  that 
they  can  comment  if  they  care  to. 

There  is  another  matter  in  the  proposal  that  I  make  which  differs 
sharply  from  all  of  the  others.  It  (H.E.  11447,^  sec.  294(a))  elimi- 
nates the  singling  out  of  the  presumption  of  validity  from  the  other 
presumptions  of  administrative  correctness.  I  do  that  because  I  want 
to  strengthen  the  presumption  of  the  validity  of  properly  examined 
patents. 

The  present  statute.  Mr.  Chairman,  has  a  stated  presumption  of 
vality  (35  U.S.C.  §282)  but  no  other  stated  presumption  of  correct- 
ness. For  some  reason  the  draftsmen  of  S.  1042  put  in  three  statements 
about  presumption  (S.  1042,  §§  137,  282,  148).  I  would  propose  to 
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eliminate  all  of  these  presumptions,  including  the  one-sided  one,  and 
simply  clearly  state  that  the  actions  of  the  Patent  Office  are  considered 
correct  under  the  Administrative  Procedure  Act.  This  I  believe  would 
strengthen  the  presumption  of  validity. 

There  is  one  added  reason  for  deferred  examination  which  has  not 
been  adverted  to  here  at  all,  and  it  does  not  involve  matters  of  pro- 
cedure or  saving  of  time.  It  involves  fairness  to  the  applicant.  This 
I  would  like  to  call  to  your  attention,  Mr.  Chaimian.  The  decisions 
of  the  Supreme  Court  in  the  recent  plow  and  battery  ^  cases  clearly 
state  that  among  the  matters  which  must  be  considered  by  the  courts 
in  determining  whether  a  claimed  invention  is  or  is  not  obvious  are 
events  which  can  only  take  place  after  the  invention  has  been  offered 
to  the  industry.  They  are  such  factors  as  impact  on  the  industry,  com- 
mercial success,  replacing  of  what  went  before.  Tliese  factors  I  sub- 
mit often  require  time,  and  therefore  to  have  too  fast  examination  is 
going  to  result  in  improper  decisions  made  before  all  the  facts  can 
have  ripened. 

If  we  have  a  system  of  deferred  examination,  this  logical  dilemma 
is  avoided,  and  the  examination  can  be  called  up  to  take  place  when  the 
record  has  in  fact,  the  relevant  record  has  in  fact,  occurred.  Too  many 
people,  I  think,  think,  and  in  the  latter  part  of  the  19th  century  there 
was  one  Supreme  Court  decision  that  took  the  position,  that  the 
validity  of  a  patent  application,  the  invention  claimed,  could  be  de- 
termined in  theory  the  instant  it  was  filed,  and  that  nothing  that 
happened  after  that  date  could  bo  relevant.  We  have  been  told  clearly, 
in  the  recent  decisions  I  adverted  to,  that  this  is  not  so,  and  that  you 
really  cannot  tell  whether  an  invention  claimed  is  a  patentable  one 
the  day  the  application  is  filed. 

I  am  not  the  originator  of  that,  as  I  am  not  the  originator  of  much 
that  I  put  into  this  proposal,  and  I  have  citation  in  my  statement  to 
where  Judge  Giles  Rich  has  made  precisely  the  same  argument  in  the 
George  Washington  Law  Review.  Those  are  the  major  matters  that 
I  wanted  to  suggest  deserve  consideration  when  you  are  revising  and 
reforming  this  important  branch  of  the  law. 

Senator  McClellan.  Thank  you  very  much,  Mr.  Morton. 

(The  prepared  statement  of  Air.  Morton  follows:) 

Pkepaked  Statement  of  W.  Brown  Morton,  Jr. 

My  name  is  W.  Brown  Morton.  .Tr.  I  am  a  resident  of  Alexandria,  Virginia  and 
a  lawyer  engaged  in  the  private  practice  of  patent,  trademark  and  copyright 
law.  I  am  no  stranger  to  the  Subcommittee  since  I  have  appeared  before  it  a 
number  of  times  in  the  past  in  various  representative  capacities.  I  wish  to 
emphasize  now  that  I  am  making  my  present  appearance  in  an  individual  capac- 
ity and  at  the  kind  invitation  of  St>nator  Scott,  to  enable  me  to  recommend  to 
the  Subcommittee  its  enrnf\st  consideration  of  certain  of  the  principles  of  patent 
law  reform  embodied  in  House  Bill  H.R.  11447. 

While  H.R.  11447  was  prepared  by  me  as  a  scholarly  exercise  in  connection 
with  preparation  for  a  class  I  give  in  Intellectual  Property  at  the  Law  School 
of  the  I'niversity  of  Virginia,  and  was  kindly  introducefl  in  the  House  by  Rep- 
resentative Broyhill  of  Virginia  on  that  account.  I  have  had  many  collaborators 
in  the  drafting  of  Ibis  proposal.  This  collaboration  has  taken  the  form  of  long 
hours  of  reading  })reliminary  drafts  and  many  invaluable  suggestions  for  their 
Improvement  from  friends  at  the  patent  bar  in  various  parts  of  the  country.  No 
one  of  my  collaborators  probably  agrees  with  all  of  this  bill,  but  all  of  them 


1  Graham  v.  John  Deere  Co.,  38."?  U.S.  1  (1966). 
«  United  States  v.  Adamn,  .383  U.S.  .39  (1066). 
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have  contributed  to  make  it,  I  believe,  a  self -consistent,  and,  at  least  apparently, 
workable  measure.  I  shall  not  name  these  collaborators  less  they  mistakenly 
be  attributed  with  the  responsibility  for  any  unpopular  provisions  of  H.R.  11447, 
for  all  of  which  I  accept  responsibility. 

A  capsule  description  of  H.R.  11447  is  that  it  represents  a  sincere  effort  to 
Implement  soundly  the  major  recommendations  of  the  President's  Commission 
which  reported  to  President  Johnson  on  November  17,  1966.  In  particular,  it 
sprang  from  a  desire  to  give  vitality  and  specificity  the  statesmanlike  general 
statements  of  the  purpose  and  method  of  patent  law  reform  by  President  Johnson 
In  his  letter  of  February  21, 1967,  transmitting  an  Administration  bill  to  Ck)ngress. 
This  bill  the  President  designated  The  Patent  Reform  Act  of  1967  and  it  is  pend- 
ing before  this  Subcommittee  as  S.  1042,  having  been  introduced  by  Senator 
McClellan  hy  request. 

I  trust  that,  in  view  of  the  fact  that  this  bit  of  proposed  legislation  was  not 
drafted  by  Chairman  McClellan  and  of  the  testimony  already  heard  by  this 
Subcommittee  from  representatives  of  the  Executive  Branch  indicating  a  very 
substantial  retreat  from,  and  willingness  to  accept  modification  of,  the  language 
of  S.  1042,  I  will  be  forgiven  for  characterizing  it  as  a  singularly  wooden  and 
grossly  unscholarly  bit  of  drafsmanship. 

Both  S.  1042  and  H.R.  11447  accept  the  urging  of  the  President's  Commission, 
and  of  the  President  himself,  that  patent  reform  include  an  adoption  of  the 
first-to-file  system  to  be  made  workable  by  a  preliminary  application  system 
for  the  purpose  of  speeding  up  the  public  disclosure  of  technological  infoi-mation. 
While  the  overwhelming  majority  of  the  patent  bar  at  the  present  time  opposes 
this  approach,  I  am  convinced  that  a  majority,  at  least,  of  the  same  patent  bar, 
would  recommend  the  adoption  of  H.R.  11447  if  it  were  offered  as  the  only  alterna- 
tive to  S.  1042. 

I  believe  that  this  Subcommittee  has  already  received  from  the  Administration 
a  tabular  comparison  of  H.R.  11447  with  the  recommendations  of  the  President's 
Commission  and  with  the  other  major  patent  reform  bills  now  i>ending  before 
Congress.  I  also  believe  that  this  Subcommittee  will  receive  a  revised  tabulation 
prepared  by  the  American  Patent  Law  Association  when  its  representative  testi- 
fies before  it  at  the  current  Hearing.  I  am,  therefore,  not  attempting  to  add  to  the 
'paper  explosion'  by  preparing  a  similar  parallel  table  on  my  own  account.  I  will 
confine  myself  in  this  statement,  and  in  the  testimony  which  accompanies  it,  to 
highlighting  what  appear  to  me  to  be  distinctive  proposals  of  R.H.  11447.  Many 
of  these,  I  hope,  will  commend  themselves  to  this  Subcommittee  for  adoption  in 
any  patent  reform  legislation  which  its  members  come  to  mark  up  and  present 
for  eventual  enactment. 

A  principal  objective  of  H.R.  11447  was  to  safeguard  the  interests  of  those 
inventors  and  employers  of  inventors  who  have  limited  financial  resources  and 
who,  in  consequence,  need  to  be  able  inexpensively  and  certainly  to  "stake  their 
claim"  in  order  to  be  able  freely  to  seek  the  backing  of  capital  without  risk  of 
loss  of  right  through  fraud  or  accident.  Tlie  major  way  in  which  the  scheme  of 
H.R.  11447  differs  from  the  scheme  of  S.  1042  is  that  it  provides  in  chapter  12  for 
the  immediate  institution  of  a  system  of  "deferred"  examination.  This  system 
was  inaugurated  in  Holland  some  years  ago  and  has  been  adopted  in  a  number 
of  other  countries,  including  Germany  and  Australia,  and  it  will,  no  doubt,  be 
adopted  in  many  more.  One  principal  reason  for  preferring  such  a  system,  better 
called,  "selective"  examination,  over  the  so-called  "full"  or  "indiscriminate" 
examination  system  at  present  employed  in  the  United  States,  is  that  it  eliminates 
the  largely  wasted  effort  of  examining  applications  for  patent  on  bright  ideas 
which,  upon  matiire  thought,  seem  to  have  no  practical  value.  However,  the 
on-rush  of  the  computer  will  unquestionably  within  the  next  few  years  permit 
very  rapid  completion  of  the  .search  of  documentary  material  phase  of  patent 
examination  and  this,  without  deferment  of  the  evaluation  phase,  will  in  close 
cases  sometimes  result  in  gross  injustice  and  loss  of  right. 

As  the  Supreme  Court  pointed  out  in  its  recent  landmark  decisions  of  Graham 
V.  John  Deere  Co.,  3a3  TI.S.  1  (1966)  and  Vnited  States  v.  Adams,  383  U.S.  39 
(1966),  in  order  to  determine  whether  an  invention  establi.shed  to  be  novel,  i.e. 
an  invention  which  has  passed  the  computer  search,  is  a  patentable  one,  i.e.  one 
not  obvious  to  the  man  skilled  in  the  art  at  the  time  it  was  made,  evidence  must 
often  be  considered  that  can  come  into  being  only  after  the  invention  has  been 
offered  publicly  to  the  relevant  industry.  Judge  Giles  S.  Rich  of  the  Court  of 
Customs  and  Patent  Appeals  has  stated  this  reason  for  deferred  examination  in 
these  words :  "Tender  the  proposed  legislation,  an  applicant  is  very  unlikely  to 
have  evidence  of  commercial  success,  adoption  by  the  industry,  replacement  of 
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other  inventions,  etc.,  in  time  to  be  of  any  use  in  establishing  nonobviousness  of 
a  new  invention  by  the  Ivind  of  evidence  the  Supreme  Court  says  has  relevance. 
The  "rule  of  doubt"  and  slower  prosecution  gave  him  this  chance.  Deferred 
examination  should  he  instituted  now,  if  we  are  to  have  the  other  laws  proposed, 
in  order  to  provide  the  time  in  which  to  collect  the  relevant  evidence  of  unob- 
viousness. Otherwise  many  applicants  will  be  hustled  into  sure  defeat."  (35  Geo. 
Wash.  L.  Rev.,  648  (May  1967).) 

Another  principal  difference  between  the  first  to  file  system  of  H.R.  11447  and 
that  of  S.  1042  is  seen  by  comparison  of  the  respective  provisions  for  preliminary 
filing.  This  is  the  provision  upon  which  the  small  inventor  must  rely  to  be  able  to 
stake  out  a  claim  in  a  relatively  certain  manner  without  incurring  substantial 
legal  fees  at  a  time  when  his  invention  is  just  a-borning.  §  116  of  H.R.  11447 
achieves  this  by  equating  the  standard  of  disclosure  which  an  inventor  must 
make  to  secure  his  claim  in  a  preliminary  api)lication  to  the  standard  of  dis- 
closure which  would  defeat  him  if  in  the  prior  art.  Tliis  is  almost  precisely  the 
standard  which  is  now  employed  for  effective  documentary  proof  of  conception 
now  accepted,  but  not  upon  simple  filing,  but  only  as  incident  of  the  almost  uni- 
versally condemned  and  notoriously  costly  interference  practice  of  the  present 
day.  In  fact.  Judge  Rifkind  Co-Chairman  of  the  President's  Commission,  in  an 
address  to  The  Association  of  The  Bar  of  The  City  of  New  York,  stated  that  it 
was  his  concept  of  the  preliminary  disclosure  practice  intended  by  that  Com- 
mission that  an  inventor  need  do  no  more  than  sign  and  mail  Xerox  copies  of 
such  documentary  material,  for  example,  notebook  pages,  to  the  Patent  Ofiice  to 
obtain  for  himself  a  certain  filing  date.  In  contrast  to  this,  S.  1042,  §  111  appar- 
ently requires  a  disclosure  in  all  of  the  written  detail  necessary  at  the  present 
time  in  a  formal  patent  application.  Needless  to  say,  this  loads  the  dice  heavily 
in  favor  of  those  inventors,  or  employers  of  inventors,  who  have  the  largest  stable 
of  competent  patent  application  drafting  talent  at  their  command.  In  will  be 
observed  that  the  more  liberal  provisions  of  H.R.  11447  introduce  no  new  concept 
into  the  law,  but  merely  apply  the  existing  standards  of  disclosure  that  must  be 
met  to  negative  patentability  to  the  disclosure  that  will  be  suflScient  to  establish  a 
preliminary  filing  date. 

Another  distinctive  approach  of  H.R.  11447,  believed  to  be  of  benefit  to  inventors 
of  all  sorts,  but  particularly  to  so-called  small  inventors,  is  the  liberal  provision 
for  elimination  of  needless  formalities.  Thus,  it  is  contemplated  preliminary  dis- 
closures may  be  effectively  filed  on  behalf  of  a  named  applicant  either,  signed 
by  a  person  regularly  authorized  to  practice  before  the  Patent  Ofl3ce  or  by  any 
person  aiithorized  by  such  an  applicant  who  cares  to  set  forth  his  authority  under 
oath.  Similarly,  complete  applications  can  be  signed  on  behalf  of  the  applicant 
by  any  person  authorized  to  practice  before  the  Patent  OflSce.  There  Is  no  need 
for  the  authority  of  a  registered  person,  subject  to  discipline  by  the  Commissioner 
of  Patents,  to  have  his  authority  attested  by  a  special  and  formal  power  of 
attorney  signed  in  each  application  by  the  applicant  any  more  than  there  is  the 
need  for  pleadings  filed  on  behalf  of  plaintiff  in  an  ordinary  civil  action  to  be 
accompanied  by  a  formal  power  of  attorney.  I  know  of  no  basis  for  any  supi>osi- 
tion  that  the  persons  registered  to  practice  before  the  Patent  Office  are  less 
capable  of  discharging  their  professional  responsibility  in  this  respect  than  are 
the  ordinary  attorneys  at  law  licen.sed  by  the  fifty  States  to  act  in  civil  actions. 
Inventors'  rights  are  fully  protected  by  the  requirement  that  the  persons  believed 
by  the  applicant  to  be  the  inventors  be  named  (§  115)  and  served  with  a  copy  of 
the  statement  of  the  applicant  alleging  his  relation  to  them  and  by  the  further 
provision  of  §  261  that  inventions  are  the  property  of  their  inventors  when  made. 

Many  people  believe  that  the  last  sentence  of  §  112  of  H.R.  11447  should  be 
incorporated  in  any  revision  of  patent  law  to  prevent  the  forfeiture  of  right 
now  too  frequently  caused   by  hyper  technical  claim  language  interpretation. 

The  vexed  question  of  whether  or  not  to  permit  foreign  prior  art,  other  than 
that  contained  in  a  printed  publication,  to  be  effective  has  i-esulted  in  a  middle 
ground  H.R.  11447  that  is  believed  to  be  more  equitable  than  the  flat  adoption 
of  univer.«;al  prior  art  in  S.  1042.  Tlie  definition  of  prior  art  in  H.R.  11447  merely 
requires  that  the  information  said  to  be  prior  art  have  been  known  at  the  relevant 
date  to  the  persons  skilled  in  the  art  in  the  Ignited  States,  or  have  then  been 
available  to  them  as  a  reasonable  con.sequence  of  a  disclosure  in  tangible  form 
or  a  use  or  placing  on  sale  anywhere  in  the  world.  This  does  not  introduce 
"availability"  as  a  new  concept  in  the  law,  but  was  derived  by  me  from  an  opinion 
of  the  Honorable  Frank  W.  Wilson,  United  States  District  Judge  for  the  East- 
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ern  District  of  Tennessee,  who  pointed  out  in  Morpul,  Inc.  v.  Crescent  Hosiery 
Mills,  265  F.  Svipi).  279,  303   (E.D.  Tenn.  1067)  : 

"The  statutory  requirement  of  non-obviousness  as  set  forth  in  35  U.S.C. 
§  103  requires  inquiry  be  made  into  (a)  the  level  of  ordinary  skill  of  the  artisan 
in  the  pertinent  art  or  technology  must  be  established  to  evaluate  whether  the 
claimed  subject  matter  is  obvious  or  unobvious  at  the  time  the  invention  was 
made  (Pertinent  art,  as  hereinabove  referred  to,  is  that  art  to  which  one  can 
reasonably  be  expected  to  look  for  a  solution  to  the  problem  which  the  patented 
device  attempts  to  solve)  ;  (b)  the  scope  and  content  of  the  prior  art  must  be 
investigated;  and  (c)  the  differences  and  similarities  must  be  evaluated  between 
the  prior  art  and  the  claimed  subject  matter  at  issue." 

Surely  a  person  working  in  the  perfume  industry  for  example,  in  the  United 
States  could  reasonably  be  expected  to  inform  himself  of  v>hat  was  publicly 
available  to  interested  persons  in  France,  a  well-known  center  of  that  industry, 
whether  or  not  the  knowledge  had  been  incorporated  in  a  printed  publication, 
and  the  person  who  takes  the  trouble  so  to  inform  himself  should  not  be  fore- 
clo.sed  from  using  the  fruits  of  his  investigation  because  some  less  enterprising 
would-be  patentee  had  not  taken  the  same  trouble,  but  had  filed  a  patent  applica- 
tion directed  to  French  common  knowledge.  Our  present  law,  on  the  other  hand, 
accepts  the  proposition  that  a  foreign  printed  publication  somehow,  from  the 
mere  fact  of  its  supposed  exi  ^teuce  in  however  obscure  and  unindexed  a  file  in 
the  remotest  foreign  country  should  hg  ve  a  weight  in  the  evaluating  of  a  United 
States  patent  denied  to  a  public  use  v^hich  was  common  knowledge  in  Toronto. 
Xo  rational  basis  appearn  to  exist  for  preferring  present  law  to  H.R.  11447.  The 
test  of  H.R.  11447  may  be  stated :  Is  an  inventor's  disclosure  in  fact  bringing 
something  to  United  States  industry  heretofore  not  available  to  it?  This  is,  it 
seems  to  me,  the  rational  test  suggested  by  the  President's  Commis.sion.  Nor  is 
there  basis  in  fact  for  the  oft-stated  .supposition  that  the  common  law  proof  of 
the  authenticity  of  an  allegedly  anticipating,  but  wholly  obscure  foreign  publica- 
tion is  going  to  be  any  less  expensive  or  any  more  free  from  the  possibility  of 
fraud  than  the  proof  of  the  preexistence  of  a  foreign  knowledge  sutficiently  wide- 
spread to  be  said  to  have  been  available  to  the  man  in  the  art  in  the  United 
States. 

]Minor  matters  long  overdue  in  patent  law  reform  are  the  revision  of  the 
rights  of  joint  owners  of  patents  contained  in  H.R.  11447,  §  262  and  the  revision 
of  the  consequence  of  failure  to  mark  patented  articles  with  the  statutory  notice 
in  H.R.  11447,  §  287. 

Time  and  space  would  not  permit  of  going  into  all  of  the  drafting  improve- 
ments and  streamlined  procedures  provided  in  H.R.  11447,  but  it  would  be  remiss 
of  me  not  to  call  the  Subcommittee's  attention  to  the  provisions  of  §  294.  which 
expressly  confer  upon  the  Patent  Office  work  product  a  presumption  of  adminis- 
trative correctness  in  language  keyed  to  that  employed  in  Title  5,  United  States 
Code.  This  takes  the  place  of  the  multiple  and  possibly  confusing  and  certainly 
unclear  provisions  about  presumptions  and  burdens  in  S.  1042.  Further,  §  294 
goes  along  with  the  President's  Commission  in  eliminating  the  right  of  a  patentee 
to  continue  litigation  after  a  final  determination  of  invalidity,  but  protects 
by  a  provision  enabling  him,  in  a  limited  manner,  to  extend  the  estoppel  effect  of 
a  finding  of  validity  on  a  given  record  to  any  person  subject  to  service  of  process 
of  any  court  of  the  United  States. 

There  remains  only  for  comment  that  H.R.  11447  does  not  adopt  the  approach 
of  S.  1042  in  providing  appeals  from  the  Court  of  Customs  and  Patent  Api)eals  to 
the  T'nited  States  Court  of  Appeals  for  the  Di.strict  of  Columbia  Circuit,  but 
instead  transfers  appeals  from  the  United  States  District  Court  of  the  District 
of  Columbia  in  civil  actions  in  Patent  Office  patent  cases  to  the  Court  of  Customs 
and  Patent  Appeals.  Further.  H.R.  11447  adopts  in  full  the  view  of  the  Presi- 
dent's Commission  in  respect  of  infringement  by  importation,  declining  the 
grudtcing   and   illogical   concession   made   to  that   recommendation   in    S.    1042. 

I  thank  the  Sulteommittee  for  the  opportunity  to  present  this  statement, 
to  testify  in  support  of  it.  and  I  hope  to  respond  orally  to  interested  questions 
from  the  Subcommittee  members. 

I  shall  be  happy  to  re.spond  fully  and  in  writing,  or  orally,  to  any  questions 
whi'-h  the  Subcommittee  may  lati'r  wish  to  put,  or  have  put,  to  me  on  its  behalf. 
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[H.R.  11447  90th  Cong.,  first  sess.] 


A  BILL  For  the  promotion  of  the  progress  of  the  useful  arts  by  the  general  revision  of 
the  Patent  Laws,  title  35  of  the  United  States  Code,  and  for  other  purposes 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United  States 
of  America  in  Conyrcss  assemUed,  That  title  35  of  the  United  States  Code,  entitled 
"Patents",  is  hereby  amended  in  its  entirety  to  read  as  follows: 


"TITLE  35— PATENTS 


'Part 


Sec. 


"I.  PATENT  OFFICE 1 

"II    PATENTABILITY  OF  INVENTIONS  AND  GRANT  OF  PATENTS-       100 
"III.  PATENTS  AND  PROTECTION  OF  PATENT  RIGHTS 251 

"PART  I— PATENT  OFFICE 

"Chapteb  ^*'^- 

"1.  Establishment,  Officers,  Functions 1 

"2.  Proceedings  in  the  Patent  Office 21 

"3.  Practice  Bb:fore  the  Patent  Office 31 

"4.  Patent   Fees ^^ 

"Chapter  1.— ESTABLISHMENT,  OFFICERS,  FUNCTIONS 

"Sec. 

"1.  Establishment. 

"2.  Seal. 

"3.  Officers  and  employees. 

"4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents. 

"5.  Bond  of  Commissioner  and  other  officers. 

"6.  Duties  of  Commissioner. 

"7.  Board  of  Appeals. 

"8.  Library. 

"9.  Classification  of  search  material. 

"10.  Certified  copies  of  records. 

"11.  Publications. 

"12.  Research  and  studies. 

"13.  Advisory  Council  on  the  patent  system. 

"§1.  Establishment 

"The  Patent  Office  shall  be  an  Office  in  the  Department  of  Commerce,  where 
records,  books,  drawings,  specifications,  and  other  papers  and  things  pertaining 
to  patents  and  to  trademark  registrations  shall  be  kept  and  preserved,  except 
as  otherwise  provided  by  law. 

"§2.  Seal 

"The  Patent  Office  shall  have  a  seal  with  which  letters  patent,  certificates  of 
trademark  registrations,  and  papers  issued  from  the  Office  shall  be  authenticated. 

"§  3.  Officers  and  employees 

"(a)  There  shall  be  in  the  Patent  Office  a  Commissioner  of  Patents,  one  first 
assistant  administrator,  two  other  assistant  commissioners,  and  not  more  than 
twenty-four  examiners-in-ehief.  The  assistant  commissioners  shall  perform  the 
duties  pertaining  to  the  office  of  Commissioner  assigned  to  them  by  the  Commis- 
sioner. The  fir.st  assistant  commissioner,  or,  in  the  event  of  a  vacancy  in  that 
office,  the  assistant  commissioner  senior  in  date  of  appointment,  shall  fill  the 
office  of  Commissioner  during  a  vacancy  in  that  office  until  a  Commissioner  is 
appointed  and  take.'^  office.  The  Commissioner  of  Patents  shall  be  appointed  by 
the  President,  by  and  with  the  advice  and  consent  of  the  Senate.  The  Secretary 
of  Commerce,  upon  the  nomination  of  the  Commissioner  in  accordance  with  law, 
shall  appoint  all  other  officers  and  employees. 

"(b)  The  Secretary  of  Commerce  may  vest  in  himself  the  functions  of  the 
Patent  Office  and  its  officers  and  employees  specified  in  this  title  and  may  from 
time  to  time  authorize  their  i)erformance  by  any  other  office  or  employee. 

"(c)  The  Secretary  of  Commerce  is  authorized  to  fix  the  i)er  annum  rate  of 
basic  compensation  of  each  examiner-in-chief  in  the  Patent  Office  at  not  in 
excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade  17  of 
the  General  Schedule  of  positions  referred  to  in  section  5104  of  title  5,  United 
States  Code,  and  of  the  assistant  commissioners  at  not  in  excess  of  the  rate 
provided  for  positions  in  grade  18. 
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"§  4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents 

"OflBcers  and  employees  of  the  Patent  Office  shall  be  inrapable,  during  the  pe- 
riod of  their  appointments  and  for  one  year  thereafter,  of  applying  for  a  patent 
and  of  acquiring,  directly  or  indirectly,  except  by  inheritance  or  bequest,  any 
patent  or  any  right  or  interest  in  any  patent,  issued  or  to  l>e  issued  by  the 
Office.  In  patents  applied  for  thereafter  they  shall  not  be  entitled  to  any  priority 
date  earlier  than  one  year  after  the  termination  of  their  appointment. 

"§  5.  Bond  of  Commissioner  and  other  officers 

"The  Commissioner  and  such  other  officers  as  he  designates,  before  entering 
upon  their  duties,  shall  severally  give  bond,  with  sureties,  the  former  in  the  sum 
of  $10,000,  and  the  latter  in  sums  prescribed  by  the  Commissioner,  conditioned 
that  they  shall  faithfully  discharge  their  respective  duties  and  that  they  shall 
render  to  the  proper  officers  of  the  Treasury  a  true  account  of  all  money  received 
by  virtue  of  their  offices. 
"§  6.  Duties  of  Commissioner 

"The  Commissioner,  under  the  direction  of  the  Secretary  of  Commerce,  shall 
superintend  or  perform  all  duties  required  by  law  respecting  the  granting  and 
issuing  of  patents  and  the  registration  of  trademarks ;  and  he  shall  have  charge 
of  property  belonging  to  the  Patent  Office.  He  may  establish  regulations,  not 
inconsistent  with  law,  for  the  conduct  of  proceedings  in  the  Patent  Office.  Such 
regulations  and  all  other  regulations  issued  pursuant  to  this  title  shall  be  sub- 
ject to  the  approval  of  the  Secretary  of  Commerce. 

"§  7.  Board  of  Appeals 

"(a)   The  Commissioner,  the  assistant  commissiouer.s,  and  the  examiners-In- 
chief  shall  constitute  a  Board  of  Appeals  in  the  Patent  Office.  The  exarainers-in- 
chief  shall  be  persons  of  comi>etent  legal  knowledge  and  scientific  ability,  who 
shall  be  appointed  under  the  classified  Civil  Service. 
"(b)   The  Board  of  Appeals  shall: 

"(1)   Review  adverse  decisions  of  the  examiners  upon  applications  for 
patents  as  provided  in  section  136  of  this  title. 

"(2)   Reconsider  determinations  made  by  the  Patent  Office  pursuant  to 
section  257  of  this  title. 

"(3)   Perform  the  functions  specified  as  being  i>erformed  by  a  Board  of 

Patent  Interferences  in  Public  Law  5U3.  Eighty-second  Congress   (ch.  r»50, 

66  Stat.  792,  section  1),  and  in  other  Acts  of  Congress  and  when  performing 

.said  function  shall  constitute  a  Board  of  Patent  Interferences. 

"(c)   Each  appeal  or  other  action  shall  be  heard  or  considered  by  at  least  three 

members  of  the  Board  of  Appeals.  The  Board  of  Appeals  has  sole  power  to  grant 

rehearings. 

"(d)  Whenever  the  Commissioner  considers  it  necessary  to  maintain  the  v.ork 
of  the  Board  of  Appeals  current,  he  may  designate  any  patent  examiner  of  the 
primary  examiner  grade  or  higher  having  the  reqni.site  ability,  to  serve  as  acting 
examiner-in-chief  for  periods  not  exceeding  six  months  each.  An  examiner  so 
designated  shall  be  qualified  to  act  as  a  member  of  the  Board  of  Appeals.  Xot 
more  than  one  acting  examiner-in-chief  .shall  be  a  member  of  the  Board  of  Ap- 
peals hearing  an  apj)eal  or  considering  a  case.  The  Secretary  of  Commerce  is 
authorized  to  fix  the  per  annvmi  rate  of  basic  compensati(jn  of  each  acting  ex- 
aminer-in-chief in  the  Patent  Office  at  not  in  excess  of  the  maximum  scheduled 
rate  provided  for  positions  in  grade  16  of  the  General  Schedule  of  i>ositions 
referred  to  in  section  m04  of  title  5,  United  States  Code.  The  i)er  annum  rate  of 
basic  compensation  of  each  acting  examiner-in-chief  shall  be  adjusted,  at  the 
close  of  the  period  for  which  he  was  designated  to  act  as  examiner-in-chief,  to 
the  per  annum  rate  of  basic  comi^ensatiou  which  he  would  have  been  reccivins;  at 
the  close  of  such  period  if  such  designation  had  not  been  made. 

"§8.  Library 

"The  Commissioner  shall  maintain  a  library  of  scientific  and  other  works  and 
periodicals,  both  foreign  and  domestic,  in  the  Patent  Office  to  aid  the  officers  in 
the  discharge  of  their  duties. 

"§  9.  Classification  of  search  material 

"The  Commissioner  shall  maintain  a  classification  by  sub.iect  matter  of  pub- 
lished specifications  of  United  States  patents  and  applications  and  of  such  other 
disclo-sures  in  tangible  form  of  .scientific  nnd  technical  information  as  may  be 
necessary  or  practicable,  in  such  form  as  lie  may  determine  from  time  to  time 
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best  suited,  for  the  purpose  of  determining  with  readiness  and  accuracy  the 
novelty  of  inventions  for  which  applications  for  patent  are  filed. 

"§  10.  Certified  copies  of  record 

"The  Commissioner  may,  upon  payment  of  the  prescribed  fee,  furnish  certified 
copies  of  records  of  the  Patent  Office  to  persons  entitled  thereto. 

"§  11.  Publications 

"(a)  The  Commissioner  may  publish,  in  such  formats  as  he  shall  determine 
most  suitable  under  applicable  laws  and  regulations,  the  following : 

"(1)  Patent  applications  and  parts  thereof,  subject  to  the  provisions  of 
this  title,  patent  abstracts  and  patents,  including  specifications  and  draw- 
ings, together  with  copies  of  the  same. 

"(2)  Certificates  of  trademark  registrations,  including  statements  and 
drawings,  together  with  copies  of  the  same. 

"  (3)   The  Official  Gazette  of  the  United  States  Patent  Office. 
"(4)   Annual  indices  of  patents  and  patentees,  published  applications  and 
applicants,  and  of  trademarks  and  registrants. 

"  (5)   Annual  volumes  of  decisions  in  patent  and  trademark  cases. 
"(6)   Classification  manuals  and  indices  of  the  classifications  of  patents. 
"(7)   Pamphlet  copies  of  the  patent  laws  and  rules  of  practice,  laws  and 
rules  relating  to  trademarks  and  circulars  or  other  publications  relating  to 
the  business  of  the  Office. 
"(b)   The  Commissioner  may  exchange  any  of  the  iniblications  specified  in 
subsection  (a)  of  this  section  for  publications  desirable  for  the  use  of  the  Patent 
Office. 

"§  12.  Research  and  studies 

"(a)  The  Commissioner  shall  conduct  a  program  of  research  and  development 
to  improve  and  exi>edite  the  handling,  classification,  storage,  and  retrieval  of 
patents  and  other  scientific  and  technical  information. 

"(b)  The  Commissioner,  in  consultation  with  the  Advisory  Council  established 
pursuant  to  section  13  of  this  title,  shall  conduct  and  sponsor  studies  to  aid  in 
analyzing  the  contemporary  needs  of  the  patent  system  and  in  evaluating  the 
effectiveness  of  the  patent  system  in  serving  the  public  interest. 

"§  13.  Advisory  Council  on  the  Patent  System 

(a)  There  is  hereby  established  an  Advisory  Council  on  the  Patent  System 
(referred  to  in  this  section  as  the  'Council')  of  not  less  than  twelve  nor  more 
than  twenty-four  members  to  be  appointed  by  the  Secretary  of  Commerce  from 
the  general  public,  without  regard  to  the  civil  service  laws,  and  to  consist  of 
persons  having  experience  with,  and  representative  of,  the  various  interests 
affected  by  the  patent  system.  The  Secretary  of  Commerce  shall  designate  the 
Chairman  of  the  Council  and  set  the  terms  of  the  members. 

"(b)  It  shall  be  the  duty  of  the  Council,  on  a  continuing  basis,  to  evaluate  the 
effectiveness  of  the  patent  system  in  serving  the  public  interest ;  to  analyze  the 
contemporary  conditions  and  needs  of  the  patent  sy.steni ;  to  study  and  appraise 
the  methods  and  operations  of  the  United  States  Patent  Office  including  the 
quality  of  United  States  patents,  the  procedures  and  timing  of  publication  of 
pending  applications  and  the  needs  of  examination ;  and  to  report  to  the  Secre- 
tary of  Commerce  its  conclusions  and  recommendations. 

"(c)  The  Secretary  of  Commerce  shall  furnish  to  the  Council  an  executive 
secretary  and  such  professional,  swretarial,  clerical,  and  otlier  .services  and  fa- 
cilities as  are  necessary  to  the  conduct  of  its  business. 

"Chapter  2.— PROCEEDINGS  IN  THE  PATENT  OFFICE 

"Sec. 

"21.  Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday. 

"22.  Form  of  papers  filed. 

"23.  Testimony  in  Patent  Office  cases. 

"24.   Subpenas,  witnesses. 

"2.'5.   Oatli  and  declaration  In  lieu  of  oath. 

"26.  Effect  of  defective  execution. 

"§  21.  Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday 

"When  the  day,  or  the  last  day,  for  taking  any  action  or  paying  any  fee  in  the 
United  States  Patent  Office  falls  on  Saturday,  Sunday,  or  a  holiday  within  the 
District  of  Columbia,  the  action  may  be  taken,  or  the  fee  paid,  on  the  next  suc- 
ceeding secular  or  business  day. 
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**§22.  Form  of  papers  jSled 

The  Commissioner  may,  by  rule,  prescribe  the  form,  and  the  number  and  man- 
ner of  reproduction  of  copies,  of  papers  filed  in  the  Patent  Office. 

"§  23.  Testimony  in  Patent  Office  cases 

"The  Commissioner  may  establish  rules  for  taking  affidavits  and  depositlona 
required  in  cases  in  the  Patent  Office.  Any  officer  authorized  by  law  to  take 
depositions  to  be  used  in  the  courts  of  the  United  States,  or  of  the  State  where 
he  resides,  may  take  such  affidavits  and  depositions. 

"§  24.  Subpenas,  witnesses 

"The  clerk  of  any  United  States  court  for  the  district  wherein  testimony  is 
to  be  taken  for  use  in  any  matter  pending  in  the  Patent  Office,  shall,  upon  the 
application  of  any  party  thereto,  issue  a  subpena  for  any  witness  residing  or 
being  within  such  district,  commanding  him  to  appear  and  testify  before  an 
officer  in  such  district  authorized  to  take  depositions  and  affidavits,  at  the  time 
and  place  stated  in  the  subpena.  The  provisions  of  the  Federal  Rules  of  Civil 
Procedures  relating  to  the  attendance  of  witnesses  and  to  the  production  of 
documents  and  things  shall  apply  to  contested  cases  in  the  Patent  Office. 

"Every  witness  subpenaed  and  in  attendance  shall  be  allowed  the  fees  and 
traveling  expenses  allowed  to  witnesses  attending  the  United  States  district 
courts. 

"A  judge  of  a  court  whose  clerk  issued  a  subpena  may  enforce  obedience  to 
the  process  or  punish  disobedience  as  in  other  like  cases,  on  proof  that  a  wit- 
ness, served  with  such  subpena,  neglected  or  refused  to  appear  or  to  testify. 
No  witness  shall  be  deemed  guilty  of  contempt  for  disobeying  such  subpena 
unless  his  fees  and  traveling  expenses  in  going  to,  and  returning  from,  and  one 
day's  attendance  at  the  place  of  examination,  are  paid  or  tendered  him  at  the 
time  of  the  service  of  the  subpena  ;  nor  for  refusing  to  disclose  any  secret  matter 
except  upon  appropriate  order  of  the  court  which  issued  the  subpena. 

"§  25.  Oath  and  declaration  in  lieu  of  oath 

"(a)  An  oath  to  be  filed  in  the  Patent  Office  may  be  made  before  any  person 
within  the  United  States  authorized  by  law  to  administer  oaths  or,  when 
made  in  a  foreign  country,  before  any  diplomatic  or  consular  officer  of  the 
United  States  authorized  to  administer  oaths,  or  before  any  officer  authorized 
to  administer  oaths  in  the  foreign  country  in  which  the  applicant  may  be,  whose 
authority  shall  be  proved  by  certificate  of  a  diplomatic  or  consular  officer  of 
the  United  States,  and  such  oath  shall  be  valid  if  it  complies  with  the  laws  of 
the  State  or  country  where  made. 

"(b)  The  Commissioner  may  by  rule  prescribe  that  any  document  to  be  filed  in 
the  Patent  Office  and  which  is  required  by  any  law,  rule,  or  other  regulation  to 
be  under  oath  may  be  subscribed  with  a  written  declaration  in  such  form  as 
the  Commissioner  may  prescribe,  such  declaration  to  be  in  lieu  of  the  oath  other- 
wise required. 

"(c)  Whenever  such  written  declaration  is  used,  the  document  must  warn 
the  declarant  that  willful  false  statements  and  the  Like  are  subject  to  punish- 
ment including  fine  or  imprisonment,  or  both. 

"§  26.  Effect  of  defective  execution 

"Any  document  to  be  filed  in  the  Patent  Office  and  wWch  Is  required  by  any 
law,  rule,  or  other  regulation  to  be  executed  In  a  si)ecifled  manner  may  be 
provisionally  accepted  by  the  Commissioner  despite  a  defective  execution,  pro- 
vided a  properly  executed  document  is  submitted  within  such  time  as  may  be 
prescribed. 

"Chapter  3.— PRACTICE  BEFORE  THE  PATENT  OFFICE 

"Sec. 

":;i.  Recrulations  for  agents  and  attorneys. 

"."2.   Suspension  or  exclusion  from  practice. 

"33.  Unautliorized  representation  as  practitioner. 

"§  31.  Regulations  for  agents  and  attorneys 

"The  Commissioner,  subject  to  the  approval  of  the  Secretary  of  Commerce, 
may  prescribe  regulations  governing  the  recognition  and  conduct  of  agents,  at- 
torneys, or  other  persons  representing  applicants  or  other  parties  before  the 
Patent  Office,  and  may  require  them,  before  being  recognized  as  representatives 
of  applicants  or  other  persons,  to  show  that  they  are  of  good  moral  character  and 
reputation  and  are  possessed  of  the  necessary  qualifications  to  render  to  appli- 
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cants  or  other  persons  valuable  .ser\ice,  advice,  and  assistance  in  the  presentation 
or  prosecution  of  their  applications  or  other  business  before  the  Office. 

"§  32.  Suspension  or  exclusion  from  practice 

"The  Commissioner  may,  after  notice  and  opiwrtunity  for  a  hearing,  suspend 
or  exclude,  either  generally  or  in  any  particular  case,  from  further  practice 
before  the  Patent  Otiice,  any  person,  agent,  or  attorney  shown  to  be  incompetent 
or  disreputable,  or  guilty  of  gross  misconduct,  or  who  does  not  comply  with 
the  regulations  established  under  section  31  of  this  title,  or  who  shall,  by  word, 
circular,  letter,  or  advertising,  with  intent  to  defraud  in  any  manner,  deceive, 
mislead,  or  threaten  any  applicant  or  prospective  applicant,  or  other  person 
having  immediate  or  prospective  business  before  the  Office.  The  reasons  for  any 
such  suspension  or  exclusion  shall  be  duly  recorded.  The  TJnited  States  District 
Court  for  the  District  of  Columbia,  under  such  conditions  and  upon  such  pro- 
ceedings as  it  by  its  rules  determines,  may  review  the  action  of  the  Commissioner 
upon  the  petition  of  the  person  so  suspended  or  excluded. 
"§  33.  Unauthorized  representation  as  practitioner 

"Whoever,  not  being  recognized  to  practice  before  the  Patent  Office,  holds  him- 
self out  or  permits  himself  to  be  held  out  as  so  recognized,  or  as  being  qualified 
to  prepare  or  prosecute  applications  for  patent,  shall  be  fined  not  more  than 
$1,000  for  each  offense. 

"Chapter  4.— PATENT  FEES 
"Sec. 

"41.  Patent  fees. 
"42.  Payment  of  patent  fees  ;  return  of  excess  amounts. 

"§41.  Patent  fees 

"(a)  The  Commis.><ioner  shall  prescribe  by  regulation  the  charges  to  be  made 
for  copies  of  records  and  publications  and  for  services  furnished  by  the  Patent 
Office  other  than  pursuant  to  part  II  of  this  title  designed  to  effect  a  recovery 
in  the  range  of  90  to  110  per  centum  of  the  cost  to  the  Patent  Office  of  the  copies 
and  services  furnished. 

"(b)  The  Commissioner  shall  prescribe  by  regulation  the  fees  to  he  paid  in 
connection  with  the  filing  and  examination  of  patent  applications,  the  issuance 
of  patents,  and  other  matters  set  forth  in  part  II  of  this  title  as  requiring  a  fee 
designed,  together  with  the  fees  prescribed  pursuant  to  subsection  (a)  of  this 
title,  to  effect  an  overall  recovery  in  the  range  of  65  to  75  per  centum  of  the  costs 
of  operation  of  the  Patent  Office. 

"(c)  The  Commissioner  shall  prescribe  by  regulation,  consistent  with  the 
provisions  of  this  title,  the  time  for  payment  of  the  fees  to  be  paid  tinder  this 
title.  If  payment  of  the  fees  in  connection  with  the  examination,  publication 
or  issuance  of  a  patent  application  are  not  timely  made,  the  application  shall 
be  regarded  as  abandoned.  An  applicant  shall  be  given  at  least  thirty  days  follow- 
ing notice  of  a  fee  due  pursuant  to  section  123  or  151  of  this  title  in  which  to  pay 
the  fee.  Errors  in  payment  of  fees  may  be  rectified  in  accordance  with  regulations 
prescribed  by  the  Commissioner. 

"(d)  The  fees  established  under  the  authority  of  this  section  shall  apply  to 
anv  other  Covernment  department  or  agency,  or  officer  thereof,  except  that  the 
Commissioner  may  waive  the  payment  of  any  fee  for  services  or  materials  in 
cases  of  occasional  or  incidental  requests  by  a  Government  department  or  agency, 
or  officer  thereof .  ,  ,  ^.  .  .         -  „  ^     * 

"(e)   The  Commissioner  may  prescribe  by  regulation  when  copies  of  Patent 
Office  records  and  publications  may  be  provided  without  charge  or  in  exchange 
for  records  or  publications  of  foreign  countries. 
"§  42.  Payment  of  fees;  return  of  excess  amounts 

"All  fees  shall  he  paid  to  the  Commissioner,  who  shall  deposit  the  ?ame  in 
the  Treasury  of  the  United  States  in  such  manner  as  the  Secretary  of  the  Treas- 
ury directs  and  the  Commissioner  may  refund  any  sum  paid  by  mistake  or  in  ex- 
cess of  the  fee  required. 
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"PART  II— PATENTABILITY  OF  INVENTIONS  AND 
GRANTS  OF  PATENTS 

"Chapter  Sec. 

"10.  Patentability   of   Inventions 100 

"11.  Application  for  Patent 111 

"12.  Review  and  Examination  of  Application 131 

"13.  Review  of  Patent  Office  Decisions 141 

"14.   Issue  of  Patent 151 

"15.  Plant  Patents 161 

"16.  Design 171 

"17.  Secrecy  of  Certain  Inventions  and  Filing  Applications  Abroad 181 

"Chapter  10.— PATENTABILITY  OF  INVENTIONS 

"Sec. 

"100.   Definitions. 

"101.  Right  to  patent :  inventions  patentiible. 

"102.   Conditions  for  patentability  ;  novelty  and  nonobvious  subject  matter. 

"103.  Conditions  for  patentability  ;  recovery  of  right  to  patent. 

"§  100.  Definitions 

"When  used  in  this  title  unless  the  context  otherwise  indicates — 

■'(a)   The  term  'invention'  means  invention  or  discovery. 

"(b)  The  term  'process'  means  process,  art  or  method  and  includes  a  new  use 
of  a  known  process,  machine,  manufacture,  composition  of  matter,  or  material. 

"(c)  The  terms  'United  States'  and  'this  country'  mean  the  United  States  of 
America,  its  territories  and  po.ssessions,  and  the  Commonwealth  of  Puerto  Rico 
and  vessels,  aircraft,  and  vehicles  of  the  United  States  wherever  located. 

"(d)  The  term  'applicant'  means  any  person  who  has  filed  or  who  owns  an 
application  for  patent  as  provided  in  this  title. 

"(e)  The  term  'professional'  denotes  a  person  having  ordinary  skill  in  the 
art  to  which  the  subject  matter  of  an  invention  pertains. 

"(f)  The  term  'knowledge  of  the  art'  shall  comprise  any  information  known 
to  the  professionals  in  an  art  in  the  United  States  or  available  to  those  profes- 
sionaLs  as  a  reasonable  consequence  of  a  disclosure  in  a  tangible  form  or  of 
a  u.'^e  or  a  placing  on  sale  anywhere  in  the  world. 

"(g)  The  term  'effective  filing  date'  shall  constitute  the  date  upon  which  a 
complete  United  States  patent  application  was  filed  or  the  earliest  date  upon 
which  any  United  States  or  foreign  application  referred  to  therein  and  forming 
the  basis  for  any  valid  claim  of  priority  therefor  was  filed,  whichever  is  earlier. 
A  complete  application  or  the  resulting  patent  may  contain  separate  claims  for 
subject  matter  having  different  effective  filing  dates. 

"(h)  The  term  'prior  art'  shall  compri.se  the  knowledge  of  the  art  prior  to  the 
effective  filing  date  of  a  patent  application,  and  a  di.sclosure  in  a  United  States 
patent  or  published  complete  application  shall  constitute  prior  art  as  of  its 
effective  filing  date. 

"(i)  The  term  'patentee'  includes  not  only  the  per.son  to  whom  the  patent  is 
issued  but  also  the  successors  in  title  to  such  person. 

"(j)  The  term  'useful'  shall  include,  but  shall  not  be  limited  to,  utility  in 
agriculture,  commerce,  industry,  health,  or  research. 

"§  101.  Right  to  patent :  inventions  patentable 

"Any  invention  of  a  new  and  useful  process,  machine,  manufacture,  or  com- 
position of  matter,  or  any  new  and  useful  improvement  thereof,  may  be  the  sub- 
ject of  a  patent  granted  pursuant  to  the  conditions  and  requirements  of  this  title. 

"§  102.  Conditions  for  patentability;  novelty  and  nonobvious  subject  matter 

"A  person  claiming  ownership  of  an  invention  shall  be  entitled  to  a  patent 
therefor  unless — 

"(a)   The  invention  was  disclosed  in  the  prior  art.  or 

"(b)  Although  not  identically  disclo.sed  in  the  prior  art,  the  differences 
between  the  subject  matter  .sought  to  be  patented  and  the  prior  art  are  such 
that  the  subject  matter  as  a  whole  would  have  been  obvious  on  the  effective 
filing  date  of  the  patent  application  to  a  professional.  Patentability  shall 
not  be  negatived  by  the  manner  in  which  the  invention  was  made. 

"§  103.  Conditions  for  patentability;  recovery  of  right  to  patent 

"Information  in  the  prior  art  solely  as  a  consequence  of  disclosure  derived 
from  the  applicant  for  a  patent  or  his  predecessor  in  title  to  the  invention  shall 
not  negative  the  patentability  of  the  invention  if  otherwise  patentable  upon  a 
complete  application  filed  within  twelve  months  after  such  disclosure. 
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"Chapter  11.— APPLICATION  FOR  PATENT 

"Sec. 

"111.  Application  for  patent. 

"112.  Complete  specification. 

"113.  Drawings. 

"114.  Models,  specimens. 

"115.  Stiiteiuent  of  claim  of  ownership. 

"ll(i.  Pnliminar.v  disclosure. 

"117.  Benefit  of  earlier  filing  date  in  foreign  country  ;  right  of  priority. 

"118.  Benefit  of  earlier  filing  date  in  the  United  States. 

"119.  Divisional  applications. 

"120.  Confidential  status,  publication,  and  abandonment  of  applications. 

"§  111.  Application  for  patent 

"Application  for  patent  shall  be  made  in  writing  to  the  Commissioner  by  a 
per.son  claiming  ownership  of  the  invention.  Such  application,  if  a  complete 
application,  shall  include:  (1)  a  complete  specification  as  prescribed  by  section 
112  of  this  title;  (2)  a  drawing  as  prescribed  by  .section  113  of  this  title;  and 
(3)  a  statement  of  claim  of  o^^^le^ship  as  prescribed  by  section  11.5  of  this  title. 
'i'he  complete  application  must  be  signed  by  the  applicant  or  by  a  person  regularly 
authorized  to  practice  before  the  Patent  Office  on  behalf  of  applicant,  and  acconi- 
panied  by  the  fee  required  by  law.  Such  application,  if  a  preliminary  application, 
shall  include  (1)  a  preliminary  disclcsure  as  prescribed  by  section  116  of  this 
title  and  (2)  a  .statement  of  claim  of  ownership  as  prescribed  by  section  115  of 
this  title.  The  preliminary  application  must  be  .signed  by  the  applicant,  or  by  any 
person  authorized  to  act  on  his  behalf  who  shall,  unless  he  is  a  person  regularly 
authorized  to  practice  before  the  Patent  Office,  state  under  oath  the  source  of 
his  authority,  and  accompanied  by  the  fee  required  by  law. 

"§  112.  Complete  specification 

"The  specitication  shall  contain  a  written  description  of  the  invention,  and  of 
the  manner  and  process  of  making  and  using  it,  in  such  full,  clear,  concise,  and 
exact  terms  as  to  enable  any  professional  to  make  and  use  the  same,  and  shall 
set  forth  the  best  mode  then  contemplated  by  applicant  of  carrying  out  the 
invention. 

"The  specification  shall  conclude  with  one  basic  claim  and  such  subordinate 
claims  as  may  be  necessary  or  proper  particularly  to  point  out  and  distinctly 
claim  the  subject  matter  which  the  applicant  desires  to  secure  by  letters  patent. 
The  ba.sic  claim  shall  be  written  in  independent  form  and  the  subordinate  claims 
in  deuendent  form,  and  claims  in  dependent  form  shall  be  construed  to  include 
all  the  limitations  of  a  claim  incorporated  by  reference  into  the  dependent  claim. 

"An  element  in  a  claim  for  a  combination  may  be  expressed  as  a  means  or  step 
for  performing  a  specified  function  without  the  recital  of  structure,  material,  or 
acts  in  .support  thereof,  and  such  claim  shall  be  construed  to  cover  the  correspond- 
ing structure,  material,  or  acts  described  in  the  specification  and  equivalents 
thereof.  A  claim  shall  be  construed  to  preserve  its  validity  and  to  secure  to  the 
patentee  any  patentable  invention  disclosed  in  the  specification  and  within  the 
reasonable  intendment  of  the  claim,  as  the  specification  and  claim  would  be 
understood  by  a  professional. 

"§  113.  Drawings 

"When  the  nature  of  the  case  admits,  the  applicant  shall  furnish  a  drawing 
with  the  complete  application. 

"§  114.  Models,  specimens 

"The  Commissioner  may  require  the  applicant  to  furnish  a  model  of  convenient 
size  to  exhibit  advantageously  the  several  parts  of  his  invention. 

"When  the  invention  relates  to  a  composition  of  matter,  the  Commissioner  may 
require  the  applicant  to  furnish  specimens  or  ingredients  for  the  purpose  of 
inspection  or  experiment. 

"§  115.  Statement  of  claim  of  o^vnership 

"A  statement  of  claim  of  ownership  shall  set  forth  (1)  the  name  of  applicant; 
(2)  the  citizenship,  domicile,  and  post  office  address  of  applicant;  (3)  the  place 
or  places  at  which  the  invention  was  made ;  (4)  the  person  or  persons  believed  to 
have  made  the  invention ;  and  (5)  the  basis  upon  which  the  applicant  claims  to 
have  succeeded  to  the  rights  of  each  person  named  as  having  made  the  invention. 
The  applicant  shall  cause  a  copy  of  the  statement  of  claim  of  ownership  to  be 
served  promptly  upon  each  person  named  therein  in  any  manner  sufficient  to 
effect  service  of  process  under  rule  4  of  the  Federal  Rules  of  Civil  Procedure, 
and  such  .service  may  be  made  by  any  person  other  than  applicant  who  is  not  less 
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than  eighteen  years  of  age.  Proof  of  service  shall  be  filed  with  the  Commissioner. 
"No  error  made  in  the  naming  of  the  persons  believed  to  have  made  the  inven- 
tion shall  affect  the  validity  of  the  application  or  of  a  patent  issued  thereon. 
The  title  to  an  application  and  to  a  patent  issued  thereon  shall  be  determined  as 
prescribed  in  chapter  26  of  this  title. 

*'§  116.  Preliminary  disclosure 

"The  disclosure  shall  contain  a  written  description  of  the  invention  in  terms 
sufiicieut  to  inform  a  professional  of  the  nature  thereof  and  to  enable  him  to 
evaluate  its  operability.  A  disclosure  which  if  in  the  prior  art  would  defeat  the 
patentability  of  the  invention  under  section  102  of  this  title  shall  be  a  sufficient 
disclosure  thereof  for  the  purposes  of  this  section  116. 

"§  117.  Benefit  of  earlier  filing  date  in  foreign  country;  right  of  priority 

"An  application  for  patent  for  an  invention  filed  in  this  country  by  any  per- 
son who  has,  or  whose  legal  i^epresentatives  or  assigns  have,  previously  regularly 
filed  an  application  for  a  patent  for  the  same  invention  in  a  foreign  country  which 
affords  similar  privileges  in  the  case  of  applications  filed  in  the  United  States 
or  to  citizens  of  the  United  States,  shall  have  the  same  effect  as  the  same  applica- 
tion would  have  if  filed  in  this  country  on  the  date  on  which  the  application 
for  patent  for  the  same  invention  was  first  filed  in  such  foreign  country,  if  the 
application  in  this  country  is  filed  within  twelve  months  from  the  earliest  date 
on  which  such  foreign  application  was  filed. 

"No  application  for  patent  shall  be  entitled  to  this  right  of  priority  unless  a 
claim  therefor  and  a  certified  copy  of  the  original  foreign  application,  specifica- 
tion and  drawings  upon  which  it  is  based  are  filed  in  the  Patent  Office  before 
the  patent  is  granted,  or  at  such  time  during  the  pendency  of  the  applica- 
tion as  required  by  the  Commissioner  not  earlier  than  six  months  after  the  filing 
of  the  application  in  this  country.  Such  certification  shall  be  made  by  the  patent 
office  of  the  foreign  country  in  which  filed  and  show  the  date  of  the  application 
and  of  the  filing  of  the  specification  and  other  papers.  The  Conmiissioner  may 
require  a  translation  of  the  papers  filed  if  not  in  the  English  language  and 
such  other  information  as  he  deems  necessary. 

"In  like  manner  and  subject  to  the  same  conditions  and  requirements,  the 
right  provided  in  this  section  may  be  based  upon  a  subsequent  regularly  filed 
application  in  the  same  foreign  country  instead  of  the  first  filed  foreign  applica- 
tion, provided  that  any  foreign  application  filed  prior  to  such  subsequent  ap- 
plication has  been  withdrawn,  abandoned,  or  otherwise  disposed  of,  without 
having  been  laid  open  to  public  inspection  and  without  leaving  any  rights  out- 
standing, and  has  not  served,  nor  thereafter  shall  serve,  as  a  basis  for  claiming 
a  right  of  priority. 

"§  118.  Benefit  of  earlier  filing  date  in  the  United  States 

"A  complete  application  for  patent  for  an  invention  disclosed  in  the  manner 
provided  by  section  116  of  this  title  in  a  complete  or  a  preliminary  application 
previously  filed  in  the  United  States  by  the  same  applicant  or  by  a  person  through 
whom  an  applicant  claims  ownership  shall  have  the  same  effect,  as  to  such 
invention,  as  though  filed  on  the  date  of  the  prior  application,  if  filed  before  the 
patenting  or  publication  or  abandonment  of  or  termination  of  proceedings  on  the 
first  application  or  on  an  application  similarly  entitled  to  the  benefit  of  the 
filing  date  of  the  first  application  and  if  it  contains  or  is  amended  to  contain 
a  specific  reference  to  the  earlier  application. 

"§  119.  Divisional  applications 

"If  two  or  more  separately  patentable  inventions  are  claimed  in  one  complete 
application,  the  Commissioner  may  require  the  application  to  be  restricted  to 
one  of  the  inventions.  If  the  other  invention  is  made  the  subject  of  a  divisional 
complete  application  which  complies  with  the  requirements  of  section  118  of  this 
title  it  shall  be  entitled  to  the  benefit  of  the  filing  date  of  the  original  application. 
A  patent  issuing  on  an  application  with  respect  to  which  a  requirement  for  re- 
striction under  this  section  has  been  made,  or  on  an  application  filed  as  a  result 
of  such  a  requirement,  shall  not  be  used  as  a  reference  either  in  the  Patent  Office 
or  in  the  courts  against  a  divisional  application  or  against  the  original  applica- 
tion or  any  patent  issued  on  either  of  them,  if  the  divisional  application  is  filed 
before  the  issuance  of  the  patent  on  the  other  application.  The  validity  of  a  patent 
shall  not  be  questioned  for  failure  of  the  Commissioner  to  require  the  application 
to  be  restricted  to  one  invention. 
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"§  120.  Confidential  status,  publication,  and  abandonment  of  applications 

"(a)  Applications  for  patents,  unless  laid  open  to  public  inspection  under  the 
provisions  of  this  section,  shall  be  kept  in  confidence  by  the  Patent  OflBce  and  no 
information  concerning  the  same  given  without  authority  of  the  owner  unless 
necessary  to  carry  out  the  provisions  of  any  Act  of  Congress  or  in  such  special 
circumstances  as  may  be  determined  by  the  Commissioner. 

"(b)  All  complete  applications  for  patents  not  abandoned  and  not  the  subject 
of  a  secrecy  order  under  chapter  17  of  this  title,  shall  be  laid  open  to  public 
inspection  at  the  request  of  the  applicant  or  upon  receipt  of  a  demand  for  exami- 
nation under  section  132  of  this  title  or  eighteen  months  after  their  effective 
filing  date,  whichever  is  earlier,  and  shall  be  published  as  prescribed  in  section 
11  of  this  title  promptly  thereafter.  The  Commissioner  shall  delete  from  the 
text  of  any  application  laid  open  to  public  inspection  or  published  as  prescribed 
in  this  section  all  scandalous  matter  and  may  condense  or  rephrase  the  text 
to  eliminate  therefrom  repetition  or  prolixity  without  altering  the  substance 
of  the  disclosure. 

"(c)  Any  patent  application  that  has  not  been  laid  open  to  public  inspection 
may  be  abandoned  by  a  written  declaration  of  abandonment  signed  by  the 
applicant  or  on  his  behalf  by  a  person  authorized  to  practice  before  the  Patent 
Office  stating  an  intention  to  abandon  the  application  without  leaving  any  rights 
outstanding  and  that  the  application  has  not  served  and  will  not  thereafter  serve 
as  a  basis  for  claiming  a  right  of  priority  anywhere. 

"(d)  Abandonment  of  an  application  for  patent  does  not  of  itself  establish 
abandonment  of  an  invention  disclosed  therein. 

"Chapter  12.— REVIEW  AND  EXAMINATION  OF  APPLICATION 

"Sec. 

"1.31.  Prepiihlicatlon  classification  and  review. 

"132.   Examination  of  application. 

"1.3,3.   Notice  of  rejection  ;  reexamination. 

"1.34.  Procedure  to  determine  recovery  of  right  to  patent. 

"1.35.   Time  for  prosecuting  application. 

"136.  Appeal  to  Board  of  Appeals. 

"137.   Citations  in  aid  of  examination. 

"138.  Examination  of  related  applications. 

"§  131.  Prepublication  classification  and  review 

"The  Commissioner  shall  promptly  cause  each  complete  application  to  be 
classified  according  to  the  classification  maintained  pursuant  to  section  9  of 
this  title  and  reviewed  as  to  formal  matters  and  to  ascertain  the  text  thereof 
to  be  laid  open  to  public  inspection  pursuant  to  section  120  of  this  title  and  shall 
notify  the  applicant  of  the  results  of  the  classification  and  review,  stating  the 
reasons  therefor.  If  after  receiving  .such  notice,  the  applicant  timely  requests  re- 
review,  with  or  without  amendment,  the  application  shall  be  re-reviewed,  but 
the  laying  open  of  the  application  shall  not  be  delayed  on  account  of  re-review.  A 
request  for  re-review  shall  be  timely  if  received  by  the  Commissioner  with  a  de- 
mand for  examination  by  the  applicant  or  within  three  months  after  a  demand 
for  examination  by  another.  No  amendment  shall  introduce  new  matter  into  the 
disclosure  of  the  invention. 

"§  132.  Examination  of  application 

"Upon  receipt  of  a  demand  therefor  from  any  person,  accompanied  by  the 
fee  pre.scribed  by  law,  within  seven  years  of  the  date  a  complete  application  is 
laid  open  to  public  inspection,  the  Commissioner  shall  cau.se  an  examination  to 
be  made  of  the  complete  application  and  the  claimed  new  invention.  If  on  such 
examination  it  is  determined  that  the  applicant  is  entitled  to  a  patent  under 
the  law,  the  Commissioner  shall  issue  a  patent  therefor  as  hereinafter  provided. 

"§  133.  Notice  of  rejection;  reexamination 

"Whenever,  on  examination,  any  claim  of  a  complete  application  is  rejected,  or 
any  objection  or  requirement  made,  the  Commissioner  shall  notify  the  applicant 
thereof,  stating  the  reasons  therefor,  together  with  such  information  and  refer- 
ences as  may  be  useful  in  judging  the  propriety  of  continuing  the  prosecution  of 
the  application.  If  after  receiving  such  notice,  the  applicant  requests  reexamina- 
tion, with  or  without  amendment,  the  application  shall  be  reexamined.  No 
amendment  shall  introduce  new  matter  into  the  disclosure  of  the  invention. 
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"§  134.  Procedure  to  determine  recovery  of  right  to  patent 

"Whenever,  on  examination,  any  claim  of  a  complete  application  is  rejected, 
or  any  objection  or  requirement  made,  based  upon  information  in  the  prior  art  as 
a  consequence  of  a  disclosure  made  within  twelve  months  prior  to  the  filing  of  the 
complete  application,  and  the  applicant,  in  his  request  for  reexamination,  claims 
the  benefit  of  section  103  of  this  title,  the  applicant  shall  set  forth  in  detail  the 
grounds  for  his  claim  together  with  the  names  and  addresses  of  those  persons  be- 
lieved by  him  to  have  knowledge  of  the  facts  relevant  to  his  claim,  together 
with  the  fee  prescribed  by  law,  and  prepayment  of  a  deposit  sufficient  to  cover 
the  costs,  fees  and  expenses  involved,  and  the  Commissioner  shall  by 
service  of'  vrritten  interrogatories  pursuant  to  Rule  31  of  the  Federal  Rules  of 
Civil  Procedure  require  such  of  those  persons  as  applicant  elects  to  rely  uiwn 
to  give  evidence  by  deposition  under  oath  concerning  such  facts.  Reexamination 
shall  include  an  express  ruling  on  the  sufficiency  of  applicant's  claim,  stating 
the  reasons  therefor. 
"§  135.  Time  for  prosecuting  application 

"(a)  Upon  failure  of  the  applicant  to  claim  the  priority  of  a  preliminary  appli- 
cation in  a  complete  application  filed  within  one  year  after  the  filing  of  the 
preliminary  application  the  preliminary   application   shall  become   abandoned. 

"(b)  Unless  a  demand  for  examination  of  a  complete  application  is  received  by 
the  Commissioner  within  seven  years  after  the  application  is  laid  open  to  public 
inspection  the  application  shall  become  abandoned. 

"(c)  Upon  failure  of  the  applicant  to  prosecute  a  publi.shod  and  pending  ap- 
plication within  six  mouths  after  any  action  therein,  of  which  notice  has  been 
given  or  mailed  to  the  applicant,  or  within  such  shorter  time,  not  less  than  thirty 
days,  as  fixeil  by  the  Commissioner  in  such  action,  the  application  shall  be  re- 
garded as  abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the  satisfac- 
tion of  the  Commissioner  that  such  delay  was  unavoidable. 

"§  136.  Appeal  to  Board  of  Appeals 

"An  applicant  for  a  patent,  any  of  whose  claims  has  been  twice  rejected,  may 
appeal  from  the  decision  of  the  primary  examiner  to  the  Board  of  Appeals, 
having  once  paid  the  fee  for  such  appeal. 
"§  137.  Citations  in  aid  of  examination 

"(a)  Any  person  may,  with  or  without  disclosure  of  his  identity,  at  any  time 
notify  the  Commissioner  of  prior  art  which  may  have  a  bearing  on  the  patent- 
ability of  a  specified  published  and  pending  application,  without  requesting  the 
examination  thereof,  with  or  without  written  explanation  of  the  pertinency  of 
the  prior  art,  and  the  Commissioner  shall  cause  such  notice  and  explanation,  if 
any,  to  be  placed  in  the  file  of  such  application  to  be  considered  by  the  Patent 
Office  upon  examination  thereof. 

"(b)  Any  person  demanding  examination  of  an  application  under  section  132 
of  this  title  may  notify  the  Commissioner  of  any  person  subject  to  service  of 
process  of  any  court  of  the  United  States  who  may  be  in  possession  of  knowledge 
of  prior  art  pertinent  to  the  patentability  of  a  published  and  pending  applica- 
ion,  together  with  the  fee  prescribed  by  law  and  prepayment  of  a  deposit  suffi- 
cient to  cover  the  costs,  fees  and  expenses  involved,  and  the  Commissioner  shall 
by  service  of  written  interrogatories  pursuant  to  rule  31  of  the  Federal  Rules  of 
Civil  Procedure  require  such  person  to  give  evidence  by  deposition  under  oath  of 
all  such  prior  art  then  known  to  him. 

"§  138.  Examination  of  related  applications 

"When  examination  of  an  application  is  requested  under  section  132  of  this 
title,  the  Commissioner  may  call  upon  the  applicant  to  complete  and  request 
examination  of  any  other  of  his  applications  which  may  be  pending  and  which 
claim  the  date  of  the  first  mentioned  application  or  any  application  the  date 
of  which  is  claimed  by  the  first  mentioned  application  and  to  pay  the  fee. 
Notice  shall  be  given  the  applicant  of  the  fee  due  and  a  time  of  not  less  than 
thirty  days  shall  be  set  for  payment.  If  the  fee  is  paid  within  the  specified  time, 
examination  shall  proceed  on  all  such  applications  concurrently.  If  the  fee  is 
not  paid  within  such  time,  the  applications  on  which  the  required  fee  has  not 
been  paid  shall  be  regarded  as  abandoned. 
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"Chapter  13.— REVIEW  OF  PATENT  OFFICE  DECISIONS 

"Sec. 

"141.  Appeal  to  Court  of  Customs  and  Patent  Appeals. 

"142.  Notice  of  appeal. 

"143.  Proceedings  on  appeal. 

"144.  Decision  on  appeal. 

"145.   Civil  Action. 

"§  141.  Appeal  to  Court  of  Customs  and  Patent  Appeals 

"An  applicant,  or  his  succes.sor  in  title,  dissatisfied  with  the  decision  of  the 
Board  of  Appeals  may  appeal  to  the  United  States  Court  of  Customs  and  Patent 
Appeals,  thereby  waiving  his  right  to  proceed  under  section  145  of  this  title. 

"§  142.  Notice  of  appeal 

"When  an  appeal  is  taken  to  the  United  States  Court  of  Customs  and  Patent 
Appeals,  the  appellant  shall  file  in  the  Patent  Office  a  written  notice  of  appeal 
directed  to  the  Commissioner,  within  such  time  after  the  date  of  the  decision 
appealed  from,  not  less  than  sixty  days,  as  the  Commissioner  appoints. 

'*§  143.  Proceedings  on  appeal 

"The  Patent  Office  shall  tran.smit  to  the  United  States  Court  of  Customs  and 
Patent  Appeals  certified  copies  of  all  the  necessary  papers  and  evidence  desig- 
nated by  the  appellant  and  any  additional  papers  and  evidence  designated  by  the 
Commissioner.  The  Commissioner  may  appear  in  court  by  his  representative  and 
present  the  position  of  the  Patent  Office.  The  court  shall,  before  hearing  an 
appeal,  give  notice  of  the  time  and  place  of  the  hearing  to  the  Commissioner  and 
the  appellant. 

"§  144.  Decision  on  appeal 

"The  United  States  Court  of  Customs  and  Patent  Appeals  shall  review  the 
decision  appealed  from  on  the  evidence  produced  before  the  Patent  Office  and 
transmitted  to  the  court  under  the  provisions  of  .section  143  of  this  title.  Upon 
its  determination  the  court  shall  return  to  the  Commissioner  a  certificate  of  its 
proceedings  and  decision,  which  shall  be  entered  of  record  in  the  Patent  Office 
and  govern  the  further  proceedings  in  the  case. 

"§  145.  Civil  Action 

"An  applicant,  or  his  successor  in  title,  dissatisfied  with  the  decision  of  the 
Board  of  Appeals  may,  unless  appeal  has  been  taken  to  the  United  States  Court 
of  Customs  and  Patent  Appeals,  have  remedy  by  civil  action  against  the  Com- 
missioner in  the  United  States  District  Court  for  the  District  of  Columbia  if 
commenced  within  such  time  after  such  decision,  not  less  than  sixty  days,  as  the 
Commissioner  appoints.  The  court  may  adjudge  that  such  applicant  is  entitled 
to  receive  a  patent  for  his  invention,  as  disclosed  in  his  complete  application,  as 
the  facts  in  the  case  may  appear,  and  such  adjudication  shall  be  entered  of 
record  in  the  Patent  Office  and  govern  further  proceedings  in  the  case. 

"Chapter  14.— ISSUE  OF  PATENT 

"Sec. 

"151.  Publication  and  issue  of  patent. 

"152.  How  issued. 

"153.  Contents  and  term  of  patent. 

**§  151.  Publication  and  issue  of  patent 

"(a)  If  it  is  determined  that  an  applicant  is  entitled  to  a  patent  under  the 
law,  a  written  notice  of  allowance  of  the  application  shall  be  given  or  mailed  to 
the  applicant.  The  notice  shall  specify  a  fee,  upon  payment  of  which  within  the 
time  established,  notice  that  the  application  has  been  allowed  shall  be  published 
together  with  any  changes  from  the  text  of  the  application  published  under  sec- 
tion 120  of  this  title. 

"(b)  If  any  payment  required  by  this  section  is  not  timely  made,  but  is  sub- 
mitted with  the  fee  for  delayed  payment  within  three  months  after  the  due 
date  and  sufficient  cause  is  shown  for  the  late  payment,  it  may  be  accepted  by 
the  Commissioner  as  though  no  abandonment  or  lapse  had  ever  occurred. 

"§  152.  How  issued 

"Patents  .shall  be  issued  in  the  name  of  the  United  States  of  America,  under 
the  seal  of  the  Patent  Office,  and  shall  be  signed  by  the  Commissioner  or  have 
his  signature  placed  thereon,  and  shall  be  recorded  in  the  Patent  Office. 
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"§  153.  Contents  and  terms  of  patent 

"(a)  Every  patent  shall  contain  a  grant  to  the  applicant,  his  heirs  or  as- 
signs, of  the  right,  daring  the  term  of  the  patent  to  exclude  others  from  making, 
using,  or  selling  the  invention  throughout  the  United  States,  referring  to  the 
specification  for  the  particulars  thereof.  A  copy  of  the  specification  and  drawings 
shall  be  annexed  to  the  patent  and  be  a  part  thereof- 

"(b)  The  term  of  a  patent  shall  expire  twenty  years  from  the  date  of  filing 
the  application  in  the  United  States  or,  if  the  benefit  of  the  filing  date  in  the 
United  States  of  a  prior  application  is  claimed,  from  the  earliest  such  prior 
date  claimed.  In  determining  the  term  of  the  patent,  the  date  of  filing  any  ap- 
plication in  a  foreign  country  which  may  be  claimed  by  the  applicant  shall  not 
be  taken  into  consideration. 

"Chapter  15.— PLANT  PATENTS 

"Sec. 

"161.  Patents  for  plants. 

"1G2.  Description,  claim. 

"16,3.  Grant. 

"104.  Assistance  of  Department  of  Agriculture. 

"§  161.  Patents  for  plants 

"(a)  Whoever  invents  or  discovers  and  asexually  reproduces  any  distinct  and 
new  variety  of  plant  including  cultivated  sports,  mutants,  hybrids,  and  newly 
found  seedlings,  other  than  a  tuber  propagated  plant  or  a  plant  found  in  an  uncul- 
tivated state,  may  obtain  a  patent  therefor,  subject  to  the  conditions  and  require- 
ments of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  plants,  except  as  otherwise  provided. 

"§  162.  Description,  claim 

"No  plant  patent  shall  be  declared  invalid  for  noncompliance  with  section  112 
of  this  title  if  the  description  is  as  complete  as  is  reasonably  possible. 

"The  claim  in  the  specification  shall  be  in  formal  terms  to  the  plant  shown  and 
described. 

"§  163.  Grant 

"In  the  case  cf  a  plant  patent  the  grant  shall  be  of  the  right  to  exclude  others 
from  asexually  reproducing  the  plant  or  selling  or  using  the  plant  so  reproduced. 

"§  164.  Assistance  of  Department  cf  Agriculture 

"The  President  may  by  Executive  order  direct  the  Secretary  of  Agriculture 
in  accordance  with  the  requests  of  the  Commissioner,  for  the  purpose  of  carrying 
into  effect  the  provisions  of  this  title  with  respect  to  plants  (1)  to  furnish  avail- 
able information  of  the  Department  of  Agriculture,  (2)  to  conduct  through  the 
appropriate  bureau  or  division  of  the  Department  research  upon  special  problems, 
or  (3)  to  detail  to  the  Commissioner  officers  and  employees  of  the  Department. 

"Chapter  16.— DESIGNS 

"Sec. 

"171.  Patents  for  designs. 
"172.  Right  of  priority. 
"173.  Term  of  design  patent. 

*'§  171.  Patents  for  designs 

"(a)  "Whoever  invents  any  new,  original  and  ornamental  design  for  an  article 
of  manufacture  may  obtain  a  patent  therefor,  subject  to  the  conditions  and 
requirements  of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  designs,  except  as  otherwise  provided. 

"§  172.  Right  of  priority 

"The  right  of  priority  provided  for  by  section  117  of  this  title  shall  be  six 
months  in  the  case  of  designs. 

"§  173.  Term  of  design  patent 

"Patents  for  designs  may  be  granted  for  the  term  of  three  years  and  six  months, 
or  for  seven  years,  or  for  fourteen  years,  as  the  applicant,  in  his  application, 
elects. 
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"Chapter  17.— SECRECY  OF  CERTAIN  INVENTIONS  AND  FILING 
APPLICATIONS  IN  FOREIGN  COUNTRIES 

"Sec. 

"181.   Secrecj-  of  cfrtaln  inventions  and  withholding  of  patent. 

"182.   Abandonment  of  invention  for  unauthorized  disclosure. 

"183.  Right  of  compensation. 

"184.  Filing  of  application  in  foreign  country. 

"185.  Patent  barred  for  filing  without  license. 

"186.  Penalty. 

"187.  Nonapplicabllity  to  certain  person. 

"IBS.  Rules  and  regulations,  delegations  of  power. 

"§  181.  Secrecy  of  certain  inventions  and  withholding  of  patent 

"(a)  Whenever  publication  or  disclosure  of  an  invention  in  which  the  Gov- 
ernment has  a  property  interest  might,  in  the  opinion  of  the  head  of  an  interested 
Government  agency,  be  detrimental  to  the  national  security,  the  Commissioner 
upon  being  so  notified  shall  order  that  the  invention  be  liept  secret  and  shall 
withhold  publication  thereof  and  the  grant  of  a  patent  under  the  conditions  set 
forth  hereinafter. 

"(b)  Whenever  the  publication  or  disclosure  of  an  invention  in  which  the 
Government  does  not  have  a  property  interest,  might,  in  the  opinion  of  the  Com- 
missioner, be  detrimental  to  the  national  security,  he  shall  make  the  application 
for  patent  in  which  such  invention  is  disclosed  available  for  inspection  to  the 
Atomic  Energy  Conimission,  the  Secretary  of  Defense,  and  the  chief  oflBcer  of 
any  other  department  or  agency  of  the  Government  designated  by  the  President 
as  a  defense  agency  of  the  United  States. 

"(c)  Each  individual  to  whom  the  application  is  di.?closed  .shall  sign  a  dated 
acknowledgment  tliereof,  which  acknowledgement  shall  be  entered  in  the  file  of 
the  application.  If,  in  the  opinion  of  the  Atomic  Energy  Commission,  the  Secre- 
tary of  a  defense  department,  or  the  chief  ofiicer  of  another  department  or 
agency  so  designated,  the  publication  or  disclosure  of  the  invention  would  be 
detrimental  to  the  national  security,  the  Atomic  Energy  Commission,  the  Secre- 
tary of  a  defense  department,  or  such  other  chief  officer  shall  notify  the  Com- 
mi.ssioner  and  the  Commissioner  shall  order  that  the  invention  be  kept  secret 
and  shall  withhold  publication  and  the  grant  of  a  patent  for  such  period  as  the 
national  interest  requires,  and  notify  the  applicant  thereof.  T'pon  proper  showing 
by  tie  head  of  the  deimrtment  or  agency  who  caused  the  secrecy  order  to  be  i-ssued 
that  the  examination  of  the  application  might  jeopardize  the  national  interest,  the 
Commissioner  shall  thereupon  maintain  the  application  in  a  sealed  condition  and 
notify  the  applicant  thereof.  The  applicant  whose  application  has  been  placed 
under  a  secrecy  order  .shall  have  a  right  to  appeal  from  the  order  to  the  Secretary 
of  CommeTce  under  rules  prescribed  by  him. 

"  (d)  An  invention  shall  not  be  ordered  kept  secret  and  publication  withheld  for  a 
period  of  more  than  one  year.  The  Commissioner  shall  renew  the  order  at  the  end 
thereof,  or  at  the  end  of  any  renewal  period,  for  additional  periods  of  1  year  upon 
notification  by  the  head  of  the  department  or  the  chief  officer  of  the  agency  who 
caused  the  order  to  be  issued  that  an  affirmative  determination  has  been  made 
that  the  national  interest  continues  so  to  require.  An  order  in  effect,  or  issued, 
during  a  time  when  the  United  States  is  at  war,  shall  remain  in  effect  for  the 
duration  of  hostilities  and  one  year  follomng  cessation  of  hostilities.  An  order  in 
effect,  or  issued,  during  a  national  emergency  declared  by  the  President  shall  re- 
main in  effect  for  the  duration  of  the  national  emergency  and  six  months  there- 
after. The  Commissioner  may  rescind  any  order  upon  notification  by  the  head  of 
the  department  or  the  chief  officer  of  the  agency  who  caused  the  order  to  be  issued 
that  the  publication  or  disclosure  of  the  invention  is  no  longer  deemed  detrimental 
to  the  national  security. 
"§  182.  .\bandonment  of  invention  for  unauthorized  disclosure 

"The  right  to  patent  an  invention  disclosed  in  an  application  for  patent  siib- 
ject  to  an  order  made  pursuant  to  section  ISl  of  this  title  may  be  held  aban- 
doned upon  its  being  established  by  the  Commissioner  that  in  violation  of  «:aid 
order  the  invention  has  been  published  or  disclo^.ed  or  that  an  application  for  a 
patent  therefor  has  been  filed  in  a  foreign  country  by  the  inventor,  his  successors, 
assigns,  or  legal  representatives,  or  anyone  in  privity  with  him  or  them,  without 
the  consent  of  the  Commissioner.  The  abandonment  shnll  be  hold  to  have  occurred 
as  of  the  time  of  violation.  The  consent  of  the  Commissioner  shall  not  be  given 
without  the  concurrence  of  the  head  of  the  department  or  the  chief  officer  of  the 
agency  who  caused  the  order  to  be  issued.  A  holding  of  abandonment  shall  con- 
stitute forfeiture  by  the  applicant,  his  successors,  assigns,  or  legal  representa- 
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tives,  or  anyone  in  privity  with  him  or  them,  of  all  claims  against  the  United 
States  based  upon  such  invention. 
"§  183.  Right  of  compensation 

"An  applicant,  his  successors,  assigns,  or  legal  representatives,  whose  patent 
is  withheld  as  herein  provided,  shall  have  the  right,  beginning  at  the  date  the 
applicant  is  notified  of  such  order  and  ending  .'^ix  years  after  the  expiration 
of  the  term  prescribed  by  a  patent  issuing  on  his  application,  to  apply  to  the 
head  of  any  department  or  agency  who  caused  the  order  to  be  issued  for  compen- 
sation for  (1)  the  damage  caused  by  the  order  of  secrecy  and  (2)  the  use  of  the 
invention  by  the  Government  resulting  from  his  disclosure.  The  right  to  com- 
pensation for  use  shall  begin  on  the  date  of  the  first  use  of  the  invention  by  the 
Government.  The  head  of  the  department  or  agency  is  authorized,  upon  the 
presentation  of  a  claim,  to  enter  into  an  agreement  with  the  applicant,  his  suc- 
cessors, assigns,  or  legal  representatives,  in  full  settlement  of  applicant's  claims 
for  damage  or  use  or  both.  This  settlement  agreement  shall  be  conclusive  for 
all  purposes  notwithstanding  any  other  provision  of  law  to  the  contrary.  If  full 
settlement  of  a  claim  cannot  be  effected,  the  head  of  the  department  or  agency 
may  award  and  pay  to  such  applicant,  his  successors,  assigns,  or  legal  repre- 
sentatives, a  sum  not  exceeding  75  per  centum  of  the  sum  which  the  head  of  the 
department  or  agency  considers  just  compensation  for  the  damage  or  use.  A 
claimant  may  bring  suit  against  the  United  States  in  the  Court  of  Claims  or 
in  the  Di-strict  Court  of  the  United  States  for  the  district  in  which  f^ueh  claimant 
is  a  resident  for  an  amount  which  when  added  to  the  award  shall  constitute  just 
compensation  for  the  damage  or  use  claimed.  The  owner  of  any  patent  issued 
upon  an  application  that  was  subject  to  a  secrecy  order  issued  pursuant  to  sec- 
tion 181  of  this  title,  who  did  not  apply  for  compensation  as  above  provided, 
shall  have  the  right,  after  the  date  of  issuance  of  such  patent,  to  bring  suit  in 
the  Court  of  Claims  for  just  compensation  for  (1)  the  damage  caused  by  the 
order  of  secrecy  and  (2)  the  u^o  of  the  invention  by  the  Government  resulting 
from  his  disclosure.  The  right  to  compensation  for  use  shall  begin  on  the  date 
of  the  first  use  of  the  invention  by  the  Government.  In  a  suit  under  the  provi- 
sions of  this  section  the  United  States  may  avail  itself  of  all  defenses  it  may 
plead  in  an  action  under  section  1498  of  title  28.  This  section  shall  not  confer  a 
right  of  action  on  anyone  or  his  succes.sors,  assigns,  or  legal  representatives 
who,  while  in  the  full-time  employment  or  service  of  the  United  States,  dis- 
covered, invented,  or  developed  the  invention  on  which  the  claim  is  based. 

"§  184.  Filing  of  application  in  foreign  country 

"(a)  Except  when  authorized  by  a  license  obtained  from  the  Commissioner. 
a  person  shall  not  file  or  cause  or  authorize  to  be  filed  in  any  foreign  country 
prior  to  six  months  after  filing  a  complete  application  in  the  United  States  an 
application  for  patent  or  for  the  registration  of  a  utility  model,  industrial  design 
or  model  in  respect  of  an  invention  made  or  first  sought  to  be  patented  in  this 
country.  A  license  shall  not  be  granted  with  respect  to  an  invention  subject  to 
an  order  is.sued  by  the  Commissioner  pursuant  to  section  181  of  this  title  without 
the  concurrence  of  the  head  of  the  department  or  the  chief  officer  of  the  agency 
who  caused  the  order  to  be  issued.  The  license  may  be  granted  retroactively  where 
an  application  has  been  inadvertently  filed  abroad  and  the  application  does  not 
disclose  an  invention  within  the  .scope  of  section  181  of  this  title. 

"(b)  The  term  'application'  when  used  in  this  chapter  includes  any  modifica- 
tions, amendments,  supplements  thereto,  or  divisions  thereof  which  make  any 
material  alteration  in  or  additions  to  the  disclosure  thereof. 

"(c)  In  order  to  expedite  the  licensing  of  the  foreign  filing  of  a  complete 
application  claiming  the  priority  of  a  preliminary  application,  an  applicant  may 
at  any  time  demand  a  licen.se  with  respect  to  a  preliminary  application  and  on 
demand  for  license  with  respect  of  a  complete  application,  it  shall  be  necessary 
to  consider  only  subject  matter  contained  in  the  complete  application  that  is  not 
contained  in  substance  in  a  licensed  preliminary  application.  A  demand  for  li- 
cense of  a  preliminary  application  that  is  not  made  the  subject  of  an  order  under 
.section  181  of  this  title  within  six  months  after  it  is  made  is  granted. 

"§  185.  Patent  barred  for  filing  without  license 

"Notwithstanding  any  other  provisions  of  law  no  person  nor  any  of  his  suc- 
cessors, assigns,  or  legal  representatives,  shall  receive  a  United  States  patent 
for  an  invention  subject  to  the  provisions  of  section  184  of  this  title  if  that 
person,  or  his  successors,  assigns,  or  legal  representatives  shall  have  made,  or 
consented  to  or  assisted  another's  making,  application  in  a  foreign  country  for 


498 

a  patent  or  for  the  registration  of  a  utility  model,  industrial  design,  or  model  in  re- 
spect of  the  invention  without  procuring  the  license  prescribed  in  that  section  A 
United  States  patent  ist^ued  to  such  person,  his  successors,  assigns,  or  legal 
representatives  shall  be  invalid. 

"§  186.  Penalty 

"Whoever,  during  the  period  or  periods  of  time  an  invention  has  been  ordered 
to  be  kept  secret  and  the  grant  of  a  patent  thereon  withheld  pursuant  to  section 
181  of  this  title,  shall,  with  knowledge  of  such  order  and  without  due  author- 
ization, willfully  publish  or  disclose  or  authorize  or  cause  to  be  published  or 
disclosed  the  invention,  or  material  information  with  respect  thereto,  or  who- 
ever, in  violation  of  the  provisions  of  section  184  of  this  title,  shall  file  or  cause 
or  authorize  to  be  filed  in  any  foreign  country  an  application  for  patent  or  for 
the  registration  of  a  utility  model,  industrial  design,  or  model  in  respect  of 
any  invention  made  in  the  United  States,  shall,  upon  conviction,  be  fined  not 
more  than  $10,000  or  imprisoned  for  not  more  than  two  years,  or  both. 

"§  187.  Nonapplicability  to  certain  persons 

"The  prohibitions  and  penalties  of  this  chapter  shall  not  apply  to  any  ofBcer 
or  agent  of  the  United  States  acting  within  the  scope  of  his  authority,  nor  to  any 
person  acting  uiwn  his  written  instructions  or  pei'mission. 

"§  188.  Rules  and  regulations,  delegation  of  power 

"The  Atomic  Energy  Commission,  the  Secretary  of  a  defense  department,  the 
chief  oflicer  of  any  other  department  or  agency  of  the  Government  designated  by 
the  President  as  a  defense  agency  of  the  United  States,  and  the  Secretary  of 
Commerce,  may  separately  issue  rules  and  regulations  to  enable  the  respective 
department  or  agency  to  carry  out  the  provisions  of  this  chapter,  and  may  dele- 
gate any  power  conferred  by  this  chapter. 

"PART  III— PATENTS  AND  PROTECTION  OF 
PATENT  RIGHTS 

"Chapter  Sec. 

"25.  Amendment,    Correction   and   Revocation   of   Patents 251 

"26.  Ownership,    Abandonment,    and   Assignment 261 

"27.  Infringement   op  Patents 271 

"28.  Remedies  for  Infringement  of  Patent  and  Other  Actions 281 

"Chapter  25.— AMENDMENT,  CORRECTION  AND  REVOCATION  OF 

PATENTS 

"Sec. 

"251.  Republication  of  defective  applications. 

"252.  Effect  of  republication. 

"253.  Disclaimer. 

"254.  Certificate  of  correction  of  Patent  Office  mistake. 

"255.  Certificate  of  correction  of  applicant's  mistake. 

"256.  Correction  of  named  inventor. 

"257.  Revocation. 

"§  251.  Republication  of  defective  applications 

"(a)  Whenever  any  publisher  and  pending  or  patented  application  is,  through 
error  without  any  deceptive  intention,  found  to  be  misleading  or  incomplete,  by 
reason  of  a  defective  disclosure  or  drawing,  or  by  reason  of  the  applicant  claim- 
ing other  than  he  had  a  right  to  claim,  the  Commissioner  shall,  upon  the  petition 
of  the  owner  and  the  payment  of  the  fee  required  by  law,  republish  the  appli- 
cation for  the  invention  disclosed  in  the  original  application  to  be  effective 
in  accordance  with  the  republished  application,  for  the  unexpired  part  of  the 
term  measured  by  the  original  application.  No  new  matter  shall  be  introduced  into 
the  republished  application. 

"(b)  The  provisions  of  this  title  relating  to  original  applications  for  patent 
shall  be  applicable  to  republished  application. 

"(c)  A  petition  to  republish  an  application  may  be  filed  at  any  time  within 
twent.v-six  years  of  the  earliest  priority  date  claimed  under  section  118  of  this 
title  in  the  original  application.  If  a  patent  has  been  granted  upon  the  original 
application,  the  petition  shall  reopen  the  republished  application  for  examina- 
tion in  all  respects. 

"§  252.  Effect  of  republication 

"(a)  Every  republished  application  shall  have  the  same  effect  and  operation 
in  law,  on  the  trial  of  actions  for  causes  thereafter  arising,  as  if  the  same  had 
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been  originally  published  in  such  amended  form,  but  insofar  as  the  claims  of 
the  original  and  republished  applications  are  identical,  such  republication  shall 
not  affect  any  action  then  pending  nor  abate  any  cause  of  action  then  existing, 
and  the  republished  application,  to  the  extent  that  its  claims  are  identical  with 
the  original  application,  shall  constitute  a  continuation  thereof  and  have  effect 
continuously  from  the  date  of  the  original  application. 

"(b)  No  republished  application  shall  abridge  or  affect  the  right  of  any 
person  or  his  successors  in  business  who  made,  purchased  or  used  prior  to  the 
republication  anything  claimed  by  the  republished  application,  to  continue  the 
use  of,  or  to  sell  to  others  to  be  used  or  sold,  the  specific  thing  so  made,  pur- 
chased or  used,  unless  the  making,  using  or  selling  of  such  thing  infringes  a 
valid  claim  of  the  republished  application  which  was  in  the  original  applica- 
tion. The  court  before  which  such  matter  is  in  question  may  provide  for  the  con- 
tinued manufacture,  use  or  sale  of  the  thing  made,  purchased  or  used  as  specified, 
or  for  the  manufacture,  use  or  sale  of  which  substantial  preparation  was  made 
before  the  republication,  and  it  may  also  provide  for  the  continued  practice 
of  any  process  claimed  by  the  republished  application,  practiced,  or  for  the  prac- 
tice of  which  substantial  preparation  was  made,  prior  to  the  repul^lication,  to 
the  extent  and  under  such  terms  as  the  court  deems  equitable  for  the  protection 
of  investments  made  or  business  commenced  before  the  republication  and  in 
reasonable  reliance  on  the  text  of  the  original  application. 

"§253.  Disclaimer 

"(a)  Whenever,  without  any  deceptive  intention,  a  claim  of  a  published  appli- 
cation or  patent  is  invalid  the  remaining  claims  shall  not  thereby  be  rendered 
invalid.  The  owner,  whether  of  the  whole  or  any  sectional  interest  therein,  may, 
on  payment  of  the  fee  required  by  law.  make  disclaimer  of  any  complete  claim, 
stating  therein  the  extent  of  his  interest  in  such  published  application  or  patent. 
Such  disclaimer  shall  be  in  writing  and  i-ecorded  in  the  Patent  Oflice.  It  shall 
thereafter  be  considered  as  part  of  the  original  published  application  or  patent 
to  the  extent  of  the  interest  possessed  by  the  disclaimant  and  by  those  claiming 
under  him. 

"(b)    In  like  manner  any  patentee  or  applicant  may  disclaim  or  dedicate  to 
the  public  the  entire  term,  or  any  terminal  part  of  the  term,  of  the  patent  granted 
or  to  be  granted. 
"§  254.  Certificate  of  correction  of  Patent  Office  mistake 

"Whenever  a  mistake  in  a  published  application  or  patent,  incurred  through 
the  fault  of  the  Patent  Office,  is  clearly  disclosed  by  the  records  of  the  Office, 
the  Commissioner  may  issue  a  certificate  of  correction  stating  the  fact  and  nature 
of  such  mistake,  under  seal,  without  charge,  to  be  recorded  in  the  records  of  the 
Patent  Office.  A  printed  copy  thereof  shall  be  attached  to  each  printed  copy  of 
the  published  application  and  patent,  and  such  certificate  shall  be  considered 
as  part  of  the  original  published  application  and  patent.  Every  such  published 
application  and  patent,  together  with  such  certificate,  shall  have  the  same  effect 
and  operation  in  law  on  the  trial  of  actions  for  causes  thereafter  arising  as  if 
the  same  had  been  originally  issued  in  such  corrected  form.  The  Commissioner 
may  issue  a  corrected  published  application  or  patent  without  charge  in  lieu 
of  and  with  like  effect  as  a  certificate  of  correction. 

"§  255.  Certificate  of  correction  of  applicant's  mistake 

"Whenever  a  mistake  of  a  clerical  or  typographical  nature,  or  of  minor  char- 
acter, which  was  not  the  fault  of  the  Patent  Office,  appears  in  a  published  appli- 
cation or  patent  and  a  showing  has  been  made  that  such  a  mistake  occurred 
in  good  faith,  the  Commissioner  may,  upon  payment  of  the  required  fee,  issue  a 
certificate  of  correction,  if  the  correction  does  not  involve  such  changes  in  the 
published  api)lication  or  patent  as  would  constitute  new  matter  or  would  require 
reexamination.  Such  published  application  or  patent,  together  with  the  certificate, 
shall  have  the  same  effect  and  operation  in  law  on  the  trial  of  actions  for  causes 
thereafter  arising  as  if  the  same  had  been  originally  issued  in  such  corrected 
form. 

"§  256.  Correction  of  named  inventor 

"Omission  of  an  inventor's  name  or  inclusion  of  the  name  of  a  person  not  an 
inventor,  without  deceptive  intent  shall  not  affect  validity  of  a  published  applica- 
tion or  patent,  and  may  be  corrected  at  any  time  by  the  Commissioner  in  accord- 
ance with  regulations  established  by  him  or  upon  order  of  a  court  of  competent 
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jurisdiction  before  which  the  matter  is  called  in  question.  Upon  such  correction 
the  Commissioner  shall  issue  a  certificate  accordingly. 

"§257.  Revocation 

"(a)  Any  person,  or  the  head  of  an  agency  or  department  of  the  Government, 
may  petition  the  Patent  Office  for  a  determination  that  a  claim  of  a  patent  is 
invalid  in  view  of  designated  prior  art.  Such  petition  shall  explain  the  pertinency 
of  the  prior  art  cited  and  be  accompanied  by  a  fee  of  $500.  The  Patent  Office  shall 
(1)  ascertain  whether  any  civil  action  involving  the  validity  of  the  claim  is  then 
pending;  (2)  if  such  action  is  pending,  refer  the  petition  to  the  court  having 
jurisdiction  thereof  for  determination  ;  or  (3)  if  no  such  action  is  pending,  deter- 
mine on  the  basis  of  such  petition  whether  or  not  the  claim  should  have  been 
allowed.  If  the  Patent  Office  determines  that  the  claim  should  not  have  been 
allowed,  the  owner  of  the  patent  as  shown  by  the  records  of  the  Patent  Office 
shall  be  notified  and  given  an  opportunity  to  amend  the  claim  as  provided  in 
subsection  (b)  of  this  section  or  to  request  reconsideration  of  such  determination 
as  provided  in  subsection  (c)  of  this  section,  within  such  time,  not  less  than 
thirty  days,  as  the  Commissioner  appoints.  If  the  owner  of  the  patent  takes 
neither  such  action  during  the  prescribed  time,  the  claim  in  question  shall  be 
cancelled  from  the  patent. 

"(b)  Upon  receipt  of  the  notice  specified  in  subsection  (a)  of  this  section,  if 
the  patentee  elects  to  amend  the  claim  specified  in  the  notice,  he  shall  file  a 
petition  to  republish  under  the  provisions  of  section  251  of  this  title. 

"(c)  Upon  receipt  of  the  notice  .specified  in  subsection  (a)  of  this  section,  the 
patentee  may  request  reconsideration  before  the  Board  of  Appeals  whose  decision 
shall  be  reviewable  as  provided  in  chapter  13  of  this  tite.  A  final  decision,  from 
which  no  appeal  has  been  or  can  be  taken,  that  the  claim  should  not  have  been 
allowed  shall  operate  to  cancel  the  claim  from  the  patent.  Neither  the  denial  of 
a  petition  under  subsection  (a)  of  this  section,  nor  a  determination  that  the  claim 
was  properly  allowed,  shall  be  subject  to  direct  judicial  review. 

"(d)  Upon  a  decision  by  the  Patent  Office  that  the  claim  should  have  been 
allowed,  a  petitioner  under  subsection  (a)  of  this  section  may  in  appropriate 
cases  be  required  to  pay  to  the  patent  owner  the  reasonable  cost  of  defending 
such  claim  in  the  Patent  Office,  including  attorney's  fees,  not  to  exceed  a  total 
of  Sl.OOO,  as  determined  by  the  Commissioner.  The  Commissioner  may  require 
an  appropriate  deposit  or  bond  with  surety  for  such  cost  prior  to  considering  the 
petition. 

"Chapter  26.— OWNERSHIP,  ABANDONMENT,  AND  ASSIGNMENT 

"Sec. 

"261.  Ownership,  abandonment ;  assignment. 

"262.  Joint  owners. 

"263.  Determination  of  title  disputes. 

*^261.  Ownership;  abandonment;  assignment 

"(a)  Subject  to  the  provisions  of  this  title,  inventions,  applications  and 
patents  shall  have  the  attributes  of  personal  property. 

"(b)  Inventions  are  the  property  of  their  inventors  when  made,  subject  to 
any  preexisting  rights,  obligations,  or  duties  with  respect  thereto  created  by  con- 
tract or  operation  of  law.  Unless  an  invention  is  made  the  subject  of  an  appli- 
cation pursuant  to  this  title  or  is  caused  to  become  a  part  of  the  prior  art  to  such 
an  application,  it  is  abandoned  for  the  purposes  of  this  title  only,  subject  however 
to  the  defense  provided  in  section  282 (b)  of  this  title. 

"(c)  Applications  for  patent,  patents,  or  any  interest  therein,  shall  be  as- 
signable in  law  by  an  instrument  in  writing.  An  applicant  or  a  patentee  may  in 
like  manner  grant  and  convey  an  exclusive  right  under  his  application  for 
patent,  or  patent,  to  the  whole  or  any  .specified  part  of  the  United  States  for 
the  whole  or  any  specified  part  of  the  right  to  exclude  conferred  thereby. 

"(d)  A  certificate  of  acknowledgment  under  the  hand  and  official  seal  of  a 
person  authorized  to  administer  oaths  within  the  United  States,  or,  in  a  for- 
eign country,  of  a  diplomatic  or  consular  officer  of  the  United  States  or  an  offi- 
cer authorized  to  administer  oaths  whose  authority  is  proved  by  a  certificate  of 
a  diplomatic  or  consular  officer  of  the  United  States,  shall  be  prima  facie  evi- 
dence of  the  execution  of  an  assignment,  grant  or  conveyance  of  a  patent  or 
application  for  patent. 

"(e)  An  assignment,  grant  or  conveyance,  or  any  license,  easement,  quitclaim, 
covenant  not  to  sue,  release,  or  the  like  purporting  to  operate  in  any  manner 
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after  its  own  date  shall  be  void  as  against  any  subsequent  purchaser  or  mort- 
gagee for  a  valuable  consideration,  without  notice,  unless  it  is  recorded  in  the 
Patent  Office  within  three  mouths  from  its  date  or  prior  to  the  date  of  such  sub- 
sequent purchase  or  mortgage. 

"§  262.  Joint  owners 

"lu  the  absence  of  any  agreement  to  the  contrary  recorded  in  the  Patent  Office, 
each  of  the  joint  owners  of  a  published  application  or  patent  may  make  or  have 
made  for  him,  and  use  or  sell,  or  have  used  or  sold  for  him,  the  invention  claimed 
therein  without  the  consent  of  and  without  accounting  to  the  other  owners,  but, 
except  with  the  consent  of  the  other  owners,  the  interest  of  a  joint  owner  of  a 
published  application  or  patent  may  be  transferred  only  to  another  joint  owner 
or  by  inheritance  or  bequest. 

"§  263.  Determination  of  title  disputes 

"Title  to  any  invention,  application,  or  patent  may  be  determined  by  civil 
action  or  other  appropriate  proceeding  in  any  court  of  competent  jurisdiction 
and  the  Commissioner  shall  give  effect  to  final  judgment  in  such  proceeding  as 
required  by  law  and  in  accordance  with  the  principles  of  equity. 

"Chapter  27.— INFRINGEMENT  OF  PATENTS 

"Sec. 

"271.  Infringement  of  patent. 

"272.  Temporary  presence  in  the  United  States. 

"§  271.  Infringement  of  patent 

"(a)  Except  as  otherwise  provided  in  this  title,  whoever  without  authority 
of  the  patentee  malves,  uses  or  sells  any  patented  invention  within  the  United 
States,  or  imports  into  the  United  States  a  product  made  outside  the  United 
States  by  a  process  patented  in  the  United  States,  during  the  term  of  the  patent 
therefor,  infringes  the  patent. 

"(b)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as  an 
infringer. 

"(c)  Whoever  sells  a  component  of  a  patented  machine,  manufacture,  combi- 
nation or  composition,  or  a  material  or  apparatus  for  use  in  practicing  a  pat- 
ented process,  constituting  a  material  part  of  the  invention,  knowing  tlie  same  to 
be  especially  made  or  especially  adapted  for  use  in  an  infringement  of  such 
patent,  and  not  a  staple  article  or  commodity  of  commerce  suitable  for  substan- 
tial non-infringing  use,  shall  be  liable  as  a  contributory  infringer. 

"(d)  No  patent  owner  otherwise  entitled  to  relief  for  infringement  or  con- 
tributory infringement  of  a  patent  shall  be  denied  relief  or  deemed  guilty  of 
misuse  or  illegal  extension  of  the  patent  right  by  reason  of  his  having  done  one 
or  more  of  the  following:  (1)  derived  revenue  from  acts  which  it  performed 
by  another  without  his  con.sent  would  constitute  contributory  infringement  of 
the  patent;  (2)  licensed  or  authorized  another  to  perform  acts  which  if  per- 
formed without  his  consent  would  constitute  contributory  infringement  of  the 
patent:  (3)  sought  to  enforce  his  patent  rights  against  infringement  or  con- 
tributory infringement. 

"(e)  Whoever,  during  the  interim  period  after  an  application  is  laid  open  to 
public  inspection  under  section  120  of  this  title  and  before  i.ssue  of  a  patent,  per- 
forms an  act  which  would  make  him  liable  for  infringement  of  a  valid  claim  of 
the  patent  shall  be  liable  for  those  acts  as  an  infringer  if  a  like  claim  appears  in 
the  application  as  laid  open  to  public  inspection. 

"§  272.  Temporary  presence  in  the  United  States 

"The  use  of  any  invention  in  any  vessel,  aircraft  or  vehicle  of  any  country 
which  affords  similar  privileges  to  vessels,  aircraft  or  vehicles  of  the  United 
States,  entering  the  United  States  temporarily  or  accidentally,  shall  not  con- 
stitute infringement  of  any  patent,  if  the  invention  is  used  exclusively  for  the 
needs  of  the  vessel,  aircraft  or  vehicle  and  is  not  sold  in  or  used  for  the  manu- 
facture of  anything  to  be  sold  in  or  exported  from  the  United  States. 
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"Chapter  28.— REMEDIES  FOR  INFRINGEMENT  TO  PATENT,  AND 

OTHER  ACTIONS 

"Sec. 

"281.  Remedy  for  infringement  of  patent. 

"282.  Defenses. 

"283.  Injunction. 

"284.  Damages. 

"285.  Attorney  fees. 

"286.  Time  limitation  on  damages. 

"287.  Mitigation  of  damages  ;  marking  and  notice. 

"288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim. 

"289.  Additional  remedy  for  infringement  of  design  patent. 

"290.  Notice  of  patent  suit. 

"292.  False  marking. 

"293.  Nonresident  applicant  and  patentee  ;  service  and  notice. 

"294.  Presumptions  and  estoppels  ;  cancellation. 

"§  281.  Remedy  for  infringement  of  patent 

"A  patentee  shall  have  remedy  by  civil  action  for  infringement  of  his  patent. 
"§282.  Defenses 

"(a)  The  following  shall  be  defenses  in  any  action  involving  the  validity  or  in- 
fringement of  a  patent  and  shall  be  pleaded : 

"(1)    Noninfringement,   absence  of  liability   for  infringement,  or   unen- 
forceability. 

"(2)  Invalidity  of  the  patent  or  any  claim  in  suit  on  any  ground  specified 
in  part  II  of  this  title  as  a  condition  for  patentability. 

"(3)  Invalidity  of  the  patent  or  any  claim  in  suit  for  failure  to  comply 
with  any  requirement  of  sections  112  or  251  of  this  title. 
"  (4)  Any  other  fact  or  act  made  a  defense  by  this  title. 
"(b)   There  is  an  absence  of  liability  for  infringement  of  a  patent  by  any 
per.'jon  who,  in  the  United  States,  on  or  before  the  effective  filing  date  of  the 
application  for  the  patent  was,  in  good  faith,  manufacturing  the  product  or 
using  the  process  claimed,  or  had  made  substantial  preparation  for  such  manu- 
facture or  use,  and  such  person  shall  have  the  right  to  continue  such  manufacture 
or  use  despite  the  patent  and  to  sell  the  products  thereof,  but  such  right  shall 
be  personal  and  nontransferable  except  with  the  entire  business  of  the  plant 
at  which  the  manufacture  or  use  began. 

"(c)  In  actions  involving  the  validity  or  infringement  of  a  patent  the  party 
asserting  invalidity  or  noninfringement  shall  give  notice  in  the  pleadings  or 
otherwise  in  writing  to  the  adver.se  party  at  least  thirty  days  before  the  trial,  of 
the  prior  art  to  be  relied  upon  as  affecting  the  validity  or  scoi>e  of  the  patent, 
setting  forth  specific  identification  of  every  exhibit  and  every  witness  to  be 
relied  upon  in  proof  thereof.  In  the  ab.sence  of  such  notice  pix)of  of  the  .said  mat- 
ters may  not  be  made  at  the  trial  except  on  such  terms  as  the  court  requires. 

"§283.  Injunction 

"(a)  The  several  courts  having  jurisdiction  of  cases  under  this  title  may  grant 
injunctions  in  accordance  with  the  principles  of  equity  to  prevent  the  viola- 
tion of  any  right  secured  by  patent,  on  such  terras  as  the  court  deems  reasonable. 

"(b)  No  injunction  shall  be  granted  with  respect  to  subsequent  use  or  sale 
of  machines,  manufactures,  or  compositions  of  matter  made  prior  to  the  grant 
of  the  patent  and  for  which  damages  are  awarded  under  section  284(b)  of  this 
title. 

"§284.  Damages 

"(a)  Upon  finding  for  the  claimant,  the  court  shall  award  the  claimant  dam- 
ages adequate  to  compensate  for  the  infringement  but  in  no  event  less  than  the 
infringer's  profits  attributable  to  the  infringement  or  le.ss  than  a  reasonable 
royalty  for  the  use  made  of  the  invention  by  the  infringer,  together  with  in- 
terest and  co.sts  as  fixed  by  the  court. 

"(b)  Damages  for  acts  set  forth  in  section  271(f)  of  this  title  shall  be 
awarded  only  for  acts  occurring  after  actual  notice  to  the  infringer  stating  how 
his  acts  are  considered  to  infringe  a  claim  of  an  application  laid  open  to  public 
inspection. 

"(c)  When  the  damages  are  not  found  by  a  jury,  the  court  shall  assess  them. 
The  court  may  increase  the  damages  up  to  three  times  the  amount  found  or 
assessed. 

"(d)  The  court  may  receive  expert  testimony  as  an  aid  to  the  determination 
of  damages  or  of  what  royalty  would  be  reasonable  under  the  circumstances. 
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"§  285.  Attorney  fees 

"The  court  in  appropriate  cases  may  award  reasonable  attorney  fees  to  the  pre- 
vailing party. 

"§  286.  Time  limitation  on  damages 

"(a)  Except  as  otherwise  provided  by  law,  no  recovery  shall  be  had  for  any 
infringement  committed  more  than  six  years  prior  to  the  filing  of  the  complaint 
or  counterclaim  for  infringement  in  the  action. 

"(b)  In  the  case  of  claims  against  the  United  States  Government  for  use  of  a 
patented  invention,  the  period  before  bringing  suit,  up  to  six  years,  between  the 
date  of  receipt  of  a  written  claim  for  compensation  by  the  Department  or  agency 
of  the  Government  having  authority  to  settle  such  claim,  and  the  date  of  mailing 
by  the  Government  of  a  notice  to  the  claimant  that  his  claim  has  been  denied  shall 
not  be  counted  as  part  of  the  period  referred  to  in  the  preceding  paragraph. 

"§  287.  Mitigation  of  damages;  marking  and  notice 

"Patentees,  applicants,  and  persons  making,  using,  or  selling  any  invention  for 
or  under  them  that  is  the  subject  of  a  patent  or  a  published  application  therefor, 
may  give  notice  to  the  public  thereof  either  by  fixing  to  an  article  the  word 
'patent'  or  the  abbreviation  'pat.'  or  the  words  'patent  applied  for'  or  the  abbrevia- 
tion 'pat.  app.  for,'  together  with  the  number  of  the  patent  or  application  related 
thereto,  or  when,  from  the  character  of  the  article,  this  can  not  be  done,  by  fixing 
to  it,  or  to  the  package  wherein  one  or  more  of  them  is  contained,  a  label  con- 
taining a  like  notice.  The  failure  so  to  mark  may  be  proved  as  an  element  in 
mitigation  of  damages  or  diminution  of  what  royalty  would  be  reasonable  prior 
to  the  (late  when  the  infringer  was  notified  of  the  infringement.  Filing  of  an 
action  for  infringement  shall  constitute  such  notice. 

"§  288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim 

"Whenever,  without  deceptive  intention,  a  claim  of  a  patent  is  invalid,  an 
action  may  be  maintained  for  the  infringement  of  a  claim  of  the  patent  which 
may  be  valid.  The  patentee  shall  recover  no  costs  unless  a  disclaimer  of  the  invalid 
claim  has  been  entered  at  the  Patent  Ofiice  before  the  commencement  of  the  suit. 

"§  289.  Additional  remedy  for  infringement  of  a  design  patent 

"(a)  Whoever  during  the  term  of  a  patent  for  a  design,  without  license  of 
the  owner,  (1)  applies  the  patented  design,  or  any  colorable  imitation  thereof, 
to  any  article  of  manufacture  for  the  purpose  of  sale,  or  (2)  sells  or  exposes 
for  sale  any  article  of  manufacture  to  which  such  design  or  colorable  imitation 
has  been  applied  shall  be  liable  to  the  owner  to  the  extent  of  his  total  profit, 
but  not  less  than  $250,  recoverable  in  any  United  States  district  court  having 
jurisdiction  of  the  parties. 

"(b)  Nothing  in  this  section  shall  prevent,  lessen,  or  impeach  any  other  rem- 
edy which  an  owner  of  an  infringed  patent  has  under  the  provisions  of  this  title, 
but  he  shall  not  twice  recover  the  profit  made  from  the  infringement. 

"§  290.  Notice  of  patent  suits 

"The  clerks  of  the  courts  of  the  United  States,  within  one  month  after  the 
filing  of  an  action  under  this  title  shall  give  notice  thereof  in  writing  to  the 
Commissioner,  setting  forth  so  far  as  known  the  names  and  addresses  of  the 
parties,  name  of  the  inventor,  and  the  designating  number  of  the  patent  upon 
which  the  action  has  been  brought.  If  any  other  patent  is  subsequently  included 
in  the  action  he  shall  give  like  notice  thereof.  Within  one  month  after  the  deci- 
sion is  rendered  or  a  judgment  issued  the  clerk  of  the  court  shall  give  notice 
thereof  to  the  Commissioner.  The  Commissioner  shall,  on  receipt  of  such  no- 
tices, enter  the  same  in  the  file  of  such  patent. 

"§292.  False  marking 

"(a)  Whoever,  without  the  consent  of  the  patentee,  marks  upon,  or  affixes 
to,  or  uses  in  advertising  in  connection  with  anything  made,  used,  or  sold  by 
him,  the  name  or  any  imitation  of  the  name  of  the  patentee,  the  patent  num- 
ber, or  the  words  'patent,'  'patentee,'  or  the  like,  with  the  intent  of  counter- 
feiting or  imitating  the  mark  of  the  patentee,  or  of  deceiving  the  public  and 
inducing  them  to  believe  that  the  thing  was  made  or  sold  by  or  with  the  consent 
of  the  patentee ;  or 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection  with 
any  unpatented  article,  the  word  'patent'  or  any  word  or  number  importing  that 
the  same  is  patented,  for  the  purpose  of  deceiving  the  public  ;  or 
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■'Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection  with 
any  article,  the  words  'i)atent  applied  for,'  'patent  pending,'  or  any  word  import- 
ing that  an  application  for  patent  has  been  made,  when  no  application  for  patent 
has  been  made,  or  if  made,  is  not  pending,  for  the  purpose  of  deceiving  the 
public — 

"Shall  be  fined  not  more  than  $500  for  every  such  offense. 

"(b)  Any  person  may  sue  for  the  penalty,  in  which  event  one-half  shall  go 
to  the  person  .suing  and  the  other  to  the  use  of  the  United  States. 

"§  293.  Nonresident  applicant  and  patentee;  service  and  notice 

"Every  applicant  and  every  patentee  not  residing  in  the  United  States  may 
file  in  the  Patent  Office  a  written  designation  stating  the  name  and  address  of  a 
person  residing  within  the  United  States  on  whom  may  be  served  process  or  to 
whom  may  be  mailed  notice  of  proceedings  affecting  the  application  or  the  patent 
or  rights  thereunder.  If  the  person  designated  cannot  be  found  at  address  given 
in  the  last  designation,  or  if  no  person  has  been  designated,  such  process  or 
notice  may  be  served  as  provided  for  .service  of  process  by  publication  in  civil 
actions  in  the  District  of  Columbia  and  the  court  or  agency  concerned  shall  have 
the  same  jurisdiction  to  take  any  action  respecting  the  application  or  patent  or 
rights  thereunder  that  it  would  have  if  the  applicant  or  patentee  were  personally 
served. 
"§  294.  Presumptions  and  estoppels ;  cancellation 

"(a)  Actions  of  the  Commissioner  are  administrative  in  nature  and  are  en- 
titled to  the  usual  presumption  that  they  are  correct  and  legal.  Review,  re-review, 
examination,  and  reexamination  of  applications,  and  appeals  to  the  Board  of 
Appeals  under  chapter  1'2  of  this  title  involve  findings  of  fact.  Appeals  to  the 
United  States  Court  of  Customs  and  Patent  Appeals  shall  be  governed  by  the 
.scope  of  review  provided  in  section  1009(e)  of  title  5,  United  States  Code,  without 
trial  de  novo.  In  civil  actions  calling  into  question  the  validity  of  findings  of  facts 
by  the  Patent  Office  such  findings  shall  not  be  set  aside  unless  clearly  erroneous. 
'"(b)  In  any  civil  action  in  a  Federal  Court  in  which  the  validity  or  scope  of 
a  claim  of  a  patent  is  drawn  into  question,  the  owner  of  the  patent,  as  shown  by 
the  records  of  the  Patent  Office,  shall  have  the  unconditional  right  to  intervene 
to  defend  the  validity  or  scope  of  such  claim  and  to  obtain  evidence  of  knowledge 
of  prior  art  pertinent  thereto  in  the  possession  of  any  person  subject  to  service 
of  process  of  any  court  of  the  United  States.  The  pnrty  challenging  validity  or 
scope  of  the  claim  shall  serve  upon  the  patent  owner  a  copy  of  the  earliest  plead- 
ing asserting  such  challenge.  If  the  owner  cannot  be  personally  served  in  the 
exercise  of  reasonable  diligence,  service  may  be  made  in  any  manner  provided 
for  in  the  Federal  Rules  of  Civil  Procedure  and,  in  addition,  notice  shall  be 
transmitted  to  the  Patent  Office  and  published  in  the  Official  Gazette. 

"(c)  In  any  action  as  set  forth  in  subsection  (b)  of  this  section,  a  final  adjudi- 
cation, from  which  no  appeal  has  been  or  can  be  taken,  limiting  the  scope  of  the 
claim  or  holding  it  to  be  invalid,  shall  constitute  an  estoppel  against  the  patentee, 
and  those  in  privity  with  him,  in  any  subsequent  Federal  action,  and  may  con- 
stitute an  estoppel  in  such  other  Federal  actions  as  the  latter  court  may  deter- 
mine, involving  such  patent.  Within  thirty  days  of  such  ajudication  the  clerk  of 
the  court  shall  transmit  notice  thereof  to  the  Commissioner,  who  shall  place  the 
same  in  the  public  records  of  the  Patent  Office  iiertaining  to  such  patent,  and 
endorse  notice  on  all  copies  of  the  patent  thereafter  distributed  by  the  Patent 
Office  that  the  patent  is  subject  tfi  such  adjudication. 

"(d)  In  any  action  as  set  forth  in  subsection  (b)  of  this  section,  upon  a  final 
adjudication  from  which  no  appeal  has  been  or  can  be  taken  that  a  claim  of  the 
jiatent  is  invalid,  the  court  may  order  cancellation  of  such  claim  from  the  patent. 
Such  order  shall  be  included  in  the  notice  to  the  Commissioner  specified  in 
subsection  (c)  of  this  section,  and  the  notice  of  cancellation  of  a  claim  shall  be 
I)ublished  by  the  Commissioner  and  endorsed  on  all  copies  of  the  patent  there- 
after distributed  by  the  Patent  Office." 

TRANSITIONAL   AND    SUPPLEMENTARY   PROVISIONS 

Sec.  2.  (a)  Section  1291  of  title  28,  United  States  Code,  Judicial  Code  and 
,Tu<Uciary,  is  amended  to  read  as  follows : 

"§  1291.  Final  decisions  of  district  courts 

"The  courts  of  appeals  shall  have  jurisdiction  of  appeals  from  all  final  deci- 
sions of  the  district  courts  of  the  United  States,  the  United  States  District  Court 
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for  the  District  of  the  Canal  Zone,  the  District  Court  of  Guam,  and  the  District 
Court  of  the  Virgin  Islands,  except  where  a  direct  review  may  he  had  in  the 
Supreme  Court  and  in  cases  reviewable  under  section  1543  of  this  title." 

(b)  Section  12y2(a)  (7)  of  title  28,  United  States  Code,  Judicial  Code  and 
Judiciary,  is  amended  to  read  as  follows  : 

"§  1292.  Interlocutory  decisions 

"(a)  The  courts  of  appeals  shall  have  jurisdiction  of  appeals  from: 
'•(1)  Interlocutory  orders  of  the  district  courts  of  the  United  States,  the 
United  States  District  Court  for  the  District  of  the  Canal  Zone,  the  District 
Court  of  Guam,  and  the  District  Court  of  the  Virgin  Islands,  or  of  the  judges 
thereof,  granting,  continuing,  modifying,  refusing  or  dissolving  injunctions,  or 
refusing  to  dissolve  or  modify  injunctions,  except  where  a  direct  review  may  be 
had  in  the  Supreme  Court  and  in  cases  reviewable  under  section  1543  of  this 
title." 

(b)  Title  28,  United  States  Code,  Judicial  Code  and  Judiciary,  is  amended 
by  adding  new  section  1543  reading  as  follows : 

"§  1543.  Civil  actions  in  Patent  Office  patent  cases 

"(a)  The  Court  of  Customs  and  Patent  Appeals  shall  have  jurisdiction  of 
appeals  from  all  final  decisions  of  the  United  States  District  Court  for  the  District 
of  Columbia  in  cases  under  section  145  of  title  35,  United  States  Code. 

"(b)  When  a  district  judge,  in  making  in  a  civil  action  under  section  145  of 
title  35,  United  States  Code,  an  order  not  otherwise  appealable  under  this  section, 
shall  be  of  the  opinion  that  such  order  involves  a  controlling  question  of  law  as 
to  which  there  is  substantial  ground  for  difference  of  opinion  and  that  an  immedi- 
ate appeal  from  the  order  may  materially  advance  the  ultimate  termination  of 
the  litigation,  he  shall  so  state  in  writing  in  such  order.  The  Court  of  Customs 
and  Patent  Appeals  may  thereupon,  in  its  discretion,  permit  an  appeal  to  be  taken 
from  such  order,  if  application  is  made  to  it  within  ten  days  after  the  entry  of 
the  order :  Provided,  Jiowever,  That  application  for  an  appeal  hereunder  shall 
not  stay  proceedings  in  the  district  court  unless  the  district  judge  or  the  Court  of 
Customs  and  Patent  Appeals  or  a  judge  thereof  shall  so  order." 

(c)  The  section  analysis  of  Chapter  93— -Court  of  Customs  and  Patent  Appeals, 
of  title  28,  United  States  Code,  Judicial  Code  and  Judiciary,  preceding  section 
1541,  is  amended  by  adding  the  following  line : 

"1543.  Civil  Action  in  Patent  Office  patent  cases." 

Sec.  3.  If  any  provision  of  title  35  Patents,  United  States  Code,  as  amended  by 
this  Act,  or  any  other  provision  of  this  Act,  is  declared  unconstitutional  or  is  held 
invalid,  the  validity  of  the  remaining  provision  shall  not  be  affected. 

Sec.  4.  (a)  This  Act  shall  take  effect  on  the  day  six  months  after  enactment. 

(b)  Applications  for  patent  actually  filed  in  the  United  States  prior  to  the 
effective  date  of  this  Act  shall  continue  to  be  governed  by  the  provisions  of  title 
35  in  effect  immediately  prior  to  the  effective  date,  except  that  any  such  applica- 
tion still  pending  eighteen  months  after  its  filing  date  or  effective  filing  date  may 
be  laid  open  for  public  inspection  and  publisheid  by  the  Commissioner  in  accord- 
ance with  the  provisions  of  section  120  of  title  35  as  enacted  by  this  Act. 

(c)  Section  145  of  title  35  as  enacted  by  this  Act  and  sections  1291,  1292 
and  1543  of  title  28  United  States  Code  as  amended  by  this  Act  shall  apply 
in  the  case  of  appeals  from  the  United  States  District  Court  for  the  District 
of  Columbia  in  which  a  notice  of  appeal  was  filed  on  or  after  the  effective  date 
of  this  Act,  and  the  United  States  Court  of  Appeals  for  the  District  of  Columbia 
Circuit  shall  transfer  to  the  Court  of  Customs  and  Patent  Api>eals  any  pending 
matter  in  any  civil  actions  in  Patent  Office  patent  cases  unless  it  determines  that 
delay  or  duplication  would  result  from  the  transfer,  and  the  Court  of  Customs 
and  Patent  Api>eals  shall  have  jurisdiction  to  determine  all  matters  so 
transferred. 

(d)  Complete  applications  for  patent  actually  filed  in  the  United  States 
within  one  year  after  the  effective  date  of  this  Act  and  not  relying  on  a  prior 
preliminary  application  shall  continue  to  be  governed  by  the  provisions  of  chapter 
10  and  by  the  provisions  relating  to  interferences  in  chapters  12  and  13,  of  title 
35  in  effect  immediately  prior  to  the  effective  date. 

(e)  Assistant  commissioners  of  patents  and  examiners-in-chief  in  office  on  the 
effective  date  of  this  Act  shall  continue  in  office  under  and  in  accordance  with 
their  then  existing  appointments. 
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(f)  The  amendment  of  title  35,  United  States  Code,  by  this  Act,  shall  not 
affect  any  rights  or  liabilities  existing  under  title  35  in  effect  immediately  prior 
to  the  effective  date  of  this  Act. 

Sec.  5.  This  Act  may  be  cited  as  "The  Patent  Act  of  1967." 

Senator  McClellan.  The  next  witness  is  Mr.  Graham  McGowan. 

STATEMENT  OF  GRAHAM  McGOWAN,  GENERAL  COUNSEL,  ELEC- 
TRONIC INDUSTRIES  ASSOCIATION,  ACCOMPANIED  BY  WILLIAM 
J.  KEATING,  AMP,  INC.,  AND  JOHN  PHILLIP  RYAN,  GLOBE  UNION, 
INC. 

Mr.  McGowAN.  Mr.  Chairman,  my  name  is  Graham  McGowan.  I 
am  general  counsel  for  the  Electronic  Industrial  Association,  and  I 
appear  here  today  on  its  behalf. 

I  should  explain  that  I  am  not  a  patent  attorney,  but  I  do  have  with 
me  two  such  gentlemen.  To  my  left  is  Mr.  William  Keating  of  AMP, 
Inc.,  Harrisburg,  Pa.,  and  on  my  right  is  Mr.  John  P.  Ryan  of  Globe- 
Union,  Inc.,  Milwaukee,  Wis. 

Senator  McClellan.  All  right,  gentlemen.  We  welcome  you.  You 
may  proceed  now,  Mr.  McGowan.  Do  you  want  to  file  your  statement 
and  let  it  be  published  in  the  record  or  do  you  wish  to  summarize  it? 

j\Ir.  McGowan.  Mr.  Chairman,  I  have  a  statement  which  I  would 
like  to  have  filed  for  the  record,  and  I  have  some  prepared  remarks 
which,  to  save  the  committee's  time,  I  would  like  to  make  here. 

Senator  McClellan.  All  right,  the  prepared  statement  which  you 
submitted  may  be  printed  in  full  in  the  record.  You  may  proceed. 

Mr.  McGowan.  Thank  you,  sir. 

The  Electronics  Industry  Association  represents  approximately  300 
companies  both  large  and  small,  engaged  in  the  development,  manufac- 
ture, and  sale  of  electronic  equipment,  an  industry  perhaps  more  than 
any  other  surrounded  by  the  problems  of  exploding  technology. 

Since  the  report  of  the  President's  Commission  was  issued  late  in 
1966,  EIA  has  discussed  and  considered  in  great  detail,  particularly 
in  its  parents  and  proprietary  information  committee,  the  Commis- 
sion's recommendations  as  well  as  the  various  patent  bills  which  have 
been  introduced  in  the  Congress.  In  an  organization  as  large  as  ours, 
it  is  not  surprising  that  individual  views  varied.  Following  the  intro- 
duction last  year  of  S.  1042  we  were,  however,  able  to  develop  a  con- 
sensus statement  on  many  if  not  all  of  the  more  significant  issues 
raised  by  this  bill.  Wlien  S.  2597  was  introduced,  we  renewed  our  dis- 
cussion and  revised  our  statement  to  reflect  views  on  this  bill  as  well. 
This  revised  statement  is  being  filed  with  your  subcommittee  today.  My 
remarks,  in  the  interest  of  the  committee's  time,  will  be  limited  to  those 
major  aspects  of  these  two  bills  about  which  we  feel  most  strongly. 

Certainly  the  most  controversial  feature  of  S.  1042  is  its  adoption 
of  the  first-to-file  principles  recommended  by  the  President's  Commis- 
sion, and  the  abolition  of  the  1  year  grace  period. 

Senator  McClellan.  What  is  the  real  objection?  I  guess  you  can 
tell  us  that  very  quickly.  As  I  understand  it  as  modified,  when  a  patent 
application  is  filed  and  within  a  year's  time,  if  someone  claims  they 
had  invented  it  prior  to  the  one  who  has  made  the  application,  they 
can  assert  that  claim,  and  then  it  can  be  contested,  is  that  right? 
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Mr.  McGtAVAN.  Senator,  I  would  like  to  refer  to  one  of  my  experts 
liei-e. 

Mr.  Keating.  Might  I  speak  to  that,  Senator? 
Senator  McClellan.  Yes.  This  is  no  final  conclusion  or  decision, 
but  here  is  a  man,  who  may  have  an  invention,  an  advance  in  tech- 
nology. He  may  not  know  it,  and  he  does  nothing  about  it,  or  he  may 
be  neglectful  or  dilatory  and  he  does  not  take  action  to  protect  his 
invention.  Someone  else 'has  the  same  invention,  and  he  is  diligent,  he 
proceeds  immediately  to  file  his  application.  He  is  there  first  with  the 
request,  and  he  wants  to  move  right  on  in  to  get  a  patent  and  get  his 
invention  in  the  commercialized  market.  The  other  fellow  wakes  up  and 
finds  out  somebodv  else  is  claiming  that  he  invented  what  this  man  has. 
He  says  "I  am  going  up  there  and  file.  That  is  really  my  invention 
which  I  discovered  before  he  did."  He  has  a  year  in  which  to  do  that  as 
I  understand  it? 

Mr.  Keating.  Yes,  sir. 

Senator  McClellan.  I  don't  know,  I  have  not  conie  to  any  final 
decision,  but  it  seems  to  me  that's  being  reasonably  fair  with  a  man 
who  may  have  made  a  discovery  and  not  sought  to  patent  it  until 
someone  else  did. 

Mr.  Keating.  Under  the  situation  you  have  set  up,  you  are  correct. 
The  equities  are  in  favor  of  the  man  who  gives  the  benefit  of  his  inven- 
tion to  the  public.  But  what  liappens  more  frequently  is  that  the  in- 
ventor needs  time  in  order  to  perfect  his  invention. 

I  represent  a  medium-size  electronic  firm  in  Harrisburg,  Pa.,  and  we 
have  gTown  to  $150  million  from  a  small  garage  operation  25  jenTS  ago, 
and  at  the  present  time  we  spend  approximately  $15  million  per  year 
on  research  and  development,  and  it  is  necessary  for  us  to  take  these 
concepts  and  test  them,  depending  on  how  complicated  the  component 
is.  We  may  have  to  test  them  for  6  months,  for  a  year,  for  several  years. 
We  may  have  to  take  these  things  out  into  the  field,  out  into  the  mar- 
ketplace and  test  them  under  field  conditions,  and  it  is  necessary  for 
us  to  have  some  prote<?tion  on  this  investment.  Now,  if  someone  else — - 
Senator  McClellan.  Does  that  give  you  protection  as  I  have  indi- 
cated? 

]\Ir.  Keating.  You  have  given  us  protection  if  we  go  into  the  Patent 
Office  immediately  and  file  our  patent  application.  But  the  final  form 
of  our  component'may  be  significantly  different  than  the  first  prototype 
invention  that  we  make,  and  in  order  to  benefit  from  the  patent  system, 
it  is  necessary  that  our  patent  application  should  contain  the  preferred 
form,  and  not  some  preliminary  idea  that  we  may  have  that  may  not 
work. 

Senator  McClellan.  There  may  be  some  practical  considerations 
tluit  outweigh  the  thoughts  I  have  given  to  it  so  far.  As  I  say,  I  have 
not  closed  niy  mind  on  it  at  all.  It  did  impress  me  that  here  is  a  fellow 
who  is  diligent  and  he  goes  oji  and  wants  to  get  his  marketed  and  tlie 
other  fellow  may  have  discovered  it  2  or  3  years  ago  but  did  nothing 
about  it.  That  technology  is  being  denied  to  our  economy,  and  there 
would  be  a  reward  for  diligence  there,  or  a  penalty  for  lack  of  diligence 
and  for  the  lack  of  making  available  the  discovery  for  the  use  of 
mankind. 

Mr.  Keating.  I  agree  witli  you,  and  under  the  present  statutes  the 
first  man  would  get  the  invention.  The  second  man  would  be  lield  to 
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have  abandoned  the  invention  under  those  conditions,  and  under  our 
proposals  for  reform  of  tlie  Patent  Act,  that  woukl  still  hold  true. 

Senator  McClellan.  I  am  going  to  study  it,  and  I  thank  you  very 
much  and  am  glad  to  have  your  comments  on  it. 

You  may  proceed,  Mr.  McGowan. 

Mr.  McGowAN.  Our  association,  although  agreeing  that  the  Patent 
Office  should  issue  patents  to  the  first  applicant,  strongly  favoi^s  some 
modification  of  a  strict  first-to-file  system  to  permit  an  interference 
to  be  initiated  by  an  applicant  desiring  to  contest  priority  of  invention. 
We  are  gratified  to  note  from  the  statement  last  week  by  Assistant 
Secretary  Kincaid  before  the  American  Patent  Law  Association  that 
the  administration  also  is  receptive  to  a  modified  first-to-file  system. 
In  fact,  we  further  agree  with  Mr.  Kincaid,  that  a  modified  first-to-file 
system  should  contain  strong  incentives  to  enter  the  patent  system 
promptly.  We  differ  with  the  administration,  however,  as  to  the  form 
this  incentive  should  take. 

Our  proposal  is  that  a  junior  or  later  filed  applicant  be  permitted 
to  initiate  an  interference  only  when  his  effective  filing  date  is  earlier 
than  1  year  after  the  effective  filing  date  of  the  patent  with  which 
priority  is  to  be  contested.  On  the  other  hand,  Mr.  Kincaid  and  Com- 
missioner Brenner  stated  that  the  administration  favors  a  proposal 
which  would  permit  the  establishment  of  a  date  of  invention  no  more 
than  1  year  prior  to  the  effective  filing  date  of  the  application  of  the 
patent  claiming  the  invention. 

Our  proposal — based  on  differences  in  filing  dates — may  be  thought 
of  as  an  entrance  gate  requirement  and  is  obviously  one  which  would 
clearly  define  at  the  outset  those  parties  entitled  to  contest  priority. 
This  is  consistent  with  a  1-year  grace  period  and  a  1-year  period  for 
filing  a  broadened  reissue.  Most  importantly,  our  modification  will 
strongly  motivate  prompt  filing  of  patent  applications  and  hence  early 
disclosure  to  the  public;  otherwise  the  patent  rights  may  be  lost  to 
another  who,  while  perhaps  inventing  later,  was  more  prompt  in 
asserting  his  rights  under  the  patent  system. 

Commissioner  Brenner's  interpretation  this  morning,  proofs  of  any 
act  would  apparently  be  permitted  but  if  they  were  accomplished  more 
than  1  year  prior  to  the  filing  date  they  could  only  be  used  to  prove  an 
effective  date  of  invention  not  more  than  1  year  prior  to  the  filing  date. 
The  proposal  apparently  favored  by  the  administration  has  a  number 
of  disadvantages : 

( 1 )  It  would  change  and  complicate  the  already  complicated  body  of 
substantive  interference  law.  We  would  note  here  that  although  reform 
in  the  procedural  aspects  of  interference  practice,  such  as  those  insti- 
tuted last  year  by  the  Commissioner,  are  strongly  favored,  there  is  much 
to  be  said  in  the  interest  of  certainty  for  not  tinkering  with  the  large 
body  of  established  substantive  interference  law. 

(2)  The  Patent  Office  would  be  in  the  awkward  position  in  many 
situations  of  being  required  to  determine  from  submitted  evidence  who 
the  actual  first  inventor  was,  and,  unless  the  proofs  of  the  other  party 
could  be  cited  as  prior  art  against  the  later  inventor,  would  have  to 
award  priority  and  the  patent  to  the  later  inventor. 

(3)  We  do  not  visualize  that  proofs  in  most  cases  would  be  mini- 
mized. Under  both  proposals,  both  parties  in  most  cases  would  be 
required  to  put  in  the  same  proofs  of  conception,  diligence,  and  reduc- 
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tion  to  practice  and  under  the  proposal  favored  by  the  administration 
possible  additional  proofs  of  diligence  would  be  required. 

It  is  believed  that  the  EIA  proposal  for  a  modified  first-to-file  sys- 
tem, while  achieving  the  same  degree  of  stimulation  tow^ard  prompt 
filing,  would  be  easier  to  comply  with  and  would  disrupt  the  established 
body  of  substantive  law  the  least. 

A  second  matter  of  importance,  and  one  on  which  we  find  oui^selves 
in  disagreement  with  the  administration's  present  position,  is  the 
defense  of  prior  invejition.  This  defense  has  been  recognized  in  a  long 
line  of  cases  including  the  Supreme  Court  case  of  Corona  v.  Dovan 
(276  U.S.  358  in  1928)  and  is  codified  in  the  present  law  as  35  U.S.C. 
102  (g) .  It  is  a  natural  corollary  of  our  patent  system  under  which  only 
the  actual  first  inventor  is  entitled  to  a  valid  patent,  and  gives  an  actual 
first  inventor  a  defense  against  a  patent  issued  to  a  later  inventor  if  he, 
the  first  inventor,  for  some  reason  (s)  does  not  enter  the  patent  system. 

A  choice  to  enter  the  patent  system  has  one  very  important  conse- 
quence—it permits  a  company  to  file  patent  applications  selectivity. 
Many  of  our  corporate  members  elect  not  to  file  patent  applications  on 
developments  of  marginal  patentability  and  are  able  to  do  so  in  the 
knowledge  that  even  \i  a  later  developer  acquires  a  patent  on  the  same 
development,  they  are  protected  against  suit  by  the  defense  of  prior 
invention. 

The  Department  of  Commerce  letter  to  Senator  Eastland  of  January 
24,  1968,  on  page  3,  in  the  last  full  paragraph,  there  appears  to  be 
at  least  a  suggestion  that  this  defense  be  abolished  because  in  the 
words  of  the  letter,  "it  would  cast  a  cloud  of  possible  invalidity  over 
every  issued  patent  and  would  permit  a  prior  mventor  who  chose  not 
to  use  the  patent  system  to  destroy  the  rights  of  a  subsequent  inventor 
who  did  enter  the  patent  system." 

We  believe  strongly  that  if  this  defense  is  abolished  the  obvious 
result  would  be  a  substantial  increase  in  the  nimiber  of  patent  appli- 
cations filed — an  unwanted  result  which  should  certainly  be  avoided. 
More  importantly,  we  believe  it  would  be  contrary  to  public  policy  to 
require  recognition  of  patents  of  other  than  the  first  inventor. 

Mr.  Chairman,  we  feel  that  only  an  actual  first  inventor  should  have 
a  valid  enforceable  patent  and  should  have  a  defense  against  the 
patent  of  a  later  inventor  even  if  he  did  not,  from  choice  or  otherwise, 
enter  the  patent  system,  or,  in  the  event  he  entered  it  too  late  and  was 
barred  by  time  limitations  such  as  those  we  recommend  from  initiating 
an  interference  and  acquiring  a  patent  of  his  own. 

Also,  as  we  discussed  more  fully  in  our  filed  statement,  we  believe 
that  this  defense  should  be  absolute  and  not  personal,  primarily 
because  of  the  difficulty  of  legislating  a  viable  personal  defense.  For 
these  reasons,  we  recommend  no  change  in  the  availability  of  prior 
invention  as  a  defense. 

Mr.  Kincaid  has  stated  that  a  1-year  grace  period  would  be  con- 
sistent with  a  modified  first-to-file  system.  The  retention  of  the  present 
1-year  grace  period  is  of  critical  importance  to  the  members  of  our 
association.  "We  are  thus  pleased  to  note  concurrence  in  this  extremely 
valuable  feature  of  our  present  patent  system. 

In  conclusion,  Mr.  Chairman,  our  filed  statement  sets  forth  the  EIA 
position  on  the  matters  I  have  just  discussed,  as  well  as  on  many  other 
features  of  S.  1042  and  S.  2597.  I  will  not  elaborate  on  these  other 
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matters,  but  ^vill  merely  note,  with  some  satisfaction,  that,  from  Mr. 
Kincaid's  talk  last  week  and  testimony  here  today,  it  appears  that 
EIA's  position  and  that  of  the  administration  are  in  substantial  agree- 
ment on  many  of  these  other  matters. 

We  are  happy  to  have  liad  this  opportunity  to  testify  and  look  for- 
ward to  an  early  resolution  of  such  differences  as  remain  at  tlie  con- 
clusion of  these  hearings  on  this  most  important  legislation. 

Senator  McClellan.  Thank  you  very  much,  Mr.  McGowan. 

Do  either  of  you  other  gentlemen  have  any  further  comment  ? 

Mr.  Ryan.  One  comment,  Senator,  that  was  made  by  some  of  our 
members  concerning  a  matter  which  was  touched  upon  this  morning, 
and  that  is  the  registration  of  attorneys  to  practice  before  the  Patent 
Office.  The  matter  has  been  discussed  in  our  filed  statement.  Our  filed 
statement  indicates  that  there  are  a  few  members  in  our  organization 
who  are  still  in  favor  of  registering  patent  agents.  I  believe  the  ma- 
jority, however,  favor  restricting  the  practice  before  the  Patent  Office 
to  licensed  attorneys.  We  noted  that  the  Patent  Office,  in  comments 
to  this  committee  this  morning,  made  reference  to  the  recent  holdings 
in  the  Hastings  case.  It  is  hoped  that  the  Patent  Office,  in  reevaluating 
its  position  on  legislation  concerning  the  right  to  ])ractice  before  the 
Patent  Offi<^e,  will  take  cognizance  of  the  statutory  shortcomings  w^hich 
resulted  in  the  judicial  determination  made  in  the  Hastings  case.  I  am 
hopeful  that  proposed  legislation  will  come  forth  which  will  cure 
those  shortcomings.  .  . 

My  personal  opinion,  and  this  is  completely  free  of  the  EIA  position, 
is  that  I  believe  that  an  attorney  practicing  before  the  Patent  Office 
should  be  accorded  the  professional  stature  that  is  accorded  to  at- 
torneys in  all  other  phases  of  the  practice  of  the  law  and  that  the 
registration  of  agents  is  unnecessary  and  undesirable.  Dilution  of  the 
professional  stature  in  turn  clearly" reflects  upon  the  legal  profession, 
the  Patent  Office,  and  anyone  associated  with  the  Patent  Office  or  in 
the  legal  profession  dealing  with  the  patent  laws. 

Senator  McClellan.  Thank  you  very  much  gentlemen. 
(The  prepared  statement  of  Mr.  McGowan  follows:) 

Statement  of  Geaiiam  W.  McGowan  on  Behalf  of  the 
Electronic  Industries  Association 

Mr.  Chairman  and  members  of  the  Committee,  my  name  is  Graham  W. 
McGowan.  I  am  General  Counsel  of  the  Electronic  Industries  Association  and 
appear  today  on  its  behalf.  EIA  represents  approximately  300  companies,  both 
large  and  small,  engaged  in  the  development,  manufacture,  and  sale  of  electronic 
equipment. 

We  feel  that  this  country  leads  the  world  in  technology  and,  although  it  is 
impossible  to  prove  or  disprove,  we  believe  that  our  present  patent  system 
is  in  no  small  measure  responsible  for  this  lead.  This  was  recognized  by  the 
President's  Commission,  whose  objectives  we  wholeheartedly  endorse.  The  work 
of  the  President's  Commission  has  stimulated  widespread  discussion  not  only 
in  bar  associations  but  also  in  industrial  associations  such  a  ours.  We  believe 
that  the  outcome  of  this  discussion,  properly  taken  into  account,  can  materially 
.serve  to  carry  forth  not  only  the  desirable  features  of  our  present  patent  system, 
hut  also  to  iiistitute  needed  reform  occasioned  in  large  part  by  exploding  tech- 
nology in  a  shrinking  world.  Since  the  electronics  industry  is  undoubtedly  in 
the  vanguard  insofar  as  this  exploding  technology  is  concerned,  we  are  vitally 
interested  in  our  patent  system  and  certainly  appreciate  the  opportunity  to  be 
heard  on  this  important  legislation. 

We  have  studied  the  various  bills  pending  before  this  Committee  but  will 
restrict  our  comments  to  S.  1042  and  S.  2597,  since  we  find  in  these  two  bills. 
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collectively,  a  sufficient  basis  for  patent  legislation  which  would  most  effectively 
achieve  the  goals  set  forth  by  the  President's  Commission. 

FIRST    TO    FILE 

A  major  feature  of  both  bills  is  the  adoption  of  first-to-file  principles.  While 
S.  1042  would  institute  a  strict  tirst-to-file  system,  we  interpret  S.  2597,  and  in 
particular  Sections  102(e)  and  137,  as  providing  a  modified  first-to-file  system. 
We  favor  the  latter. 

A  strict  first-to-file  system  would  be  too  burdensome  on  both  the  Patent  Office 
and  on  inventors  and  their  assignees,  since  it  would  require  a  series  of  applica- 
tions as  a  development  proceeds  rather  than  a  single  application  on  the  completed 
development.  Also,  it  would  tend  strongly  to  favor  the  "paper"  inventor  at  the 
expense  of  the  inventor  who  wishes  to  make  certain  that  his  theories  and  ideas 
are  technically  sound  and  feasible  before  filing. 

Since  experience  has  shown  that  a  very  small  percentage  of  patent  applicants 
wish  to  contest  priority  of  invention,  we  agree  with  the  principles  of  S.  2507 
which  incorporate  the  simplicity  of  a  first-to-file  system  (by  eliminating  the 
current  requirement  in  35  U.S.C.  1.35  that  the  Commissioner  of  Patents  initiate 
interferences)  but  which  preserve  certain  opportunities  to  contest  priority. 
Specifically,  we  agree  with  those  provisions  of  S.  2597  which  permit  the  Patent 
Office,  when  faced  with  conflicting  applications,  to  issue  the  application  of 
the  first-to-file'  but  which  also  provide  a  later  or  junior  applicant  with  an 
opportunity  to  contest  priority  of  invention  by  copying  claims  from  the  issued 
patent  (Section  137).  Such  a  system  would  relieve  the  Patent  Office  of  the  burden 
of  initiating  interferences  while  preserving  our  traditional  concept  of  awarding 
patents  only  to  first  inventors.  Also,  interferences  would  be  initiated  only  when 
at  least  one  party  has  a  desire  to  contest  priority. 

To  encourage  prompt  filing  of  patent  applications,  we  would  modify  S.  2597 
to  limit  the  right  of  a  junior  applicant  to  initiate  an  interference  only  when  his 
effective  filing  date  (taking  into  account  any  claims  of  priority  based  on  earlier 
filed  United  States  or  foreign  applications)  is  earlier  than  one  year  after  the 
effective  filing  date  of  the  patent  whose  claims  are  being  copied. 

Also,  to  assure  prompt  initiation  of  interference  proceedings  .so  that  question 
of  priority  can  be  answere<l  at  the  earliest  possible  date,  we  would  require 
a  party  copying  claims  to  do  so  within  a  reasonable  time  after  the  patent  from 
which  they  are  copied  issues.  With  a  pre-issue  publication  procedure  for  allowed 
patent  applications  as  discussed  later,  six  months  as  provided  in  Section  137 
(b)  of  S.  2.597  is  believed  to  be  a  reasonable  time.  Without  such  a  procedure, 
one  year  from  date  of  issue  would  be  reasonable. 

It  is  recognized  that  applications  will  not  in  all  eases  issue  in  the  order 
of  filing  because  of  different  periods  of  pendency.  Thus,  it  should  be  clear  that 
we  would  permit  either  a  senior  or  junior  party  to  initiate  an  interference. 
A  senior  party,  moreover,  should  l>e  permitted  to  copy  claims  in  his  application 
or  in  a  reissue  application  without  regard  to  differences  in  filing  dates.  Also, 
a  senior  party  (application  or  patent)  should  not  be  limited  to  six  months  (or, 
one  year  with  no  pre-issue  publication)  for  copying  claims  from  a  junior  patent 
if  the  senior  party  prior  to  six  months  from  the  issue  date  of  the  junior  patent 
was  claiming  the  same  invention.  This  is  similar  to  present  law  (35  U.S.C. 
135(b))  and  is  believed  reasonable  in  view  of  the  burden,  particularly  on  inde- 
pendent inventors  and  small  companies,  of  following  current  patents  as  they 
issue. 

Subject  to  the  time  limitations  discussed  earlier,  either  a  junior  or  senior 
applicant  should  be  permitted  to  file  a  reissue  application  for  the  purposes 
of  initiating  an  interference,  but  neither  party  .should  be  permitted  to  file  a 
broadening  reissue  application,  for  any  purpose,  more  than  one  year  after  the 
date  of  issue  of  the  patent  being  reissued. 

The  proposed  one-year  limitation  re  filing  dates  for  the  junior  party  is 
sufficient  for  development  and  testing  in  most  cases  and  is  consistent  not  only 
with  the  time  for  filing  a  broadened  reissue,  but  also  with  our  recommendation 
of  a  one-year  grace  period.  Further,  a  one-year  limitation  would  encourage 
prompt  filing  while  retaining  some  needed  flexibility  in  a  modified  first-to-file 
system.  In  addition,  a  one-year  limitation,  based  on  filing  dates,  readily  defines 
the  narties  entitled  to  initiate  an  interference. 


1  Although  this  is  Implicit  In  sec.  1.37  of  S.  2597,  we  recommend  that  this  basic  principle 
be  made  explicit  in  any  resulting  legislation. 


512 

We  have  considered  an  alternative  pi^oposal  wbioh  incorporates  a  one-year 
limitation  hut  in  a  different  manner.  In  the  alternative  proposal  a  party  to  an 
interference  would  he  limited  to  an  effective  date  of  invention  no  more  than 
one  year  prior  to  his  effective  filing  date  even  though  his  proofs  establish  an 
earlier  date. 

We  note  that  such  a  system  has  built  into  it  the  same  one-year  limitation  based 
on  filing  dates  which  we  propose.  Also,  under  both  proposals,  the  same  proofs,  in 
most  cases,  would  be  necessary  due  to  the  requirement  of  establishing  inventor- 
ship through  actual  dates  of  conception  and  reduction  to  practice.  However,  under 
the  alternative  proposal,  the  Patent  Office,  in  some  situations,  would  be  required 
to  refuse  an  award  of  priority  to  an  actual  first  inventor  patentee  and  also,  unless 
the  proofs  of  the  actual  first  inventor  could  be  cited  as  "prior  art,"  would  be 
required  to  issue  a  patent  to  an  applicant  knowing  him  not  to  be  the  first  inventor. 
The  public's  confidence  in  the  patent  system  would  not  be  strengthend  by  a 
procedure  which  requires  the  Patent  Office  to  determine  who  the  actual  first 
inventor  is  and  then  to  disregard  these  findings  and  to  issue  a  patent  to  a  second 
or  later  inventor.  We  should  seek  changes  which  will  improve  the  quality  and 
strengthen  the  validity  of  patents  and  avoid  changes  which  would  cause  us  to 
lose  ground  in  this  important  objective. 

We  do,  however,  see  the  desirability  of  a  one-year  type  limitation  to  stimulate 
prompt  filing  and  prevent  rewarding  those  who  are  dilatory  in  asserting  their 
rights.  Our  proposed  one-year  limitation  on  filing  dates  retains,  to  a  great  extent, 
the  traditional  values  of  a  system  which  rewards  the  substantive  and  diligent  first 
inventor  while  remaining  compatible  with  a  modified  first-to-file  system.  Also,  our 
proposal  should  have  more  universal  appeal  and  support.  Although  it  tightens 
the  "entrance  requiren>ents"  for  an  interference,  it  avoids  changes  in  the  exten- 
sive body  of  substantive  interference  law  which  the  alternative  proposal  discussed 
above,  and  other  akin  to  it,  would  almost  certainly  entail.  Thus,  a  higher  degree 
of  certainty  would  result. 

INVENTION  MADE  ABROAD 

Under  present  interference  practice,  a  foreign  applicant  is  limited,  for  priority 
purposes,  to  the  priority  date  of  filing  of  his  foreign  application.  Under  35  U.S.C. 
104.  the  foreign  applicant  cannot  rely  on  acts  outside  the  United  States  in  estab- 
lishing a  date  of  conception  or  reduction  to  practice.  To  make  our  United  States 
patent  practice  "more  compatible  with  that  of  other  major  countries"  and  to  limit 
the  feeling  of  discrimination  on  the  part  of  many  non-residents,  we  recognize  some 
desirability  of  eliminating  this  possible  discrimination  against  non-nationals  so 
as  to  permit  proof  of  inventive  acts  abroad  when  a  patent  in  the  United  States  is 
being  sought.  We  see,  however,  many  serious  practical  difficulties  and  problems  re- 
lating to  jurisdiction  over,  and  the  production  of,  documentary  evidence  and 
witnesses.  Unless  careful  provision  is  made,  an  injustice  to  the  national  inventor 
might  result,  either  because  of  high  costs  or  because  of  an  inability  to  obtain 
access  to  relevant  evidence.  We  therefore  suggest  that  this  matter  be  deferred 
from  immediate  legislative  action  and  instead  be  first  considered  in  treaty  dis- 
cussions with  other  countries  such  as  those  now  taking  place  with  regard  to 
international  patent  cooperation  (the  Patent  Cooperation  Treaty).  In  fact, 
treaties  with  individual  countries  on  this  subject  might  be  considered  immedi- 
ately for  a  country  such  as  Canada.  In  Canada,  our  nationals  are  permitted  to 
rely' on  activities  in  the  United  States  to  establish  an  invention  date  for  priority 
purposes  but,  because  of  Section  104,  the  converse  is  not  true  for  Canadian 
nationals  in  the  United  States. 

GRACE  PERIOD 

A  one-year  absolute  grace  period  following  publication,  use,  or  sale,  as  provided 
in  S.  2597  (Section  101(h)  (3)  and  (4) ),  is  strongly  favored. 

Again,  a  one-year  period  is  belived  a  reasonable  and  necessary  time  for  develop- 
ment. Most  importantly,  we  believe  that  the  grace  period  must  be  absolute  rather 
than  "personal"  to  promote  free  scientific  interchange.  It  is  feared  that  a  personal 
grace  period  (as  provided,  for  example,  by  amendment  No.  182  of  Senator  Long 
to  S.  1042)  would  substantially  inhibit  discussions  and  exchanges  within  the 
scientific  community  because  proof  of  derivation  would  be  difficult  to  establish. 
Also,  derivation  procedures  would  be  personally  offensive  to  most  scientific  pro- 
fessionals and  would  create  confiicting  relationships  among  them.  Finally,  a 
grace  period  permits  a  reasonable  time  for  application  filing  selectivity  which 
tends  to  reduce  the  burden  on  both  the  public  and  Patent  Office  resulting  from 
the  filing  of  marginal  or  speculative  applications. 
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DEFENSE   OF   PRIOR   INVENTION 

Manv  industrial  concerns  choose  not  to  seek  patent  protection  on  many  of  their 
developments  and,  in  effect,  dedicate  these  developments  to  the  public.  Under 
present  law  (35  U.S.C.  102(g) ),  as  well  as  under  S.  2597,  such  concerns  are  not 
compelled  to  file  patent  applications  since  they  are  protected  against  patents 
issued  to  others  based  on  later  developments  by  a  defense  of  prior  invention  (Sec- 
tion 102(e)).  We  think  it  highly  desirable  that  a  concern  not  seeking  to  enter 
the  patent  system  on  a  particular  development  be  protected  from  patents  to  later 
developers.  Therefore,  we  favor  a  defense  of  prior  invention  both  for  the  earlier 
developer  and  for  the  public. 

In  our  opinion,  the  defense  should  be  absolute  rather  than  personal.  In  these 
times  it  is  not  unusual  for  corporations  to  be  formed  primarily,  and  even  solely, 
to  promote  the  invention  of  an  independent  inventor.  Furthermore,  complicated 
corporate  mergers,  spin-offs,  and  other  reorganizations  are  far  from  uncommon. 
All  of  these  situations  make  the  legislation  of  a  viable  personal  defense  extremely 
difficult  and  in  fact  we  have  seen  no  definition  of  a  personal  defense  which  we 
consider  satisfactory.  Even  if  an  adequate  personal  defense  could  be  defined,  we 
think  that  the  public  should  not  be  encumbered  by  patents  of  those  who  are  not 
the  first  inventor.  We  therefore  recommend  that  the  present  law  in  this  area  be 
retained. 

PUBLICATION    or   APPLICATIONS 

Automatic  publication  of  applications  after  a  fixed  period  of  time,  as  provided  in 
Section  123  ( a )  of  S.  1042,  is  opposed.  We  favor,  however,  publication  of  allowed 
patent  applications  as  provided  in  both  bills,  with  an  applicant  having  the  right  to 
withdraw  his  allowed  application  from  publication,  for  example,  by  not  paying 
the  publication  fee.  We  do  not  strongly  object  to  publication  of  applications  on 
appeal,  if  the  application  contains  an  allowed  claim.  An  applicant  with  no  allowed 
claims,  however,  would  have  to  surrender  his  "trade  secret",  pay  a  publication 
fee.  and  an  appeal  fee  with  no  assurance  that  any  patent  protection  may  result. 
This  may  be  too  high  a  price  to  require  for  an  appeal. 

EX   PARTE   CITATION   OF   PRIOR   ART 

Both  bills  provide  in  Section  136  for  the  citation  of  prior  art  to  the  Patent 
Office  by  the  public  during  a  limited  period  of  time  following  the  publication  of 
allowed  applications.  This  we  favor.  These  two  bills  also  agree  that  prior  art, 
properly  citable,  should  include  not  only  patents  or  publications  having  a  bearing 
on  patentability  (Section  136(a)),  but  also  prior  public  use  or  sale  (Section 
136(d)  (1)  ).  (Although  S.  2.597  would  limit  the  citation  of  a  prior  .sale  or  public 
use  to  those  which  would  constitute  a  statutory  bar,  no  logical  reason  for  this 
limitation  is  apparent.  For  example,  even  if  a  prior  public  use  was  less  than  a 
year  prior  to  the  effective  filing  date  of  the  application,  it  should  be  cited  and  as 
in  the  case  of  a  patent  or  publication,  the  applicant  then  given  an  opportunity  to 
avail  himself,  if  he  can,  of  a  Patent  Office  Rule  131  type  of  affidavit  to  establish 
an  earlier  date  of  invention.)  S.  2.597  alone  provides  for  the  citation  of  acts 
constituting  prior  invention  (Section  136(d)  (3)). 

As  stated  by  the  Report  of  the  President's  Commission,  both  the  public  and 
the  patent  applicant  would  benefit  by  an  ex  parte  procedure  to  cite  "prior  art" 
inexpensively  since  "greater  reliance  .  .  .  could  be  placed  upon  the  validity  of 
patents  in  general."  To  achieve  maximum  effectiveness,  simple  logic  indicates 
that  all  "prior  art"  should  be  citable — patents,  publications,  public  use,  sale 
and  prior  invention.  Some  practical  considerations  should,  however,  be  kept 
in  mind.  Currently,  the  Patent  Office  is  best  adapted  to  considering  prior  art 
of  the  type  found  in  patents  and  printed  publications.  Rarely  do  they  consider, 
ex  parte,  other  types  of  prior  art. 

Expeditious  consideration  of  any  publicly  cited  prior  art  is,  of  course,  highly 
desirable,  particularly  if  the  term  of  the  resulting  patent  is  measured  from 
its  filing  date.  Therefore,  it  is  recommended  that  before  it  is  decided  to  permit 
the  citation  of  prior  art  other  than  patents  or  publications,  the  Congress 
assure  itself  that  the  Patent  Office  is  equipped  both  with  manpower  and  facili- 
ties to  consider  promptly  cited  prior  Inventions,  sales  and  public  uses  in  the 
form  they  are  most  likely  to  be  received.  Otherwise,  there  would  be  con- 
siderable opportunity  for  harrassment  similar  to  that  encountered  by  many 
of  our  members  in  opposition  proceedings  in  various  foreign  countries.  (Of  cour.se. 
a  prior  inventor  with  a  pending  application  should  be  permitted  during  the  cita- 
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tion  period  to  cite  his  application  so  that  the  Patent  OflSce  could  issue  the  first- 
filed  application  and  permit  an  interference  to  be  initiated  under  Section  137 
of  S.  2597  as  discussed  earlier. ) 

To  summarize,  we  favor  a  citation  period  and  foresee  little  diflBculty  and 
substantial  potential  advantage  in  permitting  the  public  to  cite  relevant  pub- 
lications and  patents  for  ex  parte  consideration.  On  the  other  hand,  we  foresee 
considerable  practical  difl5culties  with  uncertain  advantages  in  permitting  the 
citation  of  acts  of  prior  sale,  public  use  or  prior  invention  uncoupled  with  a 
pending  patent  application. 

To  encourage  citation  by  the  public,  we  favor  Section  136(f)  of  S.  2597 
which  provides  that  a  person  shall  not  be  foreclosed  or  prejudiced  in  court 
proceedings  on  a  patent  by  either  his  citing  or  his  failure  to  cite  comparable 
prior  art  during  the  citation  period.  Otherwise,  a  party  would  be  reluctant  to 
risk  the  disposition  of  a  potential  defense  in  an  ex  parte  proceeding. 

PRELIMINARY    APPLICATIONS 

Preliminary  applications  as  provided  for  in  Section  111(c)  of  S.  1042  would 
create  many  problems  and  are  not  favored.  Even  with  a  grace  i)eriod,  a  series 
of  preliminary  applications  might  be  required  to  protect  a  continuing  develop- 
ment which  would  be  both  time-consuming  and  expensive.  We  foresee  consid- 
erable examining  difficulty  in  determining  whether  or  not  a  complete  applica- 
tion was  entitled  to  the  benefit  of  the  filing  date  of  a  preliminary  application. 
Where  competing  applications  wei'e  involved  each  claiming  one  or  more  pre- 
liminaries, all  parties  would  have  to  be  heard — further  compounding  the  diffi- 
culty and  expense. 

Since  a  principal  purpose  of  preliminary  applications  was  stated  by  the  Presi- 
dent's Commission  to  be  a  substitute  for  the  pre.sent  grace  period,  it  would 
appear  that  the  retention  of  a  one-year  grace  period  as  previously  discussed  would 
remove  any  necessity  which  might  have  otherwise  existed  for  such  a  procedure. 

Insofar  as  relief  from  the  foi'malities  of  a  patent  application  is  desired,  par- 
ticularly for  the  independent  inventor,  it  is  noted  that  the  Commissioner  of 
Patents  already  has  considerable  discretionary  power  in  this  area  without  the 
need  for  legislation. 

UNIVERSAL  PBIOB  ART 

S.  1042,  in  Section  102(a).  would  expand  the  definition  of  prior  art  to  include 
knowledge,  use,  or  sale  throughout  the  world.  We  do  not  believe  that  such 
foreign  actions  alone  should  defeat  the  validity  of  a  United  States  patent.  Un- 
like a  publication  or  issued  patent,  such  actions  contribute  in  no  appreciable 
way  to  the  advancement  of  science  and  the  arts  in  the  United  States.  Although 
world-wide  prior  art  might  make  sense  in  the  context  of  a  world-wide  patent 
system,  we  believe  that  an  enlargement  of  the  present  definition  of  prior  art  would 
be  more  appropriately  considered  in  negotiations  with  other  countries  for  such 
a  patent  system. 

EFFECTIVE    PRIOR   ART   DATE    OF    UNITED    STATES    PATENT 

S.  2597,  in  Section  100(h)  (i)  embodies  the  rule  of  In  re  Hilmer  (140  PQ 
480,  CCPA  1966)  in  that  a  United  States  patent  would  be  effective  as  prior  art 
only  as  of  its  actual  filing  date  in  the  United  States.  Although  our  opinions 
on  this  matter  were  divided,  the  majority  would  prefer  that  a  United  States 
patent  be  prior  art  as  of  its  effective  filing  date  as  provided  in  Section  102(a) 
of  S.  1042.  This  would  avoid  anomalous  situations  which  could  otherwise  arise, 
such  as  for  example,  with  two  patents  having  overlapping  subject  matter,  dif- 
ferent United  States  filing  dates  and  different  foreign  filing  priority  dates,  and 
neither  being  prior  art  against  the  other. 

JOINDER  OF    INVENTORS   AND  ASSIGNEE  FILING 

We  favor  the  relaxation  provided  In  both  bills  (Section  116(b) )  of  the  current 
requirements  concerning  joinder  of  inventors  to  permit  an  application  to  disclose 
and  claim  subject  matter  without  requiring  that  every  named  inventor  contribute 
to  every  claimed  feature. 

We  also  favor  permitting  an  application  to  be  filed  by  the  owner  of  the  inven- 
tion provided  each  per.son  believed  to  have  made  an  inventive  contribution  is 
named  and  provided  also  that  a  statement  of  fads  supporting  an  allegation  of 
ownership  is  filed  (Section  111(a)  of  both  bills).  However,  to  protect  the  rights 
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of  inventors,  we  agree  with  S.  2597  that  non-signing  inventors  be  promptly 
notified  in  some  manner  (not  necessarily  the  precise  manner  expressed  in  Section 
111(c)  of  S.  2597)  tliat  an  application  has  been  filed  in  their  name.  We  further 
agree  with  the  principle  embodied  in  Section  115(b)  of  S.  1042  that  prior  to 
issuance  an  oath  signed  by  the  inventor  be  provided  together  with  an  executed 
assignment. 

CLAIM    FOB   PRIORITY   DATE 

We  see  no  reason  why  a  claim  for  priority  should  not  be  made  at  the  time  an 
application  is  filed  (Section  119(b)  of  both  bills),  although  amendment  of  such 
claims  should  be  permitted.  Although  S.  2597  would  broadly  permit  amendment 
of  such  claim  at  any  time  during  the  examination,  we  would  not  object  to  a 
requirement  that  such  amendment  be  made  only  upon  a  proper  showing. 

CONTINUATION    APPLICATIONS 

With  the  term  of  a  patent  measured  from  its  filing  date,  we  see  no  reason  for 
any  limitation  on  the  number  of  applications  in  a  chain.  It  is  felt  that  the  20- 
year  term  from  filing  is  suflicient  incentive  for  applicants  to  prosecute  promptly. 
We  therefore  favor  Section  119  of  S.  2597. 

STANDBY   OPTIONAL    DEFERRED    EXAMINATION 

The  standby  authorization  provided  by  Section  191  of  S.  1042  for  the  Secretary 
of  Commerce  to  institute  deferred  examination  is  opposed.  From  public  state- 
ments of  Commissioner  Brenner,  the  institution  of  any  system  of  deferred  exami- 
nation is  not  now  needed.  When  and  if  such  a  system  is  believed  necessary,  it 
should  be  considered  as  a  separate  matter  and  should  be  established  only  by  the 
Congress  and  not  at  the  administrative  level. 

It  is  noted  that  a  small  minority  of  our  members  favor  immediate  institution 
of  some  form  of  deferred  examination  regardless  of  the  Patent  OflSce  backlog. 
Nearly  all  members,  however,  are  in  agreement  that  this  is  a  matter  for  Con- 
gressional action  and  should  not  be  delegated. 

BURDEN   OF  PERSUASION 

A  legislative  requirement  that  an  applicant  has  the  burden  of  persuading  the 
Patent  Oflace  that  his  invention  is  patentable  in  our  opinion  would  merely 
codify  present  law  and  practice.  Thus,  we  find  Section  137  of  S.  1042  unobjection- 
able. In  fact,  such  a  legislative  burden  could  serve  to  enhance  the  validity  and 
stature  of  issued  patents.  It  is  assumed  that  the  Patent  OflBce  would  institute 
proper  safeguards  to  insure  that  Examiners  would  not  arbitrarily  reject  applica- 
tions on  this  section  alone  to  avoid  an  examination  for  novelty  or  unobviousness. 

PRESUMPTION   OF   CORRECTNESS 

We  would  favor  the  enactment  of  a  presumption  of  correctness  which  stated 
that  "in  all  actions  under  Sections  141  and  145  .  .  .  the  Patent  Ofiice  decisions 
shall  be  given  a  presumption  of  correctness."  The  further  language  currently 
found  in  Section  148  of  S.  1042  would  pose  diflSculties  and  should  not  be  adopted. 

CANCELLATION  PROCEEDINGS 

With  the  adoption  of  a  citation  period  as  recommended  above,  no  need  is  seen 
for  an  ex  parte  cancellation  proceeding  as  provided  in  Section  257  of  S.  1042. 
Such  a  procedure  would  unduly  delay  the  date  at  which  the  certainty  of  a 
patent  becomes  reasonably  well  established  and  would  add  a  cost  burden  to  the 
Patent  OflBce  and  the  public. 

REISSUE   APPLICATIONS 

We  favor  the  continuance  of  an  opportunity  to  apply  for  a  reissue  to  correct 
errors,  as  provided  in  Section  251  in  both  bills.  We  also  favor  an  opportunity  to 
file  and  obtain  a  broadened  reissue  as  provided  only  in  S.  2597  provided  that  it 
is  filed  within  one  year  from  the  date  of  issue  of  the  original  patent.  This  one-year 
restriction  on  the  filing  of  a  broadened  reissue  should  apply  even  if  filed  for  the 
purpose  of  provoking  an  interference  (cf.  Section  251  of  S.  2597). 
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APPELLATE   REVIEW 


In  general,  the  EIA  prefers  to  defer  to  the  bar  associations  in  matters  relat- 
ing to  judicial  review.  However,  it  is  believed  that  there  are  no  objections  to 
the  present  dual  routes  of  appeal.  No  compelling  reasons  to  change  from  the 
present  system  have  been  found. 


TERM   OF  PATENT 

We  favor  measuring  the  term  of  a  patent  from  its  actual  filing  date  in  the 
United  States  and  agree  with  the  20-year  period  adopted  by  both  S.  1042  and 
S.  2597  (Section  154(b)). 

IMPORTATION   AS    INFRINGEMENT 

We  favor  the  concept  of  providing  protection  to  the  United  States  owner  of  a 
process  patent  against  importation  of  products  made  abroad  by  his  process  as 
provided  in  Section  271(b)  of  S.  2597.  The  limitation  in  S.  1042  to  products 
made  in  countries  which  do  not  provide  patent  protection  for  the  process  by 
which  the  product  was  made  would  unduly  restrict  the  benefits  of  such  a  con- 
cept to  a  few  industries  and  would  generally  exclude,  for  example,  electronic 
industries. 

PATENT   OFFICE  FINANCING 

There  are  no  objections  to  the  estajblishment  of  fees  by  Congress  as  at  present. 

PRACTICE   BEFORE   THE   PATENT   OFFICE 

The  EIA  endorses  Section  31  of  S.  2597.  There  might,  however,  be  some  merit 
in  postponing  the  effective  date  of  this  section  (e.g.  2  or  3  years)  to  avoid  creating 
hardships  and  undue  interference  with  career  plans  of  individuals  currently 
planning  to  be  patent  agents. 

COMPUTER   PROGRAMS 

Section  106  of  S.  1042  is  opposed  in  principle.  The  legislative  exclusion  from  the 
patent  system  of  any  area  of  technology  is  believed  unwise,  particularly  an 
evolving  one  such  as  computer  programs.  This  is  not  to  say  that  we  feel  that 
"computer  programs"  in  any  form  are  or  are  not  patentable.  Definition,  alone, 
of  the  area  intended  to  the  excluded  poses  extreme  diffieulty.  Any  uncertainties 
in  the  law  as  relating  to  this  area  should  be  resolved  in  the  courts. 

INTERIM    LIABILITY 

We  agree  with  the  concept  of  interim  liability  as  provided  in  both  bills  but 
favor  the  requirement  in  Section  273(b)  (2)  in  S.  1012  that  the  liability  com- 
mence only  after  the  infringed  claim  is  indicated  as  allowable  by  the  Patent 
Oflice.  Otherwise,  the  public  would  be  required  to  speculate,  at  its  peril,  as  to 
the  likelihood  of  allowance  of  a  published  claim. 

IN   REM   INVALIDITY 

We  believe  that  Section  294  of  S.  1042  should  be  modified  to  be  effective  only 
in  situations  where  the  patentee  brings  the  .suit  and  the  claim  is  held  invalid. 

The  concept  of  an  "estoppel"  based  on  an  adjudication  "limiting  the  scope  of 
the  claim"  would  pose  considerable  uncertainty  and  is  opposed.  It  is  noted  that 
this  concept  did  not  originate  with  the  Report  of  the  President's  Commission 
which  recommended  only  in  rem  invalidity  (see  Recommendation  XXIII).  Al- 
though Section  294  as  thus  amended  would  not  be  opposed,  it  is  noted  that  in- 
stances of  the  abuse  to  which  this  section  is  directed  (repeated  suits  on  a  patent 
previously  held  invalid)  are  relatively  infrequent. 

TERMINAL   DISCLAIMERS 

Section  253(c)  of  S.  1042  would  make  terminal  disclaimers  ineffective  inso- 
far as  double  patenting  questions  are  concerned.  On  the  other  hand.  Section 
282(b)  (2)  of  S.  2.597  would  permit  continuance  of  this  device  to  overcome  double 
patenting  rejections  or  holdings.  The  use  of  terminal  disclaimers  is  most  com- 
mon in  the  case  of  long  continuing  developments  where  it  is  inconvenient  or 
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cumbersome  to  combine  related  inventions  in  a  single  patent  application.  After 
careful  consideration,  we  have  concluded  that  terminal  disclaimers  are  pri- 
marily a  procedural  convenience  and,  provided  the  right  to  sue  on  the  patents 
whose  expiration  dates  are  made  to  coincide  by  such  a  disclaimer  is  maintained 
in  the  same  legal  entity,  as  provided  in  S.  2597,  we  see  no  substantive  harm  to 
the  public.  Thus,  we  favor  Section  282(b)  (2)  of  S.  2597. 

We  hope  these  comments  are  helpful  and  would  be  pleased  to  amplify  any 
of  them  at  your  request. 

Senator  McClellan.  This  concludes  the  work  we  had  scheduled 
for  today.  I  want  to  express  my  personal  appreciation  to  all  the  wit- 
nesses who  have  cooperated  by  expediting  their  testimony  so  that 
everj'one  has  been  accommodated  who  was  scheduled. 

We  are  going  to  recess  until  10 :30  tomorrow  morning.  I  have  to  ap- 
pear before  another  committee  to  testify  myself  at  10  o'clock.  We 
are  hopeful  that  tomorrow  we  will  have  no  more  interference  from  the 
floor  than  we  had  today,  although  I  am  vulnerable  and  I  might  be 
called  and  have  to  respond  to  other  senatorial  duties  and  may  have  to 
suspend  the  hearings  for  a  while,  but  anyway  we  will  try. 

The  committee  will  stand  in  recess  until  10 :30  in  the  morning. 

(Whereupon,  at  3 :05  p.m.  the  subcommittee  was  recessed,  to  re- 
convene at  10:30  a.m.  Wednesday,  January  31,  1968.) 


FOR  THE  GENERAL  REVISION  OF  THE  PATENT  LAWS 


WEDNESDAY,   JANUARY  31,    1968 

U.S.  Senate, 
Subcommittee  on  Patents, 
Trademarks,  and  Copyrights,  of  the 

Committee  on  the  Judiciary, 

Washington,  B.C. 

The  subcommittee  met,  pursuant  to  recess,  at  10:40  a.m.  in  room 
3302,  Xew  Senate  Office  Building,  Senator  John  L.  :McClellan  (chair- 
man) presiding. 

Present :  Senators  McClellan  and  Fong. 

Also  present :  Thomas  C.  Brennan,  chief  counsel;  Edd  N.  Williams, 
Jr.,  assistant  counsel :  Stephen  G.  Haaser,  chief  clerk.  Subcommittee 
on  Patents,  Trademarks,  and  Copyrights. 

Senator  McClelean.  Come  to  order,  please. 

Call  the  next  witness. 

Mr.  Brennan.  Mr.  Hoist. 

Senator  McClellan.  Mr.  Hoist,  do  you  have  someone  with  you? 

Mr.  HoLST.  Yes. 

Senator  McClellan.  Come  up,  please,  and  take  a  chair. 

Mr.  Hoist,  identify  yourself,  please. 

STATEMENT  OF  HELGE  HOIST,  CHAIRMAN  OE  THE  BOARD,  AMERI- 
CAN TOOL  &  MACHINE  CO.,  ON  BEHALE  OF  NATIONAL  ASSOCIA- 
TION OF  MANUFACTURERS  ON  PATENT  LAW  REFORM;  ACCOM- 
PANIED BY  REYNOLD  BENNETT,  VICE  PRESIDENT,  NATIONAL 
ASSOCIATION  OF  MANUFACTURERS 

]Mr.  HoLST.  My  name  is  Helge  Hoist.  I  am  chairman  of  the  board 
of  the  American  Tool  &  Machine  Co.,  but  I  am  here  as  a  witness  for 
the  National  Association  of  Manufacturers. 

Senator  McClellan.  You  have  with  you  ? 

]Mr.  HoLST.  I  have  with  me  Mr.  Keynold  Bennett,  who  is  a  member 
of  the  NAIM  staff.  Mr.  Frank  Smith,  whose  name  appears  on  the  writ- 
ten statement,  is  not  here  today,  but  he  endorses  the  testimony  as  it 
has  been  given. 

Senator  McClellan.  We  can  substitute  for  that  sentence  the  name 
of  the  gentleman  who  is  with  j^ou. 

Mr.  Holst,  Yes. 

Senator  :McClellan.  And  his  identity.  Very  well.  You  have  a  pre- 
pared statement.  Do  you  wish  to  read  it  ? 

Mr.  Holst.  I  do  not  wish  to  read  it,  but  discuss  it  generally. 

Senator  McClellan.  Do  you  wish  your  statement  to  be  printed  in 

the  record? 
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Mr.  HoLST.  No  objection. 

Senator  McClellan.  I  will  do  what  you  want  with  your  statement. 

Mr.  HoLST.  Yes,  please. 

Senator  McClellan.  The  statement  will  be  received  and  made  a 
part  of  the  record.  You  may  highlight  it  or  make  such  comments  as 
you  like. 

Mr.  HoLST.  First,  I  would  like  to  say,  NAM  is  interested  in  patents 
because  NAM  is  interested  in  promoting  business  and  also  in  helping 
business  to  serve  the  community.  We  consider  that  patents  are  an 
important  means  to  tliis  end  and,  therefore,  NAM  has  a  patents  com- 
mittee, and  ]Mr.  Smith,  who  is  not  present,  and  I  are  both  members 
of  that  committee.  Mr.  Bennett,  who  is  my  associate,  is  a  staff  execu- 
tive from  that  committee. 

In  our  testimony,  we  would  like  to  emphasize,  because  we  consider 
that  it  is  important,  that  the  patient  laws  of  this  country  are  con- 
cerned not  only  with  the  interests  of  inventors  but  also  of  the  public, 
and  we  believe  that  this  dual  concern  requires  a  balancing  of  interests, 
not  only  in  the  constitutional  provisions,  but  in  any  amendment  thereto 
which  may  now  be  suggested. 

In  a  nmnber  of  points  I  will  mention  tliis  because  it  will  indicate 
why  we  do  take  positions  that  we  do. 

In  the  interest  of  not  getting  lost  in  too  many  issues,  I  will  con- 
centrate on  only  a  relatively  few  which  we  consider  to  be  essential, 
and  among  these  points  we  consider  that  it  is  essential  that  patent 
laws  keep  step  with  the  times,  and  also  recognize  that  the  United  States 
is  now  more  of  an  exporting  nation  than  it  has  been  in  the  past,  and 
that  there  is,  in  fact,  a  real  interest  in  tliis  country  in  being  able  to 
protect  its  patented  ideas  and  other  intellectual  properties  abroad  as 
well  as  liere,  and  that  in  doing  so  it  must  proceed  in  a  manner  which 
will  not  cause  reaction  abroad  if  we  here  treat  foreigners  differently 
from  our  own  citizens. 

I  may  say  that  interest  in  patents,  which  we  all  in  this  room  Iniow 
has  been  stirring  for  some  years  in  the  United  States,  has  likewise 
been  an  active  consideration  abroad  for  several  years.  NAM,  including 
myself  and  Mr.  Smith,  have  participated  in  a  number  of  these  meet- 
ings, and  we  are  impressed  with  the  fact  that  abroad  as  well  as  here 
there  is  a  considerable  spirit  of  cooperation  and  a  willingness  to  ac- 
commodate among  nations  because  of  a  recognition  of  the  interests  of 
each  nation — its  inventors,  its  businesses,  and  also  its  public — in  sound 
and,  as  nearly  as  possible,  reliable  patents  and  other  similar  protection. 

We  know  that  the  President's  Commission  on  the  patent  system 
was  an  effort  to  explore  for  this  country  a  sound  development  of  the 
patent  system,  and  we  consider,  having  studied  the  report  and  knowing 
a  number  of  the  individuals  who  have  been  involved  in  that  study, 
that  the  report  of  the  President's  Patent  Commission  is  a  ])rofound  and 
sincere  and,  we  believe,  a  very  competent  effort  to  review  the  patent 
system  and  its  past  accomplishments  in  the  light  of  its  future  needs, 
and  in  doing  so,  not  to  lose  sight  of  the  fact  that  the  public  as  well  as 
the  inventor  has  an  interest  in  the  patent  system.  NAM  has  had  an  ac- 
tive part  in  trying  to  make  the  results  of  the  President's  Commission 
understood,  and  NAM  has  endorsed  the  report  in  general.  We  know 
now  that  we  are  concerned  with  a  nimiber  of  patent  oills  and  with  the 
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total  subject  of  patent  reform.  Therefore  the  comments  that  I  am  going 
to  be  making  are  not  adressed  to  a  specific  bill,  but  rather  to  issues. 

The  first  point  I  would  like  to  discuss— and  please,  Mr.  Chairman, 
question  and  interrupt,  I  am  not  giving  a  fixed  speech— the  first  sub- 
ject which  seems  to  me  worthwhile  to  consider  is  the  question  of  first 
to  file  as  against  a  purely  first  to  mvent. 

:\ly  friends  who  are  practitioners  in  this  field  tell  me  that  as  a  matter 
of  fact  even  in  the  United  States  practice  an  accomplislmient  is  far 
more  nearly  on  a  first  to  file  than  might  appear,  and  that  it  is  only 
a  relatively  small  proportion  of  cases  in  which  the  first  to  file  is  not  also 
the  first  to  invent. 

Senator  McClellan.  I  wondered  about  that.  I  wonder  if  anyone 
can  tell  us  the  number  of  cases,  the  ratio. 

^Ir.  HoLST.  I  believe  that  Mr.  Graves,  who  is  going  to  testify  later, 
mav  be  able  to  do  that. 

Senator  McClellan.  Very  well.  I  think  we  should  have  in  the  record 
just  how  important  that  is. 

Mr.  HoLST.  I  have  discussed  the  subject,  and  the  figures  I  have 
heard  would  indicate  that  the  number  of  times  when  a  patentee 
obtains  a  valid  patent,  if  he  was  not  the  first  to  file,  is  very  few  indeed, 
less  than  10  percent,  perhaps  as  few  as  3  or  4  percent.  So  that  the 
proposal  to  be  guided,  at  least  in  part,  by  a  first  to  file,  is  really  not 
as  revolutionary  as  it  may  sound,  although  it  does  sound  as  though 
you  might  be  issuing  a  patent  to  someone  who  was  not  the  first  to 
invent.  But  I  think  that  in  this  case,  as  in  many  others,  we  have  the 
public  interest  to  weigh  against  the  purely  private  interest  of  the 
inventor  and  I  may  say  that  we  also  have  the  interest  of  other  inven- 
tors and  their  employers,  in  wanting  to  know  whether  or  not  a  specific 
area  has  already  been  preempted  by  someone  who  is  working  on  it, 
because  to  work  for  a  second  time  and  to  spend  both  talent  and  funds 
in  an  area  which  is  in  the  process  of  being  preempted  by  someone  is 
Avastef  ul  and  is  not  truly  in  the  economic  interests  of  the  country. 

Therefore,  patents  and  related  literature  are  constantly  being 
searched  as  a  means  of  learnmg  whether  work  is  being  done  in  a 
particular  field,  regardless  of  whether  or  not  a  patent  will  or  will  not 
be  issued. 

But  on  the  subject  of  first  to  file,  we  endorse  the  idea  recently  ad- 
vanced by  the  Department  of  Commerce  that  a  tempering  of  this 
first  to  file  would  be  a  compromise  to  allow  a  relatively  brief  period 
in  wliich,  if  an  inventor  who  was  not  first  to  file  can  show,  with  good 
and  solid  evidence,  that  he  was,  in  fact,  a  prior  inventor. 

Senator  ]McClelln.  In  other  words,  the  first  inventor,  if  he  exer- 
cises diligence  to  assert  his  claim  within  a  year's  time. 

Mr.  HoLST.  AYithin  a  year's  time ;  yes,  sir.  That  sounds  to  me  like  a 
sensible  approach.  It  would  also  have  the  benefit  of  permitting  perhaps 
a  little  more  careful  filing  of  applications  and  the  inclusion  of  more 
solid  data  in  the  applications,  because  of  a  feeling  that  you  do  not 
have  to  rush  into  the  Patent  Office.  But  we  do  not  favor  an  indefinite 
deferment  or  a  reaching  back  into  all  kinds  of  prior  dates. 

And,  incidentally,  I  would  again  suggest  that  in  allowing  any  in- 
ventor to  reach  back  before  the  date  to  file,  that  we  treat  foreigners 
just  the  same  as  if  they  were  residents  of  the  United  States. 
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NoAV  my  second  point.  "What  prior  art  should  be  regarded  as  antici- 
pating an  invention  (  Obviously,  it  would  be  ideal  if  all  prior  art  could 
be  known,  not  only  American  but  foreign,  but  we  are  far  from  tliis 
ideal,  and  we  are  living  in  a  practical  world. 

I  believe  that  the  prior  art  which  should  be  held  to  be  a  bar  to 
invention  should  be  that  art  which  can  be  f  omid  by  a  reasonable  searcli, 
and  as  we  improve  our  search  techniques,  this  art  should  be  made 
more  comprehensive. 

I  have  been  participating  in  some  foreign  efforts  along  these  lines, 
and  I  know  that  considerable  thought  is  being  given  to  make  searches 
available  in  different  parts  of  the  world  that  will  be  comprehensive, 
and  to  make  such  searches  comparable,  if  they  are  carried  out  in  one 
part  of  the  world  and  another. 

Our  own  Patent  Office  under  Connnissioner  Brenner  is  involved  in 
this  kind  of  effort,  and  as  rapidly  as  possible  I  feel  that  prior  art 
should  be  available  to  be  cited  against  an  invention,  if  that  art  can  be 
found  with  a  reasonable  search  effort.  Certainly  we  can  begin  with 
accepting  issued  patents  anywhere  in  the  world  as  anticipation,  but  the 
search  must  be  wider  than  that,  if  in  fact  tlie  prior  art  can  be  searched. 

Now,  on  the  subject  of  publication.  Here  again  I  believe  that  we  have 
to  find  a  reconciliation  between  the  interest  of  the  public  and  of  the 
inventor.  I  have  friends  who  are  inventors  who  are  vocal  on  this  sub- 
ject, and  they  would  much  prefer  that  there  be  no  publication  until 
there  be  an  actual  issued  patent,  and  they  likewise  would  prefer  that 
they  be  under  no  haste  to  file  that  patent. 

I  do  not  believe,  however,  that  this  is  in  the  public  interest,  because, 
as  I  mentioned,  patent  literature  as  well  as  other  literature  is  con- 
stantly being  searched  by  those  who  wish  to  engage  in  research  and  in 
expensive  product  development,  in  an  effort  to  find  out  what  is  being 
done,  and  what  is  not  being  researched. 

In  the  interests  of  definiteness  of  information,  publication  as  early  as 
possible  would  be  desirable,  but  not  so  early  that  the  publication  is 
inadequate.  Here  again  I  believe  that  a  reasonable  compromise  would 
be  that  publication  should  become  more  or  less  mandatory  within  such 
a  time  as  24  months,  unless  for  some  reason  there  has  been  some  inter- 
vening circumstances  which  have  prevented  the  prosecution  of  the 
patent,  for  security  or  other  reasons. 

This  would  give  the  inventor  a  reasonable  time  in  which  to  proceed 
without  disclosure,  and  yet  it  would  compel  disclosure  in  a  reasonable 
time,  so  that  the  information  would  then  become  available.  Making  the 
information  available  does  not  deprive  the  inventor  of  his  rights, 
because  what  is  being  published  is  in  fact  an  attempt  to  get  patent 
i:>rotection. 

Now,  as  to  the  term  of  a  patent.  I  believe  that  there  is  no  disagree- 
ment in  the  testimony  before  you  that  it  would  be  well  for  the  term  to 
run  from  the  filing  of  the  patent  application,  and  that  such  a  term  as 
20  years  would  be  an  appropriate  term. 

Senator  ]\IcClelt>an.  IVliat  is  the  term  now,  17  ? 

Mr.  HoLST.  17  from  issuance. 

Senator  McClellan.  This  doesn't  extend  the  term  ? 

Mr.  HoLST.  It  does  not  extend  the  term,  and  it  does  put  some  pressure 
on  prompt  prosecution. 
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]My  next  subject,  and  I  do  not  know  liow  much  controversy  there  is  on 
this  subject — I  do  not  believe  there  is  much — is  the  pre\'ention  of  in- 
fringement of  U.S.  patent  rig-hts  by  importations  into  the  country. 
It  seems  to  me  j^roper  to  provide  in  our  patent  law  that  the  importation 
into  this  country  of  an  article  whicli  would  infringe  an  American 
patent  is  itself  an  infringement,  even  if  the  infringement  would  only 
constitute  the  violation  of  a  process  i>atent.  I  see  no  real  need  for  refine- 
ments and  complications  in  this  provision.  It  seems  to  me  that  it  is 
desirable  tliat  laws  which  are  going  to  be  enforced  be  reasonably 
straightforward  and  understandable. 

Now,  on  the  subject  of  fees  for  the  filing,  prosecution,  and  issuance 
of  patent.  Here  again  the  subject  is  one  which  has  to  balance  between 
the  rights  of  the  inventor  or  a  private  right,  and  the  right  of  the 
public.  Since  it  is  in  the  public  interest  to  have  patents  because  of  the 
jobs  and  goods  and  services  which  they  stimulate  and  create,  some 
portion  of  Patent  Office  expense  is  a  proper  general  public  cost. 

On  the  other  hand,  on  the  comparable  basis  that  it  is  fair  to  ask  a 
patent  applicant  to  pay  a  fee  commensurate  with  the  services  or  the 
specific  actions  which  he  is  requesting  of  the  Patent  Office,  it  appeal's 
to  us  that  a  fair  balance  is  to  arrive  at  equitable  fees  proportionate  to 
the  service  beinof  asked,  but  not  to  ask  that  the  fees  cover  the  total  cost 
of  the  Patent  OifRce. 

We  likewise  do  not  at  this  time  see  that  it  is  in  the  interest  of  Ameri- 
cans to  adopt  use  charges  or  fees  during  the  life  of  the  patent  as  is  tlie 
practice  in  some  European  countries. 

Now,  on  my  last  specific  point,  harmonization  of  the  U.S.  patent 
practice  with  the  practice  in  the  rest  of  the  world.  I  do  not  believe  that 
anyone  has  advocated  that  U.S.  practice  should  blindly  adopt  the  prac- 
tices of  other  countries.  There  is  much  to  be  said  in  favor  of  making 
our  system  consistent  with  other  patent  practice,  but  that  can  well 
require  that  other  practice  be  modified  along  some  of  tlie  lines  of  our 
own  patent  practice. 

In  our  meetings  abroad  with  representatives  of  foreign  patent  of- 
fices and  foreign  businesses  as  well  as  practicing  patent  attorneys,  we 
have  found  a  considerable  willingness  on  the  part  of  Europeans,  and 
even  Russia,  to  engage  in  mutual  accommodation.  We  believe,  there- 
fore, that  harmonization  can  be  achieved,  which  is  a  give  and  take 
proposition. 

We  do  not  advocate  harmonization  just  in  order  to  be  a  good  fellv)w 
with  the  rest  of  the  world.  Our  proposal  is  that  it  is  in  the  interest 
of  American  business  and  American  inventors  to  be  able  to  obtain 
patents  abroad  with  more  certainty  as  to  the  validity  of  those  patents, 
and  with  as  little  cost  and  variation  in  the  patent  applications  and 
tlieir  prosecution  as  possible. 

Such  simplified  prosecution  and  reduced  cost  will  come  about  to 
the  extent  that  the  laws  of  other  countries  are  more  uniformly  and 
more  nearly  like  our  om'u.  We  believe  that  the  best  practices  of  the 
various  patent  offices  do  provide  a  basis  for  arriving  at  a  reasonable 
harmonization,  and  tliat  it  is  in  our  interest  to  the  extent  that  we  can 
to  make  our  own  national  law  approximate  the  law  or  at  least  be  con- 
sistent with  the  developing  interest  in  international  patent  protection. 

Let  me  now  conclude.  Because  of  our  belief  that  patents  are  impor- 
tant to  business,  not  only  in  the  United  States  but  throughout  the 
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world,  and  that  U.S.  business  has  interests  which  can  be  better  pro- 
tected by  patents  abroad  than  without  such  patents,  we  are  pleased 
to  see  an  effort  being  made  to  strengthen  the  U.S.  patent  system  and 
to  make  it  possible  for  American  interests  to  obtain  foreign  protection 
more  uniformly  and  at  less  cost  and  with  greater  speed. 

We  likewise  approve  efforts  being  made  to  make  information,  posi- 
tive information,  as  to  what  is  being  done,  and  Avhat  patent  protection 
is  being  sought,  more  quickly  and  definitely  available.  We  believe 
that  this  is  in  the  interest  of  inventors  themselves,  businessmen,  entre- 
preneurs, and  certainly  in  the  interest  of  research.  We  believe  that 
this  information  should  be  available  as  early  as  is  feasible  without 
undue  sacrifice  to  the  rights  of  any  of  the  parties,  and  that  in  doing 
so,  we  will  avoid  waste  and  duplication,  and  permit  limited  resources 
and  limited  talent  to  be  applied  more  productively  than  if  they  were 
engaged  in  duplication. 

We  consider  that  the  export  of  American  goods  and  technology, 
and  especially  the  latter,  is  dependent  on  patents,  and  is  in  the 
U.S.  national  interest  as  well  as  private  interest.  The  income  coming 
to  this  country  from  such  exports  of  know-how,  we  are  told,  is  in 
excess  of  $1  billion  a  year.  This  is  a  significant  contributor  to  the 
balance  of  payments,  and  we  believe  that  the  patent  system  should 
be  cognizant  of  that,  and  should  take  the  developments  which  will 
tend  to  promote  and  optimize  U.S.  exports  and  the  resulting  inflow 
of  income. 

Because  we  believe  that  the  patent  system  of  this  country  as  well 
as  of  others  is  a  major  contributor  to  the  economic  development  of 
this  Nation  as  well  as  others,  and  contributes  to  private  lives  through 
improved  goods  and  services  as  well  as  jobs  and  income,  we  are 
glad  to  see  an  effort  being  mode  to  bring  and  to  keep  the  U.S.  patent 
system  up  to  date,  and  in  step  with  current  needs. 

That  is  all  the  statement  that  I  intended  to  make,  Mr.  Chairman. 

Senator  McClellan.  Thank  you  very  much,  Mr.  Hoist. 

Mr.  Bennett,  do  you  have  a  statement? 

Mr.  Bennett.  May  I  talk  to  Mr.  Hoist? 

Senator  McClellan.  You  may. 

Mr.  HoLST.  Mr.  Chairman,  on  the  subject  of  publication,  as  the 
Commissioner  told  you  yesterday,  he  has  inaugurated  steps  within 
the  U.S.  Patent  Office  itself  by  which  the  handling  of  patents  has 
been  considerably  accelerated  to  the  point  where  I  believe  that  the 
matter  of  reasonably  early  publication  will  be  academic,  because 
he  will  have  achieved  it,  and  this  without  any  necessary  statutory 
regulation.  That  is  certainly  the  intent  of  tlie  President's  Commission. 
The  Commissioner  was  a  member  of  the  Commission.  The  Commission 
included  very  able  and  competent  people  from  outside  as  well  as 
from  inside  government.  That  was  their  conclusion,  and  the  Commis- 
sioner is  well  aware  of  this.  He  is  also  himself  involved  in  some  of 
the  foreign  efforts  at  patent  searching  and  the  availability  of  infor- 
mation and  he  is  very  much  involved,  as  are  we,  in  eft'orts  to  accelerate 
and  improve  search  as  well  as  publication. 

Senator  McClellan.  All  right,  gentlemen,  thank  you  very  much. 

(The  prepared  statement  of  Mr.  Hoist  follows:) 


Statement  of  Helge  Holst  and  R.  Frank  Smith  on  Behalf  of  the  National 
Association  of  Manufacturers 

My  uame  is  Helge  Hoist.  I  am  Chairman  of  the  Board  of  the  American  Tool 
and  Machine  Company.  With  me  is  R.  Frank  Smith,  Gteneral  Patent  Counsel  of 
the  Eastman  Kodak  Company.  This  testimony  is  presented  on  behalf  of  the 
National  Association  of  Manufacturers,  a  voluntary  association  of  business  enter- 
prises of  all  sizes  and  located  in  every  state,  dedicated  to  the  promotion  and 
improvement  of  business  and  its  contribution  to  society. 

(i)   Testimony  Aimed  at  Essentials 

This  statement  is  directed  to  what  we  regard  as  the  central  issues  of  the  need 
for  national  patent  law  reform  and  related  proposed  legislation.  It  likewise  is 
intended  to  emphasize  public  as  well  as  private  interest  in  the  patent  system. 
At  the  outset  we  wish  to  urge  that  in  times  of  rapidly  advancing  technology  and 
expanding  world  trade,  including  U.S.  exports  of  goods  and  technology,  the 
need  to  update  our  national  patent  laws  goes  hand  in  hand  with  the  desirability 
of  facilitating  patent  protection  of  U.S.  interests  abroad.  This  will  best  be 
achieved  by  harmonizing  international  practices.  For  this  purpose  Mr.  Smith  and 
I  both  represented  the  NAM  in  recent  conferences  at  Geneva  with  the  Inter- 
national Patent  Bureaux  ("BIRPI")  and  other  public  and  private  world 
organizations.  The  meetings  have  related  particularly  to  the  proposed  world 
Patent  Cooperation  Treaty. 

(2)  Creative  Ferment  in  World  Patent  Systems 

About  three  years  ago,  the  NAM  Patents  Committee  initiated  a  series  of 
international  conferences  on  patent  matters  which  convened  global  as  well  as 
national  industrial  property  leaders  to  consider  the  crisis  confronting  the 
scientific  and  industrial  world  as  well  as  governmental  administrative  oflBces. 
Representatives  from  developing  countries  as  well  as  industrialized  nations  and 
the  U.S.S.R.  have  participated  in  these  important  meetings.  We  are  pleased  to 
report  that  a  spirit  of  cooperation  and  accommodation  has  permeated  these  dis- 
cussions which  have  been  centered  on  means  for  relieving  the  serious  burdens 
facing  industrial  property  offices  throughout  the  world,  as  well  as  expediting  and 
reducing  the  cost  of  obtaining  patent  protection.  We  wish  to  note  that  under- 
lining our  efforts  is  the  aim  of  encouraging  effective  research  and  discovery  and 
invention  which  will  help  bring  a  better  life  for  people  everywhere. 

(3)  Study   hy  the  President's  Commission   on   the  Patent  System 

The  NAM  Patents  Committee  has  been  keenly  interested  in  the  events  leading 
to  the  Report  of  the  President's  Commission  on  the  Patent  System  and  the  sub- 
sequent legislative  proposals.  We  consider  this  a  profound  and  competent  effort 
to  evaluate  the  present  system  and  to  propose  constructive  changes  in  the  interest 
sequent  legislative  proposals.  We  consider  this  a  profound  and  competent  effort 
of  the  public  as  well  as  inventors.  Immediately  following  the  release  of  the  Com- 
mission's Report,  the  NAM  passed  a  resolution  applauding  this  sincere  effort  to 
propose  improvements  consistent  with  present  needs  and  the  requirements  of 
decades  ahead.  NAM  has  likewise  held  meetings  to  a.ssist  in  public  understanding 
of  tlie  issues  and  the  recommendations  of  the  President's  Commission. 

{If)  Patent  Reform, 

When  the  NAM  Patents  Committee  reviewed  S.  1042  the  group  directed  its 
attention  to  what  it  considered  to  be  the  highlights  of  the  bill  from  the  stand- 
point of  importance  to  industrial  organizations,  as  well  as  the  public  interest. 

(5)  First  to  File,  Properly  Qualified  Can  Be  Helpful  to  the  Inventor  and  the 
Public 

In  its  deliberations,  the  Committee  raised  serious  questions  over  an  unqualified 
acceptance  of  "first  to  file"  inventors  as  patentees  (See.  102).  Nevertheless,  in 
recognition  of  the  benefits  to  all  from  early  and  correct  information,  support 
was  voiced  toward  exploring  solutions  which  might  retain  desirable  features  of  the 
"first  to  invent"  basis  and  combine  them  with  valuable  aspects  of  the  "first  to 
file"  system  as  an  imaginative  step  in  its  own  right  as  well  as  a  move  towards 
international  harmonization  and  cost  reduction. 

We  believe  that  i>ositive  consideration  should  be  given  to  the  proposal  being 
made  by  the  Department  of  Commerce  and  Patent  Office  to  adopt  a  limited  "first 
to  file"  approach  while  at  the  same  time  providing  protection  to  qualified  ap- 
plicants by  permitting  them  to  contest  the  issue  of  priority  and  to  establish  dates 
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of  invention  not  more  than  a  limited  time  prifii-  to  a  cliallenged  filinsi  date.  Tliis 
approach  would  encourage  prompt  disclosure  and  promote  early  use  of  new 
technology.  Moreover,  it  would  lessen  the  fears  of  hastily  or  incompletely  prepared 
disclosures  arising  from  a  strict  fir.st-to-tile  rule  under  which  patent  applications 
might  be  submitted  before  proper  data  was  available  to  permit  complete  and 
correct  disclosure. 

(6)  Prior  Art — Only  A.s  Broad  As  Searchnhle 

With  regard  to  openly  extending  "prior  art"  to  include  knowledge,  use  and 
sale  in  foreign  countries,  we  sympathize  with  this  objective  but  we  hesitate  in 
outright  support  of  this  proposal  because  of  the  near  impossibility  of  operating 
under  such  a  standard  and  the  expenses  involved  and  the  further  fact  that  this 
wouhl  not  really  coordinate  with  practice  abroad  (Sec.  102).  Nevertheless,  we  are 
sympathetic  to' the  view  that  this  country  should  work  with  other  nations  in 
defining  a  universal  standard  of  prior  art  which  ultimately  might  be  adopted 
everywhere.  Operation  under  such  a  policy  obviously  would  assure  of  the  sound- 
ness of  patents  issued  persuant  to  such  practice.  Naturally,  we  propose  acceptance 
of  an  issued  patent  in  any  country  which  is  a  member  of  the  Paris  Union  as 
anticipation,  but  that  as  rapidly  as  arrangements  can  be  made  for  valid  wider 
search  that  prior  art  be  made  as  wide  and  as  inclusive  as  such  art  is  searchable. 

(7)  Puhlication — As  Early  As  Feasible 

The  matter  of  arbitrary  publication  of  applications,  i.e.,  prior  to  i.ssuance  of 
allowability  of  at  least  one  claim,  created  concern  in  the  NAM  group  (Sec.  123). 
An  inventor,  of  course,  demurs  to  having  his  invention  revealed  to  the  public  be- 
fore the  scope  of  his  protection  is  determined.  On  the  other  hand,  we  favor  the 
earliest  feasible  public  disclosure.  A  basic  goal  to  be  achieved  by  the  patent 
system  in  the  public  interest  is  to  place  fresh  technological  knowledge  in  the 
stream  of  research.  For  these  reasons  we  have  been  pleased  over  administrative 
events  in  the  Patent  Office  that  would  make  automatic  publication  after  24 
months  from  filing  largely  academic.  This  applies  equally  to  any  need  for  standby 
deferred  examination  authority  (Sec.  191).  We  are,  nevertheless,  sympathetic 
to  a  requirement  for  early  publication  in  situations  involving  protracted  proceed- 
ings, as  when  an  appeal  would  slow  up  final  decision. 

(S)   Patent  Term  To  Date  From  Filing 

The  NAM  has  long  advocated  enactment  of  legislation  in  accordance  with 
Sec.  154  calling  for  a  twenty  year  patent  from  the  date  of  filing.  We  feel  that 
it  is  in  the  public  interest  as  well  as  to  the  benefit  of  applicants  that  patents 
be  issued  as  soon  as  possible  after  applications  have  been  filed.  This  would 
help  diligent  prosecution  practices  generally.  However,  in  appropriate  cases 
an  additional  period  of  time  should  be  allowed  to  overcome  delays  due  to 
circumstances  outsiide  of  the  applicant's  control. 

(9)  Prevention  of  Infrimjcmeut  by  Importation 

We  are  also  in  general  sympathy  with  the  proposal  of  Sec.  271  (b)  relating 
to  importations.  We  recommended  that  the  section  might  be  .strengthened 
by  wording  it  as  follows :  "Whoever,  without  authority  of  the  patentee,  imports 
into  the  United  States  a  product  made  in  another  country  by  a  process  patented 
in  the  U.S.  shall  be  liable  as  an  infringer."  Both  the  public  and  patentees 
would  find  this  beneficial.  Any  narrower  approach  to  the  import  problem  seems 
to  interject  unnecessary  difficulties  while  lessening  benefits  to  U.S.  inventors 
and  those  who  have  supported  them. 

(10)  Fees  Commensurate  ivith  Service 

With  regard  to  administrative  financing  (Sec.  41),  we  favor  that  Patent 
Office  fees,  fixed  by  Congress,  which  are  consistent  with  the  principle  that 
each  fee  should  be  fairly  related  to  the  cost  of  providing  the  .service  to  which 
the  fee  applies  and  that  the  general  public  should  bear  a  fair  proportion  of 
the  cost  of  operation  of  the  Patent  Office.  We  do  not  favor  imposition  of  any 
levy  on  i>atents  subsequent  to  the  date  of  the  grant.  The  Legislative  Branch 
would  find  this  approach  helpful  in  determining  the  fiscal  matters  affecting 
the  Patent  Office. 

(11 )  Harmonization  of  U.S.  Patent  Practice  Without  Loss  of  Quality 

As  a  general  observation  on  the  harmonization  of  world  patent  systems,  we 
advocate  that  to  the  extent  that  harmonization  of  U.S.  practice  with  prevailing 
foreign  practice  can  be  attained  without  injury  to  the  quality  of  the  U.S.  patent 


system,  such  harmonization  should  be  introduced  as  a  step  toward  the  desired 
goal  of  the  international  harmonization  of  patent  practice.  Where,  however, 
U.S.  practice  appears  to  be  superior,  it  is  recommended  that  appropriate 
Federal  agencies  make  efforts  to  secure  harmonization  compatible  with  U.S. 
practice. 

(12)   Concluiiioti 

We  are  pleased  that  efforts  are  being  made  to  develop  immediate  and  long 
term  means  for  alleviating  the  serious  difficulties  confronting  patent  offices 
all  over  the  world,  including  the  U.S. 

We  approve  also  the  steps  intended  to  strengthen  and  assure  the  validity 
of  i.ssued  patents.  We  likewise  endorse  the  objectives  of  making  information 
available  to  all — -inventors,  researchers,  entrepreneurs,  and  the  public — as  early 
as  feasible.  This,  we  feel,  will  avoid  waste  and  duplication  at  the  .same  time 
that  it  stimulates  pertinent  development. 

In  addition,  we  approve  eflorts  taken  to  facilitate  U.S.  obtainnient  of  patent 
protection  abroad  as  a  means  of  increasing  U.S.  export  of  goods  and  technology. 
Revenue  from  such  exports  is  significant  to  U.S.  national  as  well  as  private 
interests.  U.S.  Dei>artment  of  Commerce  statistics  report  that  American  com- 
panies receive  payments  from  abroad  for  the  use  of  intangible  property — largely 
patents  and  know-how — in  excess  of  $1  billion  annually.  This  plays  a  very  im- 
portant role  in  our  balance-of-payments  account. 

Because  we  believe  the  U.S.  patent  system  to  be  a  major  contributor  to  the 
progress  of  the  American  economy,  we  support  the  efforts  being  made  to  bring 
this  system  into  accord  with  present  needs,  domestic  and  international.  The 
nation  must  go  forward  and  take  the  steps  necessary  to  encourage  sound  indu.s- 
trial  property  administration  abroad  as  well  as  at  home.  The  opportunity  for 
representatives  of  industry  to  participate  in  these  discussions  is  appropriate 
and  warmly  welcomed. 

Senator  McCleli^vn.  Dr.  Cainis,  identify  yourself  for  the  record 
please. 

STATEMENT  OF  ROBERT  W.  CAIRNS,  PRESIDENT,  AMERICAN 
CHEMICAL  SOCIETY,  ACCOMPANIED  BY  PAULINE  NEWMAN, 
CHAIRMAN,  AMERICAN  CHEMICAL  SOCIETY'S  COMMITTEE  ON 
PATENT  MATTERS  AND  RELATED  LEGISLATION 

Mr.  Cairns.  My  name  is  Robert  W.  Cairns.  I  appear  before  you  in 
my  position  as  president  of  the  American  Chemical  Society.  Accom- 
panying me  is  Dr.  Pauline  Newman,  chairman  of  the  American  Chem- 
ical Society's  Committee  on  Patent  Matters  and  Related  Legislation. 

I  am  a  vice  president  and  a  director  of  Hercules,  Inc.,  and  I  am  di- 
rectly responsible  for  the  chemical  research  and  development  activities 
of  that  company. 

Pauline  Newman  is  a  professional  chemist  and  a  lawyer  with  the 
chemical  divisions  of  FMC  Corp. 

Senator  McClellax.  Very  well.  I  notice  you  have  a  prepared  state- 
ment. Do  you  want  to  highlight  it  ? 

^Iv.  Cairxs.  I  would  prefer  to  read  it  and  ask  for  any  questions 
that  you  may  have  as  I  proceed. 

Senator  IVIcClellax.  You  may  do  .so.  Please  proceed. 

^fr.  Cairns.  We  appreciate  the  opportunity  to  discuss  with  you 
the  bills  on  reform  of  the  patent  laws  which  are  now  being  consid- 
ered by  this  committee.  The  viewpoint  which  we  express  is  that  of 
the  chemical  scientific  community,  as  represented  by  the  American 
Chemical  Society. 

The  American  Chemical  Society  was  founded  in  1876,  and  chartonMl 
by  act  of  Congress  in  1937.  Its  membership  consists  of  over  1()0,(K)(» 
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professional  chemists  and  chemical  enfrineei-s.  The  society  is  required 
to  devote  itself  to  tlie  advancement  of  chemistry,  includm^r  the  promo- 
tion of  chemical  research  and  diffusion  of  ^  chemical  knowledge,  as 
set  forth  in  the  second  paragraph  of  the  society's  charter : 

Sec.  2.  That  the  objects  of  the  incorporation  shall  be  to  encourage  in  the 
broadest  and  most  liberal  manner  the  advancement  of  chemistry  in  all  its 
branches;  the  promotion  of  research  in  chemical  science  and  industry:  the 
improvement  of  the  qualifications  and  usefulness  of  chemists  through  high  stand- 
ards of  professional  ethics,  education,  and  attainments ;  the  increase  and  diffu- 
sion of  chemical  knowledge ;  and  by  its  meetings,  professional  contacts,  reports, 
papers,  discussions,  and  publications,  to  promote  scientific  interests  and  inquiry 
therebv  fostering  public  welfare  and  education,  aiding  the  development  of  our 
country's  industries,  and  adding  to  the  material  pro.sperity  and  happiness  of 
our  people. 

THE   INTEREST   OF  THE  A]VrERICAX   CHEMICAL  SOCIETY 

The  American  Chemical  Society  is  interested  in  the  patent  system, 
and  therefore  in  legislation  which  affects  the  patent  system,  because: 

(1)  Patents  contain  a  major  portion  of  the  published  technological 
(i.e.,  applied  scientific)  literature.  Without  this  medium  of  disclo- 
sure most  of  this  technology  would  almost  certainly  never  be  published ; 
without  this  reservoir  of"  published  technology,  chemical  industrial 
growth  and  the  public  at  large  would  be  less  well  served. 

(2)  The  grant  of  patent  rights,  under  a  system  which  favors  strong 
and  enforceable  patents,  encourages  the  advance  of  technology  and  the 
resultant  industrial  growth  by  providing  a  reasonable  incentive  both 
for  the  disclosure  of  the  results  of  innovation  and  for  the  commercial 
development  of  new  products  and  processes,  thereby  further  expanding 
our  economy. 

As  our  technology  becomes  more  and  more  complicated,  and  as  it 
becomes  more  and  more  expensive  to  make  technological  improvements, 
the  need  for  an  incentive  to  disclose,  and  to  develop,  such  improve- 
ments has  increased.  We  believe  that  the  principle  of  a  strong  patent 
system  is  even  more  valid  now  than  it  has  been  in  the  past. 
'  The  American  Chemical  Society  is  in  complete  accord  with  the 
statement  of  objectives  set  forth  in'the  1966  Report  of  the  President's 
Commission  on  the  Patent  System.  Since  then,  many  valuable  sugges- 
tions have  been  made  to  achieve  these  objectives,  and  many  such  sug- 
gestions appear  in  the  bills  before  us.  Our  remarks  here  will  be 
directed  to  the  general  principles  with  which  these  bills  treat,  in  terms 
of  clianges  from  the  present  laAv  and  practice.  We  have  tried  to  fore- 
see, and  evaluate,  the  effect  of  these  changes  from  the  viewpoint  of  the 
responsibilities  and  interests  of  the  American  Chemical  Society:  to 
advance  chemical  science  and  technology-,  to  increase  and  disseminate 
chemical  Imowledge,  to  encourage  chemical  contributions  to  our  coun- 
try's industrial  growth,  and  to  improve  the  chemical  literature  on 
winch  many  practical  developments  must  be  based. 

AVe  have  concluded  that  some  of  the  major  proposed  changes  may 
have  consequences  for  chemistry  which  may  not  be  in  the  best  inter- 
ests of  the  science  and  of  the  public.  These  consequences  may  well  be 

'  Thp  ACS  is  the  lar'-'pst  publisher  of  scientific  information  in  the  world,  and  publishes 
17  authoritative  sciontlflc  journals  and  three  general  chemical  periodicals:  through  its 
Chemical  Abstracts  Rorvice,  the  ACS  is  the  abstractor  for  the  world  of  chemle.il  literature, 
including  chemical  journals  in  54  languages  originating  from  more  than  100  countries 
and  chemical  patents  emanating  from  24  countries. 


529 

peculiar  to  chemical  arts,  because  of  the  complexity  of  chemical  tech- 
nology and  the  vastness  of  the  chemical  literature.  We  call  your  at- 
tention to  some  of  these  difficulties  now,  as  applied  to  the  proposed 
legislation. 

THE   FIRST-TO-FILE   PROVISIONS 

"We  recognize  that  this  is  the  central  feature  of  the  patent  reform 
which  is  contemplated  in  S.  1042.  Nevertheless,  we  would  accept  only 
with  great  reluctance  the  principle  of  first  to  file  because  we  believe, 
first,  that  it  contains  a  basic  inequity  and,  second,  that  it  could  im- 
pede, not  promote,  the  flow  of  useful  scientific  and  technological  knowl- 
edge. 

The  President's  Commission  has  made  a  case  for  expediency  in 
achieving  speed  of  disclosure  and  avoidance  of  the  difficulties  of  inter- 
ference procedures — although  we  do  not  agree  with  their  statement 
that  "the  first  to  file  is  more  apt  to  be  the  inventor  who  first  appre- 
ciated the  worth  of  the  invention  and  promptly  acted  to  make  the 
invention  available  to  the  public." 

We  have  given  careful  study  to  the  implications  of  such  a  radical 
cliange  in  the  present  system.  We  believe  that  due  to  the  nature  of 
American  chemical  industry,  there  will  be  a  race  to  the  Patent  Office 
to  file  the  preliminary  applications  provided  for  in  S.  1042,  or  in  fact 
to  file  any  applications  under  a  first-to-file  system.  (This,  we  recog- 
nize, is  the  goal  of  the  proposed  system.)  However,  this  in  itself  will 
create  many  new  problems  for  chemists.  A  race  to  the  Patent  Office 
will  in  many  cases,  in  the  chemical  arts,  result  in  the  hasty  filing  of 
incompletely  conceived  and  poorly  elaborated  disclosures.  S.  1042  pro- 
vides that  the^e  preliminary  applications  may  be  revised  and  put  in 
more  acceptable  form  as  "complete"  applications  within  the  first  year 
after  filing.  This  provision  may  ameliorate  the  adverse  effects  of  a  too- 
hasty  filing,  but  futrher  consideration  must  be  given  to  the  sequence 
following  the  filing  of  the  "complete"  applications,  since  few  modern 
chemical  inventions  can  be  properly  delineated  in  such  a  sliort  period 
of  time. 

We  believe  that  the  enactment  of  the  first  to  file,  or  modified  first 
to  file,  change  in  the  patent  law  must  take  into  account  the  increasingly 
complex  nature  of  modern  chemical  technology.  We  have  attempted 
to  balance  the  advantages  of  the  earlier  disclosure  which  might  result 
if  all  inventors  were  to  1)e  forced  to  rush  to  the  Patent  Office  with  each 
new  idea  (just  in  case  it  later  was  found  to  be  valuable) — against 
other  consequencees  of  such  a  system.  We  have  concluded  that  an 
absolute  first-to-file  system,  as  contained  in  S.  1042,  goes  too  far  in 
penalizing,  by  depriving  of  any  rights  or  remedy,  a  diligent  prior 
inventor  who  because  of  the  complexities  of  his  invention  requires  time 
to  properly  define  it  before  filing,  or  who  does  not  have  the  knowledge 
or  resources  to  win  the  race  to  the  Patent  Office. 

The  sole  justification  for  a  first-to-file  system  is  to  encourage  rapid 
disclosure  of  technological  improvements.  With  this  goal  we  are  in 
wliolehearted  agreement.  Therefore  it  is  only  after  the  most  compre- 
hensive analysis  of  the  probable  results  of  the  practice  of  this  system 
that  we  have  concluded  that  the  disadvantages  of  the  unmodified 
first-to-file  principle  outweigh  the  advantages : 
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( 1 )  The  larcrer  companies,  witli  in-liouse  patent  counsel  and  patent- 
wise  ways,  could  have  an  advantage  over  the  smaller  company  or  the 
individual  inventor.  Yet  many  useful  inventions,  and  industries  based 
thereon,  have  evolved  through  the  smaller  inventor.  It  should  not  be 
necessarv  to  force  an  individual  inventor  to  add  a  heavy  and  continuing 
patent  burden  at  an  early  stage  in  the  development  of  his  idea,  before 
he  knows  whether  or  not  it's  a  valuable  or  workable  idea.  (It  is  also 
primarily  the  smaller  inventor  who  would  sulfer  from  elimination  of 
the  1-year  grace  period  and  the  broadened  definition  of  "prior  art''  in 
S.  1042,  and  we  believe  that  the  provisions  of  S.  2597  which  reflect  the 
present  practice  are  more  in  keeping  with  a  practical  and  fair  inter- 
pretation of  the  patent  philsophy.) 

(2)  Preliminary  applications  are  an  essential  part  of  the  first-to- 
file  concept  as  contained  in  the  report  of  the  President's  Commission 
and  in  S.  1042.  Although  we  are  in  accord  with  the  objectives  of  pro- 
viding an  expedient  and  inexpensive  means  for  an  inventor  to  obtain 
protection  for  his  invention,  we  believe  that  preliminary  applications 
can  be  a  trap  for  the  smaller  invenror  by  appearing  to  promise  him  pro- 
tection that  may  not  really  be  aft'orde'd.  According  to  S.  1042,  a  com- 
plete application  would  carry  the  priority  date  of  the  preliminary 
application  only  if  it  fulfills  all  technical  requirements  of  the  disclo- 
sure. It  appears,  therefore,  that  a  preliminary  application  must  be  as 
carefully  prepared  as  a  complete  application. 

(8)  Applications  filed  under  the  pressures  of  any  absolute  first-to- 
file  system  may  also,  we  suggest,  be  subject  to  abuse.  There  is  no  re- 
quirement that  the  preliminary  disclosure  be  a  report  of  actual  work 
carried  out.  Priority  is  acquired  whether  or  not  actual  work  \yas  per- 
formed, as  long  as  the  inventor  guessed  correctly  in  the  preliminary 
disclosure. 

This,  we  submit,  is  not  the  sort  of  technical  disclosure  which  is  of 
A  alue  to  the  scientific  literature.  A  system  which  encourages  guesswork 
rather  than  hard  experimentation,  and  awards  valuable  rights  there- 
for, in  our  opinion  would  tend  to  discourage  rather  than  encourage 
technological  research,  and  surely  is  an  abuse  rather  than  a  benefit  of 
a  patent  system. 

A   MODIFIED  FIRST-TO-FILE  PROPOSAL 

We  believe  that  some  procedure  must  be  retained  whereby  a  diligent, 
prior  inventor  who  loses  the  race  to  the  Patent  Office  (even  by  a  day) 
is  not  cut  off  comj^letely  by  a  later,  but  fleeter,  inventor.  The  ACS  has 
previously,  informally,  suggested  modifications  to  the  first-to-file/pre- 
liminary application  procedure.  These  modifications  were  designed  to 
have  the  combined  effect  of  accelerating  disclosure  by  adding  incen- 
tives over  those  of  the  present  system  and  reducing  some  of  the  burden 
of  patent  interferences,  yet  as  compared  with  S.  1042  reducing  the 
penalties  on  a  bona  fide  prior  inventor  or  user,  and  reducing  the 
urgency  of  filing  on  incompleted  inventions  or  on  inventions  of  un- 
tested value.  The  result  of  modifications  such  as  these,  we  believe,  is 
that  patent  applications  will,  in  general,  be  filed  earlier  than  they  are 
now,  yet  there  will  be  sufficient  flexibility  to  correct  inequities  in  patent 
ownership  and  deficiencies  in  patent  disclosures.  These  modified  pro- 
cedures are  as  follows : 
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(1)  Issuance  of  the  patent  to  the  first  to  file,  but  with  provision  for 
another  applicant  to  contest  the  issue  of  priority  after  publication  of 
the  invention.  The  parties  to  such  a  contest  could  be  limited  to  an 
effective  date  of  invention  not  more  than  1  year  prior  to  their  effective 
U.S.  filing  dates,  assuming"  tliat  preliminary  applications,  and  I  stress 
this  fact,  assuming  that  preliminaiy  applications  are  provided  for  in 
any  new  law.  Such  a  1-year  rule  would  expedite  the  proceeding  and 
could  provide  an  incentive  for  prom})t  filing  of  preliminary  applica- 
tions. The  decision  as  to  priority  could  be  reached  by  the  Commis- 
sioner based  on  a  simplified  legal  method  for  proving  prior  invention. 
The  priorit}'  decision  should  be  appealable  to  the  courts  as  in  the  case 
of  other  Patent  Office  decisions. 

This  proposal  accepts  the  principle  of  preliminary  applications  in 
S.  1042  because,  weak  as  the}^  are,  preliminary  applications  provide 
an  initial  period  of  1  year  for  an  inventor  to  begin  to  develop  a  com- 
plex invention.  However,  Ave  do  not  believe  that  it  is  vitally  necessary 
to  retain  the  concept  of  preliminary  applications  in  a  modified  first- 
to-file  system  such  as  is  here  proposed,  but  that  the  same  result  could 
be  achieved  by  extending  from  1  year  to  2  years  the  period  discussed 
a1)ove. 

I  read  the  testimony  yesterday  of  Commissioner  Brenner,  and  I 
think  here  if  there  is  a  move  to  eliminate  preliminary  applications, 
that  our  recommendation  is  definitel_y  on  the  2  years  rather  than  on  a 
1-year  period.  One  3'ear  is  inadequate  for  completion  of  even  a  rela- 
tively simple  chemical  invention;  a  minimum  of  2  years,  absent  j^re- 
liminary  applications,  is,  we  believe,  necessary  to  achieve  the  goal  of 
complete  and  useful  technical  disclosures  in  patents. 

(2)  The  American  Chemical  Society's  modified  first-to-file  proposal 
also  contemplates  protection  of  a  bona  fide  prior  inventor  who  does 
not  himself  file  a  patent  application.  In  the  chemical  industry,  we 
know  of  many  instances  where  "modest"  improvements — a  tempera- 
ture change,  a  different  solvent,  a  homologous  com])ound,  an  equip- 
ment modification — have  not  been  made  the  subject  of  patent  ai)pli- 
cations  because  of  honest  doubt  as  to  their  patentability — only  to  find 
tliat  someone  else  has  convinced  the  Patent  Office  otherwise.  Tender 
the  present  rules  a  prior  inventor  is  protected.  We  believe  that  such 
protection  is  necessary  and  fair.  One  suggestioii  for  achieving  such 
protection  is  that  it  take  the  form  of  a  personal  defense  against  enforce- 
ment of  the  patent,  the  defense  being  available  only  to  a  prior  inventor 
and  those  on  whose  behalf  the  invention  was  made,  the  jiatent  retain- 
ing its  enforceability  against  unrelated  third  parties.  We  feel  strongly 
that  a  reasonable  and  practical  understanding  of  chemiral  industrial 
practices  requires  some  such  safeguard.  We  recognize  that  tliis  safe- 
guard does,  in  a  limited  way,  retain  some  of  the  principles  of  inter- 
ferences, but  we  believe  that  this  sitiuition  would  arise  on  far  fewer 
occasions:  only  inventions  which  Avere  actually  being  practiced  Avould 
be  affected,  and  only  in  the  course  of  infringement  litigation. 

EARLY  rUBLICATIOX   OF  PATEXT   APPLICATIOXS 

The  objective  of  the  earliest  possible  disclosure  of  technical  informa- 
tion is  unequi\'Ocally  endorsed  b}^  the  American  Chemical  Society. 
However,  we  have  concluded  that  on  balance  the  public  interest  will 
not  be  served  bv  the  requirement  of  secticm  128(a)   of  S.  1042  that 
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applications  be  published  before  they  have  been  found  by  the  Patent 
Office  to  contain  patentable  subject  matter. 

We  believe  that  there  are  three  significant  reasons  for  delaying  pub- 
lication until  some  patentable  subject  matter  has  been  found : 

First,  under  today's  conditions,  chemical  (and  other)  inventors  are 
dealing  with  very  complex  technologies.  Many  important  inventions 
now  involve  the  controlled  interplay  of  many  technical  parameters.  It 
often  takes  several  years  to  establish  a  clear  technical  definition  of 
such  inventions  for  the  purpose  of  completing  patent  disclosures  and 
determining  proper  claims.  "We  believe  that  the  early  publication  of  the 
complete  application  (S.  1042)  and  the  consequences  of  such  publica- 
tions in  the  absence  of  allowed  claims,  do  not  adequately  take  these 
factors  into  account — at  least  insofar  as  they  relate  to  chemical  patents. 

Second,  the  scientific  literature  is  already  burdened,  almost  to  the 
point  of  crisis,  with  published  material.  The  proliferation  of  chemical 
literature  which  may  be  redundant  or  trivial  can  only  dilute  the  value 
of  that  which  is  worthwhile  by  burdening  the  abstracting  services,  the 
liljraries,  and  scientists  and  engineers  themselves,  and  make  it  more 
difficult  to  identify  that  which  is  valuable.  I  know  of  no  scientific 
journal  which  publishes  articles  automatically,  without  prior  review 
by  other  scientists  competent  in  the  field.  We  believe  that  patent  appli- 
cations also  merit  and  require  that  their  publication  be  preceded  by 
an  evaluation  of  their  technical  content  and  contribution. 

Third,  we  believe  it  is  desirable  to  encourage  the  patenting  of  inven- 
tions rather  than  their  practice  as  trade  secrets.  Inventors  may  forego 
the  filing  of  patent  applications,  particularly  on  chemical  processes, 
if  they  do  not  have  reasonable  assurance  that  they  can  retain  their 
proprietary  information  as  trade  secrets  if  their  patent  applications 
are  not  found,  after  examination  by  the  Patent  Office,  to  contain 
patentable  subject  matter.  This  would  reinforce  an  already  present 
trend  to  secrecy,  and  the  loser  would  be  the  public,  in  being  deprived 
access  to  this  technical  information. 

We  recommend,  therefore,  that  publication  occur  only  after  the 
finding  of  allowable  subject  matter.  We  have  not  reached  this  con- 
clusion easily,  but  only  after  careful  weighing  of  all  the  factors  in- 
volved. As  now  issued,  patents  often  contain  important  and  useful 
technical  information,  of  significant  value  to  the  applied  researcher. 
A  reduction  in  their  overall  quality  as  technical  literature  would  also 
reduce  the  respect  with  which  they  are  held  as  sources  of  information. 

RESTRICTTIONS   ON    CONTINUATION-IN-PART   APPLICATIONS 

From  the  viewpoint  of  chemical  technology,  we  believe  that  the  con- 
tinuation-in-part practice  under  the  present  law  is  necessary  for  the 
proper  elaboration  of  complex  inventions  which,  because  of  the  ex- 
tensive research  programs  required,  evolve  over  long  periods  of  time. 
Such  long  periods  of  development  are  particularly  characteristic  of 
chemical  inventions.  The  limitation  placed  upon  continuation-in-part 
applications  by  section  120  of  S.  1042  would,  we  believe,  place  unneces- 
sary burden  upon  such  orderly  programs  of  investigation. 

If  a  limit  is  set  on  continuation-in-part,  we  believe  that  it  is  pri- 
marily the  public  interest  which  would  suffer  thereby;  the  public 
interest  is  best  served  in  having  as  complete  as  possible  a  disclosure 
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and  definition  of  an  inventor's  contribution.  In  complex  technologies 
such  as  chemistry,  it  could  well  be  that  an  applicant  might  file  a 
patent  application  sufficiently  complete  to  support  claims  which  would 
protect  his  invention — but  if  he  is  permitted  to  file  only  one  continua- 
tion-in-part, as  provided  in  section  120(b)  of  S.  1042,  the  ar)plicant 
would  be  forced  to  refrain  from  any  future  filing  of  continuations-in- 
part  which  might  enhance  the  disclosure.  As  a  result,  the  public  will 
often  be  deprived  of  disclosures  of  the  developing  elements  of  complex 
inventions  during  the  latter  stages  of  pendency. 

If  the  period  of  exercising  any  patent  monopoly^  is  limited  to  20 
years  from  the  first  filing  date  of  the  parent  application,  the  rights  of 
the  inventor  would  not  be  extended  by  adopting  a  less  rigid  con- 
tinuation-in-part practice,  and  any  incentive  for  abuse  of  this  prac- 
tice would  disappear. 

IMPORTATION 

We  endorse  enactment  of  a  provision  such  as  section  271(b)  of  S. 
2597.  Under  this  section,  the  importation  of  a  product  produced  in  a 
foreign  country  by  a  process  patented  in  the  United  States  would  be 
an  infinngement.  We  believe  it  is  unreasonable  to  require  a  small  U.S. 
inventor,  who  has  no  interest  in  manufacturing  in  any  foreign  coun- 
try, to  seek  patent  protection  throughout  the  world  in  order  to  avoid 
pirating  of  his  invention  in  the  United  States. 

In  our  opinion  section  271(b)  of  S.  1042  is  inadequate  in  limiting 
protection  to  products  coming  from  only  those  countries  in  which 
patent  protection  for  the  process  is  not  available.  A  large  corporation 
may  be  able  to  file  the  necessary  number  of  foreign  j)atents ;  a  smaller 
inventor  may  not  be  willing  or  able  to  make  this  investment  at  an 
early  stage  of  development  of  his  invention. 

The  more  comprehensive  provision  of  S.  2597  is  in  accord  with  rec- 
ommendation XXI  of  the  President's  Commission.  All  manufacturing 
industires  may  be  benefited  thereby  and  thus  may  enter  into  the  patent 
system  and  disclose  their  process  improvements,  rather  than  keep  them 
as  trade  secrets. 

We  note  also  that  this  provision  is  in  accord  with  the  policy  of  har- 
monization of  U.S.  patent  laws  with  those  or  other  major  industrial 
nations. 

FEES 

Since  patent  fees  which  are  not  excessive  are  of  vital  concern  to  the 
small  inventor,  whose  interests  are  of  particular  concern  to  the  Amer- 
ican Chemical  Society,  we  favor  retaining  the  setting  of  these  fees  in 
the  hands  of  Congress.  It  is  the  prerogative  of  the  Congress  to  set  fee 
schedules  for  administrative  agencies  and  we  believe  that  this  authority 
should  not  be  abdicated. 

COMPUTER  PROGRAMS 

xVlthough  the  American  Chemical  Society  takes  no  position  with 
respect  to" the  broad  question  of  patentability  of  inventions  involving 
computer  programs,  we  do  feel  considerable  concern  with  the  scope 
of  the  language  of  section  106  of  S.  1042,  This  section  would  appear 
to  prohibit  patents  on  any  chemical  process  which  is  ordinarily  car- 
ried out  with  automated  equipment.  Until  a  better  definition  of  the  ex- 
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eluded  subject  matter  can  be  furnished,  which  is  completely  free  from 
implication  of  restriction  upon  subject  matter  of  such  vital  interest 
to  the  chemical  industry,  we  feel  that  this  section  is  unsatisfactory. 

TECHNICALLY  TRAINED  PATENT  AGENTS 

This  has  come  up  before.  The  American  Chemical  Society  opposes 
any  legislation,  as  proposed  in  S.  2597,  which  would  deny  the  right  of 
chemists,  who  are  qualified  to  become  registered  as  patent  agents  but 
are  not  admitted  to  the  bar,  to  represent  inventors  in  the  preparation 
and  prosecution  of  patent  applications.  The  principle  of  a  strong 
patent  system,  at  a  time  when  technology  has  become  exceedingly  com- 
plex and  technological  improvements  more  expensive  to  effect,  requires 
that  persons  with  a  strong  teclinical  background  in  chemistry  (or  other 
technical  field)  and  informed  about  the  pertinent  legal  aspects  be 
permitted  to  assist  inventore  in  handling  the  complex  subject  matter 
inherent  in  contemporary  technological  advances. 

CLOSING 

There  are  other  provisions  of  the  proposed  bills  which  certainly 
impinge  on  chemical  progress.  We  have  necessarily  confined  our  re- 
marks to  features  of  particular  significance  to  chemical  progress,  and 
have  tried  to  avoid  as  much  as  possible  purely  legal  questions. 

We  are  happy  to  have  been  invited  to  present  our  viewpoints  and 
would  be  glad  to  provide  further  clarification. 

Senator  McClellan.  Thank  you  very  much. 

Miss  Xewman,  do  you  wish  to  make  any  comment  ? 

Miss  Newman.  No,  thank  you.  I  have  nothing  to  add. 

Senator  McClellan.  Very  well.  Thank  you. 

C!all  the  next  witness. 

Mr.  Brennan.  Mr.  Graves. 

Senator  McClellan.  Come  around,  Mr.  Graves. 

STATEMENT  OF  EBEN  M.  GRAVES,  PRESIDENT,  AMERICAN  PATENT 

LAW  ASSOCIATION 

]Mr.  Graves.  May  I  have  on  the  record  that  I  do  intend  to  highlight  ? 

Senator  McClellan.  Your  statement,  if  you  request  it,  will  be  re- 
ceived and  printed  in  the  record  in  full,  and  you  may  highlight  it  as 
you  choose. 

Mr.  Gra\t.s.  Thank  you. 

Senator  McClellan.  The  statement  will  be  received  and  printed 
in  t  lie  record. 

Very  well,  you  may  proceed. 

Mr.  Graves.  Mr.  Chairman,  I  am  Eben  M.  Graves,  a  partner  in  the 
law  firm  of  Brumbaugh,  Free,  Graves  &  Donohue  in  New  York  City. 

I  am  speaking  liere  as  president  of  tlie  American  Patent  Law  Asso- 
ciation. 

I  intend  to  give  only  some  general  liighlighted  views,  because  tliere 
seems  to  ]>e  some  unanimity  of  views  ex))ressed  as  to  the  concern  of 
1042.  AVe  liave  treated  it  in  some  detail  in  my  statement,  and  I  appre- 
ciate that  it  will  be  considered  there.  And  otliers  have  made  excellent 
statements  expressing  the  same  concern  that  we  have. 
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I  do  want  to  state  that  I  think  we  are  all  cleiu-ly  in  unanimous  sup- 
])<)i't  of  the  objectives  of  the  President's  Commission  as  well  as  the 
statement  whicli  the  President  made  when  he  submitted  the  ITou^e  bill. 

Everyone  is  responsible  for  and  concerned  with  keeping-  our  patent 
system  up  to  date. 

I  wish  to  state  now,  if  I  may,  and  just  in  summary,  the  basis  by 
which  I  feel  you  should  evaluate  the  opinions  expressed  by  A  PL  A. 
We  are  an  organization  of  over  3,000  lawyers,  specializing  in  patent 
matters.  The  questionnaire  indicated  that  something  over  50  percent 
are  in  private  practice,  less  than  50  percent  are  in  corporate  organiza- 
tions, and  about  2  percent  in  the  Government.  Our  practice  represents 
all  areas  of  patent  matters,  individuals,  corporations.  We  represent 
American  corporations  abroad  and  foreign  corporations  in  this  coun- 
try, the  prosecution  of  applications,  drafting  them.  We  are  both  for 
ami  against  piitents,  botli  sides  of  the  docket,  both  as  to  validity  and 
infringement.  We  are  also  on  both  sides  of  antitrust  matters  offensively 
and  defensively. 

I  think  we  have  a  broad  background  on  which  to  speak. 

Also  I  want  to  mention,  and  this  is  treated  in  some  detail  in  our 
report,  the  extensive  amount  of  time  which  our  organization,  through 
its  committee  procedure,  has  spent  reviewing  this  matter  of  the 
revision  of  the  patent  laws  for  over  three  years.  I  think  I  can  say  with- 
out any  contradiction  that  we  have  probably  explored  it  in  as  great  a 
deptli  if  not  greater  depth  and  with  a  more  open  mind  than  most  any 
of  the  other  organizations  of  which  I  am  familiar.  I  mention  that,  and 
it  is  in  detail  in  my  statement,  so  it  can  be  used  for  evaluation  by  your 
committee  as  to  the  basis  of  our  recommendations. 

The  position  of  the  association,  which  has  been  expressed  in  some  53 
resolutions,  is  set  forth  in  item  1  of  the  appendix  attached  to  my  state- 
ment. It  is  believed  that  the  substance  of  these  resolutions  is  achieved, 
as  well  as  the  objectives  of  the  President's  Commission  and  the  Presi- 
dent's statement,  most  nearly  by  S.  2597,  the  so-called  Dirksen  liill, 
and  we  strongly  urge  its  adoption. 

We  also  urge  the  rejection  of  S.  1042. 

The  ABA  as  indicated  by  Mr.  ]McKie  yesterday  proposed  some  modi- 
fications of  S.2597.  These  were  niatters  that  came  up  at  the  Honolulu 
convention,  and  it  also,  we  l:)elie\e.  needs  one  further  amendment. 

S.  2597  provides  for  contests  of  priority  between  applicants.  The 
APLA  believes  that  in  the  interests  of  speeding  up  these  contests,  and 
in  the  interests  of  getting  ))rom]:>t  disclosure,  both  of  which  are  objec- 
tives set  forth  by  the  President,  that  section  136  (d)  ( 3)  of  the  A  PA  bill 
or  the  Dirk'^'en  lull,  S.  2597,  should  be  deleted,  and  that  an  alternative 
]'r<icedure  suggested  by  APLA  be  substituted.  That  procedure  is  set 
forth  on  pages  23  to  25  of  my  statement. 

Very  l^riefly  that  provides  that  in  the  event  of  conflicting  subject 
matter  between  applications,  tlie  Patent  Office  should  issue  the  first 
filed  application,  and  then  the  applicant  of  the  second  to  file,  if  he 
issues,  may  provoke  an  interference,  that  is  the  same  as  137  of  the 
Dirksen  bill,  or  he  may  attempt  to  distinguish.  In  either  event,  prompt 
publication  has  been  achievecl  and  the  20-year  period  is  running. 

There  has  been  a  great  deal  of  emphasis  on  this  prol:)lem  of  inter- 
ference, and  in  some  of  the  statements  you  read  you  would  think  that 
interferences  were  the  primary  concern  of  the  patent  system.  Actually 
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I  understand  that  now  the  number  of  interferences,  on  the  basis  of 
tlie  number  of  applications  filed,  is  something  less  than  one-half  of  1 
percent.  These  interferences  of  course  are  very  important  subject  mat- 
ter to  the  contestants. 

One  of  tlie  statements  added  as  an  appendix,  item  3,  coniprises 
several  pages  of  a  key  article  written  on  the  interference  practice,  and 
indicates  that  over  half  of  the  interferences  were  suggested  by  the 
Patent  Office  between  applications.  We  believe  if  the  suggestion  of  the 
APLA  is  followed  as  to  interferences  only,  as  between  a  patent  and 
a  pending  application,  that  the  number  of  interferences  will  be 
further  materially  reduced.  This  small  percentage  of  interferences 
doesn't  provide,  I  don't  believe,  any  basis  for  a  radical  change  in  the 
entire  philosophy  of  our  patent  system  in  order  to  meet  the  problems 
that  may  have  been  raised. 

Mr.  Hoist,  when  giving  his  statement  for  NAM,  spoke  aljout 
this  matter  and  you  raised  a  question,  Mr.  Chairman,  m  regard  to  it. 
In  connection  with  the  first-to-file  system,  Mr.  Hoist  said  there  is  some 
indication  that  we  now  have  a  first-to-file  system.  However,  this  term 
can  be  confusing. 

Insofar  as  about  991/2  percent  of  the  applications  which  are  filed 
under  the  present  system  issue  without  an  interference,  they  are  first  to 
file,  but  that  term  must  be  taken  in  the  context  in  which  they  were  filed. 
They  were  filed  with  a  grace  period.  They  weren't  preliminary  appli- 
cations. They  were  filed  after  consideration,  after  ability  to  test,  after 
there  had  been  public  use  of  them  within  this  period  of  1-year  grace 
period.  The  first-to-file  system  that  has  given  the  concern  to  the  mem- 
bers of  the  bar  has  been  the  first-to-file  system  as  proposed  by  S.  1042, 
which  is  a  first  to  file  with  no  grace  period,  a  race  to  the  Patent  Office, 
and  incomplete  disclosures.  The  statement  which  Dr.  Cairns  gave  just 
before  mine  has  characterized  this  as  a  very  dangerous  procedure.  So 
we  shouldn't  carelessly  use  this  term  "first  to  file." 

I  am  going  to  comment  later  on  the  new  term  of  the  administration — 
"a  modified  first-to-file  system."  I  believe  a  more  accurate  term  would 
be  a  modified  first-to-invent  system.  It  would  be  more  accurate,  and  it 
would  get  away  from  this  confusion,  of  our  present  first  to  file,  if  you 
want  to  call  it  that,  and  the  first  to  file  covered  by  S.  1042. 

The  problem  of  the  first-to-file  system  of  S.  1042  philosophically  is 
that  we  believe  it  is  a  step  backwards  to  the  systems  used  in  Europe, 
and  which  are  tied  in  with  the  European  economies.  Both  of  them  are 
quite  different. 

As  you  know,  Mr.  Chairman,  there  has  been  some  considerable  con- 
cern and  a  great  deal  of  writing  about  the  technological  gap  which 
gives  the  Europeans  concern.  We  keep  pulling  away  from  them  in  our 
economy  and  in  our  technological  developments.  We  believe  that  a 
great  deal  of  this  ability  of  ours  to  pull  away  and  lead  is  based  upon 
our  patent  system,  and  its  tie-in  with  our  economy,  and  we  feel  that 
to  handicap 'either  of  these,  by  returning  to  the  European  concepts, 
would  be  a  very  disastrous  thing  to  do. 

There  has  been,  beginning  with  the  fine  speech  tliat  Dr.  Kincaid  gave 
to  our  luncheon  on  last  Wednesday,  then  the  release  of  the  letter  to 
Senator  Eastland  at  that  time,  and,  finally,  confirmation  of  the  com- 
ments in  the  Eastland  letter  by  Commissioner  Brenner  yesterday  m 
his  testimony,  a  most  encouraging  attitude  on  the  part  of  the  adminis- 
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tration,  the  Department  of  Commerce,  and  the  Patent  Office  to  estab- 
lish a  willingness  to  reevaluate  these  problems,  and  to  develop  a  basis 
for  a  joint  agreement  with  regard  to  them. 

Dr.  Kincaid  said  in  his  speech  that  he  had  personally  requested 
the  Patent  Office  to  work  with  the  organized  bar  among  others  "in  an 
all-out  effort  to  reach  agreement  on  the  best  way  to  modernize  the 
patent  system." 

Well,Ve  couldn't  agree  more.  Those  areas  w^hich  he  set  forth  in  his 
speech,  and  in  the  Eastland  letter,  and  in  the  Commissioner's  statement 
indicate  that  there  is  a  real  area  of  agreement.  The  reference  in  the 
letter  to  Senator  Eastland,  for  example,  to  "a  modification  of  the  so- 
called  first-to-file  rule,"  is  far  from  clear  as  to  what  is  meant.  If  the 
several  references  to  this  phrase  in  the  letter  to  Senator  Eastland  can 
be  interpreted  as  meaning  a  first-to-invent  system  coupled  with  an 
absolute  grace  period,  as  it  seems  to,  a  20-year  patent  period,  and  a 
simplified  interference  procedure  limited  to  a  1-year  carryback,  then 
real  progress  has  been  made  in  compromising  the  views  of  the  Patent 
Bar  and  the  administration. 

It  is  stated  at  page  5  of  the  administration's  letter  to  Senator  East- 
land, in  discussing  the  grace  period,  that  if  "a  modified  first-to-file 
rule"  with  a  time-period  provision  as  suggested  above  were  to  be 
adopted,  that  is  the  20-year,  it  would  not  be  necessary  to  eliminate 
the  1-year  absolute  grace  period  of  the  existing  law.  In  fact,  a  1-year 
absolute  grace  period  would  be  inconsistent  with  a  modified  first-to- 
file  rule  under  which  an  inventor  would  be  permitted  to  establish  a 
priority  date  up  to  1  year  prior  to  his  effective  filing  date  for  inter- 
ference purposes.  That  is  the  grace  period. 

Then  Dr.  Kincaid  said  that  he  was  no  longer  pressing  for  universal 
prior  art,  so  that  that  controversial  area  for  the  time  being  can  be 
considered  behind  us. 

There  they  are  believed  to  be  withdrawing  from  the  preliminary 
application  as  required  by  S.  1042,  as  indicated  by  recommendation  6 
of  the  letter  to  Senator  Eastland.  This,  of  course,  would  seem  to  be 
reasonable,  in  view  of  the  recommendations  at  page  5  of  the  letter  with 
respect  to  the  modified  position  to  permit  the  use  of  an  absolute  grace 
period.  You  don't  need  them  any  more. 

Then  as  to  the  joinder  of  inventions,  the  administration  supports  the 
provisions  of  S.  2597  as  well  as  the  correction  of  inventors  in  section 

The  administration  also  supports  a  provision  for  amending  a  claim 
of  priority  as  discussed  in  their  recommendation  VI  at  page  11  of  the 
letter. 

Recommendation  \m  on  publications  approaches  agreement  in  that 
the  concern  of  the  administration  would  be  met  by  the  American  Patent 
Laws  Association  proposed  that  the  first-filed  interfering  application 
be  published ;  that  is,  would  be  issued. 

Recommendation  VIII,  there  seems  to  be  a  common  ground  with 
regard  to  section  154(a)  for  a  20-year  term  of  patent. 

The  administration  indicates  at  page  13  of  the  letter  that  there  is 
agreement  on  this. 

As  to  recommendation  IX:  Standby  Optional  Deferred  Examina- 
tion, "the  matter  is  not  of  major  significance  at  this  time  in  view  of  our 
anticipated  work  schedules."  This  removes  a  controversial  issue. 
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With  regard  to  recommendation  XI:  Citation  Period,  it  is  sub- 
mitted that  the  American  Patent  Law  Association  recommendation  as 
to  interference  procedure  ^YOuld  provide  a  common  ground  for  the 
settlement  of  this  issue.  It  is  not  clear,  but  it  certainly  mdicates  that 
we  could  reach  some  kind  of  an  understanding  there  without  great 

difficulty.  n  O     n-'f^'7 

Eecommendation  XVI:  Reissue,  indicates  the  acceptance  of  te.  2097 
position,  but  Avith  an  additional  phrase  which  the  administration 
would  like  to  have,  which  is  a  further  common  ground.  That  should 
be  carefully  considered. 

Interim  liability  they  say  merits  careful  study.  In  other  words, 
there  is  an  area  of  compromise. 

The  term  of  the  patent,  there  is  agreement  as  to  that. 

Pvecommendation  XXIV:  Civil  Commissioners,  this  is  no  longer 
being  pressed.  . 

Eecommendation  XXIX,  on  "Classification  of  Information  Ixe- 
trieval"  points  out  an  agreed  area  in  which  both  bills,  1042  and  2597 
overlap  somewhat. 

With  regard  to  "Unobviousness"  on  page  27  of  the  letter  to  benator 
Eastland,  the  administration  states  that  "in  the  context  of  the  priority 
system  having  a  1-year  absolute  grace  period  which  would  be  adopted 
by  S.  2597,  the  1-year  limitation  on  disposing  of  references  would  be 
desirable.  Thus,  if  the  committee  were  to  recommend  the  priority  sys- 
tem embodied  in  S.  2597,  the  Department  would  favor  the  reference 
to  1  year  of  section  103  of  S.  2597." 

Ail  summed  up,  I  believe  that  there  is  now  sufficient  patent  as  well 
as  obscure  areas  of  agreement  between  the  administration  position 
and  those  generally  favoring  S.  2597  to  justify  the  efforts  of  a  joint 
drafting  committee  to  come  up  with  a  revised  bill  for  consideration 
of  your  committee,  and  the  APLA  are  prepared  to  further  give  of  their 
professional  manpower  to  facilitate  that  drafting,  if  your  committee, 
Mr.  Chairman,  believes  that  it  would  be  desirable. 

There  is  one  further  fact  which  I  mentioned. 

Senator  McClellan.  Do  I  understand  you  will  supply  the  committee 
with  one  of  your  technicians,  counsel,  to  advise  with  the  committee 
when  it  undertakes  to  mark  up  the  bill  ? 

Mr.  Graves.  Yes,  sir;  I  think  it  would  be  possible. 

Senator  McClellan.  We  appreciate  tliat  offer  and  may  very  well 
take  advantage  of  it.  I  don't  say  this  just  for  the  interests  you  repre- 
sent or  for  wliom  you  testify  this  morning  Init  we  would  welcome  the 
best  counsel  and  the  best  technicians  that  can  be  made  available  to  us. 
This  is  not  an  area  where  any  of  us,  so  far  as  I  know,  have  any  personal 
feelings  or  concepts  that  are  not  subject  to  reevaluation.  What  we  want 
to  do  is  to  get  the  very  best  system  we  can  for  our  country. 

Mr.  Graves.  That  is  certainly  true,  Mr.  Chainnan,  and  we  would  be 
happy  to  recommend  somone,  and  I  am  sure  the  other  bar  associations 
would  do  the  same. 

Senator  McCi.ellan.  That  is  right.  Very  well. 

Mr.  Graves.  There  is  one  further  comment  I  want  to  make,  which  I 
make  on  page  29  of  my  statement,  and  that  is  we  must  not  lose  sight  of 
the  fnct  that  as  a  result  of  the  efforts  of  Commissioner  Brenner  and 
good  housekeeping  and  good  management,  and  with  the  additional 
funds  which  the  Congress  has  provided  in  manpower  and  dollars,  tliat 
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there  has  been  an  expediting  of  prosecution  in  the  Patent  Office  to  a 
point  where  the  administration  now  recognizes  it,  and  they  feel  they 
can  safely  withdraw  from  some  of  their  requirements  for  prompt  pub- 
lication, because  the  prompt  publication  comes  by  way  of  the  Patent 
Office. 

We  think  that  this  should  be  kept  in  mind,  that  many  of  these  thnigs 
are  not  such  problems  but  AVhat  can't  be  remedied  by  dollars  and  man- 
power within  the  Patent  Office. 

Mr.  Chairman,  this  completes  my  statement  on  the  highlights  of  our 
position,  and  again  I  say  that  as  to  details  as  to  each  of  the  sections  of 
the  various  bills,  they  appear  in  our  statement  as  well  as  in  a  number 
of  the  other  statements  which  your  committee  'has  already  heard. 

Thank  you. 

Senator  McClellan.  Thank  you.  I  am  sure  with  the  statement 
which  you  submitted,  which  I  have  not  had  an  opportunity  to  read, 
together  with  your  summation  here  this  morning,  will  give  us  verry 
helpful  information  with  respect  to  the  merits  of  the  different  pro- 
posals. We  are  very'  glad  to  have  your  testimony. 

Are  there  any  questions.  Senator  Fong  ? 

Senator  Fong.  I  have  no  questions,  Mr.  Chairman,  Thank  you,  Mr. 
Graves. 

Senator  McClellan.  Does  counsel  have  any  questions  ? 

Mr.  Brenner.  No. 

Senator  McClellan.  Thank  you  very  much. 

(The  prepared  statement  of  Mr.  Graves  follows :) 

Statement  of  Eben  M.   Geaves,   President  of  the  Ameeican  Patent  Law 
Association  Concerning  S.  1042  and  S.  2597 

Mr.  Chairman  and  members  of  the  subcommittee:  I  am  Eben  M.  Graves,  a 
partner  of  the  firm  of  Brumbaugh,  Free,  Graves  &  Donohue  in  New  York  City.  I 
have  been  practicing  patent  law  for  over  30  years. 

As  president  of  the  American  Patent  Law  Association,  I  appreciate  this 
opportunity  to  testify  with  regard  to  the  pending  bills  relating  to  the  revision 
of  the  patent  statutes. 

nature   of  the   AMERICAN   PATENT  LAW   ASSOCIATION 

The  American  Patent  Law  Association  has  a  membership  of  over  3,000  lawyers 
with  national  distribution.  A  recent  questionnaire  to  our  members  indicates  that 
about  52  percent  are  engaged  in  private  practice,  46  percent  are  employed  by 
corporations,  and  2  i>ercent  are  employed  by  the  Federal  Government.  Those  of 
our  members  who  are  engaged  in  private  practice  "represent,  as  I  do,  large  and 
small  corporations,  individuals,  foundations,  hospitals,  universities,  foreign 
interests  concerned  with  patent  rights  in  this  country  and  American  interests 
concerned  with  patent  rights  abroad.  We  represent  clients  before  the  courts  and 
in  the  Patent  Office  concerned  with  patentability,  validity,  infringement  problems, 
the  granting  and  acceptance  of  license  rights  and  defensive  and  offensive  patent 
anti-trust  problems.  Those  attorneys  employed  by  corporations  have  similar 
patent  problems  related  to  their  corporate  client. 

DELIBERATIONS   BY   THE   ASSOCIATION 

Our  association  has  a  long  record  of  investigating,  considering  and  recom- 
mending to  the  Congress  and  to  the  Patent  Office  improvements  for  the  existing 
patent,  copyright,  and  trademark  systems.  As  a  working  association,  we  operate 
on  a  committee  basis  with  30  special  and  standing  committees  and  have  more 
than  a  thousand  working  members. 

Our  Association,  of  course,  was  very  active  in  drafting  and  contributing  to 
the  ultimate  enactment  of  the  Patent  Act  of  1952.  We  have  a  Standing  Com- 
mittee on  Patent  Law  which,  of  course,  has  been  most  active  in  connection 
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with  the  recent  legislation,  as  well  as  a  Standing  Committee  on  Chemical  Prac- 
tice, to  evaluate  iwssible  patent  law  revision  in  that  specialized  area.  Our 
Standing  Committee  on  Federal  Practice  and  Procedure  has  been  active  in 
connection  with  the  impact  of  suggested  revisions  on  procedural  matters.  The 
Standing  Committee  on  International  and  Foreign  Law  has  been  very  active 
in  view  of  the  suggested  changes  in  our  patent  system  to  conform  it  to  the 
European  systems. 

Several  years  ago,  we  established  a  Special  Committee  on  Reform  of  Inter- 
ference Practice  to  study  ways  to  reduce  the  time  involved  in  determining  pri- 
ority contests  in  the  Patent  Office  as  well  as  to  reduce  the  expense  involved. 
This  committee  has  been  very  active  on  this  complex  problem. 

Under  the  appointment  of  the  President's  Commission  in  1965,  the  American 
Patent  Law  Association  established  a  Siieeial  Committee  to  Study  the  Patent 
System  with  instructions  to  consider  all  possible  improvements.  This  was  a 
most  distinguished  committee  in  composition  and  served  a  very  useful  and 
real  function  in  bringing  to  the  Commission,  as  well  as  to  the  members  of 
our  Association,  thought  provoking  concepts  of  a  stimulating  nature.  A  final 
report  was  made  in  July  of  1966  and  submitted  to  the  membership  together 
with  a  questionnaire  to  develop  the  members'  reactions  to  the  committee's 
recommendations.  As  a  result  of  the  educational  work  that  had  been  done, 
over  a  thousand  replies  to  the  questionnaire  were  received  and  the  answers 
were  tabulated  and  published.  The  President's  Commission  had  the  benefit 
of  the  work  of  the  Association's  Si>ecial  Committee  as  well  as  the  results  of 
the  questionnaire  reflecting  the  views  of  our  members. 

Following  the  publication  in  December  1966  of  the  report  of  the  President's 
Commission,  our  Special  Committee  reviewed  the  report  and  its  recommendations 
and  reported  its  views  to  the  Association's  Board  of  Managers.  Ten  of  the 
Standing  and  Special  committees  of  the  Association  then  were  assigned  par- 
ticular recommendations  of  the  President's  Commission  for  further  study. 
These  committees  met  in  Washington  in  January  of  1967.  After  making  tentative 
recommendations,  most  of  the  committees,  because  of  their  size,  began  to 
conduct  mail  polls  of  their  membership  to  gain  the  benefit  of  the  views  of 
the  absent  members.  Meanwhile,  S.  1042  and  H.R.  59^  were  introduced  and 
were  considered  in  association  with  the  recommendations  of  the  President's 
Commission. 

In  May,  the  Association  had  its  two-day  stated  meeting  in  Boston  and  devoted 
the  entire  time  to  a  consideration  of  S.  1042  and  its  counterpart,  H.R.  5924. 
The  most  important  and  controversial  sections  of  the  bill  were  directed  to  the 
attention  of  six  workshop  sessions  held  the  morning  of  the  first  day.  Each 
workshop  had  co-chairmen  selected  so  as  to  be  certain  that  both  sides  of  each 
issue  were  presented  and  considered.  The  workshop  conclusions  were  submitted 
to  the  responsible  Association  committees  where  resolutions  were  drafted  during 
the  afternoon  and  evening.  The  committees  drafted  over  seventy-one  resolutions 
directed  to  the  more  important  features  of  the  proposed  legislation.  These  resolu- 
tions were  given  full  consideration  at  the  meeting  of  the  Association  members 
the  second  day.  Fifty-three  resolutions  relating  to  substantially  all  the  imjwrtant 
changes  proi>osed  by  S.  1042  were  adopted. 

These  resolutions,  setting  forth  the  position  of  the  American  Patent  Law  Asso- 
ciation were  published  in  the  APLA  Bulletin  July-August  1967,  and  are  submitted 
herewith  as  Item  1  of  the  Appendix  hereto. 

The  introduction  of  the  Dirksen  bill  S.  2597  in  October  of  1967,  as  well  as  other 
bills  also  directed  to  the  revision  of  the  patent  laws,  necessitated  continued  active 
consideration  on  the  part  of  the  Standing  and  Special  committees  of  the  Associa- 
tion. These  committees  met  at  the  annual  meeting  in  October  1967.  Their  interim 
deliberations  and  pollings  developed  into  a  joint  meeting  of  the  Patent  Law  Com- 
mittee and  the  Special  Committee  on  Interference  Reform  on  January  24,  1968, 
where  further  recommendations  relating  to  the  revision  of  the  patent  laws,  par- 
ticularly interference  practice,  were  hammered  out. 

On  January  24,  1968,  the  Association  was  honored  to  have  the  Assistant  Secre- 
tary of  Commerce,  John  F.  Kincaid,  speak  at  its  luncheon.  It  was  at  that  time 
that  he  first  announced  a  modification  of  the  position  of  the  Commerce  Depart- 
ment with  respect  to  the  revision  of  the  patent  laws  as  expressed  in  the  adminis- 
tration bill  S.  1042. 

The  Association  meeting  on  the  afternoon  of  the  24th  of  January  was  devoted 
to  a  panel  discussion  of  the  legislation  pending  before  the  Congress  to  revise 
the  patent  laws.  The  object  was  to  develop  a  better  understanding  of  the  revisions 
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proposed  by  the  several  bills.  A  proponent  of  each  of  the  bills  was  present,  in- 
cluding the  Acting  Director,  Office  of  Legislative  Planning  of  the  Patent  Office, 
Mr.  Maurice  A.  Crews,  speaking  for  S.  1042. 

In  order  to  facilitate  this  discussion,  the  Association,  through  its  Standing 
Patent  Law  Committee,  prepared  a  twenty-one  page  "Section-by-yection  Analysis 
of  the  Patent  Reform  Act  of  1967."  '  This  analysis  in  chart  form  is  an  outgrowth 
of  the  one  prepared  by  Mr.  Mossinghoff,  formerly  of  the  Patent  Office,  but  amplified 
as  to  the  Association's  position,  clarified  and  corrected.  Copies  of  this  Analysis 
have  been  made  available  for  distribution  to  the  Committee.  It  is  identified  as 
Item  2  of  the  Appendix  hereto. 

PENDING  LEGISLATION 

It  can  be  seen  from  the  chart  Item  2,  "Section-by-Section  Analysis  of  the 
Patent  Reform  Act  of  1967"  that  there  are  now  pending  before  the  Congress  nine 
principal  bills  all  with  the  objective  of  improving  our  patent  system  if  possible. 

These  bills  can,  in  general,  be  divided  into  two  groups.  The  Administration  bill 
S.  1042  (HR.  5924)  is  based  essentially  upon  the  recommendations  of  the  Presi- 
dent's Commission  but  does  not  include  all  of  the  Commission's  recommendations. 
HR.  11447  essentially  follows  the  philosophy  of  the  Administration  bill  HR.  5924. 
S.  2597  (HR.  13951)  of  Senator  Dirksen  is  a  version  of  the  bill  drafted  by  the 
American  Bar  Association  but  without  certain  later  refinements  which  were  ap- 
proved by  the  American  Bar  Association  at  its  Honolulu  meeting  of  last  summer. 
The  Dodd  bill  S.  1691  (HR.  7545)  and  the  Yarborough-Tower  bill  S.  2164  (HR. 
10006),  in  general,  follow  the  first-to-invent  philosophy  of  Dirksen  S.  2597. 

THE    POSITION    OF    THE    AMERICAN    PATENT    LAW    ASSOCIATION 

The  position  of  the  American  Patent  Law  Association  is  expressed  in  the 
fifty-three  Resolutions,"  which  were  approved  at  its  May  1967  meeting  in  Boston. 
Inasmuch  as  these  Resolutions  conform  most  completely,  with  one  major  excep- 
tion, with  the  Dirksen  bill  S.  2597,  the  American  Patent  Law  Association  strongly 
urges  the  adoption  of  S.  2597.  The  important  change  that  the  American  Patent 
Law  Association  urges  in  S.  2597  is  the  modification  of  Sec.  136(d)  (3),  having 
to  do  with  interference  practice.  It  is  the  American  Patent  Law  Association's 
position  that  interferences  between  pending  applications  should  be  eliminated 
in  order  to  exi)edite  the  issuance  of  a  patent  and  that  an  interference  should 
be  provoked  only  by  an  applicant  and  with  respect  to  an  issued  patent.  This 
change  also,  we  believe,  would  bring  S.  2597  into  line  witli  the  recently  modified 
Administration  position.  The  Association's  .suggested  interference  procedure  is 
set  forth  in  detail  in  this  statement  and  is  concerned  with  the  problems  of  time 
and  expense  raised  by  the  Administration. 

THE  RECENT   ADMINISTRATION   POSITION    INDICATING   POSSIBLE  AREAS   OF   AGREEMENT 

The  American  Patent  Law  Association  is  most  encouraged  by  the  present 
attitude  of  the  Department  of  Commerce  and  the  Patent  Office  in  giving  consider- 
ation to  the  position  of  the  American  Patent  Law  A.s.sociation  and  in  their 
willingness  to  reevaluate  those  problems  which  we  believe  are  particularly  serious. 

Dr.  John  F.  Kincaid,  Assistant  Secretary  of  Commerce,  indicated  several  areas 
of  compromise  in  his  speech  to  our  Association  on  January  24th  and  stated  that 
he  had  per.'-onally  requested  the  Commissioner  of  Patents  to  work  with  the  orga- 
nized patent  bar,  among  others,  "in  an  all  out  effort  to  reach  agreement  on  the 
way  best  to  modernize  the  patent  system."  Several  modifications  of  the  Admin- 
istration position  are  set  forth  in  his  speech  and  in  greater  detail  in  a  letter 
to  Senator  Eastland  distributed  January  24th  at  the  direction  of  the  Coun.sel 
for  the  Senate  Subcommittee  on  Patents,  Trademarks  and  Copyrights. 

These  suggested  areas  of  compromise  are  receiving  our  serious  consideration. 
We  are,  I  believe,  making  progress  toward  an  agreement  between  the  Admin- 
istration, members  of  the  patent  bar,  business  and  scientific  organizations  on 
revisions  to  the  patent  laws  which  can  be  brought  to  your  Committee  for 
consideration. 

The  letter  to  Senator  Eastland  indicates  a  shift  from  the  first-to-file  rule  of 
S.  1042  to  a  "modified  fir.st-to-file  rule."  It  is  far  from  clear  as  to  what  is  meant 
by  a  "modified  first-to-file  rule."  If  the  several  references  to  a  "modified  first-to- 
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file  rule"  in  the  letter  to  Senator  Eastland  can  be  interpreted  as  meaning  a 
first-to-invent  system  coupled  with  an  absolute  grace  period,  a  20-year  patent 
period,  and  a  simplified  interference  procedure  limited  to  a  one-year  carry  back, 
then  real  progress  has  been  made  in  compromising  the  views  of  the  Patent  Bar 
and  the  Administration. 

The  Administration  states  at  page  5  of  the  letter  to  Senator  Eastland  in 
discussing  the  grace  period  that  "if  a  modified  first-to-file  mle  with  a  time  period 
provision  as  suggested  above  were  to  be  adopted,  it  would  not  be  necessary  to 
eliminate  the  one-year  absolute  grace  period  of  existing  law.  In  fact,  a  one-year 
absolute  grace  period  would  be  consistent  with  a  modified  first-to-file  rule  under 
which  an  inventor  would  be  permitted  to  establish  a  priority  date  up  to  one  year 
prior  to  his  effective  filing  date  for  interference  purposes." 

Dr.  Kincaid  further  indicated  in  his  speech  that  the  Department  of  Commerce 
was  no  longer  pressing  for  universal  prior  art  (S.  1042,  Sec.  102(a))  defined 
by  the  President's  Commission  as  including  "information  known  to  the  public 
by  means  of  disclosure  in  tangible  form  or  by  use  or  placing  on  sale,  anywhere 
in  the  world,  prior  to  the  effective  date  of  the  application." 

There  also  is  some  withdrawal  from  the  requirement  for  the  preliminary 
applications  of  S.  1042,  as  indicated  by  Recommendation  VI  of  the  letter  to 
Senator  Eastland.  This,  of  course,  would  seem  reasonable  in  view  of  the  recom- 
mendation at  page  5  of  the  letter  with  respect  to  the  modified  position  to  permit 
the  u.se  of  an  absolute  grace  period. 

The  Administration,  at  page  10  of  the  letter  to  Senator  Eastland,  supports  the 
provision  of  S.  2597  (Sec.  116(b))  as  to  joinder  of  inventors  and  the  correction 
of  inventors   (Sec.  111(e)). 

The  Administration  also  now  supports  the  provision  for  amending  a  claim 
of  priority  as  discussed  in  their  Recommendation  VI  at  page  11  of  the  letter. 
The  Recommendation  VII,  Publication,  approaches  agreement  in  that  the 
concern  of  the  Administration  would  be  met  by  the  American  Patent  Law 
Association's  suggestion  that  the  first  filed  interference  application  be  published 
(issued). 

With  regard  to  Recommendation  VIII,  Continuing  Applications,  in  view  of  the 
provision  of  S.  2597  (Sec.  154(a)),  for  a  twenty  year  term  for  a  patent,  the 
Administration  indicates  at  page  13  a  common  ground  for  agreement. 

Recommendation  IX,  Standby  Optional  Deferred  Examination,  "the  matter  is 
not  of  major  significance  at  this  time  in  view  of  our  anticipated  work  schedules." 
This  removes  a  controversial  issue. 

With  regard  to  Recommendation  XI,  Citation  Period,  it  is  submitted  that  the 
American  Patent  Law  Association  recommendation  as  to  interference  procedure 
would  provide  a  common  ground  for  the  settlement  of  this  issue. 

Recommendation  XVI,  Reissue,  indicates  the  acceptance  of  S.  2597,  Sees.  251 
(c)  and  252(b),  but  with  the  latter  amended  "to  provide  for  the  continued  prac- 
tice of  an  invention  without  payment  of  royalties  where  substantial  preparations 
for  such  practice  were  made." 

Recommendation  XVII,  Interim  Liability,  at  page  10,  states  "the  interim  lia- 
bility provisions  of  S.  2597  merit  careful  study."  This  is  progress. 

Recommendation  XVIII,  Term  of  Patent,  both  S.  2597  and  S.  1042  contain 
Sec.  154(b). 

Recommendation  XXIV,  Civil  Commissioners,  states  that  the  requirement  for 
civil  commissioners  as  provided  in  S.  1042  is  no  longer  pressed.  The  same  is  true 
with  regard  to  the  statutory  advisory  council  referred  to  in  Recommendation 
XXVI. 

Recommendation  XXIX,  Classification  of  Information  Retrieval,  points  out  an 
agreed  area  in  that  both  S.  1042  and  S.  2597  contain  See.  12(a)  relating  to  this 
matter. 

With  regard  to  Unobviousness,  page  27  of  the  letter  to  Senator  Eastland,  the 
Administration  states  that  "in  the  context  of  the  priority  .system  having  a  one- 
year  absolute  grace  period  which  would  be  adopted  by  S.  2597,  the  one-year  limi- 
tation on  disposing  of  references  would  be  desirable.  'Thus,  if  the  Committee  were 
to  recommend  the  priority  system  embodied  in  S.  2597,  the  Department  would 
favor  the  reference  to  one  year  of  Sec.  103  of  S.  2597." 

Progress  is  l)eing  made  in  developing  an  agreed  position  for  consideration  by 
your  Committee.  There  is  indefiniteness,  however,  as  to  what  the  Administration 
may  mean  by  "modified  first-to-file  rule."  Also,  except  for  the  amendments  pro- 
l)osed  by  Senator  Long,  there  has  l)een  no  implementation  of  these  suggested 
revisions  to  any  of  the  pending  bills.  We  feel  it  is  essential,  therefore,  to  state  in 
greater  detail  the  Association's  position  and  the  basis  for  that  position. 
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THE  IMPORTANCE  OF  OUR  PRESENT  FIRST-TO-INVENT  SySTEM 

The  President's  Commission  and  the  Administration  have  reaffirmed  that  our 
present  patent  system  plays  an  integral  and  critical  part  in  our  economic  system. 
It  is  also  recognized  that  it  is  unique  in  many  ways  from  all  other  patent  systems 
throughout  the  world.  It  is  certain  of  these  unique  features  which  make  it  the 
critical  factor  it  is  in  our  economy. 

It  is  the  responsibility  of  every  citizen  to  make  certain  that  our  patent  system 
is  improved  and  kept  current  with  an  expanding  economy.  However,  it  is  just  as 
important  that  all  basic  changes  proposed  be  most  carefully  considered  to  deter- 
mine whether  they  undermine  the  basic  factors  which  have  made  our  imtent 
system  vital. 

The  principal  criticism  that  has  been  leveled  at  the  present  patent  system  is 
the  length  of  time  it  takes  from  the  filing  of  an  application  to  issuance  as  a 
patent.  As  a  result,  it  has  been  said,  the  public  does  not  have  the  benefit  of 
prompt  disclosures  to  build  upon  and  a  manufacturer  does  not  know  what  his 
problems  may  be  with  regard  to  infringement.  The  present  interference  procedure 
is  particularly  charged  with  this  delay. 

The  President,  in  his  letter  of  transmittal  of  the  Patent  Reform  Act  of  1957  to 
the  House  H.R.  5924  (S.  1042),  outlines  the  threefold  purpose  which,  if  achieved, 
would  meet  most  of  the  criticisms  that  have  been  leveled  at  the  Patent  Act  of 
1952. 

". . .  Its  purposes  are  threefold  : 

"  (1)  To  raise  the  quality  and  reliability  of  U.S.  patents. 
"(2)  To  reduce  the  time  and  expense  of  obtaining  and  protecting  a  patent. 
"  (3)  To  speed  public  disclosure  of  scientific  and  technological  information." 
The  first  purpose  involves  quality  and  the  other  two  involve  essentially  time. 

The  question  is  what  improvement  can  be  made  without  upsetting  (1)  the 
rewards  which  give  incentive  and  stimulus  to  the  inventor  and  (2)  the  provisions 
given  to  the  public  of  a  full  and  considered  disclosure  and  thereby  provide 
technology  with  another  solid  building  block  for  progress. 

Our  i>osition  is  that  S.  1042  does  not  improve  our  i>atent  system.  Broadly 
speaking,  it  reforms  it  into  a  different  patent  system — one  associated  with  a 
different  economic  system.  In  many  European  economies  the  patent  does  not  play 
a  vital  or  critical  part  in  making  the  economy  tick  and  it  is  possibly  this  failure 
that  has  brought  on  the  widening  technological  gap  about  which  Europeans  have 
now  become  concerned. 

CHANGES    PROPOSED    BY    S.     1042    WHICH    THE    AMERICAN    PATENT    LAW    ASSOCIATION 

OPPOSES 

The  most  fundamental  and  far-reaching  change  proposed  by  S.  1042  is  the 
adoption  of  a  first  to  file  system.  Its  supporters  urge  that  it  will  eliminate  the 
long  delays  inherent  in  priority  coaitests,  or  interferences,  and  that  it  will  make 
our  system  more  comimtible  with  those  of  the  European  countries.  Because  of 
the  primary  importance  of  this  proposals  our  Association  has  given  its  lengthy 
and  sympathetic  consideration.  The  result  is  a  firm  position  and  sincere  belief 
on  the  part  of  the  Association  that  adoption  of  a  first  to  file  system  would  not 
be  in  the  public  interest. 

It  is  submitted  that  the  objective  of  quality  and  prompt  disclosure  can  be 
obtained  without  this  provision. 

It  is  ibelieved  that  the  incentive  provided  by  the  twenty  year  term  and  the 
elimination  of  the  declaration  of  interferences  between  pending  applications 
combined  with  the  exx>edited  Patent  Office  procedure  will  end  the  delays  in 
issuance  of  patents. 

The  Association's  basic  reason  for  opposing  the  adoption  of  a  first  to  file 
system  is  that  it  would  be  unfair  to  the  true  first  inventor  and  would  fail  to 
provide  a  sufficient  incentive  to  invent.  Our  patent  system  was  founded  on  the 
basis  of  recognizing  and  rewarding  the  true  inventor,  and  we  believe  this  is  the 
most  just  and  equitable  principle  to  follow.  This  concept  al.so  has  provided 
practical  benefits  not  achieved  in  the  fir.st  to  file  systems. 

For  example,  an  inventor  under  our  present  system  may  with  reasonable 
safety  disclose  his  ideas  to  others,  seek  financial  and  other  help,  make  improve- 
ments, and  build  and  test  the  invention — all  before  having  to  file  his  application. 
Thus  U.S.  patent  applications,  as  is  generally  conceded,  are  valuable  sources 
of  information  and  adequately  teach  the  best  mode  of  practicing  the  invention. 
Under  a  first  to  file  system  the  inventor  must  necessarily  "race  to  the  Patent 
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Office"  as  his  rights  may  be  cut  off  if  he  delays  the  preparation  of  his  application 
until  he  completes  the  development  of  his  invention.  Any  patent  hased  upon  a 
carefully  prepared  disclosure  of  a  complete  invention  will  be  more  valuable  to 
the  scientific  community  than  one  based  upon  a  hastily  written  disclosure  of  an 
incomplete  invention. 

Turing  to  the  advantage  of  adapting  our  system  to  those  of  the  European 
countries,  APLA  submits  that  the  distant  dream  of  a  universal  patent  does  not 
justify  this  country's  adoption  of  an  unfair  .system  with  inherent  practical  dis- 
advantages. Moreover,  the  limited  international  cooperation  now  under  con- 
sideration clearly  would  not  require  that  all  particiiiajits  have  either  a  first  to 
file  or  a  first  to  invent  system.  Awordingly.  APLA  urges  retention  of  the  prin- 
ciple that  the  first  to  invent  should  be  entitled  to  the  patent. 

The  proposed  elimination  of  the  "grace  period'"  by  S.  1042  within  which  an 
inventor  may  perfect,  further  develop  and  market  test  his  invention  before 
being  required  to  file  his  patent  application  is  closely  related  to  the  fir.st  to  file 
problem.  The  Association  believes  that  the  present  one  year  period  is  a  reasonable 
compromise  between  the  goal  of  prompt  filing  of  patent  applications  and  the 
equally  desirable  goal  of  having  applications  disclose  the  best  possible  mode 
of  practicing  the  invention.  Section  102(a)  of  S.  1042,  however,  would  force 
inventors  to  file  applications  prematurely,  on  ideas  which  had  not  been  ade- 
quately considered  or  tested,  to  avoid  the  ri.sk  that  an  intervening  public  use  or 
publication  would  cut  off  the  right  to  a  patent.  Thi.^  would  flood  the  Patent  Office 
with  disclosures  which  not  only  would  fail  to  teach  one  skilled  in  the  art  any- 
thing of  value,  but  which  by  their  sheer  quantity  would  tend  to  obscure  and 
mask  the  valuable  disclosures. 

Another  change  proposed  by  S.  1042  ^^ilich  was  opposed  by  the  Association 
on  the  ground  that  the  present  law  better  serves  the  public  interest  is  the  pro- 
vision of  Section  191  for  standby  statutory  authority  for  the  Secretary  of  Com- 
merce to  institute  a  system  of  deferred  examination.  The  Administration  is  not 
presently  pressing  for  this  provision. 

Section  123  of  S.  1042,  providing  for  publication  of  applications,  is  opposed 
in  its  present  form,  but  if  modified  as  outlined  below  the  proposal  would  be 
supported.  The  Association  recommends  that  applications  be  kept  secret  until 
their  allowance  and  that  an  applicajit  be  allowed  a  reasonable  time  after  allow- 
ance of  his  application  to  decide  whether  to  abandon  it  in  order  to  avoid 
publication.  If  abandoned  the  application  would  neither  'be  published  nor  issued 
as  a  patent.  Areas  of  agreement  have  developed.^ 

The  Association  strongly  opposes  the  provision  of  Section  102  of  S.  1042  which 
would  include  foreign  knowledge,  u.se  and  .sale  as  prior  art.  The  Administration 
has  indicated  a  withdrawal  from  this  provision. 

Among  other  changes  opposed  by  the  Association  is  the  proposed  elimination 
of  computer  programs  from  the  area  of  patentable  subject  matter.  The  Associa- 
tion believes  that  this  subject  involves  such  a  new  area  of  technology  that 
patentability  in  this  field  should  be  determined  by  the  courts  on  a  case-'by-case 
basis.  It  is  still  too  early  to  predict  the  nature  and  effect  of  technological  devel- 
opments in  this  field  and  deal  with  them  by  rigid  statutory  language  such  as 
proposed  by  Section  106. 

For  a  similar  reason  the  Association  opposes  the  provisions  of  Section  294  of 
S.  1042  ^vhich  would  create  a  statutorj^  estopixel  again.st  the  patentee  arising 
out  of  an  adjudication  limiting  the  sToi^e  of  any  patent  claim  or  holding  it  to  be 
invalid.  The  doctrine  of  collateral  estoi>pel.  now  being  applied  to  curb  the  prac- 
tice of  asserting  infringment  of  claims  of  a  patent  previously  held  to  be  invalid, 
has  been  developing  on  a  case^by-case  basis.  The  Association  believes  that  the 
proposed  statutory  provision  would  be  unfair  in  some  cases,  and  that  itvs  enact- 
ment would  halt  the  promising  development  of  the  collaterial  e.stoi)ix»l  doctrine 
and  its  application  to  i)atent  litigation. 

The  Association  disapproves  proposed  Section  137  and  favors  the  principle 
of  giving  the  applicant  the  benefit  of  doubts  conceniing  nonobviousne.ss  of  the 
claimed  invention.  The  Association  was  influenced  in  this  re.s'pect  by  the  recent 
Supreme  Court  decision  in  Graham  v.  John  Decrc  Company,  383  U.S.  1  (1966), 
in  which  the  Court  stated  : 

"Such  secondary  considerations  as  commercial  success,  long  felt  but  un- 
solved needs,  failure  to  others,  etc.  might  be  utilized  to  give  life  to  the 


1  See  Recommendation   VII  and   APLA  recommendation   of  publication   by   issuance    of 
first  filed  interfering  patent. 
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circiimsitance9  surrounding  the  origin  of  the  subject  matter  sought  to  be 
patented.  As  indicia  of  obviousness  or  nonobviousness,  these  inquiries  may 
have  relevancy." 
Because  the  considerations  listed  by  the  Court  cannot  ordinarily  be  determined 
before  prosecution  of  an  application  befoi'e  the  Patent  Office  has  been  terminated, 
it  was  felt  that  unless  the  benefit  of  a  reasonable  doubt  respecting  nonobvious- 
ness be  given  to  the  applicant,  he  would  never  have  an  opportunity  to  demon- 
strate the  patentability  of  his  invention  by  these  indicia. 

The  Association  further  opposes  the  provisions  of  Section  253(c)  of  S.  1042 
in  favor  of  elimination  of  double  patenting  as  a  basis  for  refusing  issuance  of  a 
patent  or  asserting  its  Invalidity  in  situations  where  the  patents  will  expire  on 
the  same  date  and  the  right  to  sue  for  infringement  of  both  patents  is  maintained 
in  the  same  legal  entity.  It  is  the  Association's  belief  that  any  evils  inherent  in 
double  patenting  are  eliminated  if  the  patents,  as  a  result  of  terminal  disclaimer 
or  otherwise,  expire  on  the  same  date  and  are  owned  by  the  same  person,  be- 
cause In  such  circumsitances  the  patents  In  effect  are  but  a  single  patent  contained 
in  two  documents. 

While  the  Association  supports  the  recommendation  of  the  President's  Com- 
mission that  the  Patent  Office  be  supported  adequately  to  insure  first-class  staff- 
ing, housing  and  equipment,  and  that  the  Patent  Office  should  not  be  required 
to  be  self-sustaining,  the  Association  opposes  the  portion  of  Commission  Recom- 
mendation XXVII  incorporated  in  Section  41(a)  of  S.  1042  which  authorizes 
the  Commissioner  of  Patents  to  fix  Patent  Office  fees  without  express  Congres- 
sional approval  of  such  fees. 

Another  problem  which  the  Association  feels  can  be  solved  in  a  better  way 
than  that  proposed  in  S.  1042  is  the  elimination  of  the  dual  route.s  of  review  of 
Patent  Office  decisions  by  pro\ading  for  review  only  by  the  Court  of  Customs  and 
Patent  Appeals,  with  that  Court  being  authorized  to  receive  additional  evidence. 
After  much  study  of  this  question  the  Association  concluded  that  the  Court  of 
Appeals  for  the  District  of  Columbia  should  not  review  decisions  of  the  Court 
of  Customs  and  Patent  Appeals,  as  proposed  In  Section  147  of  S.  1042.  The  alleged 
broader  experience  of  the  D.C.  Court  of  Appeals  resulting  from  its  appellate 
jurisdiction  In  patent  infringement  matters  is  open  to  serious  question.  In  the 
five  year  period  from  1961  through  1965  that  Court  decided  only  three  infringe- 
ment cases,  two  of  which  were  simply  affirmed  by  brief  per  curiam  opinions.  Only 
thirty-four  other  patent,  trademark  and  copyright  opinions  of  the  Court  were 
reported  in  the  United  States  Patent  Quarerly  for  the  same  five  year  period, 
showing  that  each  of  its  nine  judges  devotes  only  a  minor  fraction  of  his  busy 
schedule  to  patent  matters.  By  way  of  contrast,  the  Court  of  Customs  and  Patent 
Appeals  wrote  full  opinions  on  the  merits  of  687  Patent  Office  appeals  during 
that  time.  The  Association  believes  that  the  expertise  of  the  C.C.P.A.  in  handling 
api>eals  from  the  Patent  Office  is  a  valuable  and  necessary  part  of  a  properly 
functioning  patent  system. 

The  Association  is  opposed  to  the  elimination  of  priority  contests  by  the  sub- 
stitution of  a  first  to  file  system.  It  is  submitted  that  the  Interference  procedure 
to  determine  priority  is  not  and  need  not  be  the  cause  for  delay  which  would 
justify  a  first  to  file  system. 

The  interference  problem  is  complex  but  it  is  of  extreme  importance  to  those 
involved  in  a  priority  contest.  However,  the  effect  of  interference  procedures  in 
the  patent  system  must  be  kept  in  persi>ectlve.  At  the  present  time,  as  a  result  of 
practices  initiated  by  the  Patent  Office,  the  number  of  applications  which  become 
involved  in  interference  is  only  something  of  the  order  of  one-half  of  one  i>ercent 
of  the  applications  filed.  Over  half  of  the  Interferences  are  suggested  or  formu- 
lated by  the  Patent  Office  between  pending  applications,  according  to  figures 
developed  from  a  sample  survey  made  1950-1959  and  reported  in  the  Journal  of 
Patent  Office  Society.'  These  figures  would  seem  to  indicate  that  if  interferences 
between  pending  applications  were  eliminated,  the  number  of  interferences  would 
be  only  a  tiny  i^ercentage  of  pending  applications  and  would  not  reasonably  be 
considered  a  factor  of  delay  in  the  over-all  patent  system. 

The  American  Patent  Tjaw  Association,  after  consideration  extending  over 
several  years  and  more  recently  intensified  as  the  result  of  the  consideration  of 
S.  1042  and  S.  2597,  suggests  an  interference  procedure  which  it  is  believed  will 
materially  refuse  the  delays  of  prosecution  and  publication  without  i)enallzing 
the  first  and  true  inventor.  This  suggested  interference  procedure  is  as  foUo^vs : 


=  JPOS  Vol.  45,  1963,  pp.  503-591  inclusive,  at  page  550.  Item  3  of  the  Appendix  hereto. 
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Where  two  or  more  pending  patent  applications  claim  in  substance  the  same 
patentable  invention  the  Patent  Office  shall  issue  a  patent  on  the  application 
having  the  earliest  effective  filing  date  and  then  shall  promptly  reject  any  claims 
in  later-filed  applications  which  are  unpatentable  over  the  issued  patent.  The 
applicant  of  any  application  so  rejected  may  overcome  the  rejection  by  success- 
fully contesiting  priority  of  invention  Ln  a  proceeding  comparable  to  the  presient 
practice  in  interferences  between  patents  and  applications.  Where  the  Patent 
Office  inadvertently  issues  a  patent  on  an  application  filed  after  the  effective 
filing  date  of  the  earliest-filed  application  on  substajitially  the  same  patentable 
invention,  the  earliest-filed  application  may  also  be  issued  as  at  present  and  the 
issue  of  priority  as  between  the  resulting  interfering  patents  may  be  determined 
as  it  is  under  existing  law,  that  is,  (a)  by  the  filing  by  one  of  the  patentees  of 
an  application  for  reissue  and  by  provoking  by  that  patentee  of  an  interference 
in  the  Patent  Office,  or  (b)  by  the  instituting  by  one  of  the  patentees  of  an  action 
in  a  Federal  court  under  35  U.S.C.  291. 

Since  our  Association  is  opposed  to  priority  contests  between  pending  appli- 
cations, we  also  recommend  against  any  provision  such  as  that  of  section  136(d) 
(3)  of  S.  2597  for  basing  an  opposition  proceeding  on  the  ground  that  the  in- 
ventor of  the  opposed  application  was  not  the  first  inventor. 

The  Association  approves  the  principle  that  a  patent  should  expire  twenty 
years  after  the  filing  date  of  the  earliest  filed  application  from  which  it  derives. 
However,  there  is  a  possibility  that  an  interferant  would,  under  the  twenty-year 
rule,  obtain  less  than  the  present  seventeen-year  monopoly.  As  to  what  should  be 
done,  if  anything,  about  this  possible  inequity,  our  Association  believes  that  its 
significance  is  largely  conjectural  at  present,  and  that  to  depart  now  from  the 
principles  set  forth  above  in  order  to  deal  with  it  may  result  in  a  greater  in- 
equity elsewhere.  But  we  also  believe  that  if  experience  under  the  new  law  shows 
that  it  results  in  injustice  to  interferants,  the  law  should  be  amended  to  provide 
relief. 

CHANGES    PROPOSED   BY    S.  1042    WHICH    ABE    SUPPORTED   BY    APLA  ^ 

Among  the  changes  proposed  by  S.  1042  which  were  approved  by  the  Associa- 
tion is  Section  154(b),  providing  that  patents  shall  expire  20  years  after  the 
filing  date  of  the  application.  This  change  in  measuring  the  term  of  a  patent 
should  be  an  incentive  for  diligent  prosecution  and  should  discourage  any  inten- 
tional delay  by  the  applicant  in  prosecuting  his  patent  application,  as  each  delay 
automatically  would  shorten  the  life  of  his  patent. 

A  related  change  supported  by  APLA  is  the  provision  of  Section  154(c)  ex- 
tending the  term  of  a  patent  in  case  of  delay  caused  by  a  secrecy  order.  The 
need  for  and  fairness  of  this  provision  is  self  evident. 

Another  proposal  of  S.  1042  which  was  endorsed  by  the  Association  is  the  provi- 
sion of  Section  111  permitting  the  owner  of  an  invention,  whether  or  not  he  be 
the  inventor,  to  file  the  patent  application,  provided  that  the  inventor  be  named 
therein. 

Also  endorsed  was  the  principal  of  Section  116  authorizing  less  rigid  require- 
ments for  joining  co-inventors  in  a  patent  application  and  liberalizing  filing  pro- 
cedures in  such  cases. 

Another  provision  of  S.  1042  which  is  approved  in  principle  by  the  Association 
is  the  proposal  of  Section  136  to  allow  interested  parties  to  call  to  the  attention 
of  the  Patent  Office  any  prior  patents  or  other  public  disclosures  which  may  have 
been  overlooked  in  allowing  the  claims  of  a  published  application.  This  provision 
is  intended  to  aid  the  Patent  Office  by  supplementing  its  search  of  the  prior  art 
which,  of  necessity,  is  limited  to  the  patents  and  publications  in  the  Patent  Office 
files. 

APLA  also  approves  in  principle  the  provisions  of  Section  273  of  S.  1042  by 
which  the  owner  of  a  published  patent  application  may  collect  damages'  from  an 
infringer  who  has  received  actual  notice  of  infringement  of  a  valid  allowed  claim 
of  the  application,  but  the  Association  disapproves  the  second  sentence  of  para- 
graph (c)  of  the  Section  as  unnecessarily  limiting  the  equitable  remedies  avail- 
able in  case  of  continuation  of  infringing  use  after  issuance  of  the  patent. 

The  Association  notes  with  approval,  moreover,  that  S.  1042  retains  provisions 
for  plant  patents  and  recommends  the  extension  of  the  principles  of  the  Patent 
System  to  all  of  the  agricultural  arts. 


1  Minor  and  non-controversial  changes  proposed  by  S.  1042  and  endorsed  by  APLA. 
such  as  the  provision  of  Section  12(a)  respecting  the  handling,  classification,  storage  and 
retrieval  of  patents  and  related  literature,  are  not  Included  In  this  statement  but  are 
covered  by  the  Resolutions  which  are  Included  In  Item  1  of  the  Appendix  hereto. 
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COMMISSION    RECOMMENDATION    FAVORED    BY    APLA    BUT    EITHER    OMITTED    FROM    OR 
MATERIALLY  ALTERED  IN  8.   104  2 

This  Association  favors  several  changes  recommended  by  the  President's 
Commission  on  the  patent  system  which  either  were  omitted  from  S.  1042  or  so 
changed  as  to  render  them  ineffective. 

The  most  important  of  these  is  Recommendation  XXII  providing  that  the  "Rule 
of  Reason"  shall  constitute  the  guideline  for  determining  patent  misiuse.  The 
doctrine  of  patent  misuse  is  plagued  by  so  many  conflicting  decisions  that  patent 
.owners  and  businessmen  are  unable  to  determine  how  they  can  safely  and 
properly  deal  with  patent  rights.  Adoption  of  the  general  test  of  reasonableness 
with  respect  to  patent  contracts  having  a  direct  relation  to  the  invention  covered 
by  the  patent  would  be  an  important  step  toward  clarification  of  the  doctrine. 
Accordingly,  the  Association  recommends  that  legislation  implementing  Recom- 
mendation XXII  be  enacted. 

The  Association  also  notes  that  Recommendation  XXI  of  the  President's 
Commission,  to  the  effect  that  importation  of  a  product  made  abroad  by  a 
process  patented  in  the  United  States  should  constitute  an  act  of  infringement, 
was  subjected  to  a  crippling  amendment  before  its  inclusion  as  paragraph  (b) 
of  Section  271  of  S.  1042.  This  Association  supports  this  recommendation  as 
originally  presented  by  the  President's  Commission.^  It  feels  that  the  exception 
provided  in  Section  271(b)  of  S.  1042  would  invite  a  potential  infringing  user 
of  a  new  process  to  seek  out  a  country  in  which  patent  protection  was  available 
but  either  had  not  been  obtained  or  was  ineffectual,  and  then  move  his  manu- 
facturing facilities  from  the  United  States  to  that  country  for  the  purpose  of 
using  the  new  process  to  make  products  for  the  American  market.  Such  an  "in- 
fringer", not  bearing  any  portion  of  the  research  expense  leading  to  the  develop- 
ment of  the  process,  and  having  available  cheaper  foreign  labor,  would  have  a 
substantial  advantage  over  American  manufacturers  who  were  using  the  process 
under  a  license  from  the  inventor.  The  Association  feels  that  such  an  advantage 
would  be  unfair,  and  supports  the  President's  Commission  recommendation 
without  the  crippling  exception  included  in  Section  271(h)   of  S.  1942. 

We  must  not  lose  sight  of  the  fact  that  as  a  result  of  the  fine  efforts  of  Com- 
missioner Brenner,  in  developing  sound  business  and  housekeeping  procedures 
within  the  Patent  Office  and  with  the  benefit  of  additional  funds  and  manpower 
which  the  Congress  has  provided,  the  prosecution  of  applications  into  patents  has 
be^n  and  can  be  materially  expedited.  The  Administration  has  recognized  this  in 
its  modified  position  as  to  the  proposed  publication  of  application  disclosures. 

SUMMARY  AND  CONCLUSIONS 

The  Association  endorses  the  objectives  set  forth  by  the  President's  Commis- 
sion and  has  considered  each  proposed  change  in  the  patent  system  carefully  in 
the  light  of  tiese  objectives.  However,  the  Association  does  not  consider  S.  1042 
adapted  to  solve  the  problems  recognized  and  achieve  the  objectives  of  the 
Commission.  Therefore,  the  Association  recommends  that  it  not  be  enacted. 

The  As.sociation  believes  the  S.  2597  is  the  best  bill  now  pending  to  achieve  the 
objectives  of  the  President's  Commission.  Also  it  conforms  most  completely  to 
the  position  of  the  Association  as  stated  in  the  Resolutions. 

[Appendix  1] 
APL/A  Resolutions  on  Patent  Revision 

A  Committee  of  the  Board  of  Managers  has  reviewed  and  edited  all  the 
Resolutions  adopted  on  behalf  of  the  Association  at  the  meeting  held  in  Boston  in 
May.  They  are  reproduced  here  in  the  form  in  which  they  have  been  sent  to  Sub- 
committee No.  3  of  the  House  Committee  on  the  Judiciary. 

INTB2JFERENCE  REFORM 

Resolved,  that  the  Assiociation  recommends  elimination  of  the  declaration  by 
the  Patent  Office  of  interferences  between  pending  applications,  in  favor  of  per- 
mitting the  issuance  of  patents  with  another  applicant  having  the  right  to 
provoke  an  interference  therewith,  even  though  he  cannot  specifically  copy  the 
patent  claims. 


2  Report  of  the  President's  Commission  on  the  Patent  System,  Pages  35,  36. 
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FIRST-TO-FILE  SYSTEM 

Resolved,  that  the  Association  opposes  in  principle  any  change  in  the  law 
which  would  have  the  effect  of  awarding  the  patent  only  to  the  applicant  who 
was  the  first  to  file  his  applications ;  and  further  Resolved,  that  the  Association 
is  opposed  to  Section  102  ( b )  of  S  1042  and  H.R.  592i. 

Resolved,  that  should  a  first-to-file  system  be  adopted,  contrary  to  the  position 
of  the  Association,  then  the  Association  recommends  that  language  adopting  the 
prior  user  principles  of  Senator  Ix)ng  of  Missouri's  proposed  Section  274  intro- 
duced as  an  amendment  to  S.  1042  be  included  in  the  patent  law  of  the  United 
States 

Resolved,  that  should  a  first-to-file  system  be  adopted,  contrary  to  the  position 
of  the  Association,  the  Association  believes  that  such  system  must  provide  an 
effective  preliminary  application  system. 

GRACE  PE3al0D 

Resolved,  that  the  Association  is  opposed  to  eliminating  the  present  one-year 
grace  period  mthin  which  application  may  be  made  for  a  patent  after  the  public 
use  or  sale  of  the  invention  or  the  patenting  or  publication  of  the  invention  ;  and 
further  Resolved,  that  the  Association  is  opposed  to  Section  102(a)  of  S.  1042 
and  H.R.  5924. 

Resolved,  that  should  the  present  one-year  grace  period  be  eliminated,  con- 
trary to  the  position  of  the  Association,  the  Association  recommends  that  lan- 
guage adopting  the  personal  grace  period  principles  of  Senator  Long  of  Mis- 
souri's proposed  Section  105(a)  introduced  as  an  amendment  to  S.  1042  be 
included  in  the  patent  laws  of  the  United  States. 

Resolved,  that  should  the  present  one-year  grace  period  be  abolished,  contrary 
to  the  position  of  the  Association,  the  Association  approves  the  principle  that 
prior  art  should  not  include,  as  to  the  inventor  concerned,  disclosures  of  an 
invention  resulting  from  a  display  in  an  international  exhibition  or  an  unau- 
thorized public  divulgation  of  information  derived  from  the  inventor. 

PRIOR    ART 

Resolved,  that  Association  is  opposed  to  any  change  in  the  patent  laws  of  the 
United  States  which  would  include  as  prior  ar"t  foreign  knowledge,  use.  or  sale 
except  to  the  extent  contained  in  a  publication ;  and  further  resolved,  that  the 
Association  is  opposed  to  Section  102(a)  of  S.  1042  and  H.R.  5924. 

Resolved,  that  if  the  patent  laws  of  the  United  States  are  changed  to  include 
foreign  knowledge,  use,  or  sale  as  prior  art,  contrary  to  the  position  of  the 
Association,  the  Association  recommends  that  such  foreign  knowledge,  use,  or 
sale  be  required  to  be  proved  beyond  a  reasonable  doubt  by  evidence  acceptable 
under  the  Federal  Rules  of  Civil  Procedure. 

APPLICATION    PUBLICATION    AND    ART    CITATION 

Resolved,  that  the  Association  approves  in  principle  consideration  by  the 
Patent  OflSce  of  patents  and  publications  cited  by  the  public  within  six  months 
after  publication  of  the  application,  provided  that  the  applicant  has  an  opportu- 
foreign  knowledge,  use,  or  sale  as  prior  art,  contrary  to  the  position  of  the 
nity  ex  parte  to  rebut  any  determination  of  unpatentability  and  also  has  the 
opportunity  to  amend  the  scope  of  any  claims,  and  further  provided  that  the 
citing  or  failure  to  cite  by  a  member  of  the  public  shall  have  no  effect  in  any 
inter  partes  proceeding  involving  him  ;  but  further  resolved,  that  the  Association 
disapproves  Section  136  of  S.  1042  and  H.R.  5924  as  unduly  broad  and  not  con- 
taining necessary  protection  for  the  applicant  and  the  public. 

Resolved,  that  the  Association  disapproves  in  principle  the  publication  of 
pending  applications  before  the  allowance  of  the  claims  thereof  without  authori- 
zation of  the  applicant  or  after  the  allowance  of  the  claims  thereof  without  first 
giving  the  applicant  a  reasonable  time  within  which  to  elect  whether  or  not 
to  abandon  the  application  thereby  preventing  publication. 

Resolved,  that  in  the  event  applications  are  published  prior  to  their  issuance, 
the  Association  approves  in  principle  the  procedure  by  which  the  owner  of  the 
application  may  collect  damages  from  an  "infringer"  who  has  received  actual 
notice  from  the  application  owner  of  infringement  of  a  valid  claim  which  has 
been  allowed  by  the  Patent  Office ;  and  further  resolved,  that  the  Association 
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disapproves  the  second  sentence  of  Section  273(c)  of  S.  1042  and  H.R.  5924  as 
unnecessarily  restricting  the  remedies  available  to  a  patentee  for  infringement 
of  his  patent. 

DEFERRED    EXAMINATION 

Resolved,  that  the  Association  opposes  adoption  of  deferred  examination  in 
this  country,  at  least  until  such  time  as  the  effect  of  such  systems  being  tried* 
abroad  is  demonstraJted ;  and  further  resolved,  that  the  Association  is  opposed 
to  Chapter  18  of  S.  1042  and  H.R.  5924. 

Resolved,  that  the  Association  opposes  in  principle  the  granting  of  standby 
statutory  authority  to  any  agency  to  institute  a  deferred  examination  procedure 
at  a  later  date ;  and  further  resolved  that  the  Association  is  opposed  to  Section 
191  of  S.  1042  and  H.R.  5924. 

MEASUREMENT    OF    PATENT    TERM 

Resolved,  that  the  Association  approves  in  principle  legislation  providing 
that  the  patent  shall  expire  20  years  after  the  filing  of  the  earliest  United  States 
application  disclosing  the  invention. 

Resolved,  that  provided  patents  expire  20  years  from  their  effective  filing 
dates,  the  Association  approves  the  principle  that  an  applicant  who  has  con- 
tinuously in  the  Patent  Oflice  disclosed  an  invention  in  a  series  of  two  or  more 
applications  shall  be  entitled  to  the  benefit  of  the  filing  date  of  the  earliest  filed 
application  in  such  series. 

RESOLUTION    OF    DOUBTS    RE    NON-OBVIOUSNESS 

Resolved,  that  the  Association  favors  in  principle  the  practice  of  the  Patent 
Office  of  giving  to  tlie  applicant  the  benefit  of  doubts  concerning  non-obviousness 
of  the  claimed  invention  ;  and  further  resolved,  that  the  Association  disapproves 
the  statutory  expression  of  the  concept  of  Section  137  of  S.  1042  and  H.R.  5924. 

FILING  BY  OWNER  AND  JOINDER  OF  INVENTORS 

Resolved,  that  the  Association  favors  in  principle  permitting  the  owner  of  an 
invention,  whether  or  not  he  be  the  inventor,  to  file  a  patent  application  covering 
that  invention,  provided  the  inventor  or  inventors  be  named  in  the  application. 

Resolved,  that  the  Association  approves  the  provisions  of  Section  256  of  S. 
1042  and  H.R.  5924  and  recommends  that  the  language  of  that  Section  be  adopted 
in  place  of  the  present  provisions  of  Section  256  of  Title  35,  United  States  Code. 

DOUBLE  PATENTING 

Resolved,  that  the  Association  favors  elimination  of  "double  patenting"  as  a 
basis  for  refusing  issuance  of  a  patent  and  as  a  basis  for  asserting  invalidity  of  a 
patent  in  situations  where  the  patents  will  expire  on  the  same  date  as  a  result  of 
issuing  on  the  same  date  or  as  a  result  of  a  terminal  disclaimer,  provided  that  the 
right  to  sue  for  infringement  of  said  patents  is  maintained  in  the  same  legal 
entity. 

REISSUE  OF  PATENTS 

Resolved,  that  the  Association  opposes  an  absolute  prohibition  of  reissued 
patents  with  one  or  more  claims  broader  than  those  in  the  original  patent ;  and 
further  resolved,  that  the  Association  is  opposed  to  Section  251(c)  of  S.  1042  and 
H.R.  5924. 

PATENTABLE  SUBJECT  MATTER 

■  Resolved,  that  the  Association  favors,  where  practicable,  the  application  of  the 
principles  of  the  Patent  Sy.stem  to  all  the  agricultural  arts  (including  all  plants, 
sexual  seed  breeding,  microorganisms,  and  animal  husbandry). 

Resolved,  that  the  Association  favors  the  addition  to  the  patent  laws  of  the 
United  States  of  the  following  definition  of  "useful"  : 

"The  term  'useful'  shall  include,  but  not  be  limited  to,  utility  in  agriculture, 
commerce,  industry  or  research." 

Resolved,  that  the  Association  is  opposed  to  the  elimination  of  computer  pro- 
grams from  the  area  of  patentable  subject  matter  ;  and  further  resolved,  that  the 
Association  is  opposed  to  Section  106  of  S.  1042  and  H.R.  5924. 
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PATENT  OFFICE  FEES  AND  QUALITY  CONTROL 

Resolved,  that  the  Association  approves  the  principle  that  the  Patent  OflBce 
be  supported  adequately  to  insure  first  class  staffing,  housing  and  equipment ;  that 
the  Patent  Office  should  not  be  self-sustaining ;  and  that  any  fees  charged  should 
be  reasonably  apportioned  in  accordance  with  the  cost  of  providing  the  particular 
service. 

Resolved,  that  the  Association  opposes  general  authorization  for  administrative 
establishment  of  Patent  Office  fees  without  express  Congressional  approval  of  such 
fees. 

Resolved,  that  the  Association  opposes  a  statutory  Advisory  Council  to  the 
Commissioner  of  Patents  as  proposed  by  the  President's  Commission  ;  and  further 
resolved,  that  the  Association  opposes  Section  15  of  S.  1042  and  H.R.  5924. 

Resolved,  that  the  Association  is  opposed  in  principle  to  the  publication  of  a 
rating  of  the  quality  of  issued  patents ;  and  further  resolved,  that  the  Association 
is  opposed  to  Recommendation  XII  of  the  President's  Commission. 

APPEALS  FROM  THE  PATENT  OFFICE 

Resolved,  that  the  Association  recommmends  that  Patent  Office  decisions  be 
reviewed  only  by  the  Court  of  Customs  and  Patent  Appeals  and  that  that  Court 
be  authorized  to  receive  additional  evidence. 

Resolved,  that  if  the  present  right  to  a  de  novo  review  of  Patent  Office  decisions 
by  the  Distritc  Court  be  retained,  contrary  to  the  position  of  the  Association,  then 
the  Association  favors  legislation  providing  that  appeal  of  District  Court  decisions 
in  such  cases  be  to  the  Court  of  Customs  and  Patent  Appeals. 

Resolved,  that  the  Association  is  opposed  in  principle  to  statutory  enactment 
which  would  make  decisions  of  the  Court  of  Customs  and  Patent  Appeals  review- 
able by  the  U.S.  Court  of  Appeals  for  the  District  of  Columbia;  and  further 
resolved,  that  the  Association  is  opposed  to  Section  147  of  S.  1042  and  H.R.  5924. 

PATENT   INFRINGEMENT   AND   LITIGATION 

Resolved,  that  the  Association  favors  in  principle  legislation  making  the 
importation  into  the  United  States  of  a  product  made  abroad  by  a  process  patented 
in  the  United  States  an  act  of  infringement,  regardless  of  whether  patent  protec- 
tion on  the  process  was  available  in  the  foreign  country  where  the  product  was 
made. 

Resolved,  that  the  Association  disapproves  legislation  which  would  create  an 
estoppel  against  the  patentee,  and  those  in  privity  with  him,  arising  out  of  an 
adjudication  limiting  the  scope  of  any  patent  claim  or  holding  it  invalid ;  and 
further  resolved,  that  the  Association  is  opposed  to  Section  294  of  S.  1042  and 
H.R.  5924. 

Resolved,  that  the  Association  opposes  in  principle  the  creation  of  the  Office  of 
Civil  Commissioner  in  patent  cases,  and  the  Association  specifically  opposes  Sec- 
tion 757  of  S.  1042  and  H.R.  5924. 

PATENT   LICENSING  AND   MISUSE 

Resolved,  that  the  Association  approves  legislation  by  which  the  licensable 
nature  of  patent  rights  should  be  clarified  by  specifically  stating  in  the  patent 
statute  that  applications  for  patents,  patents,  or  any  interests  therein  may  be 
licensed  in  the  whole,  or  in  any  specified  part,  of  the  field  of  use  to  which  the 
subject  matter  of  the  claims  of  the  patent  are  directly  applicable ;  and  further 
resolved,  that  a  patent  owner  shall  ndt  be  deemed  guilty  of  a  patent  misuse 
merely  because  he  agreed  to  a  contractual  provision  or  imposed  a  condition  on 
a  licensee,  which  has  (a)  a  direct  relation  to  the  disclosure  and  claims  of  the 
patent,  and  (b)  the  performance  of  which  is  reasonable  under  the  circumstances 
to  secure  to  the  patent  owner  the  full  benefit  of  his  invention  and  patent  grant ; 
and  further  resolved,  that  the  Association  approves  of  legislation  by  which  it  is 
made  clear  that  the  "rule  of  reason"  shall  constitute  the  guideline  for  determin- 
ing patent  misuse. 
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GENERAL    RECOMMENDATIONS 

Resolved,  that  the  Association  recommends  that  the  Congress  give  careful 
consideration  after  extensive  hearings  thereon  to  the  capabilities  of  modem 
Information  retrieval  and  communication  technologies  In  evolving  a  self-con- 
sistent soundly  conceived  patent  act. 

Resolved,  that  the  Association  approves  in  principle  mutual  efforts  among 
foreign  countries  and  the  United  States  to  Improve  the  international  operabillty 
of  patent  systems  throughout  the  world ;  and  further  resolved,  that  the  Associa- 
tion disapproves  in  principle  changes  in  the  United  States  patent  statutes  made 
to  increase  uniformity  with  foreign  patent  systems  unless  it  be  shown  that  such 
changes  will  favorably  affect  the  domestic  operation  and  effectiveness  of  the 
United  States  Patent  System. 

Resolved,  that  the  Association  does  not  consider  the  Patent  Reform  Act  of 
1967,  now  pending  as  S.  1042  and  H.R.  5924  before  the  Congress,  suitable  for 
enactment  in  its  present  form  or  well  adapted  to  solve  the  problems  recognized, 
and  achieve  the  purposes  and  objectives  state,  by  the  President  in  his  letter 
transmitting  to  Congress  the  text  of  that  proposed  Act  and,  therefore,  recom- 
mends that  it  be  not  enacted  into  law. 


[Appendix  2] 

Section-by-Section  Analysis 

OF 

Patent  Reform  Act  of  1967 

(Prepared  and  Published  by  the  American  Patent  Law  Association  in  Coopera- 
tion With  the  Bureau  of  National  Affairs,  Inc.,  Publisher  of  the  United  States 
Patent  Quarterly) 


552 
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(a)    Retains  existing  Bubstantlve 
law  on  priority  of  Invention  but 
generally  a  patent  would  be 
Issued  to  the  flrat-to-  file,  with 
subsequent  applicants  permitted 
to  provoke  an  Interference  even 
though  applicant  cannot  specifi- 
cally copy  claim. 
It  rirst-to-fUe  system  ofprlorit) 
IB  adopted,  then  recommend 
"prior  user  exception"  of  Long 
amendment  1274  of  S.  1042  and 
the  use  of  preliminary  applica- 
tion system. 

(b)  Same  as  existing  law  and 
specifically  opposed  to  i  102(a) 
OfS.  1042.    If  grace  period  la 
eliminated,   then  recommend 
'personal  grace  period  "  of 
Long  amendment  1  105(a)  of 
S,   1042  and  exceptions  for  In- 
ternational exhibition  by  Inven- 
tor or  unauthorized  disclosure 
derived  from  Inventor. 

(c)  Same  as  eKlsllng  law  and 
specifically  opposed  to  i  102(a) 
OfS.  1M2.    If  foreign  knowledge 
use  or  sale  were  to  be  Included, 
ihen  such  foreign  activity  should 
be  proved  beyond  a  reasonable 
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(c)  Opposes  elimination  of 
computer  programs  as 
patentable  subject  matter  and 
specifically  opposed  to  1  lOb 

(d)  Useful '  shall  Include. 
but  not  be  limited  to.  utility 
In  agriculture,  commerce, 
Industry  or  research. 
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[Appendix  3] 

The  following  was  taken  from  the  Journal  of  the  Patent  OflSce  Society,  July 
1963,  Vol.  XLV,  No.  7,  pages  503,  504,  and  550. 

Chabacteeistics  of  Interference  Pbactice$ 

(By  Daniel  V.  de  Simone*,  James  B.  Gambrell**  and  Charles  F.  Gareau***) 

Interference  proceedings  have  been  an  integral  part  of  our  examination  system 
since  1836  when  the  Commissioner  of  Patents  was  first  required  to  determine 
priority  between  parties  claiming  the  same  invention.^  The  formalities  of  the 
practice  as  we  know  them  today  have  evolved  over  the  years,  in  part  responsive 
to  specific  criticisms  by  interested  parties."  As  early  as  1912,  the  Report  of  a 
Presidential  Commission  voiced  a  number  of  complaints  and  proposed  a  number 
of  remedies.'  More  recently,  criticisms  have  been  increasing,  both  in  frequency 
and  scope.'  It  is  therefore  not  surprising  that  the  1961-62  Management  Survey 
of  the  U.S.  Patent  Office  recommended  that  "A  thorough  study  of  the  patent 
interference  procedure  should  be  imdertaken,  A\ath  a  view  to  its  simplification."  ^ 

While  one  or  more  features  of  interference  practice  had  been  investigated  and 
evaluated  in  the  past  by  the  Patent  Office,  bar  associations,  Congress,  and  by  in- 
dej)endent  groups,  no  detailed  investigation  was  made  to  ascertain  just  exactly 
what  happens  in  the  universe'  of  interferences.  Questions  on  the  structure  of 
the  practice  have  brought  forth  expert  guesses,  which  were  accurate  to  an  un- 
known degree  or  probability.' 

To  remedy  this  defect,  and  as  one  step  by  the  Patent  Office  toward  implement- 
ing the  recommendations  of  the  1961-62  Management  Survey,  a  substantial 
sample  of  the  interference  universe  has  been  selected  and  analyzed.  The  results 
are  presented  here.  It  is  well  to  emphasize  that  the  material  presented  is  intended 
to  describe  the  present  interference  universe,  not  to  draw  value  judgments. 

It  will  be  helpful  at  the  outset  to  describe  the  coverage  of  this  survey,  its 
size  and  the  manner  in  which  the  data  were  processed. 

A  ten-percent  random  sample  (totaling  658  interferences)  was  taken  by  years 
of  all  the  interferences  in  the  universe  (totaling  6572)  that  were  declared  during 
the  calendar  years  1950  through  1959.  A  ten  year  period  was  selected  to  avoid 
seasonal  and  annual  biases,  and  the  particular  period  was  chosen  because  most  of 


IThe  authors  wish  to  acknowledge  the  substantial  contributions  of  Miss  Kathleen  H. 
Claffy,  Messrs.  P.  D.  Coogan,  W.  D.  Martin  and  W.  W.  Medley,  Mrs.  Gladys  W.  Watson 
and  others  in  helping  collect  and  process  the  data  presented  herein. 

•Consultant.  U.S.  Patent  Office. 

•♦Director,  Office  of  Legislative  Planning,  U.S.  Patent  Office. 

•♦♦Supervisor,  Group  370,  U.S.  Patent  Office.  „.     .„„o      v.    ■,-, 

1  Act  of  July  4,  1836,  ch.  357,  §  8.  5  Stat.  117.  The  Act  of  February  21,  1793,  ch.  11, 
§  9,  1  Stat.  318,  first  provided  for  interferences  but  arbitration,  not  an  adversary  proceed- 
ing, was  used.  ^  -r,       . . 

=  For  a  number  of  years,  these  criticisms  were  evaluated  by  the  Committee  on  Practice 
and  Procedure,  a  group  composed  of  experienced  Patent  Office  personnel  who  served  in  an 
advisory  capacity  to  the  Commissioner  of  Patents,  until  the  Office  of  Legislative  Planning 
was  established  bv  the  reorganization  of  the  Patent  Office  in  1962. 

^Report  of  the  Itivestigation  of  the  United  States  Patent  Office,  made  by  the  Presidents 
Commission  on  Economy  and  Efficiency,  December  1912.  House  Document  No.  1110,  62nd 
Cong..  3d  Sess.  (1912). 

*  See  the  digest  of  comments  in  Appendix  18  of  the  Final  Report  of  the  1961-1962 
Management  Survey  of  the  U.S.  Patent  Office,  submitted  to  the  Honorable  David  L.  Ladd, 
Commissioner  of  Patents  by  Earl  W.  Kintner,  Attorney  at  Law.  Washington.  D.C.  on 
March  12.  1962.  For  a  short  but  lucid  discussion,  see  Frost,  The  Patent  System  and  the 
Modern  Economy,  Study  of  the  Subcommittee  on  Patents,  Trademarks  and  Copyrights. 
Committee  on  the  Judiciary,  United  States  Senate,  Study  No.  2,  84th  Cong.,  2d  Sess.  p.  67 
(1957). 

5  Recommendation  No.  87,  1961-62  Management  Survey  of  the  U.S.  Patent  Office,  study 
prepared  for  the  Subcommittee  on  Patents,  Trademarks  and  Copyrights,  Committee  on  the 
Judiciary,  United  States  Senate,  87th  Cong.,  2d  Sess.,  pp.  5.  57,   (1962). 

"  "Universe"  or  "universe  set"  is  a  term  of  art  in  statistics  applied  to  any  distinct  field 
forming  a  closed  system,  e.g.,  the  population  universe  of  the  world,  the  U.S.  patent  universe 
(over  3  million  patents). 

'  In  1946,  one  hundred  consecutive  interferences  were  examined  to  obtain  some  infor- 
mation on  parts  of  the  interference  universe  (motions  brought  in  500  interferences  were 
also  analyzed).  The  data  obtained  were  not  as  detailed  as  those  presented  herein,  nor  were 
they  as  systematically  collected.  The  results  of  these  analyses  were  not  published. 
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the  interferences  in  the  random  sample  were  terminated,  as  was  the  prosecution 
of  the  involved  applications. 

*     *     * 

TABLE  2.10C.-MODE  BY  WHICH  COUNTS  WERE  INTRODUCED  AND  WHETHER  ANY  ASSIGNED  CASE  WAS  INVOLVED  i 


Mode  by  which  counts  were  introduced 


Assignment  status  at  declaration 


Suggested  by  examiner 

Formulated  by  examiner 

Both  of  above - 

Suggested  patent  claim 

Design  claim... ■ 

Copied  patent  claim. 

Result  of  motion  or  other  action  in  related  intf 

Total...- 


At  least  1  assignee 

No 

assignee 

177 

40 

120 

59 

11 

5 

4 

1 

1 

1 

197 

18 

13 

0 

523 


124 


1  See  note  1  of  table  2.10a. 

TABLE  2.10d.-DISTRIBUTION  OF  ASSIGNED  CASES  IN  INTERFERENCES! 


Number  of  cases 


Assignee 


Total       J-1 


J-2 


J-3 


General  Electric  Co - - - 34 

Radio  Corp.  of  America - 30 

American  Telephone  &  Telegraph  Co , -  26 

General  Motors  Corp. - }9 

Sperry  Rand  Corp.. - - - 1° 

E.I.  du  Pont  de  Nemours,  &  Co - 1° 

Bendix  Aviation  Corp - ---  }5 

Minneapolis-Honeywell  Regulator  Co 12 

Westinghouse  Electric  Corp - --  12 

Raytheon  Manufacturing  Co 10 

International  Business  Machines  Corp... --  9 

International  Standard  Electric  Corp 8 

United  States - ----  » 

International  Telephone  &  Telegraph 6 

Sterling  Drug,  Inc ° 

General  Dynamics ^ 

PhilcoCorp.. - ----  = 

Phillips  Petroleum  Co .-- - -  ^ 

Sylvania  Electric  Products,  Inc 5 

15  assignees  of  4  cases  each  — 60 

13  assignees  of  3  cases  each.. 39 

34  assignees  of  2  cases  each 68 

416  assignees  of  1  case  each - 416 

Subtotal: 

Parties  having  recorded  assignees  (60  percent) 832 

Parties  having  no  recorded  assignees(40  percent) 551 

Total 1,383 
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>  See  note  1  of  table  2.10a. 
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Senator  McClellan.  In  view  of  the  time,  being  so  near  to  12  o'clock, 
we  will  recess,  and  since  I  have  some  other  committee  work,  conference 
work,  during  the  noon  hour,  we  will  come  back  this  afternoon  at  2 
o'clock. 

The  committee  will  stand  in  recess  until  2  o'clock. 

(Whereupon,  at  11 :50  a.m.,  the  subcommittee  recessed,  to  reconvene 
at  2  p.m.  of  the  same  day.) 


AFTERNOON  SESSION 


Senator  McClellan.  The  committee  will  come  to  order. 
Please  call  the  next  witness. 
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Mr.  Brennan.  Mr.  Browning. 

Senator  McClellan.  Will  you  identify  yourself,  please,  and  also 
your  associate? 

STATEMENT  OF  RALPH  R.  BROWNING,  PAST  PRESIDENT,  HOUSTON 
PATENT  LAW  ASSOCIATION;  ACCOMPANIED  BY  JOHN  KIRK, 
MEMBER,  HOUSTON  PATENT  LAW  ASSOCIATION 

Mr.  Browning.  I  am  Ealph  R.  Browning,  immediate  past  president 
of  the  Houston  Patent  Law  Association,  speaking  on  behalf  of  that 
association,  and  to  my  left  is  Mr.  John  Kirk,  member  of  the  associa- 
tion, assisting  me  today. 

Senator  McClellan.  John  Kirk. 

Mr.  Browning.  John  Kirk.  He  will  not  be  speaking. 

Senator  McClellan.  He  will  not  be  speaking  ? 

Mr.  Browntng.  That  is  correct. 

Senator  McClellan.  Very  well.  If  he  wants  to  say  something  we 
will  let  him. 

Mr.  Browning.  He  may  at  that. 

Senator  McClellan.  Very  well.  You  have  a  prepared  statement.  Do 
you  want  to  read  it  or  do  you  want  to  have  it  printed  in  the  record  ? 

Mr.  Browning.  I  should  like  to  have  the  statement  printed  in  the 
record,  if  you  please,  and  to  highlight  it. 

Senator  McClellan.  Together  with  all  of  your  attachments  to  it  ? 

Mr.  Browning.  Yes,  sir. 

Senator  McClellan.  We  will  have  the  statement  printed  in  the  rec- 
ord, and  we  will  examine  the  attaclmients,  Mr.  Counsel,  and  if  they  are 
all  pertinent,  they  will  either  go  in  the  record  along  with  the  statement 
or  in  the  appendix  with  proper  identification,  whichever  is  the  practi- 
cal way  to  do  it  after  we  examine  it. 

You  may  proceed. 

Mr.  Browning.  Thank  you,  Mr.  Chairman. 

First  I  would  like  to  state  that  the  Houston  Patent  Law  Association 
is  made  up  of  some  85  active  patent  lawyers  practicing  in  corporate 
patent  departments,  in  Government  organizations  such  as  NASA,  and 
as  associates  and  partners  in  private  patent  and  general  law  firms. 
Those  in  the  patent  and  general  law  firms  represent  all  types  of  patent 
clients  ranging  from  many  individual  inventors,  through  small  cor- 
porations up  to  and  including  large  national  corporations.  The  asso- 
ciation as  such  has  throughout  its  existence  been  intensely  interested  in 
preserving  and  improving  the  U.S.  patent  system. 

As  for  myself,  I  have  been  exclusively  engaged  in  patent  and  related 
work  since  1927.  This  includes  between  2  and  3  years  as  a  member  of 
the  examing  corps  of  the  Patent  Office,  a  similar  period  of  time  in 
the  patent  department  of  a  large  corporation  and  the  remainder  of  the 
time  in  private  practice  of  patent  and  related  law.  For  some  30  years  I 
have  been  located  in  Houston  and  since  1948  have  been  a  partner  in  a 
private  patent  law  firm  whose  clientele  is  fairly  balanced  between  in- 
dividual inventors  and  corporations  having  annual  business  volume  of 
up  to  $5  million,  plus  a  few  larger  national  corporations. 

The  Houston  Patent  Law  Association  favors  and  supports  the  Yar- 
borough-Tower  bill,  S.  2164,  as  the  best  way  of  dealing  with  what  were 
designated  by  the  President's  Commission  as  major  problem  areas  un- 
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der  the  present  law.  It  strongly  opposes  S.  1042  but  favors  and  will 
support  S.  2597  if  amended  to  incorporate  one  portion  of  the  Yar- 
boroutrh-Tower  bill  which  has  not  been  incorporated ;  namely,  the  con- 
ditional claims  feature  of  S.  2164. 

It  also  favors  such  further  slight  amendments  of  S.  2597  as  may  be 
necessary  to  incorporate  fully  the  other  features  that  are  in  the 
Yarborough-Tower  bill. 

The  problem  areas  to  which  I  referred  mainly  have  to  do  with  those 
difficulties  that  resulted  in  delay  in  the  issuance  of  patents. 

Our  special  committee  of  our  association  studied  the  present  law, 
and  then  studied  the  President's  Commission  report,  and  it  appeared 
that  the  chief  delays  that  the  President's  Commission  report  was  con- 
cerned with  were  those  stemming  from  delays  in  issuance  due  to  inter- 
ferences, delays  in  issuance  due  to  appeals  from  adverse  rulings  by 
the  patent  examiners,  and  delays  in  examination  by  the  examiners.  The 
Yarborough-Tower  bill  was  a  concept  to  amend  the  present  law,  not  to 
write  a  new  law,  the  purpose  being  to  retain  that  which  the  President 
and  the  Commission  characterized  as  a  law  that  had  serv^ed  the  coun- 
try well  for  many  years,  and  to  amend  it  only  in  those  respects  neces- 
sary to  overcome  specific  problem  areas. 

Also  in  the  problem  area  category,  as  pointed  out  by  the  President's 
Commission,  were  difficulties  resulting  from  misjoinder  of  inventors, 
that  is,  joining  two  or  more  inventors  together  in  a  patent  application 
in  which  there  were  patentable  features,  in  which  not  all  of  the 
inventors  named  had  taken  part. 

Then  there  was  the  case  of  missing  or  hostile  inventors  who  would 
not  sign  a  patent  application  even  though  they  had  assigned  the  rights 
to  the  invention,  and  to  any  patent  on  it. 

Finally,  there  was  the  consideration  of  the  undue  load  on  the  Patent 
Office,  due  to  unimportant  applications  generally  referred  to  as  appli- 
cations which  were  filed  for  protection  purposes,  in  order  to  enable  the 
applicants  to  contest  the  right  of  someone  else  to  a  patent,  but  who  did 
not  particularly  desire  to  get  a  patent  themselves. 

The  Yarborough-Tower  bill  sought  to  amend  the  present  law  by 
first  of  all  avoiding  these  delays  due  to  interferences,  by  issuing  the 
patents  to  the  applicants  whose  applications  would  interefere  with 
one  another,  and  it  would  issue  the  patent  to  the  senior  applicant  un- 
conditionally. It  would  be  a  patent  the  same  as  that  granted  to  anyone 
else,  and  he  could  act  upon  it  immediately. 

It  would  also  issue  a  i:)atent  to  the  junior  applicant,  and  he  would 
liave  in  his  j^atent  the  claims  which  miglit  interefere  with  the  senior 
applicant,  but  those  claims  would  be  ineffective  unless  and  until  he 
won  an  interference  witli  the  senior  party  after  the  issuance  of  the 
patents. 

The  purpose  here  was  to  avoid  the  necessity  for  the  early  arbitrary 
publication  of  patent  applications,  and  it  was  felt  that  this  would  at 
one  fell  swoop  dispose  of  all  of  the  delays  due  to  intereferences  with- 
out, however,  in  any  sense  affecting  any  a]iplicant's  right  to  contest 
])riority,  and  to  show  that  the  junior  a])plicant  was  indeed  the  first 
inventor  under  the  first  inventor  rule  which  now  prevails  in  our  laAV. 

Xext,  in  oi-der  to  avoid  the  delays  due  to  appeals  in  the  Patent  Office, 
t]]e  Yarborougli-Tower  bill  would  issue  the  patent  immediately  to  a 
person  who  filed  an  appeal  from  an  adverse  decision  by  the  patent 
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examiner.  This  issuance  would  carry  with  it  any  claims  which  the 
patent  examiner  had  allowed  as  unconditional  claims,  and  the  patentee 
could  act  on  those,  file  suit  on  them  for  infringement,  or  anything  else 
the  same  as  he  could  with  a  regular  patent,  but  as  for  the  claims  on 
appeal,  they  would  be  printed  in  the  patent  also,  but  would  be  ineffec- 
tive unless  "and  until  an  appeal  was  won,  and  if  the  appeal  was  lost, 
or  as  in  the  other  cases  if  the  interference  was  lost,  the  conditional 
patent  claims  would  be  canceled. 

Then  in  lieu  of  deferred  examination,  the  Yarborough-Tower  Act 
would  provide  in  essence  that  the  examination  schedule  would  be  that 
which  the  Commissioner  has  instituted,  and  has  found  so  successful 
that  it  has  definitely  reduced  the  backlog. 

We  feel  that  tliis  should  be  made  statutory,  in  order  that  it  cannot  be 
changed  willy-nilly,  when  someone  thinks  an  emergency  exists  that 
dictates  some  change. 

So  the  Yarborough-Tower  bill  would  provide  for  continuing  prose- 
cution before  the  examiner  of  any  application  which  was  not  otherwise 
ready  for  issue,  and  would  put  it  in  interference  immediately,  and 
when  it  was  otherwise  ready  for  issue,  it  would  be  issued.  It  would 
issue  the  patent  on  appeal,  with  the  claims  that  are  on  appeal.  Likewise 
conditional  until  the  appeal  was  won.  Tlie  senior  party's  patent  so  is- 
sued in  interference  would  be  unconditional.  The  junior  party's  patent 
as  to  those  claims  that  were  in  the  interference  Avould  be  conditional. 

This  I  think  is  of  some  importance,  because  even  in  those  cases  which 
have  been  advocated  by  many  of  the  patent  law  associations,  in  which 
provision  would  be  made  for  immediate  issuance  of  the  patent  first  to 
file,  allowing  the  second  to  file  then  to  provoke  an  interference,  only 
one  patent  would  be  published.  The  other  would  be  held  up.  And  if,  as 
is  seldom  the  case,  both  patents  had  the  identical  disclosure,  there 
would  seem  to  be  no  advantage  in  issuing  the  sex?ond  one.  But  this  is 
almost  never  the  case.  The  disclosures  are  diti'erent.  And  if  only  one  is 
issued,  then  the  public  is  deprived  of  the  advantage  of  having  them 
both. 

Furthermore,  there  are  in  the  junior  applicant's  cases,  in  many  in- 
stances claims  which  were  not  involved  in  the  interference,  and  are 
allowable,  and  if  his  patent  is  not  issued,  he,  especially  in  the  context  of 
the  ABA  bill,  with  its  20-year  from  filing  date  term  for  the  patent, 
would  be  deprived  of  a  good  portion  of  his  patent  term,  unless  his 
patent  were  issued  promptly. 

Now,  as  for  the  assignee  feature,  the  Yarborough-Tower  bill  pro- 
vides substantially  the  same  as  S.  1042,  except  that  it  does  not  require 
a  statement  by  the  inventor.  We  feel  that  if  it  required  a  statement  by 
the  inventor,  that  this  would  in  essence  nullify  the  provision,  because 
usually  these  cases  arise  only  in  instances  in  which  the  inventor  is 
either  not  to  be  found  or  is  hostile  and  will  not  sign. 

Finally,  with,  regard  to  the  disposition  of  cases  in  which  the  appli- 
cation was  filed  mainly  for  the  purpose  of  protection  and  to  enable  the 
party  filing  to  contest  someone  else's  right  to  the  patent,  we  did  not 
know  it  at  the  time,  but  we  adopted  substantially  the  provisions  of  the 
McClellan  bill,  S.  3007  of  the  88th  Congress,  which  I  believe  was  pro- 
posed by  the  American  Patent  Law  Association;  namely,  that  such  an 
applicant  would  have  the  right  to  have  his  application  published  and 
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dedicated  to  the  public,  but  would  retain  the  right  to  contest  priority 
with  some  other  applicant. 

So  we  advocate,  first  of  all,  the  amendment  of  the  present  act  in 
accordance  with  the  Yarborough-Tower  bill.  However,  the  American 
Bar  Association  bill,  Dirksen's  2597,  incorporates  some  desirable 
changes  additional.  It  has  a  great  deal  of  support.  We  feel  that  it  pre- 
serves in  essence  the  values  of  the  present  patent  law,  and  it  incorpor- 
ates all  but  one  of  the  major  features  of  the  Yarborough-Tower  bill. 
That  feature  is  the  conditional  claiming  feature  which  I  have  just  been 
discussing. 

It  is  noteworthy,  although  I  think  not  generally  recognized,  that  if 
Ave  put  aside  semantics  for  the  moment,  the  ABA  bill  already  has  an 
instance  of  conditional  claiming  involved  in  it.  In  those  instances  in 
which  a  published  application  during  the  citation  period  has  some 
citations  against  it,  and  as  a  result  of  those  citations  the  progress  of 
the  patent  application  through  the  Patent  Office  and  its  issuance  is 
delayed,  the  ABA  bill  would  provide  that  if  the  applicant  is  successful 
in  getting  the  claims  involved,  and  getting,  ultimately  getting  a  patent 
on  them,  he  may,  by  giving  certain  notice  to  infringers,  claim  damages 
for  the  interim  period  while  he  was  trying  to  get  his  patent. 

This  is  not  nominally  issuing  the  patent  with  conditional  claims, 
but  it  is  saying  that  even  though  the  patent  isn't  issued,  these  claims, 
once  they  are  won  by  the  applicant,  will  be  effective  to  enable  him  to 
collect  back  damages,  and  thus  they  are  in  essence  conditional  claims. 

We  feel  that  even  though  the  act  provides  for  the  issuance  of  patents 
to  the  senior  party  in  the  event  of  an  interference,  with  the  junior 
party  being  allowed  then  to  provoke  an  interference,  it  isn't  quite  suffi- 
cient to  completely  benefit  the  public,  because  the  junior  applicant's 
patent  would  not  be  granted,  the  public  would  not  have  the  benefit  of 
this  publication,  the  claims  of  the  junior  applicant  which  might  not 
be  involved  in  the  interference  would  be  withheld  from  him  unjustly 
for  a  considerable  period  of  time  while  the  priority  contest  was  being 
fought  out. 

This  concept  of  conditional  claiming  has  been  directly  endorsed  by 
the  three  patent  law  associations  in  Texas  and  by  the  Chicago  and  the 
Milwaukee  patent  law  associations,  and  numerous  others  have  en- 
dorsed portions  of  the  principles  that  are  involved  without  nam' ,ng 
the  Yarborough-Tower  concept  of  the  conditional  claiming.  We  iixvor 
the  amendment  of  the  ABA  bill  to  incorporate  into  it  the  conditional 
claiming  of  the  Yarborough-Tower  concept,  and  we  have  submitted  to 
Senators  Yarborough  and  Tower  a  proposed  amendment  to  this  end, 
a  copy  of  which  is  attached  to  our  statement. 

I  want  at  this  point  to  endorse  the  statement  of  Mr.  Graves  who 
preceded  me,  with  regard  to  the  dangers  of  the  first-to-file  system.  It 
isn't  generally  recognized  that  there  are  such  great  dangers,  even 
though  the  percentage  of  interferences  that  develop  under  our  present 
system  is  so  small  compared  with  the  total  number  of  applications.  So 
I  do  endorse  that  statement  of  his. 

I  want  also  to  express  my  agreement  with  him  that  it  is  most  gratify- 
ing that,  due  to  some  moves  by  the  Patent  Office  and  administration 
officials,  and  some  responsive  moves  by  members  of  the  Bar,  it  appears 
that  there  is  definite  progi-ess  being  made  toward  a  meeting  with  re- 
gard to  the  revision  of  the  patent  laws. 
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I  want  to  say  at  this  point  that  with  regard  to  the  international 
phase  of  the  proposed  patent  law  revision,  Mr.  John  F.  Kincaid, 
Assistant  Secretary  of  Commerce,  in  a  speech  before  the  American 
Patent  Law  Association  on  January  24, 1968,  said  : 

In  my  view,  the  primary  goal  of  any  patent  law  revision  should  be  the  improve- 
ment of  the  U.S.  patent  system  with  harmonization  an  important  but  secondary 
■  objective. 

With  that  I  certainly  agree,  and  I  think  oui'  primary  job  is  to  im- 
prove our  own  patent  system. 

I  also  note  in  his  speech  the  statement  that : 

The  first  draft  of  the  proposed  Cooperation  Treaty,  which  has  been  in  progress 
for  some  time,  was  prepared  by  the  United  International  Bureau  for  the  Protec- 
tion of  Intellectual  Property,  and  would  have  required  harmonization  of  national 
patent  laws  in  many  important  areas.  As  a  result  of  the  efforts  of  the  U.S. 
delegation  to  the  October  meeting  in  Geneva — that  is  October  1967 — and  those 
of  many  other  delegations,  this  has  been  changed.  The  United  International  Bu- 
reau for  the  Protection  of  Intellectual  Property  is  presently  revising  the  initial 
draft  of  this  proposed  treaty  to  require  as  Little  change  as  possible  in  the  national 
laws  of  the  prospective  member  countries  consistent  with  the  objectives  of  the 
proposed  treaty. 

Mr.  Chairman,  that  concludes  our  statement. 

Senator  McClellan.  Thank  you  very  much,  Mr.  Brownmg. 

Does  the  gentleman  with  you  wish  to  make  a  statement  ? 

Mr.  Kirk.  No,  sir. 

Mr.  Browning.  I  would  like  to  make  one  more  observation,  if  I  may, 
Mr,  Chairman. 

I  have  here  a  letter  which  I  received  a  short  while  ago  from  Mr. 
Herbert.  Allen,  president  of  the  Cameron  Iron  Works,  Inc.,  which  is 
a  Houston-based  company  dealing  with  heavy  industry  and  with  in- 
ternational interests.  This  letter  was  addressed  to  Mr.  John  C.  Green, 
project  leader  for  the  Patent,  Trademark  and  Copyright  Research  In- 
stitute of  the  George  Washington  University,  in  response  to  an  inquiry 
in  which  that  institute  was  conducting  a  survey  relating  specifically  to 
the  recommendations  of  the  President's  Commission.  I  feel  that  the 
statements  that  Mr.  Allen  made  in  this  letter  would  be  helpful  to  the 
committee,  but  the  question-and-answer  form  in  which  it  presently  ap- 
pears do  not  put  the  questions  and  answers  together.  If  I  could  have 
permission  to  put  the  questions  and  answers  together  and  then  furnish 
it  to  the  committee,  I  should  appreciate  it. 

Senator  McClellan.  It  may  be  printed  immediately  following  your 
testimony. 

(The  letters  referred  to  follow :) 

The  Patent,  Trademark,  and  (Copyright  Research  Institute 

OF  the  Gbx)bge  Washington  University, 
•  Washington,  D.C.,  November  15,  1967. 

Mr.  Herbert  Aulen, 
Houston,  Tex. 

Dear  Mr.  Allen  :  President  Johnson  created  a  Commission  on  the  Patent  Sys- 
tem whose  broad  objective  was  to  recommend  measures  to  keep  the  system 
abreast  of  current  and  foreseeable  needs  of  our  society.  The  Commission  delib- 
erated for  almost  two  years  before  presenting  its  findings  to  the  President.  As 
you  may  know,  it  found  that  patents  play  a  significant  role  in  the  country's 
economic  growth.  The  Commission  noted  a  number  of  areas  where,  in  its  opinion, 
departures  from  current  practice  would  be  beneficial.  Acceptance  and  enactment 
of  some  of  these  changes  would  require  legislation. 
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The  Patent,  Trademark,  and  (Copyright  Research  Institute  is  dedicated  to  an 
objective  analysis  of  the  patent  system  and  its  effects  on  our  economy.  Accord- 
ingly, this  report  of  the  Commission  generated  a  si)ecial  study  by  the  Institute 
of  the  potential  effects  of  those  recommendations  which  appear  to  be  substantial 
departures  from  current  practice.  Specifically,  the  Institute  is  seeking  factual 
information  concerning  (1)  the  patentability  of  inventions,  and  (2)  the  protec- 
tion of  inventor's  rights  during  (a)  research,  (b)  development,  (c)  testing,  (d) 
experimental  marketing,  and  (e)  commercial  production  under  the  present  sys- 
tem and  after  the  inclusion  of  certain  major  recommendations  offered  by  the 
Commission. 

The  enclosed  questionnaire  has  been  designed  to  supply  information  on  the 
practical  results  expected  by  those  for  whose  benefit  the  report  of  the  President's 
Commission  has  been  drafted.  The  questionnaire  is  accordingly  being  sent  to 
wide  and  divergent  circles  of  interested  persons  and  bodies.  Evaluation  of  the 
answers  to  it  should  provide  important  conclusions  on  the  way  in  which  future 
technological  progress  will  be  influenced. 

We  believe  that  little  time  will  be  required  for  answering  the  questions.  They 
concern  matters  of  immediate  interest  and  frequent  occupation,  but  every  an- 
swer given  is  sure  to  affect  the  overall  picture  that  will  emerge  from  this  im- 
portant research  project.  Your  cooperation  is,  therefore,  essential.  Please  return 
the  completed  questionnaire  at  your  very  earliest  convenience. 

If  you  wish  to  obtain  a  full  copy  of  the  Presidential  Commission's  report, 
please  write  to  Mr.  Gerald  J.  Mossinghoff,  Head  of  the  Office  of  Legislative 
Planning,  c/o  Commissioner  of  Patents,  Washington,  D.C.  20231.  The  Patent 
Office  has  signified  its  readiness  to  supply  such  copies  on  demand.  Will  you  please 
refer  to  this  questionnaire  in  any  request  you  may  make  for  copies  of  the  report. 
Sincerely, 

John  C.  Gebten, 

Project  Leader. 

[Questionnaire  enclosed.] 

Cameron  Iron  Works,  Inc. 
Houston,  Tex.,  December  20, 1967. 
Mr.  John  C.  Green, 

Project  Leader,  the  Patent,  Trademark,  and  Copyright  Research  Institute  of  the 
George  Washington  University,  Washington,  D.C. 
Dear  Mr.  Green  :  In  compliance  with  your  request,  I  am  enclosing  the  com- 
pleted questionnaire. 

To  the  contrary  of  your  suggestion,   answering  the  questions  considerable 
thooight  and  investigation.   This   accounts  for  my   somewhat  tardy   response. 
Even  though  you  addressed  your  letter  to  me  personally,  I  have  answered  it 
on  behalf  of  Cameron  Iron  Works,  Inc.  since  I  have  no  concern  with  intent  mat- 
ters apart  from  the  Company. 

Reports  of  imminent,  drastic  change  in  the  U.S.  Patent  System  emanating  from 
Washington  earlier  in  the  year  disturbed  me  greatly,  and  I  am  very  relieved  to 
have  evidence  of  conscientious  objective  study  of  the  matter.  This  program 
seems  extremely  important  to  me,  and  my  Company  will  cooperate  fully  in  any 
effort  to  solve  problems  related  to  the  Patent  System. 
Sincerely, 

H.  Allen. 

[Enclosure.] 

1.  Recommendation  I)  :  Redefinition  of  Prior  Art  To  Include  Public  In- 
formation Available  Anywhere  in  the  World  ;  Award  of  Patent  to  First 
To  File  ^ 

"Prior  art  sihall  comprise  any  information,  known  to  the  public,  or  made  avail- 
able to  the  public  by  means  of  disclosure  in  tangible  form  or  by  use  or  placing 
on  sale,  anywhere  in  the  world,  prior  to  the  effective  filing  date  of  the  application. 

"A  disclosure  in  a  U.S.  patent  or  published  complete  application  shall  constitute 
prior  art  as  of  its  effective  (United  States  or  foreign)  filing  date." 

This  recommendation  has  three  significant  comix>nents  which  are  listed  below. 
Will  you  respond  to  each. 

1.  Patent  is  granted  to  first  to  file.^ 

1  Abolition  of  Interference  Proceedings.  See  paragraph  (a),  bottom  of  page  five  of 
The  Report  of  the  President's  Commission  on  the  Patent  System.  Also  note  references  to 
"prior  art"  in  recommendation  XI,  and  XV. 
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2.  Present  grace  period  would  no  longer  exist. 

3.  World  wide  public  information  becomes  a  reference — this  includes  "on 
sale"  or  "use". 

If  any  of  the  three  components  is  enacted,  will  you  change  your  method  of  opera- 
tion in  your  fields  of  technology?  Yes No .  Please  explain. 

1.  (recommendation  i) 

1.  Patent  is  granted,  to  first  to  file 

Yes,  this  would  change  our  method  of  operation  in  our  field  of  technology. 

"We  are  much  opposed  to  this  recommendation.  Almost  invariably  when  a  prob- 
lem arises  in  oxir  development  of  a  product,  we  consider  several  solutions  before 
selecting  the  most  desirable.  Proper  evaluation  nearly  always  involves  some 
degree  of  disclosure  to  others  outside  our  company  and  of  publication.  In  most 
cases  we  do  this  without  filing  a  patent  application  until  the  most  desirable  solu- 
tion has  been  determined,  and  our  application  when  filed  is  directed  to  the  most 
desirable.  Under  the  first-to-file  system  it  would  be  necessary,  before  disclosing 
each  i)ossible  solution  to  others,  to  file  an  application  disclosing  it  sufficiently  to 
bar  others  and  preserve  our  own  right  to  a  patent.  This  would  delay  our  research 
and  be  quite  expensive  because  it  would  require  our  re.searchers  to  spend  an 
inordinate  amount  of  time  disclosing  each  possible  solution  to  patent  counsel  and 
going  over  drafts  of  applications  to  make  sure  that  the  disclovsures  therein  are 
sufficient.  Also,  it  would  add  greatly  to  our  patent  expense  by  requiring  the  addi- 
tional time  and  work  in  preparation  of  applications  by  patent  counsel.  Our  people 
very  conservatively  estimate  that  we  would  be  required  to  file  at  least  three  pat- 
ent applications  for  each  one  we  now  file,  and  often  the  number  would  be  much 
greater. 

2.  Present  grace  period  would  no  longer  exist 

Yes,  this  would  also  change  our  method  of  operation.  We  are  opposed  to  the 
elimination  of  this  so-called  grace  period.  It  is  not  only  for  the  benefit  of  the 
applicant.  It  makes  it  possible  for  the  applicant  or  inventor  to  conduct  extensive 
tests  and  even  much  public  use  thus  to  achieve  perfection  of  his  invention  before 
having  to  disclose  it  in  a  ptatent  application  so  that  when  the  patent  i-ssues, 
the  public  gets  a  disclosure  of  a  i)erfected  invention,  not  a  lot  of  untried  ideas. 
Eliminating  the  grace  ijerlod  would  make  it  even  more  imperative  to  file  applica- 
tions without  waiting  to  experiment  so  as  to  prevent  a  wrongful  or  accidental 
third  party  publication  or  public  use  taking  place  before  the  filing.  The  solutions 
may  be  evolutionary  in  development  and  such  circumstances  could  well  force  us 
to  file  a  whole  series  of  preliminary  applications  covering  each  facet  of  a  number 
of  solutions  as  it  evolves. 

3.  World  ivide  public  information  becomes  a  reference — this  includes  "on  sale" 

or  "use" 
Yes,  this  would  t-hange  our  method  also.  We  are  not  presently  in  a  position  to 
estimate  the  full  effect  of  this  recommendation.  However,  at  the  minimum,  this 
would  lay  an  issued  patent  open  to  still  one  more  possible  attack  as  to  its  validity 
and  hence  would  make  a  patent  even  after  having  been  obtained,  potentially  less 
certain  and  less  valuable  than  under  the  present  law,  with  no  apparent  benefit  to 
the  public. 

2.  (Recommendation  II)  :  Substitution  of  Preliminary  Applications  for  the 

Present  Grace  Period 

"A  preliminary  application  may  be  used  to  secure  a  filing  date  for  all  features 
of  an  invention  disclosed  therein,  if  the  disclosure  subsequently  appears  in  a 
complete  application.  Requirements  as  to  form  shall  be  minimal  and  claims  need 
not  be  included. 

"One  or  more  preliminary  applications  may  be  consolidated  into  one  complete 
application  filed  within  twelve  months  of  the  earliest  preliminary  or  foreign 
application  relied  on." 

If  the  above  recommendation  is  enacted,  will  you  change  your  method  of 
operation  in  your  fields  of  technology?  Yes No .  Please  explain. 
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II.     (recommendation    II ) 

Suhstitution  of  preliminary  applications  for  the  present  grace  period 

Yes,  this  would  change  our  method  of  operation.  As  previously  stated,  it 
would  be  necessary  by  a  most  conservative  estimate  for  us  to  file  a  minimum  of 
three  times  as  many  applications  as  at  present.  Furthermore,  for  such  applica- 
tions to  be  worthwhile  in  the  sense  of  being  sufficient  to  provide  a  priority  date 
for  a  later  application,  each  would  have  to  be  very  carefully  prepared  to  make 
certain  that  it  contained  sufficient  disclosure  for  this  purpose.  This  would 
necessitate  its  preparation  with  substantially  all  of  the  care  and  skill  required 
for  the  preparation  of  a  complete  application  and  hence  require  the  services 
of  a  trained  patent  attorney. 

Roughly  three  types  of  situations  would  require  the  filing  of  additional  prelim- 
inary applications.  These  are : 

l.The  casual  invention  which  in  normal  operation  would  be  merely  reduced 
to  a  written  disclosure,  explained  to  and  signed  by  witnes.ses.  and  filed  away  for 
possible  future  reference.  Inasmuch  as  such  reference  would  no  longer  be  ad- 
missible in  proof  of  priority  it  w-ould  be  necessary  to  file  a  preliminary  applica- 
tion on  each  one  which  was  con.sidered  of  sufficient  value  to  keep.  These  would 
be  preliminary  applications  on  matters  on  which  in  many  instances  not  even  the 
complete  application  would  be  filed  under  present  practice. 

2.  In  cases  in  which  various  .solutions  were  proposed  to  the  same  problem 
without  any  single  generic  concept  underlying  them  all.  Under  present  practice 
a  complete  application  would  be  filed  only  on  one  or  a  very  few  such  proposals 
proved,  upon  trial  to  be  the  most  worthwhile. 

3.  There  would  be  a  chain  of  applications  of  the  preliminary  type  necessary  to 
be  filed  as  developments  occurred  in  the  course  of  research  of  a  given  proposed 
solution  of  a  problem.  Under  present  practice  usually  only  one  complete  applica- 
tion would  be  filed  after  the  development  had  gone  far  enough  so  that  it  is 
believed  to  be  reasonably  perfect.  If  because  of  the  passage  of  time  the  present 
statutory  bar  threatened  to  expire  before  the  ultimate  practice,  the  priority 
date  would  be  preserved  by  filing  first  one  complete  application  and  then  later 
continuations-in-part  bringing  in  the  later  developments. 

The  preliminary  applications  would  in  no  case  serve  the  same  purpose  as  the 
"grace  period"  and  would  be  much  more  cumbersome  and  expensive. 

3.   (Recommendation  V)  :  Simplification  in  Formalities  for  Filing  an 

Application 

"Either  the  inventor  or  assignee  may  file  and  sign  both  the  preliminary  and 
complete  ai>plications. 

"Any  application  filed  by  the  assignee  shall  include  a  declaration  of  owner- 
ship at  the  time  of  filing  and,  prior  to  publication  of  the  ai>plication,  shall  include 
a  declaration  of  originality  by  the  inventor  and  evidence  of  a  recorded  specific 
assignment. 

"Every  application  shall  include,  at  the  time  of  filing,  the  name  of  each  person 
believed  to  have  made  an  inventive  contribution. 

"Omission  of  an  inventor's  name  or  inclusion  of  the  name  of  a  person  not  an 
inventor,  without  deceptive  intent,  shall  not  affect  validity,  and  can  be  corrected 
at  any  time." 

If  any  of  the  sections  quoted  above  is  enacted,  will  you  change  your  method  of 
operation  in  your  fields  of  technology?  Yes Xo .  Please  explain. 

III.   (recommendation  v) 

Simplification  in  formalities  for  filing  an  application 
No,  this  would  make  little  difference  in  our  practice. 

4.  (Recommendation  VII)  :  Publication  of  Pending  Patent  Applications* 
"Publication   of  a   r>^nding  application   shall   occur  eighteen   to  twenty-four 

months  after  its  earliest  effective  filing  date,  or  promptly  after  allowance  or 
appeal,  whichever  comes  first." 

If  the  above  recommendation  is  enacted,  will  you  change  your  method  of 
operation  in  your  fields  of  technology?  Yes No .  Please  explain. 


See  also  Recommendation  XI. 
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IV.     (recommendation    VII ) 

Publication  of  pending  patent  applications 

No,  this  would  make  little  difference  in  our  methods  of  operation  in  most 
instances.  There  are  exceptions  in  those  cases  in  which  the  sale  of  a  product 
would  not  necessarily  disclose  the  invention,  in  which  event  we  would  di.slike  to 
have  the  patent  application  published  until  we  were  assured  of  getting  a  patent. 
Also,  in  any  case  the  publication  might  give  our  competitors  a  littJe  advantage 
in  determining  before  issuance  of  our  patent  what  claims  we  were  asserting.  I 
suspect  that  this  provision  would  be  much  more  objectionable  to  companies 
engaged  in  carrying  out  plant  processes  and  the  like  which  could  be  practiced  in 
secret,  in  which  case  the  publication  of  the  process  would  give  competitors  the 
power  to  practice  it  before  the  applicant  had  any  assurance  of  getting  a  patent. 

5.    (Recommendation  XI)  :    Patent  Office  Consideration  of  Previously 
Allowed  Claims  Upon  Information   Submitted  After  Publication  ^ 

"The  Patent  Office  shall  consider  all  patents  or  publications,  the  pertinency  of 
which  is  explained  in  writing,  cited  against  an  application  anytime  until  six 
months  after  the  publication  which  gives  notice  that  the  application  has  been 
allowed  or  api>ealed  to  the  Board  of  Api^eals.  If  the  Patent  Office,  after  the  citation 
period,  determines  that  a  claim  should  not  be,  or  have  been,  allowed,  the  applicant 
shall  be  notified  and  given  an  opiX)rtunity  ex  parte  both  to  rebut  the  determination 
and  to  narrow  the  scope  of  the  claim.  The  identity  of  the  party  citing  references 
shall  be  maintained  in  confidence. 

"Public  use  proceedings,  as  at  present,  may  be  instituted  during  the  citation 
period." 

If  the  above  recommendation  is  enacted,  will  you  change  your  method  of  opera- 
tion in  your  fields  of  technology?  Yes  No Please  explain. 

v.    (RECOMMENDATION    XI) 

Patent  Office  consideration  of  previously  allowed  claims  upon  information  sub- 
mitted after  puhlication. 

No,  we  would  anticipate  little  change  in  our  oi^eration. 

Potentially  there  might  be  delay  in  issuance  of  our  patents  as  a  result  of 
citations  after  publication.  We  have  no  way  of  foreseeing  the  total  potential 
effect  of  this  proposal  on  our  operations,  but  we  suspect  that  it  would  have  little 
such  effect. 

6.  (Recommendation  XV)  :  Patent  Office  Right  To  Amend  or  Cancel  Claims 

IN  Issued  Patents 

"The  Patent  Office,  upon  receipt  of  a  relatively  high  fee,  shall  consider  prior 
art  of  which  it  is  appraised  by  a  third  party,  when  such  prior  art  is  cited  and  its 
pertinency  explained  in  writing  within  a  three  year  period  after  issuance  of  the 
patent.  If  the  Patent  Office  then  determines  that  a  claim  should  not  have  been 
allowed,  the  patent  owner  shall  be  notified  and  given  an  opportunity  ex  parte 
both  to  rebut  the  determination  and  to  narrow  the  scope  of  the  claim.  Failure 
to  seek  review,  or  the  affirmance  of  the  Patent  Office  holding,  shall  result  in 
cancellation  of  the  claim. 

"When  the  validity  of  a  claim  is  in  issue  before  both  the  Patent  Office  and  a 
court,  the  tribimal  where  the  issue  was  first  presented  shall  proceed  while  the 
other  shall  suspend  consideration,  unless  the  court  decides  otherwise  for  good 
cause. 

"Anyone  unsuccessfully  seeking  Patent  Office  cancellation  of  claims  shall  be 
required  to  pay  the  patent  owner's  reasonable  cost  of  defending  such  claims, 
including  attorney's  fees.  The  Commissioner  shall  require  an  appropriate  deposit 
or  bond  for  this  purixise  at  the  start  of  the  action." 

If  the  recommendation  is  enacted,  will  you  change  your  method  of  operation 

with  resi^ect  to  patents  you  may  obtain  in  the  future?  Yes  No 

Please  explain. 


3  This  recommendation  describes  a  technique  which  would  be  employed  if  Recommenda- 
tion I  were  enacted  into  law. 
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VI.     (recommendation    XV ) 

Patent  Office  right  to  amend  or  cancel  claims  in  issued  patents 

1  Xo,  this  would  probably  not  greatly  affect  our  method  of  operation  with 
respect  to  patents  we  may  obtain.  Actually,  we  are  not  prepared  to  answer  this 
question  with  the  information  we  now  have  because  it  is  not  apparent  to  what 
degree  the  proiwsiil  would  be  used  if  enacted.  We  suspect  that  this  would  not  be 
greatly  used,  due  to  the  hazards  provided  against  the  one  i)etitioning  to  cancel 
claims  and  that  it  would  probably  wind  up  meaning  nothing. 

If  the  recommendation  is  enacted,  will  you  change  your  method  of  operation 
to  take  advantage  of  the  opportunity  to  present  prior  art  applicable  to  someone 

else's  i.ssued  patent?  Yes  No Please  explain. 

2.  Xo,  it  would  probably  not  change  our  operation  relative  to  someone  else  s 
issued  patents.  It  is  conceivable  that  we  might  appraise  the  Patent  Office  of 
prior  art  but  it  is  obvious  that  the  circumstances  of  each  individual  case  would 
dictate  our  decision  on  the  matter.  In  addition  to  the  obvious  deterrents  set  forth 
in  the  recommendation,  we  would  consider  as  an  additional  deterrent  the  fact 
that  submitting  such  art  would  be  merely  .seeking  review  by  the  same  tribunal 
that  had  already  passed  on  the  claims  and,  therefore,  would  be  unlikely  to 
succeed. 

7.  (Recommendation  XVII)  :  Damages  for  Infringement  Prior  to  Patent 

Issuance 

"For  infringement  of  a  claim  which  appears  in  both  an  application  as  initially 
published  and  in  the  issued  patent,  damages  may  be  obtained  for  an  interim 
l)eriod  prior  to  issuance.  Such  ixriod  shall  be  measured  from  after  the  occurrence 
of  all  of  the  following  events:  (1)  the  initial  publication,  (2)  a  Patent  Office 
holding  that  the  claim  is  allowable,  and  (3)  a  transmittal  to  the  alleged  infringer 
of  actual  notice  reasonably  indicating  how  his  particular  acts  are  considered  to 
infringe  the  claim. 

"The  applicant's  election  to  create  such  interim  liability,  by  his  transmittal  of 
notice,  shall  constitute  the  granting  of  a  reasonable  royalty,  nonexclusive  license, 
(1)  extending  only  until  the  issuance  of  the  patent  for  any  infringement  involving 
a  process,  and  (2)  extending  to  and  beyond  issuance  for  any  infringement  involv- 
ing a  machine,  manufacture  or  composition  of  matter,  which  is  made  prior  to 
the  is.suance  of  the  patent. 

"In  exceptional  cases,  damages  for  interim  infringement  up  to  treble  reasonable 
royalties  may  be  assessed." 

If  the  above  recommendation  is  enacted,  will  you  change  your  method  of 
oijeration  in  your  fields  of  technology?  Yes Xo Please  explain. 

VII.    (recommenuation  xvii) 

Damages  for  infringement  prior  to  patent  issuance 

Yes,  this  could  change  our  method  of  operation  l>ecause  a  mere  notice  of  in- 
fringement initiates  a  controversy  which  could  greatly  damage  the  prospects  of 
an  accu.sed  pnxluct.  The  adverse  effects  of  .such  notice  would  probably  be  less 
if  ujider  the  law  the  giving  of  such  notice  would  give  the  accu.sed  the  right  to 
file  a  declaratory  action.  At  present  I  believe  I  would  oppose  any  proix>sal  for 
damage  for  infringement  of  a  patent  prior  to  its  i-ssuance. 

8.   (Recommendation  XVIII)  :  Extension  of  the  Term  of  a  Patent 

"The  term  of  a  patent  shall  expire  twenty  years  after  its  earliest  effective  U.S. 
filing  date." 

If  the  above  recommendation  is  enacted  will  you  change  your  method  of 
operation  in  your  fields  of  te<'hnolog;\?  Yes  Xo  Please  explain. 

viii.    (recommendation  xviii) 

Extension  of  the  term  of  a  patent 

Xo,  this  would  have  no  foreseeable  effect  on  our  method  of  oi>eration  since  our 
company  has  never  indulged  in  delaying  tactics. 
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9.  (Recommendations  XXXIII,  XXXIV,  and  XXXV)  ' :  To  Take  Steps  Toward 
A  Universal  Patent  System 

XXXIII. "The  United  States  should  take  a  position  in  favor  of  the  proposed 

revision  of  the. Paris  Convention  whereby  a  right  of  priority  may  be  based  on  an 
application  for  an  inventor's  certificate." 

XXXIV.— "Efforts  should  be  made  to  have  the  Paris  Convention  modifietl  to 
remove  any  obstacle  to  measuring  the  term  of  a  patent  from  an  effective  foreign 
filing  date."  .      ,  ^    ^. 

XXXV.— "The  Commission  believes  that  the  ultimate  goal  in  the  protection 
of  inventions  should  be  the  establishment  of  a  universal  patent,  respected 
throughout  the  world,  issued  in  the  light  of,  and  inventive  over,  all  of  the  prior 
art  of  the  world,  and  obtained  quickly  and  inexpensively  on  a  single  application, 
but  only  in  return  for  a  genuine  contribution  to  the  progress  of  the  useful  arts. 

"To  this  end  the  Commission  specifically  recommends  the  pursuit  of:  (1) 
International  harmonization  of  patent  practice,  (2)  the  formation  of  regional 
patent  system  groups,  and  (3)  a  universal  network  of  mechanized  information 
storage  and  retrieval  systems." 

If  you  are  concerned  with  filing  abroad  : 

A.  What  are  your  major  problems  today? 

B.  Will  the  recommended  steps  divested  to  the  goal  of  a  universal  patent 
system  reduce,  increase,  or  not  affect  them?  Please  explain. 

IX.     (RECOMMENDATION    XXXIII) 

To  fake  steps  toivard  a  universal  patent  system 

1.  Although  we  frequently  file  patent  applications  abroad,  we  have  not  classified 
anv  problems  associated  with  such  filing  as  major. 

2.  We  oppose  many  of  the  recommended  steps  because  of  their  effect  on  our 
domestic  patent  problems  rather  than  their  effect  on  problems  associated  with 
filing  abroad  per  se.  Our  experience  has  convinced  us  that  the  patent  system  of 
the  United  States  is  in  general  superior  to  other  countries  in  which  we  file 
patent  applications.  We  think  these  recommendations  tend  to  require  the  United 
States  to  adopt  many  undesirable  facets  of  foreign  patent  systems.  Any  steps 
toward  a  universal  patent  system  which  damage  our  present  system  are  not 
likely  to  be  effective  in  attaining  the  rather  remote  goal  of  a  universal  patent 
system. 

The  report  of  the  President's  Commission  stresses  the  disadvantages  of  long 
pendency  of  patent  applications.  It  states  that  a  primary  goal  of  the  proposals 
is  to  reduce  this  period  of  pendency.  However,  the  report  does  not  go  into  any 
particular  detail  in  comparing  the  number  of  applications  handled  by  the 
examiners  in  various  coimtries  in  a  given  period  of  time  or  to  the  number  of 
examiners  in  comparison  to  the  populations  of  the  various  countries. 

In  our  experience  most  of  the  lengthy  negotiation  between  the  examiners  and 
attorneys  soliciting  patent  applications  ari.ses  over  the  question  of  patentability. 
None  of  the  Commission's  recommendations  is  directed  to  facilitating  the  resolu- 
tion of  patentability  questions. 

In  particular,  Section  103  of  Title  35  presently  requires  an  examiner,  who  is 
without  skill  in  a  given  art,  to  imagine  a  hypothetical  person  having  ordinary 
.skill  in  the  art  and  to  speculate  as  to  what  might  have  been  obvious  to  this 
imaginary  person  at  the  time  the  invention  was  made.  As  laymen,  we  find  it 
very  difficult  to  see  a  parallel  between  the  person  having  ordinary  skill  in  the 
art  and  the  reasonable  and  prudent  i>erson  mentioned  in  other  legal  tests 
although  this  parallel  is  frequently  drawn.  Anyone  under  sufficient  duress  can 
be  reasonable  and  prudent,  but  no  one  without  ordinary  skill  in  the  art  can  reaUy 
put  himself  in  the  shoes  of  a  man  having  ordinary  skill  in  an  art. 

For  the  foregoing  reasons  and  others,  we  susi>ect  that  the  most  productive 
areas  in  which  to  seek  improvement  of  the  patent  system  in  the  United  States 
lie  in  increasing  the  number  of  examiners  and  raising  their  level  of  skill  in  their 
arts  and  in  improving  the  mechanism  by  which  we  determine  patentability. 

We  believe,  generally,  that  enaction  as  a  whole  of  these  recommendations 
would  have  a  substantial  inflationary  effect  on  the  economy  of  the  country  as 
a  result  of  increasing  development  costs. 


*  These  three  recommendations  have  been  grouped  since  their  joint  purpose  is  to  move 
toward  the  ultimate  goal  of  a  universal  patent  system. 
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Examination  of  the  Patent  OflSce  Gazette  confirms  that  most  patents  cover 
inventions  which  cannot  be  exploited  and  kept  secret  at  the  same  time.  This 
supports  the  position  that  the  primary  function  of  any  patent  system  is  to 
provide  an  attractive  climate  for  private  capital  in  this  type  of  development. 
The  success  in  this  regard  of  the  United  States  system  is  a  measure  of  its  merit 
and  makes  it  logical  for  others  to  move  in  our  direction  rather  than  for  us  to 
change  in  tlie  direction  of  less  successful  systems. 

Careful  study  of  complex  social  structures  shows  progress  best  ser\'ed  generally 
by  intense  effort  applied  in  restricted  areas  of  the  .structure.  The  Commission 
has  advanced  no  reason  for  substituting  a  revolutionary  process  of  changing  the 
patent  law  for  a  normal  evolutionary  one  other  than  that  of  moving  toward 
universal  patenting.  We  strongly  favor  the  evolutionary  approach,  with  amend- 
ments of  present  law  only  in  problem  areas  rather  than  replacing  present  law 
with  an  entirely  new  law  based  on  such  radically  different  concepts  as  "first 
to  file"  and  "no  grace  period".  The  Commission  further  assumes  that  the  recom- 
mendations will  alleviate  some  of  the  problems  enumerated.  We  believe  they 
will  aggravate  matters,  particularly  as  regards  to  average  time  of  pendency. 

The  very  success  of  the  patent  system  in  drawing  venture  capital  into  develop- 
ment work  obviously  increases  the  number  of  patentable  inventions  and  as  a 
consequence,  the  number  of  applications  to  be  processetl  by  the  Patent  Ofiice. 
This  immediately  raises  the  question  of  how  the  ratio  of  Patent  Office  i)ersonnel 
numbers  to  gross  national  product  compares  with  that  of  other  nations,  or  even 
more  to  the  point,  how  the  ratio  of  Patent  Ofiice  budget  to  the  rate  of  growth 
of  gross  national  product  compares  to  that  of  other  countries. 

No  considerationo  of  the  effetcs  of  enactment  of  such  proposals  should  overlook 
the  independent  inventor.  I  have  noted  repeatedly  in  this  document  the  greatly 
increased  costs  to  Cameron  under  these  proposals.  This  would  be  far  more 
serious  to  a  smaller  company  and  might  be  prohibitory  to  an  individual 
independent  inventor. 

(The  prepared  statement  of  Mr.  Browning  follows :) 

Statement  Concerning  S.  1042,  S.  2164  and  S.  2597,  90th  Congress  by  Ralph 
R.  Browning,  in  BeiIalf  of  Houston  Patent  Law  Association,  Before  the 
Subcommittee  on  Patents,  Trademarks,  and  Copyrights  of  the  Senate 
Committee  on  the  Judiciaby,  January  31,  1968 

I  am  Ralph  R.  Browning  of  Houston,  Texas,  appearing  in  behalf  of  the  Houston 
Patent  Law  Association,  of  which  I  am  the  immediate  past  president. 

The  Houston  Patent  Law  Association  is  made  ud  of  .some  85  active  patent 
lawyers  practicing  in  corporate  patent  dei«irtnients,  in  Govermnent  organizations 
such  as  XASA,  and  as  associates  and  i>ailners  in  private  patent  and  general  law 
firms.  Those  in  the  patent  and  general  law  firms  represent  all  types  of  patent 
clients  ranging  from  many  individual  inventors,  through  small  coriwration  up 
to  and  including  large  national  corporations.  The  Association  as  such  has 
throughout  its  existence  been  intensely  interested  in  pre.serving  and  improving 
the  United  States  patent  system. 

As  for  myself,  I  have  been  exclusively  engaged  in  i>atent  and  related  work 
since  1927.  This  includes  between  two  and  three  years  as  a  member  of  the  Ex- 
amining Corps  of  the  Patent  Office,  a  similar  period  of  time  in  the  Patent  Depart- 
ment of  a  large  coriK)ration  and  the  remainder  of  the  time  in  private  practice  of 
patent  and  related  law.  For  some  thirty  years  I  have  been  located  in  Houston 
and  since  19i8  have  been  a  partner  in  a  private  patent  law  firm  who.se  clientele 
is  fairly  balanced  between  individual  inventors  and  conx»rations  having  annual 
business  volume  of  up  to  five  million  dollars,  plus  a  few  larger  national 
cori)orations. 

The  Houston  Patent  Law  Association  favors  and  supports  the  Yarborough- 
Tower  bill  S.  2164  as  the  best  way  of  dealing  uith  what  were  designated  by  the 
Pre.sident's  Commission  as  major  problem  areas  vmder  the  present  law.  It 
strongly  opposes  S.  1042  but  favors  and  will  support  S.  2.")97  if  amended  to  1*11- 
corporate  the  conditional  claiming  features  of  S.  21(i4.  It  also  favors  such  further 
amendments  of  S.  2594  as  may  be  necessary  to  incon>orate  fully  the  other  features 
of  S.  2164  insofar  as  they  do  not  already  appear  therein. 
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THE  THEME  OF  PRINCIPLE  UNDERLYING  THE  HOUSTON  PATENT  LAW 
ASSOCIATION  POSITION 

HPLA  agrees  with  the  observations  made  by  the  President's  _ Commission  and 
by  the  President  to  the  effect  that  the  United  States  patent  system  has  served 
long  and  well  and  has  indeed  been  a  factor  of  no  mean  importance  in  the 
achievement  by  the  United  States  of  its  place  of  unquestioned  leadership  in 
technological  development.  That  the  patent  system  should  be  continuously  under 
examination  for  a  determination  of  ways  in  which  it  might  be  improved  in  order 
to  improve  its  service  to  the  nation  in  fostering  technological  'development  is 
considered  unquestionable.  However,  in  the  light  of  the  fact  that  the  system  has 
served  so  outstandingly  its  intended  purix>se  up  to  the  present  time  we  advocate 
the  approach  which  would  build  upon  that  which  has  proven  successful  by  making 
only  those  changes  which  seem  both  essential  and  reasonably  likely  to  successfully 
deal  with  problems  in  the  system  as  they  api>ear  from  time  to  time,  rather  than 
by  the  resort  to  nmjor  surgery  such  as  the  complete  rei>eal  of  the  i>atent  laws 
as  we  have  them  now  and  their  replacement  with  an  entirely  new  set  of  patent 
laws  based  ui>on  quite  different  major  features,  at  least  some  of  which  have  been 
tried  either  in  this  country  or  abroad  and  found  wanting. 

It  is  in  this  spirit  and  for  this  reason  that  the  Houston  Patent  Law  Associa- 
tion proposed  and  now  supports  S.  2164  as  an  amendment  to  the  present  law 
which  has  a  long  history  of  success,  with  a  view  of  curing  a  few  of  what  the 
President's  Commission '  believed  to  be  existing  or  developing  problem  areas. 

HPLA  in  this  context  also  supports  Ddrksen  S.  2597  if  amended  to  incoriwrate 
the  conditional  claiming  and  other  features  of  the  Yarborough- Tower  bill.  Dirk- 
sen  largely  preserves  the  major  features  of  our  patent  system  as  it  has  been 
successful'in  the  past  and  brings  in  certain  innovations  calculated  to  improve  the 
system.  Tlie  proi>osed  amendments  would  serve  to  further  the  improvements 
which  S.  2.397  would  enact  by  incorporating  the  conditional  claiming  of  the 
Yarborough-Tower  bill  along  with  the  other  improvements  already  in  the 
Dirksen  bill. 

By  the  same  token,  HPLA  opposes  most  strongly  S.  10i2  as  a  proposal  which 
woidd  destroy  the  major  values  of  the  present  system  and  institute  instead  a 
system  employing  major  principles  heretofore  used,  if  at  all,  only  in  countries 
which  have  been  unable  to  approach  the  scientific  development  pace  set  by  the 
United  States. 

The  Yarborough-Tower  bill  S.  21ft4  originated  with  our  Association  and  was 
the  culmination  of  more  than  a  year  and  a  half  of  work  by  a  siiecial  committee 
appointed  in  1965  witli  the  duty  of  considering  proposed  patent  law  revision  and 
promoting  constructive  measures.  It  has  met  weekly  since  tliat  time.  S.  2164 
came  after  many  drafts  and  redrafts  and  the  consideration  of  many  ideas.  In- 
cluded was  a  study  of  the  present  law  and  a  report  thereon  by  this  committee 
that  was  submitted  by  HPLA  to  the  President's  Commission.  This  report  largely 
approved  the  present  law.  but  contained  some  recommendations  for  improvement 
including  a  trial  section  in  the  Court  of  Customs  and  Patent  Appeals  and  pro- 
visiion  for  applications  by  assignees  (copy  of  report  of  September  16,  1966  at- 
tached). It  also  studied  the  President's  Commission  Rei>ort  and  issued  a  detailed 
report  on  this  study  in  which  it  strongly  disapproved  the  radical  changes  such 
as  the  first  to  tile,  the  no  grace  period,  and  others  and  in  an  appendix  proposed 
a  conditional  claiming  sy.stem  which  is  part  of  S.  2164  (copy  of  report  dated 
March  28,  1967  attached). 

THE  president's  COMMISSION  REPORT  AND  S.  1042 

The  detailed  report  on  the  HPLA  special  committee  study  of  the  President's 
Commission  Report,  and  recommendations  dated  March  28,  1967  is  attachetl 
hereto  and  having  been  approved  by  the  Association  as  a  whole,  repre.sents  the 
views  of  the  Association.  Since  S.  1042  tracks  the  President's  Commission  Re- 
port in  .such  major  asi>ects  as  the  adoption  of  the  first  to  file  system  and  the 
alx>lishment  of  the  grace  ixriod,  this  report  repre.sents  the  iwsition  of  the  HPLA 
on  S.  1042  and  will  not  be  repeated  here  iu  detail.  It  is  suflScient  to  say  that  it 
concludes  that  such  major  recommendations  of  the  President's  Commission  which 
would  radically  alter  the  patent  .system  from  its  previous  nature  have  been 
found  highly  objectionable  and  that  the  HPLA  for  this  rea.son  strongly  opposes 
S.  1042. 
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S.    2164 — THE  YARBOROUGH-TOWER  BILL 

This  bill  is  ainietl  primarily  at.  what  are  ostensibly  the  grreatest  underlying 
reasons  for  the  proposed  rewriting  of  the  patent  laws  as  set  forth  in  S.  10i2, 
namely,  the  earlier  issuance  of  i>atents,  the  earlier  publication  of  new  technology 
contained  in  patent  applieatioiLS,  reducing  the  load  on  the  Patent  Office  and 
greater  uniformity  of  decisions  on  patentability.  It  differs  in  its  approach  from 
S.  1042  in  that  instead  of  changing  the  underlying  nature  and  philosophy  of 
the  patent  system  by  adoption  of  the  first  to  file  rule  instead  of  the  first  inventor 
rule,  the  abolition  of  the  one  year  so-called  grace  i)erio<l  after  publication  for 
allowing  an  inventor  to  bring  his  invention  to  perfection,  and  other  radical 
changes,  this  bill  approaches  the  problem  by  retaining  and  preserving  the  present 
benefits  to  a  U.S.  patent  applicant  and  patentee  while  changing  only  those  por- 
tions necessary  to  avoid  or  minimize  the  delays. 

This  bill  is  not  a  rewriting  of  the  patent  laws,  but  an  amendment  of  the 
existing  statute. 

In  an  effort  to  save  the  present  law,  since  it  was  believed  basically  sound,  the 
HPLA  special  committee  reviewed  the  stated  objectives  of  the  President's  Com- 
mission and  found  that  they  could  best  be  reached  by  a  few  simple  amendments 
to  the  present  law.  These  are  embodied  in  the  Yarborough-Tower  bill. 

Primarily  this  bill  avoids  all  delays  in  issue  of  patents  by  requiring  : 

(1)  Examination  and  re-examination  of  applications  in  order  of  effective 
filing  date  rather  than  in  order  of  date  of  last  amendment  as  under  old  prac- 
tice or  according  to  request  of  applicants  as  currently  sought. 

(2)  Issue  of  patents  without  delay  for  appeal  or  interference  (appealed 
claims  and  junior  party's  claims  being  conditional) . 

Since  there  is  no  delay  for  any  cause,  patent  terms  run  from  issue  date  as  at 
present,  except  there  is  a  guaranteed  minimum  of  ten  years  for  conditional  claims 
activated  by  winning  appeal  or  interference. 

The  bill  stimulates  prompt  filing  by  giving  the  senior  party  a  patent  with  uncon- 
ditional claims,  subject  to  cancellation  if  he  loses  a  priority  contest.  This  coupled 
with  prompt  issue  of  patents,  assures  early  disclosure  of  technology.  Publication 
prior  to  issue  is  therefore  unnecesisary. 

This  bill  reduces  the  number  of  applications  to  be  examined  by  : 

(1)  Encouraging  dedication  of  applications  with  reduced  pre-publication 
fee,  while  preserving  right  of  interference. 

(2)  Allowing  joinder  of  related  or  similar  inventions  in  one  application 
without  regard  to  whether  inventions  were  made  by  the  same  persons. 

The  'backlog  is  thereby  eliminated  and  applications  issued  propmtly. 

By  reducing  the  backlog,  quality  is  improved,  which  in  turn  reduces  litigation 
cost. 

Filing  by  foreigners  is  facilitated  by  allowing  filing  by  assignees,  in  harmony 
with  foreign  practice,  but  with  requirement  for  an  oath  on  information  and 
belief  and  a  further  requirement  of  proof  of  title. 

The  following  remarks  are  pertinent  to  the  specific  provisions  of  S.  2164  : 

Propo.sed  Section  123  enables  two  or  more  inventors  working  on  a  .single  project 
to  file  but  a  single  patent  application  thereon.  Present  practice  often  requires 
.several  applications,  one  to  cover  the  joint  inventions  and  additional  applications 
for  the  sei>arate  inventions  of  each  inventor.  Under  present  practice,  not  only 
is  the  number  of  applications  often  needlessly  multiplied  but  serious  questions  of 
validity  arise  when  the  separate  and  joint  inventions  are  not  iKitentable  one 
over  the  other  or  when  the  facts  are  obscure  as  to  which  one  or  ones  of  the  several 
inventors  made  a  particular  contribution  to  the  overall  project.  The  new  section 
eliminates  such  problems.  Present  practice  allows  a  plurality  of  similar  inven- 
tions, e.g.  different  species  of  a  common  genus,  and  als<^>  a  plurality  of  related 
inventions,  e.g.  inventions  that  can  be  utilized  together,  to  be  claimed  in  one 
application  if  they  are  all  made  by  the  same  inventive  entity.  The  new  section 
extends  the  practice  so  that  it  becomes  immaterial  whether  or  not  all  of  the 
named  applicants  contributed  jointly  to  each  or  any  of  the  claimed  inventions. 
The  new  .section  would  also  permit  a  question  of  priority  as  to  substantially  the 
same  invention  made  by  several  different  inventors  to  1k^  resolved  amicably  by 
permitting  all  of  tho.se  claiming  inventor.ship  to  joint  in  one  applicaton  if  they 
so  desire.  The  proposed  Section  123  is  considerably  broader  than  Section  116(b) 
of  S.  1042,  which  implies  that  at  least  some  of  the  inventions  claimed  must  be 
joint  inventions  before  a  joint  application  can  be  filed.  Proposed  Section  123  is 
believed  to  be  more  effective  in  achieving  the  desired  objective  of  eliminating  a 
needless  and  legally  precarious  nuiltiplicity  of  applications. 
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Proposed  Section  124  would  permit  an  assignee  of  an  invention  to  file  an  appli- 
cation for  imtent  thereon.  In  this  it  is  similar  to  part  of  Section  111  of  S.  1042, 
but  goes  somewhat  further  in  that  it  permits  the  assignee,  on  information  and 
belief,  to  make  the  oath  of  inventorship  by  the  inventor  whereas  S.  1042  requires 
an  oath  by  the  inventor,  which  could  render  unusable  the  assignee's  supposed 
right  to  file.  Both  acts  would  require  the  assignee  to  show  at  least  prima  facie  legal 
or  equitable  ownership  before  getting  a  patent. 

Proposed  Section  136,  unlike  S.  1042,  would  not  eliminate  or  restrict  continua- 
tion applications  which  are  frequently  necessary  in  order  to  assure  that  an 
applicant  can  meet  all  the  requirements  of  the  Patent  Office  and  secure  the  fullest 
protection  to  which  he  is  entitled,  but  which  have  sometimes  been  used  to  delay 
issuance.  It  provides  instead  that  such  continuation  applications  shall  be  acted 
upon  in  the  order  of  their  earliest  effective  filing  dates,  w^hich  would  mean  that 
under  the  present  procedures  and  status  of  the  Patent  Office  w^ork  they  would 
receive  action  in  a  matter  of  weeks  after  filing,  thus  avoiding  any  substantial 
delay. 

Proposed  Sections  155,  156  and  157  would  eliminate  delays  in  publication  and 
issuance  of  patents  pending  appeals  and  interferences.  It  would  not  do  this,  as 
would  S.  1042,  by  arbitrarily  publishing  applications,  possibly  even  before 
action  by  the  Patent  Office  and  regardless  of  whether  or  not  a  patent  is  ever 
granted  nor  by  making  appeals  almost  impossible  to  win  by  making  a  Patent 
Office  decision  against  i>atentability  irreversible  imless  without  substantial 
basis  or  not  in  accordance  with  law,  nor  by  abolishing  the  right  of  a  later  to  file 
first  inventor  to  prove  the  same  in  an  interference.  Instead  it  would  sdmply  have 
the  patent  issue  without  waiting  for  the  outcome  of  an  api^eal  or  an  interference, 
the  claims  appealed  or  subject  to  priority  contest  being  included  but  ineffective 
as  to  all  except  the  first  to  file,  until  won  on  appeal  or  in  a  priority  contest,  would 
be  effective  from  then  until  the  patent  would  normally  expire  or  for  ten  years, 
whichever  is  longer. 

Propose!  Section  158  would  eliminate  the  load  on  the  Patent  Office  of  examining 
thousands  of  applications  on  which  the  applicants  do  not  desire  patents  but 
merely  wish  to  have  a  defense  against  later  applicants  getting  patents.  It  would 
not  do  this  by  deferred  examination  as  would  S.  1042.  which  would  merely  pro- 
long pendency  of  applications  by  a  i^eriod  up  to  five  years  during  which  the 
public  would'  be  held  in  fear  by  uncertainty  whether  or  what  scope  patent 
might  eventually  issue  thereon.  Instead,  for  a  fee  equal  to  the  issue  fee  only,  it 
would  immediately  issue  a  nonexamined  patent  dedicated  to  the  public,  which 
would  give  the  patentee  only  the  right  to  contest  in  interference  the  right  of  a 
later  inventor  to  receive  a  patent  thereon. 

S.    2597 — THE   DIBKSEN    BILL 

This  bill  ineorxwrates  as  many  of  the  recommendations  of  the  President's 
Commission  as  the  American  Bar  Association  felt  were  either  desirable,  unobjec- 
tionable, or  tolerable,  recognizing  the  administration's  particular  interest  in 
executive  and  administrative  matters  connected  with  the  patent  system. 

In  addition,  the  Dirksen  bill  solves  the  problem  of  conflict  of  law  arising  from 
the  dual  routes  of  appeal  from  the  Patent  Office  currently  i>ermitted.  It  does 
this  not  by  placing  the  U.S.  Court  of  Appeals  of  the  District  of  Columbia  over  the 
Court  of  Customs  and  Patent  Appeals  but  instead  by  rerouting  trials  de  novo 
from  the  D.C.  District  Court  to  a  trial  section  of  the  CCPA.  This  accords  with 
HPLA's  view  expressed  in  its  aforementioned  1966  report.  This  eliminates  the 
added  appellate  step  proposed  by  the  Presilent's  Commission,  thereby  reducing 
the  cost  of  patent  prosecution. 

The  Dirk.sen  bill  incorporates  to  a  greater  or  le.s!ser  degree  five  of  seven  prin- 
ciples inconiorated  in  the  Yarborough-Tower  bill,  as  follows : 

( 1 )  Filing  by  assignee  ( Sec.  Ill ) . 

(2)  Joinder  of  sole  inventions  in  one  application    (Sec.  116(b)). 

(3)  Orderly  examination  in  accordance  with  filing  date  (Sec.  131). 

(4)  Permissive  publication    (e.g.  for  dedication  of  defensive  or  Govern- 
ment owned  applications  ( Sec.  123)  ) . 

(5)  Preference   to  first   to   file    (interim   liability   of  published  allowed 
claims)   without  total  abolition  of  rights  of  first  inventor  (Sec.  271(f)). 

The  HPLA  is  drafting  an  amendment,  to  the  ABA  bill,  which  it  feels  would 
clarify,  expand,  and  improve  the  language  of  the  ABA  bill  on  the  above  five 
points.  As  soon  as  possible  this  amendment  will  be  submitted. 
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The  ABA  bill  does  not  incorporate  the  Yarborough-Tower  conditional  claiming 
system.  Therefore  the  ABA  bill  does  not  effect  prompt  issue  of  patentsi  without 
delay  for  appeal  or  interference.  HPLA  prefer.s  that  the  conditional  claiming  sys- 
tem be  incorporated  into  the  ABA  bill  and  has  submitted  to  Senators  Yarborough 
and  Tower  a  draft  of  an  ajmendment  for  that  punx>se,  which  may  be  called,  the 
"Conditional  Claiming"  amendment,  with  the  request  that  they  submit  it  as 
an  amendment,  to  the  Dirksen  bill.  This  amendment  is  attached  along  with  the 
forwarding  letter  of  January  22,  1968,  to  Senators  Tower  and  Yarborough. 

In  the  context  of  the  i>atent  term  running  from  filing  diate  as  provided  by  the 
Dirksen  bill,  it  is  more  equitable  t-o  applicants  to  issue  tiheir  patents  without 
delay  for  interference  or  appeal.  In  addition,  it  is  deisiralble  that  technology 
disiclosed  by  the  applications  of  appellants  and  junior  applicants  be  published 
without  delay,  and  the  public  not  be  kept  in  the  dark  about  claims  on  appeal 
or  the  junior  party's  allo^ved  claims  to  non-interfering  subject  matter.  HPLA's 
"Conditional  Claiming"  amendment  achieves  the  desired  result. 

The  ABA  bill  substitutes  oppositions  and  cancellations  for  current  interfer- 
ences. This  eliminates  the  need  for  going  through  a  long  motion  i^eriotl  to  set 
up  the  "counts"  defining  the  common  inventive  subject  matter  of  the  two  parties. 
Instead,  each  party  establisihes  the  date  of  invention  of  his  own  claims  and  the 
other  party  establishes  his  own  work  as  part  of  the  prior  art  relative  to  which 
patentability  of  the  first  party's  claims  is  determined. 

The  HPLA  conditional  claiming  system  is  well  adapted  to  the  above  procedure 
for  determining  priority,  better  than  the  ABA  system  wherein  junior  party's  and 
appellant's  claims  are  not  allo\ved  or  i>u:blished. 

If  the  "Conditional  Claiming"  a^iendment  seems  long,  it  may  be  helpful  to 
summarize  the  nature  of  its  provisions. 

(1)  It  issues  the  patents  without  delay  for  api>eal  or  interference. 

( 2 )  It  provides  rules  for  determining  priority.  4 

(3)  It  specifies  interim  rights  and  rules  as  to  conditional  claims. 

(4)  It  specifies  w^hien  conditional  claims  are  to  he  cancelled. 

(5)  It  specifies  what  hapi>ens  when  conditional  claims  become  uncondi- 
tional through  winning  appeal  or  interference. 

MYTHS    RELATIVE   TO   THE   REFORM    ACT   (S.    1042) 

1.  First  to  file  gets  patent 

The  truth  is  that  the  second  to  file  is  denied  a  patent  even  if  he  is  first  in- 
ventor. But  first  to  file  does  not  get  a  patent  if  first  inventor  can  prove  prior 
knowledge. 

2.  Aholtion  of  grace  period,  harmonizes  with  foreign  patent  law 

The  truth  is  that  twO'  other  world  poAvers  have  a  grace  period  after  public 
use  by  the  inventor,  namely,  Germany  and  Britain.  Canada  and  the  Philippines 
also  have  a  grace  period  after  public  use  by  anyone. 

Many  countries  disregard  publications  not  reaching  their  countrj'. 

In  addition,  many  countries,  esi>ecially  in  South  America,  provide  for  re- 
validation patents  despite  piublication  of  invention,  so  long  as  the  invention 
has  not  gone  into  ust^  in  their  country. 

3.  The  Reform  Act  abolishes  interferences 

The  truth  is  that  the  reform  act  merely  requires  inventors  (at  great  expense) 
to  file  their  evidence  of  conception  in  the  Patent  Office  in  the  form  of  pre- 
liminary applications.  It  will  still  be  necessary  to  compare  complete  applications 
with  preliminary  ones  bo  establisih  priority  dates,  and  ai>i3ilicants  can  still  jockey 
for  iK>.sition  relative  to  claims  tliat  read  on  their  preliminary  applications  and 
not  on  their  opiK>nents.  In  addition,  junior  applicants  will  opiK>se  senior  appli- 
cants' applications  on  the  ground  <yf  prior  knowledge. 

.).  The  Reform  Act  reduces  cost  of  patent  prosecution 

Actually,  the  cost  of  recording  conception  dixta  by  filing  a  preliminary  appli- 
cation on  every  idea  that  might  jmn  out  would  be  staggering.  Tliisi  burden  is 
imi>osed  on  all  applicants,  not  just  the  1  percent.  Who  l>ecome  involve<l  in  priority 
contests.  Even  as  to  the  one  percent,  the  cost  of  multiple  preliminary  applications 
will  balance  out  any  saving  in  taking  testimony  as  presently  i-ecpiired. 

5.  Disclosure  is  accelerated   by  publication   of  unexamined  applications 

Prior  to  examination  an  applicant  is  in  a  poor  position  to  judge  the  likelihood 
of  his  being  granted  a  i>atent.  At  least  some  inventions  will  therefore  be  prac- 
ticed as  trade  secrets  if  patent  applications  are  published  prior  to  examination. 
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6.  The  Reform  Act  reduces  cost  of  litigatian 

Actuailly,  the  introduction  of  civil  conmiissioners  will  add  one  more  step  to 
the  already  intricate  trial  procedure.  Just  when  the  commissioner  is  getting 
familiar  with  a  case  he  passes  out  of  the  picture  and  the  parties  must  go  over 
the  sajne  ground  once  again  with  the  trial  judge.  This  should  increase  con- 
siderably the  cost  of  trials. 

CONCLUSION 

The  desirable  legislation  is  the  ABA  bill  as  modified  to  fully  incorporate  the 
provisions  of  the  Yarborough-Tower  bill. 

The  Peesidential  Commission  and  the  Return  to  the  Patent  Act  of  1793 

(By  Paul  H.  Blaustein,  of  the  New  York  Bar) 

(Note. — Mr.  Blaustein  examines  the  history  of  the  United  States  patent  laws 
and  states  that  the  recommendations  of  the  President's  Commission  on  the  Patent 
System  for  a  first-to-file  system  are  actually  regressions  to  the  severe  laws  that 
existed  under  the  Patent  Act  of  1793.  He  says  that  there  is  no  reason  so  to  change 
our  present  patent  laws.) 

The  distinguished  members  of  the  President's  Commission  on  the  Patent  Sys- 
tem and  their  chairman,  Simon  H.  Rifkind,  have  devised  an  entirely  different 
patent  system  intended  to  be  simpler  and  better  able  to  promote  the  progress  of 
the  useful  arts.^  The  simplicity  desired  is  not  without  substantial  new  burdens 
and  penalties  imposed  on  United  States  inventors. 

The  commission  made  its  recommendations  in  an  attempt  to  conform  our  patent 
laws  to  the  conditions  impo.sed  by  an  "exploding  technology"  and  to  make  the  pat- 
ent system  applicable  to  "modem  day  requirements".  Yet,  it  is  curious  to  observe 
that  the  changes  recommended  are  actually  regressions  to  the  United  States 
patent  law  that  existed  from  1793  to  1839  under  the  Patent  Act  of  1793,  a  law 
regarded  as  being  especially  severe. 

The  structure  of  the  recommended  system  depends  upon  the  foundation  provi- 
sion, Recommendation  I,  which  requires  an  inventor  to  file  a  patent  application 
before  there  is  any  public  disclosure  or  use  of  his  invention.  In  the  present  .sys- 
tem, the  date  of  the  invention  for  priority  and  validity  purposes  is  the  date  the 
invention  was  made ;  a  grace  period  of  one  year,  akin  to  a  statute  of  limitations, 
also  is  allowed  after  the  first  publication  or  public  use  for  filing  a  patent  applica- 
tion. The  commission  recommends  a  "first-to-file"  system,  under  which  the  win- 
ner in  the  race  to  the  Patent  OflSce  is  deemed  the  first  inventor  as  a  matter  of 
law. 

THE    BASIC    DIFFEEENCES 

Recommendation  I  reads  as  follows : 

"Prior  art  shall  comprise  any  information  known  to  the  public  or  made  avail-' 
able  to  the  public  *  *  *  by  use  or  placing  on  sale,  anywhere  in  the  world,  prior 
to  the  effective  filing  date  of  the  application." 

The  present  statute,  35  U.S.C.  §  102(b)   (1952),  reads: 

"A  person  shall  be  entitled  to  a  patent  unless^ — 

"*  *  *  ,(b)  the  invention  was  *  *  *  in  public  use  or  on  sale  in  this  country, 
more  than  one  year  prior  to  the  date  of  the  application  for  patent  in  the  United 
States,  or  *  *  *" 

Two  points  of  difference  are  clear:  (1)  Public  uses  outside  the  United  States 
are  included  as  prior  art ;  and  (2)  the  grace  period  of  one  year  is  eliminated. 

A  third  important  difference  is  implied:  The  present  experimental  use  excep- 
tion to  public  use  is  eliminated. 

In  a  closely  related  recommendation,  the  commission  further  contemplates  a 
new  preliminary  application  to  be  followed  within  twelve  months  by  the  complete 
application." 


1  Report  of  the  President's  Commission  on  the  Patent  System  (1966)  (hereafter 
referred  to  as  Report). 

~  "11.  A  preliminary  application  may  be  used  to  secure  a  filing  date  for  all  features 
of  an  invention  disclosed  therein,  if  the  disclosure  subsequently  appears  in  a  complete  appli- 
cation. Requirements  as  to  form  shall  be  minimal  and  claims  neetl   not   be  included. 

"One  or  more  preliminary  applications  may  be  consolidated  into  one  complete  application 
filed  within  twelve  months  of  the   earlier  preliminary  or  foreign  application   relied   on." 
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THE    BEASONING    OF    THE    COMMISSION 

The  advantages  the  commission  believes  will  be  derived  from  the  proposed 
first-to-file  system  are,  generally  speaking,  greater  international  uniformity  of 
patent  systems  and  expedited  examination  procedure  in  the  United  States. 

The  specific  advantages  are  the  following : 

/.  International  Applicability — 

(A)  Greater  international  uniformity  would  be  achieved,  since  the  present 
grace  period  has  no  counterpart  in  most  foreign  systems. 

(B)  The  anomaly  of  excluding  from  prior  art,  public  knowledge,  use  or  sale 
in  a  border  town  of  Mexico  or  Canada,  and  including  the  same  kind  of  dis- 
closure in  Alaska  or  Hawaii,  would  be  eliminated. 

(C)  The  granting  of  valid  United  States  patents  on  inventions  which  would 
be  impatentable  abroad  because  of  long  use  or  sale  there  would  be  prevented. 

(D)  Another  step  toward  conformity  with  European  patent  laws  and  ac- 
ceptance of  a  common  definition  of  universal  prior  art  would  be  taken. 

2.  Expedited  United  States  Examination — 

(A)  Interference  procedure  in  the  United  States  Patent  OflSce  would  be 
eliminated. 

(B)  The  examination  procedure  would  be  accelerated  by  eliminating  the 
consideration  of  aflidavits  at  present  submitted  to  establish  an  earlier  date  of 
invention  and  thus  overcome  prima  facie  prior  art. 

(C)  The  applicant  no  longer  would  need  to  maintain  extensive  records 
now  required  to  corroborate  such  aflBdavits  or,  thereafter,  to  prove  his  actual 
date  of  invention. 

In  the  face  of  these  advantages,  a  brief  review  of  the  history  of  the  patent 
laws  during  the  period  from  1793  to  1839  and  the  reasons  for  the  rejection  of 
the  1793  statute  will  be  helpful. 

CONGRESSIONAL  REJECTION  OF  THE  ACT  OF  1793 

Section  1  of  the  original  Patent  Act  of  1790  provided : 

"§  1.  .  .  .  That  upon  the  petition  of  any  person  or  persons  .  .  .  that  he,  she, 
or  they  hath  or  have  invented  or  discovered  any  useful  art,  manufacture, 
engine,  machine,  or  device,  or  any  improvement  therein  not  before  known  or 
used,  and  praying  that  a  patent  may  be  granted  therefor,  it  shall  .  .  ." 

The  first  statute  was  ambiguous  as  to  whether  the  invalidating  use  was 
before  the  date  the  invention  was  made  or  before  the  date  that  the  patent 
application  was  filed.  In  1793,  Congress  eliminated  the  ambiguity  by  making 
the  invalidating  use  before  the  application  date.^ 

Recommendation  I  of  the  commission  may  be  compared  with  the  Patent 
Act  of  1793,  which  provided  : 

"§  1.  .  .  .  That  when  any  person  or  persons,  .  .  .  have  invented  any  new 
and  useful  art,  .  .  .  not  known  or  used  before  the  application,  and  shall  pre- 
sent a  i)etition  to  the  Secretary  of  State.  .  .  ." 

This  act  worked  against  the  interest  of  the  public  and  the  inventor,  as 
stated  in  Robinson's  treatise  on  the  Law  of  Patents  ( page  486)  : 

"In  its  earlier  stages  the  law  both  in  England  and  in  this  country  was  in 
this  respect  especially  severe.  The  statute  of  James  I.  allowed  the  grant  of 
letters-patent  only  for  inventions  which  others,  at  the  date  of  such  letters-patent, 
did  not  use ;  and  under  this  provision  the  courts  held  that  a  single  instance  of 
such  use  by  any  per.son  other  than  the  inventor  in  a  public  manner,  was  sufficient 
to  debar  him  from  a  patent.  In  the  United  States,  the  act  of  1793  required  that 
the  invention  should  not  have  been  used  before  the  application,  and  this  our 
courts  construed  as  prohibiting  a  public  use  by  the  consent  of  the  inventor,  and 
decided  that  his  acquiescence  in  the  enjoyment  of  his  invention  by  the  public, 
whatever  might  be  its  duration  or  extent,  was  equivalent  to  an  abandonment. 


3  "It  is  not  wholly  insignificant  in  this  point  of  view,  that  the  first  patent  act  passed 
by  congress  on  this  subject,  (act  of  1790,  ch.  ."'.4,  di.  7.)  which  the  present  act  repeals, 
uses  the  words  'not  known  or  used  before,'  without  adding  the  words  'the  application'  ; 
and  in  connexion  with  the  structure  of  the  sentence  in  which  they  stand,  might  have  been 
referred  either  to  the  time  of  tlie  invention,  or  of  the  application.  The  addition  of  the 
latter  words  in  the  patent  act  of  179.3,  must,  therefore,  have  l)een  introduced,  ex  industria, 
and  with  the  cautious  intention  to  clear  away  a  doubt,  and  fix  the  original  and  deliberate 
meaning  of  the  legislature."  Pennock  v.  Dialogue,  2   Pet.  1,  21-22    (1829). 
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So  strict  a  rule  was  necessarily  disadvantageous  to  inventors  and  indirectly 
prejudicial  to  the  public." 

After  the  Patent  Act  of  1798,  successive  patent  acts  looked  upon  the  inventor 
with  greater  favor.  The  Patent  Act  of  1836  excluded  unauthorized  use  from 
invalidating  the  patent : 

"§  6.  .  .  .  That  any  person  or  persons,  having  discovered  or  invented  any 
new  and  useful  art,  .  .  .  and  not,  at  the  time  of  his  application  for  a  patent,  in 
public  u^e  or  on  sale,  with  his  consent  or  alloioance " 

The   Patent   Act   of   1839,   which   was   similar   to   the   present   patent   law, 

provided :  .        ,  ^ 

"§7.  ...  no  patent  shall  be  held  to  be  invalid,  by  reason  of  such  purchase, 
sale,  or  use  prior  to  the  application  for  a  patent  as  aforesaid,  except  on 
proof  .  .  .  that  such  purcMse,  sale  or  prior  use  has  been  for  more  than  tivo  years 
prior  to  such  application  for  a  patent."  * 

The  Acts  of  both  1836  and  of  1839  were  intended  to  assist  inventors : 
"The  act  of  1836  was  evidently  intended  for  the  benefit  of  the  inventors,  and 
was  the  offspring  of  a  public  sentiment  in  their  favor  which  increased  rather 
than  diminished  during  the  ensuing  forty  years.  In  less  than  three  years 
afterward  the  act  of  1839  was  passed,  every  other  provision  of  which  was 
marked  by  the  same  liberal  spirit  toward  inventors,  and  was  manifestly  de- 
signed for'the  furtherance  of  their  interests."  ^ 

A  return  to  the  first-to-fiie  system  will  be  an  abandonment  of  the  liberal 
spirit  developed  in  the  Act  of  1839  and  will  be  accompanied  by  burdens, 
injustices  and  impracticalities. 

WORLD-WIDE  PUBLIC  USE  AND  PEIOE  AET 

The  geographic  expansion  of  public  use  will  greatly  expand  the  field  of 
prior  art.  Any  public  use,  whether  in  Mexico,  to  take  the  example  used  by 
the  commission,  or  in  China  or  South  Africa  would  be  available  to  invalidate 
a  patent.  ,      ^ 

Patents  of  certain  foreign  countries  hardly  enrich  our  technology,  yet  are  part 
of  the  prior  art.  For  example,  the  tubeless  tire  patent  was  held  invalid  because  of 
a  prior  South  African  patent  (Goodrich  v.  miited  States  Rubber  Company,  244 
F.  2d  468  (4th  Cir.  1957)).  Foreign  public  uses  are  virtually  unknown  in  the 
United  States  and  will  not  enrich  United  States  technology  at  all.  Is  it  fair  to  the 
American  inventor  to  charge  him  with  knowledge  of  these  uses,  which  are  utterly 
beyond  his  means  to  learn? 

Judge  Rifkiud  noted  some  time  ago  the  difficulties  facing  the  United  States 
inventor  in  fighting  the  wide  scope  of  world-wide  prior  art,  which  he  termed  a 
"paper-and-paste  doll" : 

"Unlike  another  fictional  character  of  the  law,  the  Reasonably  Prudent  Man, 
this  character,  whom  I  call  Mr.  Prior  Art,  is  not  the  product  of  intuition  and 
changing  modes  and  judgment.  He  is  a  pai>er  and  paste  man,  carefully  put  to- 
gether by  industrious  lawyers  making  vigilant  searches  into  dusty  archives  of 
the  Patent  Office,  the  libraries  and  the  workshops.  No  matter  how  brilliant  be 
the  flesh  and  blood  inventor  who  comes  into  court  with  his  patent,  he  may  be 
utterly  undone  by  this  paper  and  paste  doll.  Someone,  somewhere,  some  time 
may  have  had  the  insight  and  diligence  to  put  on  paper  the  words  which  fore- 
shadowed the  pro<luct  of  the  inventive  genius.  And  who  can  fail  to  sense  frus- 
tration when  the  trophy  is  thus  snatched  from  the  inventor's  hands?"* 

Further,  the  expansion  will  increase  the  cost  and  uncertainty  of  litigation  to 
the  extent  that  world-wide  investigations  for  public  uses  will  be  made,  investiga- 
tions which  could  only  be  afforded  by  those  of  substantial  financial  means. 

It  will  only  add  to  the  difficulty  of  the  United  States  Patent  Office  both  in  un- 
covering world-wide  public  uses  and  in  adjudicating  the  wortiiiness  of  the  proof 
of  a  foreign  public  use  in  an  opiK>sition  procedure.  The  same  difficulty  will  be 
presented  to  the  courts  in  litigation. 


*  Robinson.  Law  of  Patents  504  (1890).  "The  evident  purpose  of  the  section  was  to 
fix  a  period  of  limitation  which  should  be  certain,  and  require  only  a  calculation  of  time, 
and  should  not  depend  upon  the  uncertain  question  of  whether  the  applicant  had  consented 
to  or  allowed  the  sale  or  use." 

^  Robinson.  Law  of  Patents  500  (1890). 

«  Rifkind,  Romance  Discoverable  in  Patent   Cases,  16  F.R.D.   253,   257    (1954). 
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THE  GRACE  PERIOD  AND  EXPERIMENTAL  USE 


An  experimental  use  probably  would  be  considered  a  public  use,  part  of  the 
prior  art,  unless  it  is  under  absolute  secrecy.  This  follows  from  the  commission's 
carefully  worded  definition  of  prior  art,  which  overrules  the  landmark  case, 
Elizabeth  v.  Pavement  Company,  97  U.S.  126  (1877).  Here,  the  Supreme  Court 
stated  that  experimental  uses  were  not  public  uses  and  that  prior  art  does  not 
include  information  made  available  to  the  public  by  such  use : 

"In  this  connection,  it  is  proper  to  make  another  remark.  It  is  not  a  public 
knowledge  of  his  invention  that  precludes  the  inventor  from  obtaining  a  patent 
for  it,  but  a  public  use  or  sale  of  it.  In  England,  formerly,  as  well  as  under  our 
Patent  Act  of  1793,  if  an  inventor  did  not  keep  his  invention  secret,  if  a  knowledge 
of  it  became  public  before  his  application  for  a  patent,  he  could  not  obtain  one. 
To  be  patentable,  an  invention  must  not  have  been  known  or  used  before  the  ap- 
plication ;  but  this  has  not  been  the  law  of  this  coimtry  since  the  passage  of  the 
act  of  1836,  and  it  has  been  very  much  qualified  in  England.  Lewis  v.  Marling. 
10  B.  &  C.  227  Therefore,  if  it  were  true  that  during  the  whole  period  in  which 
the  pavement  was  used,  the  public  knew  how  it  was  constructed,  it  would  make 
no  difference  in  the  result." 

It  is  seen,  therefore,  that  the  basic  rule  of  Elisabeth,  that  knowledge  obtained 
by  the  public  during  an  experimental  use  is  not  prior  art,  is  to  be  essentially 
changed,  since  prior  art  will  comprise  information  made  available  to  the  public 
by  use. 

Not  every  idea  is  worthy  of  a  patent  application.  The  experimental  period 
and  the  grace  period  are  designed  to  allow  the  inventor  the  right  to  discard  the 
unworthy.  The  late  Judge  Learned  Hand  recognized  this.  In  Aerovox  Corpora- 
tion V.  Polymet  Manufacturing  Corporation,  67  F.  2d  260,  862  (2d  Cir.  1933).  he 
said : 

".  .  .  At  any  rate  we  shall  assume  that  an  inventor  may  wait  longer,  may  wait 
until  he  learns  whether  his  invention  is  of  enough  value  to  justify  an  application 
for  a  patent.  On  this  view  he  may  test  it,  not  only  to  put  it  into  definitive  form, 
but  to  see  whether  his  ideas  are  worth  exploiting." 

Past  judicial  experience  has  recognized  the  wisdom  of  a  liberal  interpretation 
of  experimental  use ;  for  example,  consider  the  experimentation  required  on 
the  reaper   (Graham  v.  McCormick,  11  Fed.  859,  862-863  (N.D.  lU;  1880)  : 

".  .  .  It  could  only  be  tested  by  pratical  use  in  the  field,  and  it  was  essential 
that  it  should  be  so  tested  by  farmers  on  their  farms.  The  inventor  was  then 
struggling,  as  inventors  often  do,  to  establish  the  success  of  his  invention.  It 
was  necessary  that  thorough  experimental  tests  should  be  made,  and  that  he 
should  have  the  assistance  of  others  in  making  them ;  and  it  is  manifest,  we 
think,  that  the  machines  of  1863  were  not  yet  so  perfected  as  to  be  practical 
machines,  capable  of  successful  work." 

The  commission  recognizes  that  further  development  of  an  idea  is  required 
before  a  meaningful  invention  can  be  completed  and  contemplates  a  provisional 
disclosure  system  giving  the  inventor  the  right  to  file  a  complete  disclosure 
within  twelve  months. 

Under  the  first-to-file  system,  a  provisional  application  covering  the  reaper 
could  not  be  complete  since  the  invention  was  not  complete ;  the  needed  assistance 
to  perfect  the  reaper  would  not  be  sought  because  of  fear  of  public  use  and  pos- 
sible stealth  by  other.?. 

Here  again,  an  analogy  may  be  drawn  to  the  Act  of  1836  which  allowed  the 
filing  of  a  caveat  *  to  preserve  an  inventor's  rights.  Tlie  requirements  as  to  form 
were  obviously  minimal.  However,  the  caveat  procedure  was  found  to  lack  utility 
and  was  subsequently  eliminated  from  United  States  patent  law. 

The  puri>ose  of  the  experiemental  use  provision  and  the  grace  period  is  to 
allow  the  inventor  .sufficient  time  to  experiment  and  perfect  his  invention  and, 
as  a  corollary,  his  application.  It  discourages  paper  inventions,  sketchy  dis- 
closures and  incomplete  patent  applications.  It  encourages  experimentation,  field 
testing  under  service  conditions  and  efforts  to  i)erfect  an  invention. 


'  In  this  leading  Englisli  case.  Lord  Tenterden.  C.J..  said  to  the  jury,  "To  show  that 
the  machine  was  not  new,  evidence  is  given  that  a  model  has  been  seen  by  three  or  four 
persons  and  that  the  making  of  a  similar  machine  was  begun,  but  it  appears  to  me  that 
the  defendant  has  failed  to  prove  that  such  a  machine  was  generally  known  or  generally 
used  in  England  before  the  taking  out  of  the  patent  by  the  plaintiff's."  The  Court  of 
Kings  Bench  equated  "generally  known"  with  "publicly  known". 

*  Act  of  1836,  §  12,  related  to  the  filing  of  "a  caveat,  setting  forth  the  design  and  purpose 
thereof,  and  its  principal  and  distinguishing  characteristics.  .  ."  Cf.  Report,  Recommenda- 
tion II  :  ".   .   .  Requirements  as  to  form  shall  be  minimal  and  claims  need  not  be  included." 
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Conversely,  the  first-to-file  system  encourages  hasty  filing  with  incomplete 
disclosures  on  incomplete  inventions;  it  fosters  secrecy  and  fear  of  enlisting 
the  help  of  others.  It  provides  a  harsh  statute  of  limitations  after  first  public 
use,  namely,  zero  days.  It  burdens  those  who  lack  means  and  inerea.ses  the 
burden  on  the  nation's  corporations.  It  further  requires  a  diversion  of  funds  for 
filing  patent  applications  to  protect  paper  disclosures,  the  only  way  left  to  secure 
protection  for  the  untested  invention. 

One  of  the  main  reasons  cited  is  the  desire  to  reconcile  the  United  States 
patent  system  to  foreign  patent  systems.  This  reason  is'  itself  novel,  since  in 
the  pa.st  we  tried  to  devise  a  system  which  was  better  than  other  systems, 
particularly  when  the  Acts  of  1836  and  1839  were  passed.  In  fact,  we  .succeeded, 
and  many  major  countries,  e.g.,  West  Germany  and  Japan,  emulated  us  and 
allowed  a  public  use  during  a  short  statutory  period  before  an  application  is 
filed.  Great  Britain,  Germany,  Belgium,  Japan  and  others  have  laws  similar 
to  present  United  States  law  and  do  not  consider  world-wide  public  uses  as  part 
of  the  prior  art.  International  uniformity  and  co-operation  do  not  require  the 
proposed  system. 

International  conformity  and  co-operation  among  national  patent  oflBees  are 
desirable  goals  and  in  fact  exist  to  a  considerable  extent  now.  The  present 
system  does  not  offer  any  substantial  impediment  to  the  achievement  of  the.se 
goals. 

It  is  certainly  desirable  to  expedite  and  simplify  United  States  examination 
procedures.  No  patent  lawyer  holds  any  brief  for  the  current  interference  prac- 
tice, and  it  could  be  substantially  modified  under  the  present  statutory' 
framework.  All  of  this  cau  be  done  without  adopting  the  first-to-file  system. 

The  history  of  the  United  States  patent  system  is  tlie  adoption  and  rejection 
of  a  first-to-file  system,  followed  by  Congressional  scrutiny  and  change  of  the 
public  use  provision  in  response  to  inju-stices  and  a  balancing  of  the  inventor's 
and  the  public's  interest.  No  compelling  reason  now  exists  to  give  up  the  benefit 
of  the  present  law,  written  in  the  light  of  more  than  170  years  of  legislative 
and  judicial  experience,  to  regress  to  the  first-to-file  system. 


Houston  Patent  Law  Association, 

Houston,  Tex.,  September  16, 1966. 
Dr.  Harry  Huntt  Ransom, 

Chairman,  President's  Commission  on  the  Patent  System,  U.S.  Department  of 
Commerce  Building,  Washington,  D.C. 

Dear  Dr.  Ransom  :  Enclosed  are  five  copies  of  a  report  prepared  by  a  Special 
Committee  appointed  by  me  as  President  of  the  Houston  Patent  Law  Association. 
The  Committee's  i*eport  was  approved  by  the  Houston  Patent  Law  Association 
Board  of  Governors. 

After  extensive  study,  the  Special  Committee  concluded  the  rights  and  duties 
of  applicants  for  patents,  patentees,  and  the  Government  are  adequately  defined 
in  the  present  patent  laws ;  and  no  major  substantive  changes  are  necessary. 
The  reasons  are  briefly  set  out  in  the  report  under  the  heading  "Maintenance 
of  the  Present  Sy.stem". 

The  Committee  does  feel,  however,  the  procedure  for  appeals  from  the  Patent 
Office  could  be  improved.  The  Committee  favors  the  ABA  Proposal  for  Unifi- 
cation of  Patent  Office  Api>eals.  The  reasons  are  set  out  in  the  report  under 
the  heading  "Comments  Favoring  the  ABA  Proiwsal  for  Unification  of  Patent 
Office  Appeals". 

The  Committee  has  two  suggestions  (requiring  changes  in  the  Patent  OflBce 
Rules  of  Practice)  which  would  improve  the  present  i)atent  system.  The 
reasons  are  set  out  in  the  report  under  the  heading  "Two  Suggestions  For 
Improvement  of  Present  Patent  System". 

"The  Committee  is  strongly  opiwsed  to  any  changes  in  the  i;)atent  system  which 
would  result  in  opiwsition  proceedings,  cancellation  proceedings,  or  deferred/op- 
tional examinations.  The  reasons  for  oppo.sing  such  changes  are  set  out  in  the 
report  imder  the  headings  "Opposition  I'roceedings  to  Patent  Issuance".  "Can- 
cellation Proceedings  to  Cancel  Patent",  and  "Deferred/Optional  Examination". 

If  the  President's  Commission  would  like  any  further  statements  from  our 
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Special  Committee  or  the  Board  of  Governors,  please  do  not  hesitate  to  contact 
me. 

Very  truly  yours, 

Frank  S.  Troidl, 
President,  Houston  Patent  Laio  Association. 
Enclosures. 

Maintenance  of  the  Present  System 

The  current  patent  system  of  the  United  States  should  be  maintained.  While 
many  proposals  have  been  made  in  recent  years  for  statutory  changes,  including 
the  importation  of  untried  deferred  examination,  the  Patent  Laws  have  been 
substantially  unchanged,  excepting  for  the  increased  fees,  since  the  Patent 
Act  of  1952.  The  increase  in  fees,  in  itself,  however,  has  caused  and  is  causing 
a  substantial  change  in  claiming  the  invention  and  in  the  drafting  of  the 
specification  and  drawings.  Moreover,  the  U.S.  Patent  Office  itself,  within  the 
statutory  framework,  has  effected  many  changes  in  the  Patent  System  among 
which  are : 

(a)  compact  prosecution, 

(b)  interference  practice. 

These  changes,  which  were  made  within  the  statutory  provisions,  coupled  with 
the  changes  in  claiming  and  drafting  caused  by  the  Fee  Bill  have,  in  effect,  revita- 
lized the  Patent  System.  Taking  these  changes  with  the  standards  enforced  by  the 
Supreme  Court  in  the  recent  decisions  in  Graham  et  al  v.  John  Deere  Company ; 
Calmar,  Inc.  v.  Cook  Chemical  Company  ;  Colgate-Palmolive  Co.  v.  Cook  Chemical 
Company,  148  USPQ  459,  with  respect,  to  the  nonobviousness  test  and  the  test 
for  utility,  as  enuciated  in  Brenner  v.  Manson  148  USPQ  489,  it  is  respectfully 
submitted  that  the  present  Patent  System  is  not  static  but  rather  is  dynamic 
and  can  change  and  is  changing  to  suit  the  demands  of  these  times.  The  effect 
of  the  Fee  Bill,  the  changes  made  by  the  Commissioner  under  his  rulemaking 
power,  and  the  decisions  referred  to  have  not  been  fully  felt  since  sufficient  time 
has  not  elapsed  to  determine  the  full  impact  thereof.  However,  it  appears  at  the 
present  writing  that  a  marked  improvement  may  be  expected  within  the  foresee- 
able future  as  reflected  by  the  Commissioner's  report.  If  statutory  changes  were 
made  now  without  a  full  asses.sment  of  the  effect  of  the  Fee  Bill,  the  changes  in 
prosecution  made  by  the  Commissioner  of  Patents  within  the  statutory  frame- 
work, and  the  Supreme  Court  decisions  supra,  valuable  substantive  rights  may 
be  forever  lost  by  abandoning  a  system  that  has  worked  well  for  over  175 
years  as  shown  by  the  record  made  on  the  celebration  in  1965  of  the  175th  anni- 
versary of  the  Patent  System.  It  is  submitted  that  it  would  be  dangerous,  at  the 
present  time,  without  further  assessment,  to  experiment  by  making  statutory 
changes  in  the  Patent  Laws  of  the  United  States.  The  Commissioner  of  Patents 
and  the  Courts  have  ample  power  within  the  statutes  and  the  constitutional 
framework  to  maintain  the  present  Patent  System  as  a  vital,  workable  system 
"to  promote  the  progress  of  .  .  .  the  useful  arts  .  .  ."  while  yet  securing  for 
inventors  their  exculsive  rights  without  derogation  of  the  public  weal.  Hence,  it 
is  recommended  that  substantive  changes  not  be  made  in  the  Patent  System ;  and 
any  major  substantive  changes  contemplated  should  be  deferred  at  least  until 
the  effect  of  the  foregoing  several  factors  can  be  properly  evaluated.  Until  such 
time,  our  Patent  System,  which  has  demonstrated  its  worth,  should  be  maintained 
substantially  imchanged. 

comments  favoring  the  aba  proposal  for  unification  of  patent  office 

APPEALS 

The  consolidation  of  appeals  from  the  Patent  Office  into  a  single  patent- 
experienced  court  in  lieu  of  the  present  dual  appeal  routes  alternatively  avail- 
able under  5  USC  145  and  146  would  produce  a  uniformity  in  the  law  applicable 
to  all  reviews  of  Patent  Office  actions.  Ftirthermore,  the  institution  of  such  a 
patent  and  trademark  oriented  court  could  also  enable  the  selection  of  judges  with 
special  qualifications  or,  alternatively,  would  provide  a  bench  well  ver.sed  in 
patent  and  trademark  matters  regardless  of  preappointment  experience.  Since 
the  pool  of  judges  in  this  court  is  proposed  to  be  large,  these  justices  could 
frenquently  sit  by  appointment  with  the  various  Courts  of  Appeals,  thus  lending 
their  expertise,  judgment,  and  education  in  patent  and  trademark  matters  to 
these  panels. 
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The  size  of  the  court  would  also  virtually  preclude  the  danger  of  a  single  bias 
in  a  long-term  majority  affecting  a  repeal  or  major  modification  of  portions  of 
the  law.  The  large  bench  would  minimize,  if  not  eliminate,  the  potential  danger 
to  independency  of  judicial  action  resulting  from  embarrassment  of  judges  sit- 
ting on  appeals  from  their  colleagues.  Rather,  the  concurrent  trail  and  appellate 
responsibility  of  the  bench  would  provide  judges  well  rounded  in  both  fields  of 
experience. 

In  short,  the  court  would  provide  a  consonance  to  the  law  applicable  before 
the  Patent  Office  while  providing  for  the  Circuit  Courts  and  for  the  Patent  Bar 
generally  a  source  for  meaningful  and  expert  guidance  in  all  patent  and 
trademark  matters. 

TWO  SUGGESTIONS  FOR  IMPEOVEMENT  OF  PRESENT  PATENT  SYSTEM 

(1)  Specification  of  Priority  Date  of  Each  Claim  in  Multiple  Priority  Cases 
The  Patent  Office,  by  a  new  Rule,  should  require  the  applicant  in  a  continua- 
tion-in-part application  to  divide  the  claims  into  groups  according  to  the  date  of 
priority  to  which  they  are  entitled.  The  Patent  Examiner  should  check  such 
grouping  and  require  correction  if  there  be  error.  This  will  enable  the  public  to 
judge  more  easily  the  effective  priority  date  to  which  a  patent  claim  is  entitled, 
an  important  point  in  deciding  upon  its  validity. 

(2)  Filing  by  Assignee  When  Inventor  Is  Dead 

In  case  of  death  of  the  inventor,  the  assignee  should  be  allowed  to  file  the 
application  and  make  any  required  oath  of  inventorship.  The  present  practice 
requires  that  the  assignee  seek  out  the  executor  or  administrator  and  persuade 
him  to  file  and  execute  the  oath.  In  many  cases  there  is  no  executor  or  adminis- 
trator, and  in  many  cases  the  executor  or  administrator  is  slow  in  cooperating 
or  refuses  entirely  to  do  anything.  The  executor  or  administrator  usually  knows 
less  about  the  facts  of  inventorship  than  the  assignee  and  is  therefore  not  the 
logical  person  to  execute  the  oath. 

OPPOSITION  PROCEEDINGS  TO  PATENT  ISSUANCE 

This  proposal  is  undesirable  because:  (1)  it  could  greatly  increase  the  work 
load  of  the  Patent  Office  ;  (2)  it  subjects  the  applicant  to  an  expensive  int^rparty 
proceeding  which  may  just  as  well  be  decided  in  an  infringement  suit  and  be- 
cause of  the  expense,  places  the  individual  inventor  or  small  company  at  a  dis- 
advantage; (3)  it  would  unduly  delay  the  issuance  of  a  patent,  which  could  be 
most  damaging  to  an  applicant,  particularly  if  the  opposition  was  denied ;  and 
(4)  it  might  encourage  persons  to  file  oppositions  in  order  to  delay  the  issuance 
of  a  valuable  patent  to  their  competitor. 

CANCELLATION  PROCEEDINGS  TO  CANCEL  PATENT 

This  proposal  is  undesirable  for  reasons  (1),  (2),  and  (3)  above  and  addi- 
tionally because  the  present  available  declaratory  judgment  act  provides  the  best 
relief  since  it  permits  the  courts  to  determine  validity  and  infringement  so  that 
all  issues  can  be  decided  in  one  proceeding.  Cancellation  would  involve  determina- 
tion of  validity  only ;  and  if  cancellation  was  denied,  the  patentee  would  then  be 
faced  with  a  second  proceeding  in  the  courts  on  the  infringement  issue. 

deferred/optional  examination 

Deferred/optional  examination  is  undesirable  because  the  delay  would  be 
harmful  to  the  public  since  the  scope  of  the  claims  would  not  be  known  until 
the  full  examination  (which  might  be  delayed  for  several  years)  is  consummated 
and  patentable  claims  determined  and  published. 


Report  of  the  Houston  Patent  Law  Association  Special  Committee  on  the 
Report  of  the  President's  Commission  on  the  Patent  System 

B.  the  committee's  proposals 

The  Houston  Patent  Law  Association    (hereinafter  referred  to  as  HPLA) 
Committee  does  not  wish  to  return  to  the  "agricultural  economy  of  1836"  and 
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suggests  some  alternative  proposals  to  overcome  the  only  faults  found  in  the 
U.S.  system  by  the  P.C.  and  reached  by  their  proposals,  without  abandoning  the 
U.S.  system.  The  Committee  proposals  are  : 
(i)   Defensive  Applications 

Any  person  entitled  to  file  an  ordinary  patent  application  can  file  an  applica- 
tion to  be  called  a  Dedicated  Non-Examined  Application  which  need  contain  only 
a  single  claim  to  "the  features  of  novelty  shown  and  described"  but  which  other- 
wise shall  conform  to  the  standards  for  other  U.S.  applications  or  set  by  the 
Patent  Ofl3ce  and  which  shall  be  published  immediately  and  which  shall  bear  the 
notation  Dedicated  To  The  People  of  the  United  States  of  America  and  which 
shall  require  payment  of  a  fee  equal  to  the  issue  fee  for  ordinary  applications  in 
order  to  defray  cost  of  printing  and  discourage  junlv  applications  but  which  shall 
not  require  any  fee  comparable  to  the  regular  patent  application  filing  fee  since 
there  will  be  no  examination  of  claims  or  novelty  search,  so  that  the  total  fee 
will  be  less  than  for  ordinary  applications  and  hence  attractive  to  defensive 
patent  applicants,  and  which  will  have  the  same  interference  rights  as  other 
applications.  Such  a  system  is  exemplified  in  large  part  by  S.  3007,  88th  Oongress. 
McClellan,  introduced  at  the  request  of  APLA,  1964. 

(2)  Expedited  Handling  of  Divisional,  Continuation,  and  Continuation-inrpart 
Applications 

These  should  be  treated  as  mere  amendments  of  the  i^arent  case  and  should  be 
taken  up  for  examination  in  the  order  of  their  earliest  effective  filing  dates, 
not  in  the  order  of  actual  filing  dates. 

(3)  Conditional  Claiming  hy  Junior  Applicants 

Issue  a  patent  to  first  to  file.  Issue  a  second  patent  to  junior  applicant  swearing 
back,  with  claims  conditioned  on  winning  an  interference.  See  appendix  for 
details. 

(4)  Conditional  Claiming  by  Rejected  Applicants 

If  applicant  appeals,  issue  patent  with  finally  rejected  claims  conditioned  on 
successful  appeal.  See  appendix  for  details. 

(5)  Unified  Appellate  Jurisdiction 

Appeals  from  trials  de  novo  should  be  heard  by  the  same  Court  that  hears 
direct  appeals  from  the  Patent  Office,  e.g.  the  CCPA.  This  committee  adopts  the 
ABA  proposal  that  trials  de  novo  be  had  before  a  trial  section  of  the  CCPA  and 
that  one  CCPA  judge  sit  frequently  with  each  Circuit  Court  of  Appeals  hearing 
a  patent  case. 

C.    THE  BENEFITS  OF  A  PATENT  SYSTEM 

The  P.C,  after  deliberation,  concludes  that  a  patent  system  is  good  for  the 
future  because  it : 

1.  Offers  incentive  to  inventors  and  their  backers  to  invent. 

2.  Protects  investment  needed  to  put  new  products  on  the  market. 

3.  Promotes   early   disclosure   of   technology   that   might  otherwise  long 
remain  secret. 

4.  Promotes  exchange  of  technological  information  with  foreign  countries 
( importation  of  technology  into  U.S. ) . 

This  committee  agrees  with  this  statement  but  feels  that  the  present  U.S. 
system  better  achieves  these  benefits  than  the  proposed  European  system. 

D.  THE  STATED  FAULTS  OF  THE  PRESENT  U.S.  SYSTEM 

After  stating  the  benefits  to  be  expected  from  a  patent  system  the  P.C.  notes 
the  following  faults  \Aith  the  present  U.S.  system  : 

1.  Low  quality  and  reliability  of  U.S.  patent. 

2.  Long  pendency  in  the  Patent  Office. 

3.  Delayed  disclo.sure  of  technology. 

4.  (a)  High  cost  of  obtaining  patent,  (b)  High  cost  of  litigation  patent. 

5.  Incompatibility  with  foreign  patent  systems. 

6.  Inability  to  cope  with  the  technology  explosion. 

The  P.C.  relates  many  of  the  six  stated  faults  with  the  increasing  number  of 
patent  applications  and  increasing  volume  of  prior  art  but  as  will  appear  here- 
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inafter  the  P.C.  proposals  will  increase  both  of  them  and,  on  balance,  will  not  in- 
crease any  of  the  four  benefits  of  Section  C  above. 

The  P  C  sets  forth  as  its  six  specific  objectives  the  elimination  of  the  above- 
listed  faults.  This  committee  notes  that  the  P.C.  does  not  include  in  its  objectives 
any  improvement  in  the  sharpness  of  definition  of  the  scope  of  patents  to  enhance 
the  right  and  ability  of  the  public  to  proceed  with  new  inventions  without  fear 
of  harassment  by  patentee  asserting  unjustifiable  scope  to  their  prior  patents. 

E.  COMPABISON  OF  THE  U.S.  AND  EUROPEAN  SYSTEMS 

Since  the  committee  prefers  the  U.S.  system  but  the  P.C.  recommends  a  Euro- 
pean system,  the  workings  of  the  ts\'o  systems  need  to  be  considered  in  some  de- 
tail to  see  which  system  is  better  designed  to  achieve  the  four  agreed  on  benefits 
to  be  expected  from  a  patent  system :  incentive  to  invent,  incentive  to  market, 
incentive  to  disclose,  incentive  to  import. 
(a)   UnptiMished  Foreign  Technology 

The  U.S.  patent  system  excludes  from  prior  art  foreign  knowledge,  use,  and 
invention  that  has  not  reached  the  patent  or  printed  publication  stage.  U.S.  in- 
ventors are  thereby  encouraged  to  fill  any  gaps  in  the  advance  of  our  technology 
to  put  us  on  a  par  with  other  nations. 

The  European  system.  PCR  I  (Universal  Novelty),  will  discourage  inventors 
by  invalidating  their  patents  on  the  basis  of  prior  technology  unknown  to  the 
U.S.,  e.g.  a  prior  use  in  Outer  Mongolia. 
(6)   The  Five  Graces 

The  U.S.  system  encourages  the  inventor  prior  to  filing  his  imtent  application 
to  search  the  prior  art  to  see  if  idea  is  new,  and  if  so  to — 
i.  make  a  physical  embodiment  of  liis  invention  ; 
ii.  test  his  invention  experimentally ; 
iii.  modify  his  original  physical  embodiment  and/or  conception  to  make  it 

successful,  thereby  reducing  the  invention  to  practice ; 
iv.  publish  his  invention ; 

V.  try  out  his  invention  commercially  to  arrive  at  a  preferred  embodiment. 
To  allow  the  foregoing  to  take  place,  the  U.S.  system  is  characterized  by  the 

five  graces:  .       .        ^.  ^  ^     ^..■ 

1.  Grace  period  (as  long  as  it  takes)  after  conception  in  which  to  dili- 
gently accomplish  the  construction,  testing,  and  reduction  to  practice  before 
filing  application  without  losing  rights  to  a  prior  applicant. 

2.  Grace  period  (as  long  ag  it  takes)  after  conception  in  which  to  dili- 
gently reduce  invention  to  practice  without  losing  rights  to  later  inventor. 

3.  Grace  period  (as  long  as  it  takes)  after  making  physical  embodiment 
in  which  to  test  it  out  publicly  experimentally  before  filing  patent  application 
without  losing  rights  to  the  public. 

4.  Grace  period  (one  year)  after  own  publication  of  invention  in  which 
to  file  patent  application  without  losing  rights  to  public. , 

5.  Grace  period  (one  year)  after  publication  by  a  later  inventor  before 
filing  own  patent  application  without  losing  rights  to  public. 

According  to  the  European  system,  PCR  I  (First  to  File),  all  of  the  foregoing 
grace  periods  are  zero,  that  is,  they  are  nonexistent.  Inventors  are  encouraged  to 
race  to  the  patent  office  with  disclosures  of  mere  conceptions,  without  actual 
physical  embodiment,  test,  reduction  to  practice,  or  development  of  commercially 
preferred  embodiment. 

(0)   The  Quid  Pro  Quo 

The  U.S.  patent  system  encourages  disclosure  of  technology  through  patenting 
thereof  by  keeping  the  patent  application  secret  until  the  scope  of  protection  to  be 
awarded  has  been  determined  by  examination  and  allowance  of  patent  claims. 
The  inventor  knows  the  consideration  he  will  receive  before  he  has  to  decide 
whether  to  make  his  secret  invention  available  to  the  public. 

The  European  system,  PCR  VII — Publication,  in  its  rush  to  effect  disclosure 
of  the  invention,  calls  for  publication  of  the  disclosure  prior  to  issue  of  the  patent. 
Since  inventors  do  not  know  the  scope  of  protection  to  be  accorded  in  exchange 
for  disclosure  of  their  secret  invention,  many  may  prefer  to  practice  their  inven- 
tion in  secret. 
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A  particular  evil  of  publication  of  unexamined  application  is  dilution  of 
the  patent  library  with  duplicating  disclosures,  making  searching  more  diflScult 
and  doubling  the  cost  of  classification  and  storage. 

(d)  The  Claims 

The  U.S.  patent  system  requires  the  inventor  to  distinctly  point  out  and  claim 
his  invention.  That  which  is  disclosed  but  not  claim  is  dedicated  to  the  public. 
In  addition,  the  Patent  OflBce  examines  the  claims  and  rejects  that  which  is  ob- 
vious from  the  prior  art  known  to  the  Patent  Office.  These  two  procedures,  dedi- 
cation by  non-claiming  and  rejection  for  obviousness  over  art  known  to  the  Patent 
Office,  greatly  cut  down  on  the  area  of  uncertainty  of  scope  of  a  patent  so  that 
the  public  will  know  what  roads  of  progress  are  toll  roads  and  can  take  other 
paths  if  it  wishes. 

Under  the  system  proposed  by  the  P.C.  including  publication  of  applications  and 
deferred  examination,  instead  of  an  infringement  searcher  having  to  consider 
850,000  live  published  patents  with  examined  claims  and  to  contemplate  the  pos- 
sible coverage  of  250,000  pending  impublished  applications,  the  searcher  will  also 
have  to  consider  approximately  150,000  unpublished  pending  applications,  500,000 
published  unexamined  applications,  and  500,000  published  patents  with  examined 
claims.  The  500,000  unexamined  published  applications  of  uncertain  scope,  rep- 
resenting the  most  recent  technology,  will  present  an  almost  insurmountable 
obstacle  to  anyone  wishing  to  depart  in  the  slightest  from  expired  art  technology. 
Progress  will  stagnate. 

Further,  an  applicant  under  deferred  examination  may  file  many  conceptions 
of  impractical  species  of  inventions  and  await  a  competitor's  developmental 
effort  proving  commercial  value  of  specie  X  which  the  applicant  never  conceived, 
and  then  shape  his  claims  generically  to  several  species  including  species  X.  Thus 
the  competitor  who  spent  the  developmental  money  may  under  deferred  examina- 
tion provide  both  the  proof  of  validity  and  the  definition  of  the  invention  to  an 
applicant  who  spent  no  developmental  money.  This  michievous  situation,  which 
is  not  rare  with  two  to  four  year  pendencies  of  applications,  may  be  multiplied 
manyf old  when  five  years  or  so  deferment  time  is  added  to  pendency  time  in  actual 
prosecution. 

Unexamined  patent  (cf  PCF  IX — Deferred  Examination)  impede  progress. 
Since  the  scope  of  such  patents  is  completely  unknown,  a  manufacturer  must 
follow  the  expired  art  in  order  to  be  sure  of  freedom  from  patent  infringement. 
All  roads  of  progress  are  toll  roads. 

If  the  manufacturer  decides  to  ri.sk  making  a  forward  moving  change,  he  will 
prefer  to  keep  his  action  secret  to  the  maximum  degree  in  hope  that  he  will 
not  be  found  out.  This  too  encourages  development  of  trade  secret  technology. 

It  is  recognized  that  some  European  countries  examine  their  patent  applica- 
tions. It  is  also  clear  that  such  countries  are  more  advanced  technologically  than 
their  neighbors.  The  German,  British  and  Scandinavian  countries  have  had 
patent  examination  systems.  The  Swiss  have  jiist  adopted  such  a  system.  On  the 
other  hand,  France  and  Italy  do  not  examine  their  patents.  The  Japanese  have  an 
examination  system.  The  Chinese  have  no  patent  system  at  all.  The  Dutch  had 
an  examination  .system ;  what  progress  should  they  expect  now  that  they  have 
abandoned  it? 

(e)  Dedication  by  Publication 

The  U.S.  system  presumes  that  if  an  inventor  fails  to  file  within  a  prescribed 
period  after  any  publication,  the  invention  is  dedicated.  The  inventor  is  protected 
by  the  length  of  the  grace  i>eriod.  The  public  need  consider  only  if  the  publica- 
tion is  early  enough,  not  its  .source. 

The  European  system,  PCR  I — Prior  Art,  denying  the  inventor  any  grace 
I>eriod,  seeks  to  protect  him  against  unauthorized  disclosures  by  expecting  them 
from  prior  art,  PCR  III — Exceptions  to  Prior  Art.  An  early  publication  there- 
fore loses  its  character  as  an  ab-solute  dedication.  The  public  must  seek  to  ascer- 
tain the  source  of  a  piiblication  before  relying  on  it  as  a  dedication  as  of  its 
publication  date.  One  more  element  of  uncertainty  is  intrcMluced  into  the  already 
too  difficult  determination  of  the  question  of  right  to  make  without  infringement. 

(/)  Final  Determination  of  f?oopc  of  Patent 

The  U.S.  system  recognizes  that  the  Patent  Office  cannot  make  a  final  deter- 
mination of  the  scope  of  protection  to  be  accorded  an  invention  since  the  Patent 
Office  does  not  and  cannot  know  all  of  the  prior  art.  The  prior  art  includes 
invention,  knowledge,  and  use  prior  to  the  applicant's  invention  and  public  use 
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and  placing  on  sale  over  a  year  prior  to  filing  of  the  application.  These  are  mat- 
ters which  it  is  difficult  for  the  Patent  Office  to  ascertain.  The  Patent  Office 
examination  is  therefore  restricted  to  a  consideration  of  prior  patents  and  some 
printed  publications.  Although  public  use  proceedings  are  provided  for  by  law 
the  Patent  Office  has  proi)erly  discouraged  them  as  difficult  and  expensive  to 
administer. 

In  the  U.S.  system  the  final  determination  of  the  scope  of  a  patent  is  left  to 
the  acid  test  of  an  infringement  suit.  Only  if  an  invention  has  such  value  as  to 
justify  a  eomi>etitor  in  risking  an  infringement  suit  (or  declaratory  action) 
are  the  public  and  the  patentee  put  to  the  burden  and  expense  of  determining 
precisely  the  scope  of  the  patent  by  decision  of  a  judge  or  jury.  In  the  courtroom 
the  competitor  is  given  an  opportunity  to  bring  forth  all  the  obscure  prior  uses 
and  sales  and  little  knowTi  publications  that  he  can  find  after  diligent  search, 
and  they  are  given  full  and  final  consideration  at  that  time. 

In  the  European  system,  recommended  by  the  P.C,  an  effort  is  made  to  shift 
much  of  the  courtroom  activity  back  to  the  Patent  Office  through  opposition 
proceedings,  PCR  XI — Citation,  and  cancellation  proceedings,  PCR  XV.  The 
actual  result  is  that  competitors  may  harass  patent  applicants  with  pseudo  op- 
positions to  delay  issue  of  their  patents.  This  is  especially  effective  under  the 
European  system  when  the  patent  term  runs  from  the  filing  date.  Cancellation 
proceedings  permit  the  harassment  to  continue  after  the  patent  issues.  Yet  the 
competitor  will  not  risk  citation  of  his  best  prior  art  in  such  an  ex  parte  proceed- 
ing where  he  is  not  given  a  full  opportunity  to  present  his  case.  The  ultimate 
decision  of  patent  scoi)e  must  still  be  made  in  the  courtroom  where  the  scope 
of  the  claims  is  determined  with  respect  to  their  possible  application  to  a 
particular  infringing  device.  Absent  an  interpretation  of  the  claims  by  the 
patentee  as  applicable  to,  i.e.  equivalent  to,  a  particular  infringing  construction, 
a  final  validity  determination  by  way  of  opposition  is  likely  to  be  in  error. 

Oppositions  and  cancellations  are  costly  and  will  eat  up  the  Patent  Office 
budget.  It  is  for  this  reason  that  the  Patent  Office  now  discourages  public  use 
proceedings.  It  is  more  economical  to  limit  final  determination  of  patent  scope 
and  validity  to  cases  of  actual  controversy  as  at  present,  with  an  infringement 
action  or  declaratory  suit. 

(g)   Priority  Determinatiofi 

In  the  U.S.  system,  priority  of  invention  is  determined  partly  on  the  basis 
of  documents  of  record,  the  conflicting  applications,  and  partly  on  the  basis  of 
research  and  development  records.  It  is  recognized  that  it  would  overburden 
the  Patent  Office  and  patent  profession  to  reduce  all  R  and  D  records  to  stand- 
ard form  for  recordation  in  the  Patent  Office  and  that  the  Patent  Office  would  be 
overburdened  if  it  had  to  store  all  such  records.  An  attempt  to  provide  for  record- 
ing of  R  and  D  conceptions  prepared  by  laymen  was  once  part  of  the  U.S.  system. 
Inventors  were  allowed  to  file  their  evidence  of  conception  in  documents  known 
as  "Caveats".  Due  to  various  factors,  including  the  poor  quality  of  the  dis- 
closures and  the  difficulty  in  correlating  them  with  later  filed  patent  applica- 
tions, such  Caveats  were  aboli.shed  in  1910. 

PCR  II — Preliminary  Applications,  suggests  that  we  adopt  the  British  system 
of  filing  provisional  applications.  To  the  extent  these  are  in  standard  form  and 
are  prepared  by  the  patent  profession,  they  differ  very  little  from  U.S.  practice 
which  permits  the  filing  of  original  applications  followed  by  continuation-in- 
part  applications.  To  the  extent  a  provisional  application  is  prepared  by  a  lay- 
man it  differs  little  from  a  Caveat  and  serves  little  useful  purpose  and  begets 
mischief. 

The  P.C.  further  recommends  that  ONLY  conceptions  filed  in  the  form  of 
preliminary  applications  be  accorded  any  weight  (first  to  file  system).  It  is  felt 
by  the  committee  that  this  will  necessitate  filing  of  such  R  and  D  preliminary 
applications  by  laymen,  for  the  patent  profession  is  not  large  enough  to  handle 
the  volume  to  be  expected.  However,  because  of  the  Government  fees  involved, 
many  R  and  D  records  will  not  be  filed  and  as  a  result  inventors  will  always 
be  concerned  that  their  investment  in  R  and  D  will  be  lost  to  later  inventors  who 
do  decide  to  file.  At  present,  out  of  100  R  and  D  conceptions,  only  a  few  are 
found  after  test  to  warrant  a  patent  application.  The  first  to  file  system  demands 
that  all  100  R  and  D  conceptions  be  filed  in  order  to  protect  the  few  that  may 
turn  out  to  be  practical. 

Although  the  P.C.  first  to  file  system  purpori:edly  will  abolish  interferences, 
actually  they  will  continue  to  exist  in  the  form  of  priority  eontesits  relating  to 
sufficiency  of  preliminary  applications  to  support  later  filed  complete  applica- 
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tions.  The  committee  feels  that  if  priority  contests  are  to  continue  they  should 
be  full  blown  to  show  all  the  facts  of  inventorship  rather  than  being  limited  to  the 
inherently  incomplete  records  of  the  Patent  OflSce.  Speed  of  typing  and  mail 
service  should  not  be  substituted  for  diligence  in  reduction  to  practice  in  deter- 
mining the  ownership  of  valuable  inventions. 

PCR  XXXIII — Inventor's  Certificate,  would  accord  convention  priority  to  a 
Russian  applicant  for  U.S.  patent  based  on  his  prior  inventor's  certificate.  No 
advantage  is  seen  by  the  committee  in  thus  encouraging  those  who  have  advised 
that  they  will  "bury  us". 

{h)  The  Burden  of  Prompt  Prosecution 

In  the  U.S.  system  the  burden  is  placed  on  the  patentee  to  prosecute  his  ap- 
plication promptly  in  order  that  his  patent  will  issue  promptly  before  its  tech- 
nology has  become  obsolete.  The  burden  is  placed  on  the  Patent  Office  to  prosecute 
applications  promptly  in  order  that  the  patent  will  not  issue  unexpectedly  after 
the  art  has  developed  in  ignorance  of  the  pending  patent  and  without  making 
allowance  for  it. 

The  European  system,  proposed  by  the  P.C,  attacks  the  problem  by  publishing 
the  patent  application  immediately,  PCR  VII — Publication,  and  by  starting  the 
patent  term  with  the  filing  of  the  application,  PCR  XVIII — Term  of  Patent,  and 
PCR  XXXIV — Term  of  Measurement,  seeking  to  water  down  the  bad  effects  of 
the  shortened  term  by  PCR  ZF//— Interim  Liability,  and  PCR  XIX — Secrecy 
Order. 

The  bad  results  flowing  from  publication  prior  to  patenting  or  without  exami- 
nation have  already  been  mentioned  (supra  (b)  The  Quid  Pro  Quo).  The  error 
in  running  the  patent  term  from  the  filing  date  is  that  it  assumes  the  interest 
of  the  public  lies  in  cutting  down  the  patent  term  rather  than  in  giving  prompt 
protection  to  the  invention.  Without  prompt  protection  the  inventor  is  not 
stimulated  to  invent  and  the  investor  is  not  encouraged  to  risk  capital  in  putting 
the  invention  on  the  market. 

F.    ELIMINATION    OF    DELAYED    PROSECUTION 

In  addition  to  PCR  F/7— Publication,  and  PCR  XVIII— Term  of  Patent  (Runs 
from  Filing  Date),  both  discussed  above,  other  P.C.  recommendations  affecting 
or  effecting  delay  are : 

PCR  XXVII.  Patent  Ofiice  Financing — should  be  adequate. 

PCR  XI.  Citation. 

PCR  XV.  Cancellation. 

PCR  IX.  Deferred  Examination. 

PCR  VIII.  Continuing  Applications. 

PCR  XIV.  Appeal  from  CCPA. 

PCR  II.  Preliminary  Applications. 

PCR  I.  Prior  Art— First  to  File. 
The  U.S.  system  has  not  been  working  well  with  respect  to  effecting  prompt 
prosecution  of  patent  applications,  because  the  Government  has  failed  to  carry 
its  burden.  In  particular: 

1.  Insufficient  funds  have  been  provided  to  effect  speedy  disposition  of 
interferences  and  appeals : 

2.  The  Patent  Office  has  until  recently  failed  to  give  priority  in  the  exami- 
nation procedure  to  tho.se  applications  having  the  oldest  effective  filing  date 
and  instead  has  acted  on  cases  in  accordance  with  the  age  of  the  last 
amendment. 

3.  The  Government  has  burdened  the  Patent  Office  unnecessarily  by  taking 
out  Government-owned  patents.  These  patents  are  presumably  of  a  defensive 
nature  and  are  often  taken  out  on  many  inventions  whose  insignificant  worth 
would  not  warrant  a  private  concern  in  seeking  protection  thereon. 

The  P.C.  recognizes  these  problems  in  pointing  to  the  backlog  of  over  200,000 
pending  applications  and  the  average  pendency  period  of  2i/^  years  with  some 
applications  pending  for  5  or  10  year.s. 

The  P.C.  apparently  would  provide  more  financing  for  the  Patent  Office 
{PCR  XXVII)  with  which  the  committee  heartily  agrees.  However,  the  com- 
mittee notes  that  saddling  the  Patent  Office  with  Oppositions  (Citation)  and 
Cancellation  Proceedings  {PCR  XI  and  PCR  XV)  will  increase  the  cost  of 
Patent  Office  operations. 

The  P.C.  would  solve  the  Government-owned  defensive  patent  application 
problem  by  permitting  deferred  examinations  {PCR  IX).  However,  this  is  not 
limited  to  Government-owned  applications  and  would  allow  private  concerns  to 
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deftT  up  to  7Vy  years  the  determination  of  the  scope  of  their  patents.  This  is  in 
effect  the  European  registration  system,  the  French  system,  with  the  resulting 
.stagnation  of  progress.  It  limits  change  .'^oleiy  to  substitution  of  one  old  art  idea 
for  another,  for  fear  of  infringement  of  an  unexamined  patent. 

The  HPLA  committee  agrees  that  there  is  no  need  to  examine  Government- 
owned  applications,  it  being  presumed  that  they  belong  to  the  public.  The  com- 
mittee aLso  would  i>ermit  private  concerns  to  file  non-examined  applications  if 
they  are  dedicated  to  the  public.  The  Dedicated  Non-Examined  Application  is 
one  of  the  committee's  recommendations  to  handle  the  problem  of  delay  in  the 
ratent  Office. 

To  overcome  the  delays  due  to  filing  of  divisions,  continuations,  and  continua- 
tion.s-in-part,  the  P.C.  would  curtail  the  priority  to  be  accorded  to  them  (PCR 
VIII — Continuation).  This  conforms  to  European  practice  where  relating  back 
to  a  parent  case  is  largely  unknown.  The  committee  feels  that  this  is  an  unfair 
remedy  and  that  the  delays  can  be  overcome  by  examining  such  applications 
in  turn. 

The  P.C.  has  no  proposal  to  overcome  delay  due  to  appeals.  In  fact  the  P.C. 
would  add  one  more  step  to  the  appellate  procedure  (PCR  XIV),  thereby 
further  increasing  the  delay.  The  committee  believes  apiJeals  should  be  unified, 
not  multiplied,  and  recommends  the  ABA  approach. 

The  P.C.  would  overcome  interference  delays  by  its  first  to  file  system,  PCR  I — 
Prior  Art,  with  all  the  resulting  bad  results  previously  mentioned.  See  above — The 
Five  Graces.  Yet  the  P.C.  would  also  institute  a  species  of  interference  practice, 
namely,  the  preliminary  applications  filed  by  laymen.  The  objections  to  this 
method  of  priority  determination  are  discu.ssed  above  under  that  heading. 

The  committee  proposes  to  cure  the  interference  delay  problem  with  its  Condi- 
tional Claiming  System  which  would  neither  force  interferences  nor  abrogate 
the  rights  of  fir.st  inventors  if  they  pursue  their  rights  within  one  year. 

G.    IMPROVEMENT   IN   VALIDITY   OF   PATENTS 

In  addition  to  adoption  of  the  undesirable  European  system  discus.sed  above, 
the  P.C.  makes  additional  recommendations  to  improve  patent  validity  as  follows : 
PCR  IV.  Patentable  Subject  Matter — no  design,  plant,  or  program  patents. 
PCR  X.  Burden  of  Persuasion — placed  on  applicant. 
PCR  XII.  Quality  Control : 

(a)  Internal  Control  System. 

(b)  Published  Annual  Rating. 

PCR  XIII.  Presumption  of  Correctness  (of  Patent  Office  decision). 
PCR  XXIII.  In  Rem  Invalidity. 

The  committee  feels  that  progress  in  the  field  of  design,  plant  and  program 
inventions  should  be  encouraged.  Although  the  PCR  IV  mentions  alternative 
protection,  it  does  not  specify  same  in  detail.  Until  something  better  is  worked 
out  the  committee  favors  retention  of  patent  protection  for  designs,  plants  and 
programs. 

Due  to  the  fact  that  the  Patent  Office  does  not  have  all  the  prior  art  available 
and  does  not  have  much  actual  field  experience  in  the  arts  in  which  it  is  exam- 
ining inventions,  the  committee  feels  that  the  Patent  Office  should  work  with  a 
coarse  .stroke  and  not  try  to  resolve  delicate  questions  of  obviousness  and  unob- 
viousness. Many  patent  claims  will  be  invalid  anyway  due  to  lack  of  knowledge 
of  the  prior  art  by  the  Patent  Office.  The  I'atent  Office  should  resolve  doubts  in 
favor  of  the  applicants  and  let  the  final  scope  of  patents  be  determined  in  litiga- 
tion, as  will  be  the  case  anyway.  The  burden  of  persuasion  should  not  be  placed 
on  the  applicant  while  he  is  in  the  Patent  Office  as  proposed  by  PCR  X. 

Quality  control  is  fine.  By  this  we  mean  insistence  on  a  thorough  novelty  search 
and  an  application  of  the  obviousness  test.  But  annual  ratings,  for  the  benefit  of 
the  Courts,  are  believed  to  be  without  merit.  A  general  average  is  not  of  any 
weight  in  deciding  the  validity  of  a  particular  patent.  The  committee  opposes 
PCR  xn{b). 

Presumption  of  the  correctness  of  the  Patent  Office — PCR  XIII,  is  an  obviously 
erroneous  presumption  in  view  of  the  lack  of  practical  field  experience  of  most 
patent  Examiners.  The  committee  disapproves  the  recommendation. 

In  rem  invalidity  is  unjust  if  it  applies  to  a  second  decision  when  the  first 
dicision  upheld  the  patent.  The  inverse  case  may  also  be  envisioned  wherein  a 
patent  is  held  invalid  on  the  first  trial  because  stretched  too  far  to  cover  a  remote 
infringer.  A  later  trial  against  a  pure  copyist  may  produce  a  different  re.sult. 
Patents  once  held  invalid  usually  present  little  problem  to  industry.  It  is  not 
necessary  to  go  to  in  rem  invalidity  to  care  for  a  substantially  non-existent 
problem.  The  committee  opposes  PCR  XXIII. 
86-218 — 68 — pt.  2—15 
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H.    REDUCED   COST   OF  LITIGATIOX 

Civil  Commissioners,  PCR  XXIV,  are  objectionable  as  introducing  one  more 
judicial  entity  to  guide  the  litigation.  We  would  prefer  instead  to  see  more  judges. 

Expedited  Procedure  for  Limited  Claims,  PCR  XXV,  introduces  nothing  new  by 
way  of  allowing  submission  of  cases  on  stipulated  facts.  It  is  only  the  incentives 
to  pursuade  the  parties  to  so  stipulate  that  are  new,  namely  a  license  to  the  in- 
fringer or  attorney's  fees  to  the  patent  owner,  both  seem  inequitable.  Again, 
conformity  to  foreign  practice,  e.g.,  compulsory  licensing  and  inclusion  of 
attorney's  fees  in  costs,  appear  to  be  the  real  thought. 

J.    OTHER  AD  HOC  P.C.  RECOMMENDATIONS 

PCR  V  would : 

(a)  permit  flliug,  by  assignee; 

(b)  require  naming  of  inventors; 

(c)  eliminate  misjoinder  or  non-joinder  as  a  ground  of  invalidity. 

Once  again  foreign  practice  is  to  be  recognized.  To  the  extent  this  proposal 
facilitates  filing  when  the  inventors  cannot  be  located  and  aLso  allows  point 
applications  even  though  every  inventor  did  not  contribute  to  every  claim,  the 
committee  favors  this  propo.sal. 

PCR  VI  requires  claim  for  benefit  of  earlier  filing  date  of  prior  application  to 
be  made  at  time  of  filing.  This  seems  reasonable,  but  should  not  prevent  a  late 
claim  for  priority  on  showing  of  reasonable  cau.^e. 

PCR  XVI  would  ban  broadened  reissues.  On  the  basis  of  equity  in  rectifying 
mistake,  thereby  to  encourage  inventors  by  awarding  adequate  protection  to  their 
inventions,  the  committee  opposes  this  recommendation. 

PCR  XX — Terminal  Disclaimer  would  eliminate  the  rule  of  the  CCPA  tJiat  there 
is  no  double  patenting  if  the  patents  expire  at  the  same  time  and  are  filed  by  same 
inventor  or  common  assignee.  The  P.C.  objects  that  the  CCPA  rule  permits  the 
applicant  to  fully  protect  himself  against  obvious  variations  of  his  invention.  The 
committee  favors  such  protection  of  invention  and  opposes  PCR  XX. 

PCR  XXI  makes  importation  of  a  product,  e.g.,  gasoline  made  abroad  by  a 
process  patented  in  the  U.S.,  a  patent  infringement.  While  questioning  how  .such 
infringement  can  be  proven,  the  committee  accepts  this  recommendation  as  a 
retaliatory  measure  because  it  understands  other  countries  have  such  laws. 

PCR  XXII,  Patent  Right  Transferability,  upholds  the  rights  of  patentees 
against  attack  under  the  antitrust  laws  and  is  approved  by  the  committee. 

PCR  XXVI  for  a  Statutory  Advisory  Council  appears  to  be  designed  as  a 
vehicle  for  determining  when  deferred  examination  shall  begin  and  for  advising 
the  Secretary  of  Commerce  publidy  of  the  annual  rating  of  patent.  It  is  therefore 
opposed  by  the  committee. 

PCR  XXVII,  Patent  OflBce  Financing,  provides  : 

( 1 )  The  Patent  OflSce  should  not  be  self-sustaining. 

(2)  The  Commissioners  should  set  the  fees. 

(3)  A  Patent  Office  Revolving  Fund  should  be  establi!<hed. 

The  committee  approves  the  recommendation  provided  the  Commissioner  is  not 
given  too  much  leeway  in  setting  fees. 

PCR  XXVIII  provides  that  a  final  rejection  shall  not  be  given  if  a  new  ground  of 
rejection  is  given.  The  committee  favors  the  recommendation  but  feels  it  is  not 
a  matter  for  legislation,  but  rather  for  amendment  of  Patent  Oflice  Rules. 

PCR  XXIX  and  XXX  call  for  better  clas.slfication  and  distribution  of  patent 
technology.  The  committee  favors  these  proposals. 

PCR  XXXI  calls  for  a  rapid  transition  to  the  new  system.  The  committee 
ojijKJses  the  new  system.  The  few  P.C.  recommendations  the  committee  favors  do 
not  require  any  hasty  action.  Prompt  action  on  the  committee's  five  proposals  is 
urged  liowever. 

PCR  XXXII  regarding  Government  Patent  Policy  is  commendable.  The  P.C. 
statement  of  objectives  forms  a  sound  basis  for  legislative  action  because  it 
follows  therefrom  that  the  Government  .should  never  attempt  to  enforce  any 
])atent  rights. 

K.    CONCLUSION 

Instead  of  downgrading  the  U.S.  patent  system  so  that  it  will  conform  to  foreign 
pMtent  i)ractice.  it  is  suggested  that  the  internationalists  attempt  to  upgrade  for- 
eign i»iitent  practice  to  conform  o  the  proven  superior  U.S.  sy.stem. 

If  the  cost  of  the  U.S.  system  is  higher  than  that  of  the  European  sy.stem,  it  is 
also  true  that  the  price  reflects  the  quality. 
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Appendix 
conditional  claim  system  for  junior  applicants 

1.  First  to  file  as  evidenced  by  Serial  Number,  receives  a  patent. 

2.  Application  or  Patent  or  First  to  File  is  cited  against  later  applicants. 

3.  Ofiice  states  at  time  of  rejection  whether  reference  is  cited  to  show  prior 
disclosure  or  prior  claiming. 

4.  Junior  applicant  is  given  opportunity  to  swear  back  of  reference,  with 
supporting  evidence  to  make  out  prima  facie  case  of  priority. 

5.  If  junior  applicant  swears  back  of  reference  satisfactorily,  reference  is  no 
longer  considered  as  prior  art  and  junior  applicant  prosecutes  his  application  to 
issue. 

6.  If  reference  was  cited  to  show  only  prior  disclosure,  junior  applicant's 
patent  is  on  .same  footing  as  any  other  patent. 

7.  If  reference  was  cited  to  show  prior  claiming,  junior  applicant's  patent 
<'lainis  that  would  be  rejectable  on  claims  of  senior  applicant,  are  issued  only  on 
a  conditional  basi.s,  being  inoperative  until  junior  applicant  has  won  an 
interference. 

8.  When  ofBce  rejects  junior  applicant  on  basis  of  senior  applicant's  prior 
claiming,  the  senior  applicant  is  also  given  notice  thereof. 

9.  Both  applicants  have  right  to  provoke  interference  at  any  time  within  one 
year  of  date  of  issue  of  last  to  is.sue  of  the  two  patents. 

10.  Ex  parte  prosecution  of  applications  will  be  continued  regardless  of  whether 
or  not  interference  proceedings  are  in  progress. 

11.  Interference  proceedings  will  initially  be  held  in  Patent  Office.  After 
termination  of  interference,  loser's  claims  are  cancelled. 

12.  If  due  to  interference  proceeding  successful  junior  party's  conditional 
claims  are  not  activated  for  a  period  exceeding  7  years  after  his  issue  date,  his 
patent  term  will  be  extended  to  give  his  activated  conditional  claims  a  term  of  10 
years  from  date  of  activation. 

13.  If  neither  party  provokes  interference  within  one  year  of  issue  date  of  last 
to  issue,  the  conditional  claims  lapse.  However  junior  applicant  and  third  parties 
can  raise  junior  applicant's  priority  as  a  defense  to  an  infringement  suit. 

14.  In  case  senior  party's  application  has  not  issued  as  a  patent  when  cited, 
only  its  filing  date  will  be  given  to  junior  applicant. 

15.  If  the  citation  is  to  show  only  prior  disclosure,  junior  applicant  unable  to 
.swear  back,  may  demand  to  see  senior  applicant's  application,  conditioned  how- 
ever on  showing  his  own  application  to  senior  applicant.  If  junior  applicant 
makes  such  a  demand,  his  filing  date  will  be  given  to  senior  applicant.  The  senior 
applicant  must  then  make  his  application  available  to  the  junior  applicant  or 
have  his  filing  date  deemed  to  be  subsequent  to  junior  applicant's,  i.e.  one-half 
serial  number  greater. 

CONDITIONAL  CLAIMING  SYSTEM  FOR  REJECTED  APPLICANTS 

1.  After  Final  Action  and  Appeal  to  Board  of  Appeals,  a  patent  will  issue  with 
claims  existing  at  time  of  Appeal. 

2.  Issue  fee  will  be  paid  at  time  of  Appeal. 

3.  Rejected  claims  in  patent  will  be  conditioned  upon  successful  Appeal. 

4.  Term  of  rejected  claims  activated  by  winning  Appeal  may,  e.g. : 

(a)  run  from  date  of  issue  of  patent  with  10-year  minimum,  same  as  in 
case  of  interference,  or 

(b)  run  from  date  of  issue  of  patent  and  have  retroactive  effect  upon 
activation. 

Respectfully  submitted, 

HPLA  Special  Committee  on 

THE  President's  Commission, 
Murray-  Robinson,  Chairmen. 
Tom  Arnold 
Joe  E.  Edwards 
M.  H.  Gay 
Jefferson  D.  Gillee 
William  F.  Hyer 
Thomas  G.  McCullocii 

Ex  officio :  Frank  S.  Troidl,  Past  President ;  Ralph  R.  Brownin,^,  President. 
Consultants  :  J.  Vincent  Martin ;  Frank  B.  Pugsley. 
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Houston  Patent  Law  Association, 

Houston,  Tex.,  January  22,  1968. 
Re  iK'nding  patent  legislation. 
Hon.  K.\LPH  Yarborough, 
Hon.  John  Tower, 
U.S.  Senate  Office  Building, 

Dear  Senators  Yarborough  and  Tower  :  We  in  the  Houston  Patent  Law  Asso- 
ciation have  been  most  appreciative  of  your  interest  and  efforts  in  behalf  of  the 
proposals  for  patent  law  revisions  emanating  from  our  Association  and  of  the 
views  our  As.sociation  has  expressed.  We  are  particularly  grateful  to  you  for  the 
joint  introduction  of  S.  2164. 

At  this  time  we  submit  a  proposed  amendment  to  the  Dirksen-ABA  bill  S.  2597 
for  the  purix>se  of  adding  thereto  perhaps  the  most  significant  feature  which  the 
Yarborough-Tower  bill  would  add  to  the  present  law.  A  copy  of  this  proposed 
amendment  is  enclosed. 

S.  2164,  as  you  know,  would  amend  the  present  patent  laws  to  incorporate 
certain  provisions  which  our  Association  is  convinced  would  deal  with  certain 
problem  areas  in  the  patent  system  without  destroying  the  major  principles 
which  have  proved  so  successful  through  long  experience  in  inducing  the  invest- 
ment or  risk  capital  for  the  development  of  inventions  and  encouraging  research 
and  development  work  which  advances  the  technology  generally. 

As  Senator  Yarborough  observed  in  offering  S.2164.  it  was  expected  at  that 
time  that  the  recommendations  embodied  in  your  bill  would  parallel  the  recom- 
mendations of  the  American  Bar  Association.  This  has  proved  true. 

As  introduced  by  Senator  Dirk.sen.  S.2597,  which  is  the  bill  sponsored  by  the 
American  Bar  Association  Patent  Section,  not  only  parallels  S.1264,  but  actually 
incorporates  to  a  greater  or  lesser  degree  most  of  the  proposals  of  S.2164,  al- 
though not  in  identical  form  in  every  case. 

There  is  one  feautre  of  the  Yarborough-Tower  bill,  however,  which  we  consider 
of  great  importance  and  which,  though  not  in  conflict  with  the  Dlrksen  bill,  is 
not  incori)orated  therein.  Tliis  provision  is  the  one  which  would  i.ssue  patents 
promptly  without  waiting  for  the  outcome  of  appeals  from  adverse  Examiner  de- 
cisions or  priority  contests  between  inventors. 

Accordingly  as  its  meeting  on  January  16. 1968,  the  Houston  Patent  Law  Associ- 
ation passed  a  resolution  of  which  a  copy  is  attached  hereto  and  authorized 
persons  speaking  in  behalf  of  the  Association  to  take  the  position  indicated. 

The  Dirksen  bill  preserves  the  outstandingly  important  principles  of  the 
pre.sent  law  and  includes  a  number  of  innovations  which  appear  likely  to  be 
beneficial.  As  long  ago  as  last  July,  the  Patent,  Trademark  and  Copyright  Section 
of  the  State  Bar  of  Texas  endorsed  what  was  then  an  informal  version  of  the 
now  Dirksen  bill,  but  urged  its  amendment  to  include  the  provisions  above  men- 
tioned for  prompt  issuance  of  patents  without  awaiting  the  outcome  of  appeals 
or  i>riority  contests,  which  provision  has  become  i>opularly  known  as  the  condi- 
tional claim.ing  feature  of  the  Yarborough-Tower  bill.  Now  the  Houston  Patent 
Law  As.sociation  has  endorsed  the  Dirksen  bill  subject  to  its  amendment  to  include 
this  provision  of  the  Yarborough-Tower  bill,  and  has  further  urged  its  amendment 
to  include  all  of  the  other  provisions  of  the  Yarborough-Tower  bill  insofar  as 
they  may  not  be  already  fully  included. 

Pursuant  to  this  action  by  the  Association,  the  committee  which  largely  drafted 
the  Yarborough-Tower  bill  has  drafted  an  amendment  to  the  Dirksen  bill  for  the 
])nrpo.-*e  of  incorporating  into  the  Dirksen  bill  the  conditional  claiming  feature 
substantially  in  accordance  with  the  Y'arborough-Tower  bill.  Another  amendment 
which  would  make  minor  changes  to  more  completely  incorporate  the  other 
lirovisions  of  the  Yarborough-Tower  bill  into  the  Dirksen  bill  is  not  yet  quite 
complete. 

However,  we  feel  that  the  proposed  amendment  to  the  Dirksen  bill  for  incor- 
poration of  the  conditional  claiming  feature  of  the  Yarborough-Tower  bill  ivS  in 
shape  now  to  be  offered  and  we  submit  it  to  you  with  the  request  that  you  con- 
sider offering  It  immediately  as  an  amendment  to  the  Dirksen  bill. 

I  expect  to  testify  before  the  Senate  Subcommittee  on  Patents  on  January  31, 
1968  in  behalf  of  the  Houston  Pntent  Law  Associntion's  position  regarding  the 
.Administration's  bill  S.1042,  the  Yarborough-Tower  bill  S.2164,  and  the  Dirksen 
bill  S.2597.  including  support  of  the  Yarbo rough-Tower  bill  in  its  entirety  and 
support  of  the  Dirksen  bill  with  the  proposed  amendments.  I  shall  contact  your 
offices  on  January  30  .so  that  I  may  t^uch  base  with  you  before  giving  my  testi- 
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mony.  Also,  wben  my  prepared  statement  is  complete,  a  copy  will  be  forwarded 
to  each  of  you. 

Respectfully  yours, 

Ralph  R.  Browning. 

Enclosure. 

Houston  Patent  Law  Association  Resolution 

(a)  generally  favors  and  will  support  the  ABA  proposal  to  incorporate  a 
trial  section  in  the  CCPA  : 

(b)  endorses  and  will  support  the  Dirksen  bill  S.  2597  if  amended  to  include 
conditional  claiming  to  effect  the  issue  of  patents  without  delay  for  priority 
contest  or  appeal. 

(c)  favors  the  further  amendment  of  the  Dirksen  bill  S.  2.597  to  incorporate 
all  of  the  other  provisions  of  the  Ya  Thorough -Tower  S.  2164  (and  the  Bush  11. R. 
10006  and  Casey  H.R.  10027)  bill. 


Conditional  Claiming  Amendment  to  S.  2597   (Pbe-Honolulu 
ABA  Patent  Bill) 

Amendment  To  incorporate  principles  of  Yarborough-Tower  bill  relative  to 
issue  of  patents  without  delay  (1)  pending  appeal;  (2)  pending  priority 
contest 

Fourth  Draft  1-2.5-68   (Same  as  Third  Draft  except  for  adding  Section  291 
and  the  changes  noted  on  pages  2,  5  and  7)) 

Section  7 — Board  of  Appeals 

In  .subsection  (b)-(2),  change  "Sections  136  and  137"  to  "Section  137". 
Section  13.'f — Appeal  to  the  Board  of  Appeals 

Add  the  following  to  §  134  : 

'"Upon  perfection  of  an  appeal  under  §  134  the  Commissioner  shall  treat  the 
application  as  though  the  applicant  is  entitled  to  a  patent  including  the  appealed 
claims  and  any  previously  allowed  claims,  except  that  the  appealed  claims  shall 
be  conditional. 

"If  after  an  appeal  to  the  Board  of  Appeals  under  §  134  hereof  has  been  per- 
fected and  a  patent  has  is.sued  to  the  applicant,  it  is  determined  that  the  applicant 
is  entitled  to  claim  or  claims  differing  from  an  appealed  claim,  a  printed  copy  of 
each  such  different  claim  shall  be  attached  by  the  Commissioner  to  each  printed 
copy  of  the  patent,  and  such  attachment  shall  be  considered  a  part  of  the  patent 
as  of  the  date  of  the  attachment. 

"Upon  termination  of  proceedings  relative  to  an  appealetl  claim  in  a  manner 
adverse  to  the  application  or  patent  containing  such  claim,  such  claim  shall 
be  deemed  cancelled  and  notice  thereof  shall  be  endorsed  on  copies  of  the  patent 
thereafter  distributed  by  the  Patent  Office  and  on  the  original  grant,  which  shall 
be  surrendered  to  the  Commissioner  for  that  purpose." 

Section  136 — Reexamination  After  PuWication 

Cancel  .subsection  (d)  and  the  portion  of  .subsection  (e)  following  the  comma, 
and  reletter  sub.sections  (e)  and  (f)  as  (d)  and  (e). 

Section  137 — Priority  of  Invention 

Cancel  present  Section  137  entirely  and  substitute  the  following : 
"§  137.  Presumptive  and  Inchoate  Prior  Art 

"(a)  Presumption  of  Priority. — The  Commissioner  shall  initially  presume  that 
the  invention  set  forth  in  the  claim  of  a  pending  patent  application  has  a  date 
of  invention  that  is  the  same  as  the  effective  filing  date  of  said  pending  application 
as  to  such  claim. 

"(b)  Presumptive  Prior  Art.— Presumptive  prior  art  consists  of  that  part  of 
the  prior  art  included  in  items  (1)  and  (3)  of  the  §  100  definition  thereof  which 
antedates  applicant's  effective  filing  date  relative  to  the  subject  matter  of  a  claim 
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but  which  was  uot  published  more  than  one  year  before  applicant's  earliest  actual 
niing  date  iu  the  United  States,  to  which  said  claim  is  entitled. 

"(c)  Swearing  Back. — To  swear  back  means  to  establish  as  to  the  subject  mat- 
ter of  a  claim  a  date  of  presumed  invention  earlier  than  that  specified  in  para- 
graph (a)  hereof  by  making  a  prima  facie  showing  that  at  least  by  a  certain  day 
an  inventor  named  in  the  pending  application  made  the  invention  in  the  United 
States,  or  abroad  to  the  extent  proof  is  permitted  under  Section  104,  and  that 
said  invention  has  not  been  abandoned,  suppressed,  or  concealed,  and  to  offer 
to  present  evidence  in  support  of  such  showing. 

"(d)  Overcoming  Presumptive  Prior  Art  Not  Claiming  Same  Invention. — The 
Commissioner  shall  not  use  presumptive  prior  art,  alone  or  in  combination  with 
other  prior  art.  as  a  groiuid  for  rejection  of  a  claim  in  a  pending  application  if 
the  applicant  swears  back  to  a  date  prior  to  the  effective  date  as  prior  art  of  such 
presiunptive  prior  art,  unless  said  presumptive  prior  art  is  a  United  States  pat- 
ent or  application  claiming  the  same  invention  as  set  forth  in  said  claim,  or  the 
substance  thereof. 

"(e)  Overcoming  Presumptive  Prior  Art  Claiming  Same  Invention. — If  pre- 
sumptive prior  art  is  a  United  States  patent  or  application  claiming,  conditionally 
or  not,  the  same  invention,  or  the  substance  there,  as  that  set  forth  in  an 
applicant's  claim  and  the  applicant  swears  back  to  a  date  prior  to  the  effective 
date  as  prior  art  of  such  presumptive  prior  art,  the  Commissioner  shall  proceed 
with  examination  of  .said  claim  the  same  as  though  said  presumptive  prior  art 
were  not  part  of  the  prior  art.  except  that  on  allowance  of  such  claim  and  any 
claim  unpatentable  over  such  claim,  said  claims  .shall  be  conditional. 

"(f)  Inchoate  Prior  Art. — Inchoate  prior  art  means,  as  regards  a  claim  of  a 
pending  application  or  ijatent,  the  di-sclosure  of  an  luipublished  U.S.  patent  appli- 
ea;i(m  to  the  extent  such  disclosure  is  entitled  to  a  filing  date  earlier  than  that 
of  said  claim. 

"(g)  Search  of  Inchoate  Prior  Art  and  Action  Relative  Thereto. — Prior  to 
allowance  of  any  application  the  Conmiissioner  shall  cause  a  search  to  be  made 
of  the  inchoate  prior  art  to  determine  whether  or  not  any  inchoate  prior  art 
claims  the  same  invention  or  the  substance  thereof,  as  that  covered  by  any  claim 
of  the  application  to  be  allowed  and  if  he  finds  in  the  affirmative  such  finding 
shall  uot  prevent  allowance  but  each  such  claim  shall  be  conditional. 

"(h)  Patentability  Contest. — Upon  allowance  and  publication  of  a  ijending 
application  containing  a  claim  that  is  conditional  because  it  is  for  the  .same 
invention,  or  the  substance  thereof,  as  that  claimed  in  presumptive  or  inchoate 
prior  art  the  applicant  of  such  pending  application  shall,  before  expiration  of 
six  months  from  the  date  of  patenting  of  said  inchoate  prior  art  or  said  pending 
application,  whichever  is  the  later,  initiate  a  contest  with  the  owner  of  such 
I)resumptive  or  inchoate  prior  art  for  the  determination  of  the  iDatentability  of 
his  claims  and  those  of  said  inchoate  or  presumptive  prior  art  in  such  pro- 
ceedings as  the  Commissioner  shall  establish  by  regulation  or  bring  a  suit  under 
section  291  relative  to  said  claims,  otherwise  such  conditional  claim  shall  be 
cancelled  by  the  Commissioner. 

"In  such  proceeding  each  party  may  present  proof  of  prior  art  of  all  kinds 
defined  in  .section  100  and  to  establish  any  ground  for  unpatentability. 

"The  pendency  of  such  a  proceeding  shall  not  prevent  issuance  of  a  patent  on 
such  application  nor  suspend  ex  parte  prosecution  of  the  application  constituting 
the  inchoate  prior  art. 

"(i)  Cancellation  of  Claims  After  Patentability  Contest. — A  final  judgment 
adverse  to  a  patentee  or  applicant  in  a  proceeding  under  .section  (h)  supra,  from 
which  no  appeal  has  been  or  can  be  taken  shall  constitute  cancellation  of  the 
chiims  involved  from  the  patent  or  application  and  notice  thereof  shall  be  en- 
dorsed on  copies  of  the  patent  thereafter  distributed  by  the  Patent  Ofl!ice. 

"(j)  Time  Limit  on  Copying  Claitiis. — A  claim  for  the  same  subject  matter  as 
a  claim  of  an  i.ssued  patent  or  for  the  substance  thereof,  may  not  be  made  in  any 
application  unless  such  claim  is  made  prior  to  six  month  after  the  date  on  which 
the  patent  was  granted." 

Section  139 — Amendment  .After  Proceedings  T'nder  Sections  137  and  2!>1 

Add  a  new  Section  139  as  follows  : 
"§139.  Amendments  After  Proceedings  Under  Sections  137  and  291 

"If  a  part.v  to  a  proceeding  under  Se<'tion  137  or  291  loses  a  claim  as  a  result 
thereof,  and  such  party  did  not  have  available  to  him  the  disclosure  of  a  relevant 
application  of  another  party  to  the  proceeding  prior  to  the  end  of  the  time  during 
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which  he  could  add  to  or  amend  the  claims  of  his  application,  such  losing  party 
may  tile  a  reissue  or  continuation  application  to  further  prosecute  claims  to  his 
invention,  and  in  such  reissue  application  the  time  limitation  of  Section  251 
hereof  shall  not  apply." 
Section  141 — Appeal  to  Court  of  Customs  and  Patent  Appeals 

Cancel  subsection  (b)  and  substitute  therefor: 

"(b)  An  applicant  or  patentee  dissatisfield  with  the  decision  in  a  proceeding 
under  §  137(h)  of  this  title  may  appeal  to  the  United  States  Gouvt  of  Customs 
and  Patent  Appeals. 

Section  1^5 — Civil  Action 

After  "claim",  (page  21,  line  2),  insert  "or  with  the  result  of  a  proceeding  under 
section  137(h)". 

Section  152 — Conditional  Claims 

Add  a  new  Section  152  as  follows  : 
"§152.  Conditional  Claims 

"A  conditional  claim  in  an  issued  patent  shall  not  be  entitled  to  the  presump- 
tions of  Section  282  so  long  as  it  remains  conditional. 

"A  notice  of  infringement  of  a  conditional  claim  pursuant  to  §  284(b)  shall 
have  the  same  effect  relative  to  establishing  a  right  to  a  declaratory  judgment 
action  as  a  notice  of  infringement  of  a  claim  that  is  not  conditional. 

"Section  286  shall  apply  to  patents  containing  conditional  claims. 

"Section  287  does  not  apply  to  patents  containing  only  conditional  claims  nor 
to  the  conditionally  claimed  pai't  of  patents  containing  both  conditional  and  un- 
conditional claims. 

"Conditional  claims  may  be  the  basis  of  suits  under  Section  291. 

"Conditional  claims  appealed  under  §  134  can  also  be  the  subject  of  proceed- 
ings under  §  137. 

"Upon  removal  of  all  the  causes  for  the  condition  of  an  issued  conditional  claim, 
e.g.  winning  an  appeal,  or  prevailing  in  a  proceeding  under  §  137  or  §  291. 
abandonment  of  tlie  conflicting  claims  of  the  application  which  constituted  the 
inchoate  prior  art,  or  in  any  other  manner,  such  claim  shall  no  longer  be  condi- 
tional and  notice  thereof  shall  be  given  to  the  owner  of  the  patent  by  the  Com- 
mossioner  and  endorsed  on  copies  of  the  patent  thereafter  distributed  by  the  Pat- 
ent OflBce  and  on  the  original  grant  on  request  by  the  owner  thereof." 

Section  271 — Infringem,ent  of  Patent 

Cancel  subsection  (f)  and  substitute  therefor  the  following  : 

"(f)   The  scope  of  the  invention  protected  by  a  patent  under  this  section  shall 

be  determined  by  the  claims  thereof  except  that  conditional  claims  shall  not  be 

considered. 
"Whoever  performs  an  act  which  would  make  him  liable  for  infringement  of  a 

conditional  claim  of  a  patent  had  such  claim  not  been  conditional,  shall  become 

liable  for  such  act  as  an  infringer  if  such  claim   subsequently  ceases  to  be 

conditional." 

Section  283 — Injunction 

In  subsection  (b)  cancel  "made  prior  to  grant  of  the  patent  and". 
Section  2S4 — Damages 

In  subsection  (b)  cancel  "claim  of  a  published  application"  and  substitute 
"conditional  claim  of  a  patent". 

Section  291 — Interfering  Patents 

Add  a  new  Section  291  as  follows  : 
"§  291.  Interfering  Patents 

"(a)  The  owner  of  an  interfering  patent  may  have  relief  against  the  owner 
of  another  by  civil  action,  and  the  court  may  adjudge  the  question  of  the  validity 
of  any  of  the  interfering  patents,  in  whole  or  in  part.  A  final  jud.gment  adverse 
to  a  patentee  from  which  no  appeal  or  other  review  has  been  or  can  be  taken  or 
had  shall  constitute  cancellation  of  the  claims  involved  from  the  patent,  and 
notice  thereof  shall  be  endorsed  on  copies  of  the  patent  thereafter  distributed 
by  the  Patent  OflSce. 

"(b)  A  civil  action  under  subsection  (a)  may  be  instituted  against  the  party 
in  interest  as  shown  by  the  records  of  the  Patent  Office,  but  any  party  in  interest 
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may  become  a  party  to  the  action.  If  there  be  adverse  parties  residing  in  a  plu- 
rality of  districts  not  embraced  within  the  same  state,  or  an  adverse  party  resid- 
ing in  a  foreign  country,  the  United  States  District  Court  for  the  District  of 
Columbia  shall  have  jurisdiction  and  may  issue  summons  against  the  adverse 
parties  directed  to  the  marshal  of  any  district  in  which  the  adverse  party  resides. 
Summons  against  adverse  parties-  residing  in  foreign  countries  may  be  served  by 
publication  or  otherwise  as  the  court  directs.  The  Commissioner  shall  not  be  a 
necessary  party  but  he  shall  be  notified  of  the  filing  of  the  civil  action  by  the  clerk 
of  the  court  in  which  it  is  filed  and  shall  have  the  right  to  intervene." 

Senator  McClellan.  The  next  witness  is  Mr.  Cappello.  Do  you  have 
anyone  with  you  ? 

STATEMENT    OF   HENRY    J.    CAPPELLO,    PRESIDENT,    SPACE    RE- 
COVERY RESEARCH  CENTER,  AND  CONSULTANT  TO  NSBA 

]Mr.  Caitello.  No,  sir.  I  am  all  alone  today. 

I  am  Henry  J.  Cappello,  consultant  on  patent  policy  for  the  Na- 
tional Small  Business  Association,  and  I  am  also  president  of  Space 
Recover}"  Research  Center,  Inc.,  a  small  Florida  corporation  whose 
business  is  based  entirely  on  a  proprietary  patented  product.  I  am  also 
a  lawyer  but  not  a  patent  lawyer. 

Senator  McClellan.  Do  you  want  to  submit  your  statement  for 
the  record  and  then  conunent  on  it  briefly? 

Mr.  Cappello.  Yes,  sir,  I  would  like  to  highlight  the  statement  for 

Senator  McClellan.  Very  well.  It  may  be  printed  in  full  in  the 
record,  and  any  part  of  it  that  you  do  not  quote  can  be  incorporated 
in  the  record. 

You  may  proceed. 

Mr.  Cappello.  On  behalf  of  the  National  Small  Business  Associa- 
tion, I  wish  to  express  our  appreciation  for  this  opportunity  to  present 
our  views  on  this  important  area  of  legislation. 

We  support  the  objectives  set  out  in  the  report  of  the  President's 
Commission  on  which  the  administration's  patent  reform  bill  is 
based.  However,  we  believe  that  certain  recommendations  of  the  Com- 
mission, and  certain  provisions  of  the  legislation  require  revision  and 
improvement.  In  general,  we  feel  that  many  of  the  suggestions  of  the 
American  Bar  Association  have  merit  and  should  be  considered  in  the 
proposed  patent  reform  bill. 

Of  one  thing  there  can  be  little  doubt.  Changes  are  needed  in  the 
existing  structure  of  the  patent  laws.  The  individual  inventor  and 
small  businessman  no  longer  derive  from  the  patent  system  that  meas- 
ure of  incentive,  encouragement  and  protection  which  promoted  our 
tremendous  growth  and  prosperity  during  the  industrial  revolution. 
Patents  today  are  not  as  good  as  they  should  be,  from  the  standpoint 
of  inventors  and  small  businessmen,  because  they  are  too  uncertain 
as  to  validity  and  enforceability,  and  too  costly  in  the  amount  of  time 
and  money  required  to  establish  and  protect  the  "limited  monopoly" 
needed  for  successful  exploitation. 

Our  objective,  as  far  as  possible,  is  to  enhance  the  position  of  small 
businessmen  in  relation  to  value  and  enforceability  of  i^atents. 

Since  the  proposed  legislation  is  not  addressed  to  the  problem  of 
improving  the  quality  of  issued  patents,  we  will  refrain  from  comment 
in  this  area,  except  to  say  that  we  are  deeply  concerned.  The  quality 
of  examination,  as  well  as  the  speed  of  examination,  needs  to  be  im- 


611 

proved  by  the  adoption,  as  soon  as  feasible,  of  whatever  legislative, 
fiscal  or  administrative  remedies  are  indicated  to  stop  the  issuance  of 
patents  that  will  not  stand  the  test  of  litigation.  It  is  almost  more  of 
a  disservice  to  the  individual  inventor  and  small  businessman  to  issue 
to  him  a  worthless  patent  than  it  is  to  deny  him  a  patent  on  a  product 
of  marginal  commercial  value.  Admittedly  this  is  a  judgment  area 
with  many  shades  of  gray,  but  we  believe  that  the  scales  need  to.  be 
tilted  a  substantial  amount  toward  improving  the  quality  of  issued 
patents. 

The  proposed  patent  refonn  bill,  S.  1042,  deals  with  some  concepts 
that  are  new  to  U.S.  patent  law,  but  which  have  been  more  or  less 
successfully  employed  in  foreign  countries  or  are  in  an  early  experi- 
mental stage.  Whether  these  innovations  can  or  should  be  adapted  for 
U.S.  requirements  are  questions  requiring  detailed  study  and  analyses 
before  any  steps  are  taken  to  incorporate  them  in  our  laws.  We  suggest 
to  the  committee  that  in  accepting  or  rejecting  an}^  such  change  the 
primary  consideration  should  be  its  effect  on  individual  inventors  and 
small  businessmen. 

Our  recommendations  regarding  the  proposed  legislation  are  ad- 
dressed primarily  to  broad  concepts  incorporated  in  the  report  of  the 
President's  Commission. 

A.    FIKST-TO-riLE    CONCEPT 

This  proposed  change  has  considerable  merit  for  the  reasons  stated 
by  the  Coimnission.  In  taking  a  position  in  support  of  the  first-to-file 
concept,  we  disagree  with  the  contention  that  such  a  system  discrimi- 
nates against  small  business.  In  our  view  the  present  system,  witli  its 
costly  and  time-consuming  interferences  and  the  requirements  for 
witnessed  and  corroborative  records,  gives  larger  companies  in  many 
instances  an  unwarranted  advantage  over  smaller  concerns.  While 
supporting  the  general  principle  of  first-to-file,  we  feel,  however,  that 
certain  safeguards  need  to  be  included  if  this  procedure  is  to  serve  the 
needs  of  small  business. 

In  our  experience,  it  is  not  unusual  for  a  consid'^rable  period  of 
time  to  elapse  between  initial  reduction  to  practice  of  an  invention,  and 
its  refinement  to  the  point  that  a  complete  set  of  claim;'  can  be  drafted. 
In  the  case  of  the  last  invention  patented  by  my  company  involving 
what  appeared  to  be  a  simple  aerological  device,  it  took  approximately 
20  months  for  the  inventor  to  analyze  his  invention,  e^en  though  he 
worked  with  it  in  private  practically  every  day.  The  description  and 
the  working  model  supplied  were  sufficient  for  the  patent  attorney  to 
draft  seven  claims  (all  of  which  were  allowed),  but  in  the  period  be- 
tween drafting  of  the  claims  and  issuance  of  the  patent — a  period 
consuming  2  years — it  became  obvious  that  some  of  the  principles  of 
operation  had  been  misunderstood  and  that  some  auxiliary  improve- 
ment could  be  made  to  improve  the  performance  of  the  product  and 
provide  additional  claims.  As  a  result,  a  continuation-in-part  was 
filed.  About  a  month  after  this,  the  patent  was  issued.  Subsequent  to 
issue,  it  was  discovered  that  our  company  still  not  completely  under- 
stood how  or  why  the  device  works,  and  that  at  least  two  errors  had 
been  made  innocently  in  the  original  claims.  A  reissue  patent  was  then 
applied  for.  This  history  of  one  patent  shows  clearly  that  an  individu- 
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al  inventor  or  small  company  with  limited  resources  needs  time  to  \)er- 
fect  new  concepts  so  that  complete  and  accurate  claims  can  be  filed. 

We  believe  that  a  personal  grace  period  of  a  year  must  be  provided 
for  inventors.  Furthermore,  current  practice  encompassing  continua- 
tions, continuations-in-part,  and  reissue  must  be  retained  in  the  law. 

We  do  not  agree  with  the  approach  of  the  American  Bar  Association 
in  proposing  a  first-to-file  system  which  is  that  in  name  only,  while 
retaining  in  the  law  all  of  the  elements  of  the  first-to-invent  system, 
with  its  associated  interference  procedures.  We  believe  that  the  only 
bona  fide  defense  to  a  first-filed  patent  application  should  be  a  claim 
that  the  applicant  was  in  fact  not  the  inventor  (or  assignee)  ;  in  other 
words,  that  the  applicant  derived  the  invention  by  illegal  or  immoral 
means  from  the  true  inventor. 

Some  critics  of  the  proposed  legislation  have  suggested  that  the 
first-to-file  system  would  induce  pirating  of  inventions  and  other 
chicanery  to  deprive  the  true  inventors  of  their  rights.  Our  opinion  is 
that  section  115  and  section  136  of  the  bill,  if  properly  implemented, 
would  serve  to  defeat  fraudulent  filings.  However,  there  is  concern  as 
to  the  manner  in  which  these  sections  would  be  implemented.  The 
inference  is  that  an  action  for  fraud  and  deceit,  and/or  perjury,  would 
be  brought  in  the  U.S.  district  courts  and,  under  the  broad  equity 
power  of  the  court,  a  judgment  against  the  fraudulent  patentee  would 
then  result  in  a  decree  requiring  the  transfer  of  the  patentee's  rights 
to  the  true  inventor,  with  damages  and  with  fine  and  imprisonment  as 
additive  remedies.  The  proposed  legislation  is  not  clear  in  this  respect. 
The  legislative  history  of  the  bill,  at  the  very  least,  should  indicate  the 
nature  of  the  remedies  intended  to  be  provided. 

Early  publication  is  a  desirable  goal  of  the  patent  system.  However, 
there  are  several  useful  alternatives  to  the  basic  proposal  of  S.  1042 
calling  for  publication  in  every  case  within  18  to  24  months  of  the 
preliminary  application.  Some  measure  of  discretion  should  be  permit- 
ted the  applicant  as  to  the  time  when  publication  is  made.  The  appli- 
cant should  have  the  right  at  any  time  prior  to  publication  to — 

(1)  Abandon  the  application  and  retain  the  invention  in  an  non- 
disclosed  status ; 

(2)  Abandon  the  application  and  dedicate  the  nonexamined  appli- 
cation to  the  public ;  or 

(3)  upon  payment  of  a  substantial  fee  and  a  showing  of  good  cause, 
delay  publication  (but  not  examination)  until  the  examination  is  com- 
pleted and  claims  are  allowed ;  but  in  such  case,  no  infringement  claim 
or  royalties  should  be  allowed  as  a  result  of  manufacture  of  the  inven- 
tion prior  to  the  issuance  of  the  patent,  or  for  any  subsequent  sale  or 
use  of  items  manufactured  prior  to  issuance  of  the  patent. 

The  proposed  $10  filing  fee  for  preliminary  applications  is  too  Iom'. 
All  fees  should  be  set  at  a  level  that  both  encourages  legitimate  filings 
and  also  discourages  superfluous  or  ill-considered  filings. 

B.    DEFERRED   EXAMINATION 

We  note  from  Commissioner  Brenner's  previous  statements  that 
there  is  no  immediate  intent  to  institute  a  system  of  deferred  exami- 
nation, and  that  the  Patent  Office,  hy  including  provisions  authorizing 
a  system  of  deferred  examinations,  is  merely  seeking  standby  author- 
ity. We  have  no  way  of  judging  wliat  the  probable  effects  of  such  a 
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system  might  be.  Certainly  the  experience  of  Holland  provides  little 
guidance  for  the  United  States.  The  proposal  by  Commissioner  Bren- 
ner to  institute  such  a  system  with  respect  to  only  a  few  classes  of 
patentable  matter  at  some  time  in  the  future,  when  deemed  desirable, 
seems  to  be  a  sound  approach.  Practical  effects  of  such  a  system  could 
then  be  demonstrated  without  drastically  affecting  the  entire  patent 
system.  The  grant  of  such  authority  should  be  clearly  spelled  out  and 
any  decisions  to  adopt  deferred  examinations  for  general  use  in  the 
Patent  Office  should  be  validated  by  Congress  through  the  mechanism 
of  a  joint  resolution  or  general  legislation. 

C.  FEES 

We  are  strongly  opposed  to  any  proposal  that  would  permit  the 
Patent  Office  to  determine  fee  schedules  for  patent  filings.  This  pre- 
rogative of  Congress  should  not  be  delegated.  In  our  opinion  the  hold- 
ers of  large  portfolios  of  patents  are  reaping  the  greatest  monetary 
benefits  from  patents  and  should,  therefore,  bear  a  large  proportion  of 
the  total  fees  paid  to  the  Patent  Office.  "We  recommend  that  a  grad- 
ua,ted  structure  of  fees  related  to  the  total  number  of  patents  held  or 
filings  made,  per  annum,  be  incorporated  into  the  fee  structure.  Partial 
payments  of  issue  fees  over  the  life  of  the  patent  are  also  desirable, 
and  these  should  be  graduated  to  reflect  the  size  of  the  patent  portfolio 
maintained.  This  would  have  a  salutary  effect  in  encouraging  the  dedi- 
cation to  the  public  of  many  patents  either  of  small  economic  value  or 
being  maintained  for  defensive  purposes. 

D.    JUDICIAL  PROCEDURES 

The  element  of  high  cost  of  litigation  in  delation  to  validity  and  in- 
fringement of  patents,  both  offensive  and  defensive,  is  one  of  the  pri- 
mary problems  facing  the  small  manufacturer  or  small  patentee. 
Present  procedures  are  too  cumbersome,  too  inefficient,  and  too  slow  to 
produce  the  results  needed  by  the  small  business  community.  It  is 
most  disappointing  that  the  Commission's  report  recommended  so 
little  to  streamline  judicial  and  administrative  procedures. 

There  are  now  too  many  forums  and  too  many  levels  of  appeal  in 
the  present  system.  The  present  system  of  patent  "litigation  in  the  U.S. 
district  courts  is  grossly  deficient.  The  great  majority  of  judges  in 
this  court  are  disinterested  in  patent  law  and  possess  little  or  no  exper- 
tise in  scientific  and  technical  matters.  Considerable  time  and  effort 
must  be  spent  by  the  litigants  to  educate  the  judges.  It  often  has  been 
said  that  if  a  judge  understands  the  technical  details  of  an  invention, 
he  will  find  the  patent  invalid  for  obviousness;  and,  conversely,  if  he 
does  not  understand  it,  he  will  find  the  patent  valid.  Thwarting  of 
justice  by  exploiting  the  defects  of  technical  pleading  under  the  com- 
mon law  spurred  the  adoption  of  the  Federal  Rules  of  Civil  Procedure. 
An  equally  effective  overhauling  of  judicial  procedures  affecting  the 
patent  system  is  necessary  if  we  are  to  have  sound  decisions  based  on 
the  merits. 

We  support  the  proposal  of  the  American  Bar  Association  which 
provides  for  a  review  of  the  Patent  Office  decisions  only  by  the  Court 
of  Customs  and  Patent  Appeals.  This  court  would  be  divided  into  a 
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trial  and  appeals  division.  This  should  result  in  better,  faster,  and  less 
costly  decisions  for  the  litigants. 

We  also  support  the  concept  that  the  prevailing  party  in  litigation 
should  recover,  in  appropriate  circumstances,  costs  of  litigation  in- 
cluding legal  fees.  We  recommend  that  section  285  of  title  35  be 
amended  by  deleting  the  words  "in  exceptional  cases,"'  and  by  adding 
"where  the  court  determines  that  the  action  or  its  defense  was  under- 
taken not  in  good  faith  or  without  probable  cause."  The  legislative 
history  of  this  change  should  reflect  fully  that  its  purpose  is  to  en- 
courage the  courts  to  award  costs  and  fees  when  it  determines  that 
patent  litigation  is  undertaken  by  either  party  without  reasonable 
cause,  or  for  purposes  of  harassment. 

E.  DELAYS  IN  MARKETING  DUE  TO  GOVERNMENT  REGULATION 

Section  154(c)  of  S.  1042  provides  for  an  increase  in  the  term  of  a 
patent  when  its  issuance  is  delayed  for  national  security  reasons. 
However,  there  are  other  Government  activities  which  affect  the  paten- 
tee's ability  to  derive  reasonable  profits  from  marketing  of  patentable 
inventions.  Regulatory  activities  of  agencies  such  as  the  Food  and 
Drug  Administration,  Federal  Aviation  Agency,  the  U.S.  Coast 
Guard,  and  a  wide  variety  of  other  Federal,  State,  and  local  bodies 
cause  many  products  to  be  banned  from  public  sale  or  use  until  a  li- 
cense or  other  approval  is  obtained.  We  recommend  that  in  such  cases 
the  patentee  should  have  patent  protection  for  a  minimum  period  of 
10  years  from  the  first  grant  of  such  license  or  approval  by  any  Gov- 
ermnent  agency,  and  that  appropriate  changes  to  the  language  of 
section  154  be  adopted. 

F.    HARMONIZING    U.S.    PATENT    SYSTEM    WITH    PROPOSED    INTERNATIONAL 

PATENT  SYSTEM 

Although  we  support  the  concept  of  a  universal  or  multination 
patent  system,  to})  priority  should  be  given  to  building  maximum 
strength'into  the  V.S.  patent  system,  ungrading  it  to  its  full  potential, 
without  regard  to  the  requirements  or  procedures  of  any  foreign  coun- 
try. From  the  standi)oint  of  costs  to  small  business,  a  sound  enforceable 
universal  patent  is  very  desirable;  but,  since  our  larger  interests  are 
concerned  with  the  marketing  of  products  in  the  United  States,  the 
effectiveness  and  value  of  patents  in  our  domestic  economy  is  of  con- 
siderable more  importance.  Instead  of  an  international  system,  we 
suggest  as  a  practical  approach  to  the  problem,  that  a  multilateral 
system  of  agreements  between  countries  having  common  political,  eco- 
nomic, and  social  institutions  should  first  be  established.  No  recommen- 
dation of  the  President's  Commission  should  be  adopted  merely  be- 
cause it  would  further  the  concept  of  an  international  patent  system 
and  any  justification  for  legislation  based  on  this  premise  should  be 
discarded  by  the  Congress. 

G.  ANTITRUST  IMPLICATIONS 

While  real  invention  is  still  by  and  large  the  province  of  individual 
inventors  and  small  l)usiness,  these  inventions  have  less  and  less  op- 
portunity to  come  to  fruition  in  the  hands  of  small  business. 
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U.S.  Government  patent  policy  needs  to  be  oriented  more  positively 
toward  encouraging  the  success  and  proliferation  of  small  and  medium 
business  in  the  consumer  goods  field.  Fiscal,  tax,  antitrust,  and  patent 
policies,  as  well  as  the  enforcement  attitudes  of  the  Government  agen- 
cies administering  these  areas  of  the  law,  are  all  closely  interrelated, 
and  need  to  be  strengthened  in  the  interest  of  small  business.  AVhen- 
ever  remedial  legislation  appears,  nominally  directed  against  big 
business,  small  business  almost  inevitably  bears  the  brunt  of  its  effects. 
The  application  of  antitrust  concepts  to  the  "patent  monoply"  is,  in 
our  opinion,  one  of  the  classic  examples  of  this  rule.  Attempts  to 
remedy  abuses  of  improper  use  of  patents  have  generally  resulted  in  the 
long  run  in  cutting  down  the  rights  of  the  individual  and  small  business 
but  with  no  noticeable  impact  upon  big  business.  For  this  reason  we 
have  some  fears  that  even  the  changes  and  reforms  of  the  patent 
system  now  being  proposed  may  lead  eventually  to  corrosion  of  the 
rights  of  the  smalls. 

Improper  use  of  patents  through  patent  pools  and  cross  licensing,  in 
concert  with  raw  economic  power,  has  placed  out  of  bounds  many  areas 
of  business  where  small  business  properly  should  be  competing.  The 
best  hope  for  creative  small  business  is  that  their  rights  be  strengthened 
under  the  patent  laws  and  that  the  antitrust  laws  be  rigidly  enforced. 

Recommendations  contained  in  the  report  of  the  Attorney  General's 
National  Committee  to  Study  the  ^liititrust  Laws  (1955)  with  respect 
to  cornpulsory  licensing  of  interchanged  and  pooled  patents  have  never 
been  implemented  either  by  legislation  or  enforcement  policy.  These 
pooled  patents,  together  with  large  defensive  patent  portfolios  and  the 
threat  of  litigation,  cause  much  concern  to  creative  small  businessmen. 
I  might  add  parenthetically  that,  under  the  first-to-file  system,  com- 
panies seeking  merely  to  establish  their  right  to  use  an  invention  will 
be  encouraged  to  publish,  rather  than  to  patent,  the  invention.  This 
should  serve  to  reduce  the  defensive  patent  portfolios  of  big  business. 

We  concur  in  the  analysis  of  the  antitrust-patent  situation  in  recom- 
mendation XXII  of  the  report  of  the  President's  Commission.  We 
recommend  that  implementing  language  be  incorporated  in  whatever 
legislation  is  reported  by  the  committee. 

H.  GOVERNMENT  INFRINGEMENT  OF  PRIVATE  PATENTS 

It  is  most  disappointing  that  the  President's  Commission  failed  to 
study  or  to  make  reconnnendations  regarding  small  business'  number 
one  patent  problem.  Government  infringement  of  privately-developed 
patents.  This  has  been  a  matter  of  concern  to  the  Cono;ress  and  the 
procuring  agencies  since  the  Comptroller  General's  decision  in  1957. 
This  decision  required  infringement  of  private  patents  (under  28 
U.S.C.  1498)  in  cases  of  advertised  procurements  for  patented  articles 
awarded  to  unlicensed  sources.  Many  attempts  have  been  made  to  ob- 
tain concurrence  between  procurement  agencies  regarding  an  appropri- 
ate mechanism  to  resolve  the  problem  of  infringement.  We  believe  an 
acceptable  compromise  has  been  achieved  which  is  now  before  Con- 
gress— H.R.  2898 — introduced  by  Congressman  Morris  of  New  Mexico. 
We  recommend  that  this  bill  be  incx^rporated  into  the  patent  reform 
bill.  It  is  our  understanding  that  H.R.  2898  was  developed  in  coopera- 
tion with  the  Bureau  of  the  Budget  and  is  acceptable  to  the  executive 
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branch.  Since  the  provisions  of  H.R.  2898  relate  to  general  patent 
administration,  it  is  appropriate  to  include  them  in  patent  reform 
legislation. 

I.  COMPUTER  PROGRAMS 

We  disagree  with  the  reconnnendation  of  the  President's  Commis- 
sion that  computer  programs  should  not  be  patentable.  The  line  of 
demarcation  between  computer  ''hardware"  and  "software''  is  becom- 
ing increasingly  difficult  to  define.  A  body  of  ad  hoc  determinations 
should  be  developed  by  the  Patent  Office  which,  on  an  evolutionary 
basis,  will  provide  criteria  for  patenting  those  aspects  of  computer 
programing  traditionally  associated  with  patentable  inventions.  Com- 
parable expertise  has  been  developed  by  the  Patent  Office  in  other 
"new"  areas  of  technology. 

J.    PROTECTION    FOR    INDIVDUAL    INVENTORS 

We  urge  that  study  be  given  to  the  recommendation  of  the  American 
Society  of  Inventors  that  some  fonn  of  general  insurance  protection 
be  made  available  by  the  G-overnment  for  nonassigned  patents,  to 
cover  attorney's  fees,  and  other  costs  incident  to  litigation  involving 
validity  or  infringement  of  the  patent.  It  is  estimated  that  the  co^t 
of  $100,000  of  insurance  would  be  about  $50  per  year  per  patent  or 
$500  for  the  life  of  the  patent.  We  are  advised  that  the  average  co^ 
for  litigating  a  patent  is  about  $50,000.  Perhaps  a  worthwhile  social 
and  economic  purpose  would  be  achieved  if  the  patentee  were  required 
to  bear  the  hr^t  $500  of  such  expense  plus  10  percent  of  the  balance, 
if  he  does  not  prevail  in  the  litigation. 

Another  recommendation  by  the  society  worthy  of  study  is  that  cap- 
tive inventors  be  protected  by  discouraging^  outright  assignment  of 
their  inventions.  It  is  suggested  by  the  society  that  the  patent  laws 
be  amended  to  require  all  inventions  to  be  licensed,  rather  than  as- 
signed, at  minimum  royalties  of  one-half  of  1  percent  for  captive 
inventors  and  3  percent  for  independent  inventors.  Of  course  the 
economic  value  of  an  invention  introduced  into  a  complex  manufac- 
turing and  marketing  operation  is  difficult  to  assess,  but  assessment 
is  nof  impossible.  Such  a  system  in  Germany  has  operated  to  benefit 
substantially  many  deserving  inventors  without  unduly  handicapping 
industry. 

K.    CONCLUSIONS 

Our  hope  is  that  this  committee  and  the  Congress  will  proceed  with 
deliberate  speed  to  enact  changes  in  the  patent  laws  to  correct  the 
present  imsatisfacjtory  state  of  affairs  relating  to  the  interests  of  the 
inventor  and  small  business.  Without  reform  there  will  be  increasing 
deterioration  of  incentive.  It  is  incentive  that  triggers  the  flow  of 
creation  and  enriches  our  Xation  and  its  people. 

I  have  some  supplemeiltary  remarks  as  well,  Mr.  Chairman. 

Subsequent  to  the  preparation  of  my  statement,  I  have  had  the 
opportunity  to  read  and  study  the  remarks  of  Commissioner  Brenner 
presented  yesterday  to  your  committee. 

The  positions  of  compromise  taken  by  Commissioner  Brenner  ap- 
pear to  be  sound  and  well  reasoned.  Most  of  us  have  felt,  since  the 
patent  reform  bill  was  sent,  to  Congress,  that  acceptable  legislation 
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would  result  only  if  a  middle  ground  between  the  recommendations 
of  the  President's  Commission  and  the  patent  bar  could  be  presented 
to  Congress. 

We  believe  that  Commissioner  Brenner  has,  in  general,  acliieved  a 
compromise  position  which  can  be  supported  by  most  interested  par- 
ties. We  support  his  statement  and  recommend  his  proposals  to  the 
committee. 

Senator  McCellan.  Thank  you. 

Senator  Fong.  Tliank  you,  ]\Ir.  Cappello.  You  have  made  a  very 
fine  presentation  on  behalf  of  the  National  Small  Business  Associa- 
tion. Thaiikyou  for  appearing. 

Dr.  Fornmn,  National  Council  of  Patent  Law  Associations.  Come 
forward,  please. 

Dr.  Forman,  you  may  proceed  whichever  way  you  desire. 

STATEMENT  OF  HOWARD  I.  FORMAN,  CHAIRMAN,  NATIONAL 
COUNCIL  OF  PATENT  LAW  ASSOCIATIONS;  ACCOMPANLED  BY 
ANDREW  R.  KLEIN 

Mr.  FoRMAN.  Thank  you.  I  first  of  all  would  like  to  thank  the  chair- 
man and  the  members  of  the  subcommittee,  on  behalf  of  the  National 
Council  of  Patent  Law  Associations,  for  the  priviledge  of  appearing 
before  you  this  afternoon. 

Senator  Fong.   We  are  happy  to  have  you  with  us  this  afternoon. 

Mr.  Forman.  Thank  you. 

We  have  a  statement  which  I  request  to  be  printed  in  the  record 
in  full. 

Senator  Fong.  It  will  be  so  ordered.  Do  you  want  to  highlight 
your  presentation  ? 

Mr.  FoRMxVN.  Yes,  I  would  like  that,  Mr.  Chairman.  I  am  Howard 
I.  Forman,  a  patent  attorney  employed  by  a  corporation  whose  home 
office  is  in  Philadelpliia,  Pa. 

With  me  is  Andrew  R.  Klein,  an  attorney  engaged  in  the  private 
practice  of  patent  law  in  the  city  of  Philadelphia,  Pa. 

My  function  here  is  that  of  chairman  of  the  national  council,  and 
I  would  like  to  explain  the  nature  of  the  organization  for  the  reason 
which  I  will  presently  set  forth. 

Mr.  Klein's  appearance  here  is  as  chairman  of  the  coordinating 
committee  on  the  patent  system  of  the  national  council. 

The  national  council  is  a  federation  of  35  patent  law  associations. 
The  identites  of  these  35  associations  are  set  forth  in  the  appendix  to 
the  statement.  It  is  the  first  page  just  before  the  tabulated  report. 

Senator  Fong.  How  many  States  are  incorporated  here  ? 

Mr.  Forman.  In  the  appendix  there  is  a  table,  and  a  cover  to  the 
table  lists  the  35  member  associations.  They  include,  I  might  men- 
tion, the  American  Bar  Association's  Patent  Section,  the  American 
Patent  Law  Association,  and  33  State  or  local  patent  law  associations 
or  the  patent,  trademark,  and  copyright  committees  of  State  bar  as- 
sociations of  those  States  where  there  happens  to  be  an  intei>"rated 
State  bar. 

I  would  like  to  explain  the  organizational  background  of  the  na- 
tional coimcil  and  its  coordinating  committee,  and  my  purpose  in 
doing  this  is  to  establish  how  the  tabulated  mformation  was  obtained 
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which  has  herewith  been  preseiited  to  the  committee  for  your  review 
and  for  the  record. 

The  coordinating  committee  on  the  patent  system  consists  of  one 
delegate  and  one  alternate  appointed  by  each  of  the  35  member 
associations.  Our  present  coordinating  committee  was  specially  or- 
ganized in  1964  in  recognition  of  a  need  to  study  our  system  of  patent 
laws  in  depth.  Our  object  was  to  develop  guidelines  and  recommen- 
dations for  improving  and  changing  those  laws. 

Naturally,  in  view  of  this,  when  in  1965  President  Johnson  ap- 
pointed the  Commission  on  the  patent  system,  the  national  council 
directed  Mr.  Klein,  the  chairman  of  the  coordinating  committee,  to 
cooperate  as  fully  as  possible  with  that  Commission.  The  services 
of  the  coordinating  committee  were  immediately  offered  to  the  Com- 
mission, and  all  the  way  through  the  lifetime  of  the  Commission's 
operation  and  thereafter  the  coordinating  committee  has  furnished 
that  cooperation  whenever  possible. 

The  coordinating  committee  and  its  member  components,  indi- 
vidually and  collectively,  have  served  in  man}'  ways  by  holding  meet- 
ings throughout  the  country,  correspondence  with  practitioners,  with 
different  associations,  and  in  other  ways,  to  gather  information  that 
might  be  useful  to  the  Commission. 

I  would  like  at  this  point  briefly  to  refer  to  a  publication  which 
appeared  in  a  book  called  Patent  Procurement  and  Exploitation, 
It  is  a  publication  of  the  proceedings  of  the  First  Annual  Institute 
on  Patent  Law  conducted  by  the  Southwestern  Legal  Foundation 
in  Dallas  several  years  ago,  and  in  particular  the  paper  delivered 
there  by  Judge  Giles  S.  Rich  of  the  Court  of  Customs  and  Patent 
Appeals.  The  title  of  the  paper  was  "Congressional  Intent — or.  Who 
Wrote  the  Patent  Act  of  1952  ?" 

The  interesting  thing,  which  is  now  historical,  of  course,  is  that 
Judge  Rich  points  to  the  fact  that  in  1949  there  was  recognized  b}' 
what  was  then  known  as  House  Subcommittee  No.  4  (I  believe  it 
is  now  No.  3)  on  Patents,  Trademarks,  and  Copyrights,  which  was 
interested  in  the  recodification  of  the  various  laws,  that  there  was 
a  need  to  amend  and  codify  the  patent  laws  at  that  time.  Mr.  Charles 
J.  Zinn,  who  was  the  committee's  law  revision  counsel,  and  Committee 
Counsel  C.  Murray  Bernhardt  asked  jMr.  P.  J.  Federico  of  the  Patent 
Office  if  he  would  cooperate  in  furnishing  advice  and  possibly  pre- 
pare a  first  draft  of  an  "overall  patent  revision  bill." 

Mr.  Federico,  with  the  permission  of  the  Commissioner  of  Patents 
and  the  Bureau  of  the  Budget,  did  this,  and  thereafter  the  National 
Council  of  Patent  Law  Associations  was  called  upon  to  cooperate 
with  both  the  House  counsel  and  the  Patent  Office  representatives,  in 
the  consideration  of  the  problem,  which  ultimately  led  to  the  prepara- 
tion of  several  drafts,  and  finally  to  the  act  of  1952. 

At  that  time  the  National  Council  designated  a  coordinating  com- 
mittee very  much  like  the  one  we  now  ha^■e,  and  a  two-man  drafting 
committee  consisting  of  Messrs.  Giles  S.  Rich  and  Paul  Rose.  They, 
and  Mr.  Henry  Ashton,  chairman  of  the  National  Council,  worked 
closely  with  Mr.  Federico  and  the  Patent  Office  Ad^dsory  Committee 
of  the  Secretary  of  Commerce,  in  revising  Mr.  Federico's  first  draft. 
The    full    coordinating   connnittee   then   "reworked"   another   draft 
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which  the  drafting  committee  together  with  Messrs.  Federico,  Zinn, 
and  Bernhardt  converted  into  a  bill. 

The  bill,  and  copies  of  A^arious  drafts,  were  distributed  to  every 
interested  association  and  every  interested  person  in  the  United  States 
was  asked  to  send  comments  to  the  coordinating  committee.  Meetings 
to  consider  the  drafts  were  held  from  coast  to  coast,  and  information 
developed  which  was  fed  back  to  the  drafting  group.  The  hnal 
product  of  that  group  then  was  reviewed  by  representatives  of  the 
Departments  of  Justice,  Navy,  Defense  in  meetings  with  Messrs.  Fed- 
erico and  Rose,  and  the  House  committee  counsel.  After  all  this  a 
bill  was  introduced  and  hearings  held,  and  the  normal  legislative 
process  followed  until  the  Patent  Act  of  1952  resulted. 

The  important  point  to  note.  Senator,  was  that  the  Government 
people  worked  very  closely  with  the  patent  bar  before  any  bill  was 
introduced,  and  full  and  open  cooperation  of  the  Government  and 
the  private  sector  led  to  the  Patent  Act  of  1952.  That  was  significantly 
different  from  the  present  situation  vrhen  the  patent  bar  and  others 
were  permitted  to  know  what  the  Government  people  were  contem- 
plating only  after  S.  1042  was  introduced. 

I  might  also  say  that  there  have  been  other  coordinating  com- 
mittees designated  by  the  national  council  for  similar  purposes.  For 
example,  the  Trademark  Act  of  1946,  the  Lanham  Act,  was  greatly 
contributed  to  and  participated  in  its  j^reparation  by  a  similar  com- 
mittee. In  each  case,  the  patent  bar,  such  as  is  represented  by  the 
Xational  Council  of  Patent  Law  Associations,  has  worked  hand  in 
hand  with  the  Congress  and  the  executive  branch  in  the  development 
of  new  legislation,  gladly,  willingly,  and  openly. 

Now,  getting  back  to  the  President's  Commission's  operations,  after 
12  or  18  months  of  its  deliberations  following  its  establishment  by 
President  Johnson,  a  report  of  the  Commission  was  issued  on  or  about 
December  16,  1966,  and  at  that  time  the  President  publicly  directed 
the  Secretary  of  Commerce,  the  Attorney  General,  and  the  President's 
Science  Adviser  to  consider  it  carefully,  and  if  necessary  to  develop 
legislative  proposals  to  carry  out  its  objectives.  The  President  invited 
the  public,  persons  having  constructive  suggestions  regarding  the 
recommendations  in  the  report,  to  forward  them  to  the  three  heads 
of  those  executive  branch  departments. 

The  national  council,  acting  promptly  in  response  to  that  open 
invitation,  just  5  weeks  later,  on  January  2o,  1967,  met  here  in  Wash- 
ington to  analyze  the  report  and  to  offer  constructive  suggestions  with 
regard  thereto. 

In  preparation  for  that  meeting,  all  the  member  associations  were 
asked  to  study  the  report  in  depth,  and  instruct  their  representatives 
to  state  as  constructively  as  possible  the  views  of  their  respective  asso- 
ciations regarding  each  recommendation  set  forth  in  the  report. 

At  the  meeting,  after  a  certain  amount  of  deliberation  which  took 
several  hours,  it  became  quite  obvious,  Senator,  that  it  would  be  im- 
possible, in  a  brief  period  of  time,  to  come  up  with  the  type  of  con- 
structive recommendations  that  the  President  had  openly  solicited. 

Realizing  this,  a  resolution  was  passed  by  the  council  meeting  that 
day  calling  upon  its  chairman,  my  predecessor,  to  write  a  letter  to 
President  Johnson,  and  to  each  of  those  three  secretaries  or  depart- 
ment heads,  and  request  that  a  6-month  "deferment"'  from  the  date  of 
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the  publication  of  the  report  or  until  May  16,  1967,  be  granted.  The 
request  was  for  a  sort  of  moratorium,  asking  that  no  legislation  be 
introduced  until  that  date,  in  order  to  give  the  patent  bar  a  chance  to 
do  what  it  had  always  done  in  connection  witli  every  other  important 
piece  of  patent,  trademark  legislation,  namely,  to  openly  cooperate 
with  the  Patent  Office  and  with  the  congressional  and  other  govern- 
mental people  who  were  working  in  this  area. 

Such  a  letter  was  sent  to  the  President.  It  is  reproduced  in  our 
formal  statement,  as  is  the  reply  which  came  from  the  Secretary  of 
Commerce,  who  indicated  he  was  replying  at  the  request  of  the  Presi- 
dent. He  explained  in  the  letter  that  for  various  reasons  it  did  not 
seem  expedient  at  that  time  to  defer  the  action,  and  that  they  would 
have  to  go  forward  with  the  program.  And  so  it  was  that  just  3  weeks 
later,  S.  1042  was  introduced. 

Having  thus  failed  in  its  earnestly  sought  opportunity  to  cooperate 
openly  and  vigorously  with  the  President  and  the  Congress,  the  na- 
tional council  nevertheless  proceeded  exhaustively  to  study  S.  1042, 
and  to  examine  with  corresponding  care  each  and  evei-y  bill  to  revise 
the  patent  laws,  which  has  since  been  introduced  in  the  Senate  and  in 
the  House. 

Senator  Fong.  May  I  ask  you  how  much  help  did  your  association 
give  to  the  drawing  up  of  S.  1042  ? 

Mr.  FoRMAN.  To  my  knowledge,  Senator,  none.  The  bill  was  intro- 
duced without  any  request,  as  far  as  I  know,  to  any  association  to  help 
clraw  it  up.  About  the  only  opportunity  to  participate  in  its  prepara- 
tion^— and  this  was  extremely  remote  and  indirect — came  whenever  the 
President's  Commission  asked  for  information  from  the  patent  bar  on 
specific  points.  On  each  such  relatively  rare  occasion  there  was  infor- 
mation communicated  to  the  President's  Conmiission.  This  was  done  I 
think  mostly  by  letter,  by  questionnaire,  Mr.  Klein  tells  me.  He  was 
directly  responsible  for  gathering  the  requested  information  and  com- 
municating it  to  the  Commission. 

Senator  Fong.  So  all  the  work  that  your  association  did  prior  to 
the  drawing  up  of  the  bill  S.  1042  was  to  consult  with  the  members  of 
the  Commission,  is  that  correct  ? 

Mr.  FoRMAN.  To  hold  ourselves  in  readiness  and  to  answer  questions 
in  the  form  of  questionnaires,  yes.  But  never  were  we-— nor  any  other 
group  or  persons  outside  the  members  of  the  Coimnission — privileged 
to  sit  in  on  any  of  the  Commission's  deliberations,  or  to  revie^y  and 
comment  on  any  of  its  preliminary  views.  We  were  "shut  out''  and 
prevented  from  participation  other  than  to  volunteer  ideas  and  to  an- 
swer questions. 

Senator  Fong.  And  you  did  answer  the  questions  of  the 
Commission? 

Mr.  FoRMAN.  Yes.  In  this  regard,  Senator,  it  is  desired  to  express 
appreciation  to  the  chairman  and  members  of  this  Senate  subconmiit- 
tee  who,  obviously  in  recognition  of  the  need  for  a  reasonable  amount 
of  time  to  study  in  depth  the  complex  proposals  for  revising  the  patent 
laws  as  are  represented  in  S.  1042  and  other  bills,  saw  fit  to  defer  until 
now  the  continuance  of  the  hearings  which  were  begun  in  the  spring  of 
lOGT.  As  a  result,  the  patent  bar  rej)resented  by  national  council's  -S.") 
member  associations,  has  met  many  times  in  committees,  and  in  open 
meetino'  of  their  entire  memberships,  and  almost  all  of  the  associations 
have  now  been  able  to  formulate  firm  views  and  adopt  stated  positions 
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with  regard  to  tlie  proposed  legislation  which  you  now  have  under 
consideration. 

Tliis,  of  course,  I  realize  is  quite  apparent  to  you  now,  because  you 
have  heard  testimony  from  the  American  Bar  Association,  the  Ameri- 
can Patent  Law  Association,  and  certain  local  patent  law  associations, 
and  it  must  be  self-evident  that  much  work  has  been  done  with  tlie 
benefit  of  the  grace  period  which  this  committee  has  provided. 

Now,  getting  back  to  the  function  of  the  national  council,  the  ob- 
jective primarily  has  been  to  spur  on  those  of  its  member  associations, 
which  had  not  already  done  so  of  their  own  accord,  to  finalize  their 
reviews  of  the  pending  bills  and  to  go  on  record  stating  their  positions 
with  regard  thereto. 

Tliis  phase  of  its  objective  was  culminated  just  last  week,  at  an 
open  meeting  held  here  in  Washington. 

I  would  like  to  explain  what  happened  leading  up  to  that  meeting. 

Each  member  organization  of  national  council  is  entitled  to  desig- 
nate one  of  its  memlDers  as  its  authorized  representative,  one  man  who 
is  called  the  councilman,  who  can  participate,  vote  at  these  meetings, 
and  so  forth.  Also  at  this  meeting  were  members  of  national  council's 
coordinating  committee  headed  by  Mr.  Klein,  whose  composition  I 
explained  previously.  As  part  of  the  requirement  for  participating  in 
the  meeting,  each  association  was  asked  first  to  hold  its  own  delibera- 
tions, to  go  into  the  problems  of  the  various  bills  in  such  depth  as  they 
})ossib]y  can.  They  were  asked  to  resolve  their  views,  to  adopt  positions 
if  the  would;  to  say  that  ''We  are  for  this  bill,  against  that  bill,  or  we 
would  like  to  modify  one  bill  or  another  by  making  cei-tain  changes," 
and  to  state  them  specifically  for  our  record. 

These  statements  were  submitted  to  me  by  mail  in  advance  of  the 
meeting,  and  from  them  we  were  able  to  extract  the  data  which  were 
incorporated  in  the  first  draft  of  the  table  attached  to  our  statement. 

Senator  Foxg.  Did  you  consider  every  bill  that  was  before  this 
committee  ? 

Mr.  FoRMAX.  In  a  way,  yes.  We  did  not  take  up  each  bill  and  openly 
discuss  each  point  it  contains,  and  so  forth.  We  asked  each  associa- 
tion to  consider  every  bill  that  it  thought  was  pertinent.  They  did  not 
have  to  actually  specify  that  "we  have  considered  this  bill  and  we  are 
against  it."  But,  by  iinplication,  if  they  said  that  of  all  the  proposed 
legislation  they  have  considered  they  favor  "this"  or  "that"  bill,  then 
by  inference  they  must  have  been  opposed  to  the  other  bills,  or  opposed 
to  sections  of  the  bills  if  they  approved  only  certain  sections  in  some 
bills. 

Now,  then,  at  this  meeting  last  week,  these  various  councilmen  repre- 
sentine:  their  associations  were  able  to  review  the  statements  as  have 
been  summarized  in  the  table,  to  amend  them  were  necessaiy  and  to 
bring  them  up  to  date.  As  a  matter  of  fact,  even  after  the  meeting  I 
received  a  phone  call,  just  Monday  of  this  week,  from  one  association 
which  had  to  go  before  its  State  bar  in  order  to  get  approval,  and  they 
reported  as  of  that  day  that  a  definite  position  had  been  adopted.  It  has 
been  incorporated  in  the  table. 

In  view  of  the  fact  that  you  can  now  understand  the  nature  of  the 
organization  of  National  Council,  you  can  appreciate  why,  unlike  a 
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single  member  oriranization,  we  do  not  report  a  single  position  or  view 
concerning  any  of  the  bills.  In  fact,  rather  than  to  report  what  would 
amount  to  a  consensus  of  the  membership  of  the  entire  organization, 
since  the  council  consists  of  35  independent  entities  we  have  presented 
in  tabular  form  their  35  separate  positions.  The  report  speaks  for 
itself.  I  have  not  attempted  to  summarize  or  give  totals  of  any  sort, 
because  a  detennination  of  their  collective  views  becomes  self-evident 
when  you  look  at  the  data.  But  I  can  briefly  say  this,  as  a  matter  of 
convenient  reference,  perhaps. 

It  is  clear  that  one  bill  is  overwhelmingly  favored,  and  that  is 
S.  2597.  In  soliciting  and  reporting  the  data  there  had  been  some  con- 
fusion to  this  extent.  Some  of  the  organizations  adopted  their  positions 
prior  to  the  Honolulu  meeting,  to  which  reference  was  made  here 
earlier,  of  the  American  Bar  Association,  at  which  time  a  certain 
number  of  amendments  to  S.  2597  were  promulgated.  As  a  result,  these 
associations  in  some  cases  had  to  report  that  they  favor  S.  2597  as  is. 
Others  came  in  later  and  said,  "We  favor  it  with  the  Honolulu 
amendments." 

We  have  separate  tables  indicative  of  these  two  views,  and  the  only 
reason  wo  did  so  was  for  the  purpose  of  keeping  our  record  factually 
correct. 

There  are  other  associations  which  have  reported  support  for  S.  2597 
and  expressed  an  option,  a  preference.  They  said  that  if  they  had  their 
way,  although  they  favored  the  bill  as  it  is,  they  would  like  to  see 
certain  otlier  amenchnents  or  variations,  and  we  have  indicated  in  still 
another  table  what  provisions  in  S.  2597  they  would  like  to  see  changed, 
if  possible. 

We  have  not  in  every  case  spelled  out  the  preferences,  but  merely 
indicated  the  sections  or  provisions  in  which  it  was  desired  that  changes 
be  made.  One  reason  for  this  is  that  we  have  supplied  the  Commis- 
sioner of  Patents  with  a  complete  set  of  all  tlie  statements  submitted  to 
us  by  the  member  associations.  This  set  was  given  to  the  Commissioner 
so  that  he  may  have  more  detailed  information  concerning  the  views 
of  the  various  associations,  to  use  as  he  sees  fit. 

Finally,  another  group  said,  "We  would  agree  to  S.  2597  but  only 
on  condition  that  it  would  have  certain  additions  or  changes.*'  Such 
positions  have  been  put  in  another  column  of  the  table.  That  is  about 
as  far  as  I  think  I  can  go  in  summarizing  what  these  35  separate 
associations  have  said. 

Now,  so  much  for  the  historical  accounting  of  what  led  up  until 
the  present.  I  think  that  a  very  significant  development  has  taken 
place  just  ^ery  recently.  It  is  going  forward  now,  and  I  wish  to  describe 
it  briefly.  In  doing  so,  I  would  like  to  express  our  very  deep  apprecia- 
tion to  Commissioner  Brenner,  who  is  making  possible  the  new  develop- 
ment that  I  am  now  about  to  describe. 

Prior  to  the  meeting  of  the  national  council,  which  took  place  last 
week,  in  discussion  with  the  Commissioner  he  made  it  very  clear  that 
he  wishes  to  have  the  full  and  open  coo])eration  of  the  patent  bar  in 
resolving  such  differencas  of  views  and  positions  which  may  yet  appear 
to  exist  between  the  Patent  Office  or  the  administration  and  the  patent 
bar  after  these  hearings  have  been  held.  I  know  w^e  certainly  shared 
and  strongly  encouraged  that  sentiment.  It  is  our  feeling  that  if  such 
differences  can  be  narrowed  down  to  an  irreducible  minimum,  if  not 
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eliminated  altogether,  by  such  joint  consideration  and  action,  this 
Senate  subconmiittee  will  be  better  advised  as  to  the  particuhir  revi- 
sions to  the  patent  laws  which  may  best  accomplish  the  unchallenged, 
highly  laudable  objectives  specified  by  the  President's  Commission  in 
its  report. 

AVell,  now,  consistent  with  this  spirit  of  mutual  cooperation,  the 
Commissioner,  in  response  to  an  invitation  which  we  extended  on 
behalf  of  the  national  council,  personally  and  with  his  Assistant 
Commissioner  and  other  assistants  responsible  for  patent  legislative 
affairs,  sat  in  on  a  major  portion  of  our  meeting  last  week.  At  that 
meeting,  too,  we  were  privileged  to  read  a  letter  from  him  to  National 
Council,  in  which  he  invited  us  to  meet  with  him  and  his  staff  shortly 
after  these  hearings,  to  see  if  we  couldn't  work  out  some  of  the  prob- 
lems. It  was  a  frank  and  open  invitation  to  work  closely  with  the 
Patent  Office  to  develop  the  new  laws  and  the  necessary  procedures, 
the  procedures  necessary  for  the  future  welfare  of  the  American 
patent  system. 

Xeedless  to  say.  Senator,  we  were  honored  and  delighted,  and  we 
unanimously  accepted  his  very  kind  invitation.  A  date  has  been  set 
for  February  16.  We  are  to  meet  there  at  an  all -day  meeting,  and  see 
just  how  much  of  the  spadework  can  be  done  working  together  in  this 
way. 

Mr.  Chairman,  I  say  to  you  and  to  the  members  of  this  subcommittee 
it  should  be  obvious  from  the  foregoing  that  the  patent  bar,  as  repre- 
sented by  the  35  member  associations  of  the  National  Council  of  Patent 
Law  Associations,  has,  from  the  earliest  days,  when  thoughts  were 
first  given  to  the  need  for  revising  our  patent  laws,  been  working 
diligently  and  cooperatively  to  assist  our  Government  in  satisfactorily 
accomplishing  that  objective. 

This  effort,  as  I  have  pointed  out,  began  even  before,  has  continued 
during  the  operation  of  the  President's  Commission  on  the  patent 
system,  and  certainly  has  been  proceeding  with  tremendous  vigor 
since  the  Commission's  report,  was  published.  The  President  had 
expressed  the  wish  that  such  cooperation  would  be  given  to  those 
persons  in  the  executive  branch  charged  with  the  responsibility  of 
implementing  the  recommendations  of  his  Commission.  Now  that 
Commissioner  Brenner  has  made  it  possible  to  give  that  cooperation 
under  the  very  best  of  circumstances,  in  open  meetings  with  the  Patent 
Bar,  it  is  expected  that  the  end  result  will  come  closest  to  what  the 
President,  his  Commission,  and  the  Members  of  Congress  will  agree 
is  in  the  best  public  interest. 

In  a  speech  which  has  been  referred  to  earlier  this  morning,  made 
by  Assistant  Secretary  of  Commerce  John  F.  Kincaid  on  January  24, 
1968  to  the  American  Patent  Law  Association,  Dr.  Kincaid  announced 
certain  significant  departures  from  the  administration's  previous  posi- 
tion as  deflected  in  S.  1042.  And  of  course  only  yesterday  Commissioner 
Brenner  in  his  testimony  before  the  subcommittee  spelled  out  these 
departures  in  considerable  detail.  Dr.  Kincaid  pointed  out  that  there 
yet  remains  some  differences  between  the  administration's  revised  posi- 
tion and  those  of  the  patent  bar.  But  he  said:  "Because  there  is  agree- 
ment on  objectives,  these  differences,  in  my  view,  can  and  will  be  ironed 
out." 
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To  iron  them  out  he  further  declared : 

I  have  personally  requested  the  Commissioner  of  Patents  to  work  both  with 
the  organized  patent  bar  and  interested  business  and  scientific  organizations, 
and  with  congressional  committees,  in  an  all-out  effort  to  reach  agreement  on 
the  best  way  to  modernize  the  patent  system  and  to  assure  that  it  will  be  an 
effective  instrument  for  progress  in  the  decades  ahead. 

On  behalf  of  the  National  Council  of  Patent  Law  Associations,  I 
wish  to  express  deep  appreciation  to  Dr.  Kincaid  for  his  fine  leadership 
in  setting  the  new  administration  policy  indicated  in  the  statement  just 
quoted. 

Similar  appreciation  is  expressed  to  Commissioner  Brenner  for  tak- 
ing the  initiative  to  so  promptly  call  together  the  patent  bar,  as  repre- 
sented by  the  national  council, 'and  launch  the  all-out  effort  called  for 
by  Dr.  Kincaid.  We  of  the  patent  bar  stand  ready  to  do  our  part  and 
will  cooperate  in  every  way  reasonably  possible  to  reach  the  agreement 
urged  by  Dr.  Kincaid.  Together  I  feel  sure  we  should  be  able  to  reach  a 
reasonable,  workable  accord  on  most  issues,  which  can  then  be  reported 
to  this  subcommittee  for  further  legislative  consideration. 

I  thank  you. 

Senat£>r  Fong.  Mr.  Fonnan,  considering  that  you  were  not  given 
the  6  months'  delay  that  you  asked  for,  and  with  the  intervening  time 
that  has  elapsed  since  then,  do  you  feel  that  you  have  had  enough  time 
to  study  the  legislation  ? 

Mr.  FoRMAN.  Yes,  sir,  I  think  that  more  time  could  always  be  use- 
ful to  do  a  great  deal  more  study  and  work,  but  I  certainly  would 
say  that  in  the  time  which  has  elapsed,  a  very  considerable  amount  of 
work  has  been  accomplished.  By  and  large,  all  things  considered,  1 
would  say  that  we  have  had  a  reasonable  amount  of  time  to  study  the 
legislation,  and  now  need  only  the  time  to  work  with  the  Patent  Office 
and  the  Congress  to  help  convert,  concepts  into  good  legislation. 

Senator  Fong.  You  will  have  another  meeting  in  February  with  the 
Commissioner,  is  that  correct? 

Mr.  FoRMAN.  That  is  correct. 

Senator  Fong.  At  that  time  will  you  be  able  to  finalize,  would 
you  think? 

Mr.  FoRMAN.  I  cannot  predict  whether  we  will  finalize  anything, 
but  hopefully  we  will  bring  the  minds  of  all  concerned  closer  together 
on  the  issues  that  yet  remain.  T  doubt  Avhether  anyone,  even  the  Com- 
mission, can  predict  how  soon  an  acceptable  "fine  product"  will  be  pro- 
duced. But  we  will  do  our  best  to  make  rapid  progress  i]i  that  direction. 

Senator  Fong.  Mr.  Forman,  I  want  to  thank  you  for  presentiug  such 
a  veiy  fine  statement  to  us  and  for  your  cooperation  with  the  Com- 
mission and  the  other  branches  of  Government  in  trying  to  work  out  a 
solut  ion  to  this  veii^  important  bill. 

Thank  you,  Mr.  Forman. 

IVfr.  Forman.  Thank  you,  Senator. 

(The  prepared  statement  of  Mr.  Forman  follows :) 

Statement  by  Howard  T.   Forman  on  Behalf  of  the  National  CorNCiL  of 
Patent  Law  Associations 

Mr.  rhairman.  aid  members  of  the  Senate  Subcommittee  on  Patents.  Trade- 
marks and  Copyrights.  I  am  Howard  I.  Forman.  a  patent  attorney  eniplo.ved  by 
a  corporation  whose  home  office  is  in  Philadelphia.  Pa.  With  me  is  Andrew  R. 
Klein,  an  attorney  engaged  in  the  private  practice  of  patent  law  in  Philadelphia. 
Pa. 
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We  appear  before  this  Subcommittee  on  behalf  of  the  National  Council  of 
Patent  Law  Associations,  an  organization  whose  membership  consists  of  85 
patent  law  associations  (or  sections  of  state  bar  associations  in  certain  states 
having  an  integrated  bar).  A  list  of  those  35  associations  is  appended  hereto. 

My  capacity  is  that  of  Chairman  of  the  National  Council  of  Patent  Law  Asso- 
ciations. Mr.  Klien's  capacity  is  that  of  Chairman  of  the  National  Council's 
Coordinating  Committee  on  the  Patent  System.  The  organization  and  oiK'ration 
of  the  Natioial  Council  and  of  its  Coordinating  Committee  are  as  follows.  Each 
member  association  is  authorized  to  appoint  one  of  its  members  to  .serve  an  in^ 
definite  term  as  Councilman.  Since  the  National  Council  is  a  federation  of  35 
separate  and  autonomous  organizations,  its  Articles  of  Organization  specify  that 
no  vote  of  the  National  Council  shall  be  binding  on  any  of  its  member  a.^.socia- 
tions,  and  to  member  associations  shall  be  regarded  as  bound  by  the  vote  of  its 
Councilman  at  a  meeting  of  the  National  Council.  With  these  limitations  in  mind, 
the  following  quotation  of  Article  II,  Section  1,  of  the  Articles  of  Organization 
will  clearly  specify  National  Council's  function  : 

"1.  It  shall  be  the  duty  of  the  National  Council : 

"(1)  to  give  consideration  to  any  and  all  matters  in  which  the  patent  profes- 
sion is  interested  and  to  bring  about  cooperation  between  the  affiliated  associa- 
tions represented  by  National  Council  members ; 

"(2)  to  keep  the  associations  represented  by  Council  members  informed  with 
respect  to  all  matters  relating  to  legislation  pending  before  Congress  which  may 
be  of  interest  to  the  patent  profession  and  its  clients,  and  to  supply  to  said  asso- 
ciations copies  of  relevant  material  with  respect  thereto  ; 

"(3)  To  take  such  action  as  it  shall  deem  expedient  in  reiwrting  to  the  affi- 
liated associations  data  obtained  by  it  reflecting  the  views  of  the  patent  bar;  and 

"(4)  to  represent  where  appropriate  positions  and  points  of  view  of  affiliated 
associations  on  matters  of  interest  to  the  patent  profession  and  its  clients." 

The  National  C-ouncil's  Coordinating  Committee  on  the  Patent  System  con- 
sists of  one  delegate  and  one  alternate  appointed  by  each  of  the  35  member 
associations.  It  was  specially  organized  in  1964  in  recognition  of  a  need  to  study 
our  existing  patent  laws  in  depth,  with  the  object  of  developing  guidelines  and 
recommendations  for  improving  and  changing  those  laws.  In  1965,  when  Presi- 
dent Lyndon  B.  Johnson  appointed  the  Commission  on  the  Patent  System,  Mr. 
Klein  was  directed  by  the  National  Council  to  have  his  Coordinating  Committee 
cooperate  as  fully  as  po.ssible  with  that  Commission,  and  the  Coordinating 
Committee  did  so"  in  various  ways.  It  immediately  offered  its  services  to  the 
Commission  and,  whenever  the  Commission  requested  the  Coordinating  Com- 
mittee to  obtain  from  the  committee  members  and  from  the  member  associa- 
tions of  the  National  Coiuicil  views  and  advice  regarding  certain  proposals  or 
points  of  i>atent  law  and  practice,  the  Coordinating  Committee  responded 
promptly  and  without  re.serA'ation  of  its  time  and  energies.  The  Coordinating 
Committee  also  has,  in  open  meeting  and  by  correspondence,  analyzed  and 
discussed  the  various  bills  to  revi.se  the  patent  laws  which  are  now  before  the 
Senate  and  House,  and  has  presented  to  the  member  associations  of  the  National 
Council  an  extensive  written  report  thereof.  That  report  has  served  to  focus 
attention  of  the  members  of  the  National  Council  on  the  numerous  issues,  the 
various  legislative  proposals,  various  pros  and  cons  concerning  same,  and  in 
other  ways  to  help  guide  the  member  associations  in  their  deliberations. 

When,  after  12-18  months  of  deliberations  following  its  establishment,  the 
Report  of  the  President's  Commission  to  Study  the  Patent  System  was  issued 
on  or  about  December  16.  1966,  President  Johnson  directed  the  Secretary  of 
Commwce,  the  Attorney  General,  and  his  Science  Advisor  to  consider  it  care- 
fully and,  if  necessary,  to  develop  legislative  proposals  to  carry  out  its  objectives. 
The  President  invited  persons  having  constructive  suggesitions  regarding  the 
recommendations  in  the  Report  to  forward  them  to  those  three  heads  of  Execu- 
tive Branch  departments. 

Acting  promptly  in  respon.se  to  that  open  invitation,  the  National  Council 
of  Patent  Law  Associations  called  together  its  meml>ers  in  an  open  meeting  held 
in  Washington  on  January  23,  1967  to  analyze  the  Report  and  to  offer  construc- 
tive suggestions  with  regard  thereto.  In  preparation  for  that  meeting  all  member 
associations  were  asked  to  .study  the  Report  in  depth  and  in.^truct  their  repre- 
sentatives to  state,  as  constructively  as  possible,  the  views  of  their  resTieetive 
associations  regarding  each  recommendation  set  forth  in  the  Report.  At  the 
meeting  it  became  very  clear  that  many  of  the  problems  were  so  complex  that 
some  months  of  serious  study  would  have  to  l>e  given  them  in  order  to  furnish 
the  President  the  type  of  constructive  advice  he  had  publicly  solicited.  Accord- 
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ingly,  a  resolution  was  adopted  requiring  the  Chairman  of  the  National  Council 
to  petition  the  Executive  Branch  for  deferral  until  May  16,  1967  of  the  submission 
to  the  Congress  of  any  bills  purporting  to  implement  the  proposals  in  the  Report. 
The  request  for  such  deferral  was  predicated  on  the  need  to  give  the  National 
Council  and  all  of  its  member  associations  throughout  the  country,  as  well  as 
other  interested  parties,  an  opportunity  to  study  the  report  thoroughly  and 
make  useful  recommendations  in  the  public  intei*est.  Acting  in  accordance  with 
the  resolutions,  the  following  letter  was  sent  to  President  Johnson : 

National  Council  of  Patent  Law  Associations, 

Washington,  D.C.,  January  26,  1967. 
The  President, 
The   WJiite  House, 
Washington.    D.C. 

Dear  ]\Ir.  President  :  The  National  Council  of  Patent  LaAV  Associations  is  an 
organization  comprising  more  than  thirty-five  patent  law  associations  and  patent 
sec-tions  of  various  bar  associations.  The  members  of  the  Council  are  of  course 
vitally  interested  in  the  many  recommendations  contained  in  the  report  of  the 
President's  Commission  to  Study  the  Patent  System.  Many  of  those  recommenda- 
tions would,  if  adopted,  bring  about  fundamentally  important  changes  in  the 
nature  and  operation  of  our  patent  system.  Most  of  our  member  associations  are 
now  engaged  in  careful  study  of  the  Commissions  report  and  recommendations, 
and  it  is  our  hope  that  we  can  develop  our  positions  fairly  representing  the 
views  of  the  Patent  Bar.  Here  I  may  .say  that  while  the  Patent  Bar  in  previous 
years  could  properly  l>e  criticized  as  overly  conservative  and  opposed  to  change, 
it  has  now  bec-ome  evident  that  the  majority  of  the  Patent  Bar  under.stand  and 
appreciate  the  nece.ssity  of  making  sure  that  our  patent  system  is  in  tune  with 
the  realities  of  our  modem  society  and  that  undoubtedly  the  system  can  be 
improved. 

However,  it  will  require  some  months  of  study,  discussion,  and  review  before 
we  can  explore  and  develop  the  views  of  the  Patent  Bar  as  a  whole.  At  a  meeting 
of  the  Council  held  on  January  23  those  matters  were  discussed,  and  I  was  in- 
structed to  write  you  to  recpiest  that  the  introduction  of  legislation  on  behalf 
of  the  Administration,  having  to  do  with  the  recommendations  of  the  Commission, 
be  delayed  until  May  16  of  this  year,  six  months  after  the  first  publication  of 
the  Commi-ssion's  report.  We  sincerely  hope  that  in  the  intervening  weeks  the 
Patent  Bar  can  make  a  valuable  contribution.  It  has  already  become  apparent 
that  while  the  Patent  Bar  generally  agrees  with  the  objectives  of  certain  of 
the  recommendations,  those  recommendations  stand  in  need  of  amendment  and 
reshaping  in  order  to  render  them  more  effective  in  achieving  the  state  objectives. 
It  is  also  fair  to  say  that  some  of  the  recommendations  apjjear  unwise  and  that 
it  would  be  good  policy  to  have  the  opposing  views  considered  prior  to  the 
submission  of  legislation  to  the  Congress. 

In  connection  with  the  latter  point,  I  have  also  been  instructed  to  inquire 
whether  the  Commission  would  consider  publishing  documentation  for  its  various 
recojiimendations,  the  feeling  being  that  if  such  material  were  made  public,  those 
intereste<l  in  the  problems  of  the  intent  system  would  be  better  able  to  under- 
stand the  basis  of  the  reasoning  which  led  to  the  conclusions  and  recommenda- 
tions reached  by  the  Commission. 
Resi)ectfully, 

Herbert  P.   Kenway,   Chairman. 

A  reply  to  this  letter  was  received,  as  follows : 

The  Secretary  of  Commerce, 
Washington,  D.C,  Fehruary  6,   1967. 
Herbert  P.   Ke.nw.\y,  Esquire, 

Chdirmtin.  National  Couneil  of  Patent  Laiv  Assoeiation, 
Boston,  Mass. 

Dear  Mr.  Kenway:  The  I'resident  has  asked  me  to  re.spond  to  your  letter  of 
January  2.">  in  which  you  re<niest  that  legislation  based  on  the  recommendations 
of  the  President's  Commission  on  the  I'atent  System  be  delayed  until  May  16  of 
this  year. 

As  you  know,  in  releasing  the  Commission's  report  on  December  2,  the  Presi- 
dent referred  it  to  his  Science  Advisor,  to  the  Acting  Attorney  General  and  to 
the  Secretary  of  Commerce  for  their  review  and  recommendations.  Since  imple- 
mentation of  many  of  the  Commission's  recommendations  would  require  amend- 
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ment  of  the  patent  laws,  this  review  necessarily  involves  the  drafting  and 
consideration  of  various  legislative  proposals.  Thus  far,  however,  no  final 
decision  has  l)een  reached  on  what  will  be  recommended  to  the  President. 

On  the  other  hand,  it  is  difficult  to  .see  what  would  be  gained  by  deferring 
submission  of  legislation  to  the  Congress  until  midway  through  the  first  ser^siou 
of  the  present  Congress.  The  public  members  of  the  Commission,  all  recognized 
leaders  in  their  respective  areas,  were  cho.sen  to  represent  the  various  sectors  of 
our  economy  serveil  by  the  patent  system.  Xot  only  were  members  of  the  patent 
bar  on  the  Commission,  more  importantly,  through  its  various  committees  and 
associations,  the  organized  i>atent  bar  contributed  greatly  to  the  formulation 
of  the  Commission's  reconunendations.  Moreover,  the  more  far-reaching  of  the 
Commission's  recommendations  have  been  studied  and  debated  by  the  patent 
bar  for  a  nmnber  of  years.  The  Commission  in  its  deliberations  weighed  care- 
fully these  studies  and  considered  fully  the  arguments  for  and  against  each 
recommendation  which  was  proposed. 

If  legi.slation  ba.sed  on  the  Commis.sion'.s  reix)rt  were  introduced,  the  patent 
bar  would  have  ample  opportunity  and  indeed  an  overriding  responsibility  to 
appraise  the  legislation  and  to  present  its  views  on  the  legislation  to  the  Con- 
gress. For  all  of  these  reasons,  I  would  be  reluctant  to  recommend  that  any 
legi.slatiou  based  on  the  Commission's  recommendations  be  deferred  until  the 
date  you  suggest. 

On  the  question  of  dociunentation  of  the  Commission's  recommendations,  there 
are  no  present  plans  to  publish  any  additional  materials.  Extensive  bibliography 
and  published  studies  which  formed  a  basis  for  many  of  the  Commission's  recom- 
mendations have  been  turned  over  to  the  Office  of  Legislative  Planning  of  the 
Patent  Office,  and  are  available  to  interested  persons. 

We  appreciate  very  much  your  intere.st  in  the  Commi.ssion's  report,  and  I  am 
sure  we  share  identical  goals  :  to  strengthen  the  Patent  system  and  to  motlernize 
it  to  cope  with  the  challenges  foreseeable  in  the  decades  ahead. 
Sincerely  yours, 

A.   B.   Trowbridge, 
Acting  Secretary  of  Commerce. 

Having  thus  failed  in  its  earnestly  intended  efforts  to  cooperate  with  the 
President,  through  the  three  members  of  his  Cabinet  de.si.gnated  for  that  pur- 
pose, the  National  Council  nevertheless  proceeded  exhaustively  to  study  the 
Administration's  bill.  S.  1042,  immediately  upon  its  introduction  on  February  21, 
19(>7,  and  to  examine  with  corresponding  care  each  and  every  bill  to  revise  the 
patent  laws  which  has  since  been  introduced  in  both  the  Senate  and  the  House. 
In  this  regard  it  is  desired  to  expre.ss  appreciation  to  the  Chairman  and  members 
of  the  Senate  Subcommittee  on  Patents,  Trademarks  and  Copyrights  who.  ob- 
viously in  recognition  of  the  need  for  a  reasonable  amoimt  of  time  to  study  in 
deiTth  these  complex  bills,  saw  fit  to  defer  until  now  continuanc-e  of  its  hearings 
on  those  hills  which  were  begiin  in  the  spring  of  1967.  As  a  result,  the  patent 
bar  representefl  by  the  National  Council's  35  member  associations  has  met  many 
times  in  committees,  and  in  open  meetings  of  their  memberships,  and  almnst  ;ill 
of  the  associations  have  now  been  able  to  formulate  firm  views  and  adojit  state<I 
positions  with  regard  to  the  proposed  legislation  which  you  now  have  lUider 
consideration. 

The  objective  of  the  National  Council  of  Patent  Law  Associations  primarily 
has  been  to  spur  on  those  of  its  member  organizations,  which  had  not  already 
done  so  of  their  own  accord,  to  finalize  their  reviews  of  the  pending  bills  and  to 
go  on  record  stating  their  positions  with  regard  thereto.  This  phase  of  its  ob- 
jective was  culminated  on  .January  2.3.  1968  iit  an  open  meeting  in  Washington, 
D.C.  of  the  memliers  of  the  National  Council.  Prior  to  that  meeting  each  Council- 
man was  reque.sted  to  file  with  the  Chairman  a  written  .statement  summarizing 
the  stated  position  of  the  meml>er  association  which  he  represents,  setting  forth 
which  if  any  of  the  pending  bills  is  endor.sed  by  his  association.  In  stating  such 
endorsement  the  Councilmen  were  requested  to  indicate  whether  it  constituted 
a  position  formally  adoptetl  by  or  on  behalf  of  his  entire  association,  or  if  its 
board  of  governors  (or  managers),  or  of  its  legislatiA'e  committee.  The  Council- 
men  were  further  requested  to  specify  whether  the  endorsement  of  a  bill  was  for 
the  bill  as  introduced,  or  if  the  endorsement  was  conditioned  upon  certain 
amendments  being  made.  Expressions  of  preferences  for  amendment,  as  opposed 
to  conditions  for  endorsement,  also  were  solicited. 

At  the  meeting  on  January  23,  1968  a  tabulation  of  the  statements  thus  filed 
with   the  Chairman,   and  tabulated  by   him  was  reviewed.   Each  Councilman 
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present  thus  had  an  opportunity  to  indicate  whether  the  summary  of  hif?  earlier 
filed  statement  had  been  proi)erly  set  forth  in  the  tabulated  aeeount,  and  to 
indicate  the  need  for  corrections  or  modifications.  The  thus  verified  tabular 
summaries,  duly  corrected  by  the  Chairman,  appear  in  the  chart  annexed  to 
this  statement. 

No  attempt  has  been  made  to  submit  totals  or  percentages  indicating  how  many 
of  the  associations  favor  one  bill  or  another,  since  even  the  one  bill  (S.  2597) 
which  obviously  is  the  basic  form  of  proposed  legislation  overwhelmingly  pre- 
ferred is,  nevertheless,  subject  to  a  number  of  varying  further  preferences.  As 
will  be  seen  by  reference  to  the  chart,  some  associations  favor  S.  2597  as  it  now 
stands.  Others  favor  S.  2r)97  if  amended  to  include  a  number  of  additions  and/or 
deletions  which  are  identified  as  the  "Honolulu  amendments"  due  to  the  fact  that 
they  were  proposed  at  a  meeting  in  Honolulu  of  the  American  Bar  Association's 
Section  of  Patent,  Trademark  and  Copyright  Law  in  1967.  Still  others  would  favor 
S.  2597  with  the  Honolulu  amendments,  but  further  subject  to  the  proviso  that 
additional,  specified  amendments  be  made  thereto.  Practically  all,  either  by 
expressing  a  preference  for  some  version  of  S.  2597  or  by  an  express  statement 
to  that  effect,  have  indicated  opposition  to  S.  1042  and  all  other  pending  bills  on 
patent  law  revision.  A  few.  which  are  members  of  integrated  state  bars,  have 
adopted  positions  favoring  some  version  of  S.  2597,  but  must  withhold  formal 
expression  of  those  positions  until  approved  by  their  state  bar  oganizations.  A 
very  few  have  as  yet  adopted  no  formal  position. 

The  foregoing  account  of  the  background  leading  to  the  tabular  accounting  of 
the  views  of  the  35  member  associations,  and  the  factual  reporting  of  their  indi- 
vidual stated  positions,  concludes  the  statement  which  I,  as  Chairman,  have  been 
duly  authorized  to  present  to  this  Senate  Subcommittee  by  the  Councilmen  and 
oflficers  of  the  National  Council  who  were  convene<l  at  the  aforesaid  meeting  on 
January  23.  19(i8.  However,  there  is  an  important  development  which  stemmed 
from  proceedings  during  that  meeting  and  is  now  moving  forward  which  I 
])Pli<.vp  this  Senate  Sulicommittee  will  want  to  know  about  in  connection  with  its 
deliberations  following  the  hearings  which  it  is  holding  on  .January  30,  31  and 
February  1.  1968. 

Prior  to  the  meeting  of  the  National  Council  on  .January  23, 1968,  in  discussions 
which  I  had  with  the  Commissioner  of  Patents,  Edward  .T.  Brenner,  it  was  made 
very  clear  that  the  Commissioner  wishes  to  have  the  full  and  open  cooperation  of 
the  patent  bar  in  resolving  such  differences  of  views  and  positions  which  may 
appear  to  exist  between  the  Patent  Ofl^ce  and  the  patent  bar  after  the  said  hear- 
ings have  been  held.  I  certainly  shared  and  strongly  encouraged  that  sentiment. 
It  is  our  feeling  that  if  such  differences  can  be  narrowed  down  to  an  irreducible 
minimum,  if  not  eliminated  altogether,  by  such  joint  consideration  and  action, 
the  Senate  Subcommittee  will  be  better  advised  as  to  the  particular  revisions  to 
the  patent  laws  which  may  best  accomplish  the  unchallenged,  highly  laudable 
objectives  specified  by  the  President's  Commission  in  its  Report. 

Consistent  with  this  spirit  of  mutual  cooperation  the  Commissioner,  in  response 
to  an  invitation  extended  on  behalf  of  the  National  Council,  iiersonally  and 
together  with  his  Assistant  Commissioner  and  other  assistants  responsible  for 
patent  legislative  affairs,  sat  in  on  a  major  portion  of  the  all-day  meeting  held 
by  the  National  Council  on  .January  23,  1968.  At  that  meeting  I  was  privileged 
to  read  a  letter  from  Commissioner  Brenner  in  which  he  invited  the  members  of 
the  National  Council  to  meet  with  him  and  his  staff  shortly  after  the  hearings 
were  concluded  in  order  to  discuss  the  proposed  legislative  changes.  In  extending 
his  invitation  the  Commissioner  stated  : 

"Speaking  on  liehalf  of  the  Patent  OflBce.  I  wish  to  say  tliat  we  certainly 
agree  with  you  that  it  is  most  important  at  this  particular  time  for  the  Patent 
Office  and  the  patent  bar  to  work  closely  in  the  development  of  new  laws  and 
l)rocedures  necessary  for  the  future  of  the  American  patent  system." 

The  Councilnvn  present  unanimously  voted  in  favor  of  accepting  that  invita- 
tion, and  a  date  has  already  been  set  for  our  first  joint  meeting,  namely  February 
16.  1968,  at  the  Patent  Office.  I  fully  expect  tremendous  forward  strides  to  be 
made  at  that  and  any  subsequent  such  meetings,  for  such  frank  and  open  coopera- 
tion is  clearly  the  best  way  to  understand  differences  and  to  resolve  them. 

Mr.  Chairman  and  memlvers  of  this  Senate  Subcommittee,  it  should  be  obvious 
from  the  foregoing  that  the  patent  bar.  as  represented  l>y  the  35  member  associa- 
tions of  thp  National  Council  of  Patent  Law  A'-sofiations,  has  from  the  very 
earliest  days,  when  thoughts  were  first  given  to  a  need  for  revising  our  patent 
laws,  been  working  diligently  and  cooperatively  to  assist  our  government  in  satis- 
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factorily  aceomplishiiis  that  objective.  This  effort  began  even  before,  has  con- 
tinued during  the  oyeraUuu  oi'  the  President's  Commission  on  the  Patent  System, 
and  certainly  has  been  proceeding!:  with  tremendous  vij^ror  since  that  Commission's 
Report  was  published.  The  I»resident  had  expressed  the  wish  that  such  coopera- 
tion would  be  given  to  those  i)ersons  in  the  Executive  Branch  charged  with  the 
responsibility  of  implementing  the  recommendations  of  his  Commis.sion  on  the 
Patent  System.  Now  that  Commissioner  Brenner  has  made  it  possible  to  give  that 
cooperation  under  the  best  possible  circumstances,  in  open  meetings  with  the 
patent  bar.  it  is  expected  that  the  end  result  will  come  closest  to  what  the 
President,  his  Commission,  and  the  members  of  Congress  will  agree  is  in  the  best 
public  interest. 

In  a  speech  which  Assistant  Secretary  of  Commerce  John  F.  Kincaid  delivered 
on  January  24.  1968  to  the  American  Patent  Law  Association,  he  announced 
certain  significant  departures  from  the  Administration's  previous  position  as 
reflected  in  S.  1042.  He  pointed  out  that  there  yet  remained  some  differences 
between  the  Administration's  revised  position  and  those  of  the  patent  bar,  but, 
he  said,  "becanse  there  is  apreemcnt  on  ohjcctives,  these  ditferences,  in  my  view. 
can  and  iciU  he  ironed  out."  (Emphasis  supplied.)  To  iron  them  out.  Dr.  Kincaid 
further  declared : 

"I  have  personally  requested  the  Commissioner  of  Patents  to  work  both  with 
the  organized  patent  bar  and  interested  business  and  scientific  organizations,  and 
with  Congressional  committees,  in  an  all-out  effort  to  reach  agreement  on  the  best 
way  to  modernize  the  patent  system  and  to  assure  that  it  will  be  an  effective 
instrument  for  progress  in  the  decades  ahead." 

On  behalf  of  the  National  Council  of  Patent  Law  Associations,  I  wish  to  express 
deep  appreciation  to  Dr.  Kincaid  for  his  fine  leadership  in  setting  the  new  Admini- 
stration policy  indicated  in  the  statement  just  quoted.  Similar  appreciation  is 
expressed  to  Commissioner  Brenner  for  taking  the  initiative  to  so  promptly  call 
together  the  patent  bar,  as  represented  by  the  National  Council,  and  launch  the 
all-out  effort  called  for  by  Dr.  Kincaid.  We,  of  the  patent  bar,  stand  ready  to 
do  our  part  and  will  cooperate  in  every  way  reasonably  possible  to  reach  the 
agreement  urged  by  Dr.  Kincaid. 

Amendments  to  the  Identical  Bills  Introduced  by  Senator  Dirksen  (S.  2597) 
AND  Congressman  Poff  (H.R.  13591)  Which  Were  Proposed  at  1967  Meeting 
of  American  Bar  Association,  Patent,  Trademark,  and  Copyright  Section. 
and  Appro\t;d  in  Principle  by  the  American  Bar  Association  House  of 
Delegates 

(All  page  and  line  references  are  to  the  Dirksen  bill,  S.  2597) 

On  pai/e  11  following  line  10,  insert  the  following  new  Section  : 

"(gi  The  term  'actual  filing  date  in  the  United  Suites'  means  the  earliest  date 
of  filing  of  an  application  in  the  United  States  to  which  an  applicant  is  entitled." 

In  lines  11  and  13,  Subsections  (g)  and  (h)  should  be  reinitialled  as  Subsec- 
tions (h)  and  (i). 

In  line  16.  the  word  "thereof"  is  deleted. 

In  line  26,  the  word  "sold"  is  deleted  and  the  words  "on  sale"  substituted. 

In  line  28,  insert  a  semicolon  at  the  end  and  add  the  word  "or". 

Follo\ving  line  28,  insert  the  following  new  Subsection  : 

"(5)  Subject  matter  for  which  the  applicant  has  no  right  to  secure  a  patent 
because  the  inventor  named  in  the  application  did  not  himself  invent  it  or  becau.se 
before  his  invention  thereof,  the  invention  was  made  in  this  country  by  another 
who  had  not  abandoned,  suppressed  or  concealed  it." 

On  pafie  12,  line  40,  delete  the  word  "refutes"  and  substitutes  the  word 
"negates". 

In  line  41,  strike  the  words  "after  the  effective  filing  date  thereof"  and  insert 
the  words  "within  the  meaning  of  Section  102  (e).  136  or  137  of  this  Title." 

On  page  15.  line  31.  strike  the  words  "by  the  same  inventor". 

On  page  16.  line  30.  insert  after  the  word  "prior"  "coiiending". 

On  page  17.  line  31.  change  the  period  to  a  comma  and  add  the  following:  ", 
except  that  applications  may  be  examined  out  of  turn  under  special  circumstances 
established  by  the  Commissioner  l)y  regulation." 

In  line  .30.  after  the  word  "allowable"  insert  "pending". 

In  line  .34.  after  the  word  ".said"  insert  "pending". 

Following  line  39,  as  a  part  of  Subsection  (a)  add  the  following: 
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"A  final  .iiiflErment  adverso  to  a  patentee  from  which  no  appeal  has  been  or 
can  be  taken  shall  constitute  cancellation  of  the  claims  involved  from  the  patent 
and  notice  thereof  shall  be  indorsed  on  copies  of  the  patent  thereafter  distributed 
by  the  Patent  Office." 

On  page  20,  line  7.  delete  the  words  "or  his  successor  in  title,". 

In  line  11.  delete  ".  or  his  successor  in  title."  and  insert  "or  patentee". 

On  page  26,  in  lines  35  and  36.  delete  "The  Patent  Office  is  hereby  established 
as  the  sole  governmental  agency  to  grant  a  license  or  establish  a  general  license." 

On  page  27,  following  line  4.  insert  the  following  new  Subsection : 

"(b)  The  Patent  Office  is  hereby  established  as  the  sole  governmental  agency 
to  grant  a  license  or  establish  a  general  license." 

In  lines  5,  S,  and  14.  redesignate  Subsections  (b),  (c),  and  (d)  as  (e),  (d), 
and  (e). 

On  page  28,  line  28,  correct  the  spelling  of  the  word  "unexpired". 

Following  line  29.  insert  the  following  Subsection  : 

"(b)  The  Commissioner  may  issue  several  reissued  patents  for  distinct  and 
separate  parts  of  the  thing  patented,  upon  demand  of  the  applicant,  and  upon 
payment  of  the  required  fee  for  a  reissue  of  each  of  such  reissued  patents." 

In  line  30,  redesignate  Subsection  (b)  as  (c)  and  delete  "of  chapter  12,  13, 
and  14". 

On  page  29,  redesignate  Subsection  (c)  as  (d). 

On  page  32,  line  31.  delete  "a  contributory"  and  insert  "an". 

In  line  37,  delete  "contributory". 

On  page  33,  line  2.  delete  "contributory". 

In  lines  3  and  4,  delete  "or  contributory  infringement." 

Following  line  19,  add  "291.  Interfering  patents". 

Page  34,  lines  39  and  40,  delete  "less  than  the  infringer's  profits  attributable  to 
the  infringement,  or". 

Page  35.  line  1.  delete  "whichever  shall  be  greater,". 

Line  5,  delete  "how  his"  and  insert  "what". 

Page  36,  after  line  33,  add  a  new  Section  as  follows: 

"Section  291.  Interfering  Patents 

"(a)  The  owner  of  an  interfering  patent  may  have  relief  against  the  owner 
of  another  by  civil  action,  and  the  court  may  adjudge  the  question  of  the  validity 
of  any  of  the  interfering  patents,  in  whole  or  in  part.  A  final  judgment  adverse 
to  a  patentee  from  which  no  appeal  or  other  review  has  been  or  can  be  taken 
or  had  shall  constitute  cancellation  of  the  claims  involved  from  the  patent,  and 
notice  thereof  shall  be  endorsed  on  copies  of  the  patent  thereafter  distributed 
by  the  Patent  Office. 

"(b)  A  civil  action  under  subsection  (a)  may  be  instituted  against  the  party 
in  interest  as  shown  by  the  records  of  the  Patent  Office,  but  any  party  in  interest 
may  become  a  party  to  the  action.  If  there  be  adverse  parties  residing  in  a 
plurality  of  districts  not  embraced  within  the  same  state,  or  an  adverse  party 
residing  in  a  foreign  country,  the  United  States  District  Court  for  the  District 
of  Columbia  shall  have  jurisdiction  and  may  isssue  summons  against  the  adverse 
parties  directed  to  the  marshal  of  any  district  in  which  the  adverse  party  resides. 
Summons  against  adverse  iiarties  residing  in  foreign  countries  may  be  served  by 
publication  or  otherwise  as  the  court  directs.  The  Commissioner  shall  not  be  a 
necessary  party  but  he  shall  be  notified  of  the  filing  of  the  civil  action  by  the 
clerk  of  the  court  in  which  it  is  filed  and  shall  have  the  right  to  intervene." 

Page  42,  following  line  19,  add  the  following  new  Subsection  : 

"(d)  For  purposes  of  considering  appeals  involving  applications  specified  in 
Subsections  (b)  and  (c)  of  this  Section,  the  jurisdiction  of  the  Court  of  Customs 
and  Patent  Appeals  shall  be  governed  by  the  provisions  of  Section  1542  of  Title 
28,  United  States  Code,  in  effect  immediately  prior  to  the  effective  date  of  this 
Act." 

Line  20,  redesignate  Subsection  (d)  as  (e). 
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Member  Organizations  Comprising  the  National  Council  of  Patent  Law 

Associations 

1.  American  Bar  Association,  Patent  Section 
'2.  American  Patent  Law  Association 

3.  Boston  Patent  Law  Association 

4.  Central  New  York  Patent  Law  Association 

5.  Patent  Law  Association  of  Chicago 

6.  Cincinnati  Patent  Law  Association 

7.  Cleveland  Patent  Law  Association 
S.  Columbus  Patent  Association 

9.  Connecticut  Bar  Association,  Patent  and  Trademark  Section 

10.  Connecticut  Patent  Law  Association 

11.  Dallas-Fort  Worth  Patent  Association 

12.  Dayton  Patent  Law  Association 

13.  Bar  Association  of  District  of  Columbia,  Patent  Section 

14.  Eastern  New  Yoi'k  Patent  Law  Association 

15.  Houston  Patent  Law  Association 

16.  Indiana  State  Bar  Association,  Patent  Section 

17.  Patent  Law  Association  of  Los  Angeles 

18.  Michigan  Patent  Law  Association 

19.  State  Bar  of  Michigan.  Patent,  Trademark  and  Copyright  Law  Section 

20.  Mid-Hudson  Patent  Law  Association 

21.  Milwaukee  Patent  Law  Association 

22.  Minnesota  Patent  Law  Association 

23.  New  Jersey  Patent  Law  Association 

24.  New  York  Patent  Law  Association 

25.  Ohio  State  Bar  Association,  Patent,  Trademark  and  Copyright  Law  Committee 

26.  Oregon  Patent  Law  Association 

27.  Philadelphia  Patent  Law  Association 

28.  Patent  Law  Association  of  Pittsburgh 

29.  Rochester  Patent  Law  Association 

30.  San  Diego  Patent  Law  Association 

31.  Patent  Law  Association  of  San  Francisco 

32.  St.  Louis  Bar  Association,  Patent  Section 

33.  Texas  State  Bar  Association,  Patent,  Trademark  and  Copyright  Section 

34.  Toledo  Patent  Association 

35.  Washington  State  Patent  Law  Association 
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Senator  Fong.  We  will  recess  now  until  10  o'clock  tomorrow 
morning. 

(Whereupon,  at  3  p.m.,  the  subcommittee  recessed,  to  reconvene  at 
10  a.m.,  Thursday,  February  1, 1968.) 


FOR  THE  GENERAL  REVISION  OF  THE  PATENT  LAWS 


THURSDAY,   FEBRUARY    1,    1968 

U.S.  Senate, 
Subcommittee  on  Patents, 
Trademarks,  and  Copyrights  of  the 

Committee  on  the  Judiciary, 

Washington,  D.C. 

The  subcommittee  met,  pursuant  to  recess,  at  10:10  a.m.,  in  room 
3302,  New  Senate  Office  Building,  Senator  John  L.  McClellan  (chair- 
man) presiding. 

Present :  Senators  McClellan  and  Fong. 

Also  present :  Thomas  C.  Brennan,  chief  counsel,  Edd  N.  Williams, 
Jr.,  assistant  counsel;  Stephen  G.  Haaser,  chief  clerk.  Subcommittee 
on  Patents,  Trademarks,  and  Copyrights. 

Senator  McClellan.  The  committee  will  come  to  order.  We  have  a 
number  of  witnesses  present. 

Gentlemen,  beginning  on  my  left,  will  you  identify  yourself,  please, 
for  the  record  ? 

Mr,  Messenheimer.  My  name  is  Donald  Messenheimer.  I  am  a 
patent  counsel,  Washington,  D.C. 

Mr.  Sutherland.  My  name  is  John  I.  Sutherland,  executive  vice 
president,  American  Seed  Trade  Association,  Washington,  D.C. 

Mr.  Ingersoll.  My  name  is  Floyd  Ingersoll,  president,  Illinois 
Foundation  Seeds,  Inc.,  Champaign,  111. 

Mr.  Smith.  ]\Iy  name  is  J.  Ritchie  Smith,  assistant  director  of  re- 
search, National  Cotton  Council  of  America,  Memphis,  Tenn. 

Dr.  Neeley.  My  name  is  Jim  Xeeley,  Coker's  Pedigreed  Seed  Co., 
Hartsville,  S.C.,  a  plant  breeder. 

Dr.  Walker.  My  name  is  George  Ilea  Walker,  Stoneville  Pedigreed 
Seed  Co.,  Stoneville,  Miss.,  a  plant  breeder. 

Senator  McClellan.  Thank  you  very  much. 

Do  one  of  you  represent  the  association,  or  do  each  of  vou  wish  to 
testify? 

Mr.  Sltherland.  The  president  of  the  American  Seed  Trade  Asso- 
ciation will  present  the  statement,  and  Mr.  Smith,  of  the  National 
Cotton  Council,  also  has  a  statement.  The  rest  of  us  here  are  here  as 
technical  experts. 

Senator  JNIcClellan.  You  may  proceed. 

Mr.  Ingersoll.  We  have  filed  a  statement  with  the  committee. 
We  will  take  a  few  minutes  to  discuss  our  statement. 

Senator  McClellan.  You  want  your  statement  printed  in  the 
record  in  full  and  then  highlight  it? 

Mr.  Ingersoll.  Yes,  sir.  We  would  like  to  file  our  complete  state- 
ment and  supporting  brief  for  the  record. 

(637) 


638 

Senator  McClellax.  That  will  be  very  aoreeable.  The  statement  ^Yill 
be  printed  in  the  record  in  full.  The  reporter  can  insert  any  omission 
(hat  you  make  from  your  prepared  text.  I  do  not  wish  to  crowd  any- 
one, but  we  would  like  to  conclude  this  series  of  hearings  this  morning. 
"We  want  to  give  you  ample  time,  however. 

There  are  a  number  appearing  here  on  the  same  issue.  I  tliink  it  is 
well  to  let  your  statement  be  printed  in  the  record  and  then  each  of 
you  make  your  presentation.  You  may  proceed. 

STATEMENT  OF  ELOYD  S.  INGERSOLL,  PEESIBENT,  AMERICAN  SEED 
TRADE  ASSOCIATION,  AND  MANAGER,  ILLINOIS  POUNDATION 
SEEDS,  INC.,  CHAMPAIGN,  ILL.,  REPRESENTING  AMERICAN 
SEED  TRADE  ASSOCIATION;  ACCOMPANIED  BY  DR.  GEORGE  REA 
WALKER,  STONEVILLE  PEDIGREED  SEED  CO.,  STONEVILLE,  MISS. ; 
DR.  JIM  NEELEY,  COKER'S  PEDIGREED  SEED  CO.,  HARTSVILLE, 
S.C;  DONALD  MESSENHEIMER,  ESG.,  WASHINGTON,  D.C.;  JOHN  L 
SUTHERLAND,  EXECUTIVE  VICE  PRESIDENT  OF  AMERICAN  SEED 
TRADE  ASSOCIATION;  AND  J.  RITCHIE  SMITH,  NATIONAL  COTTON 
COUNCIL,  MEMPHIS,  TENN. 

(The  following  were  in  attendance  at  the  hearing:) 

Dr.   Harold  D.  Loden.  ACCO  Seed,  Anderson,  Clayton  &  Co.,  Belmond,  Iowa 
:yir.  George  Hall,  ACCO  Seed,  Anderson,  Clayton  &  Co.,  Post  Office  Box  521, 

Abilene.  Texas 
Dr.  .John  A.  Long,  O.  M.  Scott  &  Sons  Company,  Inc.,  Marj^sville,  Ohio 
Mr.   Harold  Doellinger,  O.   M.   Scott  &   Sons   Company,  Inc.,  Marysville,  Ohio 
Mr.  Bruce  Price,  American  Seed  Trade  Association,  1030  Fifteenth  Street,  N.W., 

Washington,  D.C. 
Mr.  Robert  Falasca,  American  Seed  Trade  Association,  1030  Fifteenth  Street, 

X.W..  Washington.  D.C. 
Benton  S.  Duffett,  Jr.,  Esq.,  Burns,  Doane,  Benedict,   Swecker  &  Mathis,  81.5 

Connecticut  Avenue,  N.W.,  Washington,  D.C. 

Mr.  Ingersoll.  Mr.  Chairman  and  members  of  the  subcommittee. 
The  American  Seed  Trade  Association  and  the  National  Council  of 
Commercial  Plant  Breeders  are  national  organizations  with  member- 
ship throughout  the  United  States.  The  direct  membership  of  the 
ASTA  is  approximately  500  companies,  with  member  companies  in 
every  State.  The  indirect  membership  represented  in  the  ASTA  by 
the  various  State  and  regional  associations,  is  approximately  4,000 
companies. 

We  are  appearing  here  today  to  testify  in  support  of  amendment 
Xo.  511  to  S.  1042.  I  have  before  me  the  amendment,  which  is  very 
brief.  I  do  not  know,  without  reference  to  the  bill  itself,  that  anyone 
reading  the  record  would  understand  it.  We  would  like  to  have  it 
printed  in  the  record  at  this  point. 

Senator  McClellan.  We  may  have  to  refer  back  to  the  original 
bill  for  a  correct  impression  of  what  it  really  means,  that  is,  the  impact 
which  it  has.  The  amendment  is  ordered  printed  at  this  point  of  the 
record. 
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(Amendment  No.  511  to  S.  1042  follows :) 

[Amendment  No.  511  to  S.  1042] 

On  page  22,  line  23,  after  the  word  "asexiially"  insert  tbe  words  "or  sexually". 
On  page  23,  line  3,  after  the  word  "asexually"  insert  the  words  "or  sexually". 

Senator  McClellan.  You  m;iy  proceed. 

^Ir.  Ingersoll.  This  amendment  would  be  applicable  to  the  plant 
patent  chapter  of  any  of  the  bills  which  have  been  introduced,  as  well 
as  to  the  current  patent  law. 

On  May  23,  1930,  the  Townsend-Purnell  Plant  Patent  Act  was 
signed  into  law.  For  the  first  time  in  the  history  of  our  Nation  the 
discoverer  or  originator  of  certain  new  plants  was  given  an  option  to 
seek  legal  protection  for  his  contribution. 

The  motivation  behind  the  enactment  of  the  plant  patent  legislation 
may  be  learned  from  Report  No.  315  of  the  Senate  Committee  on 
Patents  dated  April  2, 1930.  The  report  states : 

The  purpose  of  the  bill  is  to  afford  agriculture,  so  far  as  practicable,  the  same 
opportunity  to  participate  in  the  benefits  of  the  patent  system  as  has  been  given 
industry,  and  this  assist  in  placing  agriculture  on  a  basis  of  economic  equality 
with  industry.  The  bill  will  remove  the  existing  discrimination  between  plant  de- 
velopers and  industrial  workers. 

*  *  ^--  *  *  *  * 

Today  the  plant  breeder  has  no  adequate  financial  Incentive  to  enter  upon 
his  work.  A  new  variety  once  it  has  left  the  hands  of  the  breeder  may  be  repro- 
duced in  unlimited  quantity  by  all.  The  originator's  only  hoiie  of  financial  re- 
imbursement is  through  high  prices  for  the  comparatively  few  reproductions 
that  he  may  dispose  of  during  the  first  two  Or  three  years. 

The  purpose  of  the  act  was  to  stimulate  plant  breeding  research  so 
that  our  country  as  a  whole  would  benefit  from  the  development  of  new 
plants.  The  act  had  a  broad  base  of  support. 

Secretary  of  Agriculture  Hyde  wrote  to  the  Senate  Committee  on 
Patents  the  following : 

The  proposed  legislation  would  appear  to  be  desirable  and  to  lend  for-reaching 
encouragement  to  agriculture  and  benefit  to  the  general  public. 

Writings  of  Luther  Burbank  such  as  the  following  were  presented 
to  Congress : 

A  man  can  patent  a  mousetrap  or  copyright  a  nasty  song,  but  if  he  gives  to 
the  world  a  new  fruit  that  will  add  millions  to  the  value  of  the  earth's  harvest, 
he  will  be  fortunate  if  he  is  rewarded  by  so  much  as  having  his  name  connected 
with  the  result. 

Thomas  A.  Edison  sent  a  telegram  expressing  his  views  on  the  pro- 
posed legislation  which  read : 

Nothing  that  Congre.-s  could  do  to  help  farming  would  be  of  greater  value  and 
j/crmanence  than  to  give  to  the  plant  breeder  the  same  status  as  the  mechanical 
and  chemical  inventors  now  have  through  the  patent  law.  There  are  but  few  plant 
breeders.  This  will,  I  feel  sure,  give  us  many  Burbanks. 

Representative  Cannon  stated  on  the  House  floor  : 

.  .  .  [T]here  is  no  man  who  is  a  greater  benefactor  to  the  human  race  than  the 
man  who  produces  a  new  vegetable  or  a  new  fruit. 

The  scope  of  the  Plant  Patent  Act  as  it  exists  today  is  limited  to 
those  new  and  distinct  varieties  of  plants  which  reproduce  asexually, 
that  is,  by  grafting,  budding,  cuttings,  division,  and  the  like.  Illustra- 
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tive  exami)les  of  plants  which  reproduce  asexually  include  roses,  sugar- 
cane, luits,  and  fruits. 

Those  new  varieties  of  plants  which  reproduce  sexually,  that  is, 
generally  by  seeds,  are  provided  no  protection  under  the  existing  legis- 
lation. It  accordingly  follows  that  no  patent  protection  is  currently 
available  with  respect,  to  new  varieties  of  the  bulk  of  economically  im- 
portant agricultural  crops.  Illustrative  examples  of  plants  which  re- 
produce sexually  include  cereals,  forages,  flowers,  vegetables,  and 
grasses — cotton,  soybeans  and  vegetables.  These  represent  oyer  $12 
billion  in  total  value.  In  this  group,  soybeans  alone  are  $1  billion  for 
exports.  I  believe  it  is  the  largest  seller  in  the  export  market  of  the 
United  States. 

The  amendment  of  the  existing  legislation  to  make  the  benefits  of  the 
patent  system  available  for  new  varieties  of  plants  which  reproduce 
sexually'  has  widespread  support.  The  following  groups  have  sup- 
ported the  broadening  of  the  Plant  Patent  Act  to  cover  new  plants 
which  reproduce  sexually :  the  seed  trade,  canners,  nurserymen,  plant 
patentowners,  cotton  council,  and  the  patent  bar. 

When  the  Plant  Patent  Act  was  adopted  in  1930,  legal  protection 
for  sexually  reproduced  plants  was  excluded.  The  improvement  of 
crop  varieties  thi'ough  plant  breeding,  based  on  the  scientific  applica- 
tion of  genetics,  pathology,  physiology,  cytogenetics,  and  related  dis- 
ciplines, was  still  in  its  infancy.  Plant  breeding  conducted  by  coni- 
mercial  firms  and  supported  by  corporate  funds  has  evolved  as  an  in- 
dustry largely  since  1930.  Improved  breeding  techniques  and  seed 
multiplication  procedures  have  developed  whereby  the  varietal  iden- 
tity of  a  sexually  reproduced  plant  can  be  maintained  intact  over  an 
extended  period  of  time.  Because  of  these  advances  in  technology  we 
now  have  a  plant  breedino-  industry  which  did  not  exist  in  1930. 

In  the  37  years  which  have  passed  since  the  enactment  of  the  Plant 
Patent  Act  improved  breeding  techniques  and  seed  multiplication  pro- 
cedures have  become  established  whereby  many  plant  varieties  may  be 
reproduced  from  seeds  true  to  form.  Such  ability  of  plant  varieties  to 
reproduce  true  to  form  from  seeds  is  now  acknowledged  in  existing 
legislation,  such  as  the  Federal  Seed  Act  which  was  enacted  August 
1939,  and  seed  certification.  It  accordingly  follows  that  the  distinction 
drawn  in  the  Plant  Patent  Act  between  plants  which  reproduce 
asexually  and  plants  which  reproduce  sexually  is  artifical,  and  that  the 
act  should  be  broadened  to  include  plants  which  reproduce  sexually. 

No  country  other  than  the  United  States  is  known  which  withholds 
legal  protection  from  the  originator  of  a  new  plant  variety  merely  be- 
cause its  form  of  reproduction  is  sexual  rather  than  asexual. 

Today  an  incentive  is  urgently  needed  with  respect  to  plants  that 
reproduce  sexually  so  that  private  industry  can  find  it  economically 
possible  to  carry  on  an  expanded  ))lant  research  eifort.  The  best  way 
to  illustrate  this  need  is  by  the  following  example. 

We  have  here  with  us  representatives  of  two  firms  who  have  re- 
searched plant  varieties  that  will  reproduce  sexually,  and,  therefore, 
are  not  patentable.  Dr.  Neeley,  would  you  like  to  relate  your  experience 
with  reference  to  soybeans? 

Senator  McClellan.  Have  you  concluded  with  your  statement? 

Mr.  Ingersoll.  No,  sir. 

Senator  McClellan.  He  will  be  the  next  speaker  then  ? 

Mr.  Ingersoll.  Yes. 
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STATEMENT  OF  DR.  JIM  NEELEY,  COKER'S  PEDIGREED  SEED  CO., 

HARTSVILLE,  S.C. 

Dr.  Neeley.  My  company  has  been  a  breeder  of  several  field  crops 
used  in  the  fields  for  over  66  years.  One  of  these  crops,  as  indicated,  is 
soybeans.  Over  a  period  of  years  we  have  spent  between  $100,000  and 
$500,000  to  develop  a  variety  which  is  now  being  grown  on  a  large  part 
of  the  soybean  acreage  in  the  Southeastern  part  of  the  United  States. 
As  a  matter  of  fact,  it  is  grown  on  83  percent  of  the  large  acreage  in 
South  Carolina. 

The  adoption  and  the  growing  of  this  variety  has  been  one  of  the 
important  reasons  for  a  large  increase  in  soybean  acreage  in  the  South- 
east, and  also  a  marked  improvement  in  the  quality  of  the  crop  in  its 
adaptation  to  mechanical  harvesting.  At  the  same  time,  in  growing 
and  increasing  the  seed  of  different  varieties  and  releasing  the  seeds, 
selling  them  to  farmers,  directly  and  indirectly,  we  have  lost  hundreds 
of  thousands  of  dollars  in  our  soybean  business;  at  the  same  time,  by 
all  known  standards,  ours  is  recognized  as  being  a  very  effective  way. 
AMiile  we  have  been  losing  money  on  our  soybean  item,  good  farmers 
and  good  friends  of  ours  have  been  increasing  this  soybean  production 
and  selling  it  to  other  farmers  and  have  developed  a  very  profitable 
and  lucrative  business  in  handling  this  variety. 

For  these  reasons,  we  feel,  as  other  commercial  plant  breeders  do, 
that  we  should  have  legal  protection  such  as  would  be  provided  for  in 
the  amendment  being  discussed  here  today,  so  that  we  might  receive 
our  share  of  the  income  from  the  varieties  developed  by  us  as  the  result 
of  our  extensive  and  expansive  plant  breeding  seed  program. 

Senator  McClellan.  They  grow  a  great  deal  of  soybeans  in  my 
State.  As  I  understand  it,  using  this  as  an  illustration,  to  try  to  under- 
stand what  is  involved  here,  you  cannot  patent  an  improved  soybean 
seed  and  take  advantage  of  marketing  and  producing  the  seed  variety 
for  that  particular  bean ;  is  that  correct? 

Dr.  Neeley.  That  is  exactly  right. 

Senator  McClellax.  A^liere  you  have  a  grafting  process,  or  some- 
thing like  that,  what  you  call  asexual;  there,  you  can;  is  that  right; 
am  I  correct  ?  You  can  patent  that.  By  the  use  of  it,  the  man  gets  the 
profit.  Now,  you  spend  your  money,  time,  and  skill  directed  toward  the 
improvement  of  it. 

Dr.  Neeley.  That  is  correct. 

Senator  ]McClellan.  That  is,  on  a  product  such  as  that,  you  cannot 
get  anything  for  improvement  if  it  is  a  seed ;  in  other  words,  you  may 
lose  the  money  that  you  have  actually  invested  in  doing  that;  is  that  it? 

Dr.  Neeley,  Yes. 

Senator  McClellan.  At  this  point,  I  may  as  well  ask  this  question : 
Is  there  not  some  opposition  to  this  proposal  ? 

Mr.  Ingersoll.  Yes,  sir. 

Mr.  Sutherland.  There  is  opposition. 

Senator  McClellan.  Very  well. 

Mr.  Ingersoll.  With  your  permission,  may  we  have  Dr.  Walker  re- 
late his  experience  with  cotton,  sir  ? 

Senator  McClellan.  Dr.  Walker. 
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STATEMENT  OF  DR.  GEORGE  REA  WALKER,  STONEVILLE 
PEDIGREED  SEED  CO.,  STONEVILLE,  MISS. 

Dr.  Walker.  The  company  that  I  represent,  Senator  McClellan, 
basically  is  engaged  in  cottonseed  breeding.  We  have  been  in  the 
business  close  to  50  years,  I  would  like  to  give  you  a  little  different 
picture  from  what  has  been  given  with  reference  to  soybeans,  to  let 
you  see  the  program  that  now  exists  in  cotton. 

Going  back  for  a  few  years,  for  a  quick  review,  cotton  was  in  the 
same  position  exactly  as  was  just  stated  on  soybeans,  but  we  have 
had  several  things  to  our  advantage.  The  technicalities  and  improve- 
ments had  not  gone  into  effect  where  the  farmer  v.ould  plant,  say, 
75  to  100  pounds  per  acre  of  seed.  So,  we  had  that. 

At  the  present  time,  we  have  a  cutback  in  acreage.  So,  it  puts  the 
breeder  then  into  a  real  tricky  jDosition,  with  his  know-how,  his 
research,  his  advertising  and  technical  programs,  along  with  all  of 
the  new  things  that  cotton  has  come  to  such  as  quality. 

So,  searching  for  some  protection,  starting  out  some  6  years  ago, 
we  tried  to  work  with  the  International  Crof)  Improvement  Asso- 
ciation. 

Three  years  ago,  the  International  Crop  Improvement  Association, 
with  a  subdivision  in  cotton  which  represented  the  cotton  States, 
agreed  to  prepare  a  certification,  that  they  would  not  go  beyond  1 
year  in  generation  of  the  breeder  seed.  The  breeder  seed  was  normally 
sold  as  a  registered  seed,  and  that  the  first  year's  seed  in  the  certifica- 
tion program  would  be  certified  seed. 

In  the  years  passed  previously,  it  had  a  green  tag.  The  other  was 
a  blue  tag.  Two  years  ago,  they — all  of  the  Southern  States — adopted 
this  year  limitation.  By  that  means,  the  breeder  then  could  sell  his 
registered  seed  to  those  who  certified,  with  the  mutual  understanding 
that  they  could  contribute  to  them  in  the  form  of  a  royalty  or  a«  fee. 

This  program  has  now  been,  as  I  said,  in  effect  2  years.  It  has 
worked  wonderfully  well.  It  has  gone  from  Georgia  to  Alabama, 
Mississippi,  Arkansas,  Louisiana,  Texas,  and  into  California,  with 
quite  a  few  of  the  certified  growers  in  the  east  contributing. 

This  bill  is  a  stopgap.  It  does  not  fill  all  of  the  gaps  outside  of 
certification,  but  it  is  a  step  in  the  direction  of  protection. 

We  wanted  to  carry  this  out.  to  let  you  know  that  it  has  worked. 
It  is  working  fine,  and  we  are  all  cooperating  throughout  the  whole 
South. 

Senator  McClellax.  You  are  convinced  it  can  be  administered? 

Dr.  Walker.  Yes,  sir. 

Senator  McClellan.  I  have  some  question  about  the  administra- 
tion of  it,  the  enforcement  of  it.  Do  you  think  it  can  be  administered 
and  enforced? 

Dr.  Walker.  It  would  be  left  up  to  the  individual. 

Senator  McCleij^an.  What  do  you  mean,  "left  up  to  the  indi- 
vidual ?" 

Dr.  Walker.  I  mean,  left  up  to  the  persons  who  has  the  patent 
to  .see  that  it  is  not  violated. 

Senator  McCLEiXAisr.  I  understand  that,  he  might  have  a  legal 
remedy  to  enforce  it,  l)ut  from  the  practical  aspect  of  it,  is  it  practical, 
as  men,  undertaking  to  enforce  it  ? 
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Dr.  Walker.  As  far  as  tlie  trade  is  concerned ;  yes,  sir.  Seeds  that 
get  into  legitimate  trade,  I  think,  would  be  handled  correctly. 
Senator  McClellan.  Very  well.  Go  ahead. 
Is  there  anything  further  ? 
Dr.  "Walker.  Xo,  sir.  Thank  you  very  much. 
Senator  ]McClellan.  Thank  you  very  much,  sir. 
You  may  proceed,  INIr.  Ingersoll. 

STATEMENT  OF  FLOYD  INGERSOLL— Resumed 

Mr.  IxdEKSOLL.  One  cotton  firm  reports  the  cost  of  developing 
variety  of  cotton  at  $572,000  prior  to  its  introduction,  and  its  total 
breedinof  costs  during  the  years  the  new  variety  was  under  develop- 
ment at'"$l, 145,988.  Approximately  one-half  of  the  firm's  total  breecl- 
ing  costs  were  attributed  to  the  variety  in  question  since  it  was  esti- 
mated that  a  portion  of  these  costs  was  properly  apportioned  to 
varieties  to  be  released  in  the  future.  During  a  recent  5-year  period 
88  to  94  percent  of  the  cotton  acreage  of  a  Soiithern  State  was  planted 
in  two  varieties  developed  by  this  cotton  firm.  However,  during  the 
same  period  the  company  sold  only  enough  seed  of  these  varieties 
to  plant  10  to  15  percent  of  the  State's  cotton  acreage.  Similar  dis- 
parities were  reported  in  other  States  where  a  significant  percentage 
of  cotton  acreage  was  planted  in  the  varieties  of  the  breeder.  Losses 
amounting  to  $234,130  have  been  incurred  by  the  firm's  cottonseed 
operation  since  the  variety  was  released. 

The  absence  of  any  form  of  legal  protection  for  the  originators  of 
new  plants  which  reproduce  sexually  has  forced  many  companies  to 
forgo  comprehensive  research  programs,  or  to  concentrate  research 
etforts  in  areas  where  other  forms  of  protection  are  provided.  For 
instance,  great  advances  have  been  made  in  the  development  of  hybrid 
corn  and  hybrid  sorghum.  The  originator  of  a  new  hybrid  variety,  by 
maintaining  in  secrecy  the  parental  lines  used  to  produce  the  variety, 
has  found  a  form  of  protection.  We  would  call  this  "built-in"  protec- 
tion. The  seed  ])roduced  on  the  plants  grown  by  the  farmer  is  incapa- 
ble of  l)eing  used  for  planting  purposes.  Xo  seedsman  exce])t  the 
originator  or  his  designated  dealers  is  able  to  market  the  hybrid 
variety. 

Hybrid  corn  and  hybrid  sorghum  companies  have  established  ex- 
cellent breeding  programs,  and  provide  employment  for  skilled  plant 
breeders  and  supporting  staffs.  The  improvements  in  yield  and  income 
available  to  the  farmer  growing  these  two  crops  noticeably  exceed  the 
corresponding  increases  acliived  by  the  farmer  growing  other  field 
crops  that  h.ave  not  been  hybridized. 

No  protection  is  available,  however,  for  many  crops,  and  much  less 
research  is  ]-)resently  being  conducted  in  this  area.  Experience  indi- 
cates that  when  some  form  of  protection  is  available,  researcli  funds 
are  made  available  by  private  industry.  Therefore,  the  one  missing 
link  is  a  system  of  legal  protection  such  as  sought  by  amendment 
No.  511. 

The  patent  grant  awarded  to  the  inventor  of  a  new  plant  variety 
which  re]:)roduces  sexually  would  in  no  manner  interfere  with  either 
the  use  of  seed  capable  of  producing  the  variety  for  purposes  other 
than  reproduction,  or  the  use  of  germ   plasm  from  the  plant  by 
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researchers  for  tlie  development  of  different  plant  varieties.  Xo  form 
of  Government  reo^iilation  of  germ  plasm  would  be  involved  in  a  sys- 
tem for  the  legal  protection  of  new  plant  varieties  under  an  amended 
Plant  Patent  Act. 

Tlie  patent  grant  awarded  to  the  inventor  of  a  new  plant  variety 
which  reproduces  sexually  would  be  granted  on  the  new  plant  variety 
produced  from  seed.  The  ])atent  grant  would  cover  the  particular  vari- 
ety shown  and  described  in  the  patent  document.  A  single  plant  trait 
could  not  be  patented  broadly  so  as  to  cover  all  plant  varieties  having 
the  new  trait.  Therefore,  the  germ  plasm  used  in  producing  the  pat- 
ented plant  could  be  freely  used  by  other  plant  researchers  for  the 
production  of  different  varieties. 

Since  the  plant  patent  system  has  the  inherent  quality  of  encourag- 
ing the  prompt  marketing  of  a  new  variety  so  that  the  owner  is  pro- 
vided an  opportunity  to  be  rewarded  for  his  contribution,  it  is  ex- 
pected that  the  new  breeding  materials  would  become  available  at  an 
early  date.  Other  plant  researchers  could  acquire  on  the  market  the 
new  seed  or  gemi  plasm  for  use  in  plant  breeding  research  activities 
and  in  the  development  of  additional  marketable  varieties.  It  is  ac- 
cordingly expected  that  an  amended  Plant  Patent  Act  would  make 
increased  quantities  of  new  breeding  materials  available  for  plant 
research.  The  exchange  of  germ  plasm  would  continue  to  be  to  the 
mutual  advantage  of  all  those  engaging  in  ]3lant  research. 

The  existing  Plant  Patent  Act  has  worked  remarkably  Avell  in 
the  areas  where  it  is  applicable.  For  instance,  the  TT.S.  rose  industry 
today  is  second  to  none  in  the  Avorld.  It  is  estimated  that  of  the  50 
million  garden  rose  plants  produced  annually  in  the  United  States, 
having  an  approximate  wholesale  value  in  excess  of  $45  million,  over 
80  percent  of  these  are  or  have  been  patented.  It  is  further  estimated 
that  of  the  approximately  20  million  rose  bushes  growing  in  green- 
houses in  this  comitry  for  the  production  of  cut  blooms,  more  tlian 
90  percent  of  these  rose  plants  are  of  varieties  that  are  or  have  been 
patented.  From  these  greenhouse  plants  over  300  million  blooms  are 
sold  annually  having  a  wholesale  value  in  excess  of  $50  million.  Tlie 
seed  industry  believes  that  the  Plant  Patent  Act  if  amended  to  include 
plants  which  reproduce  sexuallj-,  would  provide  a  similar  stinndus 
to  its  industry.  Over  the  i^ast  several  years  we  have  studied  and  ex- 
amined the  operation  of  other  systems  of  protection  for  plant  breed- 
ers, and  have  concluded  that  their  is  no  practical  substitute  for  the 
patent  system. 

Tlie  American  Seed  Trade  Association  has  been  studying  a  form  of 
protection  for  7  years.  We  have  done  this  through  a  ('ommittee.  We 
have  looked  at  plans  in  Europe.  They  have  considered  many  plans  that 
might  be  possible  in  the  United  States,  and  they  have  come  up  with 
five  prerequisites  that  a  plan  must  have  before  it  is  acceptable  to  the 
industry.  It  is  difficult  to  get  a  plan  that  is  acceptable  to  all  segments 
of  the  industry,  because,  we,  of  course,  have  many  different  things 
within  our  industry,  soybeans,  feed  grains,  vegetables,  and  several 
other  divisions.  These  fiv^e  points  were  decided  upon  a  year  ago. 

First,  a  workable  system  must  be  voluntary. 

Second,  the  grant  of  protection  should  be  based  on  proof  of  the 
novelty. 
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Third,  proof  of  the  usefuhiess  and  superiority  of  a  plant  variety 
should  not  be  required  as  a  condition  of  secnrino:  protection.  It  should 
not  be  based  on  performance- 

Fourtli,  the  protection  must  not  interfere  with  the  free  flow  of  sale 
information,  and 

Fifth,  the  enforcement  or  tlie  defense  of  the  protection  g-ranted 
should  be  the  responsibility  of  the  owner  of  the  right,  at  his  expense. 

Now,  of  all  of  the  systems  that  have  been  considered,  the  patent 
system  is  the  only  one  that  meets  all  of  the  requirements,  and  even 
though  there  has  been  much  controversy  in  the  organization  over  the 
protection  of  breeders'  rights,  the  committee,  in  Chicago  about  3 
months  ago,  approved  the  patent  system,  and  when  it  went  to  the 
board  of  directors  for  approval  there  was  not  a  single  vote  against  it. 

So,  after  studying  this  problem  for  7  years,  the  American  Seed 
Trade  Association  is  united  behind  the  patent  system. 

Historically,  the  consumer  has  been  the  principal  recipient  of  beiie- 
fits  from  improvements  derived  tlirough  research.  Increased  quality, 
adaptability,  disease  resistance,  and  yield  are  results  of  research  which 
alf ord  the  farmer  more  dollars  per  acre. 

In  the  case  of  corn,  he  has  the  choice  of  growing  an  open-pollinated 
variety  whose  seed  would  cost  a])proximately  $1  per  acre  and  which 
would  yield,  in  a  State  such  as  Illinois,  approximately  50  to  60  bushels 
per  acre  having  a  value  of  approximately  $60  to  $72  per  acre ;  or  the 
choice  of  growing  a  hybrid  variety  whose  seed  would  cost  approxi- 
mately $4  per  acre  to  obtain  an  approximate  yield  in  the  same  State 
of  100  bushels  per  acre  having  a  value  of  approximately  $120  per 
acre.  A  net  increase  in  return  for  the  farmer  of  approximately  $45 
to  $57  per  acre  would  result  if  hybrid  planting  seed  were  selected.  For 
this  reason,  over  95  percent  of  the  U.S.  corn  acreage  is  planted  with 
hybrid  corn  varieties  costing  in  the  range  of  $15  to  $18  per  bushel 
rather  than  with  an  open-pollinated  variety  costing  less  than  $4  per 
bushel. 

In  the  cotton  industry  the  income  to  the  farmer  is  not  based  on  yield 
alone,  but  the  quality  of  the  fiber  is  also  of  significance.  Improved 
farm  management  and  cultural  practices  cannot  help  with  cotton  as 
much  as  with  other  crops  since  quality  is  dictated  largely  by  the  gen- 
etic makeup  of  the  particular  plant  variety.  Quality^  has  been  im- 
proved by  private  breeders,  and  it  is  commonly  known  in  the  industry 
that  further  improvements  can  be  made  through  research.  However, 
researchers  working  in  private  industry  cannot  recoup  their  costs 
without  a  system  of  legal  protection. 

Plant  breeders  and  other  informed  persons  agree  that  enormous 
opportunities  exist  for  the  improvement  and  the  development  of  new 
varieties  of  plants  which  reproduce  sexually.  The  plant-breeding  in- 
dustry affirms  that  it  is  ready  and  able  to'^increase  its  research  and 
development  efforts  if  only  the  requested  amendment  to  the  Plant 
Patent  Act  is  enacted-  The  new  and  improved  varieties  of  plants 
that  will  surely  result  from  future  research  can  better  enable  mankind 
to  meet  the  predicted  food,  livestock  feed,  and  fiber  needs  of  the 
coming  decades. 

In  summary,  the  seed  industry  is  strongly  supporting  amendment 
No.  511  which  would : 

A.  Maintain  the  Plant  Patent  Act  as  part  of  the  patent  system; 
and 
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B,  Broaden  the  applicability  of  the  Plant  Patent  Act,  thereby  mak- 
ing plants  which  reproduce  sexually  as  well  as  asexually  eligible  for 
the  benefits  of  the  patent  system. 

Thank  you,  Mr.  Chairman,  for  the  opportunity  of  appearing  before 
your  committee  today. 

With  reference  to  corn,  I  think  that  I  can  illustrate  this  by  giving 
you  a  typical  example  of  the  way  we  think  it  should  work. 

P"or  instance  you  have  high  lysine  corn,  a  type  of  corn  which  has  a 
more  balanced  protein.  It  is  150  percent.  It  was  discovered  by  Nelson 
and  Murzt,  Purdue  Univei-sity.  It  is  produced  by  incorporating  two 
genes,  Opaque  2  and  Floury  2,  into  normal  corn,  and  innnediately  upon 
discovering  this  they  sent  that  genetic  material  to  industry,  and  now 
industry  is  feverishly  working  on  this,  to  the  extent  of  three  places, 
one  in  Champaign,  111.,  one  in  Plawaii,  and  one  in  Florida,  incor- 
porating the  Opaque  2  gene  and  the  Floury  gene  into  usable  material 
for  the  farmer. 

"Who  benefits?  If  this  is  a  success,  certainly  the  seed  men  will  be 
benefited,  and  certainly  the  farmer  will  be  benefited  because  he  can  feed 
this  corn  directly  to  swine  without  a  supplement,  and,  therefore,  have 
a  more  economical  production,  and  the  consumer  will  be  benefited,  be- 
cause, certainly,  he  will  buy  his  pork  chop  and  his  bacon  at  a  lower 
price,  and  that  is  not  the  only  possibility,  but  in  the  undeiprivileged 
nations  of  the  world  there  are  many  people  who  eat  corn  directly. 
Xelson  and  Mudzt  also  provided  that  in  feeding  tliis  corn  to  under- 
nourished children,  it  was  possible  to  improve  their  physical  condition 
remarkably.  It  approaches  the  value  of  milk  proteins. 

So,  certainly,  there  is  an  opportunity  for  the  consumers  throughout 
the  world  to  benefit  from  this  whole  project.  This  project  would  have 
been  impossible  had  it  not  been  in  the  development  of  it — I  should  not 
say  that  it  would  have  been  impossible.  It  would  have  taken  a  longer 
period  of  time  before  it  could  have  been  available.  This  is  an  example 
of  liow  we  think  this  program  should  work. 

Thanlv  you,  again. 

Senator  McClellan.  Are  there  any  further  comments  by  anyone 
present  ? 

Mr.  Smith.  Mr.  Chairman,  I  would  like  to  make  a  statement,  if  I 
may. 

Senator  McClellan.  Very  well.  You  may  proceed. 

Mr.  Smith.  I  have  a  statement  that  I  have  presented  for  the  record. 

Senator  McClellan.  You  are  willing  to  present  it  for  the  record, 
or  do  you  wish  to  read  it  ? 

Mr.  Smith.  It  is  only  2^4  pages  long,  and  I  would  like  to  read  it,  sir. 

Senator  McClellan.  You  may  proceed. 

Mr.  Smith.  With  some  slight  modifications. 

Senator  McClellan.  Very  vrell,  proceed. 

STATEMENT  OF  J.  RITCHIE  SMITH,  ASSISTANT  DIRECTOR  OF 
RESEARCH,  NATIONAL  COTTON  COUNCIL  OF  AMERICA,  MEMPHIS, 
TENN. 

Mr.  Smith.  My  name  is  J.  Ritchie  Smith.  I  am  assistant  director 
of  research  for  the  National  Cotton  Council  of  America,  with  head- 
quarters in  Memphis,  Tenn.  The  council  is  the  central  organization  of 


647 

the  raw  cotton  industry^  representing  producers,  ginners,  crushers, 
merchants,  warehousemen,  cooperatives,  and  manufacturers. 

Under  our  procedures,  any  matter  of  council  policy  must  be  ap- 
proved by  each  of  these  interests,  and  any  one  interest  may  exercise 
the  veto  power.  _^ 

The  council  strongly  supports  amendment  511  to  S.  1042,  which 
would  provide  legal  protection  for  the  developers  of  all  new  plant 
varieties.  At  their  meeting  in  Oklahoma  City  this  week,  our  delegates 
unanimously  agreed  that  the  comicil  should : 

Recosnize  the  necessity  for  improving  varieties  and  the  quality  of  cotton  phint- 
ing  seed ;  support  legislation  to  establish  an  effective,  equitable,  and  workable 
system  of  plant  breeders'  rights ;  and  continue  to  cooperate  with  the  Joint  Cotton 
Breeding  Policy  Committee  in  efforts  to  improve  variety  testing  and  the  breeding, 
release,  and  distribution  of  cotton  planting  seed  which  will  best  serve  the  interest 
of  farmers  and  the  entire  cotton  industry. 

Nothing  could  be  more  fundamental  to  the  future  welfare  of  cotton 
than  plant  breeding.  In  its  longstanding  battle  against  manmade  fibers, 
cotton  must  compete  in  terms  of  quality  and  price.  And  plant  breeding 
is  one  of  the  vital  keys  to  streiigthening  cotton's  competitive  position 
in  both  of  these  areas.  It  can  give  us  new  varieties  which  offer  higher 
quality,  value,  and  performance  to  our  mill  customers.  Plant  breeding 
also  can  lower  production  costs — and  strengthen  the  farmers'  ability 
to  compete  in  price — by  developing  varieties  which  ofi'er  highest  yields, 
better  disease  resistance,  and  other  improvements  which  reduce  unit 
costs. 

Cotton  urgently  needs  more  attention  and  investment  from  plant 
breeders  if  it  is  to  meet  the  test  of  modern  competition.  Yet  the  plain 
fact  is  that  cotton  is  getting  less  attention — rather  than  more  atten- 
tion— from  breeders.  And  the  reason  is  obvious :  commercial  breeders 
are  losing  money  on  cotton.  They  have  no  incentive  to  put  heavy  in- 
vestments into  cotton  because  they  are  denied  the  kind  of  legal  protec- 
tion of  their  new  developments  that  has  long  been  accorded  to  other 
innovators  and  inventors — including  those  who  develop  plants  which 
are  reproduced  by  asexual  means. 

A  cotton  breeder  may  take  10  or  12  years  or  more  to  develop  a  new 
variety.  He  may  spend  several  hundred  thousand  dollars — or  perhaps 
a  million — on  that  variety.  Then,  as  soon  as  he  puts  in  his  new  variety 
on  the  market,  anyone  can  come  along  and  use  the  breeder's  seed  to 
reproduce  and  commercialize  on  that  variety — without  making  any 
direct  investment  in  the  varietal  development  process. 

Unless  this  situation  is  corrected,  private  investment  in  cotton  plant 
breeding  is  assuredly  gomg  to  dry  up.  Those  breeders  who  are  continu- 
ing to  put  heavy  emphasis  on  cotton  are  doing  so  in  the  hope  and  ex- 
pectation that  they  will  be  provided  reasonable  legal  protection  for 
their  investment,  and  afford  them  the  opportunity  to  make  a  return  on 
that  investment.  This  is,  of  course,  the  very  heart  of  the  competitive 
enterprise  system  which  has  sparked  America's  development  and 
made  it  the  most  prosperous  of  all  nations.^ 

If  we  are  to  attract  more  private  capital  into  cotton  plant  breeding, 
we  must  have  a  system  of  legal  protection  for  the  developers  of  plant 
varieties — whether  reproduced  asexually  or  sexually.  This  system 
should  have  the  following  characteristics : 

1.  It  should  be  voluntary ;  that  is,  the  developer  of  a  variety  should 
not  be  compelled  to  use  the  system. 
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•2.  The  grant  of  protection  should  be  based  on  proof  of  the  novelty, 
newness,  and  distinctiveness  of  the  variety  without  requiring  growing 
tests  under  the  supervision  of  a  Government  agency.  This  is  just  the 
normal  procedure  for  patents. 

3.  Proof  of  the  usefulness  and  superiority  of  a  plant  variety  should 
not  be  required  as  a  condition  of  securing  protection. 

4.  The  enforcement  or  defense  of  the  protection  granted  should  be 
the  responsibility  of  the  owner  of  the  right,  at  his  expense. 

5.  A  system  of  protection  should  be  open  and  available  to  any 
originator  or  developer  of  a  new^  plant  variety. 

6.  The  system  should  not  interfere  with  the  free  flow  of  information 
and  breeding  materials  among  plant  scientists. 

It  is  our  studied  opinion  that  S.  1042  with  amendment  511  will  meet 
all  of  these  tests.  It  simply  extends  to  all  plant  breeders  the  same  rights 
that  have  long  been  provided  for  other  innovators.  Our  history  makes 
it  abundantly  clear  that  this  form  of  legal  protection  is  in  the  public 
interest.  We  are  convinced  that  the  investment  and  competition  it  will 
generate  among  cotton  plant  breeders  will  serve  the  best  mterests  of 
producers  and  the  entire  American  cotton  industry. 

"We  urge  approval  of  amendment  511,  and  appreciate  the 
opportunity  to  present  the  council's  view  on  this  matter. 

Senator  McClellan.  Thank  you  very  much,  Mr.  Smith. 

Are  there  further  comments,  gentlemen  ? 

Mr.  Sutherland.  No,  sir. 

(A  document  entitled  ''Legal  Protection  for  New  Plant  Varieties 
Which  Eeproduce  Sexually"  follows:) 

Legal   Protection    fob   New    Plant   Varieties    Which    Reproduce    Sexually 

(By  National  Council  of  Commercial  Plant  Breeders,  Washington,  D.  C, 

January  1968) 

preface 

The  President  announced  on  July  23,  1965  the  appointment  of  a  Commission 
to  review  the  operation  of  the  United  States  Patent  System.  Over  a  period  of 
eighteen  months  thirty-one  days  of  meetings  were  held  by  this  group,  and  a 
Report  was  presented  to  the  President  consisting  of  thirty-five  recommendations 
with  accompanying  comments. 

Reoounnendation  IV  of  the  Report  deals  in  part  with  Plant  Patents,  and  its 
relevant  portion  reads  as  follows : 

"All  provisions  in  the  patent  statute  for  plant  patents  shall  be  deleted,  and 
another  form  of  protection  provided." 

Comments  of  the  Commission  which  accompanied  the  above  recommendation 
are  as  follows : 

"Plants:  A  patent  may  be  granted  today  on  any  new  and  distinct  variety 
of  specified  types  of  asexually  reproduced  plants.  The  statute  imposes  the 
requirement  of  unobviousness  for  patentability.  In  practice,  however,  patents 
are  granted  if  the  Department  of  Agriculture  notifies  the  Patent  Office  that, 
as  far  as  it  can  determine,  the  plant  variety  is  new,  and  the  examiner  finds  no 
art  indicating  the  contrary. 

"While  the  Commission  acknowledges  the  valuable  contribution  of  plant  and 
seed  breeders,  it  does  not  consider  the  patent  system  the  proper  vehicle  for 
the  protection  of  such  subject  matter,  regardless  of  whether  the  plants  re- 
produce sexually  or  asexually.  It  urges  further  study  to  determine  the  most 
appropriate  means  of  protection." 

A  study  of  the  Report  indicates  that  the  primary  concern  of  the  Commis- 
sion was  that  the  Plant  Patent  did  not  appear  to  conform  to  the  requirements 
of  the  Patent  Law  relating  to  patents  in  general,  in  that  during  the  examination 
procedure  the  Patent  Examiner  seemed  not  to  apply  a  test  of  "unobviousness." 
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It  is  clear  that  the  Commission  resardod  "unobviousness"  along  with  novelty 
and  utility  as  constituting  the  essential  requirements  to  support  patentability. 

The  Report  of  the  President's  Commission  gave  no  reasons  supporting  its 
apparent  belief  that  inventions  and  discoveries  of  new  and  useful  plant  varie- 
ties do  not  involve  "unobviousness,"  and  failed  to  acknowledge  that  the  courts 
have  in  fact  found  "unobviousness"  present  in  every  Plant  Patent  brought  into 
litigation  where  this  was  an  issue. 

It  may  be  noted  that  no  representative  from  the  plant  or  agricultural 
industry,"  either  in  Government  or  private  enterprise,  was  a  member  of  the 
Commi.<<si<)n.  The  Commission  did  not  release  any  explanatory  material  indi- 
cating it  understood  the  technology  involved,  or  that  it  realized  the  techniques 
and  procedures  followed  in  successful  plant  breeding  are  quite  different  from 
those  procedures  utilized  in  the  mere  multiplication  of  a  newly  developed  plant 
variety  prior  to  its  introduction  and  marketing.  The  Commission  made  clear 
it  had  not  fully  investigated  this  matter,  and  urged  a  further  study  to  deter- 
mine the  most  appropriate  means  of  protection  for  new  plant  varieties. 

As  urged  by  the  President's  Commission,  extensive  studies  have  been  made 
by  members  of  the  plant  industry  and  others  to  determine  the  needs  of  the  plant 
industry  for  maximum  growth  and  contribution  to  the  economic  development 
of  this' country,  and  the  best  means  of  protection  for  new  plant  varieties.  It 
has  been  concluded  that — 

A.  The  protection  of  proprietary  rights  offered  by  the  Patent  System 
will  best  meet  the  needs  of  industry  in  achieving  its  goals  of  growth  and 
economic  development. 

B.  The  requirements  of  patentability  can  be  applied  with  respect  to 
plants  just  as  they  are  with  respect  to  inventions  in  the  chemical,  electrical 
and  mechanical  areas  of  technology. 

The  current  Plant  Patent  Act  is  limited  in  its  applicability  to  those  plants 
which  reproduce  asexually,  i.e.,  generally  not  by  seeds.  This  excludes  plants 
constituting  many  important  crops  such  as  cotton,  corn,  rice,  wheat,  soybeans, 
etc..  but  includes  plants  such  as  roses,  sugar  cane,  nuts,  fruits,  etc.  The  Plant 
Patent  Act  has  promoted  significant  advances  within  the  area  of  plant  tech- 
nology to  which  it  is  applicable;  and  it  is  proposed  that  this  Act  be  amended 
to  become  effective  for  plants  which  reproduce  sexually. 

It  is  therefore  the  intent  of  the  following  text  to  pi'ovide  justification  for— - 

A.  Maintaining  the  Plant  Patent  Act  as  part  of  the  Patent  System ;  and 

B.  Broadening  the  applicability  of  the  Plant  Patent  Act,  thereby  making 
plants  which  reproduce  sexually  as  well  as  asexually  eligible  for  the  bene- 
fits of  the  Patent  System. 

The  proposed  amendment  of  the  Plant  Patent  Act  constitutes  simply  the 
insertion  of  the  words  underlined  in  the  following  sections  of  the  Act : 

Section  161 

Whoever  invents  or  discovers  and  asexually  or  sexnally  reproduces  any 
distinct  and  new  variety  of  plant,  including  cultivated  sports,  mutants,  hybrids, 
and  newly  found  seedlings,  other  than  a  tuber  propagated  plant  or  a  plant 
found  in  an  uncultivated  state,  may  obtain  a  patent  therefor,  subject  to  the 
conditions  and  requirements  of  this  title. 

T'he  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  plants,  except  as  otherwise  provided. 

Section  163 

In  the  case  of  a  plant  patent  the  grant  shall  be  of  the  right  to  exclude  others 
from  asexually  07-  sexually  reproducing  the  plant  or  selling  or  using  the  plant 
so  reproduced. 

Plant  Patents  would  continue  to  be  granted  as  in  the  past  for  new  varieties 
nf  plants  which  reproduce  asexually,  and  new  varieties  of  plants  which  re- 
produce sexually  would  become  eligible  for  patent  protection  upon  the  adoption 
of  the  amendment. 

LEGAL  PROTECTION   IN   THE  UNITED   STATES   FOB   NEW  PLANT  VARIETIES  AS   IT  EXISTS 

TODAY 

Throughout  the  years  our  indebtedness  to  the  authors  of  the  United  States 
Constitution  has  become  strikingly  apparent  to  many  people.  This  document  has 
not  only  served  the  changing  needs  of  American  citizens,  but  has  also  served  as 
an  outstanding  model  for  many  developing  democracies  throughout  the  world. 


650 

It  is  significant  that  this  bas'c  document  upon  which  our  society  is  founded 
acknowledges  the  contributions  which  are  derived  through  innovations.  Article 
I,  Section  8  of  the  Constitution  reads  as  follows:  "The  Congress  shall  have 
power  ...  to  promote  the  progress  of  science  and  useful  arts,  by  securing  for 
limited  times  to  authors  and  inventors  the  exclusive  right  to  their  respective 
writings  and  discoveries."  Congress  acled  quickly  to  implement  the  constitu- 
tional mandate  by  passing  patent  legish'tion  as  early  as  1790.  As  a  result,  the 
United  States  patent  system  is  an  institution  almost  as  old  as  the  nation  itself. 

p]very  patent  is  a  grant  given  to  advance  the  public  interest.  The  basic  theory 
of  the  American  patent  system  is  that  by  offering  legal  protection  to  the  inventor 
for  a  limited  number  of  years,  inventors  will  be  encouraged  to  make  inventive 
contributions  and  to  disclose  them  fully  so  that  they  become  public  property 
at  the  expiration  of  the  patent  term.  Much  of  the  vigor  of  the  technological 
advance  of  the  United  States  has  been  attributed  to  its  patent  system  which  is 
capable  of  rewarding  the  investment  of  an  inventor's  time  and  energy. 

Abraham  Lincoln  once  said  that  the  American  patent  system  "supplied  the  fuel 
of  incentive  to  the  fires  of  genius."  Changes  in  the  patent  system  which  would 
broaden  its  coverage  and  benefits  are  to  be  encouraged. 

On  May  23,  1930,  President  Hoover  signed  the  Townsend-Purnell  Plant  Patent 
Act  (46  Stat.  376).  For  the  first  time  in  the  history  of  our  nation  the  discoverer 
or  originator  of  certain  plants  was  given  an  option  to  seek  legal  protection  for 
his  contribution.  In  1931,  Plant  Patent  No.  1  was  granted  to  the  discoverer  of  a 
climbing  rose  variety,  which  was  named  New  Dawn.  In  the  years  which  have 
passed,  more  than  2700  Plant  Patents  have  been  granted  by  the  United  States 
Patent  Office. 

The  motivation  behind  the  enactment  of  this  Plant  Patent  legislation  may  be 
readily  learned  by  a  reading  of  selected  quotations  which  follow  from  Senate 
Reiwrt  No.  315,  dated  April  2,  1930.  The  Report  was  directed  to  reasons  for 
making  certain  new  plants  eligible  for  patent  protection  and  was  published  at 
the  time  the  Plant  Patent  bill  was  before  the  Senate.  This  Report  states : 

"The  purpose  of  the  bill  is  to  afford  agriculture,  so  far  as  practicable,  the  same 
opi)ortunity  to  participate  in  the  benefits  of  the  patent  system  as  has  been  given 
industry,  and  thus  assist  in  placing  agriculture  on  a  basis  of  economic  equality 
with  industry." 

"Today  the  plant  breeder  has  no  adequate  financial  incentive  to  enter  upon 
his  work.  A  new  variety  once  it  has  left  the  hands  of  the  breeder  may  be  repro- 
duced in  unlimited  quantity  by  all.  The  originator's  only  hope  of  financial  reim- 
bursement is  through  high  prices  for  the  comparatively  few  reproductions  that  he 
may  dispose  of  during  the  first  two  or  three  years.  After  that  time,  depending 
upon  the  sijeed  with  which  the  plant  may  be  asexually  reproduced,  the  breeder 
loses  all  control  of  his  discovery.  Under  the  bill  the  originator  will  have  control 
of  his  discovery  during  a  period  of  17  years,  the  same  term  as  under  industrial 
patents.  If  the  new  variety  is  successful,  the  breeder  or  discoverer  can  expect  an 
adequate  financial  reward.  Today  plant  breeding  and  research  is  dependent,  in 
large  part,  upon  Government  funds  to  Governmental  experiment  stations,  or  the 
limited  endeavors  of  the  amateur  breeder.  It  is  hoped  that  the  bill  will  afford  a 
sound  basis  for  investing  capital  in  plant  breeding  and  consequently  stimulate 
plant  development  through  iirivate  funds." 

On  September  23,  1954,  President  Eisenhower  signed  the  only  amendment  (68 
Stat.  1190)  to  the  Plant  Patent  Act  which  provided  for  the  patenting  of  certain 
newly  found  plants  which  had  been  excluded  from  patent  protection  in  the  past. 
The  basic  portions  of  the  statute  now  read  as  follows : 

"Whoever  invents  or  discovers  and  asexually  reproduces  any  distinct  and  new 
variety  of  plant,  including  cultivated  sports,  mutants,  hybrids,  and  newly  found 
seedlings,  other  than  a  tuber  propagated  plant  or  a  plant  found  in  an  uncultivated 
state,  may  obtain  a  patent  therefor,  '■•  *  *.    f Title  35.  Chapter  15.  Section  161) 

"In  the  case  of  a  plant  patent  the  grant  shall  be  of  the  right  to  exclude  others 
from  asexually  repro<lucing  the  plant  or  selling  or  using  the  plant  .so  repro- 
duced." (Title  35,  Chapter  15,  Section  16?.) 

It  is  noteworthy  that  the  grant  of  a  Plant  Patent,  just  as  the  grant  of  a  patent 
in  any  other  area  of  technology,  dei)rives  the  public  of  nothing  which  it  had 
prior  to  the  act  of  the  inventor  or  discoverer.  One  now  is  provided  with  an  added 
incentive  to  develop,  reproduce,  and  preserve  certain  new  types  of  plants  which 
otherwise  may  have  never  been  developed  or  made  available  to  the  public.  All 
patenting  is  done  on  a  voluntary  basis,  and  there  is  no  requirement  that  an  in- 
ventor or  discoverer  be  compelled  to  avail  himself  of  legal  protection  for  his  new 
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variety  of  plant.  Anyone  may  apply  for  a  Plant  Patent  except  employees  of  the 
Patent  Office.  To  the  public  is  rightfully  left  the  decision  of  whether  a  patented 
plant  has  value  or  is  to  be  grown. 

The  test  of  time  has  proven  the  existing  Plant  Patent  Act  to  be  workable. 
More  than  2700  Plant  Patents  have  been  issued  by  the  Patent  Otiice  in  the  past 
thirty-seven  years.  The  number  of  Plant  Patents  contested  as  to  validity  in  the 
Federal  Courts  is  less  than  a  dozen,  and  no  Plant  Patent  has  been  declared  in- 
valid as  failing  to  meet  the  standard  of  unobviousness.  I'laut  Patents  have  had  a 
substantial  impact  upon  the  upgrading  of  the  nursery  industry,  and  a  sound 
basis  for  investing  capital  in  the  breeding  of  plants  which  reproduce  asexually 
has  been  provided.  This  has  occurred  through  the  development  of  superior  new 
plant  varieties  brought  about  by  the  increased  research  efforts.  Truly  the  devel- 
opment of  new  plant  varieties  by  private  industry  has  been  stimulated  by  pro- 
viding the  originator  with  legal  protection. 

Since  more  Plant  Patents  have  been  granted  on  roses  than  any  other  plant, 
the  new  developments  in  this  area  during  the  past  37  years  have  been  outstand- 
ing. ITie  New  Dawn  rose  which  formed  the  subject  matter  of  Plant  Patent  No.  1 
made  a  significant  breakthrough  by  providing  a  hardy,  everblooming  climbing 
rose.  Plant  Patent  No.  23  was  granted  on  one  of  the  best  known  and  widely 
grown  of  all  florist  roses  named  Better  Times.  Only  now  is  this  rose  being 
replaced  extensively  with  the  rose  of  Plant  Patent  No.  2443  named  Forever 
Yours.  Plant  Patent  No.  169  was  granted  on  the  rose  Tom  Thumb  which  proved 
to  be  the  forerunner  of  an  entirely  new  type  of  miniature  rose  having  a  re- 
duced plant  and  flower  size. 

The  popularity  gained  by  the  Floribunda  class  of  roses  is  typified  by  the  sub- 
ject matter  of  such  patents  as  Plant  Patent  No.  340  (Betty  Prior),  Plant  Patent 
No.  377  (Donald  Prior),  Plant  Patent  No.  302  (AVorld's  Fair),  Plant  Patent 
No.  789  (Fashion).  Plant  Patent  No.  926  (Vogue)  and  Plant  Patent  No  2.'>94 
(ApriCot  Nectar).  Additionally,  i-esearch  and  development  justified  by  the  Plant 
Patent  Act  has  created  an  entirely  new  class  of  roses  known  as  the  Grandifloras. 
The  first  of  these  was  the  .subject  matter  of  Plant  I'atent  No.  12.'39  (Queen 
Elizabeth),  followed  by  Plant  Patent  No.  13S3  (Montezuma),  Plant  Patent  No. 
20.56  (John  S.  Arm.strong),  Plant  Patent  No.  2132  (Mount  Shasta),  Plant  Patent 
No.  2371  (Camelot).  and  others.  Completely  new  colors  in  roses  have  come  about 
as  in  Plant  Patent  No.  1969  (Tropicana).  a  brilliant  orange;  and  Plant  Patent 
No.  1433  (Sterling  Silver),  a  lavender,  which  was  folowed  by  Plant  Patent  No. 
1672  (Lavender  Girl)  and  Plant  Patent  No.  1847  (Sinione).  Significant  improve- 
ments in  fragrance  are  typified  in  Plant  Patent  No.  1107  (Chrysler  Imperial), 
Plant  Patent  No.  1304  (Tiffany),  Plant  Patent  No.  17.59  (Pink  Peace),  and  Plant 
Patent  No.  2326  (Oklahoma).  Plant  Patent  No.  2403  (Sea  Foam)  is  directed 
to  a  freely  flowering  shrub  rose  having  hardy  disease-free  qualities  which  make 
it  particularly  adapted  for  use  in  commercial,  industrial,  or  highway  landscaping 
where  air  pollution  may  have  an  adver.se  effect  on  other  less  hardy  plantings. 

Additionally,  Plant  Patents  have  been  granted  on  a  large  number  of  plants 
which  reproduce  asexually  other  than  roses.  For  instance,  many  new  and  dis- 
tinct plants  have  been  patented  which  are  capable  of  producing  fruit  such  as 
peaches,  apples,  nectarine.s,  plums,  strawberries,  avocados,  etc.  New  varieties 
of  shrubs  and  hedge  plants,  trees  and  evergreens,  flowering  plants.  troi<ical  and 
house  plants,  grasses,  and  vines  have  also  served  as  the  subject  matter  for  Plant 
Patent  pi-otection. 

To  one  skilled  in  the  sciences  of  botany,  agronomy,  or  horticulture  it  will  be 
apparent  that  in  the  Plant  Patent  Act  as  it  exists  today  is  of  limited  scope,  and 
that  it  offers  no  protection  for  many  important  plants.  More  specifically,  the 
Plant  Patent  Act  now  provides  protection  for  new  varieties  of  plants  which 
are  reproduced  asexually,  but  is  totally  inapplicable  to  new  plants  which  re- 
produce sexually.  Asexiial  reproduction  of  a  plant  involves  vegetative  propaga- 
tion by  such  means  as  grafting,  budding,  cuttings,  layering  division,  and  the  like, 
but  not  by  a  sexual  process  which  generally  is  the  process  when  seeds  are  in- 
volved. Asexual  reproduction  is  specified  in  the  Plant  Patent  Act  because  this 
method  of  propagation  generally  insures  the  continuation  of  the  new  and  distinct 
characteristics  of  the  plant  through  succeeding  generations. 

Improved  and  commonly  known  plant  breeding  techniques  developed  in  recent 
years  have  provided  numerous  varieties  of  sexually  reproduced  plants  which 
are  also  capable  of  reproducing  true  to  form,  so  that  the  characteristics  of  the 
plant  variety  are  maintained  in  the  progeny.  It  accordingly  follows  that  the  dis- 
tinction drawn  in  the  Plant  Patent  Act  between  plants  which  reproduce  asexually 
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and  plants  which  reproduce  sexually  is  artificial,  and  that  the  Act  should  be 
broadened  to  include  plants  which  reproduce  sexually  so  that  greater  benefits 
may  be  derived  from  the  patent  system. 

Illustrative  examples  of  plant  breeding  techniques  frequently  utilized  by  plant 
breeders  in  their  efforts  to  develop  new  plant  varieties  are  as  "follows:  (1)  pedi- 
gree or  progeny  row  method,  (2)  bulk  or  mass  of  strains  method,  (3)  back-cross 
method.  (4)  mass  selection  method.  (5)  pure  line  method,  and  (6)  direct  selec- 
tion in  .'segregating  p)opulations  method.  In  producing  Fi  hybrid  plants  the  follow- 
ing techniques  have  been  utilized:  (1)  gynoecious  plant  method,  (2)  dioecious 
plant  metbod.  (.3)  mechanical  method,  (4)  cytoplasmic  sterile  method.  (5)  bal- 
anced tertiary  trisomic  method.  (6)  gameticide  method,  (7)  genetic  sterile 
method,  and  (8)  self-incompatibility  method. 

MOTIVATION  FOR  INTEREST  IN  NEW  PLANT  VARIETIES 

In  the  T'nited  States  today  there  is  an  increasing  public  awareness  among 
responsible  citizens  of  the  growing  demands  which  are  being  placed  upon  plants 
to  meet  many  of  the  imperative  needs  of  the  world.  Such  growing  demands  stem 
largely  from  an  increasing  world  population.  We  are  reminded  that  for  hundreds 
of  thousands  of  years,  from  the  beginning  of  life  on  earth  to  the  start  of  this 
century,  the  population  of  the  world  increased  relatively  slowly,  and  that  in 
recent  years  this  condition  has  changed  drastically.  For  in.stance,  the  population 
of  the  world  is  now  estimated  to  be  in  excess  of  three  billion,  while  the  popula- 
tion in  1000  numbered  only  about  1.5  billion.  If  the  present  trend  continues  we 
are  informed  that  the  world  population  will  more  than  double  itself  in  the  next 
thirty  years.  It  is  also  reported  that  the  United  Statess  population  is  expected 
to  double  in  the  next  four  decades,  and  that  today  suitable  farming  land  is  being 
gobbled  up  in  this  country  by  suburban  housing,  shopping  centers  and  airports 
at  the  rate  of  about  one  million  acres  per  year. 

Since  the  basic  material  needs  for  an  increasing  population  can  be  predicted, 
increasing  demands  upon  the  agricultural  production  of  the  world  are  inevitable. 
Substantially  expanded  quantities  of  animal  feed  derived  from  plants  will  be 
required  in  the  future  to  support  man's  need  for  increased  livestock  production. 
Alarming  reports  even  now  indicate  that  at  least  half  of  the  world's  population 
endures  some  degree  of  malnutrition,  and  that  the  world  population  is  increasing 
at  an  oven  faster  rate  than  the  present  rate  of  increase  in  world  food  production 
Recent  reports  of  the  Food  and  Agricultural  Organization  (FAO)  of  the  United 
Nations  show  that  only  a  few  nations  of  the  world  are  actually  increasing  their 
agricultural  production  in  spite  of  growing  populations. 

There  has  also  been  a  trend  in  large  regions  such  as  India,  Africa,  and  South 
America  to  change  from  the  exporting  of  food  to  the  importing  of  food.  Con- 
versely, only  a  few  nations  such  as  the  T 'uited  States,  Canada,  Australia,  and  New 
Zealand  still  export  appreciable  quantities  of  food  to  help  fight  starvation.  Even 
the  Soviet  Union  became  an  importer  of  millions  of  tons  of  wheat  because  of 
bad  crops  in  1963  and  1906.  Also,  totally  apart  from  the  needs  of  livestock  and 
the  direct  food  needs  of  man  in  the  coming  years,  will  be  the  need  for  ever 
increasing  quantities  of  natural  fiber,  e.g.,  cotton,  and  other  plant  products. 
Improvements  in  plant  products,  such  as  cotton  fibers,  would  be  expected  to  lead 
to  increased  competition  with  synthetic  products  and  to  provide  the  consumer 
with  a  broader  selection  of  articles  of  commerce. 

It  is  recognized  that  agricultural  production  may  be  increased  in  several 
important  ways  which  include  mechanization  of  farm  equipment,  use  of  fertilizers 
and  pesticide.«,  and  favorable  weather.  Improved  plant  varieties  can  also  be  a 
prime  factor  in  meeting  these  foreseeable  production  demands.  Applied  plant 
research  nnist  keep  pace  with  these  demands. 

Man's  increased  leisure  time  has  also  brought  an  increased  interest  in  garden- 
ing and  the  enhancement  of  the  American  landscape  through  the  beauty  of  plants. 
Such  aesthetic  considerations  are  con.sidered  to  be  of  .substantial  importance 
to  mankind's  well-being. 

PROVEN    CAPABILITY    OF   PI.ANT   BREEDING   RESEARCH 

During  the  past  half  century  plant  breeding  and  the  production  of  new  plant 
varieties  have  become  a  recognized  science.  This  development  has  been  attributed 
by  many  to  a  redi.scovery  of  Mendel's  Laws  of  Heredity  which  has  provided  a 
basis  for  sound  plant  research  efforts.  Although  the  results  of  heredity  obtained 
through  controlled  plant  matings  as  well  as  other  characteristics  of  plant  repro- 
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duction  have  been  observed  for  hundreds  of  years,  man's  concerted  investigation 
of  these  principles  and  their  practical  application  has  occurred  largely  in  the 
t\A-entieth  century.  A  vast  amount  of  data  on  existing  plant  varieties  has  been 
assembled  and  cataloged  which  provides  a  starting  point  for  the  development 
of  useful  new  varieties  of  plants.  Many  American  colleges  and  universities  offer 
students  the  opportunity  to  include  courses  in  the  science  of  plant  breeding  and 
related  disciplines  within  their  studies.  As  a  result,  technically  trained  scientists 
are  now  available  who  are  capable  of  carrying  out  meaningful  plant  research. 

The  role  of  plant  breeding  has  been  stated  and  i-e.stated  many  times  in  numerous 
publications  both  technical  and  popular.  Hays  and  Immer  present  a  brief  discus- 
sion of  its  role  in  their  treatise  titled  "Methods  of  Plant  Breeding"  published  in 
1942  (McGraw-Hill,  New  York,  N.Y.).  Their  statement  as  presented  below  is 
considered  as  pertinent  today  as  in  1942  : 

■'There  is  a  growing  appreciation  of  the  value  of  plant  breeding  as  a  means  of 
obtaining  new  or  improved  plant  forms  adapted  to  a  wide  variety  of  uses. 
Although  most  importiint  food  plants  had  been  brought  under  cultivation  before 
the  dawn  of  recorded  history,  there  remains  at  pre.sent  almo.st  an  unlimited 
opportunity  to  improve  the  varieties  of  plants  available  for  various  agricultural 
uses  and  in  some  cases  greatly  to  modify  their  characters.  The  primary  purpose 
is  to  obtain  or  produce  varieties  or  hybrids  that  are  efficient  in  their  use  of  plants 
nutrients,  that  give  the  greatest  return  of  high  quality  products  i»er  acre  or  unit 
area  in  relation  to  cost  and  ea.se  of  production,  and  that  are  adapted  to  the 
needs  of  the  grower  and  consumer. 

"It  is  also  of  great  importance  to  obtain  varieties  that  are  able  to  withstand 
extreme  conditions  of  cold  or  drought  or  that  have  resistance  to  pathogenic 
diseases  or  insect  pests.  Such  qualities  help  materially  to  .«tabilize  yields  by  con- 
trolling extreme  fluctuations." 

A  1966  report  prepared  by  a  panel  of  eminent  .scientists  under  the  auspices  of 
the  National  Academy  of  Sciences  entitled  The  Plant  Sciences  Notv  and  in  the 
Coming  Decade  emphasizes  the  capability  of  plant  research.  "The  plant  sciences," 
it  says  "have  entered  upon  a  period  of  exciting  new  developments  which  are 
opening  totally  new  vistas  in  our  understanding  of  plant  life,  and  at  the  .'^ame 
time  are  providing  revolutionary  applications  to  agriculture  and  to  food  tech- 
nology. In  this  respect,"  it  adds,  "some  of  the  work  in  plant  science  parallels 
in  time  and  in  importance  the  breakthrough  discoveries  in  physics  that  have  le<l 
to  the  tapping  of  nuclear  energy." 

When  the  present  Plant  Patent  Act  was  enacted  in  1930,  the  improvement  of 
crop  varieties  through  plant  breeding,  based  upon  the  scientific  application  of 
genetics,  pathology,  physiology,  cytogenetics  and  related  disciplines,  was  still 
in  its  infancy.  Plant  breeding  conducted  by  commercial  firms  and  supported  by 
corporate  funds  has  evolved  as  in  industry  largely  since  1930.  Also,  the  number 
of  firms  engaged  in  private  plant  breeding  research,  particularly  with  non-hybrid 
crops,  has  greatly  increased  since  1950.  Progress  currently  being  made  in  the 
plant  sciences  can  be  attributed  to  the  combined  efforts  of  dedicated  scientists 
working  in  both  public  and  private  institutions.  The  culmination  of  this  research 
has  resulted  in  the  release  of  new  and  improved  varieties  of  plants. 

As  reported  in  the  Agricultural  Science  Newsletter,  March  1966,  Vol.  2,  No.  2: 
"The  total  expenditures  for  agricultural  research  by  the  private  sector  of  the 
economy  appear  to  be  approximately  $400  million  which  is  roughly  equal  to  the 
appropriations  for  the  research  in  the  U.S.  Department  of  Agriculture  combined 
with  the  state  agricultural  experiment  stations." 

Other  data  indicates  that  the  plant  breeding  and  related  research  expendi- 
tures of  private  industry  have  actually  .surpassed  the  expenditures  of  state 
and  federal  institutions  for  similar  research.  During  recent  .vears  there  properly 
has  been  a  trend  for  publicly  supported  Institutions  to  direct  their  plant  re- 
search efforts  to  the  development  of  basic  plant  breeding  materials  and  plant 
breeding  methods.  Such  efforts  have  contributed  much  to  the  recognition  of  plant 
breeding  as  an  established  science.  For  in.stance,  through  the  work  of  the  USDA 
over  52.000  accessions  of  plant  germ  plasm  collected  from  many  parts  of  the 
world  have  been  assembled,  catalogued  and  preserved  at  the  National  Seed 
Storage  Laboratory  located  at  Fort  Collins,  Colorado,  and  made  available  to 
any  hona  fide  plant  researcher  in  the  United  States.  Such  germ  plasm  is  the 
plant  substance  of  life  by  which  hereditary  traits  are  tran.smitted  and  has  served 
as  a  useful  starting  material  for  further  research.  The  plant  research  efforts  of 
private  industry  have  been  directed  primarily  to  the  time-consuming  development 
of  useful  new  plant  varieties  which  are  marketable  and  of  economic  importance. 


654 

As  has  been  previously  indicated,  over  2700  new  asexnally  reproduced  plants 
have  lietni  made  the  subject  matter  of  United  States  patents.  As  a  natural  out- 
growth of  the  increased  research  fostered  by  the  Plant  Patent  Act  many  im- 
provements have  been  forthcoming.  In  fruits  and  nuts  resulting  from  new  varie- 
ties we  have  experienced  improved  flavor,  better  form,  increased  size,  increased 
yields,  and  harvests  .spread  over  longer  seasons.  Also,  fruit  trees  have  been 
develo]ied  which  may  be  mechanically  planted  and  harvested,  to  produce  a  fruit 
which  can  withstand  mechanical  grading,  and  is  capable  of  exhibiting  improved 
keeping  qualities.  In  fact,  improvements  in  fruits  have  been  so  great  that  many 
fruits  which  were  popular  forty  years  ago  have  been  entirely  supplanted  by 
newly  developed  varieties. 

In  patented  ornamentals  the  public  has  seen  improvements  in  the  form  of 
the  plant,  in  \igor  of  plant  growth,  hardiness,  and  disease  resistance.  Flowers 
produced  on  many  patented  plants  have  exhibited  improved  form,  color,  fra- 
grance, and  lasting  qualities.  Only  a  few  of  the  varieties  of  roses  and  chrysanthe- 
mums which  were  growth  in  our  gardens  in  1930  are  still  commercially  available 
because  they  have  been  replaced  by  new  and  improved  varieties.  It  is  estimated 
that  of  the  fifty  million  garden  rose  plants  produced  annually  in  the  United 
States  (approximate  wholesale  value  in  excess  of  $35,000,000)  over  SO  percent 
of  these  are  or  have  been  ixitented.  It  is  further  estimated  that  of  the  approxi- 
mately 20  million  ro.se  bushes  growing  in  greenhou.^es  in  this  country  for  the 
production  of  cut  blooms,  more  than  90  percent  of  these  rose  plants  are  varieties 
that  are  or  have  been  patented.  From  these  greenhouse  plants  over  300  million 
blooms  are  sold  annually  having  a  wholesale  value  in  excess  of  $50,000,000. 

Important  strides  forward  have  also  been  made  since  about  1900  in  the  develop- 
ment of  new  varieties  of  plants  which  reproduce  sexually,  i.e..  by  seed.  The  88th 
edition  of  the  Stafistical  Abstract  of  the  U)iit€d  States  (1907),  produced  by  the 
U.S.  Department  of  Commerce,  Bureau  of  The  Census,  reports  the  following 
crop  values  of  certain  representative  agricultural  crops  in  the  United  States 
together  with  increa.sed  yields  per  acre  realized  since  1935. 

[Dollar  amounts  in  mllllonsl 

Crop  Annual  farm  Yield  per  acre  1931-35  Yield  per 

value  1966  acre  1966 

Corn $5,285    23.3  bushels... 72.1 

bushels. 
Wheat 2,142    13.1  bushels 26.3 

bushels. 
Oats - - 53S    25.9  bushels _ 44.7 

bushels. 
Barley 408    20.0  bushels 38.1 

bushels. 
Rice - 405    2.135  pounds.. 4,324 

pounds. 
Rye 30    11.1  bushels 21.8 

bushels. 
Sorghums  for  grain 747    13.3  bushels 56.1 

bushels. 
Soybeans... 2,583    15.4  bushels 25.4 

bushels 

The  widely  publicized  yields  pre.sently  attainable  by  American  agriculture 
may  be  attributed  to  a  considerable  degree  to  the  new  varieties  of  plants  cur- 
rently being  grown  by  the  American  farmer.  Clearly  the  vast  majority  of  plants 
capable  of  producing  economically  important  crops  are  currently  outside  the 
scope  of  the  exi.sting  Plant  Patent  Act. 

I'lant  research  conducted  by  the  hybrid  corn  industry  lias  been  a  major  con- 
tributor to  increased  farm  income.  The  expanded  plant  research  effort  which 
has  been  focused  on  this  crop  has  been  made  possible  because  of  protection 
inherently  provided  to  the  originator  of  a  new  hybrid  through  the  control  of 
inbred  lines  found  capable  of  producing  the  hybrid.  It  is  estimated  that  prior 
to  the  introduction  of  hybrid  corn,  in  excess  of  one  thousand  open-pollinated 
varieties  of  corn  were  grown  in  the  United  States.  Yields  from  such  plants  were 
low  in  comparison  with  today's  corn  crops.  For  instance,  from  1923  to  1932  the 
United  States  produced  an  average  yield  of  corn  of  25.4  bushels  ]>er  acre.  The 
first  seed  company  for  the  production  of  commercial  hybrid  corn  was  organized 
in  192G,  and  was  followed  by  the  formation  of  several  more  companies  in  about 
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1932.  In  1933  only  0.3  per  cent  of  all  the  corn  planted  in  this  country  wa^;  of 
a  hybrid  variety,  whereas  in  exces.s  of  95  per  cent  of  the  corn  planted  in  19U0 
was  of  an  improved  hybrid  variety  (G.  F.  Sprague,  1961  Year  Book  of  Agricul- 
ture, USDA).  The  average  corn  yield  had  grown  to  53.4  bushels  per  acre  in 
1960  compared  to  40.7  bu.shels  i^er  acre  in  1952.  In  1967  the  average  corn  yield 
in  the  United  States  was  estimated  by  the  USDA  to  be  76.6  bushels  per  acre. 
Yield  increases  from  1932  to  1952  were  primarily  the  result  of  the  growing  of 
newly  develoi>ed  Fl  hybrid  plants,  while  the  increases  reported  in  1960,  and 
those  still  being  experienced  today  are  increasingly  due  to  the  u.se  of  fertilizers, 
herbicides,  insecticides,  etc. 

Nevertheless,  it  has  been  the  use  of  improved  plant  varieties  having  high 
inherent  yield  potentials  which  has  afforded  a  base  upon  which  to  apply  knowl- 
edge from  other  areas  to  improve  production.  In  many  areas  com  yields  of  over 
100  bushels  per  acre  are  now  achievable.  In  fact,  knowledgeable  plant  scientists 
have  predicted  that  corn  yields  of  500  bushels  per  acre  are  possible  in  the  future 
through  the  use  of  improved  plants  and  improved  farming  practices.  The  ad- 
vantages currently  being  derived  from  hybrid  corn  varieties  have  also  been  re- 
flected in  a  substantial  increase  in  the  acreage  planted  in  corn  by  the  American 
farmer. 

Today,  meml>ers  of  the  research  staffs  of  the  hybrid  seed  corn  companies  in 
the  United  St;ites  are  listed  among  the  outstanding  research  workers  on  corn 
in  the  world.  These  men  are  recognized  not  only  in  the  field  of  genetics  and 
plant  breeding,  but  also  in  the  related  disciplines  of  physiology,  agronomy, 
pathology,  and  botany.  American  companies  have  developed  multimillion  dollar 
capital  investments  for  storing,  processing,  and  the  distribution  of  seeds  capable 
of  growing  improved  hybrid  corn  varieties.  Without  the  research  of  these  sci- 
entists American  agriculture  would  likely  not  be  enjoying  its  present  distinction 
of  producing  the  world's  highest  corn  production  per  acre  at  the  lowest  cost 
per  unit. 

During  the  ten  year  period  immediately  prior  to  the  introduction  of  hybrid 
sorghum  in  1955,  the  average  yield  of  this  grain  harvested  in  the  United  States  is 
reported  to  be  19  bushels  per  acre.  During  the  five  year  period  1959-1963,  in  which 
the  planting  of  hybrid  sorghum  became  almost  universal,  the  average  yield 
increased  118  per  cent  to  41.4  bushels  per  acre.  Consequently  hybrid  sorghum 
has  provided  the  basis  for  major  changes  in  the  status  of  grain  sorghum  as  a 
cash  crop,  not  only  in  traditional  sorghum  producing  areas  of  the  country,  but 
in  many  areas  in  which  the  crop  was  previously  of  minor  significance.  AVhile  the 
planting  of  hybrid  sorghum  may  not  be  given  credit  for  all  of  the  increased  sor- 
ghum yield,  the  use  of  superior  hybrids  has  provided  a  !)a.se  upon  which  farmers 
can  intelligently  apply  fertilizers,  herbicides,  insecticides,  irrigation  and  other 
practices  of  modern  agriculture. 

Various  new  and  improved  varieties  of  grains  have  been  developed  in  recent 
years  which  are  resistant  to  diseases  which  have  decreased  productivity  in  the 
past,  such  as  rusts,  blights,  and  mildew.  Also,  it  is  estimated  that  improved 
varieties  of  cotton  developed  by  commercial  plant  breeders  were  grown  on  about 
80  per  cent  of  the  cotton  acreage  of  the  United  States  in  1965.  :Much  greater 
advances  could  be  made  in  the  development  of  new  varieties  of  plants  which  re- 
produce sexually  if  legal  protection  were  available  to  the  originators  of  such 
plants. 

LEGAL    PROTECTION    IS    NEEDED    FOE    NEW    VARIETIES    OF   PLANTS    REGARDLESS    OF 
WHETHER    THE    PLANTS    REPRODUCE    SEXUALLY    OR    ASEXUALLY 

The  plant  breeder  in  the  United  States  is  an  innovator  and  creator  of  products 
of  immense  value  to  the  well-being  of  our  nation.  Many  new  plant  varieties  may 
be  reproduced  or  "manufactured"  in  the  same  form  year  after  year  provided 
the  necessary  procedures  are  followed.  Conversely,  innovations  made  in  other 
areas  of  technology  such  as  in  the  mechanical  or  chemical  arts  may  be  manu- 
factured in  great  numbers.  The  ability  of  plant  varieties  to  reproduce  true  to 
form  is  recognized  by  those  skilled  in  the  biological  .sciences  in  general,  by  the 
federal  and  state  seed  laws,  by  seed  certification  regulations,  by  the  seed  trade, 
by  farmers,  and  by  the  consumers  of  farm  products. 

Agricultural  research  as  well  as  industrial  research  can  only  be  financed  if 
the  efforts  of  the  re.searchers  are  in  some  manner  rewarded  where  useful  results 
are  achieved.  This  means  that  protection  against  the  taking  by  others  of  the 
products  of  research  must  be  provided.  Today  there  is  wide  acceptance  for  the 
philosophy  that  public  funds  should  not  be  expended  where  industry  is  capable 
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and  willing  to  conduct  applied  re^searcli.  Tlie  inventor  of  plants  which  reproduce 
sexually  (i.e.,  by  .seed)  is  entitled  to  the  same  consideration  and  encouragement 
as  provided  innovators  in  other  areas  of  technology. 

The  originator  of  a  new  sexually  reproduced  variety  today  is  provided  no 
legal  protection  under  the  Plant  Patent  Act  regardless  of  the  new  plant's  merit. 
When  one  considers  that  the  bulk  of  the  economically  important  plants  grown  in 
this  country  reproduce  by  .seeds,  the  inadequacies  of  the  Plant  Patent  Act  in  its 
present  form  are  apparent.  No  country  other  than  the  United  States  is  known 
to  make  a  distinction  between  plants  which  reproduce  sexually  and  plants  which 
reproduce  asexually  in  its  system  for  the  legal  protection  of  new  plant  varieties. 

Plant  breeding  research  is  expensive  and  time  cou'^uming.  For  instance,  it  is 
not  uncommon  for  the  development  of  a  single  new  plant  variety  to  require  the 
growth,  care,  observation,  and  selection  of  thousands  of  plantings  annually 
spread  over  a  period  of  ten  years.  Once  an  improved  straight  crop  variety  as 
compared  to  an  Fi  hybrid  is  released  in  channels  of  commerce  by  the  originator, 
it  may  be  rapidly  increased  by  others  without  going  back  to  the  original  breeding 
.stock.  Firms  which  have  incurred  none  of  the  cost  of  research  and  variety  intro- 
duction are  able  to  purchase  and  grow  the  seed  of  the  new  variety,  and  to  pro- 
duce and  .sell  huge  quantities  of  the  seed  for  growing  purposes  tlie  following  year 
at  a  price  below  tliat  of  the  originator.  Such  firms,  in  compliance  with  the 
Federal  Seed  Act,  u.se  in  commerce  the  identical  variety  name  for  their  products 
as  was  cho«en  by  the  inventor.  Often  the  originator  of  a  new  variety  of  a  sexually 
reproduced  crop  finds  that  sales  are  substantially  reduced  after  the  first  year  of 
introduction  and  that  the  market  demand  is  being  filled  by  other  firms.  Since 
recoupment  of  the  originator's  breeding  costs  during  the  year  of  introduction  of 
the  new  variety  is  .seldom  possible,  private  plant  breedens  are  entitled  to  more 
assurance  than  presently  provided  of  recovering  a  reasonable  return  for  their 
investment  of  time,  facilities  and  money. 

As  has  been  indicated,  the  developer  of  a  new  sexually  reproduced  variety 
generally  finds  that  he  cannot  benefit  from  his  contribution  in  a  manner  commen- 
surate with  its  value  and  acceptance.  For  instance,  results  of  planter  box  surveys 
conducted  in  Texas  indicate  that  the  cotton  producers  in  that  state  plant  no  more 
than  10  per  cent  of  their  acreage  with  seed  purcha.sed  from  the  variety  originator. 

One  cotton  firm  reports  the  cost  of  developing  a  leading  variety  of  cotton  at 
.$572,000  prior  to  its  introduction,  and  its  total  cotton  breeding  costs  during 
the  years  the  new  variety  was  under  development  at  §1.145,988.  Approximately 
one-half  of  the  firm's  total  breeding  costs  were  attributed  to  the  variety  in  ques- 
tion since  it  was  estimated  that  a  portion  of  these  costs  was  properly  apportioned 
to  varieties  to  be  released  in  the  future.  During  a  recent  five  year  period  88  to  94 
per  cent  of  the  Cotton  acreage  of  a  southern  state  was  pMnted  in  two  varieties 
developed  by  this  cotton  firm.  However,  during  the  same  period  tlie  company 
sold  only  enough  seed  of  the.se  varieties  to  plant  10  to  15  per  cent  of  the  state's 
cotton  acreage.  Similar  disparities  were  reported  in  other  states  where  a  signifi- 
cant percentage  of  the  cotton  acreage  was  planted  in  the  varities  of  the  breeder. 
T.osses  amounting  to  $2P>4,130  have  been  incurred  by  the  firm's  cottonseed  oper- 
ation .since  the  variety  was  released. 

It  is  estimated  that  cotton  varieties  developed  by  another  leading  cotton  breeder 
are  grown  on  80  i)er  cent  of  the  entire  United  States  cotton  acreage.  However, 
reports  from  this  firm  indicate  that  it  sold  no  more  than  5  per  cent  of  the  cotton- 
.seed  used  to  grow  the  varieties  it  originated.  In  view  of  facts  such  as  these  the 
commercial  cotton  breeder  is  provided  little  incentive  to  invest  in  costly  research 
in  spite  of  repeated  references  in  the  literature  of  the  industry  that  an  expanded 
research  effort  is  needed  if  the  industry  is  to  survive. 

In  recent  years  soybeans  have  become  a  crop  of  increasing  imirortance  in  the 
United  States  where  it  is  estimated  that  more  than  two-thirds  of  the  total  world 
soybean  production  is  grown.  Since  the  United  States  exports  nearly  one-half  cf 
its  soybean  crop  in  one  form  or  another,  the  value  of  this  export,  which  is  in 
excess  of  one  billion  dollars  annually,  has  aided  sul)stantia]ly  our  nation's  bal- 
ance of  payments.  The  soybean  plant  breeder  has  often  gone  unrewarded,  how- 
ever. For  instance,  a  southern  state  in  19()()  planted  over  750,000  bushels  of  a 
leading  variety  of  soybeans,  while  the  originator  and  his  authorized  agents 
supplied  only  14,000  bushels  of  this  nmouiif.  The  cost  of  developing  the  variety 
in  (piestion  was  .891.000,  and  losses  incurred  in  the  originator's  soybean  operation 
since  the  variety  was  released  have  amounted  to  $10.8,000.  Examples  such  as 
these  indicate  why  private  industry  is  .so  desperately  .seeking  legal  protection  for 
the  inventors  of  new  plant  varieties  which  rei)roduce  sexually.  The  implications 
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of  such  losses  can  be  assumed  to  have  a  great  impact  upon  private  plant  breed- 
ing research  in  the  future. 

Similar  problems  in  attempting  to  justify  private  plant  breeding  research  are 
presented  with  respect  to  numerous  other  plants  which  reproduce  sexually.  In- 
cluded are  plants  capable  of  producing  the  cereals  to  which  much  of  the  world 
looks  for  livestock  feed,  and  food  for  direct  human  consumption,  as  well  as 
plants  capable  of  meeting  man's  fiber  needs. 

In  the  absence  of  patent  protection  for  new  varieties  of  plants  which  reproduce 
sexuallv,  commercial  plant  breeders  have  been  forced  to  search  for  areas  where 
the  product  of  their  research  is  capable  of  being  afforded  some  otther  type  of 
protection.  For  instance,  hybridization  technology  has  provided  the  orisiualor 
with  inherent  genetic  protection.  Since  the  plant  grown  from  an  Fi  hybrid  seed 
is  incapable  of  producing  seed  which  will  yield  a  plant  having  the  same  quali- 
ties, the  breeder's  customers  are  required  to  return  year  after  year  for  more 
seed  if  they  elect  to  continue  the  growing  of  the  same  hybrid  plant.  The  origina- 
tor simply  maintains  control  of  the  parent  lines  which  he  has  found  produce 
the  desirable  hybrid,  and  others  are  precluded  from  gaining  access  to  he  same. 
In  fact,  many  commercial  plant  breeders  have  concentrated  their  efforts  entirely 
upon  the  development  of  improved  hybrids  and  have  avoided  new  straight  crop 
varieties  which  reproduce  true  to  form  year  after  year  but  which  cannot  be 
protected.  To  date  it  has  been  impossible,  however,  to  develop  useful  hybrids 
of  many  important  crops,  to  say  nothing  of  the  research  opportunities  which 
are  being  by-passed  due  to  the  absence  of  an  incentive  in  the  non-hybrid  area. 
Since  the  American  Patent  System  has  proven  to  be  a  highly  workable  means 
for  promoting  progress  in  many  areas  of  technology,  it  is  urged  that  the  existing 
Plant  Patent  Act  be  amended  to  make  eligible  for  patent  protection  new  varie- 
ties of  plants  whether  they  reproduce  sexually  or  asexually.  The  type  of  volun- 
tary protection  offered  by  the  Patent  System  is  preferred  to  the  other  possible 
types  of  protection  administered  by  regulatory  governmental  agencies.  The 
proof  of  patentabilitv.  ami  the  enforcement  of  the  patent  right  granted,  would  he 
the  responsibility  of" the  applicant.  The  USDA  would  have  no  burden  to  enforce 
the  patent  right.  The  examination  by  the  Patent  Office  of  patent  applications  di- 
rected to  sexually  reproduced  plants  would  be  accomplished  in  a  manner  iden- 
tical to  that  used  for  applications  directed  to  asexually  reproduced  plants.  A 
Patent  Examiner  trained  in  plant  taxonomy  and  plant  breeding  technology  would 
exercise  the  same  degree  of  competence  as  an  Examiner  considering  innovations 
in  other  areas  of  scientfic  endeavor.  Testing  is  not  now  and  would  not  be  a  condi- 
tion precedent  to  the  grant  of  a  patent.  The  advantages  of  having  a  uniform 
national  svstem  of  legal  protection  would  be  possible,  rather  than  the  com- 
plexities of  piecemeal  state  legislation.  Also,  the  Plant  Patents  granted  would 
serve  as  an  efficient  vehicle  for  licensing  arrangements. 

The  proposed  amendment  would  alter  in  no  manner  the  characteristics  of  any 
unexpired  Plant  Patent  now  in  existence.  Plant  Patents  would  continue  to 
be  granted  to  the  inventors  of  new  varietio^  of  plauts  and  wnnld  offer  no  pro- 
tection for  plant  products  in  detached  form  such  as  cut  flowers,  fruits,  seeds, 
cotton  fibers,  etc.,  even  though  such  products  were  formed  upon  a  plant  of  a  pat- 
ented variety. 

Title  35  U.S.C.  162  refers  to  the  type  of  claim  to  be  used  in  a  Plant  Patent,  and 
reads  in  part  as  follows :  "The  claim  in  the  specification  shall  be  in  formal  terms 
to  the  plant  shown  and  described." 

Since  it  is  a  recognized  principle  of  Patent  Law  that  the  claim  or  claims  ap- 
pearing at  the  end  of  a  patent  define  the  enforceable  limits  of  the  patentee's  legal 
protection,  no  valid  basis  exists  in  the  Plant  Patent  Act  in  its  present  or 
amended  form  for  asserting  that  plant  products  such  as  seeds  are  -patented." 
T'nder  an  amended  Plant  I'atent  Act  those  purchasing  seed  capable  of  growing 
a  patented  plant  variety  from  an  authorized  source  would  receive  an  implied 
license  to  grow  the  seed  they  have  purcha«(>d  and  to  thereby  reproduce  plants 
of  the  patented  variety.  The  implied  license  to  sexually  reproduce  the  patented 
plant  granted  to  those  purchasing  seed  from  an  authorized  source  would  be 
limited  to  reproduction  using  the  exact  seed  purchased.  Unless  otherwise  pro- 
vided, this  license  would  not  authorize  further  reproductions  of  the  patented 
plant  using  seed  derived  from  other  sources,  such  as  that  produced  on  plants 
grown  by  the  purchaser.  For  the  purposes  of  the  statue  sexual  reproduction  of  a 
patented  plant  would  be  deemed  to  have  occurred  once  seed  capal)le  of  producing 
the  plant  had  germinated  and  another  plant  of  the  same  variety  had  come 
into  being. 
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It  is  significant  to  note  that  the  final  sentence  of  Title  35  U.S.C.  103  provides 
that :  "Patentability  shall  not  be  negatived  by  the  manner  in  which  the  inven- 
tion was  made." 

Tliis  provision  in  the  existiiis  legislation  is  applicable  to  the  patentability  of  all 
inventions,  inciudiiig  inventions  involving  new  plant  varieties.  Additionally, 
the  facts  indicate  that  the  development  of  a  new  plant  variety  involves  as  much 
inventive  effort  as  is  required  in  any  other  area  of  technology  in  which  patents 
are  currently  granted.  The  ingenuity  required  to  develop  a  useful  new  plant 
variety  when  fully  appreciated  is  believed  to  comply  with  any  reasonable  appli- 
cation of  the  prerequisites  for  patentability. 

As  with  all  Plant  Patents,  no  form  of  generic  protection  would  be  provided 
in  the  grant  of  a  patent  directed  to  a  new  variety  of  plant  which  reproduces 
.sexually.  The  plant  described  in  the  patent  application  would  be  the  subject 
matter  of  the  patent  grant.  Patent  protection  would  be  made  available  for 
the  first  tme  under  an  amended  Plant  Patent  Act  for  a  novel  and  distinctive  plant 
variety  once  it  is  sexually  reproduced.  Such  a  plant  variety  would  be  eligible 
for  patent  protection  if  it  (1)  reproduces  sexually  to  produce  progeny  having 
the  same  characteristics  as  the  parent,  or  (2)  is  an  Fi  hybrid  plant  variety 
which  may  be  consistently  formed  through  sexual  reproduction  involving  the 
mating  of  diverse  parent  lines  which  have  been  found  capable  of  producing 
the  variety.  The  patent  grant  awarded  to  the  inventor  of  a  new  plant  variety 
which  reproduces  sexually  would  in  no  manner  interfere  with  the  use  of  seed 
capable  of  producing  the  variety  for  purposes  other  than  reproduction,  or  inter- 
fere with  the  free  use  of  germ  plasm  from  the  plant  by  researchers  for  the 
development  of  different  plant  varieties. 

ANTICIPATED    BENEFITS 

The  grant  of  legal  protection  to  the  inventors  of  new  varieties  of  plants  which 
I'eproduce  sexually  will  provide  a  new  dimension  ro  plant  research  conducted  by 
private  industry.  The  one  missing  link  needed  to  encourage  more  research  in  this 
area  has  been  the  need  for  a  reasonable  as.surance  that  research  and  develop- 
ment funds  may  be  recovered  when  a  valuable  contribution  is  made.  The  United 
States  Patent  System  is  considered  capable  of  providing  the  stimulus  required 
to  promote  broad  advances  in  all  areas  of  plant  breeding  technology. 

Plant  scientists  have  indicated  a  willingnes.s  to  substantially  increase  re- 
search efforts  if  provided  legal  protection  within  the  framework  of  the  Plant 
Patent  Act  for  new  varieties  of  plants  which  reproduce  sexually.  The  amendment 
of  the  Plant  Patent  Act  to  eliminate  its  present  deficiency  will  effectively  remove 
the  hesitancy  of  plant  breeders  to  invest  their  time  and  resources  in  the  develop- 
ment of  new  plant.s  which,  if  currently  introduced,  may  be  freely  reproduced  to 
the  financial  gain  of  others  without  any  reimbursement  being  paid  to  the  plant's 
f)riginator.  More  useful  new  plant  varieties  than  ever  before  Vv'ould  be  expected 
to  be  produced  through  increased  research  efforts  to  the  substantial  benefit  of 
the  consumer,  and  industry  would  be  proWded  the  possibility  of  recouping 
development  costs  when  a  contribution  is  made. 

One  need  only  consider  the  amount  of  research  presently  being  conducted  in 
other  areas  of  plant  technology  where  the  innovator  already  has  some  mode  of 
protection  to  realize  the  potential  benefits  derivable  from  an  amendment  of  the 
Plant  Patent  Act.  The  existing  legislation  has  worked  remarkably  well  to  encour- 
age the  development  of  new  plants  which  reproduce  asexually.  Also,  the  genetic 
protection  inherently  possible  to  the  originator  of  Fi  hybirds  has  fostered  a 
concerted  research  effort  in  hybridization  technology.  The  substantial  progress 
niade  possible  through  extensive  plant  research  in  these  areas  is  already 
established. 

The  ])Ia.nt  breeding  industry  affirms  that  greater  advancement  may  be  made 
in  the  development  of  new  straight  crop  varieties  of  plants  which  reproduce 
sexually  as  a  result  of  more  extensive  rescnirch.  New  and  improved  varieties  of 
such  i>lants  can  better  enable  mankind  to  meet  the  predicted  food,  livestock  feed, 
and  fiber  needs  of  the  coming  decades. 

Increased  comi)etition  in  the  develoimient  of  new  plant  varieties  among  the 
various  segments  of  our  free  enterprise  system  would  be  expected  to  reap  sub- 
stantial benefits  for  the  American  public.  Tlie  American  farmer  would  be  ex- 
I)ected  to  make  a  more  discriminating  .selection  of  the  plant  variety  he  grows, 
and  inferior  products  woidd  not  become  established.  The  increased  availability 
of  planting  seed  would  be  promoted  as  seed  capable  of  growing  new  plant  vari- 
eties is  placed  on  the  market.  Historically  the  consumer  has  l>een  the  principal 
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recipient  of  benefits  from  improvements  derived  from  research.  For  instance, 
witliout  a  doubt  the  major  beneficiaries  of  the  developments  in  commercial  com 
and  sorghum  hybrids  have  been,  and  will  (H)ntinue  to  be,  the  American  farmer 
and  the  consumer  of  the  products  he  produces  in  increasing  quantities  at 
continually  lower  costs  per  unit. 

Farmers  do  not  object  to  the  increased  costs  of  hybrid  corn  and  sorghum 
planting  seeds  in  comparison  to  the  cot-ts  of  available  open-pollinated  planting 
seeds  of  the  same  crops  for  good  reason.  Prices  paid  for  improved  plants  with 
higher  yield  potential,  improved  qualities,  adaption  to  mechanical  harvest  and 
other  superior  characteristics  represent  a  good  investment,  and  the  cost  of  the 
seed  capable  of  producing  the  plant,  even  at  increased  prices,  represents  a  minor 
portion  of  the  total  cost  of  production.  As  a  result,  the  iiuit  cost  of  the  resulting 
crop  will  be  lower  than  if  the  farmer  had  elected  to  plant  a  less  expensive  seed. 
Similar  conditions  vrould  be  expected  to  develop  upon  the  introduction  of  im- 
proved patented  non-hybrid  varieties  of  plants  which  reproduce  by  seed.  If  at  any 
point  the  farmer  feels  the  economics  are  not  in  his  favor  he  is  free  to  grow  a 
non-patented  variety. 

The  grant  of  legal  protection  to  the  inventor  of  a  new  variety  of  plant  which 
reproduces  by  seed  would  make  possible  the  more  efficient  marketing  of  the 
variety  together  with  instructions  to  the  farmer  for  improving  the  quality  and 
quantity  of  his  harvest.  Under  such  conditions  the  patent  owner  could  well 
afford  to  conduct  a  more  extensive  consumer  education  program  since  he  and  his 
authorized  agents  alone  would  benefit  during  the  life  of  the  patent  from  the 
increased  sales  generated  by  the  distribution  of  data  concerning  the  new  variety. 
No  variety  is  of  value  to  the  consuming  public  until  it  is  brought  to  the  public's 
attention  "and  the  value  of  its  inherent  improvements  established  in  tiie  market 
place.  The  merchandising  of  planting  seed  of  a  variety  having  superior  per- 
formance qualities  is  no  different  than  the  merchandising  of  any  other  new  prod- 
uct. The  new  product  is  largely  valueless  until  produced  in  quantity  at  prices 
the  consumer  will  pay,  and  actually  sold  and  u.sed.  For  this  reason  efficient  mar- 
keting techniques  are  to  be  encouraged  .so  that  maximum  benefits  to  the  public 
are  derived.  ^  ^     ,     ... 

The  anticipated  contributions  made  to  mankind  through  an  expanded  plant 
research  effort  would  also  be  expected  to  justifiably  enhance  the  United  States 
politically  in  the  eyes  of  the  world. 

CONCLUSION 

The  amendment  of  the  Plant  Patent  Act,  to  make  eligible  for  patent  protection 
new  and  distinct  plant  varieties  which  reproduce  sexually  is  strongly  urged. 


American  Seed  Trade  Association,  Inc. 

Washington,  D.C.,  February  28.  19GS. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Copyrights  and  Trademarks,  L.S.  Senate, 
Washington,  B.C. 
Dear  Senator  McClellan  :  The  American  Seed  Trade  Association  would  like 
to  request  the  following  letter,  with  enclosures,  be  filed  for  the  hearing  record  on 
S.  1042. 

During  the  Subcommittee  hearings  of  February  1. 1968,  two  important  question.s 
v\-ere  raised  pertaining  to  amendments  to  the  Plant  Patent  Act.  They  v.ere :  (1) 
Reproducibilitv  true-to-type  ;  and  (2)  Enforcement. 

To  further  clarify  the  record,  we  are  submitting  statements  from  ten  (10)  of 
the  top  industry  plant  breeders  who  have  given  scientific  backing  to  ASTA  and 
the  NCCPB's  contention  that  sexually  reproduced  plants  do  reproduce  true  to- 
type  and,  plant  patents  in  this  area  would  be  enforcable.  We  do  hope  this 
information  will  be  helpful  to  the  subcommittee. 

Favorable  consideration  of  our  request  to  have  this  filed  for  the  committee 
record  would  be  appreciated. 
Very  truly  yours, 

John  I.  Sutherland, 
Executive  Vice  Prcsidrn'. 


660 

[Enclosures.] 

Coker's  PEniGREEO  Seed  Co., 
EartsvUlc,  S.C.,  February  19,  19G8. 
Mr.  Jojix  Sutherland, 
Executive  Secretary,  National  Council  of 
Commercial  Plant  Breeders,  Washington,  D.C. 

Dear  Mr.  Sutherland  :  My  attention  has  been  directed  to  the  fact  that  in  con- 
nection with  consideration  of  the  amending  of  the  Plant  Patent  Act  (Amendment 
Xo.  ."ill  to  S.  1042)  questions  have  been  raised  as  to  whether  plants  that 
are  produced  by  seed  (sexually)  can  be  reproduced  true  to  form  sufficiently 
for  purpo.se  of  enforcement  of  a  patent.  I  am  taking  this  means  to  present 
some  information  on  this  subject  and  I  shall  appreciate  your  filing  this  letter 
with  the  Hearing  Clerk  of  the  Subcommittee  on  Patents,  Trademarks,  and 
Copyrights  of  the  Senate  Committee  on  the  Judiciary. 

Among  many  reasons  that  discredit  the  fallacious  concept  that  plants  that 
are  propagated  by  seed  can  not  be  reproduced  true  to  form  sufficiently  for  pur- 
lK)ses  of  enforcement  of  a  patent  are:  (1)  the  type  of  procedures  followed  on 
developing  new  and  improved  varieties.  (2)  the  acceptance  of  variety  identity 
in  the  administration  of  the  Federal  Seed  Laws,  (3)  the  acceptance  of  variety 
identity  in  the  programs  of  official  seed  certification  agencies,  (4)  the  recognition 
of  specific  varieties  by  farmers  and  by  processors  of  crop  products. 

There  are  two  popular  but  mistaken  beliefs  regarding  the  methods  of  de- 
veloping improved  varieties  of  crops  by  plant  breeding.  One  of  these  is  that  they 
are  developed  through  mysterious  methods  of  wizards  possessing  supernatural 
powers.  The  other  is  that  better  varieties  are  chance  findings  by  breeders  who 
"lucked-up"  on  them.  As  indicated  neither  of  these  concepts  is  true.  The  de- 
velopment of  an  improved  agricultural  variety  is  the  result  of  a  well-planned, 
carefully  conducted  procedure  in  which  desirable  characteristics  are  combined 
into  a  single  variety,  usually  by  .=;election  following  hybridization,  and  fre- 
quently, by  repeated  back  crossing.  We  can  appropriately  say  that  the  plant 
breeder  uses  plans  and  techniques  in  much  the  same  manner  that  a  building 
engineer  uses  blue  prints,  materials,  and  construction  methods.  The  plant  breeder's 
blue  prints  are  a  description  of  what  he  expects  to  obtain  in  the  end.  His  materials 
are  the  stocks  carrying  the  genetic  germ  plasm  that  he  uses  in  obtaining  these 
new  combinations  of  characteristics  such  as  high  yield,  earliness,  desirable 
quality,  and  disease  resistance.  His  construction  methods  are  the  techniques  that 
he  uses  in  obtaining  proper  sources  of  germ  plasm,  in  making  crosses  and 
back-crosses  involving  two  or  more  of  them  and  i-esulting  progenies,  in  selection 
within  offspring  of  such  of  crosses  to  isolate  and  stabilize  promising  in- 
dividuals, in  increasing  quantity  of  seed,  and  in  determining  and  proving  the 
genetic  stability  and  the  performance  of  his  newly  created  varieties.  The  plant 
breeder's  developed  varieties  are  equivalent  to  the  finished  building  of  the  con- 
struction engineer.  Thus,  the  modern  crop  variety  is  the  i*esult  of  fixing  in  a 
positive  way  the  genetic  characteristics  of  the  variety.  The  breeder,  and  in  turn 
the  farmer,  have  an  economic  intere.st  in  it  because,  in  addition  to  its  agricultural 
and  utilization  value,  it  can  be  reproduced  true  to  form.  Once  the  variety  is  de- 
veloped, today's  commercial  plant  breeder  is  well-equipped  to  properly  increase 
the  seed  and  to  harvest  and  process  it  and  to  distribute  it  to  the  farmer.  The 
commercial  breeder  employs  plant  breeding  techniques  to  maintain  his  varieties 
and  to  assure  the  farmer  that  he  can  and  does  receive  seed  of  varieties  of  known 
characteristics  and   of  known   performance. 

One  of  the  fundamental  principles  used  in  the  enforcement  of  the  Federal  Seed 
Laws  is  the  identification  of  varieties.  The  regulations  require  that  no  one  variety 
can  be  given  two  or  more  names  and  that  a  name  can  not  be  given  to  more  tlian 
one  variety.  Certainly  the  facts  of  varietal  identification  and  known  performance 
were  accepted  in  the  writing  of  the  regulations  and  are  tools  used  in  the  adminis- 
tration of  the  law.s. 

The  scv'd  certification  progr-ams  of  the  Crop  Improvement  Associations  in  the 
separate  states  and  of  the  International  Crop  Improvement  Association  have  been 
acclaimed  as  an  effective  way  of  assuring  the  American  farmer  that  he  is  receiv- 
ing seed  of  a  known  variety  with  known  performance.  Certainly,  the  fact  of  iden- 
tification is  a  basic  requirement  for  these  programs  that  have  led  to  the  Crop 
Improvement  Assoc-iations  being  authorized  by  state  legislatures  as  the  official 
certificaticm  agency  in  most  of  the  stiites. 

The  selection  of  the  proper  variety  is  very  important  in  a  farmer's  crop  pro- 
duction operations.  He  knows  the  names  of  the  varieties  that  he  has  come  to 
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feel  that  he  should  grow.  He  is  ;u-(iiiaint<'(l  with  their  characteristi<s  and  how  they 
will  i)erforni  under  his  weather  and  soil  conditions  and  he  knows  how  they  are 
adapted  to  his  production  and  harvesting  practices.  Furthermore,  he  knows  that 
the  processor  or  distributor  that  buys  the  products  produced  by  the  varieties  in 
turn  knows  the  qualities  of  the  variety  and  frequently  buys  the  products  and 
pays  for  them  on  the  basis  of  variety.  Thus  the  farmer  goes  to  the  breeder  and 
asks  for  seed  of  a  named  variety  and  he  knows  that  he  will  get  it.  Everyone  who 
is  properly  informetl  about  crop  performance  knows  how  important  variety  is 
and  knows  that  modern  crop  production  is  possible,  among  other  things,  because 
varieties  can  be  identified. 

We  respectfully  submit  that  these  circumstances  are  positive  proof  of  the  fact 
that  plants  propagated  by  seed  that  result  from  modern  scientific  breeding  pro- 
grams will  reproduce  true  to  form  sufficiently  for  purposes  of  enforcement  of 
a  patent.  We  call  attention  to  the  fact  that  it  would  be  very  unfortunate  if  the 
fallacious  concept  that  this  is  not  the  case  were  to  be  used  to  prevent  the  breeder 
of  sexuallv  propagated  plants  from  obtaining  patent  protection  and  in  turn  to 
deprive  thi^  American  farmers  of  reliable  sources  of  planting  seeds  of  varieties 
that  could  be  bred  to  meet  his  modern  day  needs. 
Sincerely, 

J.  Winston  Neely. 
T'icc  President  and  Dircetor  of  Plant  Breeding. 


L.  Teweles  Seed  Co., 
Milwaukee,  Wis.,  February  20, 1968. 
Mr.  John  Sutherland, 

E.reeutive  Secretary,  National  Council  of  Coymncrcial  Plant  Breeders, 
Was h inff ton,  D.C. 

Dear  Mr.  Sutherland  :  This  letter  is  being  written  to  you  in  the  hope  that  you 
will  file  it  with  the  Hearing  Clerk  for  the  Plant  Patent  Act  Amendment  Subcom- 
mittee Record. 

It  is  the  opinion  of  our  professional  scientists,  as  well  as  my  own,  that  given 
reasonable  care,  sexually-reproduced  plants  will  reproduce  true  to  type  year  after 
year.  In  order  to  expand  on  this  point,  we  would  like  to  break  the  crops  down 
into  three  si>ecific  categories  : 

(1)  Self-pollinating  crops  of  oats,  wheat,  barley,  peas,  soybeans,  beans, 
etc.  By  reasonably  careful  seed  increase  programs,  any  and  all  off-types  can 
be  screened  or  ro.gued  out,  and  therefore  the  self-pollinating  crops  will  un- 
equivocally breed  true  to  type. 

(2)  Another  class  of  1007o  reproducible  types  are  the  crops  that  are  repro- 
duced by  a  cross-pollinated  cross  in  which  inbred  lines  have  been  established 
and  Fi  hybrids  are  produced  under  controlled  pollination  system,  using  mainly 
male  sterility  as  the  control  mechanism.  Other  mechanical  and  genetic 
mechanisms  do  exist  (de-tasseling  and  floral  dimorphism).  Crops  falling  into 
such  a  scheme  are  corn,  onions,  sugar  beets,  sorghum,  alfalfa  and  wheat.  It 
is  recognized  by  breeders  and  production  personnel  that  selection  and  main- 
tenance of  the  breeding  stock  or  inbreds  involves  roguing  for  outcrosses  to 
maintain  the  genetic  purity. 

(3)  Some  crops  can  be  sexually  reproduced  true  to  type  by  a  synthetic 
process.  In  this  case,  it  is  mandatory  that  the  breeder  properly  isolate  gene 
pools  into  which  certain  plant  characteristics  are  predetermined  and  main- 
tained by  selection.  In  .such  systems  the  varieties  are  maintained  in  a  stable 
fr.shion  by  reproducing  from  original  breeder's  stock  seed.  Should  this 
breeder's  stock  seed  be  exhausted  or  an  improvement  be  made  on  the  stock 
seed,  of  course  a  patent  would  not  he  expected  to  apply.  Under  these  circum- 
stances, it  is  common  for  the  breeder  to  build  up  a  supply  of  true-to-type 
foundation  seed  that  will  last  for  the  life  of  the  variety.  Example  of  such 
crops  are  cotton,  alfalfa  synthetics,  sugar  beet  synthetics,  etc. 

Considering  the  alwve  technical  justification,  we  would  like  to  emphatically 
stress  that  there  is  indeed  every  scientific  and  logical  reason  to  include  sexually 
reproduced  plants  under  the  Plant  I'atent  Act. 
Very  truly  yours, 

RoBBiET  L.  Teweles, 
Vice  President,  Research  and  Production. 
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Taladixo  Farm  Seeds,  Ixc. 
Woodland,  Calif.,  February  20. 1968. 
Dr.  John  Sutherland. 

Executive  Secretary,  National  Council  of  Commercial  Plant  Breeders, 
Washington,  D.C. 

Deau  Mr.  Sutherland  :  This  letter  summarizes  my  vie-^-points  regarding  the 
con.-:tanc.v  of  reproduotioii  of  setnl  propagated  plants.  I  trust  you  will  file  this 
statement  with  the  Hearing  Clerk  for  the  Subcommittee  holding  hearings  relative 
to  the  Plant  Patent  Act  Amendments. 

Seed  propagated  plants  can  be  classified  in  several  ways  on  the  basis  of  their 
method  of  iwllination.  This  is  important  in  respect  to  an  understanding  of  the 
genetic  variability  which  may  occur  within  a  variety  and  also  in  respect  to  the 
procedures  which  must  be  used  to  maintain  varietal  purity. 

1.  Plants  normally  reproduce  by  self-pollination. 

This  is  a  large  group  of  field  and  horticultural  crops.  A  few  examples  are  the 
cereal  grains  wheat,  oats,  barley  and  rice,  many  imiwrtaut  legumes  such  as 
soybeans,  beans,  peas,  cowpeas,  and  other  important  crops  such  as  tomatoes, 
safflower.  tobacco,  flax,  etc.  Within  this  group  of  plants  some  exhibit  almost  zero 
cross  pollination  under  normal  growth  conditions  and  others  may  exhibit  as  much 
as  3— 1%  of  cross  pollination.  Perhaps  of  greater  importance  than  cross  pollination 
values  is  the  fact  tliat  in  the  development  of  varieties  in  self  pollinated  plants  the 
originator  normally  practices  jiure-line  breeding  methods  and  thus  an  improved 
strain  is  homozygous  (pure)  for  its  characteristics.  Hence  the  very  low  values 
of  cross  ]»olliiiation  that  may  occur  in  properly  isolated  fields  is  indeed  no  differ- 
ent in  effect  than  normal  self  pollination  because  any  crossing  that  may  occur 
will  be  between  plants  of  the  same  genotype.  In  the  seed  multiplication  for  varie- 
ties in  this  group  there  normally  is  a  program  to  maintain  genetic  purity  by 
frequent  progeny-row  testing.  The  fact  that  many  important  crop  varieties  in 
this  group  have  records  of  20  years  or  more  of  use  is  testimony  that  their  genetic 
comiwsition  has  been  maintainetl  intact. 

2.  Plants  often  cross  pollinated. 

This  group  of  field  and  horticultural  crops  is  intermediate  in  cross  pollination 
to  the  one  above  and  the  one  listed  below.  Investigators  are  not  always  certain 
about  the  degi-ee  of  cross  pollination  for  some  of  the  crops  in  this  group.  A  few 
examples  in  field  crops  are  grain  sorghum.  Sudangrass  and  cotton. 

Plant  breeders  usually  treat  crops  in  this  group  in  much  the  same  way  as 
those  crops  that  are  normally  self  pollinated  except  that  in  breeding  nurseries 
selected  plants  are  protecttnl  (by  bagging  heads)  from  outcrossing.  After  a  pure 
line  variety  has  been  developed  it  is  necessary  to  use  greater  precautions  in  seed 
multiplication  to  avoid  outcrossing  with  other  varieties. 

Because  selected  varieties  in  this  group  also  are  pure  lines  when  they  are 
relea.<ed.  the  constancy  of  their  genetic  characteristics  is  the  same  as  for  the 
naturally  self  pollinated  group  of  plants.  Many  of  the  older  sorghum  varieties 
were  maintained  as  distinct  varieties  for  a  long  time  and  present-day  cotton 
varieties — because  of  the  care  used  to  maintain  purity — have  the  same  charac- 
teristics as  carefully  bred  into  them. 

3.  Plants  normally  cross  pollinated. 

This  group  of  field  and  horticultural  plants  comprises  the  largest  number  of 
species  and  ecotypes.  Special  genetic  systems  have  been  evolved  in  the  evolu- 
tionary development  of  these  species  to  insure  a  high  level  of  natural  cross  polli- 
nation and  the  maintenance  of  genetic  varialvility  and  hybridity.  These  attributes 
have  given  these  crop  species  very  definite  advantages  in  survival  and  have 
resulted  in  the  ecotype  concepts  for  specific  entities  that  have  produced  sub- 
populations  better  adapted  to  a  specific  ecological  situation. 

When  pollination  is  controlled  in  most  of  these  species  the  inbred  progenies 
show  reduction  in  vigor  and  consequently  the  end  product  of  brooding  programs 
are  directed  to  either  producing  hybrids  (as  in  corn  and  other  crops)  or  to 
producing  synthetic  varieties  l)y  recombining  .selected  clones  or  lines,  as  usually 
practiced  in  forage  crops.  Although  c  n<h  synthetic  variety  so  i>roduced  may  be 
a  distinct  entity  in  re.spect  to  certain  characters,  (such  as  di.sease  or  insect  resist- 
anc(>.  winter  hardiness)  the  synthetic  variety  itself  is  highly  variable  in  respect 
to  other  chara<-teristics.  The  <'urrent  cfjucciil-;  of  limited  generations  of  multipli- 
cation as  a  means  of  preserving  variety  identity  and  a  coijstant  source  of  breeders 
seed  as  the  starting  point  for  sul)sequent  multiplication  are  the  only  practical 
methods  of  maintaining  the  genetic  characteristics  originally  bred  into  such 
synthetic  varieties. 
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4.  General  Comments. 

In  all  crops,  whether  multiplied  by  vegetative  propagation  or  by  seed  propaga- 
tion, the  probability  does  exist  for  variation  caused  by  mutation.  In  vegetatively 
liropa gated  plants  these  occur  as  "bud  sports".  But  in  an  orderly  proces.s  of 
variety  maintenance  as  practiced  by  plant  breeders  today  these  mutations  are 
of  no  concern  because  they  can  be  recognized  and  discarded  from  the  population. 
The  frequency  of  occurrence  of  gene  mutations  is  very  low. 
Very  sincerely, 

I.  J.  Johnson, 
Research  Director. 


American  Seed  Trade  Association,  Inc. 

Washington,  B.C.,  February  22,  1968. 
Mr.  John  I.  Sutherland, 

Executive  Secretary,  National  Council  of  Commercial  Plant  Breedcr.i, 
Washington,   D.C. 

Dear  John  :  We  have  been  producing  and  distributing  foundation  seed  of  corn, 
wheat,  oats  and  soybeans  for  the  past  20  years.  The  small  grain  and  soybeans 
are  .sold  primarily  within  the  State  of  Illinois,  but  the  com  is  distributed 
throughout  the  Nation,  and  to  a  number  of  foreign  countries. 

Wheat,  oats,  and  soybeans  are  self  pollinaitiug  crops,  and  to  that  degree,  they 
will  breed  true  to  the  variety  as  developed  by  tlie  plant  breeder.  If  we  receive 
pure  seed  from  the  plant  breeder,  it  is  a  relatively  simple  task  to  keep  this 
variety  true  to  type  over  a  period  of  years.  There  is  very  little  cross  pollination, 
and  therefore,  very  little  contamination  from  blow-in  pollen.  The  only  ix)ssibility 
for  impurities  would  come  from  mutations,  and  these  are  very  easily  rogued  from 
the  field.  We  have  produced  many  varieties  of  these  crops  over  a  period  of  ten 
years  with  no  problem  in  regard  to  breeding  true  to  type. 

Com.  on  the  other  hand,  is  a  cro.sis  pollinated  croi),  and  trueness  to  tyi>e  of 
any  variety  depends  upon  the  breeding  technique  used  in  develoijing  the  hybrid. 
A  normal  double  cross  involving  four  inbred  lines  can  be  made  true  to  tyi^e 
from  year  to  year  by  the  use  of  four  inbred  lines,  which  are  the  same  from 
year  to  year.  Inbred  lines  are  self  pollinated  by  hand  pollination,  and  by  isola- 
tion within  a  production  field.  Out-crosses  are  easily  detected  because  they 
grow  more  vigorously  as  a  result  of  t>eing  hybi'id.  We  have  kept  hundreds  of  lines 
true  to  type  over  a  period  of  ten  or  fifteen  years.  When  these  lines  are  incor- 
porated into  a  double  cross  hybrid,  which  would  carry  variety  designation,  this 
variety  then  remains  constant  and  tiiie  to  tyi)e. 

For  these  reasons,  it  is  my  opinion  that  any  patented  variety  of  these  four 
crops,  with  which  we  are  involved,  would  remain  true  to  type  over  a  long 
period  of  years. 

Very  truly  yours, 

Floyd  S.  Ingeksoll, 

President. 


Ferry-Morse  Seed  Co.,  Inc., 
San  Juan  Bautista,  Calif.,  February  23,  1968. 
Mr.  John  I.  Sutherland, 

Executive  Secretary,  National  Council  of  Commercial  Plant  Breeders, 
Washington,  D.C. 

Dear  John  :  This  letter  may  be  filed  with  the  Hearing  Clerk  concerned  with 
the  study  related  to  the  amending  of  the  Plant  Patent  Act. 

Seed  of  open  pollinated  plant  populations  may  be  produced  by  : 

(1)  Self  Fertilization, 

(2)  Cross  Fertilization, 

(3)  Self  and  Cross  Fertilization. 

Seed  of  self  pollinated  species  maintain  their  varietal  characteristics.  Seed 
of  cross  pollinated  species  is  maintained  by  rigid  roguing  and  should  maintain 
varietal  characteristics  de.s'CTiptive  of  the  variety.  Seed  of  self  and  cross  polli- 
nated species  is  maintained  in  the  same  manner  as  described  for  cross  pollinated 
species. 

With  the  highly  trained  technical  people  who  are  employed  by  the  American 
seed  industry,  there  is  no  reason  why  varietal  identification  cannot  be  maintained 
regardless  of  mode  of  seed  production. 
Very  truly  yours, 

John  J.  McCabe, 
Vice  President,  Research. 


664 

XoRTHEUP,  King  &  Co., 
Minneapolis,  Minn.,  February  23,  1968. 
Subject:  The  proposed  aineiulments  to  sectiou  161,  title  35,  United  States  Code. 
Mr.  John  I.  Sutherland. 

Executive  Secretary,  National  Council  of  Commercial  Plant  Breeders, 
Wa.^hington,   D.C. 

Dr.\r  Mr.  Sutherland  :  During  the  cours^e  of  hearings  in  connection  with  the 
proiwjsed  amendments  to  Section  161,  Title  35,  U.S.  Code,  questions  have  arisen 
concerning  the  stability  of  sexually  reproduced  plant  varieties.  We  wish  to  assert 
herein  that  stability  of  sexually  reproduced  varieties  need  be  no  problem  if  now 
Avell-known  and  understood  genetic  principles  are  employed  in  the  development 
and  maintenance  of  such  varieties. 

Certainly,  no  responsible  scientist  would  contend  that  any  plant  variety, 
sexually  reproduced  or  othei-wise,  is  immutable.  Mutation  is  the  essence  of  the 
evolutionary  process,  a  law  of  nature,  and  it  will  hold  sway  as  long  as  life 
exists.  Most  things,  indeed,  are  subject  to  change  and  this,  too,  seems  to  be  a 
rule  of  life,  thoug'h  a  far  less  well  understood  one  than  the  process  of  biologic 
evolution. 

While  no  plant  breeder  would  deny  that  plant  varieties,  and  especially  those 
which  are  .sexually  reproducetl.  would,  under  certain  circumstances,  lose  or  alter 
their  identity,  those  plant  breeders  who  subscribe  to  the  proposed  amendment 
to  the  Patent  Act  firmly  contend  that  this  tendency  toward  genetic  drift  can  be 
either  eliminated  entirely  or  reduced  to  insignificance  through  the  application 
of  plant  breeding  knowledge  that  is  known  and  available  to  all.  That  there  is 
any  serious  questioning  of  the  breeder's  ability  to  exercise  this  kind  of  con- 
trol seems  astoui.shing  when  evidence  of  this  ability  can  be  demonstrated  by 
the  present  aecomplishments  of  plant  breeders  and  by  the  laws  w^hich  have  been 
formulated  in  recx)gnition  of  this  accomplishment. 

The  federal  government,  the  States  and  individual  entrepeneurs  are  all  en- 
gaged in  the  breeding  of  sexually  reproduced  plant  varieties.  From  whatever 
source,  these  varieties  absolutely  must  have  two  demon.strable  characters:  they 
mu.st  be  novel  and  they  must  be  stable.  If  a  new  variety  fails  in  either  respect, 
the  United  States  Department  of  Agriculture,  in  accordance  with  the  provisions 
of  the  "J>deral  Seed  Act,"  has  the  responsibility  of  denying  the  developers  the 
right  to  market  his  creation  as  a  new  variety. 

Two  inescapable  conclusions  may  be  drawn  from  the  present  situation : 

1.  Plant  breeders,  both  public  and  private,  have  demonstrated  an  ability 
to  develop  varieties  which  are  both  novel,  and  therefore  capable  of  meaning- 
ful description,  and  stable ; 

2.  Our  government  recognizes  the  ability  of  plant  breeders  to  accomplish 
both  ends  in  the  provisions  of  its  "Federal  Seed  Act." 

Plant  breeding  is  really  very  little  different  from  animal  breeding.  Who  would 
fail  to  recognize  a  Hereford,  a  Merino  or  a  Hampshire,  and  does  anyone  doubt  it 
is  impossible  to  maintain  these  breeds  or  "varieties"  in  a  stable,  always  recogniz- 
able form.  In  plant  breeding,  just  as  in  animal  breeding,  a  knowledge  of  the 
xmderlying  genetics  of  the  species,  careful  attention  to  pedigree,  careful  elimina- 
tion of  off-types,  or,  briefly,  the  skillful  control  of  the  process  of  reproduction  will 
yield  like  progeny  just  as  does  the  application  of  the  same  principles  in  the 
development  and  maintenance  of  an  animal  breed  or  "variety." 

Plant  scientists  have  gone  to  great  lengtlis  to  discover  how  to  maintain  a 
valuable  variety  once  created.  The  method  will  differ  somewhat,  depending 
on  whether  the  variety  is  naturally  self-pollinated,  naturally  cross-pollinated, 
often  cross-pollinated  or  dioecious.  The  tendency  toward  stability  is  greater  or 
lesser,  depending  on  which  of  these  categories  the  variety  falls  into,  and  the 
breeder,  therefore,  will  select  the  mode  of  rej^roduction  which,  when  projjerly 
employed,  will  as'^ure  the  needed  stability  in  the  reproduction  i)roce.ss. 

The  knowledge  that  any  sexually  reproduced  variety  can  be  reproduced  true- 
to-type  year  after  year  if  the  proper  method  of  reproduction  is  used,  and  if  the 
method  is  administered  with  skill  and  dilligence.  is  the  basis  upon  which  our 
International  Crop  Impi-ovement  Association  is  built.  This  organization  working 
together  with  the  I'.S.  l^epartment  of  Agriculture  and  individual  state  agriculture 
experiment  stations,  proved  that  sexualy  reproduced  varieties  can  be  maintained 
in  pure  form  when  reproduction  is  done  under  proper  control,  and  it  is  to  this, 
that  is  to  say,  to  varietal  purity,  that  the  now  well-known,  blue  certification  tag 
attests.  It  was  this  same  group  of  organizations  which  proved  (ultimately  to  the 
satisfaction  of  an  initially  doubting  world)    that  .such  varieties  could  even  be 
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produced  outside  tlieir  normal  areas  of  adaptation  without  losing  varietal  purity 
if  the  proven  safeguards  were  observed.  This  was  a  signal  achievement,  and 
it  is  now  commended  and  accepted  by  plant  scientists  and  enforcement  people 
around  the  world. 

That  it  is  possible  to  produce  readily  identifiable,  novel,  reproducible  varieties 
of  sexually  produced  crops  is  recognized  by  all  the  leading  countries  of  the  world. 
It  is  on  the  basis  of  this  awareness,  for  example,  that  the  International  Con- 
vention for  the  Protection  of  Plant  Varieties,  the  so-called  "Paris  Convention" 
was  developed. 

To  us,  it  seems  clear  there  is  overwhelming  recognition  that  sexually  repro- 
duced varieties  can  be  reproduced  "true-to-type"  and,  in  conclusion,  we  should 
like  to  reiterate. 

1.  Plant  breeders,  public  and  private  alike,  are  nonbreeding  identifiable, 
novel,  reproducible  plant  varieties. 

2.  Our  present  seed  laws,  both  state  and  federal,  recognize  the  ability  of 
the  plant  breeder  to  do  this. 

3.  Our  U.S.  Department  of  Agriculture  and  agriculture  exijeriment  stations, 
working  together  with  the  International  Crop  Improvement  Association, 
have  proved  that  sexually  reproduced  varieties  can  be  maintained  in  a 
varietally  pure  form  and  have  developed  the  techniques  for  assuring  this, 
and, 

4.  All  the  leading  countries  of  the  world  recognize,  in  one  form  or  the 
other,  that  is  is  jwssible  to  produce  readily  identifiable,  novel  and  repro- 
ducible varieties  of  sexually-reproduced  crops. 

Very  truly  your.s, 

Allenby  L.  White. 


O.  M.  Scott  &  Soxs,  Co.. 
Martysville,  Ohio,  February  23, 1968. 
Mr.  John  Sutherland, 

Executive  Secretary,  National  Council  of  Commercial  Plant  Breeders, 
Washington,  B.C. 

Dear  Mr.  Sutherland  :  During  the  Senate  Subcommittee  hearing  on  Patents, 
Trademarks  and  Coyrights  held  on  February  1,  1968,  the  significant  question 
was  raised  as  to  whether  sexually  reproduced  plants  would  breed  true  to  type. 
This  was  posed  during  discussions  on  Amendment  511  to  S.  1042. 

Speaking  as  a  professional  plant  breeder,  specializing  in  grasses  I  know  that 
it  is  possible  to  produce  sexually  reproduced  grasses  true-to-type  generation  after 
generation  employing  currently  available  technology.  We  do  this  routinely  now 
in  the  production  of  gra.ss  seed  for  lawm  applications.  The  interest  of  routinely 
producing  sexually  reproduced  grasses  true-to-type  generation  after  generation 
is  done  by  industry  to  maintain  grass  seed  product  quality.  Secondly  it  is  essen- 
tial to  maintain  true-to-type  plants  in  commercial  grass  varieties  marketed  today 
to  sati.sfy  both  State  and  Federal  regulatory  requirements. 

We  feel  we  are  in  a  strong  position  to  comment  on  the  feasibility  of  a  broad- 
ened patent  act  that  could  cover  sexually  reproduced  plants  and  particularly 
grasses.  We  currently  are  successfully  marketing  a  patented  Kentucky  bluegrass 
variety  and  have  for  a  four  year  period.  It  has  posed  no  problems  to  us  relative 
to  maintenance  of  the  patent. 

Mr.   Sutherland  to  .summarize,  we  are  very  confident  that  we  can  produce 
true-to-type  grasses  that  reproduce  sexually  and  feel  it  would  not  be  difficult  to 
maintain  such  grasses  sufl5ciently  stable  to  satisfy  patent  requirements. 
Very  truly  yours, 

J.  A.  Long, 
Plant  Geneticist,  Research  Division. 


Agricultural  Association,  Inc. 

Dekalb,  III.,  February  23, 1968. 
Mr.  J.  I.  Sutherland, 

National  Council  of  Commercial  Plant  Breeders, 
Washington,  D.C. 

Dear  John  :  This  letter  will  outline  reasons  that  sexually  reproduced  plants 
will  reproduce  true  to  type. 

All  of  our  modem  plant  breeding  efforts  are  directed  towards  either  develop- 
ing hybrids  or  varieties.  In  either  case,  they  might  be  cross-pollinated  or  self- 
pollinated  types  of  reproduction. 
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In  the  ease  of  hybrids  in  com  and  sorghum  (and  possibly  in  the  future,  wheat) 
these  are  made  up  by  pollinating  material  to  develop  inbred  lines  that  breed  true 
to  t.N'Pf  year  after  year.  The  whole  foundation  of  the  business  demands  that  the 
hybrids  i-emain  true  to  type  year  after  year  and  this  represents  no  particular 
difficulty  with  ordinary  seed  production  methods.  In  all  three  crops  the  inbred 
lines  are  maintained  in  isolation  and  rogued  very  carefully  before  placing  them 
in  a  commercial  seed  field  where  they  are  crossed  under  isolated  conditions. 
This  practice  is  accepted  and  has  been  going  on  for  many  years.  To  comply  with 
Federal  Seed  Law,  the  hybrids  cannot  fluctuate  from  the  original  type  that  was 
introduced.  As  far  as  I  know,  there  has  been  no  particular  difficulty  in  hybrid 
seed  production  luider  normal  practices  by  reputable  seedsmen. 

In  the  case  of  developing  varieties,  the  original  material  may  come  from  any 
.source,  but  again  it  must  be  selfed  and  made  homozygous  before  it  can  be  i-eleased 
and  described  as  a  variety.  This  is  a  requirement  of  the  Federal  Seed  Law.  Under 
ordinary  seed  production  methods  this  has  presented  no  particular  diflSculty. 

The  foundation  of  plant  breeding  is  based  squarely  on  ]\Iendeliau  genetics  and 
the  princii)les  show  very  clearly  that  varieties  and  hybrids  can  be  made  homo- 
zygous and  this  has  been  practiced  for  many  years  by  all  plant  breeders. 

The  only  time  that  variation  is  encountered  in  hybrids  or  varieties  are  in  cases 
of  1)  contamination  or  2)  mutation  of  the  germplasm.  Mutations  are  extremely 
rare  and  for  all  practical  purposes  can  be  considered  non-significant.  Contami- 
nation is  harder  to  handle,  but  the  established  rules  and  regulations  of  state  and 
federal  agencies  establish  standards  and  tolerances  for  these  and  seedsmen  have 
no  particular  dilficulty  meeting  requirements.  This  means  some  diligence  must 
be  exercised  in  isolating  fields  and  cleaning  equipment  that  will  receive  the  seed, 
but  this  is  quite  outside  the  genetic  question  of  breeding  true  to  type.  Intense 
care  is  taken  with  the  foundation  germplasm  to  insure  that  this  is  not  contami- 
nated and  popular  varieties  have  been  maintained  for  many  years  in  their  orig- 
inal fashion  by  imiversity  and  public  breeder.s. 

Would  you  plea.se  file  this  letter  with  the  Hearing  Clerk  of  the  Sub-committee 
considering  amendments  to  the  Plant  Patent  Act. 

Best  regards. 
Sincerely, 

R.  F.  Holland, 
Agronomic  Research  Director. 

W.  R.  Grace  &  Co., 
Aurora,  III.,  February  23, 190S. 
Re  Plant  Patent  Act  Amendments. 
Mr.  John  I.  Sutherland, 

Executive  Secretary,  National  Council  of  Commercial  Plant  Breeders, 
Washington,  D.C. 

Our  opinion  is  that  sexually  reproduced  plant  varieties  can  be  and  are  repro- 
duced true  to  tyi>e,  year  after  year.  We  accept  as  fact,  the  proposition  that  the 
type  and  varietal  identity  of  many  such  varieties  have  been  maintained  over 
periods  of  many  years.  Furthermore,  we  believe  that  sexually  reproduced  varie- 
ties can  be  maintained  true  to  type  indefinitely  imder  the  care  of  skilled  plant 
specialists.  It  does  not  matter  whether  the  variey  is  of  a  self-pollinated  species 
or  a  naturally  cross  jwUinated  species. 

Johannsen,  1903,  published  the  first  evidence  that  homozygous  lines  bred 
true  to  type.  Inbred  lines  of  corn  have  been  maintained  true  to  type  for  40  years 
or  more  and  some  of  their  true  to  type  hybrids  have  been  successively  produced 
nearly  as  long.  In  fact,  the  hybrid  corn  industry  is  based  on  the  principle  that 
sexually  reproducing  germplasm  is  maintained  true  to  type  and  behavior  through- 
out repeated  generations  of  seed  multiplication. 

The  mec-hanisms  of  biological  change  such  as  mutation  and  outeros.slng  are 
sometimes  mentioned  as  factors  tending  to  produce  differences  within  varieties 
The  skilletl  plant  specialist  is  able  to  recognize  these  altered  plants  and  re- 
moves them  from  the  population,  thereby  maintaining  trueness  to  type. 

Occasional  outcrosses  occurring  even  normally  .self-pollinated  vegetables  such  as 
tomatoes  and  snap  beans,  yet  many  old  varieties  of  vegetables,  including  some 
that  are  cross  pollinated,  are  maintained  true  to  type.  Therefore,  it  is  possible 
after  many  years  to  have  John  Baer  tomatoes,  stringless  green  pod  beans,  or 
Danvers  carrots  true  to  type  in  .spite  of  many  generations  of  .sexual  reproduction. 
Sincerely, 

Lewis  M.  Camp, 
Research  Director. 
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AsGBOW   Seed  Co., 
San  Antonio,  Tex.,  February  23,  1968. 
Mr.  John  I.  Sutherland, 

Executive  Secretary,  National  Council  of  Commercial  Plant  Breeders, 
Washington,  D.C. 

Dear  John  :  I  am  happy  to  write  you  providing  information  concerning  the 
ability  of  sexually  reproduced  plants  to  reproduce  true  to  type.  I  understand  this 
information  is  desired  for  hearings  in  connection  with  the  Plant  Patent  Act 
amendments,  and  I  shall  appreciate  your  tiling  my  letter  with  the  Hearing  Clerk 
for  the  subcommittee  record. 

I  believe  this  is  a  particular  matter  in  which  your  question  can  best  be 
answered  by  asking  another  question  as  follows :  If  sexually  reproduced  plants 
could  not  breed  true  to  type,  how  would  it  have  been  possible  for  us  to  preserve 
the  concept  of  varietal  identity  of  sexually  the  produced  plants  as  the  corner 
stone  of  the  seed  industry  and  agriculture  for  the.se  past  many  years. 

The  maintenance  of  a  sexually  reproduced  variety  in  genetically  pure  form 
is  the  responsibility  accepted  by  any  developer  of  a  new  variety.  This  condition 
holds  true  whether  the  developing  agency  is  public  or  private  and  it  is  this  con- 
dition of  the  specific  genetic  identity  of  a  variety  which  makes  it  possible  for 
the  proper  functioning  of  the  seed  industry  as  it  provides  specific  products  to  the 
farmer.  By  attaching  a  particular  genetic  identity  to  each  variety  developed  it  is 
possible  to  have  a  common  basis  of  understanding  between  the  seed  producer  or 
merchant  and  the  customer  whom  he  supplies. 

Since  this  relation  between  supplier  and  customer,  as  it  relates  to  a  particular 
variety,  can  be  meaningful  only  if  the  genetic  identity  of  the  variety  remains 
constant,  it  becomes  axiomatic  that  it  is  possible  to  reproduce  such  varieties  in 
genetically  pure  form.  Were  this  not  possible,  the  entire  system  would  become 
meaningless,  and  we  could  no  longer  have  confidence  in  the  use  of  varietal  names 
in  our  industry. 

Speaking  on  behalf  of  our  particular  firm,  we  spend  considerable  sums  of 
money  each  year  to  maintain  genetic  identity  of  different  varieties  or  hybrids 
which  we  are  marketing.  Our  .stated  objective  is  to  maintain  each  variety  or  hy- 
brid in  its  genetically  pure  form,  .so  that  the  customer  can  be  confident  of  re- 
ceiving exactly  the  same  product  from  one  year  to  another  on  the  basis  of  its 
variety  name.  Where  faulty  reproduction  does  result  in  forms  which  are  not 
genetically  pure  on  the  basis  of  comparison  with  the  original  variety,  it  becomes 
necessary  for  us  to  discard  the  seed  or  utilize  it  as  merely  a  crop  of  that  par- 
ticular species  rather  than  as  a  specific  variety. 

I  would  like  to  empha.size  that  considerable  care,  effort  and  technical  knowledge 
is  essential  to  maintenance  of  varieties  in  genetically  pure  form.  We  accomplish 
this  genetic  purity  typically  by  retaining  a  small  quantity  of  breeder's  seed  as 
a  basic  stock  from  which  any  variety  is  renewed  from  time  to  time.  The  number 
of  generations  from  this  breeding  seed  is  usually  quite  limited,  although  it  will 
vary  of  course  depending  upon  the  particular  species  involved.  Stock  seed  in- 
creases from  this,  breeders  seed  must  be  grown  in  isolated  areas  under  the 
proper  environment  for  that  particular  variety  or  species.  Constant  inspection 
during  the  growing  season  with  frequent  roguing  is  necessary  to  maintain  the 
present  genetic  constitution  of  the  variety.  Continuing  comparisons  are  made  of 
new  lots  to  insure  that  the  genetic  type  is  still  similar  in  all  respects  to  the 
original  variety.  It  is  obvious  that  supervision  of  this  maintenance  program  must 
be  under  technical  personnel  who  are  familiar  with  each  variety  and  all  of  its 
characteristics. 

Maintenance  of  genetic  purity  is  somewhat  easier  in  the  highly  self-pollinated 
crop  such  as  peas,  beans  and  tomatoes,  although  this  maintenance  of  genetically 
pure  identity  can  still  be  accomplished  for  the  more  variable  species  which  are 
cross-polinated  such  as  carrot,  onion  and  some  of  the  cucurbits.  True  renewal  from 
breeder's  seed,  followed  by  carefully  controlled  production  under  isolation  and 
with  adequate  roguing  make  it  pos.sible  to  maintain  genetically  pure  varieties  for 
all  species.  I  can  actually  see  nothing  different  that  would  be  required  of  the 
breeder  in  case  of  patenting  of  sexually  reproduced  plants  than  is  now  incumbent 
upon  him  with  respect  to  the  maintenance  of  varietal  identity  and  compliance 
to  the  Federal  Seed  Act.  That  is,  we  are  obligated  to  maintain  the  genetic  purity 
of  any  particular  variety  once  it  has  been  named  and  marketed  under  that  par- 
ticular name.  This  we  have  done  in  the  past  and  can  certainly  do  in  the  future. 

As  you  have  noted,  it  is  possible  through  directed  selection  by  the  breeder  to 

change  the  genetic  identity  of  a  variety,  and  this  is  frequently  done  in  attempts  to 
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improve  various  varieties.  Tliis  actiuilly  involves  a  breeding  program,  however, 
and  is  no  longer  a  maintenance  program.  When  improved  varieties  are  developed 
through  .such  a  procedure  new  names  will  then  be  assigned  to  these  new  varieties 
and  they  will  accordingly  he  marketed  under  the  new  names.  Maintenance  pro- 
grams for  these  varieties  in  turn  will  be  directed  toward  the  maintenance  of  the 
genetic  identity  of  the  new  varieties. 

I  really  see  no  significant  difference  in  the  requirements  which  will  be  Imposed 
upon  plant  breeders  under  the  patent  system  than  now  exists  for  other  inventors 
or  developers.  In  each  case,  the  new  invention  or  development  is  described  and 
the  products  marketed  must  conform  to  the  original  description.  Whether  the 
)>roduct  be  biologicnl.  chemical,  physical  or  mechanical,  it  is  essential  for  the 
producer  to  maintain  adequate  quality  control  to  make  sure  that  the  product 
does  conform  to  the  description  of  the  item  as  patented.  In  each  case  it  is  essential 
that  appropriate  techniciues  and  procedures  be  developed  to  insure  that  the  prod- 
uct does  meet  the  requirements  of  the  patent.  This  is  possible  with  sexually 
reproduced  plants  just  as  it  now  is  with  chemical  or  mechanical  products  which 
are  now  subject  to  patenting. 

Perhaps  some  of  the  misunderstanding  about  sexually  reproduced  plants  breed 
the  true  to  type  is  occasioned  by  the  fact  that  they  will  not  automatically  breed 
true  to  type.  That  is,  it  is  essential  that  technically  sound  maintenance  programs 
be  carried  on  to  insure  that  varieties  retain  their  true  genetic  identity.  I  see  no 
difference  in  this  than  the  necessity  for  developing  appropriate  production 
techniques  for  a  chemical  or  mechanical  product.  None  of  these  inventions  or 
new  developments  can  be  produced  automatically,  but  can  be  produced  in  proper 
form  only  by  appropriate  techniques  and  procedures  and  under  supervision  of 
competent  and  skilled  personnel. 

I  trust  this  provides  you  with  necessary  information  on  this  subject  but  please 
let  me  know  if  I  may  be  of  any  further  assistance. 
Sincerely, 

John   S.   Rogers, 
Director  of  Research. 

W.  R.  Grace  &  Co., 
Ames,  Iowa,  March  1,  1968. 
Mr.  John  I.  Sutherland. 

Executive  Secretary,  National  Council  of  Commercial  Plant  Breeders, 
Washington,  D.C. 

Dear  Mr.  Sutherland  :  A  short  time  ago  you  wrote  to  me  asking  my  opinion 
as  a  long-time  plant  geneticist,  if  varieties  of  sexually-reproduced  plants  breed 
true  to  type  over  the  years.  In  formulating  an  answer  to  your  question,  I  might 
point  out  that  I  have  been  working  in  the  field  of  crop  breeding  and  genetics 
as  a  researcher,  breeder,  and  teacher  for  over  25  years.  During  this  time  I  have 
actively  conducted  and  supervised  breeding  programs  in  self  pollinated  crops 
such  as  soybeans,  cross-pollinated  crops  such  as  alfalfa,  orchardgrass,  and  brome 
grass  where  synthetic  varieties  are  produced,  and  cross-pollinated  crops  such  as 
corn,  sorghum  and  pearl  millet  where  Fi  hybrids  are  produced.  This  has  given 
me  experience  in  mo.st  of  the  major  grouping  of  plants  relative  to  breeding  pro- 
cedures, seed  stock  maintenance,  and  commercial  seed  production. 

On  the  basis  of  my  experience  to  date,  I  would  have  to  say  that  the  primary 
goal  and  efforts  of  plant  breeders  today  in  all  types  of  crops  are  to  develop  im- 
proved varieties  or  hybrids  which  can  be  produced  and  reproduced  by  .seed  over 
a  period  of  years  on  a  consistent  trueness-to-type  basis.  And,  I  believe  this  has 
been  accomplished  without  any  question  for  practically  all  sexually-reproduced 
crops  on  which  major  breeding  efforts  are  being  expended. 

The  whole  essence  of  seed  production  programs  today  on  new  varieties  and 
hybrids  is  to  go  back  to  basic  breeders  seed  stocks  on  a  continual  basis  to  obtain 
seed  for  commercial  production  programs.  The  basic  breeders  stocks  are  pro- 
duced through  very  careful  selection  for  tmeness  to  type  and  maintained  by 
isolation  and  essentially  obligatory  self-pollination  in  the  self-fertilized  crops, 
and  distinctive  individual  varieties  have  been,  and  can  be  kept  true-to-type  for 
many,  many  years.  The  same  procedure  assures  production  and  maintenance  of 
true  breeding  imlired  lines  of  corn,  sorghum,  millet,  etc.  for  many  years.  Since 
these  inbreds  are  the  parents  of  hybrids,  the  specific  hybrids  also  can  be  pro- 
duced on  a  consistent  basis  for  many  years. 

In  the  development  of  new  forage  crops,  such  as  alfalfa,  basic  stocks  of  seed 
for  reproduction  of  new  varieties  are  produced  on  the  .same  mother  plants  main- 
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tained  asexually  for  many  years.  Thus,  with  basic  breeders  stocks  maintained  on 
a  trueness-to-type  basis,  followed  by  a  limited  generation  seed  increase  program 
(breeder,  foundation,  and  commercial),  the  biological  and  genetic  basis  for  pro- 
ducing aBd  maintaining  specific  varieties  and  hybrids  of  sexually-reproduced  crop 
plants  is  assured.  In  fact,  the  whole  scheme  of  varietal  certification  of  crop 
varieties  by  the  crop  improvement  associations  in  the  United  States  is  based 
on  the  accepted  assumption  that  varieties  and  hybrids  can  be  reproduced  on  a 
trueness-to-type  basis  and  can  breed  true  generation  after  generation. 

The  whole  science  of  applied  genetics,  as  applied  to  crop  breeding,  rests  on  the 
research  proven  results  of  many  years  that  varieties  can  be  developed  by  hy- 
bridization, introduction,  selection,  testing,  etc.  that  will  exhibit  certain  dis- 
tinctive desirable  features ;  and,  furthermore,  these  varieties  can  be  maintained 
through  sexually-reproduction  under  controlled  environmental  conditions  so  that 
they  breed  true  to  type  over  many  years. 

I  would  appreciate  it  if  you  would  file  a  copy  of  this  letter  with  the  Senate  Sub- 
committee holding  hearings  on  the  Plant  Patent  Act  amendments. 
Sincerely  yours, 

Robert  R.  Kalton,  Ph.  D., 
Crop  Breeding  and  Genetics  Renearch  Director. 

W.  R.  Grace  &  Co.,  Ruhy-Patrick  Seed  Division. 


FULBRIGHT,  CROOKER,  FrEEMAN,  BaTES  &  JaWORSKI, 

Houston,  Tex.,  March  1,  1968. 
Re.  Plant  patents. 
Mr.  John  I.  Sutherland, 

Executive  Vice  President,  American  Seed  Trade  Association, 
Washington,  D.G. 

Dear  John  :  Confirming  our  recent  telephone  conversation,  I  understand  that 
certain  testimony  was  given  by  an  agronomist  during  the  recent  Senate  hearings 
with  respect  to  broadening  the  Plant  Patent  Act  to  cover  sexually,  as  well  as 
asexually,  reproduced  plants.  In  particular,  one  issue  raised  concerned  whether 
broadening  the  plant  patent  statutes  would  lead  to  problems  with  regard  to 
proving  infringement  and  enforcement  of  the  patent  which  may  be  granted. 

I  foresee  no  particular  difficulty  with  regard  to  either  enforcement  or  infringe- 
ment if  the  plant  patent  statutes  are  broadened  to  include  sexually  reproduced 
plants.  It  must  be  remembered  that  a  plant  patent  is  a  patent  on  a  particular  plant 
which  is  completely  described  in  the  specification,  forming  part  of  the  patent.  In 
order  to  infringe  this  plant  patent,  it  would  be  necessary  that  the  plant  described 
be  reproduced,  without  license  or  authority.  Thus,  the  basic  issue  would  appear 
to  be  whether  the  plant  which  is  accused  of  being  the  infringing  plant  is  the 
same  plant  for  which  the  patent  was  granted. 

In  the  few  instances  in  which  plant  patents  have  been  involved  in  litigation,  one 
of  the  major  issues  discussed  has  been  access  by  the  infringer  to  the  patented 
plant.  For  example,  in  the  Rosebush  case  which  was  tried  in  Tyler,  Texas  (Arm- 
strong Nurseries,  Inc.  v.  Smith,  D.C.  E.D.  Tex.  1958,  120  USPQ  220)  the  evidence 
showed  that  there  was  no  doubt  that  the  infringer  had  utilized  the  patented 
stock  when  reproducing  the  infringing  plants.  Ordinarily,  it  would  seem  that 
such  would  be  the  case  in  the  statutes  were  broadened.  Access  is  one  of  the  major 
tests  of  derivation  in  copyright  actions. 

However,  assuming  that  it  is  impossible  to  show  access,  then  the  evidence  re- 
lating to  infringement  would  be  a  matter  for  experts,  just  as  experts  are  in- 
variably called  in  ordinary  patent  suits  involving  mechanical,  electrical,  or 
chemical  methods,  complex  chemical  compounds,  and  the  like.  For  example,  if  a 
particular  chemical  compound  is  alleged  to  infringe,  the  first  item  of  proof  by 
the  patentee  is  to  determine  identity.  Here,  recognized  experts  in  the  field  are 
called  by  the  respective  parties  to  represent  their  side  of  the  dispute  with  regard 
to  this  primary  issue.  I  would  envision  no  difference  in  the  situation  involving 
plant  patents,  and  there  are  a  great  number  of  experts  who  could  make  appro- 
priate laboratory  and  field  tests  of  two  different  plants,  to  determine  whether 
they  are,  in  fact,  the  same  plant. 

It  appears  that  there  are  a  number  of  scientific  tests  which  may  be  utilized  to 
determine  whether  two  plants  are  identical,  or  nearly  so  as  to  be  indLstingulsh- 
able,  and  these  include  not  only  such  simple  tests  as  growing  the  plants  and 
observing  their  various  characteristics,  but  also  making  a  genetic  or  chromosome 
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analysis,  as  well  as  other  physical  and  chemical  tests  which  fall  within  the 
province  of  a  skilled  botanist. 

Parenthetically,  it  might  be  noted  that  this  very  type  of  test  is  called  for  and 
routinely  administered  by  the  Department  of  Agriculture  under  the  Federal 
Seed  Act,  and  its  regulations.  In  fact,  one  of  the  important  facets  of  the  Federal 
Seed  Act  is  to  insure  that  the  same  plant  is  not  sold  under  a  variety  of  names, 
thus  preventing  fraud  on  potential  purchasers.  It  is  readily  seen  that  if  these 
tests  may  be  routinely  administered  by  the  Department  of  Agriculture,  other 
experts  may  be  found  in  private  industry  who  would  make  the  appropriate  tests 
and  give  testimony  in  a  private  infringement  action. 

I  further  understand  that  the  agronomist  testified  that  variations  exist  be- 
tween plants  of  a  given  variety.  This  is  similarly  true  of  many  mechanical 
devices  and  chemical  compounds  and  electrical  circuits,  in  that  there  are  enumer- 
able variations  in  the  various  varieties  of  chemicals,  when  compounded  vrith  im- 
purities, and  it  is,  in  fact,  these  variations  that  often  spell  out  the  success  and 
importance  of  particular  compounds.  It  would  be  anticipated  under  the  amended 
plant  patents  statutes,  just  as  under  the  present  plant  patent  statutes,  that 
particular  variations  might  be  patentable  over  existing  plants  because  of  the 
usefulness  of  this  particular  variation. 

To  summarize,  there  would  appear  to  be  no  more  problems  involved  in  en- 
forcement or  infringement  of  a  broadened  plant  patent  than  there  are  in  current 
plant  patents,  or  for  that  matter  ordinary  patents  of  invention. 

If  you  should  have  any  further  questions,  please  do  not  hesitate  to  call. 
Sincerely, 

Paul  L.  DeVebter  II. 

Senator  McClellan.  How  about  the  Department  of  Agriculture, 
what  is  its  position  on  this? 

Mr.  Sutherland.  While  I  cannot  speak  for  the  USDA,  we  have 
received  information  that  the  Department  of  Agriculture  would  op- 
pose this  amendment  on  technical  grounds. 

Senator  McClellan.  I  note  that  we  have  received  a  letter  from  the 
Chief  of  the  Division  of  Legislative  Eeporting,  Office  of  the  Budget 
and  Finance,  from  the  Department  of  Agriculture,  dated  January  30, 
advising  that  this  legislation  is  now  being  studied — speaking  particu- 
larly of  the  whole  bill,  I  presume. 

Mr.  Brennan.  Primarily  of  the  amendment. 

Senator  McClellan.  And  that  they  will  furnish  us  with  a  report  of 
their  views  as  soon  as  possible.  I  just  wondered  what  their  position 
was.  The  record  should  reflect  what  it  is.  We  will  get  a  report  from 
them  and  it  will  be  made  a  part  of  the  hearing  record. 

Thank  you  very  much,  gentlemen. 

The  next  witness  is  Dr.  John  Poehlman,  chairman  of  the  Depart- 
ment of  Agronomy,  University  of  Missouri. 

Dr.  Poehlman,  I  am  advised  that  you  have  no  prepared  statement. 
You  may  proceed. 

STATEMENT  OF  JOHN  M.  POEHLMAN,  PROFESSOR  OF  AGRONOMY, 
UNIVERSITY  OF  MISSOURI 

Mr.  Poehlman.  Mr.  Chairman  and  members  of  the  subcommittee, 
my  name  is  John  M.  Poehlman.  I  am  a  professor  of  agronomy  at  the 
University  of  Missouri  and  a  plant  breeder.  I  teach  courses  in  the 
breeding  of  field  crop  plants  and  conduct  research  in  the  breeding  of 
small  grains.  I  am  appearing  on  behalf  of  the  Missouri  Agricultural 
Experiment  Station  and  as  a  professional  plant  breeder. 

Patenting  sexually  reproduced  crop  varieties  in\'olves  several  com- 
plex questions  which  do  not  arise  with  the  patenting  of  asexually 
reproduced  crops. 
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It  is  my  purpose  here  to  point  out  what  some  of  these  problems 
are. 

The  variety  of  a  plant  that  is  asexually  reproduced  represents 
a  constant  and  stable  group  of  plants  that  does  not  change  over  time. 
Every  plant,  barring  mutants,  is  genetically  the  same. 

A  variety  of  a  normally  self-pollinated  crop  of  which  wheat  and 
soybeans  are  examples  may  range  from  a  single  true  breeding  genetic 
type  to  a  mixture  of  many  different  genetic  types.  The  proportions 
of  the  different  genetic  types  will  change  in  the  mixture  from  genera- 
tion to  generation.  The  extent  of  the  change  in  any  generation  will 
vary  with  the  environment  in  which  the  variety  is  grown.  Our  breed- 
ing practices  in  the  past  stressed  the  development  of  relatively  pure 
varieties  of  self-pollinated  crops  with  a  minimal  variation.  Current 
breeding  procedures  lean  toward  the  development  of  mixed  or  multi- 
line varieties  which  have  a  wide  range  in  variability. 

These  varieties  are  believed  to  have  wider  adaptation  and  better 
performance  over  a  period  of  years. 

A  variety  in  a  cross-pollinated  crop,  of  which  the  forage  grass  or 
alfalfa  or  cotton  are  examples,  has  infinitely  greater  range  of  vari- 
ability. Due  to  the  natural  cross-fertilization  and  the  subsequent 
segregation,  the  changes  that  occur  from  generation  to  generation 
are  more  dynamic  than  in  the  self-pollinated  crops.  This  is  part  of 
the  process  of  natural  adaptation. 

What  I  am  saying  is  a  variety  of  a  sexually  reproduced  crop  is 
not  an  exact  genetic  entity  which  remains  stable  over  many  years. 
A  variety  is  an  agronomic  unit.  It  represents  a  range  of  genetic  vari- 
abilities. It  is  described  by  (1)  its  morphological  features;  (2)  its 
agronomic  performance;  (3)  its  disease  and  insect  resistance,  and 
(4)   its  quality  characteristics. 

In  multiline  or  in  cross-pollinated  crops,  the  genetic  composition 
will  change  from  year  to  year,  so  that  a  variety  a  few  years  hence 
may  not  fit  the  description  under  which  it  was  patented.  This  is 
particularly  true  in  crops  like  alfalfa  where  the  seed  is  produced 
in  an  area  different  from  the  area  of  adai^tation. 

Who  then  is  to  describe  the  limits  of  variability  of  a  particular 
variety  of  a  sexually  reproduced  crop  to  which  a  patent  applies? 

Who  verifies  that  the  variety  meets  the  description  under  which 
it  is  being  patented? 

Verification  may  require  growing  under  different  environments, 
subjecting  the  variety  to  various  physiologic  races  of  the  different 
disease  organisms,  and  measuring  different  quality  components.  These 
are  expensive  and  time-consuming  procedures. 

Will  the  process  of  verifying  the  description  delay  the  release  of 
new  varieties? 

Will  the  description  fit  if  the  variety  is  grown  in  a  new  environment 
in  which  the  variety  reacts  differently? 

Will  breeders  freely  exchange  breeding  materials  as  in  the  past 
if  their  genetic  lines  are  subject  to  patenting  ? 

IMr.  Ingersoll  spoke  of  high  lysine  corn.  Would  this  have  had  the 
wide  distribution  throughout  the  world,  being  used  as  widely  as  it 
is  today  in  upgrading  the  nutritive  quality  of  corn  in  the  under- 
developed countries,  if  it  had  been  patented  ? 
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Will  upgradino-  of  a  variety  in  production  by  substitution  of  n6T\' 
lines  in  a  multiline  or  synthetic,  or  by  reselection  as  is  practiced  in 
line  breeding  in  cotton,  be  practiced  as  readily  if  this  practice  requires 
verifying  the  changes  and  obtaining  a  new  patent  for  the  upgrading 
variety  ? 

These  are  questions  that  should  be  studied  carefully  and  answered 
before  patenting  varieties  of  sexually  propagated  crops. 

It  is  my  judgment,  and  I  think  it  is  that  of  many  plant  breeders, 
that  concise  descriptions  cannot  be  given  for  most  varieties;  that  the 
range  of  variability  within  many  varieties  changes  from  generation 
to  generation:  that  verification  to  establish  identity  will  be  a  time- 
consuming  and  expensive  procedure;  that  the  release  of  new  varie- 
ties will  be  slowed  down;  and  that  there  will  be  a  suppression  of  the 
free  exchange  of  breeding  materials  between  plant  breeders  as  now 
practiced,  of  which  high  lysine  corn  is  an  example. 
Thank  you. 

Senator  McClellan.  You  say  that  you  are  a  professor  and  a  teacher 
of  agronomy  in  the  University  of  Missouri  and  a  plant  breeder.  Do 
yon  have  any  private  enterprise  ? 

Mv.  PoEiTLMAN.  No,  sir.  I  am  in  charge  of  the  breeding  of  wheat, 
oats,  and  barley  seeds. 

Senator  McClellan.  You  are  not  in  business,  except  as  a  salaried 
employee  ? 

Mr.PoEHLMAN.  Of  the  University  of  Missouri,  that  is  correct. 
Senator  McClellan.  It  appears  that  a  great  majority  of  those 
who  are  actually  in  the  business — in  the  competitive  field — desire 
this  protection  and  think  that  it  will  be  helpful  and  that  it  can  be 
administered  and  enforced.  As  I  understand  it,  you  disagree  with 
them? 

Mr.  PoEHLMAN.  I  have  tried  to  raise  some  questions  which  I  think 
need  to  have  careful  consideration  regarding  the  difficulty  that  would 
be  invohed  in  trying  to  administer  and  enforce  this  law. 

Senator  McClellan.  You  have  raised  some  very  good  questions. 
I  am  not  arguing  that.  What  I  am  concerned  about  and  wonder  is,  if 
they  have  given  study  and  consideration  to  these  hypothetical  ques- 
tions, which  may  be  very  material  questions  that  you  have  raised,  and 
concluded,  notwithstanding  the  questions,  that  the  amendment  can  be 
administered  and  enforced. 

Let  me  ask  you  another  question :  Is  there  a  considerable  investment 
of  time  and  expense  in  developing  these  new  seeds  and  new  products 
and  new  plants? 

Mr.  PoEHLMAN.  Yes,  there  has  been. 

Senator  McClellan.  You  represent  a  school,  a  financed  institution, 
and  you  are  not  spending  your  own  money  that  you  have  earned  in 
what  you  are  doing.  But  these  people  who  are  out  in  business  and  the 
world' of  competition  are  spending  their  own  money.  They  make  the 
contention,  as  you  have  heard,  that  there  is  a  lot  of  time  and  effort  and 
expense  involved  in  the  development  of  these  new  seeds  and  new 
species,  and  that  the  fellow  who  spends  the  money,  once  he  gets  his 
product  and  puts  it  on  the  market  as  a  seed,  loses  all  of  the  control, 
and  the  seed  is  reproduced  by  others  and  he  gets  nothing  from  it.  He 
may  have  improved  the  seed;  but  he  has  sustained  a  loss  from  which 
others  benefited.  What  do  you  say  to  that? 
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Mr.  PoEiiLMAX.  Certainly,  the  private  breeder  certainly  does  expend 
a  lot  of  time  in  developing  varieties,  such  as  the  high-lysine  corn  which 
has  been  mentioned.  They  have  built-in  protection  in  varieties  of  some 
crops  like  corn  hybrids  but  not  in  the  soybeans  that  Mr.  Xeeley  men- 
tioned. But  I  raise  the  question  of  how  they  might  enforce  such  an  act. 
Would  they  prevent  a  farmer  selling  these  soybeans  to  his  fellow 
farmer  for'seed?  Would  it  lead  to  his  neighbor  buying  them  for  feed 
and  them  planting  them? 

Senator  McClellan,  I  raised  the  same  question  a  while  ago.  To  me 
there  seems  to  be  a  great  injustice  for  the  man  who  goes  out  and  spends 
his  time  and  his  efforts  and  his  money  to  develop  it,  and  then  he  cannot 
get  the  benefit  of  that  sufficiently  even  to  cover  his  costs.  It  seems  to  me 
like  it  is  very  unfair,  as  the  proponents  have  pointed  out,  and  unless 
some  protection  is  given  it  will  soon  die  out.  Not  many  people  are  going 
to  continue  very  long  to  lose  money  that  others  might  profit,  in  this 
free-enterprise  system  of  ours.  That  is  the  thing  that  gives  me  a  little 
concern,  that  is,  the  enforcement  of  it.  I  think  there  is  a  lot  of  equity 
on  the  side  of  the  proponents  of  this  amendment.  I  do  not  know  how 
well  it  can  be  enforced.  There  may  be  some  other  results  that  would  not 
be  satisfactory,  as  you  say,  about  a  neighbor  selling  seeds  to  his  negh- 
bor  as  feed  and  the  neighbor  deciding  that  instead  of  feeding  them  he 
will  plant  them. 

Mr.  PoEHLMAX.  Yes,  sir ;  One  of  the  problems  I  attempted  to  bring 
out  was  this  case  about  alfalfa.  It  has  been  well  demonstrated  that  a 
synthetic  variety  of  alfalfa  that  was  developed  in  Nebraska  which  was 
taken  to  California  and  the  seed  grown  in  California,  when  the  seed  is 
brought  back  is  is  not  necessarily  the  same  seed  as  it  was  when  it  went 
out  because  of  the  genetic  changes  that  occurred. 

Senator  JMcClellax.  We  may  have  problems  of  enforcement,  as  I 
said.  As  I  see  the  issue  right  now,  there  is  a  great  deal  to  be  said  on  the 
sides  of  those  who  are  trying  to  improve  the  plant  or  the  crop  and 
perhaps  spend  a  lot  of  money  to  do  it,  and  then  cannot  even  recover 
the  cost.  I  do  not  know  whether  there  is  any  way  to  reach  it  or  not,  but 
if  there  is  a  proper  way  to  reach  it,  I  think  that  they  should  have 
protection. 

Thank  you  very  much. 

Do  you  have  any  c{uestions,  Senator  Fong  ? 

Senator  Fong.  I  have  no  questions.  I  am  sorry  that  I  was  not  here  to 
listen  to  your  statement,  but  I  will  read  it  later. 

Senator  McClellan.  Our  next  witness  is  Mr.  IMacdougall. 

Come  around,  jMr.  Macdougall. 

Identify  yourself  for  the  record. 

I  see  that  you  have  a  very  brief  statement.  You  have  my  permission 
to  read  it,  if  that  will  expedite  your  testunony, 

STATEMENT  OF  IVEE  C.  MACDOUGALL,  DIHECTOR,  LAW 
DEPARTMENT,  STAUPPER  CHEMICAL  CO. 

Mr.  Macdougall.  Mr.  Chairman  and  members  of  the  subcommittee, 
my  name  is  Iver  C.  Macdougall.  I  am  director  of  the  law  department 
of  Stauffer  Chemical  Co.,  a  major  producer  of  insecticides,  fungicides, 
weedkillers  and  other  chemicals  for  agriculture. 

My  purpose  here  today  is  to  call  your  attention  to  an  important 
practical  problem  which  faces  pesticide  manufactures  under  present 
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patent  law  and  to  urge  that  this  problem  be  remedied  by  the  inclusion 
of  appropriate  new  provisions  in  such  legislation  as  the  subcommittee 
may  recommend. 

The  sale,  distribution  and  use  of  pesticide  chemicals  in  interstate 
commerce  is  regulated  by  the  U.S.  Department  of  Agriculture  and  by 
the  Food  and  Drug  xA.dministration  acting  mider  authority  of  the 
Federal  Insecticide,  Fungicide  and  Rodenticide  Act,  commonly  known 
as  FIFRA,  and  under  certain  related  statutes.  A  product  cannot  be 
sold  for  pesticide  use  without  first  complying  with  the  requirements 
imposed  by  FIFRA  and  by  regulations  issued  thereimder.  Among 
other  things,  it  is  necessary  to  demonstrate  that  the  ])roduct  will  be 
effective  for  the  claimed  purposes  when  used  as  directed,  will  not  cause 
unintended  injury  to  useful  plants  or  animals,  will  not  leave  toxic 
residues  on  farm  produce  when  used  as  directed,  and,  in  the  case  of 
chemicals  for  use  on  food  or  forage  crops,  that  the  product  and  its 
degradation  products  are  not  carcinogens.  Compliance  with  these 
desirable  regulatory  standards  takes  time  and  costs  money.  Lots  of 
time  and  lots  of  money.  Based  on  present  regulatory  requirements, 
we  estimate  that  the  development  of  a  new  pesticide,  from  concept 
to  final  regulatory  clearance,  will  take  an  average  of  7  years  and 
cost  an  average  of  $5  million.  Sometimes  a  much  longer  test  period 
is  required.  We  have  one  product  on  which  the  patent  will  expire  in 
5  years  and  which  is  still  not  approved  for  commercial  sale. 

The  development  of  safe  and  more  sophisticated  pesticides  is  an 
essential  and  proper  response  to  increased  public  concern  over  en- 
vironmental health  and  ecological  stability.  It  is  therefore  important 
to  encourage  pesticide  producers  to  maintain  and  increase  their  efforts 
to  develop  such  new  products.  Efforts  and  risks  of  this  magnitude  will 
not  be  undertaken  unless  the  producer  can  look  forward  to  a  sub- 
stantial period  of  patent  protection  after  he  is  in  a  position  to  market 
his  product.  Under  present  patent  law,  the  substantial  time  spent 
in  meeting  FDA  and  USDA  requirements  is  time  irretrievably  lost  so 
far  as  patent  protection  is  concerned.  Once  the  patent  issues,  the  clock 
begins  to  tick,  and  delays  caused  by  the  compliance  procedure  operate 
to  reduce  the  effective  period  of  patent  protection.  As  standards  be- 
come more  stringent  and  products  become  more  sophisticated,  these 
delays  will  become  longer  and  the  period  for  protected  commerciali- 
zation will  become  shorter.  Thus,  under  present  law,  a  pesticide  man- 
ufacturer is  deprived  of  his  full  measure  of  patent  protection  and 
incentive  in  precisely  those  situations  where  the  law  ought  to  max- 
imize his  incentive  to  develop  new  and  safer  products. 

We,  therefore  believe  that  the  revised  patent  law  should  include  a 
provision  to  the  effect  that  when  the  only  substantial  commercial 
uses  of  a  patented  product  are  uses  regulated  by  Federal  law,  and 
when  commercialization  of  the  product  is  prohiluted  until  the  regu- 
latory requirements  are  met,  the  term  of  the  patent  should  be  extended 
by  a  period  of  time  equal  to  the  time  lost  in  complying  with  such  re- 
quirements. A  provision  of  this  nature  would  not  create  new  patent 
rights;  it  would  simply  preserve  the  full  measure  of  jiatent  rights 
which  would  be  available  to  a  producer  in  the  absence  of  other  Federal 
regulation.  Certainly  this  is  a  fair  and  equitable  objective. 

We  are  now  working  on  draft  provisions  which  will  express  this 
concept  in  specific  legislative  terms,  and  we  hope  to  find  a  congres- 
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sional  sponsor  or  sponsors  for  the  proposal.  Obviously,  the  measure 
must  include  suitable  safeguards  against  misuse,  but  we  are  confident 
that  a  practical  bill  can  be  developed. 

We  believe  that  this  concept  is  socially  desirable  in  order  to  en- 
courage the  continuing  development  of  safer  and  more  sophisticated 
pesticides,  and  we  urge  that  it  be  embodied  in  the  projected  revision 
of  our  patent  laws. 

Senator  McClellan.  You  are  in  the  process  of  preparing  an  amend- 
ment that  you  would  like  to  have  considered  ? 

]Mr.  MacDougal.  Yes,  sir.  I  am  not  here  today  to  take  a  position 
on  any  of  the  proposals  before  the  subcommittee. 

Senator  McClellan.  I  suggest  then  that  you  prepare  the  amend- 
ment that  you  think  would  serve  the  purposes  that  you  have  in  mind 
and  submit  it  with  a  letter  of  explanation  and  any  further  reasons 
why  you  think  it  should  be  adopted. 

I  sliall  direct  your  amendment  and  your  letter  be  printed  in  the  rec- 
ord immediately  following  your  testimony  here,  so  that  we  will  have 
the  benefit  of  it  later.  I  do  not  know,  but  someone  might  raise  the 
question  of  special  pleading,  that  you  get  an  extension  of  a  patent 
that  is  not  granted  to  other  inventors  and  discoverers.  That  would  be 
the  initial  objection  to  your  request,  of  course,  and  you  had  better  give 
some  answer  to  that.  Probably,  you  have  already  given  some  thought 
to  that.  I  think  that  would  be  the  initial  objection  of  various  people, 
before  the  committee  could  get  a  favorable  consideration  to  your  re- 
quest, that  would  have  to  be  considered.  I  am  not  discounting  the 
merits  of  it,  but  if  you  have  got  a  case,  make  it. 

Mr.  Macdougall.  There  is  a  precedent  for  this  type  of  thing  in 
the  provisions  of  the  Atomic  Energy  Act  which  provide  for  the  post- 
ponement of  the  patent  application. 

Senator  McClellan.  Thank  you  very  much,  Mr.  Macdougall. 

Senator  Fong  ? 

Senator  Fong.   Mr.  Macdougall,  may  I  ask  you  one  question? 

You  say  that  you  have  a  product  now  on  which  the  patent  will 
expire  in  5  years  ? 

Mr.  Macdougall.  Yes,  sir. 

Senator  Fong.  But  that  you  have  not  been  able  to  commercialize 
it? 

JSIr.  Macdougall.  No,  sir. 

Senator  Fong.  You  have  not  been  able  to  sell  any  of  it  ? 

jNIr.  Macdougall.  No,  sir;  we  have  not  yet  received  the  full  and 
complete  approval  of  the  regulatory  body.  I  hasten  to  say  that  it  is 
not  their  fault.  They  are  doing  their  job  of  protecting  the  public,  as 
they  should.  The  result  is  to  reduce  our  ability  to  profit  from  our 
investment. 

Senator  Fong.  Five  years  from  now,  what  will  be  the  state  of  your 
patent  then  ? 

Mr.  Macdugall.  We  would  have  nothing.  Everyone  else  could  come 
in  and  manufacture  the  same  product  and  take  full  knowledge  of  all 
of  the  research  time  and  effort  we  have  put  into  it.  We  would  have 
no  protection  commercially  speaking.  We  would  never  realize  any 
commerical  benefit  from  the  product. 

Senator  Fong.  This  is  the  problem  that  you  are  talking  about  here 
[indicating  statement]  ? 
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Mr.  Macdougall.  Yes,  sir. 

Senator  Foxg.  Thank  you. 

Senator  McClellan.  Thank  3^ou  very  much. 

(Tlie  proposals  referred  to  foiloAvs :) ' 

Text,   Summary,   and  Explanation  of  Proposed  Bill  Authorizing  Optional  [| 

Extension  of  Term  of  Patents  Relating  to  Certain  Regulated  Products 

(Submitted  by  Stauffer  Chemical  Co.,  New  York,  N.Y.,  Iver  C.  Macdougall, 
Director,  Law  Department,  February  23.  1968) 

purpose  and  premise 

In  a  statement  given  before  the  Subcommittee  on  Patents,  Trade-Marks  and 
Copyrights  of  the  Committee  on  the  .Judiciary  on  February  1,  1968,  we  pointed 
out  that  owners  of  patents  covering  products  whose  only  substantial  commercial 
use  is  in  a  field  of  commerce  regulated  by  Federal  law  are  effectively  deprived 
of  the  full  benefit  of  their  patent  whenever  the  regulatory  law  conipels  post- 
ponement of  commercialization  beyond  the  issue  date  of  the  patent.  This  inequity 
operates  to  reduce  the  patent  incentive  in  precisely  those  areas  of  commerce 
where  the  public  interest  demands  that  the  incentive  be  fully  maintained. 

We  therefore  suggested  that  the  patent  laws  should  include  a  provision  to 
the  effect  that  when  the  only  substantial  commercial  uses  of  a  patented  product 
are  uses  regulated  by  federal  law.  and  when  commercialization  of  the  product 
is  prohibited  until  the  regulatory  requirements  are  met,  the  term  of  the  patent 
should  be  extended  by  a  period  of  time  equal  to  the  time  lost  in  complying  with 
such  requirements. 

Although  simple  to  state,  this  principle  does  present  serious  (though  not  nec- 
essarily insurmountable)  problems  in  drafting  remedial  legislation.  What  is  a 
"substantial"  commercial  use?  Who  is  to  decide  whether  a  product  has  a  sub- 
stantial use  in  an  unregulated  field?  How  and  in  what  forum  are  said  questions 
to  be  answered?  To  what  extent  may  third  parties  challenge  such  findings,  and 
when? 

To  avoid  these  difficult  subjective  que.stions  and  at  the  same  time  remedy  the 
underlying  iuequiy  without  improper  enlargement  of  patent  rights,  an  alternative 
approach  seems  feasible  and  has  been  reflected  in  the  attached  draft  bill.  This 
approach  is  based  on  the  premise  that  if  a  patent  owner  believes  that  his  patent 
is  of  little  or  no  value  to  him  in  fields  out.side  the  regulated  field,  he  may  be  will- 
ing to  surrender  his  patent  rights  in  such  fields  in  exchange  for  an  extension  of 
the  patent  term  in  the  regulated  field  to  compensate  for  time  lost  in  the  regulatory 
process.  This  would  not  only  remedy  the  inequity  and  maintain  the  full  patent 
incentive,  but  would  have  the  added  social  advantage  of  opening  the  patent  to 
free  exploitation  by  third  parties  in  other  fields  far  earlier  than  would  otherwise 
be  possible. 

scope  of  application 

This  bill  would  apply  only  with  respect  to  patents  having  a  claim  or  claims 
reading  upon  a  composition  of  matter  having  possible  value  in  a  field  of  commerce 
regulate^d  by  an  agency  of  the  Federal  Government,  or  upon  the  use  of  a  product 
in  such  a  field,  or  upon  the  use  of  a  product  as  an  intermediate  in  the  manu- 
facture of  a  product  for  use  in  such  a  field.  [Paragraph  1(d)].  Furthermore, 
the  bill  would  apply  only  if  the  prior  approval  of  such  an  agency  is  an  e.^^sential 
precondition  to  the  lawful  commercial  manufacture,  .sale  and/or  use  of  such  a 
product  in  the  regulated  field.  [Paragraph  1(a)  ]. 

optional  limited  extension  of  patent  term 

This  bill  would  allow  a  patent  owner  (or  his  agent  or  licen.see)  to  apply  once 
and  once  only,  for  extension  of  the  patent  term  of  a  covered  patent  for  a  limited 
period  equal  to  the  time  actually  required,  after  issuance  of  the  patent,  to  obtain 
the  necessary  regulatory  pennission  for  general  commercial  sale  of  at  least  one 
product  covered  by  the  patent.  [Parngraph  2].  The  maximum  extension  for 
any  one  patent  would  be  five  years.  [Paragraphs  l(j)  (3)  and  4(a)]. 
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WAIVER  OF  PATENT  RIGHTS  IN  OTHER  FIELDS 

In  applying  for  such  an  extension,  the  applicant  would  expressly  and  irrevo- 
cably renounce  all  right  to  enforcement  of  the  patent  in  respect  of  any  activity 
other  than  the  manufacture,  use  and/or  sale  of  products  in  the  regulated  field  or 
intermediates  for  the  manufacture  of  such  products.  [Paragraph  4(b)].  Thus 
the  patented  inventions  would  be  opened  to  free  use  by  third  parties  in  all  other 
fields  of  commerce  in  exchange  for  a  limited  extension  of  the  patent  term  in  the 
regulated  field.  This  provision  operates  as  a  safeguard  against  deliberate  retarda- 
tion or  suppression  of  research  into  uses  for  the  invention  outside  the  regulated 
field. 

EXISTING    RIGHTS    PRESERVED     BUT    NOT    ENLARGED 

Since  the  period  of  extension  cannot  exceed  the  time  actually  required  to  obtain 
clearance  on  at  least  one  regulated  product  covered  by  the  patent,  the  bill  does 
not  operate  to  extend  the  commercially  useful  patent  term  beyond  the  term 
enjoyed  by  other  patentees.  It  merely  retsores,  up  to  a  maximum  of  five  years,  the 
time  lost  to  the  patent  owner  by  operation  of  the  regulatory  process  in  the  speci- 
fied field. 

SAFEGUARDS  AGAINST  MISUSE 

The  bill  requires  that  the  election  be  made  within  the  first  five  years  of  the 
patent  term.  [Paragraph  3(d)].  This  gives  the  patent  owner  a  reasonable  time 
within  which  to  decide  whether  or  not  to  apply  for  an  extension  and  therby  forego 
his  patent  rights  in  fields  other  than  the  regulated  field.  On  the  other  hand,  it  pre- 
vents unreasonable  delay  in  the  exercise  of  this  privilege. 

The  bill  also  includes  provisions  designed  to  encourage  diligent  pursuit  of 
regulatory  approval  of  at  least  one  patented  product  after  the  election  has  been 
made.  [Paragraph  5].  A  patent  owner  who  fails  to  exercise  due  diligence  risks 
loss  of  all  of  his  rights  under  the  patent  through  application  of  the  established 
doctrine  of  misuse. 

PROCEDURAL   PROVISIONS 

Finally,  the  bill  establishes  the  mandatory  steps  which  must  be  taken  in  order 
to  establish  the  election  and  procedures  for  the  necessary  notices  to  and  from 
the  Patent  Office  and  the  regulatory  agency,  as  well  as  notice  to  the  public. 
[Paragraph  3].  It  is  contemplated  that  these  procedures  would  be  supplemented 
by  detailed  administrative  regulations  not  inconsistent  with  the  provisions  of  the 
bill. 

Text  of  Proposed  Bill 

optional  extension  of  term  of  patents  rei^\ting  to  certain  regulated 

products 
1.  Definitions 
As  used  herein : 

(a)  "Regulated  Product"  shall  mean  any  composition  of  matter  or  formu- 
lation thereof,  the  manufacture,  use  and/or  sale  of  which  for  a  particular 
purpose  or  field  of  use  is  subject  to  control  by  any  agency  of  the  Fetleral 
government  and  which,  under  the  statutes  and/or  regulations  authorizing 
and  establishing  such  control,  may  not  be  shipped  in  interstate  commerce 
except  in  experimental  quantities  without  prior  approval  by  such  agency. 

(b)  "Relevant  Agency"  shall  be  the  agency  of  the  Federal  government 
charged  with  control  and  regulation  of  a  Regulated  Product  with  respect 
to  a  use  for  which  it  is  a  Regulated  Product. 

(c)  "Regulated  Field"  shall  mean  a  purpose  or  field  of  use  as  to  which 
the  approval  of  a  Relevant  Agency  is  required  prior  to  shipment  of  a  Regu- 
lated Product  in  interstate  commerce  for  such  purpose  or  in  such  field  of  use. 

(d)  "Subject  Patent"'  shall  mean  any  issued  and  unexpired  United  States 
patent  which  has  a  claim  or  claims  covering  a  novel  composition  of  matter 
which  may  be  useful  as  a  Regulated  Product  (whether  or  not  such  use  is 
mentioned  in  the  patent)  or  as  an  intermediate  for  the  manufacture  of  a 
Regulated  Product  (but  only  if  such  iise  is  mentioned  in  the  patent),  or 
which  has  a  claim  or  claims  covering  the  use  of  a  composition  of  matter 
as  a  Regulated  Product. 

(e)  "Patented  Product"  as  used  with  respect  to  a  particular  Subject 
Patent,  shall  mean  any  Regulated  Product  whose  composition  of  matter 
or  use  as  a  Regulated  Product  is  comprehended  by  a  claim  or  claims  of  such 
Subject  Patent. 
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(f)  "Application  for  CIcaratwe"  shall  mean  the  first  step  in  making  ap- 
plication to  the  Relevant  Agency  for  permission  to  ship  a  Regulated  Product 
in  interstate  commerce.  Each  Relevant  Agency  shall  establish  and  define 
such  step  by  appropriate  regulation. 

(g)  "Applicant"  shall  mean  the  person  who  files  an  Application  for  Clear- 
ance, provided  such  person,  on  tlie  date  of  such  tiling  or  on  the  later  date 
of  issuance  of  the  relevant  Subject  Patent,  is  either  the  registered  owner 
of  such  Subject  Patent  or  the  duly  authorized  agent  or  duly  authorized 
licensee  of  such  owner. 

(h)  "Notice  of  Application"  shall  mean  the  notice  by  the  Applicant  to 
the  Patent  OflSce  provided  in  subsection  3(a)  below. 

(i)  "Notice  of  Disposition"  shall  mean  the  notice  fi'om  the  Relevant 
Agency  to  the  Patent  Office  as  provided  in  subsection  ( j )  below. 

(j)  "Compliance  Period",  with  respect  to  a  particular  Subject  Patent, 
shall  mean  the  period  of  time  beginning  on  the  date  of  filing  of  the  first 
Notice  of  Application  with  respect  to  a  Patented  Product  and  ending  on 
the  first  to  occur  of  the  following  dates  : 

(1)  the  first  date  of  receipt  by  the  Patent  Office  of  a  Notice  of 
Disposition  from  the  Relevant  Agency  which  confirms  that  such  Pat- 
ented Product  or  any  other  Patented  Product  covered  by  such  Subject 
Patent  has  been  duly  approved  for  commercial  shipment  and  use  as 
a  Regulated  Product ; 

(2)  the  date  of  receipt  by  the  Patent  Office  of  a  Notice  of  Disposi- 
tion from  the  Relevant  Agency  which  confirms  that  all  Applications 
for  Clearance  with  respect  to  Patented  Products  covered  by  such 
Subject  Patent  have  been  formally  withdrawn  and  have  not  b€en 
refiled  within  30  days  after  such  withdrawl ; 

(3)  the  5th  anniversary  of  the  date  of  filing  of  such  Notice  of 
Application. 

The  Relevant  Agency  shall  be  responsible  for  the  prompt  transmission 
of  Notices  of  Disposition  to  the  Patent  Office  as  provided  above.  On  receipt 
of  such  notice,  the  Patent  Office  shall  cause  the  date  and  fact  of  receipt 
to  be  recorded  in  the  file  wrapper  of  the  Subject  Patent  and  published  in 
the  Official  Gazette.  The  Notice  of  Disposition  shall  become  a  part  of  the 
file  of  the  Subject  Patent  to  which  it  relates. 

2.  Election  to  extend  term  of  subject  patent 

The  registered  owner  of  a  Subject  Patent  or  his  duly  authorized  agent  or 
licensee  may  elect  to  apply  for  an  extension  of  the  term  of  such  patent  in 
accordance  with  the  procedures  and  subject  to  the  conditions  herein  set  forth. 
Such  election  may  be  made  once  and  only  once  with  respect  to  a  particular 
Subject  Patent  or  reissue  thereof,  and  in  only  one  Regulated  Field,  and  shall 
be  irrevocable  and  binding  upon  the  Applicant  and  all  parties  then  or  there- 
after having  any  interest  in  such  patent. 

3.  Procedure  for  election  and  notice  of  election 

An  Applicant  who  desires  to  apply  for  extension  of  the  term  of  a  Subject 
Patent  shall  proceed  as  follows  : 

(a)  The  Applicant  shall  file  with  the  Patent  Office  a  Notice  of  Applica- 
tion, supported  by  affidavi*-  and  in  such  form  as  the  Patent  Office  may 
require,  setting  forth : 

( 1 )  the  number  and  date  of  issuance  of  the  Subject  Patent ; 

(2)  the  name  and  address  of  the  Applicant  and,  if  Applicant  is 
not  the  registered  owner,  proof  of  his  authority  in  the  premises : 

(3)  the  name  of  the  Relevant  Agency  with  which  the  Application 
for  Clearance  has  been  filed  and  the  Relevant  Field  in  which  the 
election  is  being  exercised. 

(4)  a  description,  including  chemical  name  if  known,  of  each 
Patented  Product  or  Products  to  which  such  Application  for  Clearance 
relates;  provided,  that  in  the  case  of  a  Patented  Product  which  is  or 
may  be  useful  in  varying  formulations  or  dilutions,  it  shall  not  be 
necessary  to  describe  each  or  every  such  formulation  or  dilution. 

(h)  Such  Notice  of  Application  shall  be  filed  with  the  Patent  Office  within 
10  days  after  the  fir.st  to  occur  of  the  following  dates  : 

(1)  the  date  of  filing  of  the  first  Application  for  Clearance  with 
respect  to  a  Patented  Product  covered  by  a  claim  or  claims  of  the 
Subject  Patent : 
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(2)  the  fifth  anniversary  of  the  date  or  original  issuance  of  the 
Subject  Patent ; 

(3)  the  date  of  original  issuance  of  the  Subject  Patent,  provided 
such  date  is  subsequent  to  the  date  of  filing  of  the  first  Application 
for  Clearance  with  respect  to  a  Patented  Product  covered  by  the  claims 
of  such  patent. 

No  Notice  of  application  shall  be  timely  or  effective  for  any  purpose 
unless  filed  within  the  applicable  period  specified  herein. 

(c)  Within  the  same  10  day  period  the  Applicant  shall  file  with  the 
Relevant  Agency  a  true  and  complete  copy  of  such  Notice  of  Application. 

(d)  On  receipt  of  .such  Notice  of  Application,  the  Patent  OflSce  shall 
promptly  cause  the  date  and  fact  of  receipt  to  be  recorded  in  the  file 
wrapper  of  the  Subject  Patent  and  published  in  the  Oflacial  Gazette.  Such 
publication  shall  operate  as  notice  to  all  persons  that  the  term  of  the 
Subject  Patent  will  be  extended  as  herein  provided  and  that  the  Applicant 
has  irrevocably  consented  to  the  conditions  of  extension  set  forth  in  Section 
4  hereof.  The  Notice  of  Application  shall  become  a  part  of  the  file  of  the 
Subject  Patent  to  which  it  relates. 

Jf.  Effect  of  election 

Upon  timely  filing  of  an  effective  Notice  of  Application  as  herein  provided : 

(a)  the  term  of  the  Subject  Patent  to  which  .such  Notice  relates  shall 
be  extended  beyond  the  term  specified  in  Section  154  of  Chapter  14  of 
Titfe  35,  United  States  Code  by  a  period  of  time  equal  to  the  Compliance 
Period,  but  only  insofar  as  such  patent  may  relate  to  the  manufacture, 
use  and/or  sale  of  Patented  Products  in  the  Regulated  Field  specified  in 
the  Notice  of  Application  ;  and 

(b)  The  Applicant,  by  his  election  hereunder  and  for  himself,  his  suc- 
cessors and  assigns,  waives  and  surrenders  any  and  all  rights  as  against  any 
person  to  assert  any  claim  or  claims  of  such  Subject  Patent  in  respect  of 
any  activity  other  than  the  manufacture,  use  and/or  .shipment  of  Patented 
Products  in  such  Regulated  Field.  Such  waiver  shall  not  be  affected  by  the 
action  taken  by  the  Relevant  Agency  in  respect  of  the  Application  for 
Clearance. 

5.  Misuse  of  compliance  period 

(a)  An  Applicant  shall  be  under  an  affirmative  duty  diligently  to  pursue  each 
and  every  Application  for  Registration  as  to  which  a  Notice  of  Application  has 
been  filed  hereiuider  until  at  least  one  Patented  Product  has  been  duly  approved 
for  commercial  manufacture,  use  and/or  sale  in  the  Regulated  Field  or  until  all 
such  Applications  for  Registration  have  been  discontinued  by  written  notice  to 
the  Relevant  Agency. 

(b)  If  the  Relevant  Agency  has  reason  to  believe  that  an  Applicant  is  not 
fulfilling  such  duty,  it  may  deliver  to  such  Applicant  a  notice  to  this  effect,  where- 
upon the  Applicant  shall  be  required  to  submit  appropriate  proof  that  he  has 
in  fact  exercised  due  diligence  as  herein  required.  If  such  agency  determines 
that  such  proof  is  inadequate,  it  shall  issue  formal  findings  to  such  effect  and 
shall  thereupon  notify  the  Patent  Office  of  such  findings. 

(c)  Receipt  of  such  findings  by  the  Patent  Office  shall  fortliwith  be  entered 
in  the  file  wrapper  of  such  Subject  Patent  and  published  in  the  Ofiicial  Gazette, 
and  .shall  constitute  presumptive  evidence  of  the  misuse  of  such  patent  unless 
and  until  such  findings  are  reversed  by  a  Court  of  competent  jurisdiction. 

(d)  Proceedings  by  the  Relevant  Agency  pursuant  to  Section  5(b)  shall  be 
conducted  under  such  rules  and  regulations  as  such  agency  shall  deem  appropri- 
ate and  in  compliance  with  the  Administrative  Procedure  Act.  Findings  adverse 
to  an  Applicant  shall  be  subject  to  appeal  as  provided  in  said  Act. 

Senator  McClellan.  "Who  is  the  next  witness  ? 
]Mr.  Brexxan.  Mr.  Bean  is  the  next  witness. 
Senator  McClellan.  Mr.  Bean,  please  identify  yourself,  for  the 
record  and  then  indicate  who  voiir  associate  is. 
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STATEMENT  OF  ERNEST  K.  BEAN,  DIRECTOR  AND  PAST  PRESIDENT, 
THE  CLEVELAND  PATENT  LAW  ASSOCIATION,  ACCOMPANIED  BY 
JOHN  F.  PEARNE,  PRESIDENT,  THE  CLEVELAND  PATENT  LAW 
ASSOCIATION 

Mr.  Bean.  Mr.  Chairman  and  members  of  the  subcommittee,  my 
name  is  Ernest  K.  Bean.  I  am  general  patent  counsel  for  the  B.  F. 
Goodrich  Co.  of  Akron,  Ohio ;  and  I  appear  here  for  the  Cleveland 
Patent  Law  Association  of  which  I  am  the  immediate  past  president, 
and  with  me  is  Mr.  John  F.  Pearne,  a  patent  lawyer  in  Cleveland.  He 
is  the  current  president  of  the  Cleveland  Patent  Law  Association. 

Senator  McClellan.  Very  well,  I  see  that  you  have  quite  a  lengthy 
statement. 

Mr.  Bean.  Yes,  sir ;  we  do. 

Senator  McCelellan.  Is  there  any  prospect  of  having  it  printed  in 
the  record  and  letting  you  highlight  it? 

Mr.  Bean.  I  would  request  that  it  be  printed  in  the  record  in  full, 
together  with  the  appendix  and  supplements. 

I  will  not  read  the  prepared  statement.  I  will  make  a  few  com- 
ments, highlighting  the  statement. 

Senator  McClellan.  The  statement  will  be  received  and  printed 
in  the  record. 

Mr.  Bean.  The  Cleveland  Patent  Law  Association  is  an  organiza- 
tion of  about  250  lawyers  of  northeastern  Ohio.  About  one-half  of  us 
are  engaged  in  corporate  patent  practice ;  the  other  one-half  in  private 
practice.  Our  clients  range  all  the  way  from  individual  inventors  to 
medium-sized  corporations,  large  corporations,  worldwide  corpora- 
tions. 

We  have  thoroughly  studied  the  patent  system  since  the  President  s 
Commission  made  its  report  a  year  ago. 

We  have  studied  in  cooperation  with  other  members  of  the  National 
Council  of  Patent  Law  Associations,  and  we  have  submitted  our  views 
to  the  patent  bar,  generally. 

My  remarks  today  will  be  brief  and  in  two  parts. 

The  first  part  consists  of  some  general  comments  on  the  pending 
legislation.  These  remarks  are  made  in  the  light  of  the  happenings 
in  the  last  2  weeks. 

The  other  part  of  my  remarks  will  present  a  specific  proposal  or 
amendment  which  we  believe  has  not  been  presented  by  anyone  else 
here  at  these  hearings. 

In  the  first  part  of  my  remarks  I  would  emphasize  that  the 
Cleveland  Patent  Law  Association  endorses  in  principle  S.  2597,  the 
Dirksen  bill.  We  have  studied  all  of  the  bills  and  we  are  in  favor  of 
this  one.  We  are  in  favor  of  it,  primarily,  for  three  reasons : 

First,  it  preserves  the  essential  parts  of  the  American  patent  system, 
the  system  of  rewarding  the  first  and  diligent  inventor  in  return  for 
a  full  and  complete  disclosure  of  his  invention  to  the  public. 

Wo  are,  secondly,  in  favor  of  the  Dirksen  bill,  because,  in  our  view, 
it  strengthens  the  incentives  at  a  time  when  strengthening  is  needed. 
There  are  figures  which  indicate  that  the  number  of  patents  issued 
to  Americans  in  proportion  to  population  have  declined  considerably 
in  the  last  35  years. 
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Senator  McClellan.  Would  that  be  (rue  in  view  of  the  many  innova- 
tions in  technology?  Why  would  that  be  true? 

Mr.  Bean.  I  think  many  innovations  in  technology — many  improve- 
ments— are  not  being  processed  tliroug-h  the  patent  system.  I  do  not 
say  that  Ave  have  not  made  many  technological  advances,  but  I  think 
that  there  are  many  things  that  are  of  doubtful  patentability  which 
are  not  being  made  the  subject  of  patent  applications. 

Senator  McClellan.  How  do  they  get  protection,  then  ? 

Mr,  Bean.  I  beg  your  pardon  ? 

Senator  McClellan,  How  does  the  inventor  get  protection,  then? 

Mr,  Bean,  He  has  protection  only  in  two  areas.  First,  he  can  rely  on 
whatever  benefits  there  ai-e  in  the  law  of  trade  secrets. 

Second,  the  headstart — that  his  improvement  in  and  of  itself  gives — 
is  sufficient  to  adopt  it  without  the  incentive  of  the  long-term  grant 
of  a  patent. 

Senator  JSIcClellan,  Teclmology  is  moving  so  fast  that  he  feels 
he  can  recoup  ? 

Mr.  Bean,  Yes,  sir. 

Senator  McClellan,  The  advantages  are  simply  speeding  up  the 
marketing  of  it  ? 

Mr.  Bean.  Yes,  sir,  and  having  his  temporary  headstart,  as  we  call  it. 

Senator  ]McClellan.  All  right.  I  was  interested  in  that. 

That  is  an  interesting  thought, 

Mr,  Bean,  We  think  that  S,  2597  strengthens  the  incentives  in 
three  ways.  Section  263,  which  is  recommendation  XXII  of  the 
President's  Commission,  entitled  "Transferable  Nature  of  Patent 
Rights,-'  involves  a  codification  of  "misuse  of  patents*'  under  the  law, 
but  prevents  any  further  developments  of  the  law  so  as  to  make  certain 
practices  now  considered  proper,  per  se,  violations. 

Secondly,  S.  2597,  in  section  100(g)  contains  a  definition  of  what 
is  useful  to  be  entitled  to  a  patent.  We  think  that  this  is  particularly 
appropriate  at  this  time  and  a  needed  incentive-oriented  provision. 

Third,  S.  2597  has  a  provision  whereby  a  process  patent  can  be 
used  to  prevent  importation  of  a  product  made  abroad  by  the  patented 
process. 

The  third  reason  we  favor  S.  2597  is  because,  in  our  view,  it  is  the 
most  balanced  approach  to  fulfilling  the  other  purposes  for  which 
revision  is  desired.  In  our  words,  we  would  state  these  purposes  as 
making  the  system  work  more  promptly,  not  more  expensively,  and 
more  certainly. 

Promptness  is  brought  about  by  promptness  on  the  part  of  both 
the  applicant  and  the  Patent  Office.  The  provision  for  a  patent  term 
extendmg  20  years  from  its  filing  date  is  a  strong  incentive  for  the 
applicant  to  be  prompt. 

In  the  Patent  Office  administrative  changes  have  speeded  up  the 
processing  and  examination  of  patent  applications.  We,  therefore, 
think  that  promptness,  except  for  the  interference  problem,  is  pretty 
well  under  control  if  S.  2597  were  enacted. 

We  believe  that  both  the  administration  and  the  bar  have  now 
agreed  to  preserve  the  incentives  of  the  U.S.  system;  however,  there 
is  still  some  disagreement  as  to  how  to  go  about  achieving  promptness 
in  disclosure  to  the  public,  particularly  in  cases  where  rival  claimants 
are  vieing  for  a  patent  on  the  same  invention.  There  have  been  various 
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proposals  for  solving  the  delay  due  to  interference  procedures.  There 
has  been  the  proposal  of  the  Houston  Association  and  the  proposal 
embodied  in  S.  2597.  We,  in  Cleveland,  also  had  a  proposal  which 
would  grant  the  patent  as  soon  as  possible  to  the  first  to  apply  and 
then  permit  the  first  inventor  to  contest  the  patent  through  a  simplified 
proceeding  in  the  Patent  Office  and,  later  on  if  he  desired,  in  court. 

Events  of  the  past  few  days  have  brought  forth  what  is  called  by 
some  a  "modified  first-to-file"  system  and  by  others  a  "modified  first- 
to-invent"  system.  We,  the  Cleveland  Association,  take  no  position 
at  this  time  on  this  proposal,  because  we  have  not  seen  it  in  statutory 
form,  and  we  have  not  been  able  to  study  it.  However,  I  would  like  to 
raise  the  question  of  whether  this  proposal  would  destroy  the  defense 
of  prior  invention.  If  it  would  destroy  the  defense  of  prior  invention, 
we  believe  that  it  would  have  an  adverse  effect  on  promptness,  in  that 
many  possible  inventions  on  which  applications  are  not  now  being- 
filed  will  have  to  be  fiJed. 

The  statements  made  in  connection  with  the  "modified  first-to-file" 
system  say  that  it  is  necessary  in  order  to  get  people  to  enter  the  patent 
system.  We  hold  that  it  is  also  important  that  an  imiovator  or  improver 
not  be  required  to  enter  the  patent  system. 

There  has  been  an  estimate  that  some  50,000  possible  patent  appli- 
cations per  year  are  not  being  filed  for  one  reason  or  other.  If  all  of 
these  were  filed  the  work  of  the  Patent  Office  would  increase  immensely 
and  this  would  defeat  the  desirable  promptness  in  the  functioning  of 
the  patent  system. 

We  favor  all  proposals  in  S.  2597  which  would  simplify  the  patent 
system  and  thereby  make  it  no  more  expensive. 

We  believe  that  the  matter  of  the  Patent  Office  fees  should  be  kept 
in  the  hands  of  the  Congress  rather  than  delegated  to  the  Commission. 

We  favor  simplification  in  filing  procedures. 

We  also  favor  provisions  which  truly  make  a  patent  grant  more 
certain,  or,  as  it  is  said  by  some,  make  patents  of  better  "quality  and 
reliability." 

In  this  connection,  it  seems  that  many  of  these  proposals  are  brought 
forward  on  the  idea  that  if  the  Patent  Office  could  grant  only  those 
patents  which  are  sure  to  be  sustained  by  the  courts,  then  the  quality 
would  be  increased,  and  the  much  discussed  difference  in  "standards  of 
invention"  between  the  Patent  Office  and  the  courts  would  be  elimi- 
nated. 

We  think  that  this  overlooks  the  application  of  one  of  the  tests  of 
patentability.  One  of  the  tests  under  our  law  is  the  absence  of  "ob- 
viousness," and  the  question  of  "obviousness"  is  one  on  which  reason- 
able minds  can  reach  different  conclusions.  We  think  it  is  the  function 
of  the  courts  to  decide  borderline  cases.  If  the  Patent  Office  granted 
only  those  patents  where  reasonable  minds  would  not  reach  different 
conclusions  as  to  the  issue  of  "obviousness,"  it  would  mean,  in  our 
view,  that  the  Patent  Office  would,  in  fact,  be  aj^plying  a  different  and 
higher  standard  than  the  standard  being  applied  by  the  courts. 

In  the  two  recent  cases  in  which  two  patents  were  held  invalid  by 
the  Supreme  Court,  if  you  count  up  the  number  of  judges  through  the 
process  of  litigation  who  passed  on  these  two  patents,  the  score  was  11 
who  thought  they  were  invalid  and  nine  who  thought  they  were  valid. 
If  you  add  the  two  examiners  who  granted  the  patents  it  becomes  11 
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to  11.  We,  therefore,  do  not  feel  that  there  is  any  necessity  for  a  change 
in  the  law  with  regard  to  the  "presumption  of  correctness"  of  the  Pat- 
ent Office  or  with  respect  to  the  applicant  having  the  "burden  of 
persuasion." 

We  support  S.  2597  because  it  does  not  contain  these  provisions. 

We  do,  however,  feel  that  there  is  a  way — a  very  simple,  easy  way, 
to  improve  the  certainty  of  patents,  so  that  the  public  will  not  be  misled 
into  thinking  a  patent  is  stronger  or  weaker  than  it  really  is,  and  so 
that  the  patentee  will  not  be  mislead  to  think  that  his  patent  is  stronger 
or  weaker  than  it  is. 

Our  proposal  is  simple.  We  propose  that  the  file  of  a  patent  be  kept 
open  throughout  the  term  of  the  patent  for  the  citation  by  any  mem- 
ber of  the  public  of  patents  and  publications  which  may  bear  on  the 
patent's  validity. 

S.  2597,  in  sections  136  (a),  (b),  and  (c)  provides  for  citation  of 
patents  and  publications  after  allowance,  which  is  followed  by  publi- 
cation, and  then  there  is  a  3-  to  6-month  period  in  which  any  member 
of  the  public  can  cite  to  the  Patent  Office  any  patents  and  publications 
which  may  affect  the  patentability,  and  the  Office  can  then  take  a  fur- 
ther look,  reexamine,  and  either  grant  the  patent  or  refuse  to  grant 
the  patent  on  the  ground  that  there  is  some  new  information  brought 
forward  by  a  member  of  the  public.  We  support  this  provision.  We 
think  it  is  a  good  thing.  However,  we  think  it  does  not  go  far  enough. 
We  do  not  believe  that  the  whole  matter  should  end  at  the  time  of  the 
grant.  We  think  that  in  many  cases  people  are  not  interested  in  doing 
an  independent  search  in  this  3-  to  6-month  period.  Later  on,  when 
they  become  more  interested  in  the  invention,  they  will  undertake  a 
search.  We  think  that  mistakes  will  always  be  made  m  searching. 

There  may  be  pertinent  patents  and  publications  which  exist  which 
are  not  found,  and  if  they  are  not  found  until  after  the  grant  of  the 
patent,  we  think  that  any  member  of  the  public  should  be  able  to  call 
the  patent  or  publication  to  the  attention  of  the  public  by  citing  it  to 
the  file  of  the  patent. 

Our  proposal  is  somewhat  analogous  to  the  citation  of  liens  against 
Torren's  certificates  of  real  estate.  We  would  keep  the  file  of  the  patent 
open  at  all  times  so  that  pertinent  patent  and  publications  could  be 
made  of  record. 

The  appendix  to  our  statement  contains  a  detailed  statutory  pro- 
vision as  to  exactly  how  it  would  be  done.  It  would  be  voluntary, 
analogous  to  section  136(f),  I  believe  of  S.  2597.  However,  we  would 
also  amend  section  285  of  S.  2597  which  deals  with  attorney  fees  to 
actually  encourage  the  citation  of  patents  and  publications  for  the 
record,  and  to  encourage  the  patentee,  when  they  are  cited,  to  take 
advantage  of  the  reissue  and  disclaimer  statutes  to  correct  his  patent, 
by  reissning  it  or  by  disclaiming  certain  claims. 

This  incentive  to  reissue  or  disclaim  and  strengthen  his  patent  and 
the  incentive  to  come  forward  with  pertinent  patents  and  publications 
is  brought  about  by  changing  section  285  dealing  with  attorney  fees, 
to  say  that  a  party  to  a  civil  action,  when  a  patent  gets  to  court,  who 
prevails  in  an  assertion  of  invalidity  because  of  patents  or  publications 
cited  on  the  record  of  the  patent  before  the  commencement  of  the  ac- 
tion may  be  entitled  to  an  award  of  reasonable  attorney  fees  in  the 
absence  of  timely  restriction ;  that  is,  by  reissue  or  disclaimer  on  the 
part  of  the  paitentee. 

S6-218— 68— pt.  2 20 


684 

We  thank  that  our  projjosal  works  to  tlie  benefit  of  the  public;  we 
think  it  works  to  the  benefit  of  the  Patent  Office.  No  more  workload 
is  put  upon  the  Patent  Office.  It  serves  as  a  sort  of  a  quality  check  to 
the  examination  they  have  been  making.  It  may  help  them  in  classi- 
fication, and  so  forth.  It  is  beneficial  to  the  patentee,  in  that  it  enables 
him  to  strength  in  his  patent,  if  there  is  something  pertinent  in  the 
prior  patents  and  publications  which  he  does  not  know  about.  We  think 
that  it  is  a  simple  proposal,  one  that  does  not  add  expense  or  add  com- 
plicated procedures,  and  "udiich  will  make  things  move  more  promptly 
and  more  certainly,  and  without  increasing  expenses.  We  recommend 
it  to  the  attention  of  the  subcommittee  in  dealing  with  the  revision  of 
the  patent  law. 

Mr.  Chairman,  that  is  about  all  I  have  to  say.  Thank  you. 

Maybe  Mr.  Peanie  would  like  to  add  a  word. 

Senator  McClellan.  Thank  you  very  much. 

Mr.  Pearne,  we  will  now  hear  from  you. 

STATEMENT  OF  JOHN  F.  PEARNE,  PRESIDENT,  THE  CLEVELAND 
PATENT  LAW  ASSOCIATION 

Mr.  Pearne.  I  think  that  Mr.  Bean  has  adequately  covered  the 
matters  upon  which  we  feel  authorized  to  speak  on  behalf  of  the 
Cleveland  Patent  Law  Association  which  we  represent  here  today. 
However,  if  I  may  make  a  suggestion  for  consideration  by  the  subcom- 
mittee, with  the  understanding  that  it  is  not  one  that  our  association 
has  yet  considered,  I  would  like  to  do  so. 

Senator  McClellan.  You  may  submit  a  personal  comment  and 
recommendation. 

Mr.  Pe AKNE.  This  is  prompted  by  recent  developments  in  which  the 
Patent  Office  and  others  in  the  administration  have  indicated  a  desire 
to  back  away  from  the  strict  "first-to-file"  process  in  determining  the 
right  to  a  patent,  and  are  suggesting  that  the  patent  should  be  awarded 
to  the  first  inventor,  but  that  a  junior  or  second  applicant  should  be 
limited  arbitrarily  in  some  manner  by  placing  a  time  limitation  on 
how  far  back  of  his  filing  date  he  may  go  in  proving  his  prior 
invention. 

It  seems  to  me  that  any  such  arbitrary  limitation,  after  once  recog- 
nizing the  importance  of  awarding  a  patent  to  the  first  inventor,  tends 
to  proceed  by  legislation  to  make  it  impossible  in  cases  which  may  be 
of  the  greatest  importance  for  the  patent  to  be  awarded  to  the  first 
inventor.  It  makes  it  possible  for  one  who  has  made  little  contribution 
to  making  a  truly  useful  end  product  available  to  the  public,  to  hurry 
into  the  Patent  Office  with  a  patent  application  and  to  win  the  right 
to  a  patent  over  the  man  who  has  diligently  sought  to  carry  the  incen- 
tive idea  forward  through  the  form  of  practicality  in  industry.  I 
would,  therefore,  like  to  suggest  that  it  may  be  of  the  greatest  impor- 
tance, in  view  of  these  recent  time  limitations,  to  give  serious  consider- 
ation to  requiring  diligence  in  making  the  invention  available  to  the 
public  in  useful  form  as  a  requirement  for  carrving  a  date  of  invention 
back  in  time,  but  to  permit  this  to  be  done  without  limitation  where 
there  has  been  such  cliligence.  And  it  might  be  usefid  in  that  connec- 
tion to  provide  that  a  lack  of  diligence  for  a  period  of,  say,  1  year 
in  attempting  to  perfect  the  invention  for  actual  use  by  the  public 
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should  be  prima  facie  abandonment  of  the  right  to  it,  recognizing,  as 
I  believe  we  all  do,  that  one  should  also  have  the  right,  after  making  an 
invention,  to  continue  using  it  without  applying  for  the  benefits  of 
patent. 

It  should  also  be  recognized,  of  course,  that  one  ^vho  is  not  seeking 
a  patent  should  not  be  limited  in  any  manner  in  proving  his  prior 
invention  for  the  purposes  of  securing  his  continuous  right  to  use  that 
which  he  first  invented. 

I  thank  you  very  much. 

Senator  McClellan.  Thank  you,  gentlemen. 

(The  prepared  statement  submitted  on  behalf  of  the  Cleveland 
Patent  Law  Association  follows :) 

Statement  by  Ernest  K.  Bean,  on  Behalf  of  the  Cleveland  Patent  Law 
Association,  Re^^ating  to  Patent  Law  Revision 

Mr.  Chairman  and  members  of  the  Subcommittee,  by  name  is  Ernest  K.  Bean. 
I  am  General  Patent  Counsel  for  The  B.  F.  Goodrich  Company  of  Akron,  Ohio. 
I  appear  before  this  Subcommittee  today  on  behalf  of  The  Cleveland  Patent  Law 
Association  as  its  immediate  Past-President  in  accordance  with  a  request  dated 
August  2,  1967  to  the  Chairman  from  our  current  President,  Mr.  John  F.  Pearne. 
We  are  sincerely  grateful  that  the  Committee  has  scheduled  us  to  be  heard. 

The  Cleveland  Patent  Law  Association  includes  about  250  lawyers  of  North- 
eastern Ohio,  about  half  of  whom  are  engaged  in  private  practice  specializing 
in  the  law  of  patents  and  the  other  half  employed  as  house  Patent  Counsel 
for  major  corporations  in  that  area. 

In  the  first  half  of  1967  our  Association  thoroughly  studied  the  Report  of  the 
President's  Commission  on  the  Patent  System  and  the  proposed  legislation 
( S.  1042  and  HR  .5924)  which  had  then  been  introduced  in  Congress.  We  embodied 
our  views  in  a  document  which  was  widely  distributed  and  well-received  by 
the  Patent  Bar  and  other  persons  interested  in  the  Patent  System.  This  document 
and  a  supporting  "Appendix"  accompanied  our  August  2  letter  to  the  Subcom- 
mittee Chairman,  and  we  hereby  renew  our  request  that  the  document,  without 
the  "Appendix",  be  included  in  the  record  of  these  Hearings.  For  the  convenience 
of  the  Subcommittee,  a  copy  of  this  document  is  attached  as  a  "Supplement" 
to  each  of  the  copies  of  this  Statement. 

My  present  comments  are  in  the  light  of  more  recent  developments  and  are 
divided  into  two  parts.  Part  1  is  an  overall  summary  of  the  views  of  the  Cleve- 
land Association  reflecting  study  of  S.  2597,  the  Bill  introduced  by  Senator 
Dirksen  and  generally  supported  by  the  American  Bar  Association.  Part  2  pre- 
sents a  specific  proposal  which  we  believe  will  be  helpful  to  the  Subcommittee  in 
its  consideration  of  patent  law  revision. 

The  comments  under  both  parts  are  made  with  knowledge  of  the  views  of  the 
Department  of  Commerce  presented  to  the  American  Patent  Law  Association 
at  its  meeting  here  in  Washington  on  January  24, 1968. 

PART  1 — SUMMABY  OF  POSITION  GENEBALLY  SUPPORTING  S.  2597 

The  Cleveland  Patent  Law  Association  favors  careful  revision  of  the  patent 
law  and  endorses  in  principle  the  proposals  embodied  in  S.  2597.  We  are  strongly 
opposed  to  many  of  the  provisions  of  S.  1042  including  several  which  the  Admin- 
istration apparently  still  supports. 

S.  2597  is  consistent  with  our  foremost  concern  that  legislation  preserve  and 
strengthen  the  incentives  for  Americans  to  invent  and  invest,  which  we  regard 
as  the  heax-t  of  the  U.S.  patent  system.  A  need  for  strengthening  the  incentives 
is  suggested  by  indications  that  the  number  of  U.S.  patents  granted  to  U.S.  Na- 
tionals has  not  increased  proportionate  to  U.S.  population  growth  in  the  last 
35  years. 

S.  2597  preserves  the  rather  uniquely  American  feature  of  awarding  a  patent 
to  the  first  inventor  in  return  for  a  full  and  complete  disclosure  of  the  invention 
to  the  public.  It  rejects  the  un-American  idea  of  automatic  publication  of  patent 
applications  by  the  Patent  Office  at  a  fixed  time  without  the  consent  of  the  appli- 
cant and  irrespective  of  whether  they  have  then  been  examined. 

Several  sections  of  S.  2597  estrengthen  the  incentives  in  important  respects. 
Section  263  gives  statutory  guidance  to  the  courts  as  to  the  proper  exercise  of 
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patent  rights.  Section  100(g)  introduces  a  presently-needed  incentive-oriented 
clarification  of  tlie  requirement  that  an  invention  be  "useful"  to  be  patentable. 
Section  271(b)  places  a  U.S.  patent  on  a  proces.s  on  an  equal  ba.sis  with  similar 
patent  in  most  foreign  countries  by  providing  for  its  assertion  to  prevent  im- 
portation of  products  made  abroad  by  the  patented  process. 

We  regard  S.  2r)97  as  al.so  embodying  a  balanced  approach  to  fulfilling  other 
purposes  for  revi.sion,  which  we  approve,  and  which  in  our  words,  would  enable 
the  system  to  function  : 

— more  promptly,  so  that  the  public  need  not  wait  long  for  full  disclosure 
or  the  patentee  for  his  reward ; 

— more  certainly,  so  as  not  to  mislead  the  public  or  the  patentee  as  to  the 
real  value  of  their  respective  rights ;  and 

— less  expensively,  so  that  the  benefits  of  the  system  remain  available  to 
those  of  limited  financial  resources. 

Promptness  in  functioning  of  the  system  depends  partly  upon  diligence  of  the 
applicant  in  prosecution  of  his  application  in  the  Patent  Oflice  but  mostly  uiwn 
Ihe  Office  keeping  reasonably  current  in  its  work  of  exaniiixation.  Section  154(b) 
of  S.  2597  fixing  the  patent  term  at  20  years  from  date  of  application  provides 
strong  incentive  for  promptness  on  the  part  of  the  applicant.  Good  progress  in 
the  direction  of  promptness  by  the  Oflice  has  been  made  through  changes  in 
examination  procedure  within  the  framework  of  existing  law.  S.  2597  adheres 
to  the  "first-to-invent"  rule  and,  we  believe,  thereby  permits  this  progress  to 
continue. 

A  fundamental  change  to  a  "first-to-file"  or  "modified  first-to-file"  system  might 
significantly  increase  the  examination  work  load  in  the  Office  and  tend  to  defeat 
further  "backlog"  reduction.  This  is  because  any  first-to-file  system  would  seem 
to  remove  the  defense  of  prior  invention  in  the  present  law,  retained  by  S.  2597, 
and  force  the  maker  of  a  minor  improvement  to  enter  the  patent  system  for  a 
determination  of  patentability  when  he  might  otherwise  proceed  to  adopt  the 
improvement  and  thereby  benefit  the  public  without  regard  to  patent  protection. 

The  problem  of  delay  in  disclosure  to  the  public  due  to  interference  proceedings 
between  rival  claimants  for  patent  on  the  same  invention  is  eliminated  by  Sections 
136(d)  (2)  and  (3)  and  137  of  S.  2597.  These  Sections  are  deemed  consistent  with 
Principle  "A"  of  our  Association  as  set  forth  on  page  5  and  discussed  at  pages  8 
and  9  of  the  Supplement  hereto,  although  the  approach  is  somewhat  different. 
The  important  points  in  each  approach  are  (1)  the  public  receives  disclosure  of 
the  invention  after  an  application  therefor  is  examined  and  determined  allow- 
able on  issues  aside  from  the  issues  of  priority  and  originality  of  invention,  and 
(2)  the  first-to-file  has  the  procedural  advantage,  as  under  present  law,  but  not 
such  a  substantive  advantage  as  to  preclude  the  doing  of  justice  to  one  who 
proves  himself  a  prior  inventor  who  has  not  abandoned,  suppressed  or  concealed 
the  invention. 

We  support  revision  in  the  law  to  eliminate  delay  in  disclosure  to  the  public 
due  to  interferences  but  we  oppose  elimination  of  interferences.  We  also  oppose 
the  imposition  of  arbitrary  time  limits  on  proofs  submitted  by  the  parties  in 
interference. 

I  turn  now  to  revisions  in  the  law  which,  hopefully,  would  make  the  patent 
sy-s^tem  function  "more  certainly",  i.e.,  those  which  have  been  proposed  as  an  aid 
to  "quality  and  reliability"  of  patents.  Many  of  these  seem  to  be  advanced  on 
the  theory  that  if  the  Patent  Office  could  issue  patents  of  more  assured  validity 
there  would  be  less  likelihood  of  their  being  tested  in  the  courts  and  the  much- 
discussed  differences  in  "standard  of  invention"  applied  by  the  Patent  Office  and 
the  courts  would  be  largely  eliminated. 

In  this  connection,  we  respectfully  invite  the  Subcommittee  carefully  to  con- 
sider our  comments  in  the  Supplement  hereto  beginning  with  Principle  "H"  on 
page  22  and  continuing  to  the  top  of  page  25.  We  think  it  most  significant  that 
if  the  courts  failed  to  disagree  with  the  Patent  Office  as  to  the  patentability  of 
some  inventions  on  which  patents  are  granted,  the  Office  could  not  be  applying 
the  same  standard  as  the  courts  but  would  in  fact  be  applying  a  different  and 
higher  standard.  For  the  reasons  stated  in  the  Supplement,  we  strongly  oppose 
enactment  of  a  statutory  "Burden  of  Persuasion"  on  the  applicant  or  a  "Pre- 
.sumption  of  Correctness"  for  the  Office  as  in  Sections  137  and  148  of  S  1042.  the 
substance  of  which  is  apparently  still  favored  by  the  Administration,  and  we 
support  S  2597  because  it  contains  no  snch  provisions. 

On  the  other  had,  we  strongly  favor  statutory  provisions  enabling  citation 
to  the  Patent  Office  by  anyone  of  prior  publications  and  patents  which  bear  on 
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the  patentability  of  an  invention.  If  there  were  such  provisions,  neither  the 
public  nor  the  patentee  would  be  as  likely  to  be  misled  into  thinking  a  patent  is 
stronger  or  weaker  than  the  record  indicates.  Our  Principle  "G"  set  forth  and 
discussed  on  pages  20  to  23  of  the  Supplement  hereto  goes  farther  toward  this 
desirable  end  than  does  Section  136(a)  through  (c)  of  S  2597,  as  will  be  ex- 
plained in  detail  in  Part  2  of  this  Statement.  Enactment  of  provisions  in  the  law 
fully  consistent  with  our  Principle  is,  in  our  opinion,  the  best,  yet  simplest  and 
cheai>est.  means  of  attempting  to  legislate  "quality  and  reliability"  of  patents. 

The  question  of  whether  an  invention  was  in  public  use  .sufficiently  early  to 
affect  validitv  of  a  patent  is,  however,  a  matter  which  requires  open  testimony 
and.  in  our  view,  is  best  left  to  the  courts.  We,  therefore,  do  not  favor  Section 
136 (d)  (1)  of  S  2597  as  an  effective  means  for  improving  quality  or  reliability  of 
patents.  . 

S  2597  contains  several  provisions  which  eliminate  present  technical  require- 
ments and  in  this  way  tend  to  reduce  the  expense  of  patent.s.  It  leaves  the  matter 
of  fixing  Patent  Office  fees  in  the  Congress  which  we  agree  is  desirable. 

In  S  2597,  separate  fees  for  publication  after  allov\^nce  and  for  issuance  there- 
after are  required  bv  Section  151  in  view  of  Section  136.  Our  Cleveland  Associ- 
ation's "plan"  as  set  forth  in  Principles  "A",  "D"  and  "G"  of  the  Supplement 
accomplishes  essentially  the  same  objectives  as  Sections  123,  136,  137  and  151 
of  S  2597  without  the  expense-increasing  and  time-consuming  .sei>aration  of  publi- 
cation and  issuance  and  we  suggest  it  be  given  thoughtful  consideration. 

We  favor  simplification  of  procedures  so  far  as  possible  so  that  the  patent 
system  is  available  to  all,  particularly  the  Independent  Inventor,  at  reasonable 
cost. 

We  proposed  in  Principle  "C"  of  the  Supplement  a  slightly  broader  definition 
of  "prior  art"  than  that  found  in  Section  100(h)  (4)  of  S  2597.  We  do  not  now 
urge  its  adoption,  since  the  most  recent  view  of  the  Administration  seems  to  be 
that  revisions  in  the  definition  of  "prior  art"  can  await  further  progress  in 
achieving  the  goal  of  an  International  patent.  Our  Association  endorses  the  latter 
as  a  long-term  objective  attainable  without  departing  from  the  incentive  prin- 
ciples of  the  U.S.  system. 

All  features  of  S  2597  (including  the  Amendments  appr^oved  by  the  American 
Bar  Association  at  its  Honolulu  meeting)  not  specifically  mentioned  in  this 
Statement  also  have  the  support  in  principle  of  the  Cleveland  Patent  Daw 
Association. 

PAKT    2 — SPECIFIC    PROPOSAL    AMENDING    AND    SUPPLEMENTING    S.    2597 

As  already  stated,  we  strongly  support  statutory  provisions  for  the  citation 
to  the  Patent  Office  by  anyone  of  prior  patents  and  publications  which  bear  on 
the  question  of  whether  a  disclosed  Invention  properly  qualifies  for  patent  under 
the  law.  Section  123  of  S.  2597  provides  for  publication  of  pending  applications 
at  any  time  at  the  applicant's  request  and  Section  151  provides  for  publication 
of  all  applications  after  allowance  and  before  issuance.  These  provisions  give 
the  public  a  look  at  the  disclosure  of  each  invention  prior  to  grant  of  patent  and 
set  the  stage  for  Section  136,  (a),  (b),  and  (c)  which  provide  for  the  above-men- 
tioned citation. 

However,  under  Section  136(a),  citations  are  only  In  respect  of  published 
applications  and  under  136(b)  they  are  considered  in  a  reexamination  procedure 
only  If  submitted  within  a  period  of  3  to  6  months  after  publication.  We  contend 
and  propose  that  there  should  be  opportunity  for  citation  at  any  time,  even 
after  issue  or  grant  and  even  if  there  Is  no  assurance  of  further  reexamination 
by  the  Patent  Office. 

Our  propo.sal  is  somewhat  analogous  to  the  citation  of  liens  as  a  matter  of 
open  public  record  on  a  Torren's  Cei'tificate  for  real  proi>erty.  Under  it.  the 
file  of  a  patent  is  never  "closed"  and  any  lntere.sted  party  may  put  on  record 
published  infonnation  which  affects  the  real  value  and  enforceability  of  the 
patent  grant. 

Assuming  Sections  123,  151  and  136(a).  (b)  and  (c)  of  S  2.597  are  unchanged 
(and  these  Sections  seem  to  have  general  support  from  the  Administration  as 
well  as  private  groups)  we  propose  the  Insertion  In  Chaiiter  25  entitled  "Amend- 
ment and  Correction  of  Patents",  of  a  new  Section  257  to  make  the  principles 
underlying  Section  136(a),  (b)  and  (c)  extend  forward  after  grant  throughout 
the  patent  term. 

S  1042  contains  in  Chapter  25  a  Section  257  entitled  "Revocation",  which 
permits  a  patent  to  be  revoked  by  the  Patent  Office  on  instigation  of  a  third 
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party  within  a  3-year  period  from  issuance.  This  procedure  is  expensive,  per- 
mits harrassment  of  a  small  patentee  by  powerful  interests  and  is  generally 
disfavored.  The  Department  of  Commerce  apparently  does  not  now  specifically 
support  it  but  is  in  favor  of  ''provision  of  a  supplementary  period  after  the  is- 
suance of  a  patent  by  which  the  public  could  question  the  validity  of  a  patent". 
In  our  view,  our  proposal  has  the  same  effect  on  "quality  and  realiability"  of  a 
patent  as  would  Section  2,")7  of  S  1042  without  the  disadvantageous  effects.  We 
are  hopeful  that  it  can  command  widespread  support. 

The  "Exhibit"  to  this  Statement,  which  we  request  be  printed  with  this  State- 
ment in  the  record  of  these  Hearings,  is  a  suggested  amendment  to  S  2597  im- 
plemening  our  proposal.  Our  proposed  Section  257  of  S  2597  follows  the  general 
form  of  Section  136(a),  (b)  and  (c).  Proposed  Section  257(a)  provides  for 
citation  to  the  file  of  the  patent  with  notice  to  the  patentee  and  with  provision 
for  statements  to  be  filed  explaining  pertinency  of  the  citations.  Proposed  257(b) 
is  analogous  to  136(c)  ;  proposed  257(c)  gives  the  patentee  the  right  to  restrict 
his  patent  in  the  light  of  the  citations  through  the  established  avenues  of  re- 
is.sue  and  disclaimer  and  proposed  257(d),  analogous  to  136(b),  makes  clear 
that  the  procedure  is  optional  rather  than  mandatory. 

However,  to  provide  a  penalty  against  a  patentee  who  seeks  to  enforce  in  court 
a  patent  which  has  in  effect  been  "knocked-out"  in  whole  or  in  part  through 
a  citation  on  the  record  and  who  has  failed  to  restrict  to  salvage  any  "good" 
remaining  portion,  the  proposal  amends  Section  285  dealing  with  attorney  fees 
to  refer  to  Section  257  and  give  the  court  discretion  to  assess  such  fees  against 
such  patentee. 

The  wording  of  Section  285  is  further  amended  so  that  a  court  in  its  discretion 
and  in  the  interest  of  justice  may  also  award  attorney  fees  in  favor  of  a  patentee 
and  against  one  who  challenges  the  patent. 

We  believe  our  proposed  amendment  to  S  2597  would  strengthen  the  patent 
sy.stem  in  many  respects,  including  the  following : 

(1)  It  recognizes  the  possibility  that  very  i)ertinent  publications  will  be 
"missed"  in  the  desirable  prompt  examination  occurring  in  the  Patent  OflBce,  as 
so  often  happens  and  always  will  happen. 

(2)  It  recognizes  that  memhers  of  the  public  may  have  no  reason  to  make  an 
independent  search  during  the  "citation  period"  of  Section  136(b)  because  of  a 
then  lack  of  interest  in  the  subject  matter  of  the  patent,  but  can  have  a  com- 
pelling reason  so  to  do  at  a  later  date  when  interest  has  developed. 

(3)  It  provides  a  more  or  less  automatic  and  continuous  "quality  check"  on  the 
searching  process  in  the  Patent  Ofiice  and  should  enable  the  Oflace  to  correct 
any  glaring  deficiencies  in  its  classification  and  searching  system. 

(4)  It  does  not  impose  an  appreciable  additional  work  load  on  the  Patent 
Ofiice.  The  professional  staff  of  the  Patent  Office  is  not  required  to  do  anything 
after  a  citation  against  an  issued  patent  imless  and  xmtil  there  is  an  application 
for  reissue  of  the  patent. 

(5)  It  does  not  harm  the  patentee  or  subject  him  to  harrassment  by  more 
powerful  third  parties.  If  he  is  convinced  his  patent  is  "good"  as  granted,  he 
need  do  nothing  after  a  citation.  On  the  other  hand,  he  is  helped  by  being  able 
to  put  on  record  publications  which  later  appear  and  seem  to  strengthen  the 
patent. 

(6)  It  should  reduce  expensive  patent  litigation  and  have  an  overall  effect  of 
strengthening  the  presumptive  validity  of  a  patent  at  the  time  the  patent  is 
litigated. 

We  believe  that  our  propo.sal  will  have  no  harmful  effect  on  the  incentives  of 
the  U.S.  patent  system  and  that  it  is  a  step  in  the  direction  of  making  the  sys- 
tem operate  more  promptly,  more  certainly  and  in  the  long  run  less  expensively. 

We.  therefore,  respectfully  commend  it  to  the  attention  of  this  Subcommittee. 

Mr.  Chairman,  I  am  personally  honored  to  have  had  the  opportunity  to  appear 
here  and  I  express  the  sincere  thanks  of  the  Cleveland  Patent  Law  Association 
for  the  attention  given  to  our  position  and  proposals.  As  a  patent  lawyer,  and  I 
think  the  Patent  Bar  generally  agrees,  I  am  much  impressed  by  the  thorough 
and  objective  approach  of  this  Subcommittee  to  the  problems  confronting  the 
patent  system.  The  proltVms  nre  complex  and  perhaps  cannot  lie  solved  quickly 
and  easily. 
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Proposal  of  Clbtv-eland  Patent  Law  Association  for  Amendment  of  S.  2507 

(To  provide  for  citations  to  file  of  issued  patents,  restriction  thereafter  by  reissue 
or  disclaimer  and  possible  penalty  on  failure  to  restrict) 

On  page  30,  following  line  35,  insert  the  following  new  section  : 
"257.  Citation  of  Record  of  Patents 

"  (a)  At  any  time  after  issue  of  a  patent  and  during  the  term  thereof  any  person 
may  cite  on  the  record  of  the  patent  in  the  Patent  Office  any  patents  or  publica- 
tions which  may  affect  the  validity  of  the  patent  and  which  do  not  then  appear  in 
such  record.  Such  citation  shall  be  in  writing  to  the  Commissioner  who  shall 
cause  notice  thereof  to  be  given  to  the  patentee  and  endorsed  on  copies  of  the 
patent  thereafter  distributed  by  the  Patent  Office.  The  Commissioner  shall 
establish  regulations  providing  for  the  submission  and  di^^position  of  statements 
to  the  Patent  Office  bearing  on  the  pertinency  of  the  patents  or  publications 
cited. 

"(b)  The  identity  of  a  person  making  citations  or  submitting  .statements  under 
subsection  (a)  of  tliis  section  shall  be  kept  in  confidence  by  the  Patent  Office  and 
no  information  concerning  the  same  shall  be  given  without  the  authority  of 
such  person,  unless  necessary  to  carry  out  the  provisions  of  an  Act  of  Congress 
or  in  such  special  circumstances  as  may  be  determined  by  the  Commissioner. 

"(c)  After  any  citation  in  accordance  with  subsection  (a)  of  this  section,  the 
patentee  may  restrict  his  patent  in  the  light  of  the  patents  or  publications  cited, 
by  reissuing  the  same  in  accordance  with  the  provisions  of  section  251  of  this 
Title  or  by  disclaimer  in  accordance  with  the  provisions  of  section  253  of  this 
Title.  All  such  citations  of  record  shall  be  considered  by  the  Patent  Office  in  the 
examination  of  applications  for  reissue  of  the  patent.  If  the  patent  is  reissued, 
the  reissued  patent  shall  be  subject  to  the  provisions  of  section  252  of  this  Title. 

"(d)  No  proceeding  or  failure  to  proceed  in  accordance  with  any  of  the  pro- 
visions of  this  section  shall  operate  as  an  estoppel  against  any  party  or  otherwise 
affect  a  judicial  determination  of  validity  of  a  patent  except  as  provided  in 
section  285  of  this  Title  in  respect  of  an  award  of  attorney  fees." 

On  page  35,  delete  the  sentence  appearing  in  lines  15  and  16  and  insert  the 
following : 

"(a)  A  party  to  a  civil  action  who  prevails  in  an  assertion  of  invalidity  of 
a  patent  because  of  patents  or  publications  cited  on  the  recoi'd  of  the  patent  in 
accordance  with  the  provisions  of  section  257(a)  of  this  Title  before  commence- 
ment of  the  action,  may  be  entitled  to  an  award  by  the  court  of  reasonable 
attorney  fees  in  the  absence  of  timely  i*estriction  of  the  patent  in  accordance  with 
the  provisions  of  section  257  (c)  of  this  Title. 

"(b)  Irrespective  of  the  provisions  of  subsection  (a)  of  this  section,  the 
court  in  its  discretion  and  in  the  interests  of  justice  may  award  reasonable 
attorney  fees  to  any  appropriate  party  in  cases  involving  patents." 

Statement  of  the  Cleveland  Patent  Law  Association  on  Patent  Reform 
Legislation  Including  S.  1042  and  H.R.  5924 


The  charge  has  been  made  that  patent  lawyers  oppose  changes  in  the  law 
because  of  their  self-interest.  This  is  not  the  case  with  respect  to  "The  Patent 
Reform  Act  of  19C7"  introduced  as  S-1042  and  H.R.-5924. 

Patent  lawyers  generally,  both  those  in  private  practice  and  those  employed 
by  corpox-ations,  estimate  that  if  the  bill  is  enacted  their  work  will  be  greatly 
increased  and  probably  more  than  doubled.  In  spite  of  the  anticipated  increase 
in  personal  income,  they  oppose  many  of  the  changes  because  they  will  be 
contrary  to  the  interest  of  the  public,  both  as  to  immediate  effects  and  long-term 
consequences.  Others  of  the  proposed  changes  are  approved,  as  explained  below. 

II OBJECTIVES    AND    INCENTIVES 

The  Administration  "Patent  Reform"  Bill  before  Congress  (S-1042;  HR-5924) 
was  "shaped  from"  the  Recommendations  of  the  President's  Commission  on  the 
Patent  System  which  was  appointed  for  the  purpose  of  seeking  ways  "to  insure 
that  the  patent  system  will  be  more  effective  in  serving  the  public  interest".  The 
Cleveland  Patent  Law  Association  in  its  study  of  the  Bill  has  therefore  con- 
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oentrated  on  the  Recommendations  rather  than  the  Bill  language,  and  has  taken 
the  introduction  to  the  Commission's  Report  as  being  the  starting  point  from 
which  to  proceed. 

That  introduction  sets  forth  six  objectives  as  being  the  goal  of  the  more  than 
thirty  Recommendations.  They  are: 

1.  to  raise  the  quality  and  reliability  of  the  U.S.  patent. 

2.  To  shorten  the  period  of  pendency  of  a  patent  application  from  filing  to 
final  disposition  by  the  Patent  Office. 

3.  to  accelerate  the  public  disclosure  of  technological  advances. 

4.  to  reduce  the  expen.se  of  obtaining  and  litigating  a  patent. 

5.  to  make  the  U.S.  i)atent  more  compatil)le  with  that  of  other  major  countries, 
wherever  consistent  with  the  objectives  of  the  V.S.  patent  system. 

6.  to  prepare  the  patent  system  to  cope  with  the  exploding  technology  fore- 
seeable in  the  decades  ahead. 

The  as.sociation  concurs  in  and  endorses  these  objectives  and  also  applauds 
and  acclaims  the  Commission's  statement  that  the  U.S.  patent  system  has  well 
served  its  constitutional  purpose  of  promoting  the  progress  of  the  useful  arts 
through  provision  of  incentives,  which  the  Commission  saw  fit  to  summarize. 
We  hold  that  attainment  of  the  objectives  is  no  more  to  be  desired  than  is 
preservation  of  the  incentives  which  make  the  system  work. 

The  incentive  principle — rights  of  exclusion  for  a  limited  period  to  the  in- 
ventor in  the  form  of  a  patent  grant  in  return  for  the  benefits  he  confers  on 
society  by  making  and  disclosing  his  invention — has  long  been  recognized  and  is 
never  out  of  date.  It  is  inherently  self-regulating  since  the  monetary  gains,  made 
possible  by  the  right  to  exclude  others,  are  necessarily  determined  by  the  practical 
value  of  the  invention.  This  incentive  principle  was  not  new  with  the  U.S.  Consti- 
tution having  already  been  known  in  each  of  the  thirteen  colonies  and  in  the 
European  countries  from  which  the  colonists  came. 

But  the  U.S.  patent  system  developed  under  the  U.S.  Constitution— with  its 
concepts  of  individual  rights  and  fair  play  and  its  safeguards  against  the  placing 
of  power  in  the  hands  of  the  few — has  been  unsurpassed  among  the  patent 
systems  evolved  throughout  the  world.  It  is  almost  unique  in  combining  the  fair 
requirement  that  only  the  first  and  true  inventor  receive  the  award  of  a  patent 
with  the  just  insistence  that  the  public  receive  not  only  a  full  disclosure  of  how 
to  practice  the  invention  but  also  a  definite  indication,  through  examination  prior 
to  grant,  of  how  the  rights  of  the  inventor  distinguish  from  those  the  public 
already  possess. 

The  first  U.S.  patent  law  in  1790  provided  for  grant  of  patents  on  things  "not 
before  known  or  used"  with  provision  for  others  to  contest  the  right  to  a  patent 
within  one  year.  In  1793,  interference  proceedings  were  authorized  to  decide 
priority  between  rival  inventors,  and  interference  proceedings  have  been  a  fea- 
ture of  our  system  ever  since. 

When  examination  of  patent  applications  was  instituted  in  18.36,  a  grace  period 
before  filing  to  give  the  inventor  time  to  test  and  prove  out  his  invention  and 
thus  more  fully  disclo.se  it  to  the  public,  was  added  almost  immediately,  and 
this  too  has  been  an  important  part  of  our  system. 

In  contrast.  European  countries  lacking  our  traditions  of  personal  freedom 
and  individual  justice,  accustomed  to  rigid  codes,  adopted  the  practice  of  grant- 
ing patents  to  the  first  applicants  without  regard  to  first  inventorship,  and.  in 
some  countries,  the  practice  of  publishing  the  patent  without  prior  examination 
or  determination  of  the  inventor's  rights.  Nevertheless,  there  have  been  moves 
in  the  direcion  of  our  sy.stem.  such  as  the  German  six  months  of  grace  for  the 
inventor,  and  the  French  consideration  of  supplementing  its  registration  system 
with  an  examination  report.  Further  changes  in  the  patent  systems  of  Europe, 
some  toward  features  of  our  system,  are  even  now  being  discussed. 

It  is  alleged  by  .some  that  the  U.S.  system  has  "bogged  down"  to  the  point  of 
needing  a  major  overhaul.  Should  it  be  rebuilt  with  foreign  parts  when  the 
foreign  machine  is  in  trouble  too?  Should  we  abandon  the  features  which  are 
at  the  core  of  the  U.S.  system  by  copying  European  techniques? 

Our  Association  believes  that  things  can  and  should  be  done  to  make  the  U.S. 
system  run  better,  faster  and  cheaper.  But  we  .strongly  contend  that  what  is  done 
should  reflect  new  approaches  primarily  compatible  with  our  basic  incentive 
sy.stem  so  as  to  continue  to  promote  progress  in  our  country,  with  only  secondary 
consideration  given  to  their  value  in  the  ultimate  design  and  development  of 
a  patent  sy.stem  which  can  readily  be  embraced  by  peoples  elsewhere. 
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in — PRINCIPLES    VERSUS    THE   COMMISSION'S   PLAN 

The  Commission  referred  to  its  Recommendations  as  all  part  of  "one  inter- 
related and  coherent  plan".  We  think  the  interrelationship  between  some  of  them 
is  close  indeed,  while  as  to  others  it  permits  of  separate  treatment.  In  this  sec- 
tion, we  shall  deal  primarily  with  the  basic  features  of  the  "plan". 

Following  due  deliberation  and  study,  the  Cleveland  Patent  Law  Association 
contends  that  preservation  of  the  incentives  of  the  U.S.  patent  system,  together 
with  maximum  attainment  of  the  six  objectives  identified  by  the  Commission, 
can  be  accomplished  through  departure  from  the  "plan"  and  adherence  to  the 
ten  principles  in  italic  below  : 

A.  Patents  should  be  granted  in  the  name  of  the  first  inventor,  with  a 
simplified  procedure  in  the  Patent  Office  for  ascertaining  the  first  inventor: 

1.  A  patent  shall  be  granted  to  the  first  applicant. 

2.  A  subsequent  applicant  toithin  one  year  after  such  grant,  may 
contest  the  right  of  the  first  applicant  by  demanding  a  priority  decision, 
and  if  successful  may  be  entitled  to  a  patent. 

The  only  substantial  objection  to  the  established  American  system  of  granting 
patents  to  the  first  inventor  is  the  need  for  a  procedure  for  determining  who  the 
first  inventor  is  and  the  fact  that  our  interference  procedure  has  become  too 
complex,  slow  and  expensive  and  results  in  prolonged  pendency  of  applications 
and  undue  delay  in  expiration  of  patents.  Even  this  objection  is  over-emphasized 
since  it  applies  only  to  the  very  small  percentage  of  applications  which  become 
involved  in  interference  contests. 

The  Commission  proposes  as  a  part  of  Recommendation  I  a  strict  First-to-File 
system  with  complete  elimination  of  interferences  to  achieve  several  supposed 
benefits : 

It  is  contended  that  the  change  will  eliminate  the  need  for  careful  record 
keeping,  but  a  researcher  needs  records  for  other  reasons. 

It  is  contended  that  the  change  will  be  as  fair  as  the  present  system,  but  there 
is  no  fairness  in  a  system  which  obviously  encourages  scientific  espionage. 

It  is  contended  that  the  person  first  to  file  is  more  apt  to  be  the  inventor  who 
first  appreciated  the  invention  and  acted  to  make  it  available  to  the  public  but 
this  falsely  assumes  that  an  invention  arises  instantaneously  in  a  completed 
form. 

Opposed  to  these  contentions,  it  is  clear  that  the  change  would  require  filing 
of  applications  for  patent  on  every  idea  as  promptly  as  possible,  to  forestall  ac- 
quisition of  incontestible  priority  dates  by  others. 

The  resulting  race  to  the  Patent  Oflice  would  greatly  alter  the  manner  in  which 
inventive  activity  is  conducted.  It  would  multipl.v  by  many  times  the  number  of 
applications  filed,  at  least  in  some  fields  of  activity,  and  greatly  increase  the 
number  in  all  fields,  with  increase  of  the  work  load  of  the  Patent  Office. 

The  change  in  emphasis  would  tend  to  encourage  speculative  filing  of  appli- 
cations on  unproven  inventions  by  "idea  men"  rather  than  actual  development 
of  useful  commercializable  inventions,  and  would  retard  rather  than  promote 
progress. 

The  need  for  haste  in  preparation  of  applications  would  tend  to  cause  a  great 
deterioration  in  quality  of  patents,  not  only  because  of  the  haste,  but  also  because 
full  information  as  to  performance  of  the  invention  would  generally  not  be  avail- 
able at  the  time. 

The  change  would  definitely  favor  big  business,  since  small  concerns  would  not 
as  easily  be  able  to  pay  for  the  continual  surveillance  of  developments  and  prompt 
filing  of  applications  on  every  idea. 

In  the  case  of  inventions  requiring  public  testing  for  completion,  and  to  a 
great  extent  in  all  other  cases,  it  would  be  impossible  to  file  projierly  without 
testing  and  impossible  to  proceed  with  normal  stepwise  development  through 
successive  stages  of  testing  and  modification,  except  at  the  hazard  of  complete 
loss  of  patent  rights.  This  would  often  result  in  failure  to  obtain  any  protec- 
tion irrespective  of  how  meritorious  the  invention  might  be. 

The  change  would  eliminate  proof  of  prior  invention  as  a  defense  against  a 
patent.  This  would  make  it  hazardous  to  adopt  minor  improvements  which  are 
normally  dedicated  to  the  public  by  failure  to  apply  for  patents  and  would  dis- 
courage rather  than  promote  progress. 

Expensive  litigation  would  increase  since  the  body  of  case  law  developed 
under  the  first-inventor  system  would  be  nullified  and  the  courts  would  be 
called  upon  to  develop  entirely  new  concepts  of  what  the  law  has  become. 


692 

The  present  first-inventor  system  encourages  early  publication  and  availability 
to  the  public  by  elimination  of  most  hazards  and  has  maximum  effect  on  stimu- 
lation of  competitive  research. 

The  present  first-inventor  system  is  essential  to  the  U.S.  requirement  of  full 
and  complete  disclosure  of  how  to  practice  the  invention  and  to  the  U.S.  practice 
of  application  examination  and  definition  of  the  grant  through  peripheral  claims. 

Countries  with  a  first-to-file  system  operating  at  all  successfully  are  either 
non-examination  countries,  or  do  not  require  the  U.S.  type  of  disclosure  and 
claims.  It  is  therefore  not  a  feature  which  can  be  successfully  adopted  for  the 
sake  of  '•harmonization"  with  other  industrial  nations. 

Certainly  the  imperfection  of  interference  practice  is  no  reason  for  abolishing 
the  first-inventor  rule.  A  step  in  the  direction  of  simplifying  interferences  has 
already  been  made  through  the  new  Patent  Oflace  interference  rules  and  their  full 
effect,  which  could  be  quite  beneficial,  is  not  yet  known. 

We  propose  further  steps — the  elimination  of  interference  declaration  by  the 
Patent  Office  as  between  applicants  and  the  grant  uf  patent  to  the  first  applicant 
with  right  in  a  subsequent  applicant  to  provoke  a  simplified  procedure  in  the 
Patent  Oflice  to  determine  priority. 

Many  of  the  faults  with  present  interference  proceeding  are  traceable  to  the 
imposition  on  the  Patent  Office,  an  administrative  agency,  of  a  task  it  is  not 
really  equipped  to  perform — the  determination  of  first  inventorship  on  the  basis 
of  evidence  produced  in  the  same  manner  as  in  a  proceeding  in  court.  If  the  evi- 
dence is  confined  to  affidavits  with  supporting  documents  and  exhibits,  the  OflSce 
would  be  able  promptly  to  reach  a  priority  decision  based  on  the  preponderance 
of  such  evidence  in  the  light  of  existing  legal  concepts  of  conception,  diligence 
and  reduction-to-practice. 

In  the  few  cases  in  which  the  loser  of  the  priority  contest  considers  cross- 
examination  of  his  opponent  as  necessary,  that  right  could  be  had  in  a  de  novo 
proceeding  conducted  in  a  District  Court  either  through  instigation  of  such 
proceeding  by  a  losing  junior  or  through  the  present  interfering  patent  statute 
('Title  35,  Section  291)  in  the  case  of  a  losing  senior.  In  neither  case  would  the 
public  be  unduly  prejudiced  or  unduly  benefited  by  the  rival  inventors  continuing 
their  contest  in  the  Courts. 

One  substantive  change  in  the  law  is  contemplated.  A  foreigner  could  present 
his  evidence  of  first  inventorship  in  the  same  manner  as  a  U.S.  citizen  and  the 
place  where  the  invention  is  made  would  be  immaterial.  This  would  promote  in- 
ternational harmony  in  patents  since  our  experience  is  that  foreign  criticism  of 
U.S.  interferences  is  not  so  much  directed  to  the  first-inventor  system  as  the  fact 
that  foreigners  are  not  permitted  to  prove  acts  performed  abroad  where  their 
inventive  activity  naturally  occurs. 

Our  j)rinciple  would  assure  no  delay  in  publication  of  subject  matter  due  to 
priority  contests.  When  combined  with  a  patent  term  dating  20  years  from 
filing  (see  Principle  E)  it  would  provide  the  mechanism  of  and  strong  incentive 
for  prompt  disposal  of  priority  contests. 

No  substantive  rights  of  an  inventor  would  be  destroyed,  and  grant  to  the 
first  applicant  giving  rise  to  a  prompt  right  of  action  against  infringers  would 
strongly  discourage  delay  in  filing. 

Our  principle  achieves  the  objectives  desired  with  respect  to  interference 
practice,  without  the  disastrous  effects  to  the  U.S.  system  of  granting  patents  on 
the  basis  of  first-to-file. 

B.  A  grace  period  is  heneficial  to  the  applicant  and  to  the  pnMic  and 
should  he  preserved. 

The  Commission's  proposed  First-to-File  system  eliminates  the  one-year  period 
of  grace  before  publication  or  public  use  of  an  invention  becomes  a  statutory  bar. 
There  is  some  recognition  that  this  would  prevent  neces.sary  testing  in  the  mar- 
ket place  as  well  as  enrly  discussion  in  the  scientific  community,  and  this  defect 
is  supposedly  cured  by  institution  of  preliminary  applications  (Recommendation 
II).  The  problem  of  derivation  is  also  recognized  (Recommendation  III)  but 
the  right  given  by  the  Bill  Section  10.'>  to  negnte  improper  disclosure  of  one's 
invention  requires  proof  both  of  derivation  and  breach  of  confidential  disclosure, 
which  encourages  theft  find  makes  the  exception-to-grace-period-elimination  al- 
most incapable  of  affording  any  relief. 

We  hold  that  a  grace  period  as  in  the  present  law  should  definitely  be  pre- 
served. 

The  grace  period  is  beneficial  for  the  same  reasons  as  rentention  of  the  first-in- 
ventor rule.  It  makes  it  possible  for  inventions  to  be  tested,  modified  and  de- 
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veloped  into  the  best  possible  form  and  for  patent  applications  to  describe 
inventions  fully  in  the  manner  in  which  they  are  commercialized.  Description  be- 
fore commercialization  is  actually  impossible  in  many  instances  since  the  in- 
vention arises  only  as  the  commercialization  occurs.  The  grace  period  results  in 
the  '"weeding  out"  of  inaccurate  concepts  and  unworthy  ideas  and  leads  to  quality 
in  applications  which  are  actually  filed.  It  provides  time  for  the  applicant  to 
compare  the  invention  with  the  prior  art  with  the  result  that  fewer  applications 
which  do  not  advance  the  art  are  required  to  be  filed. 

The  grace  period  encourages  early  availability  of  technology  to  the  public. 
It  permits  exchange  of  scientific  results  through  open  discussion  at  technical 
meetings  and  publication  in  technical  journals  at  an  earlier  time  and  in  a  more 
useful  fashion  than  if  the  public  first  heard  of  an  invention  through  patent 
teachings.  It  eliminates  research  duplication,  leads  to  improvements  at  an 
earlier  date  and  encourages  disclosure  to  the  public  of  the  inventor's  full  effort 
in  reducing  the  invention  to  practical  form,  which  might  never  occur  if  only  the 
concepts  were  published  by  another  without  suflBcient  details  to  actually  instruct 
the  art. 

Without  the  grace  period  the  individual  inventor,  who  is  still  an  important 
factor  in  progress,  could  not  demonstrate  worth  of  his  invention  for  the  purpose 
of  securing  financial  backing,  and  would  be  at  a  decided  disadvantage  in  com- 
parison with  heavily-financed  and  organized  research. 

The  grace  period  is  not  a  real  "booby-trap"  with  respect  to  foreign  patent 
protection  since  large  concerns  interested  in  foreign  patents  can  easily  control 
publication  dates  and  only  a  few  civil-law  non-examination  countries  such  as 
France  and  Italy  negate  novelty  on  the  basis  of  "prior  public  use  anywhere", 
the  meaning  of  which  is  itself  uncertain. 

Xo  sound  reasons  for  elimination  of  a  grace  period  have  been  presented.  The 
Commission  says  it  would  eliminate  aflBdavits  antedating  references,  but  this 
would  be  offset  by  the  need  to  review  inexpertly  prepared  preliminary  appli- 
cations for  the  same  purpose  of  antedating  references. 

The  only  other  asserted  benefit  is  international  uniformity,  but  no  real 
uniformity  of  foreign  laws  exists  now.  T'his  is  a  subject  best  explored  in  con- 
nection with  revision  of  the  International  Convention  since  it  is  quite  possible 
that  other  countries  may  wish  to  move  toward  a  more  effective  grace  period 
harmonizing  with  our  system. 

With  respect  to  international  search  reports,  there  is  such  a  great  variation 
in  national  definitions  of  prior  art  that  an  effective  international  search  would 
need  be  made  with  reference  both  to  the  earliest  possible  priority  date  and  the 
latest  (generally  one  or  two  years  apart).  Each  country  would  then  merely 
delete  from  the  search  report  any  publication  which  is  too  late  under  local 
law  or  which  fails  to  qualify  for  some  other  reason  such  as  unavailability  in 
the  country  at  the  priority  date.  Here  again,  we  cannot  unilaterally  achieve 
harmonization  with  the  diverse  laws  of  foreign  countries,  and  should  proceed 
very  cautiously  in  attempting  to  do  so. 

The  ability  to  file  preliminary  applications  is  no  substitute  for  the  grace 
period.  If  a  preliminary  is  to  have  any  value  in  establishing  rights  it  must 
disclose  all  features  to  be  claimed  in  the  complete  application  and  its  prepara- 
tion could  not  be  entrusted  to  one  lacking  knowledge  of  the  patent  law.  It 
would  be  of  no  more  value  than  the  British  provisional  which  experience  has 
shown  to  require  doubled  effort  and  to  lead  to  many  undesirable  complications. 
The  proposal  for  preliminary  applications  of  a  kind  which  can  be  filed  by 
laymen,  and  which  will  not  be  published  as  a  part  of  the  patent,  poses  a 
particularly  troublesome  problem,  since  the  complete  application  may  be  quite 
different  in  form  and  content.  This  would  make  it  veiT  troublesome  to  deter- 
mine to  what  extent  each  claim  may  be  entitled  to  the  benefit  of  the  date  of 
the  preliminary  application.  Even  worse,  when  the  patent  is  cited  as  prior  art, 
it  will  be  impossible  to  determine  from  the  printed  patent  whether  the  subject 
matter  relied  on  in  it  is  actually  in  the  preliminary  application,  which  means 
that  the  effective  date  of  a  reference  will  not  be  ascertainable  without  exami- 
nation of  the  Patent  Office  file. 

The  case  for  retention  of  the  one-year  grace  period  is  in  our  opinion  a  very 
convincing  one. 

C.  Prior  art   ivhich  Mrs  grant  of  a  valid   U.S.  patent  on  an  invention 
shall  include: 

1.  Public  i/.s"c  or  sale  in  this  cmmtry  of  an  emhodiment  of  the  in- 
vention before  the  grace  period  or  before  the  applicant's  date  of  in- 
rentioyi. 
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2.  Publication  of  the  invention  or  of  the  fact  of  public  use  or  sale 
of  an  embodiment  thereof  in  any  country,  provided  that  such  publi- 
cation teas  both  known  and  available  in  tangible  form  to  persons  in 
this  country  before  the  grace  period  or  before  the  applicant's  date 
of  invention. 

The  proposals  of  the  Commission  with  respect  to  prior  art  are  accepted  in 
part.  TTiusi,  with  respect  to  public  use  in  foreign  countries,  there  should  be 
a  reasonable  test  as  to  qualification  of  the  use  as  "public"  for  the  purposes 
of  our  domestic  patent  law.  Similarly,  with  respect  to  publication,  the  quali- 
fying word  "printed"  may  be  somewhat  obsolete,  but  there  should  be  some  test 
having  a  reasonable  relation  to  the  purpose. 

First,  a  public  use  or  sale  in  this  country  should  continue  to  be  a  bar.  It 
can  be  proven  with  reasonable  facility  under  the  Federal  Rules  of  Civil  Pro- 
cedure. This  does  not  apply  to  foreign  acts,  even  though  close  to  our  border, 
because  of  differences  in  laws  and  procedures. 

Before  discussing  foreign  uses,  consideration  should  be  given  to  manner 
and  place  of  proof.  "Public  use"  proceedings  are  not  now  provided  for  in  the 
statute,  although  they  are  mentioned  in  the  rules  of  the  Patent  Office  and  are 
occasionally  commenced.  They  are  even  more  troublesome  and  expensive  than 
interference  proceedings.  It  is  surprising  to  find  the  Commission  strongly  urging 
complete  abolition  of  interferences  and  at  the  same  time  proposing  to  make 
general  use  of  another  similar  procedure. 

This  seems  to  stem  from  the  false  notion  that  perfection  can  be  achieved, 
with  absolutely  all  prior  art  considered  by  the  examiner  so  that  all  patents 
will  be  impregnable.  Since  this  goal  can  only  be  approachetl,  a  more  reasonable 
statement  of  the  role  of  the  Patent  Office  is  needed.  The  Patent  Office  can 
properly  be  exi>ected  to  deal  with  published  prior  art  but  should  leave  the  far 
more  difficult  defenses  which  require  taking  of  testimony  to  be  dealt  with  in 
the  courts  after  litigation  is  commenced.  Public  use  proceedings  in  the  Patent 
Office  should  be  eliminated. 

A  foreign  use  may  be  known  to  people  in  the  locality,  yet  be  completely 
unknown  everywhere  else,  and  particularly  in  the  United  States.  In  such  a 
situation,  progress  is  best  promoted  by  an  incentive  to  create  the  same  inven- 
tion in  this  country  so  it  can  be  put  to  use  here.  When  that  is  done  by  an  act 
of  original  invention,  patent  protetcion  should  not  be  destroyed  because  an 
intensive  search  after  the  event  may  turn  up  an  uknown  use  in  a  distant  place. 

Similarly,  with  respect  to  publication,  irrespective  of  whether  "printing" 
is  involved,  the  test  should  be  whether  people  in  this  country  had  means  of 
knowledge,  so  that  the  invention  did  not  have  to  be  recreated  by  an  independent 
act  of  original  creation. 

The  Commission  proposed  as  a  test  that  prior  art  be  "know  to  the  public  or 
made  available  to  the  public  by  means  of  disclosure  in  tangible  form".  We  have 
made  this  slightly  more  specific  to  require  that  it  be  both  known  and  available  in 
tangible  form  to  persons  in  this  country.  This  would  not  require  that  complete 
information  actually  be  in  this  country  on  the  critical  date  but  only  that  existence 
of  the  infoi'raation  be  know  here  before  the  critical  date,  and  that  the  complete 
information  be  then  available  in  tangible  form,  so  that  persons  in  the  United 
States  will  have  actual,  practical  access  to  the  information  and  not  have  to 
recreate  it. 

Our  definition  does  not  mention  foreign  patents  separately,  since  they  are 
merely  one  kind  of  source  of  information.  Foreign  patents  should  be  treated  as 
prior  art  only  if  they  meet  the  same  test  as  any  other  publication,  but  not  if  they 
are  secret  or  are  completely  unknown  in  this  country  on  the  critical  date. 

The  other  part  of  the  Commission's  proposal,  that  U.S.  patents  ba.sed  on  foreign 
applications  be  treated  as  prior  art  as  of  the  foreign  filing  dates,  is  not  approved, 
as  it  has  no  logical  basis.  This  proposal  is  an  outgrowth  of  a  recent  observation 
that  combination  of  language  of  unrelated  sections  of  the  present  statute  would 
apparently  justify  such  use  of  foreign  dates  as  the  effective  dates  of  U.S.  patents 
as  prior  art.  The  Commission's  report  states  that  this  proposal  wotild  resolve 
uncertainty  caused  by  conflicting  conrt  decisions,  but  tho  conflir't  has  now  been 
resolved  in  the  opposite  direction  l)y  reversal  of  the  Dislrift  Conrt  of  the  District 
of  Columbia  so  that  the  courts  all  agree  now  that  this  proposal  is  not  supported 
by  the  existing  statute. 

It  is  not  logical  to  use  a  foreign  filing  date  as  the  effective  "prior  art"  date  of 
a  U.S.  patent  but  not  to  do  so  in  the  case  of  a  foreign  patent  which  has  no  cor- 
responding U.S.  patent.  In  both  cases  it  is  best  not  to  use  the  foreign  filing  date 
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because  of  uncertainties  as  to  whether  the  disclosure  of  the  patent  was  actually 
in  the  originally  filed  foreign  application. 

Under  the  tirst-inventor  system  with  a  year  of  grace,  it  is  also  desirable  to 
retain  the  present  defenses  of  prior  inventorship  by  another,  and  prior  patenting 
by  the  same  inventor  in  a  foreign  country,  but  no  separate  discussion  of  these 
defenses  appears  to  be  necessary. 

D.  Applications  for  patent  should  preferably  be  published  as  a  part  of  the 
issued  patent  at  the  time  of  grant. 

Consequently  procedures  should  be  such  as  to  encourage  prompt  action 
by  the  Pittoit  Ofice  and  prompt  response  by  the  applicant  without  time- 
consuming  complications,  so  that  patents  can  be  granted  and  published 
within  one  or  two  years,  as  was  generally  the  case  until  recent  years. 
'Nevertheless : 

If  the  patent  is  not  granted  icithin  two  years,  the  application  should 
be  published  if  it  appears  to  contain  novel  subject  matter  and  if  the 
applicant  is  given  an  opportunity  to  withdraw  the  application  to 
avoid  publication. 
The  U.S.  patent  system  is  in  a  real  sense  based  on  contract  theory.  The  con- 
sideration from  the  applicant  is  full  disclosure  to  the  public  of  his  invention,  and 
the  consideration  from  the  Government,  representing  the  public  is  the  patent 
grant.  To  require  disclosure  through  publication  at  a  given  time  after  filing  with- 
out then  assurance  of  grant  reduces  the  incentive  to  the  inventor  to  seek  a  patent 
and  pushes  him  toward  the  protection  of  secrecy,  which  is  directly  contrary  to 
the  objective  of  public  disclosure  of  technological  advances,  the  very  objective 
sought  by  the  Commission  in  its  Recommendation  VII. 

Other  "objectives  would  also  suffer  in  that  publication  of  applications  without 
regard  to  novelty  of  content  would  produce  much  duplication  in  disclosures  (not 
even  permitted  in  scientific  journals)  thereby  adding  "paper"  only  to  the  "ex- 
plosion" with  which  one  has  to  cope  and  inevitably  lengthening  the  pendency 
of  patent  applications. 

On  the  other  hand,  when  there  is  delay  in  grant  of  a  patent  with  a  disclosure 
which  does  advance  the  art,  and  if  the  applicant  wishes  to  waive  some  of  his 
"quid-pro-quo",  there  should  be  provision  for  applicant-authorized  pre-grant 
publication. 

E.  The  term  of  a  patent  shall  expire  20  years  from  the  filing  of  the  first 
United  States  application  on  which  the  applicant  relies  for  an  effectiv« 
filing  date  for  all  or  any  part  of  his  claimed  invention. 

The  Commission's  Recommendation  XVIII  as  to  measurement  of  the  term  of 
patents  from  filing  rather  than  from  the  issue  date  is  accepted,  since  it  provides 
desirable  incentives  for  expediting  prosecution.  Since  this  penalizes  delay  in  filing 
dependent  or  related  applications,  we  think  there  is  no  real  necessity  for  time 
limits  on  filing  of  such  applications  proposed  in  Recommendation  VIII. 

The  proposal  of  the  Commission  in  Recommendation  XX  that  a  terminal  dis- 
claimer should  not  overcome  a  holding  of  double  patenting  is  unsound.  There  has 
been  great  confusion  about  double  patenting,  which  originally  meant  issuance 
of  two  patents  to  the  same  inventor  on  identically  the  same  invention.  Many 
patents  have  been  rejected  on  this  ground  even  though  the  irventions  involved 
are  not  actually  the  same,  but  are  alternative  inventions  or  improvement  in- 
ventions or  otherwise  closely  related  but  different  inventions.  Where  the  inven- 
tions are  by  the  same  inventor  and  are  patentable  over  other  prior  art,  they 
are  generally  permitted  to  be  claimed  in  a  single  patent,  but  in  the  past,  re- 
quirements for  restriction  to  a  single  invention  were  frequently  followed  by 
rejection  for  double  patenting.  This  was  so  obviously  unjust  that  two  corrective 
provisions  were  placed  in  the  1952  revision  of  the  statute. 

The  first  correction  was  to  prohibit  the  practice  of  requiring  restriction  and 
then  rejecting  claims  because  of  the  consequence  of  the  requirement.  The  second 
was    the    authorization    of   terminal    disclaimers. 

The  reason  for  terminal  disclaimers  was  that  one  of  the  asserted  justifications 
for  double  patenting  rejections  was  that  grant  of  the  second  patent  would  be  an 
illegal  extension  of  the  patent  monopoly  beyond  a  single  17  year  term.  So  by 
disclaiming  the  part  of  the  term  beyond  the  17  year  term  of  the  first  patent  this 
attempted  justification  is  eliminated.  No  reason  for  neutralizing  this  benefit  has 
been  explained.  In  any  event,  the  measurement  of  the  term  from  filing  rather  than 
from  issue  date  largely  eliminates  the  problem. 

F.  Broadened  reissues  should  not  be  completely  prohiT)ited,  but  the  time 
in  tvhich  they  -may  be  sought  be  reduced  to  one  year. 
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Reissuance  of  patents  to  correct  inadvertent  errors  arose  by  necessity,  and 
was  approved  by  the  Supreme  Court,  before  there  was  any  statutory  authorization. 
This  occurred  in  a  situation  in  which  extension  or  broadening  of  protection  was 
involved.  Since  then,  the  courts  have  declared  that  broadened  reissues  must  be 
sought  within  a  reasonable  time,  and  the  maximum  time  was  finally  declared  to 
be  two  years,  by  analogy  to  the  two  year  grace  period  then  in  effect. 

When  the  1952  recodification  was  enacted,  the  decision  law  on  this  point  was 
codified  and  the  two  year  time  limit  on  broadened  reissues  was  fixed,  even 
though  the  grace  period  had  been  reduced  to  one  year  a  considerable  time  before 
then. 

This  time  limit  is  analogous  to  the  rule  against  late  claiming  of  subject  matter 
disclosed  but  not  originally  claimed.  Allowance  of  new  claims  to  previously  un- 
claimed subject  matter  is  absolutely  barred  if  the  claims  are  first  presented  more 
than  a  year  after  a  publication.  In  fairness  to  the  public,  the  same  rule  should 
apply,  regardless  of  whether  the  broadened  claims  are  presented  before  grant,  or 
after  grant  in  an  application  for  reissue,  and  regardless  of  whether  the  publication 
is  by  another  or  is  the  publication  of  the  patentee's  own  patent. 

Complete  prohibition  of  broadened  reissues  proposed  in  Recommendation  XVI 
would  needlessly  deprive  patentees  of  protection  in  many  situations  in  which  the 
original  claims  fail  to  define  the  invention  properly.  Such  a  statutory  prohibition 
could  even  be  invoked  to  destroy  patents  when  the  change  is  actually  only  a 
clarification,  because  a  technical  analysis  of  the  claims  could  make  it  appear  that 
a  slight  extension  of  scope  had  occuri-ed. 

A  revision  of  the  .statute  limiting  the  time  for  presentation  of  broadened  claims 
in  reissues  to  one  year  is  accordingly  proposed. 

G.  Citations  of  prior  art  that  bear  on  the  subject  matter  of  an  application 
or  patent  may  be  made  of  record,  at  any  time  by  any  one  including  the  appli- 
cant or  patentee.  Notice  shall  be  given  to  the  applicant  or  patentee  of  any 
such  citations  submitted  by  others. 

1.  Such  prior  art  shall  be  added  to  the  list  of  prior  art  appended  to 
the  specification,  and  shall  appear  on  copies  subsequently  sold,  but  shall 
be  distinguished  from  prior  art  cited  by  the  Patent  Office  unless  actually 
reviewed  by  the  examiner  before  alowance  of  the  case. 

2.  An  applicant  or  patentee  shall  have  the  right  at  all  times  to  restrict 
his  claims  by  amendment  or  disclaimer  or  reissue  to  avoid  any  adverse 
effect  such  additional  prior  art  may  have  on  the  validity  of  his  claims. 

3.  A  defendant  in  an  infringement  suit  who  prevails  against  a  patentee 
because  of  prior  art  so  cited  may  be  entitled  to  a  judgment  for  his 
attorney's  fees,  in  the  absence  of  review  by  the  examiner  or  timely 
restriction  by  the  patentee. 

The  Commission  emphasized  the  importance  of  reliability  of  patents,  which 
apparently  means  that  if  and  when  litigated  the  protection  should  be  held  by  the 
court  to  correspond  exactly  to  the  apparent  scope  of  the  claims  in  the  patents. 
Such  a  goal  is  obviously  not  realizable  for  two  reasons.  First,  all  the  prior  art 
can  never  be  ascertained  with  any  certainty,  but  the  intensive  searching  during 
litigation  almost  always  turns  up  significant  prior  art  not  previously  cited. 
Second,  the  aparently  proper  scope  of  protection  depends  on  the  effect  of  the 
invention  on  actual  progress  of  the  art  which  undergoes  change  with  time,  and 
depends  even  more  on  the  individuality  of  the  person  or  persons  judging  the 
matter  who  more  often  than  not  will  disagree. 

Incindeutally,  the  stated  intention  of  the  Patent  Office  to  measure  the  quality 
of  the  examining  operation  and  of  its  output  of  is.sued  patents  (Recommendation 
XII),  and  the  proposal  for  periodic  reviews  by  a  statutory  Advisory  Council 
(Recommendation  XXVI)  show  a  commendable  concern  for  improvement  in 
quality.  The  exercise  of  judgment  is  inherently  incapable  of  measurement  and 
not  much  can  be  expected  by  concentrating  on  this  phase  of  the  operation  which 
is  already  under  the  scrutiny  of  supposedly  competent  supervisors.  Substantial 
improvement  in  clas.sification  and  searching  could  be  expected  by  subjecting  these 
DjM'rations  to  the  control  of  a  completely  independent  search,  which  can  be  accom- 
plished by  requiring  prior  art  known  to  applicants  to  be  disclosed  after  (and  not 
before)  the  examiner's  search  is  reported.  The  requirement  for  indei>endence 
of  search  would  greatly  enhance  completeness  of  knowledge  of  prior  art  and 
would  immediately  disclose  weaknesses  in  the  classification  and  searching  .sys- 
tem so  they  could  be  corrected. 

The  elaborate  procedures  for  learning  of  prior  art  recommended  by  the  Com- 
mis.'^in  include  compulsory  publication  (Recommendation  VII)  followed  by  cita- 


697 

tion  of  prior  art  by  the  public  (Recommeudatiou  XI),  and  another  citation  period 
and  reexamination  after  allowance  (Recommendation  XI,  chart  2)  with  conse- 
quent delay  of  about  a  year  before  issuance,  taking  of  testimony  to  establish 
public  uses  with  further  long  delays  (Recommendation  XI)  and  finally  cancella- 
tion proceedings  which  may  be  commenced  up  to  3  years  after  issuance  ( Recom- 
mendation XV),  so  that  scope  cannot  be  known  with  even  approximate  certainty 
until  some  6  to  10  years  after  filing.  These  should  all  be  replaced  by  some  simple 
procedure  which  will  not  consume  such  inordinately  long  time. 

The  procedure  now  proposed  is  simplicity  itself.  It  permits  citation  of  prior 
art  by  any  one  at  any  time  without  positively  requiring  any  action  vmless  the 
citation  occurs  before  allowance,  in  which  event  the  examiner  would  normally 
review  the  ciited  prior  art,  and  if  appropriate  would  use  it  iu  rejection  of  claims. 
The  public  would  benefit,  as  would  the  pautentee,  by  aviodance  of  delays  in 
issuance  of  the  patent.  The  public  interest  would  be  better  protected  by  simple 
notice  of  additional  prior  art.  putting  the  burden  on  the  patentee  to  reissue  or 
take  the  risk  of  invalidity,  than  by  the  elaborate,  time  consuming,  and  still  incon- 
clusive procedures  suggested  by  the  Commission. 

H.  An  applicant  icho  has  filed  an  application  for  patent  In  proper  form 

should  not  be  denied  a  patent  without  a  showing  of  good  cause  authorized 

by  the  statute.  After  a  rejection  or  objection  or  requirement,  the  applieant 

should  have  the  burden  of  proceeding,  and  should  be  entitled  to  a  patent 

unless  the  preponderance  of  available  evidence  establishes  a  basis  for  denial 

of  the  requested  patent. 

The  Commission  proposed  (Recommendation  X)  that  applicants  should  have 

the  "burden  of  persuading"  the  Patent  OflSce  that  a  claim  is  patentable  and 

Bill  Sec.  137  so  provides. 

This  sounds  harmless  enough  to  patent  attorneys  who  know  that  they  have 
always  had  the  burden  of  persuading  an  examiner  who  has  rejectiHl  a  claim  that 
he  should  change  his  mind  and  allow  it.  That  is,  it  sounds  harmless  until  its 
consequences  are  analyzed. 

Similarly,  the  Commission  proposed  (Recommendation  XIII)  that  Patent 
Ofiice  decisions  "be  given  a  presumption  of  correctness"  and  not  be  reversed 
unless  clearly  erroneous.  Again  a  presumption  of  correctness  of  a  decision  has 
always  existed  in  the  sense  that  an  appellant  must  .show  why  it  is  wrong  before 
it  can  be  rever.sed.  But  the  Bill  Sec.  148  goes  far  beyond  that  and  says  such  a 
decision  "shall  be  upheld  unless  it  is  without  substantial  basis". 

These  proposals  for  a  "burden  of  persuading"  and  a  "presumption  of  correct- 
ness" .seem  to  be  intended  to  make  it  more  difficult  to  obtain  a  patent,  so  that 
every  patent  will  be  of  high  quality,  impregnable  and  free  from  criticism.  This 
reach  for  perfection  would  be  commendable  were  it  not  that  the  goal  of  perfection 
IS  unattainable  and  the  means  selected  would  destroy  incentive  and  oppose  rather 
than  promote  progress. 

The  Report  referred  to  instructions  of  the  Commissioner  of  Patents  to  the 
Examiners,  not  to  allow  claims  if  there  is  any  doubt  as  to  patentability  "in 
obedience  to  the  views  expressed  this  year  by  the  Supreme  Court"  (Recommen- 
dation X).  This  evidently  refers  to  the  comment  by  Mr.  Justice  Clark  in 
Graham  v.  Deere  383  U.S.  1,  18;  148  USPQ  459,  467  (Feb.  21,  1966)  : 

"We  have  observed  a  notorious  diftei'ence  between  the  standards  applied 
by  the  Patent  Office  and  the  courts." 
and  the  subsequent  admonition  : 

"for  the  Commissioner  to  strictly  adhere  to  the  1952  Act  as  interpreted 

here." 

There  should  be  no  occasion  for  any  new  rule,  statutory  or  otherwise,  to 

assure  adherence  to  the  existing  Act.  If  the  Commissioner  and  other  members 

of  the  Patent  Office  swerve  from  the   correct   interpretation   of  the  Act,  the 

appellate  tribunals  and  ultimately  the  Federal  Courts  will  set  them  straight. 

"Difference  in   standards"  needs  careful   thought.   The  Patent  Office  grants 

about  50,000  patents  a  year.  An  equal  numl)or  are  rejected  and  never  become 

patents,  because  they  do  not  meet  the  statutory   standards.   A   tiny  fraction 

reach  the  courts,  and  almost  none  reach  the  Supreme  Court. 

In  i^erformance  of  its  task  of  examining  patents  the  Patent  Office  has  no 
difficulty  in  deciding  that  some  are  clearly  unqualified,  but  some  are  inevitably 
borderline  cases,  as  to  which  reasonable  people  will  disagree,  some  considering 
them  obvious  from  the  prior  art  and  therefore  unpatentable  and  others 
considering  them  patentable. 
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It  is  only  borderline  cases  that  engage  the  attention  of  the  courts.  That  is 
what  courts  are  for.  Other  cases  are  normally  disposed  of  without  litigation. 
If  half  the  cases  are  decided  one  way  and  half  the  other  way,  the  standards  are 
being  applied  fairly  uniformly,  and  that  is  about  what  the  court  statistics  on 
patent  litigation  have  shown.  On  the  other  hand,  if  only  patents  of  highest 
quality  were  grantetl  so  that  all  would  be  found  valid  by  the  courts,  the  standard 
would  be  an  improper  one,  since  the  Patent  Office  would  have  eliminated  all 
the  borderline  cases  which  are  difficult  to  decide  correctly.  Then,  paradoxica'" 
the  fact  that  the  courts  agree  with  the  Patent  Office  in  every  case  would  prove 
that  their  standards  are  different,  that  the  Patent  Office  is  rejecting  the 
borderline  cases  and  preventing  them  from  i-eaching  the  courts  at  all  for  a 
final  authoritative  decision. 

The  "burden  of  persuasion"  and  the  "presumption  of  correctness"  would  effec- 
tively nullify  the  provisions  for  appellate  review,  and  permit  the  Patent  Office 
arbitrarily    to    reject   meritorious    inventions   without    any    effective   recourse. 

What  is  needed  is  a  balanced  approach  as  set  forth  in  our  statement  of 
Principle.  The  language  that  applicant  should  be  entitled  to  a  patent  "unles.s" 
in  Section  102  of  the  statute  should  be  retained.  The  Patent  Office  should  not  deny 
a  patent  without  showing  of  good  cause  authorized  by  statute.  The  burden 
should  then  shift  to  the  applicant  to  show  by  preponderance  of  the  evidence 
that  his  subject  matter  qualifies  for  grant  of  a  patent,  and  the  decision  of  the 
Patent  Office  should  be  subject  to  the  normal  judicial  review  as  to  correctness. 

To  provide  otherwise  is  definitely  against  the  incentives.  If  an  error  is  made 
in  grant  of  a  patent  it  can  be  corrected  by  the  Courts,  but  if  error  is  made  in 
denial  of  a  patent  the  inventor's  rights  are  irretrievably  lost  and  his  incentive 
to  make  further  inventions  may  be  destroyed  forever. 

I.  The  U.S.  Court  of  Customs  and  Patent  Appeals  sJiould  he  the  sole  court 
of  rcvieiv  of  Patent  Office  decisions. 

1.  An  applicant  on  good  cause  shown  may  he  entitled  to  supplement 
the  Patent  Office  record. 

2.  Decisions  of  the  CCPA  should  continue  to  he  reviewable  only  hy 
the  Supreme  Court  on  certiorari. 

The  proposial  for  an  additional  appeal  from  the  Court  of  Customs  and  Patent 
Appeals  to  the  Court  of  Appeals  of  the  District  of  Columbia  appears  to  result 
from  the  unwillingness  of  the  Patent  Office  to  accept  criticism  and  correction  of  its 
errors.  One  instance  is  the  attempt  to  push  the  effective  date  of  references  back 
to  foreign  filing  dates,  but  this  has  now  been  overruled  by  both  courts.  Another 
is  the  adherence  of  the  CCPA  to  the  long  standing  rule  that  a  patent  can  properly 
be  granted  even  though  there  is  some  doubt  as  to  absence  of  obviousness. 

It  was  only  a  few  years  ago  (Act  of  August  25,  1958)  that  the  CCPA  was 
definitely  given  the  status  of  a  constitutional  court.  It  is  coordinate  in  rank  with 
the  Court  of  Appeals  of  D.C.  since  the  CCPA  is  itself  a  court  of  appeals  hearing 
appeals  from  a  lower  court — the  Customs  Court — and  its  decisions  are  reviewable 
only  by  the  Supreme  Court.  It  would  be  a  great  step  backward  to  relegate  our 
finest  and  most  experienced  patent  law  court  to  a  subservient  position.  It  would 
also  greatly  increase  expense  and  delay  to  provide  this  further  appeal. 

If  there  is  still  concern  about  occasional  differences  in  interpretations  of  law, 
this  can  be  corrected  most  effectively  by  requiring  de  novo  proceedings  to  obtain 
patents  to  be  heard  by  a  single  judge  (either  from  the  CCPA  or  from  another 
court  on  temporary  assignment)  with  appeals  to  the  entire  court  without  par- 
ticipation by  the  trial  judge.  As  an  alternative  such  proceedings  could  be  heard  by 
the  full  Court,  with  additional  evidence  as  to  patentability  submitted  on  affidavits 
or  otherwise  as  the  Court  may  direct.  However,  retention  of  the  present  pro- 
cedure should  be  almost  equally  satisfactory,  since  the  two  courts  provide  an 
effective  check  on  each  other's  performance. 

A  minor  but  troublesome  procedural  matter  concerns  "reasons  of  appeal" 
which  are  now  required  in  CCPA  proceedings.  Every  one  seems  to  agree  that 
they  should  be  eliminated,  as  was  provided  in  the  Administration  bill. 

J.  When  the  Qovernment  acquires  any  right  under  any  patent  to  exclude 
others  from  the  practice  of  an  invention,  every  citizen  of  the  United  States, 
including  incorporated  business  enterprises,  should  have  an  irrevocable  free 
rifiht  to  practice  the  invention. 

There  has  been  much  controversy  as  to  who  should  own  and  who  should  have 
the  right  to  operate  under  patents  on  inventions  the  creation  of  which  was  paid 
for  in  whole  or  in  part  by  the  United  States  Government. 
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The  Commission  declined  to  take  a  position  on  tliis  particular  issue  (Recom- 
mendation XXXII),  but  did  suggest  (Recommendation  XXXIII),  that  patents  be 
permitted  to  be  based  on  inventor's  certificates,  thus  impliedly  approving  owner- 
ship of  U.S.  patents  by  Communist  governments,  which  are  essentially  the  only 
ones  awarding  inventor's  certificates,  and  which  are  in  a  position  to  exercise 
complete  control  over  the  resulting  U.S.  patents. 

It  is  repugnant  to  our  principles  of  individual  freedom  to  permit  a  foreign 
government  to  own  and  exercise  important  economic  rights  of  exclusion. 

It  is  also  repugnant  to  our  concept  that  the  Government  is  the  people  coUective- 
Ij-,  to  have  the  Government  use  tax  funds  collected  from  its  citizens  to  create 
inventions,  grant  patents  to  itself,  and  then  use  the  patents  to  exclude  its  citizens, 
who  paid  for  them,  from  use  of  the  inventions.  Yet  that  is  exactly  what  many 
apparently  sincere  people  are  vigorously  trying  to  authorize. 

The  National  Association  of  Manufacturers  have  a  policy  statement  dating  from 
19.52  that  the  Government  should  not  own  patents  but  if  it  does  they  should  be 
available  free  to  all  citizens,  and  The  American  Patent  Law  Association  in  the 
summer  of  1963  adopted  a  similar  resolution. 

A  constitutional  question  exists  as  to  whether  the  Government  has  the  right 
or  power  to  exclude  its  citizens  from  practice  of  Government-owned  inventions, 
since  the  Government  is  the  citizenry,  and  such  a  grant  by  the  Government  to 
itself  could  be  considered  the  grant  of  all  rights  to  all  citizens,  which  would 
effectively  extinguish  the  patent. 

It  is  recommended  that  legislation  at  least  go  as  far  as  the  APLA  resolution 
in  assuring  U.S.  citizens  the  right  to  practice  Government-owned  inventions. 
Serious  consideration  should  be  given  to  a  further  step,  declaring  that  whenever 
any  right  of  ownership  in  any  U.S.  patent  is  acquired  by  any  government,  domes- 
tic' or  foreign,  the  patent  shall  immediately  and  irrevocably  lapse  and  be  perma- 
nently in  the  public  domain. 

IV — OTHER    ADMIXISTBATION    PROPOSALS 

The  Administration  bill  follows  the  Commission's  Recommendations  as  to  some 
features  which  we  regard  as  independent  of  the  "plan" ;  it  omits  or  departs  from 
other  features  and,  of  course,  it  does  not  deal  with  Recommendations  inappro- 
priate by  their  nature  for  enactment  into  law.  The  Cleveland  Patent  Law  Associ- 
ation has  considered  all  these  and  expresses  its  views  in  the  paragraphs  below : 

Patentable  subject  matter 

Recommendation  IV  proposes  changes  in  the  present  classes  of  patentable 
subject  matter  in  respect  of  designs,  plants  and  computer  programs  while  the 
Bill  deals  onlv  with  the  latter  by  providing  for  their  non-patentability  in  Section 
106. 

We  are  opposed  to  any  new  limitations  on  what  can  be  protected,  on  the  ground 
of  preservation  of  incentives,  and  since  the  effect  on  attainment  of  the  objectives 
is  not  significant. 

We  favor  the  carefully-considered  proposed  legislation  for  copyright-type 
protection  on  industrial  designs  and  urge  that  it  be  passed  by  the  Congress,  If 
and  when  it  is  passed,  consideration  should  be  given  to  the  elimination  of  design 
patents  from  the  patent  law. 

We  concur  in  the  Commission's  suggestion  of  further  study  to  determine  the 
most  appropriate  means  of  protection  for  breeders  of  plants  and  seeds.  We 
suggest,  in  addition,  another  study  to  determine  the  feasibility  of  statutory  pro- 
tection for  engineering  drawings  and  engineering  designs,  as  to  which  there  is 
widespread  piracy. 

We  oppose  statutory  non-patentability  of  "computer  programs"  and  favor  the 
principle  that  all  fields  of  activity,  whatever  their  nature,  should  be  considered 
on  the  same  footing  with  respect  to  whether  a  patent  can  be  obtained  as  a  result 
of  activity  which  would  qualify  under  Section  101  of  Title  35.  Any  exception  in 
the  statute  could  serve  as  a  precedent  for  further  exception  and  would  nullify 
the  proper  court  function  of  interpreting  the  meaning  of  the  law  in  the  light  of 
changes  in  tyi)es  of  activities  being  pursued.  Methods  of  doing  business  arc  not 
patentable  as  processes  under  existing  judicial  interpretations  and  the  courts 
are  quite  competent  to  determine  whether  any  particular  kind  of  "computer 
program"  falls  within  the  existing  statutory  classes  of  inventions.  No  need  is 
seen  for  legislative  action  to  clarify  existing  law. 
86-218— 68— pt.  2 21 
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Assigyiee  filing  and  joinder  of  inventors 

The  Association  endorses  Ref'ommendation  V  and  those  sections  of  the  Bill 
which  would  bring  it  into  effwt.  This  is  a  commendable  elimination  of  technical 
defenses  which  should  improve  quality  and  reliability,  reduce  exi>ense  and  delay, 
and  promote  uniformity  with  foreign  laws.  It  is  consistent  with  the  objectives 
and  does  no  violence  to  the  incentives  since  safeguards  for  the  rights  of  the  in- 
ventor are  preserved.  His  contribution  will  continue  to  be  identified  with  his 
uame  and  ownership  of  his  rights  can  not  he  acquired  without  his  consent. 

Infringement  hy   importation 

Recommendation  XXI  is  a  desirable  placement  in  the  patent  law  of  a  provision 
to  the  effect  that  importation  into  the  U.S.  of  a  product  made  abroad  by  a  process 
patented  in  the  U.S.  shall  constitute  an  act  of  infringement.  We  approve  of  re- 
placement of  the  present  unsatisfactory  provision  of  the  tariff  law  with  an  ef- 
fective provision  in  the  patent  law. 

However,  the  Administration  Bill  proposal  in  its  new  Section  271(b)  emascu- 
lates the  Recommendation  by  restricting  the  effect  to  importation  "for  purpose 
of  trade  or  use  in  trade  or  industry"  which  would  seem  improperly  to  eliminate 
infringement  liability  by  the  Government,  and  adds  a  provi-so  that  protection 
for  the  process  must  not  be  "available  in  such  country,"  the  purpose  and  the 
effect  of  which  are  most  unclear.  These  two  provisions  should  be  deleted. 

Statutory  "rule  of  reason"  for  determining  patent  misuse 

One  of  the  few  Recommendations  of  the  Commission  which  was  apparently 
rejected  by  the  Administration  in  formulating  its  Bill  is  Recommendation  XXII 
which  would  impose  a  statutory  "rule  of  reason"  for  determining  patent  mis- 
use, thereby  preventing  certain  licensing  acts  from  being  considered  "per  se" 
violations  of  antitrust  law. 

We  deplore  the  fact  that  the  Administration  saw  fit  not  to  follow  this  Recom- 
mendation which  is  also  one  of  the  few  which  clearly  favors  the  patentee. 

Patent   infringement   litigation  in  the  Federal  courts 

Three  recommendations  were  made  with  respect  to  patent  litigation,  having 
to  do  with  discovery  procedure,  trial  on  an  agreed  statement  of  facts,  and  un- 
desirable relitigation  of  validity. 

Discovery  procedure  can  be  so  extremely  prolonged,  expensive  and  trouble- 
some that  it  was  proposed  to  appoint  "civil  commissioners"  to  supervise  and 
control  this  part  of  the  litigation  procedure  (Recommendation  XXIV).  This  is 
not  a  problem  peculiar  to  patent  litigation  and  should  be  corrected  at  its  source, 
by  revision  of  the  Rules  of  Civil  Procedure,  rather  than  by  treating  the  symp- 
toms, which  may  simply  shift  the  problem  to  a  different  location.  It  is  understood 
that  moves  in  the  direction  of  revision  of  the  Rules  are  already  underway. 

The  recommendation  that  a  simplified  trial  procedure  be  provided  if  both 
parties  agree  (Recommendation  XXV)  does  not  require  action  since  such  a 
procedure  is  po.ssible  now.  It  is  almost  never  used,  since  any  proiwsal  of  this 
kind  by  a  litigant  would  cause  the  opponent  to  fear  that  it  would  be  to  his  dis- 
advantage. 

The  suggestion  that  a  decision  of  invalidity  of  a  patent  be  dealt  with  as 
though  in  rem  so  that  no  other  suit  on  the  patent  could  ever  be  brought  (Recom- 
mendation XXIII)  is  not  generally  favored,  as  it  might  have  unjust  conse- 
quences. The  few  cases  in  which  relitigation  of  patents  really  presents  a  problem 
can  be  dealt  with  effectively  by  the  courts  without  any  change  in  the  law. 

Patent  Office  operations 

We  concur  wholeheartedly  in  the  proposition  stated  in  the  first  paragraph  of 
Recommendation  XXVII  that  the  Patent  Oflice  should  be  adequately  supported 
to  insure  first-class  staffing,  housing  and  equipment  and  we  endorse  the  prin- 
ciple that  the  Patent  Office  should  not  be  required  to  be  self-sxistaining. 

However,  we  do  not  favor  relinqui.shment  by  the  Congress  and  delegation 
to  the  Commis.sioner  of  substantially  all  authority  to  fix  patent  fees  as  proposed 
by  the  Administration  in  Section  41  of  the  Bill.  The  authority  could  too  easily 
be  misused  to  price  inventions  out  of  the  Patent  Ofl3ce  or  to  discriminate  against 
the  taking  of  actions  by  applicants  which  the  Commissioner  does  not  favor.  In 
this  and  in  other  respects,  as  has  been  noted,  we  think  that  the  Bill  goes  entirely 
too  far  in  the  direction  of  vesting  all  control  in  the  hands  of  the  Administration. 

AVe  are  in  favor  of  continuation  and  acceleration  of  studies  and  efforts  to 
improve  patent  classification  systems,  institute  methods  of  mechanized  .search- 
ing and  information  retrieval,  etc.  as  recommended  in  Recommendations  XXIX. 
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Tlie  heart  of  the  patent  "problem"'  is  the  making  of  a  quick  and  complete  prior 
art  search  in  the  Patent  OflSce  followed  by  application  of  the  search  results  by 
capable,  experienced,   practical  and  judicially -minded  patent  examiners. 

In  our  opinion,  most  of  the  alleged  trouble  with  the  Patent  system  can  be 
solved  through  concentration  of  efforts  on  continued  improvement  in  Patent 
Office  operations.  Progress  has  been  made  on  the  "backlog"  through  changes 
in  practice,  such  as  the  institution  of  "compact  prosecution",  within  the  irame- 
work  of  existing  law.  We  think  other  changes,  such  as  separation  of  the 
scientific  and  judicial  functions  of  examination,  at  least  on  a  trial  basis,  might 
lead  to  further  efficiencies  in  practice.  Such  a  separation  is  being  seriously 
considered  in  connection  with  simplitication  of  international  patent  procedures. 

We  greatly  fear  that  enactment  of  the  Administration  Bill  would  cause  the 
efforts  toward  improvements  in  operation  in  the  Patent  Office  to  come  to  a 
grinding  halt  because  of  the  many  adjustments,  new  functions,  etc.,  which  are 
required  by  Administration-proposed  drastic  changes  in  the  system. 

International  action 

In  the  Section  of  the  Commission's  Report  headed  "International  Action" 
there  are  three  Recommendations  XXXIII,  XXXIV  and  XXXV,  all  related 
to  the  ultimate  goal  of  a  "universal  patent".  While  refraining  from  comment 
on  revision  of  the  Paris  Convention,  which  is  outside  the  scope  of  the  Bill,  we 
agree  that  the  goal  is  desirable. 

As  to  the  direction  now  to  be  pursued  in  achieving  this  goal  we  quote  the 
following  from  the  Commission's  Report : 

"Any  attempt  by  revolutionary  change,  to  scrap  present  systems  in 
favor  of  new  ones,  in  the  United  States  or  abroad  is  neither  feasible  nor 
desirable." 

Our  analysis  of  the  Administration  Bill  convinces  us  that  it  is  in  far  too  many 
respects  a  scrapping  of  the  present  U.S.  patent  incentive  system  and  we  vigor- 
ously advocate  that  the  Congress  enact  an  alternative  consistent  w4th  pres- 
ervation of  the  incentives. 

V — INCENTIVES  FOR  PEOGRESS 

llie  Commission  in  the  Introduction  to  its  Report  stated  that  "a  patent  system 
is  capable  of  continuing  to  provide  an  incentive  to  research,  development  and 
innovation."  Does  our  patent  system  do  this  as  well  as  it  should? 

The  only  measure  of  inventiveness  available  to  us  seems  to  be  the  number 
of  patents  applied  for  or  granted  per  capita.  Even  though  it  is  not  a  perfect 
measure,  it  gives  a  useful  indication  of  the  extent  to  which  our  patent  system 
is  benefitting  the  nation. 

The  number  of  patents  per  100,000  population  in  the  United  States  remained 
remarkably  constant  between  35  and  40  for  many  decades,  until  1932,  and  then 
dropped  sharply.  Two  things  occurred  in  the  thirties — the  great  depression, 
and  an  intensive  attack  on  the  patent  system  by  President  Roosevelt  and  the 
New  Deal  philosophers.  53,000  patents  were  granted  in  1932,  but  the  number 
dropped  to  less  than  half  and  did  not  again  exceed  50,000  until  1959,  twenty- 
seven  years  later,  with  patents  per  100,000  then  below  30  because  of  the  great 
increase  in  population.  Since  then,  the  Commissioner  has  reported  that  in- 
creases in  applications  for  patent  are  accounted  for  by  inventions  made  in 
foreign  countries,  with  domestic  inventions  remaining  almost  constant  in  num- 
ber despite  steady  increases  in  population. 

This  suggests  that  first  attention  should  be  given  to  restoration  and  en- 
hancement of  incentives,  to  strengthening  of  assurance  that  a  meritorious  in- 
vention can  be  patented,  to  simplification  of  procedures,  and  reduction  of  cost 
of  obtaining  the  patent.  This  means  rejection  of  the  Commission's  numerous 
obstacles  to  patenting,  complication  and  prolongation  of  procedures,  and  con- 
sequent expenses  to  owners  of  inventions ;  and  adoption  of  only  those  Recom- 
mendations which  will  truly  promote  the  stated  objectives  without  diminishing 
the  incentives  for  progress,  as  explained  above. 

These  important  principles  and  benefits  will  generally  be  realized  by  adop- 
tion of  the  Bill  drafted  by  the  Section  of  Patent,  Trademark  and  Copyright 
Law  of  the  American  Bar  Association,  which  is  approved  in  general  principle 
by  The  Cleveland  Patent  Law  Association. 

Further  improvement  in  details  of  language  and  effect  may  be  attained  by 
adoption  of  the  specific  provisions  for  various  sections  of  the  Act  as  proposed 
in  the  appended  outline  entitled  "Substitute  Language  for  Sections  of  the 
Patent  Act". 
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VI — SUMMARY 

In  summation,  the  Cleveland  Patent  Lavr  Association — 

Endorses  sucli  portions  of  the  Administration  Bill  as  are  based  on  Com- 
mission Recommendations  which  retain  the  incentives  of  the  U.S.  Patent 
System  and  further  the  objectives  identified  by  the  Commission. 

Urges  modification  or  elimination  of  other  portions  of  the  Bill  in  ac- 
cordance with  the  Principles  we  have  stated  in  order  also  to  preserve  the 
incentives  and  further  the  objectives. 

AflQrms  the  proposition  that  the  Patent  OflBce  should  be  fully  supported 
to  enable  it  to  move  continuously  forward  in  performance  of  its  functions 
but  opposes  the  giving  to  it  of  legislative  or  judicial  authority,  and 

Believes  it  essential  in  the  interests  of  progress  in  our  nation  that  the 
current  hearings  in  Congress  should  be  deliberate  and  thorough  with  as 
much  consideration  given  to  alternate  patent  bills  as  to  the  one  backed 
by  the  Administration. 

Senator  McClellx^-N.  The  next  witness  ? 

Mr.  Brennan.  Mr.  Eoss. 

Senator  McClellan.  Mr.  Ross,  identify  yourself,  will  you  please, 
and  also  your  associate. 

Mr.  Ross.  Mr.  Chairman,  I  am  Karl  F.  Ross.  I  am  past  president 
of  the  American  Association  of  Registered  Patent  Attorneys  &  Agents 
and  currently  its  legal  counsel,  and  with  me  is  Mr.  Albert  L.  Gazzola, 
who  is  president  of  the  association  and  who,  I  believe,  will  address  the 
committee. 

Senator  McClellan.  Very  well,  Mr.  Gazzola,  you  may  proceed. 

Do  you  have  a  prepared  statement  ? 

STATEMENT  OF  ALBERT  L.  GAZZOLA,  PRESIDENT,  AMERICAN  ASSO- 
CIATION OF  REGISTERED  PATENT  ATTORNEYS  &  AGENTS 

Mr.  Gazzola.  Mr.  Chairman,  I  want  to  mention  in  my  introduction 
here  that  we  do  have  a  prepared  statement.  Mr.  Ross  will  submit 
this  prepared  statement  as  a  matter  of  record. 

Senator  McClellan.  The  statement  will  be  received  and  printed 
in  the  record. 

Do  you  want  to  testify  in  addition  to  the  statement 

Mr.  Gazzola.  Right,  sir. 

Senator  McClellan  (continuing).  To  highlight  it  or  to  comment 
upon  it,  maybe.  Proceed. 

Mr.  Gazzol^v.  We  certainly  want  to  thank  you  for  this  opportunity, 
sir.  We  have  authorized  one  of  our  members.  Counsel  Ross  here,  to 
represent  us  here  in  the  oral  testimony  today.  I  merely  want  to  say 
that  he  will  not  stick  to  the  written  testimony  but  will  digress  from 
the  written  testimony.  We  will  have  a  rather  short  presentation. 

I  would  like  for  Mr.  Ross  to  speak  for  the  organization. 

Senator  McClellan.  Very  well.  Mr.  Ross,  you  may  proceed. 

STATEMENT  OF  KARL  F.  ROSS,  LEGAL  COUNSEL,  AMERICAN  ASSOCI- 
ATION  OF  REGISTERED  PATENT  ATTORNEYS  &  AGENTS 

Mr.  Ross.  Thank  you.  I  would  like  to  start  by  identifying  the  Asso- 
ciation, which  is  the  American  Association  of  Registered  Patent  At- 
torneys and  Agents,  and  the  only  nationwide  organization  representing 
the  interests  of  practitioners  before  the  Patent  Office  who  are  not  mem- 
bers of  the  bar. 
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We  welcome  this  opportunity  to  testify  on  the  proposals  pending 
before  this  coinmittee  on  amending  the  existing  patent  statutes,  be- 
cause we  believe,  along  with  many  others,  that  the  revisions  are  long 
overdue  and  we  are  particularly  gratified  to  see  that  there  is  one  bill 
pending  before  the  committee  which  goes  a  long  way  toward  doing 
that  and  modernizing  the  American  patent  system.  We  would  have 
liked  to  subscribe  wholeheartedly  to  that  bill,  which  is  S.  2597,  the 
American  Bar  Association  bill  introduced  by  Senator  Dirksen,  were 
it  not  for  one  provision  whicli  we  as  an  association  and  as  individuals 
strongly  feel  would  do  harm  to  the  American  patent  system,  a  pro- 
vision which  would  deprive  the  American  inventor  and  the  American 
industry  of  the  expert  ad\ace  in  preparing  patent  applications  before 
the  Patent  Office,  and  of  the  professional  help  which  the  American 
inventor  and  American  industry  sorely  need. 

I  am  referring  to  section  31  of  the  proposed  statute,  the  bill  S.  2597, 
which,  by  adding  a  few  short  sentences  to  the  current  regulations  on 
the  subject  of  persons  permitted  to  represent  applicants  before  the 
Patent  Office,  would  bring  about  something  which  this  committee  and 
the  Congress  have  wisely  refrained  from  doing  so  far:  namely,  to 
turn  over  control  over  the  practitioners  to  the  indi^ddual  bar  associa- 
tions of  the  several  States. 

Senator  McClellax.  "^^Hiat  is  the  real  objection  to  it?  I  have  an 
open  mind.  I  want  the  real  objection.  It  just  seemed  to  me  that  this  is 
a  highly  technical  area,  that  skilled  and  learned  people  are  in  this 
field.  They  are  required  to  make  proper  and  adequate  presentation  in 
a  very  technical  and  conflicting  area. 

Mr.  Ross.  I  would  like  to  say  it  in  positive  terms  rather  than  in 
terms  of  objections  to  it.  We  have  been  faced  in  this  country  for  many 
years — for  a  number  of  decades — with  a  shortage  of  qualified  prac- 
titioners before  the  Patent  Office.  We  have  experienced  the  fact  that 
inventors  and  industry  find  it  difficult  to  obtain  qualified  counsel  and 
assistants,  qualified  representatives  to  plead  their  cause  and  to  draw 
up  proper  patent  applications  before  the  U.S.  Patent  Office. 

Senator  ]NIcClellax.  Is  that  because  now  anvone  can  appear  before 
it? 

Mr.  Ross.  Xo,  it  is  not  that  anyone  can  appear  there.  Since  1924 
there  has  been  the  provision  that  only  persons  qualified  to  represent 
and  to  render  useful  service  to  inventors  and  applicants  may  appear 
before  the  Patent  Office,  except  for  the  inventors  themselves,  who  can 
plead  their  own  causes.  It  is  since  1938,  30  years  ago,  that  the  patent 
profession  in  this  country  was  split  down  the  middle — was  split  down 
the  middle  by  the  establishment  of  two  separate  registers — a  register 
for  patent  lawyers,  members  of  the  bar  of  their  respective  jurisdic- 
tions, and  those  not  members  of  any  bar — patent  agents. 

Senator  McClellax.  What  is  that  ? 

Mr.  Ross.  Patent  agents.  I  do  not  know  if  you  are  familiar  with  the 
term  "patent  agent."  It  is  a  renowned  profession  in  Canada,  in  Great 
Britain,  and  in  other  countries,  but  not  in  this  country.  This  title  was 
not  know  here  before  1938.  It  was  introduced  in  1938  into  the  U.S. 
patent  system  and  it  is  not  generally  understood  by  the  general  public. 
In  fact,  an  inventor  sometimes  believes  that  a  patent  agent  is  some- 
body who  would  sell  his  invention,  which,  of  course,  is  the  task  of  a 
patent  broker,  not  a  patent  agent. 
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It  had  been  the  practice  up  to  1938  to  call  every  practitioner  a  patent 
attorney,  and  this  is  still  -widely  done  by  the  public.  The  public  thinks 
that  way.  Nevertheless,  the  patent  agent  has  now  come  into  existence 
for  30  years,  and  for  15  years  this  association  has  been  bent  on  not 
only  }))'otectina*  the  interests  of  the  patent  agent,  but  also  elevating 
the  professional  status  and  standards  of  the  patent  agent.  There  exists 
a  myth  which  should  have  been  exploded  long  ago  and  which,  I  think, 
is  the  basis  for  the  thinking  that  a  patent  agent  is  a  freebooter  with 
no  legal  duties  to  any  organization  or  authority,  who  can  advertise 
as  he  pleases,  and  who  has  no  ethical  considerations.  This  is  not  so. 
The  patent  agent,  lilce  the  j^atent  attorney,  is  under  the  strict  jurisdic- 
tion of  the  Commissioner  of  Patents.  Like  any  attorney  he  may  not  ad- 
vertise and  does  not  advertise.  And  we  take  ]>ride — our  association 
takes  pride  in  the  fact  that  we  were  instrumental  in  promoting  the 
new  regulations  which  forbid  advertising  for  attorneys  and  agents 
alike. 

Senator  jMcClellan.  Let  me  ask  you  one  question  there.  These 
agents  that  you  refer  to  generally,  are  they  competent  and  knowledge- 
able in  the  law  so  as  to  fully  protect  the  rights  and  the  interests  of  the 
applicants? 

Mr.  Ross.  Mr.  Chairman,  let  me  answer  this  question  this  way. 

Senator  INTcCletj.ax.  Of  those  seeking  a  i)atent,  and  I  am  not  inter- 
ested in  givino:  a  monopoly  to  lawyers  as  such  or  to  impose  upon  an 
applif-ant  conditions  that  would  be  an  undue  burden  and  an  imposition 
upon  him,  but  I  do  think  that  we  must  not  overlook  the  fact  that  the 
applicant  should  also  be  protected  from  exploitation,  that  is,  from 
someone  who  is  not  really  qualified  to  represent  him  in  protecting  his 
interest.  So  I  would  be  searching  for  that  ground  which  is  essential  to 
the  protection  primarily  of  the  applicant. 

j\Ir.  Eoss.  I  fully  understand.  I  share  your  concern  for  the  ethics 
and  the  standards  and  the  effectiveness  of  the  profession,  in  order  to 
protect  the  rights  of  a  client  who  comes  to  the  practitioner,  whether 
he  be  an  attorney  or  an  agent.  We  have  today  a  situation  Avhere  tech- 
nology has  advanced  very  rapidly.  Human  life  has  not  been  so  c^m- 
mensurately  lengthened. 

A  person  willing  to  enter  a  profession  can  study  only  so  much.  He 
can  get  a  degree  in  engineering  or  chem.istry  or  he  can  devote  his 
energy  and  stamina  to  going  to  law  school  for  a  law  degree. 

I  should  like  to  point  out  that  in  a  survey  conducted  5  years  ago  we 
found,  that  among  about  8,000  practitioners  admitted  to  practice  be- 
fore the  Patent  Office,  about  one-fourth  were  technically  qualified 
people  without  a  law  degree. 

Senator  jMcClellax.  One-fourth  ? 

Mr.  Ross.  One- fourth,  yes.  And  another  one-fourth  were  patent  at- 
torneys, lawyers,  with  no  formal  technical  education.  And  the  remain- 
ing two-fourths,  or  one-half,  were  lawyers  with  technical  qualifications 
and  some  of  them  were  not  members  of  the  bar  associations  of  their 
own  States. 

Senator  McClellan.  I  do  not  know  the  answer  to  this.  I  think  again 
in  terms  of  employing  a  lawyer  to  do  certain  things.  You  speak  of  an 
agent  or  agents  now,  instead  of  being  a  licensed  attorney,  properly  and 
adequately  so  to  represent  clients  in  this  field. 

As  I  said,  I  am  not  concerned  about  providing  a  monopoly  for  the 
lawyers.  I  think  two  things  should  take  priority.  One  is  the  protection 
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of  the  applicant,  the  party  who  has  made  an  invention  and,  second, 
not  to  permit  a  situation  in  the  practice  before  the  Patent  Office  of 
those  who  are  incompetent  and  that  become  a  nuisance,  burdensome 
to  that  agency.  There  has  to  be  some  proper  standard  to  protect  the 
applicant  and  also  to  protect  the  agents.  I  do  not  know  whether  it 
should  be  restricted  to  those  who  have  a  license  to  practice  law  or 
whether  it  should  be  some  other  alternative. 

Mr.  Ross.  Senator  McClellan,  that  is  exactly  what  we  are  trying  to 
accomplish  by  organizing  the  agents,  so  that  they,  too,  should  adhere 
to  uniform  ethical  standards. 

Senator  McClellan.  What  is  the  situation  where  you  have  an 
agent,  and  the  matter  gets  into  litigation — the  agent  is  not  prepared  to 
sue  in  the  courts. 

Mr.  Eoss.  The  agent  by  necessity  is  a  specialist,  who  has  but  one 
option,  to  practice  before  the  U.S.  Patent  Office.  He  cannot,  like  an 
attorney,  branch  out  into  more  lucrative  or  interesting  fields. 

Senator  McClellan.  "V'\Tien  the  agent  gets  into  court,  then  what 
happens  ? 

Mr.  Ross.  He  does  not  get  into  court.  He  does  not  do  that. 

Senator  McClellan.  Then  you  have  to  have  a  lawyer  in  addition  to 
the  agent? 

Mr.  Ross.  The  agent  is  qualified  to  represent  applicants  only  at  the 
Patent  Office  up  to  the  Board  of  Appeals.  The  rules  are  now,  and  pre- 
sumably will  remain,  that  he  is  not  qualified  to  go  into  court,  either  to 
the  CCPA  or  to  the  district  court.  He  cannot  draw  up  licenses,  et 
cetera.  He  cannot  participate  in  infringement  suits.  He  cannot  chal- 
lenge the  validity  of  any  patent.  This  is  the  part  of  the  lawyer.  And 
that  is  exactly  as  it  should  be.  But  when  it  comes  to  the  technical  part 
of  it  before  the  Patent  Office  the  agent  by  his  specialization  is  neces- 
sarily, as  a  class,  as  competent  as  the  best  among  the  patent  attorneys 
who  are  members  of  the  bar. 

Senator  McClellan.  Maybe  so — maybe  equally  so.  A  good  many 
people  practicing  as  lawyers  are  good  lawyers  but  are  not  skilled  in 
this  particular  field,  whereas  the  agent  can  give  better  service  than 
licensed  attorneys.  I  see  both  sides,  or  I  am  trying  to  see  both  sides  of  it. 

Mr.  Ross.  I  would  like  to  add  one  more  thing.  Technology  and  chem- 
istry depend  on  universal  laws  of  nature.  The  patent  practice  is  na- 
tionwide. The  standards  of  admission  to  the  bars  of  several  States 
vary  widely,  ranging  from  strict  requirements  as  in  the  State  of  New 
Jersey,  which  prescribes  a  full  curriculum  of  a  university  plus  an  ex- 
tended clerkship,  to  a  situation  such  as  that  which  used  to  be  the  prac- 
tice in  Georgia,  not  so  long  ago,  where  a  person  could  be  admitted  to 
the  bar  merely  on  the  recommendation  of  two  admitted  lawyers.  Now 
these  widely  varing  standards  of  admission  to  the  respective  bars  in 
the  various  States  cannot  make  for  uniform  quality  in  the  prosecution 
of  applications  for  patents  before  the  Patent  Office,  where,  after  all, 
there  must  be  a  uniform  understanding,  uniform  ability  to  express 
complicated  technical  relationships. 

I  would  like  to  add  that  what  I  stated  before,  about  one-half  of  the 
practitioners  before  the  Patent  Office  being  lawyers  plus  being  for- 
mally educated  in  some  technical  field,  that  is  somewhat  misleading, 
because  after  the  Second  World  War  a  number  of  persons  were  sub- 
sidized under  the  GI  bill  of  rights  by  the  American  Government  to 
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acquire  a  second  education.  And  not  very  many  can  do  that  in  normal 
times.  And  we  hope  that  there  will  be  no  similar  occasion  for  such 
Government-financed  project  in  the  future.  Not  everybody  has  the 
stamina,  the  ability,  and  the  physical  strength  to  acquire  a  dual  edu- 
cation in  the  technical  fields  and  in  the  field  of  law. 

I  should  like  to  point  out,  as  to  this  legal  education,  that  in  the  gen- 
eral curriculum  of  a  law  school  there  are  very  few  subjects  that  truly 
bear  upon  patent  practice.  Generally  there  is  nothing  offered  on  that 
subject — there  is  no  undergraduate  course  on  patent  law  at  most 
universities.  There  are  some  institutions  that  have  graduate  courses. 
There  are  many  subjects  taught  in  universities,  in  law  schools,  which 
have  no  bearing  at  all  upon  the  practice  before  the  Patent  Office.  Nev- 
ertheless, a  person  admitted  to  the  bar  must  devote  a  large  portion  of 
his  formative  years  to  the  study  of  these  subjects.  And  I  believe  that 
with  the  increasing  complexity  of  technology  he  would  give  better 
service  to  his  prospective  clients  if  he  were  to  devote  as  much  time  to 
the  technical  sciences  or  the  specific  subjects  relating  to  practice  before 
the  Patent  Office. 

I  should  like  to  say  that  we  are  not  adverse  to  some  program,  on  a 
national  level,  which  would  regulate  the  status  of  all  practitioners  and 
would  prescribe  a  certain  curriculum  in  the  law,  geared  to  the  patent 
practice,  patent  law,  particularly,  which  would  turn  out  members  of 
the  patent  bar  in  a  uniform  way.  We  would  certainly  support  it  if  this 
were  to  be  the  case.  We  propose  such  a  solution.  We  did  that  years  ago. 

Five  or  six  years  ago  I  was  on  the  committee — on  the  Advisory 
Committee  on  Patents  of  the  Secretary  of  Commerce — and  I  proposed 
in  behalf  of  the  association  a  national  patent  bar  which  would  have 
exactly  this  end  in  view.  And  we  are  gratified  again  to  find  that  the 
new  bar  association  bill,  S.  2597,  has  a  provision  for  a  single  tribunal, 
the  CCPA,  dealing  with  patent  problems  as  distinct  from  the  present 
diverse  jurisdiction  between  the  CCPA  and  the  district  court.  And  we 
believe  that  if  this  comes  to  pass,  as  it  should,  this  court  should  have 
jurisdiction  over  all  members  of  the  profession.  And  every  patent 
practitioner,  be  he  called  agent  or  attorney  or  by  some  new  name, 
should  be  an  officer  of  the  CCPA  just  as  a  lawyer  is  considered  an 
officer  of  the  local  court.  We  believe  that  this  should  and  will  come  to 
pass,  and  we  are  willing  and  eager  to  cooperate  with  the  legal  frater- 
nity to  bring  it  about.  We  believe  that  this  would  be  a  solution  which 
everybod}^  would  find  satisfactory.  We  certainly  believe  this  would 
assure  the  maximum  protection,  legally  and  technically,  to  applicants 
for  U.S.  patents. 

Meanwhile,  I  do  not  think  that  we  should  fall  back  to  an  age  where 
the  lawyer,  because  he  was  the  most  educated  man  of  the  community, 
was  turned  to  on  whatever  problem  in  any  field  came  up. 

There  are  a  number  of  countries  which  are  not  highly  industrialized 
where  the  patent  practice  is  in  the  hands  of  the  lawyers,  because  the 
lawyer  is  the  only  one  who  can  read  complicated  documents,  but  in 
this  country,  with  its  advanced  stage  of  development,  that  is  not  so. 

I  had  the  privilege  io  appear  before  this  committee  in  behalf  of  our 
association  about  12  years  ago.  The  committee  was  then  considering 
the  raising  of  the  fees  which  were  then  $30  for  the  filing  and  $30  for 
the  issue  of  a  patent.  At  that  time  we  presented  a  proposal  that  if  the 
fees  had  to  be  raised  at  all,  the  burden  should  be  on  the  final  fee,  rather 
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than  on  the  filing  fee,  because  this  is  when  the  applicant  knows  that 
he  has  some  protection,  when  he  will  be  more  willmg  and  more  able  to 
meet  the  increased  charge.  We  are  happy  to  know  that  this  proposal 
of  ours,  upon  the  subsequent  revision  of  the  U.S.  Patent  Statute,  was 
taken  into  accomit. 

We  were  also  pleased,  as  I  said  before,  that  our  second  proposal,  on 
the  national  patent  bar,  at  least  led  to  the  establishment  of  the  pro- 
posed establishment  in  this  bill  of  a  single  court  which  may  bring  this 
about. 

We  fervently  hope  that  the  viewpoints  which  we  have  now  presented 
dealing  with  a  universal  bar,  a  national  bar  which  will  raise  the 
standards  for  all  practitioners  alike,  which  would  impose  certain  re- 
quirements on  the  technical  level  and  on  the  legal  level,  will  become  a 
reality. 

I  should  like  to  point  out  in  conclusion  that  one  section  of  this  bill, 
section  7(a),  deals  with  the  fact  that  the  Commissioner,  the  Assistant 
Commissioner,  and  the  examiners  in  chief  shall  constitute  a  Board  of 
Appeals.  Verbatim  it  states :  "The  examiners  in  chief  shall  be  persons 
of  competent  legal  knowledge  and  scientific  ability." 

It  says  here  "legal  knowledge."  There  is  no  requirement  expressed 
in  this  bill  that  they  be  members  of  any  particular  bar.  This  evidently 
recognizes  that  the  examiners  in  chief  can  have  the  competence  and 
legal  knowledge  without  being  formally  admitted  to  a  local  bar. 

Senator  McClellan.  If  you  are  going  to  have  a  lawyer  present  the 
case,  you  ought  to  have  a  judge  hear  it,  is  that  what  you  are  saying? 

Mr.  Eoss.  Yes.  I  think  they  are  to  be  on  a  par.  The  examiner  is  ex- 
pected to  be  legally  qualified,  even  though  not  a  lawyer.  We  would 
go  alon^  with  any  provision  in  the  bill  saymg  that  anyone  wishing 
to  practice  as  a  patent  attorney  or  agent  before  the  Patent  Office  must 
prove  that  he  has  the  necessary  legal  knowledge. 

Thank  you. 

Senator  McClellan.  All  right,  sir.  Thank  you  very  much.  Is  there 
anything  further  ? 

Mr.  Gazzola.  I  would  like  to  add  one  final  note  to  the  testimony. 
We  are  proud  of  some  of  our  agents  who  have  been  practicing  in  their 
various  capacities  and  we  are  particularly  proud  of  one  person.  And 
we  would  like  to  submit  this  as  a  part  of  our  testimony.  We  have  a 
Bible,  as  we  call  it. 

(The  witness  holds  up  a  book.) 

Sentor  McClellan.  Not  the  whole  book? 

Mr.  Gazzola.  No,  just  the  title. 

Senator  McClellan.  The  title.  [Laughter.] 

Just  the  title — all  right. 

^Ir.  Gazzola.  We  have  a  bible  known  as  the  "Encyclopedia  of 
Patent  Practice  and  Invention  Management."  This  is  by  an  agent — 
published  by  an  agent  by  the  name  of  Robert  Calvert,  a  distinguished 
agent,  who  has  proven  his  ability  as  an  agent  during  the  years  and  has 
recently  been  in  touch  with  our  association.  He  has  been  a  member  of 
our  association  and  active  in  the  various  proceedings  we  have  had  and 
he  is  now  retired. 

Senator  McClellan.  Is  this  book  in  wide  use  ? 

Mr.  Gazzola.  The  book  is  in  wide  use.  And  it  is  well  known  through- 
out the  profession. 
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Senator  McClellax.    The  title  may  be  supplied  for  the  record. 

Mr.  Gazzola.  Thank  you  very  much.  May  I  add  one  more  point?  I 
do  not  want  to  belabor  it  at  all,  but  one  of  the  members  of  the  audience 
suggested  that  Ave  should  further  emphasize  that  the  Patent  Office  pre- 
scribes a  written  examination  to  insure  that  each  person  desiring  to 
practice  before  the  Patent  Office  is  qualified  in  legal  and  technical  mat- 
ters before  being  admitted  to  practice.  This  examination  is  generally 
known  as  the  patent  bar  examination  in  the  profession  and  this  exam- 
ination is  ver}^  difficult  to  pass.  Should  a  man  not  be  Cjualified  to  prac- 
tice before  the  Patent  Office  he  would  not  pass  this  examination. 

Senator  McClellax.  Thank  you  very  much,  gentlemen.  Your  pre- 
pared statement  will  be  made  a  part  of  the  record  at  this  point. 

(The  prepared  statement  follows :) 

Statement  of  the  American  Association  of  Registered  Patent 
Attorneys  and  Agents 

The  American  Association  of  Registered  Patent  Attorneys  and  Agents,  a  na- 
tionwide association  of  patent  practitioners  on  tlie  roster  of  the  United  States 
Patent  Office,  dedicated  to  improving  the  standards  of  the  patent  profession,  is 
the  principal  organization  representing  the  interests  of  patent  practitioners 
who  are  not  members  of  a  State  Bar  or  members  of  the  Bar  of  the  state  in  whicli 
they  are  practicing.  The  Association  has  reviewed  the  numerous  Bills  before 
the  Senate  and  other  proposals  dealing  with  reform  of  the  Patent  Laws.  We  are 
grateful  for  this  opportunity  to  present  our  views  on  these  matters  which  are 
of  substantial  importance  to  the  public  as  a  whole,  to  industry  and  the  patent 
profession. 

I.   introduction 

The  Association  has  already  submitted  its  preliminary  comments  with  respect 
to  the  proposals  of  the  President's  Commission  and  Senate  Bill  S  1042.  These 
comments  indicated  that,  while  the  basic  endeavors  of  the  President's  Commission 
to  render  the  patent  system  more  compatible  with  the  patent  systems  of  other 
countries  throughout  the  world  was  laudable,  it  was  doubtful  whetther  this  could 
be  obtained  by  the  Bill.  It  was  submitted  that  the  Bill  would  unduly  complicate 
rather  than  streamline,  prosecution  of  patent  applications  in  the  United  States 
Patent  Office.  Some  of  the  basic  premises  and  provisions  of  this  Bill  are  not  in 
the  interest  of  the  public  industry,  the  small  inventor,  the  large  research  coriwra- 
tion  or  others  concerned  with  patent  matters. 

The  Association  now  prefers  to  concentrate  its  discussion  on  the  proposed 
revision  of  the  Patent  Statutes  recently  submitted  as  S  2597  by  Senator  Dirksen 
and  presently  before  this  Committee. 

II.    REVIEW  OF  S.  2597 

The  American  Association  of  Registered  Patent  Attorneys  and  Agents  has 
reviewed  with  care  the  provisions  of  this  Bill  (S  2.007).  As  a  whole,  the  Bill, 
which  is  a  moderate  attempt  at  a  compromise  revision  of  the  patent  laws  is  laud- 
able an  will  help  expedite  early  dissemination  of  scientific  and  technological 
information  by  providing  for  voluntary  publication  of  patent  applications  upon 
request  of  the  applicant. 

Provisions  of  the  Bill  permiting  the  filing  of  a  patent  application  by  the  equi- 
table owner  of  the  patent  rights  (subject  to  later  execution  by  the  inventors) 
will  eliminate  a  significant  inconvenience  and  much  red  tape.  This  is  particularly 
applicable  where  patent  applications  arise  from  collective  institutionalized  re- 
search and  development  work. 

The  provisions  of  the  Bill,  which  permit  re-examination  after  publication  of 
a  patent  or  application,  also  fulfill,  to  a  large  measure,  the  intent  of  the  Pre.si- 
dent's  Commission  to  create  adversary  proceedings,  without  introducing  the 
disadvantages  of  the  multiple  adversary  system. 

Our  Association  is  also  pleased  to  observe  that  S.  2.'^07  has  assimilated  a  point 
made  by  the  Association  in  our  comments  of  S.  1042,  namely,  the  strengthening  of 
the  U.S.  Court  of  Customs  and  Patent  Appeals  by  making  it  the  sole  Court  with 
jurisdiction  on  questions  of  patentability  prior  to  issuance  of  the  patent.  Our 
Association  had  earlier  pointed  out  that  any  reform  of  the  patent  laws  should 
recognize  that  the  patent  system  is  national  in  scope  and  that  interpretation  or 
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other  questions  involving  patents  should  be  based  on  a  federal  or  national  ap- 
proach with  consistency  the  rule  rather  than  the  exception.  Each  U.S.  District 
Court  establishes  its  own  rules  as  to  interpretation  of  a  patent,  as  to  validity 
and  factual  infringement  of  a  patent,  and  as  to  the  scope  of  the  patent  monopoly, 
accomplished  by  different  approaches  as  to  the  weight  given  the  Actions  of  the 
Patent  OflBce,  which  is  inconsistent  with  a  national  concept  of  the  patent  grant. 
We  have  proposed  modifications  whereby  proceedings  in  a  District  Court  are 
suspended  and  questions  of  validity  and  factual  infringement  are  trasferred  to 
the  U.S.  Court  of  Customs  and  Patent  Appeals.  By  placing  in  the  hands  of  the 
U.S.  Court  of  Customs  and  Patent  Appeals  sole  jurisdiction  on  these  questions, 
a  thoroughly  National  Patent  System,  consistent  throughout  the  federal  districts, 
can  be  obtained,  and  the  proposals  of  the  present  Bill  are  certainly  an  appropriate 
step  in  this  direction. 

in.  OPPOSITION  TO  S.  2597  AS  TO  SECTION  31 

We  regret,  however,  that  we  cannot  say  that  this  Bill  (S.  2597),  is  completely 
satisfactory  or,  indeed,  that  it  should  be  passed  as  superior  in  toto  to  the  present 
patent  statutes.  We  call  special  attention  to  Section  31  of  chapter  3  of  the  Bill — 
S.  2597,  which  would  ban  further  admission  of  nonlawyer  practitioners  to  prac- 
tice before  the  U.S.  Patent  Office. 

It  has  long  been  the  practice  of  tiie  Patent  Office  to  allow  nonlawyers  skilled 
in  scientific  and  technological  matters  to  represent  applicants  before  them.  In 
1922,  Congress  provided  specifically  that  the  Commissioner  of  Patents  recognize 
both  attorneys  and  nonattorneys  to  represent  patent  applicants.  (The  present 
statutory  provision  is  substantially  identical  to  the  first  sentence  of  Section  31 
of  proposed  S.  2597.)  Since  that  time  the  Commissioner  has  registered  many 
qualified  nonattorneys  to  represent  patent  applicants  before  the  Patent  Office. 

To  understand  the  background  of  this  matter,  it  is  important  to  note  that,  as 
of  November  1962.  7544  persons  were  registered  to  practice  before  the  Patent 
Office.  Of  these,  1801  were  nonlawyers  and  lay  practitioners  who  were  not  mem- 
bers of  any  Bar  but  who  had  shown  that  they  "are  of  good  moral  character  and 
reputation  and  are  possessed  of  the  necessary  qualifications  to  render  the  appli- 
cants or  other  persons  valuable  service,  advice  and  assistance  in  the  presentation 
or  prosecution  of  applications  or  other  business  before  the  [Patent]  Office".  (^35 
use  31).  An  additional  1687  of  those  registered  to  practice  were  not  members 
of  the  Bar  of  the  state  in  which  they  were  practicing,  i.e.  were  treated  as  non- 
lawyers  by  the  disciplinary  branches  of  the  legal  State  Bar. 

In  SPERRY.  v.  FLORIDA,  137  USPQ  578,  the  unanimous  Court  established 
that  the  prosecution  of  patent  applications  and  like  activities  before  the  U.S. 
Patent  Office  under  a  federally  granted  license  was  the  practice  of  a  b<xly  of 
federal  law  which  this  Congress  had  authorized. 

It  has  been  requested  of  this  Congress  from  time  to  time,  to  enact  restrictive 
legislation  which  were  of  two  types,  namely,  opening  practice  before  the  Patent 
Office  to  all  attorney s-at-law,  and  limiting  practice  before  the  Patent  Office  to 
only  attorneys  at  law.  An  effort  along  these  lines,  occurred  last  year,  when  the 
Government  Operations  Committee  held  hearings  on  a  Bill  which  would  have 
opened  all  of  the  administrative  agencies  of  the  Federal  Government  to  practice 
by  any  attorney  at  law,  regardless  of  qualification.  Because  of  the  high  level  of 
technical  competence  required  of  practitioners  before  the  U.S.  Patent  Office,  many 
organizations  and  individuals  knowledgeable  in  the  patent  field,  opposed  the 
Bill  as  it  applied  to  the  Patent  Office.  In  the  Bill  (S.  1466)  which  became  law, 
the  Patent  Office  was  specifically  excluded. 

Since  1960,  when  the  first  proposals  were  made  to  modify  Rule  341  of  the 
Rules  of  Practice,  to  disqualify  nonlawyers  from  future  admission  to  practice 
before  the  U.S.  Patent  Office,  this  Association  stated  forthrightly  that  it  fully 
supported  any  effort  to  improve  the  qualifications  of  patent  practitioners,  in  the 
prosecution  of  patent  applications  before  the  Patent  Office.  We  fully  supported 
then,  and  now  support,  every  effort  to  maintain  and  elevate  the  moral  and  ethical 
standard  of  the  patent  profession  as  enforcible  by  the  Commissioner  of  Patents. 
This  Association  has  recognized  that  the  specifications  and  claims  of  a  patent 
constitute  a  most  difficult  technical  and  legal  instrument  to  draw  and  that  great 
harm  may  befall  an  inventor  who  entrusts  preparation  of  a  patent  application 
to  a  person  lacking  the  requisite  skills.  Does  a  general  legal  background  of  the 
type  necessary  for  admission  to  a  State  Bar  provide  "the  requisite  skill"?  At  the 
time  the  answer  was  in  the  negative.  In  Sperry  (supra)  the  court  took  the  same 
position. 
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Inventions  have  grown  more  and  more  complex  and  the  preparation  and 
prosecution  of  patent  applications  has  become  more  technically  complex  with  the 
rapid  advance  of  science  and  technology.  It  is  with  this  in  mind  that  lay  prac- 
titioners have  been  permitted  to  represent  applicants  before  the  Patent  Office. 

This  Association,  therefore,  particularly  wishes  to  regi.ster  strong  opposition 
to  the  provision  of  the  Bill  under  Section  31,  entitled  "Regulations  for  Agents 
and  Attorneys"  wherein  the  qualifications  to  practice  before  the  U.S.  Patent 
OflSce  are  contained,  particularly  the  complete  sentence  beginning  with  line  20 
and  ending  with  line  24  of  this  section  of  the  proposed  Bill,  which  reads  as 
follows : 

"Only  members  of  the  Bar  of  a  state,  territory,  district,  Commonwealth  or 
Possession  of  the  United  States  may  be  recognized  as  representatives  of  appli- 
cants, or  practice  before  the  Patent  Oflice,  except  those  representatives  recognized 
to  practice  prior  to  the  effective  date  of  this  Act." 

We  feel  that  this  provision  is  a  step  backward  because  it  will  deprive  the 
American  patent  system  and  the  inventors  of  technically  qualified  nonlawyer 
practitioners,  at  a  time  when  they  are  needed  most.  The  skill  required  to  pre- 
pare a  patent  application  is  not  gained  only  or  principally  by  the  successful  com- 
pletion of  a  standard  law  course,  or  the  abilities  to  pass  a  state  bar  examination. 
In  fact,  it  is  no  slur  on  the  legal  profession  to  point  out  that  very  few  of  its 
members  have  the  technical  training  and  competence  that  is  necessary  for  an 
understanding,  a  fortiori,  of  drafting  a  patent  application  or  claim  except  for 
the  .simplest  inventions.  It  is  important  to  note  also  that  the  Examiners  in  the 
Patent  Office,  both  here  and  abroad,  who  pass  initially  on  all  applications  for 
patents  (see  37  C.F.R.  1.101.  et  seq. )  need  not  be  lawyers,  and  in  most  cases  are 
not  lawyers.  In  the  United  States,  they  are  required  to  have  an  engineering  or 
science  degree  on  a  college  level,  or  its  equivalent  in  experience,  but  there  is  no 
requirement  that  they  be  trained  in  law.  (See  U.S.  Civil  Service  Commission  An- 
nouncement No.  181-B,  issued  February  10.  1959,  revised  October  1961,  announc- 
ing examination  for  Patent  Examiner. ) 

rv.   EXAMINATION   OF  THK  HISTORICAL  DEVELOPMENT  OF  THE  U.S.  PATENT  OFFICE 

(1)  Both  lawyers  and  nonlawyers  have  effectively  practiced  before  the  Patent 
Office  in  the  best  interests  of  the  inventor  and  the  general  public,  since  its  in- 
ception. Only  slightly  more  than  half  the  number  of  registered  practitioners  are 
holders  of  both  legal  and  technical  degrees,  but  not  all  of  them  are  members  of 
the  Bar  in  the  state  in  which  they  practice,  and  some  are  not  admitted  to  any  bar. 
The  remainder  is  about  equally  divided  into  practitioners  without  technical  de- 
grees and  those  without  law  degrees.  However,  all  registered  practitioners,  since 
1934,  when  qualifying  examinations  were  introduced  by  the  Patent  Office,  have 
had  to  establish  to  the  satisfaction  of  the  Commissioner  that  they  have  technical 
competence  and  ability  to  represent  inventors  before  the  Patent  Office.  There  is 
no  evidence  that  one  type  of  practitioner  taken  as  a  class,  is  less  competent  than 
the  other  in  practice  before  the  Patent  Office. 

(2)  The  practice  of  registered  practitioners  both  lawyers  and  nonlawyers  be- 
fore the  Patent  Office  has  not  posed  any  problems  which  could  not  be  solved 
by  the  Commissioner.  These  include  problems  of  morality  and  ethics.  However, 
neither  the  Commissioner  nor  the  Bar  has  any  control  over  people  who  are  not 
registered  to  practice  before  the  Patent  Office  and  hold  themselves  out  to  be 
patent  experts,  nor  will  the  provisions  of  this  Bill  have  any  effect  on  their 
behavior. 

(3)  Most  imi)ortantly,  the  standards  for  practice  before  the  U.S.  Patent  Office 
require  proof  of  technical  competence;  knowledge  of  Patent  Office  Procedures; 
knowledge  and  understanding  of  the  Patent  Statutes ;  and  proof  or  good  moral 
character.  There  has  been  no  insoluble  problem  as  a  result  of  these  standards. 
Because  of  modern  technical  progress  it  may  be  necessary  to  raise  the  standards 
for  admission  to  practice.  The  taking  of  this  drastic  action  in  this  Bill  at  this 
time,  however,  in  the  absence  of  a  showing  of  present  or  imminent  danger,  is 
completely  unwarranted. 

(4)  At  present,  there  is  not  an  abundance  of  practitioners.  To  exclude  from 
practice  technically  competent  nonlawyers  and  non-bar  members  may  result  in 
a  shortage  of  patent  practitioners  at  the  expense  of  the  inventor  and  the  general 
public. 

(5)  Patent  practice  in  the  highly  indugtrialized  nations  is  not  exclusive  to 
lawyers.  Practitioners  in  other  countries  are  selected  with  emphasis  on  scientific 
training  and  understanding  of  technical  subject  matters  ratJier  than  on  the  gen- 
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eral  knowledge  of  law.  This  excludes  those  underdeveloped  countries  with  rudi- 
mentary patent  systems,  in  which  lawyers  are  chosen  to  represent  the  clients 
in  patent  matters  because  they  alone  are  sufficiently  literate  to  understand  an 
involved  document. 

(6)  The  United  States  has  a  reciprocable  agreement  with  Canada  whereby 
both  agents  and  lawyers  registered  to  practice  before  the  respective  Patent  Office 
are  extended  the  courtesy  of  practicing  in  the  other  country.  The  exclusion  of 
nonlawvers  from  practice  before  the  U.S.  Patent  Office  would  necessarily  include 
Canadian  nonlawyers.  This  would  be  a  step  to  international  disharmony  rather 
than  harmony. 

When  S  2597  was  presented  to  this  body,  the  provision  now  tmder  discussion 
was  said  to  be  necessary  to  enable  professional  associations,  namely,  the  state 
bars  to  police  those  practicing  law  within  their  borders.  However,  it  is  doubtful 
whether  the  bill  accomplishes  tliis  or  whether  such  policing  is  desirable. 

It  must  be  emphasized  that  our  association  has  long  been  in  the  forefront  of 
those  investigating  unethical  and  illegal  practices  by  registered  patent  prac- 
titioners and  unqualified  persons  holding  themselves  out  as  qualified  to  practice 
when  in  fact  they  are  not.  Our  Association  joined  witi  the  Bar  Associations  in 
banning  advertising  by  registered  practitioners.  This  Association  has  time  and 
again  detected  violations  of  Patent  Office  regulations  or  unauthorized  patent: 
practice  and  has  called  these  matters  to  the  attention  of  the  authorities.  In  fact, 
this  Association  has  done  on  a  national  level,  without  the  benefit  of  the  second 
sentence  of  Section  31,  what  should  be  done  on  a  national  level  by  all  who  are 
interested  in  furthering  the  interests  of  patent  applicants. 

Section  31  as  proposed  will  not  give  a  state  bar  jurisdiction  over  lawyers  who 
are  not  members  of  the  Bar  in  the  state  in  which  they  are  practicing  in  any 
manner  in  which  they  do  not  now  have  the  right  to  act.  The  proposed  Section  31 
will  not  enable  the  state  bars  to  deal  with  mail-order  advertising  and  other  un- 
ethical purveyors  of  alleged  skills,  none  of  whom,  to  the  knowledge  of  this  As- 
sociation, are  patent  agents.  It  is  respectfully  submitted  that  a  confusion  appears 
to  have  entered  the  public  mind  since  the  presentation  of  this  Bill ;  it  is  not  the 
patent  agents  who  advertise  in  national  magazines,  but  unauthorized  persons 
capitalizing  on  the  gullibility  of  inventors  who  work  at  the  borderline  of  the  law. 
The  Commissioner  of  patents  has  ample  power  to  deal  with  these  individuals  and 
time  and  again  such  power  has  been  exercised. 

In  conclusion,  the  American  Association  of  Registered  Patent  Attorneys  and 
Agents  considers  it  imperative  that,  should  S  2597  be  passed.  Section  31  be  modi- 
fied by  striking  the  last  sentence  thereof.  A  proiwsed  amendment  to  S  2597  is 
attached. 

Proposed  Amendment  to  S.  2597 

A  bill  for  the  promotion  of  the  useful  arts  by  the  general  revision  of  the 
Patent  Laws,  title  35  of  the  United  States  Code,  and  for  other  purposes,  viz: 

On  page  7  (Section  31),  line  20,  strike  out  the  .sentence  beginning  with  "Only 
members  .  .  ." 

Cancel  lines  21-24. 

This  amendment  is  proposed  by  the  American  Association  of  Registered  Patent 
Attorneys  and  Agents  to  eliminate  the  provision  which  would  restrict  future 
admission  to  practice  before  the  U.S.  Patent  Office  exclusively  to  i3er.sons  of  the 
Bar  of  a  state,  territory,  district,  commonwealth  or  possession  of  the  United 
States. 

Addendum  to  Presentation  in   Support  of  Testimony  re  Proposed   S.   2597 
BY  American  Association  of  Registered  Patent  Attorneys  and  Agents 

(Excerpt  from  Memorandum  dated  October  13,  1960,  addressed  to  Watson  Davis, 
Esq.,  Chairman,  Patent  Office  Advisory  Committee,  by  Karl  F.  Ross,  then. 
President  of  American  Association  of  Registered  Patent  Attorneys  andl 
Agents  and  a  member  of  the  Advisory  Committee) 

THE    CASE   FOB   AN    INDEPENDENT   PATENT    BAR 

If  the  time  has  now  come  to  raise  the  level  of  U.S.  patent  practice  to  parity 
with  that  of  other  recognized  professions,  then  its  development  should  not  be 
hampered  by  ground  rules  tied  to  those  of  a  sister  profession.  That  which  is 
a  solid  foundation  for  the  general  lawyer  is  but  a  Procrustean  bed  for  the 
patent  practitioner,  a  fact  long  recognized  in  other  countries  where  the  patent 
attorney  or  agent  (as  he  is  variously  called  there)  has  come  into  his  own. 
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A  synthesis  of  the  best  features  among  the  suggestions  made  by  both  the 
proponents  and  the  opponents  of  the  measure  under  discussion  shows  that  new 
standards  are  indeed  desirable  in  order  to  establish  that  which,  for  want  of  a 
more  appropriate  name,  may  be  referred  to  as  a  National  Patent  Bar.  A 
suggested  curriculum  of  university  courses  designed  to  lead  to  a  degree  qualifying 
for  admission  to  such  body  might  be  as  follows : 

^  Semester 

Courses  hours 

(a)   Basic  technical  courses : 

I.  General   chemistry 3 

II.  General  physics 3 

III.  Mechanical  drawing 3 

Total  9 


(6)   Advanced  technical  courses: 

I.  Chemistry  (inorganic  chemistry,  organic  chemistry,  petroleum 
chemistry,  chemistry  of  industrial  processes,  physical  chem- 
istry)    6 

II.  Physics    (electricity    and    electromagnetic    devices,    sound    and 

audio  devices,  mechanics  and  heat,  light,  and  optics,  electronics 

and  circuitry) 6 

III.  Engineering  (principles  of  electrical  engineering,  engineering  ma- 
terials and  processes,  structures,  mechanical  engineering,  chem- 
ical engineering) 6 

Total 18 

(c)  Mathematics:  Differential  and  integral  calculus 6 

(d)  History  of  U.S.  Patent  Office  and  its  operation 2 

(e)  Law  courses: 

Common-law  pleading 3 

Equity 4 

Contracts  (including  licenses  and  assignments) 6 

Legal  bibliography 1 

Legal  writing 1 

Legal  method 1 

Agency    1 

Partnership 1 

Corporations  3 

Evidence 4 

Patent  law  (substantive) 3 

Patent  practice 3 

Trademarks  and  unfair  competition 2 

Copyright  law 1 

Antitrust  law 2 

Total  36 

(/)   Foreign  patent  practice 3 

ig)   Various  electives  (minimum) 6 

Total  80 

The  establishment  of  a  patent  profession  on  a  par  with  the  legal  profession, 
l)Ut  independent  thereof,  would  heal  the  existing  split  and  would  eliminate  all  the 
inadequacies  of  the  present  system  which  have  been  justly  criticized.  The  Ameri- 
can Association  of  Registered  Patent  Attorneys  and  Agents,  in  line  with  the 
mandate  given  to  its  officers  under  its  bylaws*),  pledges  its  support  to  those 
within  and  without  the  legal  profession  who  will  strive  for  such  a  goal. 

*'*.  .  .  to  uphold  the  dignity  of  the  profession  and  guard  against  practices  and  prac- 
titioners tending  to  Impose  upon  the  public  or  otherwise  bring  the  patent  and  trademark 
systems  into  disrepute  ;  .  .  ." 


713 

Senator  McClellax.  I  believe  that  concludes  the  list  of  witnesses 
that  we  have  scheduled  for  this  series  of  hearings,  save  those  who  have 
consented  to  have  their  prepared  statements  printed  in  the  record. 

The  Chair  wishes  to  make  a  brief  comment  in  closing  this  series 
of  hearings. 

The  subcommittee  has  heard  21  witnesses  on  patent  reform  legisla- 
tion. A  number  of  statements  have  also  been  submitted  to  the  subcom- 
mittee and  these  will  be  incorporated  as  a  part  of  the  hearing  record. 

As  of  now  it  does  not  appear  that  additional  public  hearings  will  be 
necessary  but  a  final  decision  on  this  matter  will  aw^ait  possible  future 
developments.  There  may  be  something  that  occurs  that  would  indi- 
cate that  public  hearings  should  be  resumed.  If  so,  they  wiU  be,  but  we 
cannot  determine  that  at  this  time.  In  any  event,  the  hearing  record 
will  remain  open  until  March  1. 

As  a  result  of  the  very  helpful  and  constructive  attitudes  and  the 
spirit  of  cooperation  that  has  been  displayed  during  these  hearings 
I  am  rather  encouraged  that  the  subcommittee  will  be  able  to  report 
out  a  sound  and  practical  patent  revision  bill.  I  hope  so. 

I  welcome  the  statement  made  by  the  Commissioner  of  Patents,  the 
President  of  the  American  Patent  Law  Association,  and  all  others 
that  tliey  will  assist  the  subcommittee  in  resolving  these  many  tech- 
nical issues.  In  other  words,  they  will  work  with  the  counsel  of  the 
conmiittee  in  this  matter  while  we  weigh  the  issues  in  an  endeavor  to 
resolve  them. 

I  am  directing  the  members  of  the  staff  to  meet  with  interested 
parties  in  an  effort  to  reach  an  agreement  on  controversial  provisions 
of  these  bills  so  that  they  may  be  presented  to  the  subcommittee  for 
further  consideration. 

I  hope  that  it  will  be  possible  for  the  subcommittee  to  report  out  a 
bill  during  this  session  of  the  Congress.  This  may  be  a  rather  expe- 
ditious session  of  Congress  in  that  this  is  a  political  year  when  people 
will  be  wanting  to  get  through  much  sooner  than  we  did  last  year,  to 
go  home  to  campaign.  I  do  not  have  to  campaign  this  year,  fortunately, 
but  there  are  some  of  my  colleagues  who  do.  Even  if  we  are  unable 
for  any  reason  not  to  report  out  a  bill  this  year  for  Senate  action  we 
will  have  here  a  background  of  information,  a  record  that  should 
enable  us  to  proceed  without  much  further  testimony  to  bring  out  a 
bill  that  represents  progress  or  improvement  in  our  present  patent 
system  and  a  revision  of  existing  law,  that  would  be  beneficial  to  our 
inventors,  discoverers,  and  also  to  the  advancement  of  technology  in 
this  country. 

I  thank  all  of  you  who  have  appeared  for  your  cooperation  and 
the  assistance  that  you  have  given  us. 

The  committee  stands  adjourned. 

(Whereupon,  at  12 :10  p.m.  the  subcommittee  adjourned.) 
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Department  of  Agricultuee, 
Washinffton,  D.C.,  February  29,  196S. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks  and  Copyrights,  Committee 
on  the  Judiciary,  U.S.  Senate,  Washington,  D.C. 
Dear  Senator  McClellan  :  This  is  in  reply  to  your  request  of  January  29, 
1968,  for  a  report  on  Amendment  No.  511  to  Sections  161  and  163  of  S.  1042,  a 
bill  "For  the  general  revision  of  the  Patent  Laws,  title  35  of  the  United  States 
Code,  and  for  other  purposes." 

This  Department  is  not  in  favor  of  the  proposed  amendment. 
Sections  161  and  163  of  S.  1042  relate  to  plant  patents  and  are  identical  with 
the  similarly-numbered  sections  of  present  Title  35  of  the  United  States  Code. 
To  the  extent  pertinent,  the  subject  sections  read  as  follows : 

"§  161,  Patents  for  plants 

"(a)  Whoever  invents  or  discovers  and  asexually  reproduces  any  dis- 
tinct and  new  variety  of  plant  including  cultivated  sports,  mutants, 
hybrids,  and  newly  found  seedlings,  other  than  a  tuber  propagated  plant 
or  a  plant  found  in  an  uncultivated  state,  may  obtain  a  patent  therefor, 
subject  to  the  conditions  and  requirements  of  this  title." 

>):  «  4:  *  4:  4:  * 

"§163.  Grant 

"In  the  case  of  a  plant  patent  the  grant  shall  be  of  the  right  to  exclude 

others  from  asexually  reproducing  the  plant  or  selling  or  using  the  plant 

so  reproduced." 

The  proposed   amendment   would   insert   the  words — or  sexually — after  the 

word  "asexually"  for  the  purpose  of  enlarging  the  class  of  patentable  plants. 

Thus,  where  present  35  U.S.C.  161  and  Section  161  of  S.  1042  are  limited  to 

the    protection    of    asexually-produced    plant     (e.g.,    plants    which    reproduce 

vegetatively,  by  grafting,  or  the  like),  the  proposed  amendment  would  include 

plants  propagated  from  seed. 

The  Department  of  Agriculture  objects  to  the  amendment  on  two  broad 
grounds:  (1)  It  would  threaten  the  continued  existence  of  its  long-standing 
programs  for  developing  and  introducing  new  varieties  of  seeds;  (2)  It  is 
scientifically  and  legally  unsound. 

These  two  grounds  are  discussed  separately  below  : 

(1)  The  Department  of  Agriculture,  either  alone  or  in  cooperation  with 
the  State  Agriculture  Experiment  Stations  and  with  private  breeders, 
has,  for  many  years,  been  engaged  in  a  program  of  developing  and  intro- 
ducing new  and  better  seed  varieties  for  the  purpose  of  crop  improve- 
ment. Such  a  program  requires  extensive  periods  of  experimental  planting 
and  selective  breeding  to  introduce  desirable  characteristics  and  eliminate 
undesirable  ones.  In  this  program,  breeding  lines  that  show  considerable 
promise  are  sent  to  many  locations  for  testing  and  evaluation.  At  harvest 
time,  research  personnel,  seed  producers,  and  farmers  often  inspect  and 
pass  preliminary  judgments  on  the  suitability  of  the  selected  seedlings  as 
commercial  types.  When  a  new  seedling  is  considered  worthy  of  naming 
and  introducing  as  a  new  variety,  an  official  notice  of  release  signed  by 
the  Department  and  the  cooperators  is  issued.  Seed  producers  or  nursery- 
men are  then  notified  and  they  are  free  to  grow  or  propagate  these  new 
varieties  for  sale  to  the  public. 
The  Department  of  Agriculture  is  at  present  bringing  in  from  other  countries 
new  germ  plasm  in  foreign  varieties  and  the  wild  relatives  of  many  of  our  crop 
plants.  These  new  plants  serve  as  sources  of  insect-  or  disease-resistance,  hardi- 
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ness,  or  otlier  valuable  characteristics  for  breeding  and  improvement  of  our 
present  day  varieties.  A  few,  after  growing  here  under  cultivation  are  introduced 
directly  as  crop  plants  or  ornamentals,  and  are  made  available  to  nurserymen. 
This  Department  does  not  grow  and  sell  seed  or  other  prapagating  material  to 
seed  producers  or  growers.  Foundation  stocks  are  furnished  without  charge  to 
all  bona-fide  producers  who  desire  them.  A  substantial  part  of  seed  producers' 
business  in  this  country  consists  of  varieties  developed  by  this  Department  and 
other  public  agencies. 

The  notable  success  of  this  program  in  developing  and  introducing  for  example, 
new  disease-resistant  and  more  abundantly-producing  varieties  can  be  attributed 
in  large  measure  to  the  free  interchange  of  information,  experimental  plants,  and 
germ  plasm  among  research  workers  without  the  fear  of  misappropriation  and 
misuse  of  any  of  this  material.  If  seeds  and  seed-producing  plants  had  originally 
been  included  within  the  scope  of  the  plant  patent  statutes,  a  free  and  uninhibited 
commimication  among  breeders,  both  public  and  private,  would  not  have  been 
possible.  Where  we  now  have  exchange  of  data,  open  discussion,  and  exchange 
of  experimental  plants,  the  possibility  of  obtaining  a  patent  would  have  resulted 
in  secrecy,  with  its  consequent  duplication  of  effort  and  greater  expense  in  devel- 
oping new  varieties.  It  is  safe  to  say  that  the  high  quality  and  abundant  harvests 
of  our  seed-produced  crops  would  not  have  reached  their  present  proportions,  but 
for  the  possibility  of  cooperation  which  the  absence  of  patents  on  this  category 
of  plant  engendered. 

Should  S.  1042  be  amended  to  permit  patenting  of  plants  produced  by  seeds, 
it  is  inevitable  that  progress  in  the  development  of  new  varieties  would  be 
retarded.  Restrictions  on  distribution  would  necessarily  have  to  be  imposed  in 
order  to  protect  the  public  interest  and  rights  in  plant  materials  under  test. 
Without  expensive  and  impracticable  safeguards,  superior  patentable  seedlings 
might  well  escape  from  Federal  or  State  plantings,  and  without  authority  be 
patented  by  others. 

It  has  been  the  policy  of  the  Department  of  Agriculture,  since  the  enactment 
of  the  present  Plant  Patent  Act,  not  to  apply  for  public  service  patents  on  new 
varieties  developed  under  its  research  programs.  If  S.  1042  were  to  be  amended 
as  proposed,  it  would  become  necessary  for  the  Department  to  abandon  this  policy 
and  apply  for  patents  to  protect  the  public  interest,  as  it  does  on  inventions 
arising  out  of  its  other  research  programs.  This  would  further  delay  and  restrict 
the  free  interchange  of  information  and  germ  plasm.  Those  harmed  most  would 
be  the  small  breeders  and  growers  whose  continued  existence  is  so  dependent  on 
the  cooperation  and  assistance  from  the  Federal  and  State  agencies. 

(2)  Our  second  ground  of  objection  to  the  proposed  amendment  stems 
from  the  fundamental  differences  between  vegetative  or  asexual  reproduc- 
tion of  plants  and  the  reproduction  of  plants  by  seed.  It  is  also  because  of 
these  differences  that  patenting  can  be  a  satisfactory  medium  only  for  the 
protection  of  asexually  reproduced  plants. 

One  of  the  basic,  almost  axiomatic,  prerequisites  for  patenting,  after  an  inven- 
tion has  been  made,  is  that  the  invention  be  capable  of  identification  and  dis- 
tinction. This  prerequisite  obtains,  not  only  at  the  time  the  invention  is  made,  but 
for  the  life  of  any  patent  granted  on  it.  If  the  patent  is  to  serve  the  purpose  for 
which  it  was  conceived  by  the  framers  of  the  Constitution,  the  temporary  legal 
monopoly  it  grants  must  be  capable  of  precise  definition  and  delineation.  It  is 
a  scientific  fact  that  asexual  reproduction  is  genetically  absolute  and  results  in 
an  exact  replica  of  the  original.  Elxcept  for  occasional  mutations,  which  can  be 
readily  eliminated,  an  asexually  grown  plant  will  reproduce  true  to  type  and  be 
reasonably  capable  of  identification  for  the  purpose  of  determining  patent  in- 
fringement. Such  is  not  the  case  with  seeds. 

Just  as  asexual  reproduction  is  genetically  absolute,  great  difficulty  is  en- 
countered in  keeping  a  seed-propagated  variety  true  to  its  original  character- 
istics, performance,  and  uniformity.  For  example,  it  is  diflicult  to  control  a 
variety's  inherent  tendency  to  vary  and  to  change  as  the  result  of  natural  selec- 
tion. The  effects  of  variability  are  difficult  enough  to  control  in  relatively  stable 
lines  of  self-pollinated  species ;  control  is  especially  difficult  in  the  less  stable, 
cross-iX)llinated  lines.  As  numbers  of  plants  increase  in  succeeding  generations, 
after  repeated  shuffling  of  countless  genes,  characteristics  emerge  which  did  not 
have  the  statistical  opportunity  to  appear  earlier.  Such  off-type  plants  will  also 
arise  by  miitation  and  perpetuate  their  characteristics  by  seeds. 

In  addition  to  the  just  described  sources  of  variation,  deviations  from  type 
result  from  change  in  environment.  Cabbage  and  tobacco  are  notable,  but  by  no 
means  exclusive,  examples. 
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It  must  be  remembered  that  the  detailed  features  of  a  plant  are  the  result 
of  its  heredity  (its  genes)  and  its  environment.  Although  some  varieties  are  less 
variable  than  others,  no  seed-propagated  stock  can  be  absolutely  uniform  in  its 
hereditary  malceup.  Each  different  environment  tends  to  increase  variability  of 
appearance  or  behavior:  but  there  is  no  way  in  which  the  extent  and  direction  of 
this  variability  can  either  l)e  determined  or  predicted.  There  is  almost  unanimous 
agreement  in  the  scientific  community  that  there  is  no  such  thing  as,  and  that 
there  probably  never  will  be  such  a  thing  as,  an  absolutely  uniform  and  genetic- 
ally stable  variety  that  will  behave  identically  regardless  of  the  place  where  it 
is  grown. 

With  the  foregoing  in  mind,  it  becomes  necessary  to  examine  the  impact  of 
the  inherent  variability  of  seed-produced  plants  on  the  question  of  patentability. 

Section  162  of  S.  1042  (as  does  Section  162  of  present  Title  35)  states  that 
"No  plant  patent  shall  be  declared  invalid  for  noncompliance  with  section  112 
of  this  title  if  the  description  is  as  complete  as  is  reasonably  possible."  This 
language  represents  a  relaxation  of  the  strict  requirements  of  Section  112  that 
(1)  a  patent  specification  "shall  contain  a  written  description  of  the  inven- 
tion ....  in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any  person 
skilled  in  the  art  to  which  it  pertains  ....  to  make  and  use"  the  invention 
and  that  (2)  the  specification  "shall  conclude  with  one  or  more  claims  par- 
ticularly pointing  out  and  distinctly  claiming  the  subject  matter  which  the 
inventor  regards  as  his  invention."  In  other  words.  Section  162  resulted  from 
the  realistic  acceptance  by  its  authors  of  the  fact  that  living  plants  of  any 
kind  could  not  be  described  and  defined  with  the  same  precision  as  a  machine, 
a  composition  of  matter,  or  a  process.  What  Section  162,  therefore,  permits  is  the 
description  of  a  new  variety  of  plant  in  terms  of  its  morphology,  agronomic 
performance,  disease  and  insect  resistance,  and  quality  characteristics,  and 
declares  that  a  patent  granted  on  a  plant  shall  not  be  held  invalid  because  the 
same  precise,  definitive  language  could  not  be  used  as  in  the  description  of  an 
invention  relating,  for  example,  to  a  machine. 

Although  it  is  a  simple  matter  for  a  statute  to  set  forth  guidelines  or  criteria 
for  validity,  a  patent  is  of  no  value  unless  its  owner  is  able  to  enforce  it.  That 
is,  although  the  owner  can  come  into  court  with  a  i)atent  which,  in  the  case  of 
a  plant  patent,  the  statute  declares  is  conclusively  presumed  to  be  valid,  the 
court  must  stUl  be  able  to  compare  the  plant  of  the  patent  with  the  specimen 
accused  of  infringing.  Unless  the  court  can  determine  that  an  accused  plant 
does  in  fact  infringe  and  then  either  enjoin  its  further  production  or  grant 
damages,  the  patent  can  be  used  for  no  other  purpose  than  to  harass  and 
frighten  off  would-be  competition. 

When  we  speak  of  determining  the  existence  "in  fact"  of  infringement,  we 
mean  only  the  relative  ease  with  which  such  a  determination  can  be  made. 
The  great  number  of  appellate  reversals  in  ordinary  patent  infringement  suits 
attests  to  the  fact  that,  even  when  a  mechanical  or  chemical  invention  can  be 
defined  with  relative  precision  as  to  structure  or  composition,  patent  owners, 
accused  infringers,  expert  witnesses,  and  the  courts  do  not  fi.nd  themselves  in 
automatic  agreement  on  the  issues  of  identity  or  equivalence.  Because  there  are 
few  universal  guidelines  to  determine  what  constitutes  a  verietal  difference, 
and  because  the  criteria  can  vary  from  one  species  to  another,  it  is  diflScult, 
if  not  frequently  impossible,  to  render  any  conclusive,  or  even  reasonable, 
opinion  that  any  given  asexually-reproduced  plant  is,  in  fact,  a  new  variety. 

On  the  basis  of  the  previously  discussed  inherent  variability  of  seed-propagated 
plants,  it  is  obvious  that  it  would  not  only  be  almost  impossible,  in  the  case  of 
such  plants,  for  the  Department  to  advise  the  Patent  Office  in  accordance  with 
Section  164  of  S.  1042,  but  that  it  would  be  even  more  difficult  for  a  court  to 
decide  an  infringement  suit.  To  prove  infringement,  the  owner  of  a  patent  on 
a  seed-propagated  plant  would  at  least  have  to  establish  a  prima  facie  identity 
between  the  patented  and  accused  plants. 

Although  asexuaUy-propagated  plants  remain  genetically  stable  and  do  not 
change  with  time,  we  have  already  explained  how  this  is  inherently  not  possible 
when  propagation  proceeds  via  the  sexual  route,  that  is,  by  seed.  Besides  the 
previous  illustrations  of  variability  in  cabbage  and  tobacco,  many  varieties  of 
crop  plants  exhibit  a  change  in  genetic  composition  from  year  to  year,  so  that 
a  variety,  in  a  few  years,  would  no  longer  even  fit  the  description  on  the  basis 
of  which  it  was  patented.  This  is  particularly  true  of  cross-pollinated  crops, 
such  as  alfalfa  and  the  forage  grasses,  and  of  partially  cross-pollinated  crops, 
such  as  cotton,  or  where  seed  is  produced  in  an  area  different  from  the  area  of 
adaptation. 
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The  above  circumstances  make  it  virtually  impossible  to  establish  a  prima  facie 
identity  in  an  infringement  suit ;  and  it  is  extremely  doubtful  that  any  scientist 
would  risk  his  standing  in  the  professional  community  by  attempting  to  give 
expert  testimony  in  favor  of  a  plaintiff  that  an  accused  plant  infringes. 

Another  problem  that  suggests  itself  is  how  to  establish  and  describe  a  permis- 
sible range  of  variability  within  a  variety,  particularly  for  cross-pollinated  or 
multiline  self-pollinated  crops,  beyond  which  a  change  in  variety  will  be  con- 
sidered to  occur.  A  corollary  problem  also  arises  from  the  practice  of  improving 
varieties  by  selection  within  a  given  variety  and  breeding  to  emphasize  a  par- 
ticular desired  characteristic.  At  what  point  would  infringement  cease  and  a  new 
variety  be  created?  Would  such  an  improved  plant  be  patentably  distinct  from 
the  parent,  or  would  it  be  subject  to  rejection  on  the  grounds  of  double  patenting? 

Because  of  the  virtual  impossibility  of  enforcing  a  patent  on  a  seed-produced 
plant,  the  granting  of  patents  in  this  area  would  become  little  more  than  an  act 
of  registration  and  defeat  the  very  purpose  for  which  the  patent  system  was 
established. 

A  final  aspect  of  the  difficulty  in  enforcing  a  patent  on  a  seed-produced  plant  is 
the  necessity  of  policing  the  entire  United  States  market.  A  machine  or  a  chemi- 
cal composition  can  readily  be  detected  and  tentatively  identified  as  an  infringe- 
ment and  traced  to  its  source.  How  would  a  patent  owner  prevent  a  farmer  from 
using  i)art  of  his  crop  for  further  seeding  or  from  selling  a  portion  to  his  neighbor 
for  such  purpose?  Because  the  terms  of  Section  163  of  S.  1042  would  protect  only 
the  mature  plant  grown  from  seed,  but  not  the  seed  itself,  the  patentee  would 
have  to  proceed  against  every  innocent  private  grocer  or  supermarket  owner  in 
whose  store  an  infringing  head  of  cabbage  was  found.  The  patentee  would  also 
have  to  proceed  against  every  homeowner  who  planted  a  flower  garden  from  seed 
produced  by  an  infringing  grower,  regardless  of  how  remote  the  two  were. 

An  aspect  of  the  proposed  amendment  which  appears  to  have  been  overlooked 
in  the  public  discussion  of  the  subject  is  the  effect  of  reading  Section  161  in  the 
context  of  S.  1042  in  its  entirety.  One  of  the  basic  changes  which  would  be  made 
in  our  patent  laws  if  S.  1042  is  enacted  will  be  the  granting  of  a  patent  to  the  first 
inventor  who  filed  a  patent  application,  rather  than  to  the  first  inventor,  as  under 
the  present  law.  S.  1042  would  also  eliminate  the  present  interference  practice 
by  which  priority  of  inventorship  between  two  applicants  is  determined.  In  place 
of  the  latter  practice,  there  would  be  substituted  a  publication  of  the  pending 
application,  and  the  public  would  be  given  the  opportunity  to  present  evidence  to 
the  Patent  Office  why  a  patent  should  not  be  granted.  Because  of  the  inherent 
difficulty  of  maintaining  effective  security  around  experimental  plots  of  ground, 
it  is  not  beyond  probability  that  theft  of  new,  but  unreleased,  varieties  of  seed 
would  be  added  to  the  already  notorious  industrial  espionage  practices.  Just  as 
it  would  be  impossible  for  any  court  to  render  a  decision  in  an  infringement 
action,  it  would  be  equally,  if  not  actually  more,  difficult  for  the  Patent  Office  to 
decide  the  merits  of  an  opposition  to  granting  of  a  patent  on  a  seed-produced 
plant.  Furthermore,  because  of  the  pressure  on  the  breeder  to  file  a  patent  appli- 
cation before  his  competitor  does  so,  it  is  inevitable  that  premature  application 
will  be  made  for  patents  in  many  instances  with  the  result  that  patents  may  be 
granted  on  insufficiently  tested  and,  perhaps,  improperly  described   varieties. 

To  summarize  the  foregoing  discussion,  we  wish  to  state  that  it  is  our  opinion 
that  the  proposed  amendment  would  render  administration  of  the  plant  patent 
statutes  unworkable ;  it  would  introduce  an  impenetrable  confusion  into  this 
aspect  of  the  patent  law ;  and  it  would  inevitably  inhibit  research  by  preventing 
the  free  interchange  of  information  and  genetic  material  among  breeders. 

The  Bureau  of  the  Budget  advises  that  there  is  no  objection  to  the  presentation 
of  this  report  from  the  standpoint  of  the  Administration's  policy. 
Sincerely  yours, 

Orville  L.  Freeman. 


U.  S.  Atomic  Energy  Commission, 
Washington,  D.C.,  February  2,  196S. 
Hon.  James  O.  Eastland, 
Chairman,  Committee  on  the  Judiciary,  U.  8.  Senate. 

Dear  Senator  Eastland  :  Thank  you  for  your  letter  of  November  13,  1967, 
soliciting  views  on  S.  2597,  a  bill  "For  the  promotion  of  the  progress  of  the  useful 
arts  by  tlie  general  revision  of  the  Patent  Laws,  title  35  of  the  United  States 
Code,  and  for  other  purposes." 
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The  U.  S.  Atomic  Energy  Couimission  supports  the  broad  objectives  set  forth 
in  the  November  17,  1966  Report  of  the  President's  Commission  to  improve  the 
Patent  System,  enhance  the  quality  and  reliability  of  United  States  Patents, 
reduce  the  prosecution  time,  accelerate  the  disclosure  of  technical  advances, 
reduce  expenses  of  prosecution  and  litigation,  and  to  secure  closer  compati- 
biliry  with  other  Patent  Systems. 

The  AEC  has  considerable  interest  in  both  the  Unted  States  and  foreign 
patent  systems  in  view  of  the  patent  provisions  of  the  Atomic  Energy  Act  of 
1954,  as  amended,  and  the  patent  protection  that  AEC  seeks  on  inventions  and 
•discoveries  on  AEC-sponsored  research  and  development  work.  We  deem  that 
legislation  which  would  minimize  and  simplify  patent  procedures  will  be  bene- 
ficial not  only  to  AEC  and  the  Government,  but  to  industry  and  the  public  at  large. 

Several  of  the  sections  of  the  bill,  S.  2.597.  are  of  particular  interest  to  AEC, 
either  because  of  their  relationship  to  the  Atomic  Energy  Act  of  1954,  as  amended, 
■or  because  of  their  effect  on  AEC  as  a  Government  Agency  interested  in  securing 
patent  protection  of  inventions  made  in  the  course  of  Commission-sponsored 
research  and  development  activities. 

Section  152  of  the  Atomic  Energy  Act  (42  USC  2182)  provides  for  review 
by  the  United  States  Patent  OflSce  Board  of  Patent  Interferences  of  determina- 
tions that  an  invention  was  made  or  conceived  in  the  course  of  or  under  a 
Commission  contract.  Section  7(b)  (3)  of  the  subject  bill  accords  to  the  Board 
of  Appeals  of  the  Patent  Office  the  authority  to  act  as  a  Board  of  Patent  Inter- 
ferences when  performing  duties  described  in  Public  Law  592,  82nd  Congress, 
and  other  Acts  of  The  Congress.  This  provision  would  presumably  include  the 
review  provided  under  Section  152  of  the  Atomic  Energy  Act  of  1954.  The  AEC 
Jias  no  objection  to  the  transfer  of  the  review  function  to  the  Board  of  Appeals, 
but  the  transfer  should  be  made  clear  so  that  there  is  no  question  that  the 
review  authority  is  vested  in  the  Patent  Office  Board  of  Appeals,  particularly 
since  it  would  be  necessary  for  the  Board  to  prescribe  rules  governing  the  pro- 
cedures in  such  cases. 

It  is  the  Commission's  practice  to  undertake  expeditious  and  wide  dissemina- 
tion of  technical  publications  and  reports  of  research  and  development  work, 
including  inventions  and  discoveries  resulting  from  Commission-sponsored  re- 
search and  development  contract  work.  In  view  of  the  aforesaid  practice,  the 
Commission  strongly  supports  the  inclusion  of  Section  100(h)  of  a  one  (1)  year 
absolute  grace  period  following  publication,  use,  or  sale  to  permit  the  filing 
of  a  U.S.  Patent  Application  on  an  invention. 

One  of  the  principal  criticisms  of  the  present  Patent  System  is  that  no  pub- 
lication provision  is  made  for  disclosure  of  the  subject  matter  of  a  patent  ap- 
plication until  the  patent  issues.  Section  123  of  the  bill  provides  that  an  appli- 
cant may,  upon  the  payment  of  a  prescribed  fee,  request  publication.  It  is  our 
view  that  if  patents  cannot  issue  within  two  or  three  years,  a  mandatory  pro- 
vision for  publication  of  patent  applications  as  suggested  by  the  Presidential 
Commission  would  be  advantageous  in  informmg  the  public  with  respect  to  the 
subject  matter  of  the  application.  We  would  therefore  subscribe  to  a  provision 
that  an  application  shall  be  published,  for  example,  within  eighteen  (18)  months 
to  twenty-four  (24)  months. 

The  inclusion  of  the  phrase  "reasonably  available"  [in  sub-paragraph  (3)  of 
Section  100(h)]  as  to  "patents  or  publications"  in  this  or  foreign  countries 
constituting  prior  art  before  the  invention  by  the  inventor,  or  more  than  one 
year  prior  to  the  filing  date,  introduces  into  the  law  an  uncertainty  as  to  when 
a  patent  or  publication  is  effective  prior  art.  The  present  Patent  Statute  provides 
that  if  the  invention  is  "patented  or  described  in  a  printed  publication",  it  is 
prior  art.  In  view  of  the  many  reproduction  methods  employed  today,  we  favor 
the  deletion  of  "printed"  as  proposed,  but  would  favor  elimination  of  the  un- 
certain test  that  publications  be  "reasonably  available". 

One  of  the  modifications  embodied  in  the  Secrecy  Order  sections  of  the  bill 
[Sections  181  to  188]  requires  further  clarification.  Section  184(c)  introduces  the 
concept  that  after  a  license  for  foreign  filing  of  an  application  has  been  accorded, 
no  additional  license  is  necessary  in  the  filing  of  amendments,  supplements,  or 
divisions  when  such  documents  "do  not  alter  the  nature  of  the  invention  originally 
disclosed".  In  many  instances  the  Secrecy  Order  is  not  imposed  solely  by  reason 
of  the  nature  of  the  invention,  but  is  neceessitated  by  virtue  of  the  disclosure  of 
the  relationship  of  the  invention  to  national  security.  Similarly,  an  amendment, 
supplement,  or  division  could  itself  disclose  new  aspects,  features,  or  relationships 
not  altering  the  nature  of  the  original  invention  but  which  disclose  separately 
information  detrimental  to  national  security.  Therefore,  it  should  be  made  clear 
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that  an  additional  license  is  necessary  if  the  additional  documents  themselves 
disclose  subject  matter  detrimental  to  national  security. 

The  term  of  a  patent  at  present  is  seventeen  (17)  years  from  the  date  of 
issue,  so  that  a  Secrecy  Order  does  not  affect  the  length  of  the  term  of  the 
patent  under  existing  law.  Under  Section  154(b)  of  the  bill,  the  term  of  the 
patent  is  to  expire  twenty  (20)  years  from  the  date  of  filing  of  the  application 
in  the  United  States.  If  a  patent  is  to  expire  from  the  date  of  the  filing  of  the 
patent  application  in  the  United  States,  and  as  the  applicant  has  no  control  over 
the  issuance  of  a  Secrecy  Order,  it  would  appear  equitable  that  the  term  of  a 
patent  be  extended  by  the  period  of  the  delay  in  the  issuance  of  the  i)atent 
resulting  from  the  Secrecy  Order  after  a  notice  of  allowability. 

The  provisions  of  the  bill  providing  for  joinder  of  inventors  [Section  116(b)], 
the  filing  of  patent  applications  of  owners  [Section  111],  the  correction  of  in- 
ventors [Section  111(e)],  and  the  claim  of  priority  as  respects  the  filing  of 
continuing  applications  [Section  119(b)  and  Section  120(a)(4)]  are  favored 
as  in  accord  with  the  Presidential  Commission's  objectives  to  simplify  pro- 
cedures and  practices  in  connection  with  the  securing  of  United  States  Patents. 

The  bill  does  not  include  provisions  on  certain  recommendations  of  the 
Presidential  Commission,  such  as — use  restrictions,  the  finality  of  a  patent 
invalidity  decision  by  a  court,  and  establishment  of  an  Advisory  Commission, 
which  features  have  been  included  in  other  proposed  bills,  such  as  the  McClellan 
Bill,  S.  1042. 

The  Bureau  of  the  Budget  advises  that  there  is  no  objection  to  the  presentation 
of  this  letter. 

Sincerely  yours, 

R.  E.  HoLLiNGSwoRTH,  General  Manager. 


General  Counsel  of  the  Department  of  Commerce, 

Washington,  B.C.,  January  24, 1968. 
Hon.  James  O.  Eastland, 
Chairman,  Committee  on  the  Judiciary, 
U.S.  Seriate,  Washington,  B.C. 

Dear  Mr.  Chairman  :  This  is  in  further  reply  to  your  request  for  the  views  of 
this  Department  with  respect  to  S.  2597,  a  bill  "For  the  promotion  of  the 
progress  of  the  useful  arts  by  the  general  revision  of  the  Patent  Laws,  title  35 
of  the  United  States  Code,  and  for  other  purposes." 

As  you  know,  the  President  appointed  in  1965  a  Commission  of  leading 
citizens  to  study  ways  to  improve  the  patent  system.  Following  a  year  and  a 
half  of  intensive  deliberations,  the  Commission  issued  a  Report  which  identified 
six  fundamental  objectives  for  improving  the  patent  system  and  offered  a  plan 
containing  thirty-five  recommendations  for  accomplishing  these  objectives. 

The  Patent  Reform  bill,  identified  as  S.  1042,  is  based  upon  and  incorporates 
most  of  the  recommendations  of  the  Presidential  Commission.  In  recommending 
the  Patent  Reform  bill  to  the  Congress,  the  President  briefly  discussed  how  it 
would  achieve  the  objectives  identified  by  the  Commission. 

Since  the  introduction  of  S.  1042  in  the  Senate  on  February  21,  1967,  there 
have  been  hearings  by  the  Subcommittee  on  Patents,  Trademarks  and  Copy- 
rights of  the  Senate  Judiciary  Committee,  and  representatives  of  the  Department 
of  Commerce  have  discussed  the  bill  at  length  with  members  of  industry  and  the 
bar.  In  ths  intercourse  on  the  Patent  Reform  bill,  the  private  sector  has  ex- 
pressed concern  with  some  of  the  recommendations  and  has  advance  modifica- 
tions of  these  recommendations.  Some  of  these  modifications,  such  as  those  in- 
cluded in  S.  2597,  have  been  introduced  into  the  Congress  in  the  form  of 
legislation. 

We  are  willing  to  consider  reasonable  modifications  of  the  Patent  Reform  Act 
that  can  satisfy  the  objectives  of  the  Commission.  This  stntement  is  intendefl  to 
indicate  which  of  the  proposals  contained  in  S.  2597  we  consider  to  be  feasible — 
if  not  optimal,  which  of  the  proposals  of  S.  2.597  might  be  modified  to  become 
acceptable,  and  which  of  the  proposals  are  unacceptable. 

Since  S.  2597  was  submitted  as  a  substitute  for  S.  1042.  the  views  of  the  De- 
partment on  S.  2597  w-ill  be  presented  in  the  context  of  the  various  recommenda- 
tions of  the  President's  Cfminiission.  Technical  commenfs  on  S.  2597  api>ear  in 
the  appendix  to  this  letter. 
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RECOMMENDATION    NO.    I  :    PRIOR   ART 

Priority  systems 

A  key  recommendatioii  of  the  President's  Commission  concerns  tlie  rule  to  be 
applied  in  determining  who  is  entitled  to  a  patent  in  instances  in  which  there  are 
competing  claims  to  the  same  invention. 

Under  existing  law,  patents  are  granted  to  the  first  person  to  complete  an  in- 
vention ;  and  in  cases  in  which  there  is  an  issue  of  priority,  this  issue  is  decided 
in  an  interference  proceeding  in  the  Patent  Ofiice  or  iu  the  courts. 

The  President's  Commission  recommended,  in  lieu  of  the  present  '•first-to-in- 
vent" system  of  priority,  the  adoption  of  a  "first-to-file"  system  of  priority.  Under 
such  a  system,  a  patent  would  be  issued  to  the  inventor  to  first  file  a  patent  ap- 
plication on  his  invention.  Where  there  are  competing  claims  to  the  same  inven- 
tion, priority  would  be  detei-mined  solely  on  the  basis  of  legal  filing  date.s  of  the 
applications. 

The  Commission's  recommendation  followed  from  its  conclusion  that  a  first- 
to-file  system  will  provide  an  elf ective  incentive  for  applicants  to  enter  the  patent 
system  promptly  and  that  it  will  thereby  encourage  prompt  disclosure  of  new 
technology.  The  Commission  also  concluded  that  it  is  as  equitable  to  grant  a 
patent  to  the  first  to  file  as  to  the  one  who  wins  in  interference.  The  applicant 
to  first  file  a  patent  application  on  his  invention,  in  the  words  of  the  Commission, 
is  "more  apt  to  be  the  inventor  who  first  appreciated  the  worth  of  the  invention 
and  promptly  acted  to  make  the  invention  available  to  the  public." 

The  Patent  Reform  bill,  S.  1042,  adopts,  principally  in  section  102,  the  first-to- 
file  rule  recommended  by  the  Commission. 

S.  2597,  on  the  other  hand,  retains  the  existing  substantive  rule  under  which 
patents  are  awarded  to  the  '"first  inventor,"  [section  102(e)]  but  adopts  a  pro- 
cedural rule  analogous  to  the  "first-to-file"  rule.  Under  section  137,  in  operation, 
a  patent  would  be  issued  to  the  first  applicant  to  file  an  application,  with  subse- 
quent applications  being  given  the  right  to  provoke  an  interference  procedure, 

(1)  by  making  a  prima  facie  showing  that  before  the  effective  filing  date 
of  the  application  for  the  issued  patent,  the  second  applicant  or  junior  party 
made  the  invention  in  this  country  and  has  not  abandoned,  suppressed,  or 
concealed  it;  and 

(2)  by  offering  to  present  evidence  in  support  of  such  a  showing. 

The  interference  would  be  carried  out  under  rules  and  procedures  established 
by  the  Commissioner  of  Patents.  Significantly,  and  in  our  view  undesirably. 
either  party  to  an  interference  could  go  back,  as  at  present,  an  unlimited  period 
of  time  to  prove  priority  of  invention  by  acts  known  only  to  himself  and  his 
close  associates,  without  any  subsequent  diligent  activity  on  his  part  to  make 
know^ledge  of  the  invention  available  to  the  public.  There  would  be  little  incen- 
tive for  him  promptly  to  enter  the  patent  system. 

A  corollary  of  the  first-to-invent  rule,  as  set  forth  in  section  102(g)  of  the 
pre.sent  title  35  of  the  United  States  Code,  is  that  patents  can  be  declared  in- 
valid under  section  282(2)  after  they  are  issued  on  the  ground  that  the  inventor 
named  in  the  patent  was  not  the  fir.st  inventor  of  the  patented  invention.  This 
casts  a  cloud  of  possible  invalidity  over  every  issued  patent  and  in  effect  i)er- 
mits  a  prior  inventor  who  chose  not  to  use  the  patent  system  for  its  intended 
purpose  to  destroy  the  rights  of  a  subsequent  inventor  who  entered  the  patent 
system  promptly  and  used  it  for  its  constitutional  purpose. 

If  priority  contests  are  to  be  retained  in  the  patent  laws,  as  proposed  in 
S.  2597,  this  Department  strongly  urges  that  there  be  a  time  limit  imposed  on 
how  far  back  an  applicant  may  go  to  prove  his  priority.  In  this  regard,  there 
has  been  a  suggestion  that  he  be  limited  to  an  effective  date  of  invention  not 
more  than  one  year  prior  to  his  effective  filing  date,  even  though  he  is  able  to 
establish  an  earlier  date.  The  provision  of  such  a  time  limit,  in  the  context  of 
a  modified  first-to-file  s.vstem,  would  provide  a  strong  incentive  to  an  inventor 
to  enter  the  patent  system  within  a  year  of  his  invention ;  it  would  remove  the 
defense  of  prior  inventorship  of  sections  102(e).  137  and  2S2(b)  (2)  of  S.  2597 
for  those  more  diligent  in  protecting  their  rights  under  the  patent  .system.  This 
would  also  simplify  the  interference  procedure  by  minimizing  proofs  going  back 
more  than  a  year  before  the  effective  filing  date. 

In  addition  to  permitting  applicants  to  contest  the  issue  of  prior  inventorship, 
S.  2597  also  retains,  in  section  104,  the  discrimination  in  the  existing  law  against 
foreigners  with  regard  to  proving  acts  in  foreign  countries  to  establish  a  date 
of  invention.  Not  only  does  this  provision  unfairly  discriminate  against  foreign 
applicants,  but  it  has  been  a  source  of  considerable  difficulty  in  our  negotiations 
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for  international  patent  cooperation.  Therefore,  if  a  system  such  as  the  modified 
first-to-file  system  discussed  above,  which  permits  limited  priority  contests,  is 
adopted,  theDepartment  would  strongly  urge  that  it  provide  equal  treatment  for 
foreign  applicants. 

In  summary,  the  Department  opposes  enactment  of  the  first-to-invent  rule  as 
embodied  in  S.  2597.  If  this  rule  were  modified  to  include  or  impose  a  reasonably 
short  time  limit  on  proving  priority — no  more  than  one  year  prior  to  the  effective 
filing  date — it  would  move  more  in  the  direction  of  the  first-to-file  system  of 
S.  10i2,  while  perhaps  affording  more  flexibility  for  inventors  than  would  exist 
under  a  strict  first-to-file  rule. 

Grace  period 

Under  existing  law,  an  applicant  has  a  one-year  "absolute  grace  period"  fol- 
lowing publication,  use  or  sale  of  the  invention  by  anyone  in  which  to  file  a 
patent  application  on  the  invention  [§  102(b)]. 

The  President's  Commission  recommended  that  this  grace  period  be  eliminated 
and  that  instead  applicants  be  permitted  to  file  "preliminary  applications"  to 
secure  an  early  legal  filing  date  for  the  invention.  This  recommendation  would 
be  implemented  in  the  Patent  Reform  bill  in  section  102,  which  eliminates  the 
grace  period,  and  sections  111  and  120,  which  permit  the  filing  of  preliminary 
applications. 

On  May  3,  1967,  Senator  Long  of  Missouri  introduced  Amendment  No.  182  to 
the  Patent  Reform  bill,  which  in  effect  would  establish  a  six-month  personal 
grace  period  to  the  filing  of  a  complete  patent  application  during  which  public 
use,  sale,  or  public  disclosure  of  an  invention  by  or  on  behalf  of  an  applicant 
would  not  bar  the  issuance  of  a  patent  on  the  application.  This  six-month  "per- 
sonal grace  period"  would  not  be  incompatible  with  the  strict  first-to-file  system 
of  the  Patent  Reform  bill  and,  in  the  view  of  this  Department,  might  be  con- 
sistent with  the  bill's  purpose  if  the  strict  fist-to-file  rule  is  adopted. 

On  the  other  hand,  if  a  modified  first-to-file  rule  with  a  time  period  provision 
as  suggested  above  were  to  be  adopted,  it  would  not  be  necessary  to  eliminate 
the  one-year  absolute  grace  period  of  existing  law.  In  fact,  a  one-year  absolute 
grace  period  would  be  consistent  with  a  modified  first-to-file  rule  under  which 
an  inventor  would  be  permitted  to  establish  a  priority  date  up  to  one  year  prior 
to  his  effective  filing  date  for  interference  purposes. 

Universal  prior  art 

Under  existing  law  (3.5  U.S.C.  102(a)  and  (b) ),  prior  art — and  by  this  term 
is  meant  prior  technical  developments  which  are  considered  in  determining 
whether  a  patent  should  be  granted — includes  prior  knowledge,  use  or  sale  of 
an  invention  "in  this  country"  and  patenting  or  disclosure  of  the  invention  in  a 
printed  publication  "in  this  or  a  foreign  country."  [§§  102(a)   and   (b)]. 

The  President's  Commission  recommended  that  this  geographic  distinction  in 
the  definition  of  prior  art  be  removed  and  that  prior  art  be  defined  as  including 
"information  known  to  the  public  by  means  of  disclosure  in  tangible  form  or  by 
use  or  placing  on  sale,  anywhere  in  the  world,  prior  to  the  effective  filing  date 
of  the  application  (emphasis  added).  This  definition  of  prior  art  is  known  as 
univer.sal  prior  art.  The  Patent  Reform  bill  in  section  102  adopts  this  universal 
standard  of  prior  art. 

S.  2597,  on  the  other  hand,  would  retain  in  section  100(h)  the  geographic 
distinctions  present  in  the  existing  law. 

The  Commission's  recommendation  on  universal  prior  art  followed  from  the 
conclusion  that  adoption  of  such  a  standard  by  the  United  States  would  be  an 
important  step  toward  promoting  acceptance  of  a  common  definition  of  prior  art 
to  be  applied  by  the  patent  offices  of  other  nations.  Critics  have  pointed  out  that 
adoption  of  universal  prior  art  as  a  basis  of  rejection  would  increase  the  cost  of 
patentability  determinations  and  patent  prosecution  and  litigation  by  including 
a  body  of  non-documented  prior  art,  which  under  existing  law  is  not  prior  art  in 
this  country.  They  also  point  out  that,  while  the  trend  is  toward  adopting  a  uni- 
versal standard,  the  exact  standard  has  not  yet  been  precisely  defined. 

In  our  opinion,  the  trend  is  definitely  in  the  direction  of  a  universal  prior  art 
standard.  The  Council  of  Europe  Convention  for  the  Unification  of  Certain  Points 
of  Stibstantive  Law  on  Patents  for  Invention,  the  proposed  EEC  patent  system, 
the  Nordic  patent  system,  and  the  Model  Law  for  Developing  Countries  written 
by  BIRPI,  would  establish  a  univer.sal  prior  art  standard.  If  the  present  geo- 
graphical distinctions  on  prior  art  are  retained  in  the  U.S.  law,  it  would  still 
therefore  be  quite  important  for  this  country  to  work  with  the  other  countries  in 
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the  world  iu  attempting  to  define  a  universal  standard  of  prior  art  which  all 
countries  ultimately  could  agree  to  adopt. 
Effective  date  of  a  U.S.  patent 

Section  102(e)  of  existing  law  provides  that  a  U.S.  patent  constitutes  a  prior 
art  reference  as  of  the  date  it  was  "filed  in  the  United  States."  This  section 
codified  the  rule  in  the  case  of  Alexander  Milium  Co.  v.  Davis-Bournonville  Co., 
270  U.S.  390  (1926),  Under  section  119  of  existing  title  35,  it  is  provided,  pur- 
suant to  the  international  patent  convention  known  as  the  Paris  Union,  that  an 
applicant  of  a  U.S.  patent  application  may  obtain  the  benefit  of  a  prior  filed 
foreign  application  provided  he  files  the  U.S.  application  within  a  year  of  the 
earliest  foreign  filing  and  complies  with  various  procedural  requirements.  It  is 
provided  that  the  U.S.  application  "would  have  the  same  effect  as  the  same  appli- 
cation would  have  if  filed  in  this  country  on  the  date  on  which  the  application 
for  patent  for  the  same  invention  was  first  filed  in  such  foreign  country." 

The  prevailing  interpretation  of  these  statutory  provisions  is  that  U.S.  patents 
based  on  prior  filed  foreign  applications  constitute  prior  art  for  subject  matter 
which  they  disclose  but  do  not  claim,  only  as  of  the  actual  United  States  filing 
date  and  not  the  foreign  filing  date.  See  In  re  Eilmer,  359  F.  2d.  859,  149  USPQ 
480,  (CCPA  1966)  and  Eli  Lilly  and  Co.  v.  Brenner,  375  F.  2d.  599,  153  USPQ  95 
(App.  D.C.  1967). 

The  Patent  Reform  bill,  in  section  102,  would  provide  that  a  U.S.  patent  con- 
stitutes prior  art  as  of  its  "effective  filing  date,"  just  the  same  when  this  is  the 
date  of  filing  of  an  earlier  foreign  application  as  is  now  the  case  when  it  is  an 
earlier  filed  U.S.  application.  Such  a  provision,  affording  evenhanded  treatment  of 
all  applicants,  is  considered  to  be  important  to  meaningful  international  coopera- 
tion in  the  patent  area.  If  the  distinction  of  S.  2597  were  adopted,  tliere  would  be 
instances  in  which  the  Patent  Office  would  be  forced  to  issue  two  patents  on 
patentably  indistinct  inventions,  since  technically  neither  of  the  patents  would 
be  "prior  art"  against  the  other.  It  seems  unreasonable,  regardless  of  interpreta- 
tion of  present  statutory  language,  to  grant  to  the  foreign  applicant  a  U.S. 
patent  based  on  treaty  rights,  and  then  to  grant  to  another  a  patent  which  domi- 
nates features  described  in  the  foreign  and  U.S.  applications  of  the  foreign  appli- 
cant, in  cases  where  the  dominating  patentee  cannot  prove  his  right  to  a  date 
earlier  than  the  foreign  filing  date.  Accordingly,  we  oppose  the  enactment  of  a 
rule  such  as  is  included  in  section  100(h)  (1)  of  S.  2597  under  which  patents  are 
considered  prior  art  only  on  the  basis  of  their  U.S.  filing  dates,  and  their  foreig:i 
filing  dates  are  ignored  in  this  consideration. 

BECOMMENDATION    NO.    U  :    PRELIMINARY   APPLICATIONS 

As  explained  above  in  connection  with  the  discussion  of  the  grace  period,  the 
President's  Commission  recommended  in  the  Patent  Reform  bill  the  establish- 
ment of  a  system  whereby  an  applicant  could  obtain  an  early  legal  filing  date  for 
his  invention  by  filing  a  preliminary  application.  Such  a  preliminary  application 
would  be  very  desirable  if  a  first-to-file  system  is  adopted  and  if  the  present  grace 
period  is  eliminated.  On  the  o-ther  hand,  if  a  modified  first-to-file  rule  were  to  be 
enacted  and  a  grace  period  retained,  there  would  not  be  the  same  necessity  to 
provide  for  preliminary  applications.  However,  even  if  preliminary  applications 
were  eliminated  because  of  the  adoption  of  a  modified  first-to-file  rule,  it  has  been 
suggested  that  it  might  be  desirable  to  make  complete  applications  more  flexible 
by  providing  that  applicants,  for  a  period  of  one  year,  could  delay  submission  of 
all  but  $10  of  the  filing  fee,  claims,  and  formal  patent  drawings.  This  flexibility 
could  provide  a  savings  for  applicants  who  decided  at  the  end  of  the  year  to  file 
an  international  application  under  the  proposed  Patent  Cooperation  Treaty  or  to 
abandon  or  to  publish  the  application.  Therefore,  if  the  Committee  were  to  rec- 
ommend a  modified  first-to-file  system,  it  may  wish  to  consider  providing  such 
flexibility  for  complete  applications. 

RECOMMENDATION    NO.    Ill  :    EXCEPTIONS    TO    PRIOR   ART 

The  President's  Commission  recognized  the  need  for  "temporary  protection" 
for  an  invention  displayed  at  an  official  international  exhibition  and  further 
recommended  that  an  authorized  public  disclosure  of  an  invention  derived  from 
an  inventor  or  his  assignee  shall  not  constitute  prior  art  against  the  inventor 
provided  he  files  a  complete  application  within  six  months  of  an  unauthorized 
public  disclosure. 
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The  provision  for  a  six-month  personal  grace  period  contained  in  Senator 
Longs  Amendment  No.  182  (noted  above),  or  the  provision  of  a  one-year  abso- 
lute grace  period  of  section  100(h)  of  S.  2597,  would  obviate  the  need  for 
specific  exemptions  from  prior  art  as  recommended  by  the  President's  Com- 
mission, and  they  are  omitted  from  S.  2597. 

KECOMMENDATION   NO.   IV  :   CLASSES  OP  PATENTABLE  SUBJECT  MATTEE 

Section  106  of  S.  1042  implements  the  recommendation  of  the  President's 
Commission  that  computer  programs  be  specifically  excluded  from  patentable 
subject  matter.  The  Commission's  recommendation  followed  from  its  view  that 
searches  would  not  be  feasible  in  this  area,  and  that,  without  such  a  search, 
the  patenting  of  computer  programs  would  amount  to  mere  registration.  The 
Commission  further  noted  that  the  "creation  of  programs  has  undergone  sub- 
stantial and  satisfactory  growth  in  the  absence  of  patent  protection  and  that 
copyright  protection  for  programs  is  presently  available." 

S.  2597  contains  no  similar  or  analogous  provision. 

Although  there  have  been  no  specific  judicial  determinations  as  to  whether 
computer  programming  is  or  is  not  patentable  subject  matter,  the  Patent  Ofiice 
has  taken  the  view  that  computer  programs  are  not  patentable  under  present 
law,  and  no  patent  has  been  issued  on  a  computer  program  per  sc.  Section  106 
of  the  bill  would  codify  this  interpretation  by  providing  that  computer  pro- 
grams are  not  patentable.  It  is  our  opinion,  however,  that  there  are  some  diflB- 
culties  involved  in  finding  an  adequate  definition  for  computer  programs  and 
that  it  may  be  premature  to  enact  legislation  in  this  area  at  the  present  time. 
If  section  106  of  the  Patent  Reform  bill  were  to  be  excluded  from  any  patent 
legislation  which  the  Committee  recommended,  we  would  urge  that  the  legisla- 
tive history  reflect  that  the  omission  was  not  intended  to  pass  judgment  on  the 
question  of  patentability  of  computer  programs. 

EECOMMENDATION    NO.    V  :    ASSIGNEE   FILING   AND   JOINDER   OF    INVENTORS 

Assignee  Filing 

Under  existing  law,  an  application  for  patent  must  be  made  by  the  inventor 
himself  except  under  special  circumstances,  for  example  where  he  is  deceased 
or  otherwise  unavailable ;  and  an  application  must  be  signed  b.v  the  inventor. 
To  simplify  filing  for  patents  resulting  from  organized  and  cooperative  research 
and  development,  the  Commission  recommended  that  the  owners  of  inventions, 
as  well  as  the  inventors  themselves,  be  permitted  to  file  patent  applications. 
This  recommendation  is  adopted  in  S.  1042  in  section  111(a). 

Prior  to  rublication  of  the  application,  on  the  other  hand,  section  115(b)  of 
S.  1042  requires  that  a  declaration  or  oath  of  originality  be  made  by  the  inventor 
and  that  a  specific  assignment  be  recorded  in  the  Patent  OflBee. 

S.  2.597  adopts  in  section  111  a  provision  permitting  owners  as  well  as  inventors 
to  file  patent  applications ;  however,  this  provision  differs  from  that  recom- 
mended by  the  Commission  in  that  it  does  not  require,  during  the  pendency  of 
the  application,  a  declaration  or  oath  of  originality  by  the  inventor  or  a 
specific  assignment  of  the  invention.  Sections  111(a)  and  115  of  S.  2597  merely 
require,  in  applications  filed  by  the  owner  of  the  invention,  a  declaration  of 
originality  by  the  owner  and  a  statement  of  facts  supporting  the  allegation  of 
ownership  of  the  invention.  S.  2597  also  permits,  in  section  111(b),  applica- 
tions to  be  filed  by  an  agent  of  the  inventor  or  owner  "provided  the  application 
is  ratified  by  the  signature  of  the  inventor  or  owoier  within  six  months." 

While  the  S.  2597  approach  would  simplify  the  obtaining  of  patents  by  owners 
or  assignees,  we  question  whether  it  provides  sufficient  protection  for  the  rights 
of  the  inventors.  S.  2.597  does  include  as  a  safeguard  the  requirement  that  the 
inventor  be  served  by  first  class  mail  with  a  copy  of  an  application  filed  by  an 
owner  within  ten  days  after  filing  of  the  application.  We  believe,  however,  that 
this  places  an  unfair  burden  upon  the  inventor,  since  it  compels  him  to  take 
positive  action  to  overcome  assertion  by  another  of  title  to  his  invention.  More- 
over, the  absence  of  an  oath  by  the  inventor  would  foreclose  an  important  avenue 
for  learning  of  prior  public  uses  and  other  potential  statutory  bars.  In  addition, 
the  absence  of  a  ."qiecific  assignment  from  the  inventor  to  the  owner-applicant 
could  lead  to  uncertainties  as  to  the  right  of  the  applicant  to  the  patent.  For 
these  reasons,  the  Department  strongly  opposes  the  assignee  filing  provisions  of 
S.  2597  in  favor  of  those  of  S.  1042. 
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Joinder  of  inventors 

Section  116  of  present  title  35  provides  that  "when  an  invention  i.s  made  by  two 
or  more  persons  jointly,  they  shall  apply  for  patent  jointly."  Patents  typically 
contain  a  number  of  claims,  each  defining  the  invention  in  varying  terms.  The 
existing  section  116  has  been  interpreted  as  requiring  each  person  named  as  a 
joint  inventor  to  be  a  joint  inventor  with  respect  to  each  claim  in  an  application. 
This  technical  requirement  gives  rise  to  numerous  problems.  Both  S.  1042 
[§  116(b)]  and  S.  2597  [§  116(b)]  would  remove  this  technical  requirement  by 
providing  that  "in  an  application  for  patent  for  a  joint  invention,  it  shall  not  be 
necessary  for  each  person  named  as  a  joint  inventor  to  be  a  joint  inventor  of 
the  invention  asserted  in  each  claim."  We  support  this  provision. 

Both  S.  H>42  [§  111(d)]  and  S.  2.597  [§111  (e)]  would  simplify  the  correction 
of  incorrectly  named  inventors  by  providing  that  "omission  of  an  inventor's 
name  or  inclusion  of  the  name  of  one  not  an  inventor,  without  deceptive  intent, 
may  be  corrected  at  anv  time,  in  accordance  with  regulations  established  by  the 
Commissioner."  [See  also  §  256  of  S.  1042  and  S.  2597.] 

Again  we  support  such  a  provision.  It  removes  unnecessary  technical  problems 
in  existing  law. 

RECOMMENDATION    NO.    VI  :    CLAIM    FOR   PRIORITY   DATE 

Under  section  119  of  present  title  35,  a  claim  for  priority  based  on  an  earlier 
foreign  filed  application  must  be  made  in  the  U.S.  application  before  the  U.S. 
patent  is  granted  or  at  such  time  during  the  pendency  of  the  U.S.  application  as 
required  by  the  Commissioner,  but  not  earlier  than  six  months  after  the  filing 
of  the  U.S.  application.  Under  section  120,  a  claim  for  the  priority  of  the  filing 
date  of  an  earlier  filed  U.S.  application  may  be  made  at  any  time  during  the 
pendency  of  the  later  filed  application. 

The  President's  Commission  recommended  that  "any  claim  for  a  priority  date 
based  on  an  earlier  U.S.  or  foreign  application  must  be  made  at  the  time  a 
complete  application  is  filed."  The  Patent  Reform  bill  adopts  this  recommenda- 
tion in  sections  119(b).  120(a)  (4),  and  120(b)  (4).  S.  2597  in  part  adopts  this 
recommendation  by  requiring  that  a  claim  for  foreign  priority  must  be  made  at 
the  time  of  filing,  but  "amendment  of  such  claim  may  be  made  during  examina- 
tion or  reexamination  of  the  application"  [§  119(b)].  S.  2597  requires  that  a 
claim  for  priority  based  on  an  earlier  filed  U.S.  application  must  be  made  "at 
the  time  of  filing  the  later  application,  or  by  amendment  thereof"  [§  120(a)  (4)  ]. 

We  support  the  proposal  of  the  President's  Commission  regarding  the  time 
for  claiming  a  priority  date  since  such  claim  provides  a  basis  for  determining 
what  references  may  be  applied  as  prior  art  against  an  application  and,  VN'ith 
regard  to  a  claim  for  priority  based  on  an  earlier  filed  U.S.  application,  affects 
the  term  of  the  patent.  However,  where  the  later  application  no  longer  claims 
the  subject  matter  of  the  earlier  application  or  where  the  applicant  is  able  to 
show  due  cause  for  failure  to  assert  a  priority  claim  at  the  time  of  filing,  the 
Committee  may  wish  to  consider  including  provisions  for  amending  a  claim 
of  priority. 

RECOMMENDATION     NO.    VII  :     PUBLICATION 

Patent  applications,  under  existing  law,  are  retained  in  confidence  by  the 
Patent  Ofl3ce  until  a  patent  is  granted,  at  which  time  publication  of  the  inven- 
tion occurs.  The  Commission  recommended  that  pending  applications,  regardless 
of  their  status,  be  published  within  eighteen  to  twenty-four  months  of  their 
earliest  effective  filing  date,  or  earlier  if  the  case  were  found  allowable,  or  upon 
the  applicant's  request. 

The  recommendations  of  the  Commission  are  adopted  in  S.  1042  in  sections 
123  and  151. 

S.  2597,  on  the  other  hand,  would  permit  publication  only  after  an  application 
was  found  to  be  allowable  by  the  Patent  Office,  following  an  examination,  or 
ej'.rlier  at  the  request  of  the  applicant  [§§  123,  151]. 

We  support  the  proposal  of  the  President's  Commission  for  early  publication  of 
pending  patent  applications.  As  the  Commission  noted,  early  publication  would 
not  only  prevent  needless  duplication  and  promote  technological  advances,  but 
it  would  also  advise  members  of  the  public  of  their  potential  liability. 

The  question  of  whether  there  should  be  automatic  publication  of  all  appli- 
cations within  eighteen  to  twenty-four  months  of  their  filing  date  is  not  critical 
in  view  of  the  projected  work  schedules  of  the  Patent  Office.  Under  these  sched- 
ules, a  large  majority  of  applications  can  be  fully  examined  and  either  allowed 
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or  finally  rejected  within  twenty-four  months  after  their  filing  dates.  However, 
we  regard  it  as  quite  important  that  an  application  be  published  upon  the  filing 
of  an  appeal  or  the  declaration  of  an  interference  since  these  proceedings  are 
frequently  quite  lengthy  and  could  unduly  delay  publication  of  the  application 
involved. 

If  the  automatic  publication  provisions  of  S.  1042  were  eliminated  as  pro- 
posed in  S.  2597,  it  would  be  quite  important,  in  oiir  view,  tliat  there  be  man- 
datory publication  of  applications  upon  appeal  and  the  declaration  of  an  inter- 
ference. 

BECOMMENDATION    NO.    VIII  :    CONTINUING    APPLICATIONS 

Under  existing  law,  a  continuation  application  (i.e.,  an  application  contain- 
ing the  same  technical  subject  matter  as  a  previous  application)  must  be  filed 
in  order  to  obtain  the  date  of  the  previous  application  "before  the  patenting  or 
abandonment  of  or  termination  of  proceedings  on"  the  earlier  filed  application 
(see  section  120).  It  is  also  provided  that  a  "continuation  application"  may 
obtain  the  benefit  of  the  filing  date  of  an  earlier  filed  application  and,  in  turn, 
may  be  "similarly  entitled  to  the  benefit  of  the  filing  date"  of  still  another  earlier 
filed  application.  The  President's  Commission  recommended  first  that  a  con- 
tinuation application  must  be  filed  before  the  abandonment  or  allowance  of,  or  an 
appeal  in,  the  earlier  filed  application,  and  second  that  the  benefit  of  the  filing 
date  for  an  application  may  not  be  preserved  through  a  chain  of  subsequently 
filed  applications.  S.  1042  adopts  in  section  120(b)  the  Commission's  recommenda- 
tion. 

S.  2597  would  retain  existing  law  with  respect  to  the  time  of  filing  a  continua- 
tion application  (i.e.,  merely  before  the  end  of  prosecution  of  the  earlier  filed 
application)  and  also  would  specifically  permit  the  preservation  of  the  filing 
date  through  a  chain  of  any  length  of  consecutively  filed  continuation  applica- 
tions [§ 120(a)]. 

The  Commission's  recommendation  would  provide  assurance  that  an  appli- 
cant could  not  delay  unduly  the  issuance  of  a  patent  by  the  filing  of  a  chain 
of  continuation  applications.  On  the  other  hand,  the  provision  under  which  a 
patent  would  expire  twenty  years  from  the  earliest  U.S.  filing  date  (rather  than 
seventeen  years  from  the  issue  date  as  at  present,  see  Recommendation  No. 
XVIII)  would  serve  to  discourage  such  delaying  tactics.  Thus,  if  the  twenty- 
year  term  provision  is  adopted,  implementation  of  the  Commission's  recommenda- 
tion with  regard  to  continuing  applications  becomes  less  important. 

RECOMMENDATION    NO.    IX  :    STANDBY    OPTIONAL    DEFERRED    EXAMINATION 

The  President's  Commission  recommended  that  legislation  be  enacted  to  give 
the  Secretary  of  Commerce  standby  authority  to  institute  a  system  of  deferred 
examination.  Under  the  recommended  system,  an  application  would  be  examined 
only  upon  the  request  of  the  applicant  or  third  parties  during  the  first  five  years 
following  its  date  of  filing.  The  Commission  recommended  that  such  a  system 
be  established  by  the  Secretary  of  Commerce  only  if  necessary  in  view  of  an 
increasing  backlog. 

The  Patent  Reform  bill  in  sections  191-194  would  provide  authority  to  the 
Secretary  of  Commerce  to  institute  a  system  of  deferred  examination  if  the 
Secretary  determined  such  action  to  be  in  the  public  interest. 

In  testifying  on  these  sections,  the  Department  of  Commerce  has  expressed 
the  view  that  it  would  not  institute  a  system  at  the  present  time  even  if  the  au- 
thority were  provided,  and  that  if  the  present  workload  schedules  and  plans  for 
international  cooperation  come  into  effect,  the  deferred  examination  system 
would  not  be  necessary  any  time  in  the  foreseeable  future. 

There  are  no  provisions  in  S.  2597  for  a  deferred  examination  system.  Al- 
though standby  authority  as  provided  in  S.  1042  would  be  desirable,  in  our 
view,  the  matter  is  not  of  major  significance  at  this  time  in  view  of  our  antici- 
pated work  schedules. 

RECOMMENDATION    NO.  X  :    BURDEN    OF   PERSUASION 

There  is  at  pre.sent  no  specific  provision  in  title  35  as  to  whether  an  applicant 
has  the  burden  of  persuading  the  Patent  Oflice  that  his  invention  is  patentable. 
However,  the  Commissioner  of  I'atents  has  instructed  the  examining  corps  that 
"any  application  covering  an  invention  of  doubtful  patentability  should  not  be 
allowed,  unless  and  until  such  doubt  is  removed  in  the  cour.se  of  examination  and 
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prosecution,  since  otherwise  the  resultant  patent  would  not  justify  the  statutory 
presumption  of  validity,  nor  would  it  'strictly  adhere'  to  the  requirement  l^id 
down  by  Congress  in  the  1952  act  as  interpreted  by  the  Supreme  Court.  The 
Commissioner  was  referring  to  the  recent  Supreme  Court  decisions,  for  example, 
Graham  v  John  Deere  Co.,  Calmar  Inc.  v.  Cook  Chemical  Co.,  and  Colgate- 
Palmolive  Co.  V.  CooA-  Chemical  Co.,  383  U.S.  1  (1966).  which  gave  support  to  the 
position  of  the  Presidential  ComMii.<sion  in  recommending  that  "an  applicant  in 
his  application  for  patent  shall  have  the  burden  of  persuading  the  Patent  Office 
that  a  claim  is  patentable."  This  standard  is  written  into  the  Patent  Reform  Bill 
in  section  137. 

S.  2597  contains  no  similar  provision. 

Although  we  feel  that  the  law  presently  places  the  burden  of  persuasion  on 
the  applicant,  the  Department  would  favor  a  statutory  codification  of  this  rule. 

RECOMMEXDATIOX    NO.    XI  :    CITATION    PERIOD 

Because  patent  applications  are  now  retained  in  confidence  by  the  Patent 
Office  until  the  issuance  of  a  patent,  there  can  be  no  formal  procedure  permitting 
third  parties  to  know  about  pending  applications  and  submit  to  the  Office  reasons 
whv  a  patent  should  not  be  issued.  The  President's  Commission  recommended 
the  establishment  of  a  citation  period  prior  to  issuance  of  the  patent,  which  would 
follow  the  publication  of  a  pending  application  found  allowable.  Under  this 
procedure,  third  parties  would  be  permitted  to  cite  prior  patents  and  publications 
relevant  to  the  patentability  of  the  invention,  to  institute  public  use  proceedings 
to  uncover  undocumented  prior  art,  and  to  oppose  the  issuance  of  the  patent  on 
the  ground  that  the  inventor  named  in  the  application  derived  the  invention  from 
someone  else.  S.  1042  incorporates  this  recommendation,  principally  in  sections 
136  and  151. 

S.  2597  provides  almost  identical  provisions  with  the  addition  of  another 
ground  for  opposition,  namely  that  the  inventor  named  in  the  application  was  not 
the  first  inventor  of  the  invention  [§§  136,  151].  This  latter  ground  follows  from 
the  provision  in  S.  2597  for  limited  priority  contests. 

This  Department  favors  the  citation  period  recommendation;  however,  if  a 
modified  first-to-flle  system  of  priority  were  to  be  adopted,  we  would  favor 
modification  of  the  additional  ground  for  opposition  included  in  section  136 
(d)  (3)  of  S.  2597.  To  be  consistent  with  the  modified  first-to-file  principle,  we 
would  not  permit  junior  party  applicants  to  raise  the  issue  of  prior  inventorship 
under  section  136(d)(3).  This  modification  would  insure  that  patents  would 
always  issue  to  the  first  applicant  to  file  and  that  any  priority  contest  for  patent 
rights  would  be  carried  out  under  section  137. 

RECOMMENDATION   NO.   Xin :    PRESUMPTION    OF  CORRECTNESS 

There  is  no  provision  in  existing  title  35  regarding  the  weight  to  be  given  a 
Patent  Office  decision  denying  a  patent  claim  when  that  decision  is  appealed 
The  United  States  Court  of  Appeals  for  the  District  of  Columbia  stated  in 
Reynolds  v.  Aghnides,  148  U.S.P.Q.  245,  that  a  "doubt  as  to  patentability  is  to  be 
resolved  in  favor  of  the  correctness  of  administrative  action." 

The  President's  Commission  felt  this  should  be  the  rule  in  all  review  of 
Patent  Office  decisions  and  recommended  that  "a  Patent  Office  decision  refusing 
a  claim  be  given  a  presumption  of  correctness,  and  shall  not  be  reversed  unless 
clearly  erroneous." 

The  Patent  Reform  biU,  in  adopting  the  Commission's  recommendation,  pro- 
vides that  "Patent  Office  decisions  shall  be  given  a  presumption  of  correctness" 
and  "shall  be  upheld  unless  .  .  .  without  substantial  basis  or  not  in  accordance 
with  law"  [section  148]. 

S.  2597  has  no  .similar  provision. 

In  our  view,  Patent  Office  decisions  should  be  given  a  presumption  of  correct- 
ness and  we  support  this  recommendation  of  the  President's  Commission ;  how- 
ever, we  do  not  regard  the  latter  portion  of  this  provision,  which  requires  that 
Patent  Office  decisions  be  upheld  unless  without  substantial  basis  or  not  in  ac- 
cordance with  law,  to  be  necessary. 

RECOMMENDATION   NO.   XIV  :   REVIEW  BY  COURT  OF  APPEALS 

Under  existing  law  an  applicant  dissatisfied  with  a  decision  of  the  Patent  Office 
may  either  (1)  appeal  on  the  record  to  the  Court  of  Customs  and  Patent  Appeals 
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[§  141]  and  thence  to  the  Supreme  Court  by  a  writ  of  certiorari  or  (2)  file  a  civil 
action  against  the  Commissioner  of  Patents  in  the  District  Court  for  the  District 
of  Columbia  [§  145]  with  appeal  to  the  Court  of  Appeals  for  the  District  of  Co- 
lumbia and  review  by  the  Supreme  Court  by  writ  of  certiorari. 

The  President's  Commission  recommended  that  "Either  the  applicant  or  the 
Patent  Office  may  appeal  from  a  decision  of  the  Court  of  Customs  and  Patent 
Appeals  to  the  United  States  Court  of  Appeals  for  the  District  of  Columbia  Cir- 
cuit, and  from  a  decision  of  the  latter  court  either  may  petition  the  Supreme 
Court  for  a  writ  of  certiorari." 

The  Patent  Reform  bill  follows  the  recommendation  of  the  Commission  in  sec- 
tion 147  providing  that  any  party  or  the  Commissioner  of  Patents  dissatisfied 
with  the  decision  of  the  Court  of  Customs  and  Patent  Appeals  may  seek  a  review 
by  requesting  permission  of  the  U.S.  Court  of  Apjjeals  for  the  District  of  Colum- 
bia Circuit  to  allow  an  appeal. 

S.  2597  would  consolidate  the  review  of  all  Patent  Oflice  decisions  in  the  Court 
of  Customs  and  Patent  Appeals  which  would  be  increased  by  four  judges  making 
a  total  of  nine  sitting  on  the  Court  [28  U.S.C.  211  as  would  be  amended  by  Sec. 
2(a)  of  S.  2597].  The  Court  would  have  a  trial  part  for  civil  actions  under  sec- 
tion 145  and  an  appellate  part  for  appeals  from  the  trial  part  and  appeals  from 
the  Patent  Office  under  section  141.  The  judges  of  the  Court  of  Customs  and  Pat- 
ent Appeals  would  '"sit  on  the  Court  and  its  divisions  in  such  order  and  at  such 
time  as  the  Court  directs"  [28  U.S.C.  215  as  would  be  amended  by  Sec.  2(a)  of 
S.  2597].  Decisions  of  the  Court  might  be  reviewed  by  the  Supreme  Court  by  writ 
of  certiorari.  In  recommending  Court  of  Appeals  review  of  decisions  of  the 
Court  of  Customs  and  Patent  Appeals,  the  Commission  was  endeavoring  to  elimi- 
nate conflicting  decisions  on  points  of  substantive  law  and  to  achieve  uniform 
standards  of  patentability.  The  Commission  chose  the  Court  of  Appeals  as  the 
reviewing  court  because  it  is  a  court  of  general  jurisdiction  which  is  exposed  to 
a  broad  spectrum  of  cases  involving  many  fields  of  law. 

On  the  other  hand,  S.  2597  would  provide  for  direct  review  of  Patent  Office 
decisions  solely  by  a  special  court  of  limited  jurisdiction.  S.  2597  would  create  a 
unique  federal  court  in  which  there  would  be  no  clear  line  between  the  appellate 
body  and  the  lower  court  and  in  which  the  judges  of  the  same  court  could  pre- 
sumably review  each  others'  decisions.  In  commenting  on  a  similar  arrangement 
provided  for  by  S.  1691,  Assistant  Attorney  General  Donald  F.  Turner  stated  that 
the  "proposal  would  further  divorce  the  trial  of  patent  cases  from  a  trial  of 
other  types  of  lawsuit,  and  that  such  separation  and  specialization  seems,  on 
balance,  a  step  in  the  wrong  direction."  We  feel  that  this  comment  is  equally 
applicable  to  the  appellate  review  plan  of  S.  2597  and  therefore  strongly  oppose 
its  enactment. 

RECOMMENDATION    NO.    XV  :    CANCELLATION 

Under  existing  law,  the  United  States  Attorney  General  is  the  only  person  who 
can  institute  a  suit  to  cancel  a  patent.  Walker  Process  Equipment  Inc.  v.  Food 
Machinery  d  Chemical  Corp.  382  U.S.  172  (1965).  There  is  no  authority  for  the 
cancellation  of  patent  claims  by  the  Patent  Office  except  as  a  result  of  a  decision 
in  an  interference  proceeding  adverse  to  the  patentee  vmder  section  135. 

The  President's  Commission  recommended  that  the  Patent  Office,  upon  re- 
ceiving a  relatively  high  fee,  consider  prior  art  cited  by  the  public  within  a  three 
year  period  after  issuance  of  the  patent.  The  patent  owner  would  have  an  oppor- 
tunity to  rebut  an  adverse  determination  of  patentability  and  to  narrow  the  scope 
of  the  claim.  A  final  determination  adverse  to  the  patentee  would  result  in  the 
cancellation  of  the  claim.  Anyone  unsuccessfully  seeking  cancellation  of  a  claim 
would  be  required  to  pay  the  patent  owner's  reasonable  cost  of  defending  such 
claims,  including  attorney's  fees. 

The  Patent  Reform  bill  adopts  the  Commission's  recommendation  [§  257].  The 
person  petitioning  the  Patent  Office  to  obtain  a  determination  that  a  claim  of  a 
patent  is  invalid  must  pay  a  fee  of  $500  and  may  be  liable  for  attorney's  fees  up 
to  $1000. 

S.  2.597  has  no  provision  for  cancellation  of  a  claim  from  an  issued  patent. 

Although  the  citation  provisions  of  section  1.36  go  far  to  protect  the  public  in- 
terest, the  Department  supports  the  provision  of  a  supplementary  period  after  the 
issuance  of  a  patent  by  which  the  public  could  question  the  validi^  of  the  patent 

RECOMMENDATION    XVI :    REISSUE 

Under  existing  law  a  patentee  may  apply  for  a  "reissue  patent"  to  correct  errors 
in  the  original  patent.  The  scope  of  the  claims  in  the  original  patent  may  be  broad- 
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ened  if  the  reissvied  patent  is  ''applied  for  within  two  years  from  tlie  .crant  of 
the  original  patent."  There  is  a  provision  for  the  intervening  rights  of  third  parties 
whose  activities  prior  to  the  reissue  were  not  infringements  (35  U.S.C.  252). 

The  President's  Commission  recommended  that  "a  claim  shall  not  be  broadened 
in  a  reissue  application."  The  Patent  Reform  bill  adopts  this  recommendation  in 
section  251(c). 

On  the  other  hand.  S.  2597  would  permit  the  broadening  of  a  claim  but  would 
change  the  two  year  ijeriod  to  one  year.  [§  251(c)  ].  S.  2597  would  also  retain  the 
existing  substantive  law  on  the  protection  of  the  intervening  rights  of  third  parties 
[§  252(b)]. 

By  reducing  he  period  during  which  a  broadened  reissue  could  be  filed.  S.  2597 
represents  a  not  unreasonable  compromise  between  S.  1042  and  existing  law.  If 
the  reissue  provisions  of  S.  2597  are  adopted,  however,  we  would  urge  that  section 
252(b)  be  amended  to  provide  for  the  continued  practice  of  an  invention  without 
the  payment  of  royalties  where  substantial  preparations  for  such  practice  were 
made. 

RECOMMENDATION    NO.    XVII  :    INTERIM    LIABILITY 

Under  existing  law,  liability  for  the  infringement  of  a  patent  begins  on  the  day 
it  is  granted.  In  view  of  the  recommended  publication  of  patent  applications  prior 
to  the  issuance  of  a  patent  [Recommendation  No.  VII],  the  Commission  recom- 
mended that  the  owner  of  an  invention  be  protected  against  the  unauthorized 
practice  of  the  invention  by  third  parties  after  publication  of  the  application  but 
prior  to  the  grant  of  a  patent.  Ac-cordingly,  the  Commission  recommended  that  the 
owner  of  a  patent,  imder  certain  circumstances,  be  permitted  to  collect  damages 
for  the  unauthorized  practice  of  the  invention  by  third  parties  during  the  interim 
period  after  publication  of  an  application  but  prior  to  the  grant  of  a  patent. 

The  Patent  Reform  bill  adopts  the  Commission's  recommendation  and  provides 
in  section  273  that  a  patentee  after  issuance  of  a  patent  may  obtain  damages  for 
the  unauthorized  practice  of  the  patented  invention  during  the  interim  period. 
S.  1042  limits  these  damages  to  reasonable  royalties  and  provides  that  "no 
injunction"  may  be  had  with  respect  to  the  subsequent  use  or  sale  of  items  made 
prior  to  the  patent  grant  for  which  the  patentee  has  elected  to  obtain  such 
damages. 

Under  the  interim  liability  provisions  of  S.  2597,  an  applicant  need  not  have  an 
allowed  claim  in  a  published  application  to  obtain  reasonable  royalties  for  its 
infringement  so  long  as  it  also  appears  in  the  issued  patent.  In  addition,  the 
patentee  does  not  have  to  elect  between  damages  or  an  injunction  until  he  actually 
brings  suit.  Under  tlie  Patent  Reform  bill,  the  applicant  elects  to  recover  damages 
by  notifying  an  alleged  infringer  of  his  unauthorized  practice  of  the  invention. 

Although  there  may  be  a  slightly  greater  opportunity  for  harassment  imder 
the  interim  liability  provisions  of  S.  2597,  the  opportunity  for  an  applicant  to 
request  early  publication  and  obtain  reasonable  royalties  for  the  unauthorized 
use  of  the  invention  defined  by  any  claims  which  also  appear  in  the  issued  patent 
would  encourage  prompt  publication.  Accordingly,  we  believe  that  the  interim 
liability  provisions  of  S.  2597  merit  careful  study. 

RECOMMENDATION    NO.    XVITE  :    TERM    OF    PATENT 

Under  existing  law,  the  term  of  a  patent  is  seventeen  years  from  the  date  the 
patent  is  granted. 

The  Commission  recommended  that  "the  term  of  a  patent  shall  expire  twenty 
years  after  its  earliest  effective  U.S.  filing  date." 

This  recommendation  is  adopted  in  section  154(b)  of  both  the  Patent  Reform 
bill  and  S.  2597.  The  Department  considers  it  extremely  important  that  the  provi- 
sion of  a  twenty-year  term  from  filing  be  included  in  any  legislation  enacted  by 
the  Congress. 

RECOMMENDATION     NO.     XIX  :     SECRECY    ORDER 

Existing  Title  35  provides  in  section  181  that  the  issuance  of  a  patent  may  be 
delayed  whenever  publication  or  disclosure  by  the  grant  of  a  patent  will  be 
"detrimental  to  the  national  security."  Since  the  term  of  a  patent  under  existing 
law  is  measured  from  the  date  the  patent  is  granted,  the  term  is  not  shortened 
by  a  secrecy  order.  In  addition,  section  183  provides  that  any  applicant  whose 
patent  is  delayed  may  recover  compensation  for  the  damage  caused  by  the  order 
of  .secrecy. 

The  Commission,  in  view  of  its  previous  recommendation  that  the  term  of  the 
patent  be  measured  from  its  U.S.  filing  date  rather  than  its  issue  date,  recom- 
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mended  that  '^the  term  of  a  patent,  whose  issuance  has  been  delayed  by  reason 
of  the  application  being  placed  under  secrecy  order,  shall  be  extended  for  a  period 
equal  to  tie  delay  in  issuance  of  the  patent  after  notice  of  allowability." 

The  Patent  Reform  bill  adopts  in  section  154(c)  the  recommendation  of  the 
Commission  and  also  retains  section  183  of  existing  law. 

Under  S.  2597  the  term  of  a  patent  delayed  by  an  order  of  secrecy  would  not 
be  extended  to  compensate  for  the  delay.  Section  183  of  the  existing  law  would 
be  retained  in  S.  2597. 

Although  the  provisions  of  section  183  would  be  operative  under  the  pro- 
visions of  both  S.  1042  and  S.  2597,  it  would  be  more  equitable  to  extend  the 
term  of  the  patent  for  a  delay  in  issuance  caused  by  the  needs  of  the  Government 
which  was  beyond  the  control  of  the  applicant.  Thus,  in  the  view  of  the  Depart- 
ment, the  term  extending  provision  of  section  154(c)  of  S.  1042  should  be 
included  along  with  the  twenty-year  term  provision. 

RECOMMENDATION  KO.  XX  :   TERMINAL  DISCLAIMER 

Under  existing  law.  a  patentee  or  applicant  may  disclaim  the  entire  term  or 
any  terminal  part  of  the  term  of  a  patent  granted  or  to  be  granted.  A  holding  of 
double  patenting  (i.e.,  that  an  applicant  is  attempting  to  obtain  or  has  obtained 
two  patents  on  the  '"same  invention")  can  be  overcome  in  some  circumstances 
by  a  "terminal  disclaimer"  which  results  in  both  imtents  expiring  at  the  same 
time. 

The  President's  Commission  recommended  that  "the  filing  of  a  terminal  dis- 
claimer shall  have  no  effect  in  overcoming  a  holding  of  double  patenting."  The 
Patent  Reform  bill  adopts  the  recommendation  of  the  President's  Commi-ssion 
and  provides  that  terminal  disclaimer  shall  have  "no  effect  in  the  determination 
of  the  patentability  or  validity  of  a  claim."  [§  253(c)  ] 

S.  2597,  on  the  other  hand,  would  provide  that  a  patent  may  not  be  refused 
or  declared  invalid  solely  because  of  the  existence  of  one  or  more  other  patents 
where  the  "patents  will  expire  on  the  same  date  as  a  result  of  filing  on  the  same 
date  or  as  a  result  of  a  terminal  disclaimer  ...  so  long  as  the  right  to  sue  for 
infringement  of  said  patents  is  maintained  in  the  same  legal  entity"  [§§  131 
and  282(b) (2)]. 

Adoption  of  the  provisions  of  S.  2597  on  terminal  disclaimer,  in  conjunction 
with  the  provisions  permitting  the  filing  of  an  unlimited  chain  of  continuing 
applications,  could  present  substantial  problems.  For  instance,  a  member  of  the 
public,  noting  the  first  patent  issued  from  such  a  chain,  might  make  a  substantial 
investment  in  introducing  into  commerce  a  development  which  did  not  infringe 
the  first  patent  and  later  find  this  development  to  be  an  infringement  of  one  of 
the  subsequently  issued  patents  in  the  chain.  Accordingly,  the  Department 
opposes  the  provisions  in  S.  2597  by  which  terminal  disclaimer  would  be  effective 
in  overcoming  the  holding  of  double  patenting  and  supports  the  provisions  of 
S.  1042  which  would  introduce  the  opposite  result. 

EECOMMENDATION  NO.  XXI  :  IMPORTATION 

Under  existing  law,  the  importation  of  a  product  made  outside  the  United 
States  by  a  process  patented  in  the  United  States  is  not  an  act  of  infringement. 
The  patentee's  only  remedy  is  to  seek  exclusion  of  the  product  under  the  Tariff 
Act  of  1930  on  the  ground  that  its  importation  will  tend  to  cause  injury  to  an 
"eflficiently  and  economically  operated"  domestic  industry  [19  U.S.C.  1337(a)]. 

The  Commission  concluded,  however,  because  of  these  requirements  that  the 
patent  owner  had  little  prospect  for  success.  Accordingly,  the  Commission  recom- 
mended that  "the  importation  into  the  Unitetl  States  of  a  product  made  abroad 
by  a  proce.ss  patented  in  the  United  States  shall  constitute  an  act  of  infringement.'' 

The  importation  problem  is  particularly  relevant  in  cases  where  patent  pro- 
tection for  the  process  is  not  available  in  the  eoimtry  of  origin.  To  alleviate  this 
problem,  section  271(b)  of  the  Patent  Reform  bill  would  adopt  the  Commission's 
recommendation  but  would  limit  its  application  to  those  situations  where  "patent 
protection  for  the  process  is  not  available"  in  the  country  in  which  the  product 
was  made.  We  would  re<'onniiend,  however  that  the  proviso  be  amended  to  read 
"patent  protection  for  that  general  class  of  process  is  not  available"  to  insure 
that  it  was  not  intended  to  apply  to  situations  where  the  particular  process  in 
question  was  merely  found  to  be  unpatentable. 

Both  S.  2597  and  Amendment  No.  184  to  S.  1042  (introduced  by  Senator  Long 
of  Missouri)  adopt  the  importation  recommendation  without  the  proviso;  that 
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is,  they  would  outlaw  importatiou  of  a  product  made  abroad  by  a  process  pat- 
ented in  the  United  States  whether  or  not  process  patent  protection  could  have 
been  secured  abroad.  The  Department  strongly  opposes  the  broad  importation 
provision  since  there  has  been  no  showing  of  a  compelling  need  for  such  a  pro- 
vision. Moreover,  a  broad  importation  provision  would  appear  to  pose  an  un- 
acceptable burden  to  importers  who  would  be  faced  with  the  costly  task  of  de- 
termining by  what  process  the  products  they  imported  were  made,  the  facts 
being  unavailable  in  the  United  States.  Without  the  limitation  of  the  proviso, 
the  proposed  legislation  would  assume  a  serious  threat  to  the  public  interest. 

RECOMMENDATION    NO.    XXII  :    PATENT    RIGHT    TRANSFERABILITY 

The  President's  Commission  believed  it  necessary,  for  the  purposes  of  assign- 
ments and  licenses,  to  define  in  explicit  statutory  language  the  nature  of  the 
patent  grant  presently  recognized  imder  the  patent  statute  and  by  decisional 
law.  To  accomplish  this  end,  the  Commission  reconuuended  approval  of  field  of 
use  restrictions  in  license  provisions  and  clarification  of  the  rights  of  the  patent 
owner  by  making  dear  that  the  "Tule  of  reason"  should  constitute  the  guideline 
for  determining  i)atent  misuse. 

The  Patent  Reform  bill  does  not  contain  any  provisions  for  this  purpose ;  how- 
ever. Amendment  No.  183  to  S.  1042  would  adopt  the  Commission's  recommenda- 
tion verbatim 

S.  2597  would  also  adopt  the  Commission's  recommendation  and  includes  a 
section  identical  to  Amendment  Xo.  1S3.  Section  263(a)  of  S.  2.^)07  would  permit 
patentees  to  license  any  part  of  the  field  of  use  to  which  the  subject  matter  of 
the  claims  of  a  patent  are  applicable.  This  provision  might  well  be  c-onstrued  to 
legitimate  the  use  of  any  field-of-use  i-estriction  whatever.  It  would  be  highly 
objectionable  because  field-of-use  restrictions  in  some  contexts  have  a  severe  and 
unjustifiably  adverse  effect  on  competition. 

Proposed  section  263(b)  would  permit  patentees  to  impose  such  licensing 
conditions  as  would,  in  the  words  of  the  proposal,  .secure  to  the  patentee  the 
full  benefit  of  the  invention  and  patent  grant.  The  sweep  of  this  language,  evi- 
dently derived  from  the  1926  decision  in  United  States  v.  General  Electrie  Com- 
panii.  272  U.S.  476  (1!>26),  is  so  broad  that  it  is  meaningless  as  a  guide  for 
action.  Any  restriction  imposed  by  a  patentee,  unless  the  patentee  is  irrational, 
is  imposed  for  the  purpose  of  making  more  money.  Taken  literally,  the  language 
of  proposed  section  263(b)  would  make  lawful  price-fixing,  tie-in  .sales  and 
virtually  every  other  form  of  misuse  or  abuse  of  patents  that  the  courts  have 
condemned  in  the  past.  We  regard  this  provision  as  an  invitation  for  a  protracted 
course  of  litigation  to  test  its  interpretation.  For  these  reasons,  the  Department 
strongly  opix»ses  enactment  of  section  263  of  S.  2.197. 

RECOMMENDATION    NO.   XXIII  :    IN    REM    INVALIDITY 

Under  existing  law,  a  court  decision  holding  a  patent  claim  invalid  does  not 
necessarily  preclude  later  action  based  on  the  infringement  of  the  claim. 

Adopting  the  Commission's  recommendation  for  In  re)n  invalidity,  the  Patent 
Reform  bill  provides  that  a  final  federal  judicial  determination  "limiting  the 
scope  of  a  claim  or  holding  it  to  be  invalid,  shall  constitute  an  estopped"  against 
the  patentee,  and  further  provides  that  a  court  may  order  cancellation  from  the 
patent  of  any  claim  finally  held  invalid  [§  294]. 

S.  2.'^97  has  no  comparable  provision. 

The  Department  is  in  complete  agreement  with  the  reasoning  of  the  Com- 
mission that  once  a  patentee  has  had  his  day  in  court,  he  should  not  be  allowed 
to  harass  others  on  the  basis  of  an  invalid  claim.  Thus,  we  supiwrt  the  estoppel 
and  cancellation  provisions  of  S.  1042. 

BECOMMEXDATION    NO.    XXIV  :      CIVIL    COMMISSIONERS 

The  Commission  recommended  that  the  offices  of  "Civil  Commissioner"  be 
created  in  those  United  States  District  Courts  where  justified  by  the  volume  of 
patent  litigation. 

The  Patent  Reform  bill  adopts  the  Commission's  recommendation  [2S  I'.S.C. 
7.57  as  would  be  added  by  Sec.  3(a)  of  S.  1042]. 

S.  2597  has  no  provision  for  Civil  Commissioners. 

The  Commission  felt  the  provision  of  Civil  Commissioners  should  help  to  bring 
about  more  effective  utilization  of  the  discovei-y  procedures  of  the  Federal  Rules 
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of  Civil  Procedure.  Of  course  the  problem  is  not  unique  to  patent  cases  and  the 
Committee  may  tind  it  preferable  to  consider  this  issue  separately  in  the  context 
of  all  litigation  in  the  federal  courts. 

RECOMMENDATION    NO.    XXVI  :     STATUTORY    ADVISORY    COUNCIL 

The  President's  Commission  recommended  the  establishment  of  a  Statutory 
Advisory  Council  comprised  of  members  selected  to  represent  the  principal  areas 
served  by  the  patent  system.  The  Council  would  advise  the  Secretary  of  Com- 
merce of  its  evaluation  of  the  current  health  of  the  patent  system,  the  quality  of 
the  patents  being  issued,  and  the  effectiveness  of  any  internal  patent  quality 
control  program  then  in  operation. 

The  Patent  Reform  bill  adopts  the  recommendation  of  the  Commission  in  sec- 
tion 15. 

S.  2597  includes  no  such  provisions  for  the  establishment  of  an  Advisory 
Council. 

Although  such  an  advisory  body  can  be  created  administratively  as  well  as 
by  statute,  a  statutory  basis  would,  in  our  view,  enhance  the  prestige  and  effec- 
tiveness of  the  body. 

RECOMMENDATION    NO.    XXVII  :     PATENT   OFFICE   FINANCING 

Under  the  existing  law,  patent  fees  are  established  by  statute.  Increases  in 
the  fees  to  maintain  a  reasonable  relationship  between  cost  and  expenditures  can 
only  be  obtained  through  legislative  action. 

The  Commission  concluded  that  any  long-term  fixed  relationship  between  fees 
received  and  office  exepnditures  could  not  be  maintained  without  continuing  and 
prompt  legislative  adjustments.  Accordingly,  the  Commission  recommended  that 
fees  be  set  by  regulation  with  Congress  specifying  a  desired  rate  of  recovery. 

S.  1042  would  adopt  the  reconmiendation  by  providing  that  "the  Commis- 
sioner shall  prescribe  by  regulation  the  fees  to  be  paid  in  connection  with  the 
filing  and  examination  of  patent  applications,  the  issuance  of  patents  and  other 
matters,"  designed  to  elfect  an  overall  recovery  from  sixty-five  to  seventy-five 
percent  of  the  cost  of  operation  of  the  Patent  Office  [§  41(a)]. 

S.  2.597  would  continue  to  set  patent  fees  by  statute  and  is  virtually  identical 
to  existing  law. 

The  Department  favors  the  added  flexibility  which  would  be  given  to  the 
Patent  Office  in  shaping  its  programs  by  the  enactment  of  legislation  authoriz- 
ing the  Commissioner  to  establish  fees. 

RECOMMENDATION     NO.    XXIX  :     CLASSIFICATION     AND     INFORMATION     RETRIEVAL 

The  patent  Office  presently  has  several  programs  underway  to  automate  the 
searching  of  patent  applications.  These  programs  are  experimental  in  nature  and 
are  designed  to  develop  methods  of  effective  information  storage  and  retrieval. 

The  President's  Commission,  to  accelerate  the  attainment  of  such  systems, 
recommended  a  program  to  aid  in  the  search,  storage,  and  retrieval  of  new 
technology.  This  recommendation  is  embodied  both  in  S.  1042  and  S.  2597.  Under 
these  bills  "the  Commissioner  shall  conduct  a  program  of  research  and  develop- 
ment to  improve  and  expedite  the  handling,  classification,  storage,  and  retrieval 
©f  patents  and  other  scientific  and  technical  information."  [§  12(a)  of  both  bills]. 

The  Department  favors  enactment  of  the  provision  for  the  development  of  an 
effective  information  storage  and  retrieval  program. 

In  addition  to  the  changes  previously  mentioned.  S.  2597  would  also  make  a 
number  of  changes  in  existing  law  unrelated  to  the  recommendations  of  the 
President's  Commission.  These  changes  will  be  considered  in  the  order  in  which 
they  apiH>ar  in  S.  2597. 

Chapter  3  of  S.  2.597:  Practice  before  the  Patent  Office 

Under  existing  law  and  section  31  of  S.  1042.  both  "agents"  (i.e..  not  a  mem- 
ber of  any  bar)  and  attorneys  at  law,  upon  showing  they  possess  the  necessary 
qualifications,  may  be  recognized  to  represent  applicants  before  the  Patent  Office. 

S.  2597  would  provide  in  section  31  that  "only  members  of  the  bar  of  a  State, 
territory.  District.  Commonwealth  or  Possession  of  the  United  States  may  be 
recognized  as  representatives  of  applicants,  or  practice  before  the  Patent  Office" 
with  an  exception  for  those  agents  previously  recognized. 

Under  S.  2597,  the  number  of  persons  registered  to  practice  before  the  Patent 
Office,  a  specialty  in  which  there  is  presently  no  over-sui)ply  of  qualified  people. 
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would  be  further  redueed.  Absent  a  compelling  need  for  such  a  change,  the  De- 
partment would  be  opposed  to  the  enactment  of  such  a  provision. 
Chapter  10  of  S.  2597:  Patentability  of  inventions 
Utility 
Section  101  of  the  existing  law  provides  that  an  invention  must  be  "useful"  to 
be  patentable.  There  is  no  definition  of  the  term  "useful"  in  the  statute.  The 
Supreme  Court  has  held  that  inventions  of  chemical  compounds  not  having  any 
known  or  disclosed  use  except  in  further  research  to  discover  possible  usefulness 
do  not  satisfy  the  "useful"  requirement  of  section  101.  [See  Brenner  v.  Manson, 

S.  2597  provides  in  section  100(h)  that  "the  term  'useful  shall  include,  but 
shall  not  be  limited  to,  utility  in  agriculture,  commerce,  industry,  health,  or 

reseach."  .      ,  .     „   «-«-         1 1 

The  thrust  of  the  definition  of  the  term  "useful"  contained  in  S.  2.o9«  would 
be  to  ease  the  requirement  for  utility  of  the  existing  law.  The  Department  op- 
poses the  enactment  of  any  provision  by  which  the  value  of  the  disclosure  given 
to  the  public  in  exchange  for  the  patent  monopoly  would  be  reduced,  or  by  which 
patents  would  be  granted  on  products  for  which  there  is  no  presently  known 
practical  use.  In  addition,  we  believe  that  the  section  is  vague.  It  might  even  be 
construed  as  overruling  Brenner  v.  Manson,  which  could  raise  constitutional 
questions. 

Unohvionsness 

Under  existing  law.  section  103  provides  that  a  patent  may  not  be  obtained  if 
the  differences  between  the  invention  sought  to  be  patented  and  the  prior  art 
are  such  that  the  invention  would  have  been  obvious  at  the  time  it  was  made 
to  a  person  having  ordinary  skill  in  the  relevant  art. 

S.  1042  would  provide  that  no  patent  could  be  obtained  if  the  differences 
between  the  invention  sought  to  be  patented  and  the  prior  art  were  obvious  "on 
or  before  the  effective  filing  date  of  the  application,"  rather  than  at  the  time  the 
invention  was  made  [§  103].  This  change  is  required  by  the  first-to-file  system 
of  priority  adopted  in  the  Patent  Reform  bill. 

Section  103  of  S.  2597  would  provide  that  no  patent  could  be  obtained  if  the 
differences  between  the  invention  sought  to  be  patented  and  the  prior  art  were 
obvious  at  "the  time  the  invention  was  made,  or  more  than  one  year  prior  to  the 
effective  filing  date  of  the  application."  This  additional  requirement  of  S.  2597 
would  codify  the  ruling  of  the  Court  of  Customs  and  Patent  Appeals  in  In  re 
Foster.  343  F2d  980,  145  USPQ  166  (1965).  Under  this  decision,  an  applicant 
may  not  dispose  of  a  reference,  having  an  effective  date  more  than  one  year 
prior  to  his  filing  date,  by  proving  an  earlier  date  of  invention. 

In  the  context  of  the  priority  system  having  a  one-year  absolute  grace  period 
which  would  be  adopted  by  S.  2597.  the  one-year  limitation  on  disposing  of  refer- 
ences would  be  desirable.  Thus,  if  the  Committee  were  to  recommend  the  priority 
system  embodied  in  S.  2.597,  the  Department  would  favor  the  reference  to  one 
year  of  section  103  of  S.  2597. 

Chapter  17  of  S.  2597:  Secrecy  of  Certain  Inventions  and  Filing  Applications  in 
Foreign  Countries 

Under  section  184  of  existing  law  applicants  must  either  obtain  a  license  from 
the  Commissioner  of  Patents  or  wait  six  months  after  filing  a  U.S.  application 
before  filing  an  application  for  patent  in  a  foreign  country.  Each  application 
containing  an  invention,  the  disclosure  of  which  might  be  detrimental  to  national 
security,  is  made  available  for  inspection  by  those  departments  and  agencies 
designated  as  defense  agencies  prior  to  the  granting  of  the  license  or  the  expira- 
tion of  six  months  [§  181], 

S.  1042  in  sections  181  and  184  retains  existing  law  insofar  as  complete  appli- 
cations for  patent  are  concerned. 

S.  2.597,  in  addition  to  providing  for  filing  abroad  after  obtaining  a  license 
from  the  Coumiissioner  of  Patents  or  waiting  six  months  after  filing  a  U.S.  appli- 
cation, would  also  authorize  the  Commissioner  to  establish  a  general  license  for 
filing  an  application  for  patent  in  a  foreign  country  [§  181(a)  ]. 

While  the  establishment  ()f  a  general  license  for  the  foreign  filing  of  applica- 
tions involving  non-sensitive  subject  matter  might  be  desirable,  we  question 
whether  such  a  general  license  is  feasible  or  in  the  national  interest. 

We  have  been  advised  by  the  Bureau  of  the  Budget  that  there  would  be  no 
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objection  to  the  submission  of  this  report  from  the  standpoint  of  the  Administra- 
tion's program. 
Sincert'ly, 

Joseph  W.  Bartlett,  General  Counsel. 

[Attachment] 

Appendix  to  Letter  op  Department  op  Commerce  to  Senator  Eastland  on 
S.  2597  Technical  Comments 

general  comment 

Where  differences  are  noted  between  the  present  law  or  S.  2597  and  the  Patent 
Reform  bill,  the  Department  usually  prefers  the  provisions  of  the  latter  except 
where  noted.  In  some  instances,  however,  we  lack  knowledge  of  the  reasons  under- 
lying the  changes  that  would  be  made  by  S.  2597,  and  are  unable  to  reach  a 
deliuite  conclusion  until  those  reasons  are  stated  by  its  sponsors. 

section   3 

T'nder  existing  law,  the  first  and  two  other  assistant  commissioners  and  not 
more  than  fifteen  examiners-in-chief  are  each  appointed  by  the  President.  Under 
S.  2597,  the  President  would  continue  to  appoint  these  officers,  and  the  number 
of  examiners-in-chief  w^ould  be  increased  to  twenty-four.  The  Patent  Reform  bill 
(S.  1042)  would  vest  the  power  of  appointment  for  the  assistant  commissioners 
and  examiners-in-chief  in  the  Secretary  of  Commerce,  upon  the  nomination  of 
the  Commissioner,  and  would  likewise  inei-ease  the  number  of  examiners-in-chief 
to  not  more  than  twenty-four.  The  President  would  continue  to  appoint  the  Com- 
missioner of  Patents  under  both  the  Patent  Reform  bill  and  S.  2597,  the  same  as 
under  present  law. 

section    6 

Under  existing  law,  the  Commissioner  of  Patents,  subject  to  the  approval  of 
the  Secretary  of  Commerce,  may  establish  regulations  not  inconsistent  with  law 
for  the  conduct  of  proceedings  in  the  Patent  Office.  The  Patent  Reform  bill  would 
continue  the  requirement  that  regulations  established  by  the  Commissioner  be 
subject  to  the  approval  of  the  Secretary  of  Commerce,  while  S.  2597  would  au- 
thorize the  Commissioner  to  establish  regulations  not  inconsistent  with  law, 
apparently  ^^^thout  the  Secretary's  approval. 


Under  existing  law,  questions  relating  to  jn-iority  of  invention  are  determined 
by  the  Board  of  Patent  Interferences,  while  questions  of  patentability  come 
within  the  jurisdiction  of  the  Board  of  Appeals.  The  first-to-tile  system  of  the 
Patent  Reform  bill  would  eliminate  the  need  for  interferences  and  vest  the  re- 
sidual functions  of  the  Board  of  Patent  Interferences  in  the  Board  of  Api^eals. 

S.  2597  would  retain  interference  practice,  and  provide  the  Board  of  Appeals 
with  authority  to  determine  both  questions  of  patentability  and  priority. 

section    1 1 

S.  2597  would  authorize  the  Commissioner  to  publish  patent  applications  and 
patents,  as  well  as  other  publications  and  informational  material,  without  the 
requirement  that  they  V)e  printed.  Present  Title  35  and  the  Patent  Reform  bill  both 
provid'',  on  the  other  hand,  that  these  publications  be  printed. 

The  Department  favors  the  lu-oadened  authority  of  S.  2597,  permitting  publica- 
tion other  than  by  printing.  The  adoption  of  microform  searching,  for  example, 
niiiiht  i)resent  difficulty,  if  the  Commissioner's  authority  to  publish  these  mate- 
rials were  limited  to  printing.  :\Iore  importantly,  publLshed  patents  and  applica- 
tions will  serve  as  prior  art  under  both  the  Patent  Reform  bill  and  S.  2597.  Since 
neither  of  these  bills  would  require  prior  art  patents  and  pul)lications  to  be 
printed,  a  limitation  of  the  Commissioner's  authority  reiiuiring  the  printing  of 
patents  and  applications  would  be  inconsistent  with  the  removal  of  the  printing 
requirement  for  prior  art. 

We,  therefore,  prefer  this  provision  of  S.  2597. 
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SECTION    100 

S.  2597  would  specifically  include  the  Commonwealth  of  Puerto  Rico  in  the 
definitions  of  the  "United  States"  and  "this  country."  The  Department  con- 
siders this  inclusion  proper. 

The  requirement  of  reasonable  availability  in  order  for  patents  and  publica- 
tions to  serve  as  prior  art  is  unclear  as  to  its  meaning.  Presumably,  this  require- 
ment is  directed  to  foreign  patents  and  publications,  which  may  not  be  reason- 
ably available  to  United  States  citizens.  A  further  possibility  is  that  publications, 
such  as  small  tow^n  newspapers,  may  not  be  considered  reasonably  available. 

The  language  of  S.  2597,  namely  "actual  filing  date,"  would  appear  to  prohibit 
reliance  on  a  patent  or  a  published  application  as  prior  art  as  of  its  earliest 
United  States  priority  date.  Stated  in  other  words,  the  actual  filing  date  would 
not  seem  to  be  the  date  to  which  an  application  may  be  entitled  under  section 
120  of  S.  2597.  This  should  be  corrected. 

Sale  as  a  bar  to  patenting  under  S.  2597  would  be  limited  to  instances  where 
a  sale  had  actually  been  consummated.  Under  present  title  35,  the  "on  sale" 
requirement  of  section  102  includes  broadly  even  the  placing  on  sale  of  the  in- 
vention, as  would  the  corresponding  provision  of  section  102  of  the  Patent  Reform 
bill.  Neither  requires  a  consummated  sale,  nor  is  this  a  requirement  for  the  insti- 
tution of  a  public  use  proceeding  under  present  law  or  the  reexamination  proceed- 
ings of  the  Patent  Reform  bill. 

SECTION     102 

S.  2597  would  provide  that  an  applicant  is  not  entitled  to  a  patent  if  he  has 
abandoned  the  invention.  This  provision  does  not,  however,  consider  that  aban- 
donment may  have  resulted  from  the  acts  of  the  inventor  or  an  intermediate 
owner  prior  to  acquisition  of  title  by  the  applicant. 

Similarly,  S.  2.597  would  consider  as  a  bar  under  102(c)  only  the  patenting  of 
the  invention  in  a  foreign  country  by  the  applicant.  Again,  we  consider  that  the 
patenting  of  the  invention  by  the  inventor,  as  w^ell  as  by  an  applicant  not  the 
inventor,  should  constitute  a  bar  to  future  patenting  under  this  section. 

S.  2597,  in  contrast  with  both  present  title  35  and  the  Patent  Reform  bill,  would 
bar  a  patent  when  the  invention  sought  to  be  patented  is  identicalli/  disclosed  by 
the  prior  art.  The  inclusion  of  "identically"  is  presumably  intended  to  define  the 
distinction  between  this  requirement  of  section  102  and  the  unobviousness  which 
is  required  at  section  103,  also  referring  to  an  identical  disclosure. 

SECTION    107 

Under  present  law  the  abandonment  of  an  application  does  not,  of  itself,  estab- 
lish the  abandonment  of  the  invention  disclosed  in  the  application.  An  abandon- 
ment for  the  purpose  of  filing  a  continuation  application,  or  for  terminating  an 
interference,  for  example,  is  not  considered  as  an  abandonment  of  the  invention, 
but  only  of  the  application. 

The  Patent  Reform  bill  contains  no  provision  specifically  enacting  this  rule 
of  law  regarding  the  relation  between  abandonment  of  the  application  and  aban- 
donment of  the  invention,  but  S.  2597  states  specifically  that  abandonment  of  the 
application  may  not  establish  abandonment  of  the  invention. 

Similarly,  S.  2-597  states  that  publication  either  upon  allowance  or  at  the 
applicant's  request  refutes  any  inference  that  the  disclosed  invention  was  aban- 
doned after  its  effective  filing  date.  We  believe  that  the  word  "refutes"  is  inapt 
in  this  context,  and  overstates  the  proper  legal  position. 

SECTION    111 

S.  2597  would  permit  the  filing  of  a  patent  application  by  an  agent  of  the  in- 
ventor or  applicant,  providing  the  application  is  ratified  by  the  owner  or  inventor 
within  six  months  following  filing.  Present  title  35  permits  filing  only  by  the 
inventor,  even  though  the  invention  is  owned  by  another  at  the  time  of  filing. 
The  Patent  Reform  bill  makes  no  specific  provision  for  filing  by  an  agent.  We 
believe  that  clarification  of  the  term  "ratification"  is  desirable  in  S.  2597. 

SECTION    112 

S.  2597  would  remove  the  requirement,  present  in  both  existing  law  and  the 
Patent  Reform  bill,  that  the  .specification  of  an  application  contain  a  description 
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which  includes  the  manner  of  using  the  invention.  S.  2597  would  require  only 
that  the  use  of  the  invention  be  indicated  in  the  specification. 

The  Department  favors  the  provision  of  the  Patent  Reform  bill  under  which 
the  manner  of  using  must  be  described  in  the  specification.  This  more  stringent 
requirement  would  provide  the  prior  art  with  "enabling"  disclosures,  b.v  which 
the  Patent  Office  and  the  public  would  be  better  informed  of  the  extent  of  the 
patent  grant  and  better  able  to  use  the  invention  following  the  termination  of 
the  patent. 

An  applicant  under  S.  2597  would  be  entitled  to  claim  in  his  application  the 
sub.iect  matter  for  which  he  desires  a  patent,  while  the  Patent  Reform  bill  would 
I>ennit  only  the  claiming  of  subject  matter  which  the  inventor  regards  as  his 
invention.  The  Department  favors  the  Patent  Reform  bill  position. 

SECTIOX    120 

Under  both  existing  law  and  the  Patent  Reform  bill,  an  inventor  may  be 
entitled  to  the  benefit  of  the  filing  date  of  his  earlier  filed  application,  regardless 
of  the  ownership  of  the  applications  involved.  S.  2597  would  apparently  modify 
this  right  and  entitle  an  applicant  to  the  benefit  of  the  filing  date  of  his  earlier 
filed  application,  even  if  the  inventors  were  different  persons  in  each  of  the 
applications. 

This  provision  of  S.  2597  would  simplify  the  determination  of  any  right  to 
priority  (the  benefit  of  an  earlier  filing  date)  to  which  an  application  may  be 
entitled.  Absent  this  provision  of  S.  2597,  priority  as  to  a  particular  claim  could 
not  be  accorded  unless  the  inventor  of  such  claim  was  also  the  inventor  of  the 
same  subject  matter  in  the  prior  application.  The  determination  of  the  inventor- 
ship of  a  particular  claim,  under  either  the  Patent  Reform  bill  or  S.  2597,  could 
be  quite  difficult,  since  each  claim  of  an  application  need  not  be  invented  by  each 
of  the  named  inventors.  In  many  cases,  the  award  of  priority  would  require 
corres]iondence  establishing  the  inventorship  of  the  subject  matter  in  each  of 
the  involved  applications. 

From  this  discussion  it  wull  be  seen  that  this  provision  of  S.  2597  would  re- 
move procedural  difficulties  in  deciding  tlie  right  to  priority. 

SECTION     121 

This  section  appears  to  make  significant  changes  in  interpretation  of  the  law 
of  double  patenting.  Their  full  impact  is  unclear  to  us  at  the  present  time. 

SECTION     137 

The  requirement  of  existing  law  that  agreements  settling  interferences  be 
filed  in  the  Patent  Office  has  been  omitted  from  this  section.  Such  a  provision 
should  be  included  if  a  modified  first-to-file  system  is  adopted. 

SECTIONS     184-185 

S.  2597  would  permit  the  granting  of  a  retroactive  license  for  the  filing  abroad 
of  a  patent  application,  even  after  the  issuance  of  the  corresponding  United 
States  patent.  Courts  under  present  Title  35  have  permitted  retroactive  licenses 
to  be  granted  for  issued  patents,  although  there  is  no  specific  authoriziug  pro- 
vision for  doing  so.  and  the  Patent  Reform  bill  would  probably  be  interpreted 
in  this  same  manner. 

Both  existing  law  and  S.  1042  provide  that  the  failure  to  obtain  a  license  for 
foreign  filing  will  result  in  the  invalidity  of  any  corresponding  United  States 
patent.  S.  2597,  however,  would  permit  courts  of  competent  jurisdiction  either 
to  hold  a  patent  so  obtained  invalid  or  to  order  the  issuance  of  a  retroactive 
license. 

I'nder  S.  2597.  the  Patent  Office  would  be  established  as  the  sole  governmental 
agency  authorized  to  grant  a  license  or  establish  a  general  license.  The  Depart- 
ment points  out,  however,  that  the  exporting  of  technical  information,  including 
that  contained  in  applications  for  patents  in  foreign  countries,  is  vested  in  gov- 
ernmental agencies  other  than  the  Patent  Office,  under  various  statutes  includ- 
ing the  Export  Control  Act.  The  proposed  bill  does  not  modify  the  exiKtrt  con- 
trol requirements  of  these  statutes  and  the  Department  would  oppose  any 
change  in  the  patent  laws  which  would  cause  such  modification. 
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SECTIOX     251 

S.  2597  would  authorize  an  exception  to  the  prohibition  against  broadened 
claims  in  belatedly  filed  reissue  applications,  when  presented  to  provolie  an  inter- 
ference with  an  issued  patent. 

SECTIO>'    2 84 

S.  2597  would  enlarge  the  right  of  a  patentee  to  damages  for  infringement 
over  those  rights  provided  in  both  existing  law  and  the  provisions  of  the  Patent 
Reform  bill.  It  would  permit  damages  for  any  infringing  use  which  are  in  no 
event  less  than  a  reasonable  royalty  or  less  than  the  infringer's  profits  attributa- 
ble to  the  infringement.  The  Patent  Reform  bill  would  provide  only  for  the  re- 
covery by  the  patentee  of  damages  not  less  than  a  reasonable  royalty  for  the 
infringing  use,  as  does  present  title  35. 


General  Counsel  of  the  Department  of  Commerce, 

Washington,  D.C.,  February  23, 1968. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks  and  Copyrights, 
U.S.  Senate. 
Washington,  B.C. 

Dear  Mr.  Chairman  :  Since  the  introduction  of  the  Patent  Reform  Bill, 
S.  1042,  on  February  21,  1967.  the  agencies  within  the  Executive  Branch  have 
.suggested  several  technical  amendments.  It  is  recpiested  that  these  amend- 
ments, outlined  below,  be  incorporated  into  the  Patent  Reform  bill. 

SECTION   15 

On  page  5,  line  39,  delete  "from  the  general  public." 

Add  the  following  section  which  was  inadvei-tently  omitted  : 

"(d)  Members  of  the  Council,  while  attending  meetings  or  conferences  of  such 
Council,  or  otherwise  engaged  in  the  business  of  such  Council,  shall  be  entitled 
to  receive  compensation  at  a  rate  fixed  by  the  Secretary,  but  not  exceeding  $100 
per  diem,  including  travel  time,  and  while  so  serving  on  the  bu.siness  of  the 
Council  away  from  their  homes  or  regular  places  of  business,  they  may  be 
allowed  travel  expenses,  including  ijer  diem  in  lieu  of  sub.sistence,  as  authorized 
by  law  for  persons  in  the  Government  service  employed  intermittently." 

The  accommodates  the  suggestions  of  NASA  and  the  Department  of  Justice 
that  government  agencies  should  be  represented  on  the  section  15  Advisory 
Council. 

SECTION    105 

On  page  11,  line  30.  insert  the  word  '"actual"  before  "date  of  filing." 
This  makes  it  clear  that  a  person  must  file  a  complete  application  ratlier 
than  a  preliminary  application  within  six  months  of  an  unauthorized  disclosure. 
[Because  of  the  Administration's  testimony  in  favor  of  Senator  Long's  Amend- 
ment No.  182  which  would  rewrite  this  section,  clarification  would  also  be  needed 
in  Senator  Long's  amendment! 

SECTION    111 

Delete  subsections  (a),  (b)  and  (c)  and  insert  in  lieu  thereof  the  following: 
"(a)  A  complete  application  for  patent  may  be  filed  by  either  the  inventor  or 
owner  of  the  invention  sought  to  be  patented.  Such  application  shall  be  made 
in  writing  to  the  Commissioner,  shall  be  signed  by  the  applicant  and  include 
the  name  of  each  person  believed  to  have  made  an  inventive  contribution,  and 
shall  be  accompanied  by  the  prescribed  fee.  A  complete  application  for  patent  shall 
include : 

"  ( 1 )  a  specification  as  prescribed  by  section  112  of  this  title  ; 
"  ( 2)  a  drawing  as  pre.scribed  by  .section  113  of  this  title  ;  and 
"(3)   if  filed  by  the  inventor,  an  oath  prescribed  by  section  115(a)  of  this 
title. 
'"A  complete  application  filed  by  a  person  not  the  inventor  shall  also  include, 
at  the  time  of  filing,  a  .statement  of  the  facts  supporting  the  allegation  of  owner- 
ship of  the  invention. 

"(b)  A  preliminary  application  containing  a  written  description  of  an  inven- 
tion may  be  filed  by  any  person  entitled  to  file  a  complete  application.  The  pre- 
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liminary  application  shall  be  made  in  writing  and  shall  be  accompanied  by  the 
prescribed  fee." 

Keletter  subsections  (d)  and  (e)  as  (c)  and  (d),  respectively. 

The  bill  in  its  pre.sent  form  is  thought  to  be  too  strict  in  the  statutory  require- 
ments for  a  preliminary  application  and  may  not  provide  sufficient  authority  for 
granting  a  preliminary  application  a  filing  date  in  cases  where  one  or  more  of  the 
statutory  requirements  are  not  satisfied.  Section  111  now  requires  a  preliminary 
application:  (1)  to  be  in  writing,  (2)  to  be  signed  by  the  applicant,  (3)  to  name 
each  person  believed  to  have  made  an  inventive  contribution,  (4)  to  be  accom- 
I^anied  by  the  prescribed  fee,  and  (5)  if  the  applicant  is  not  the  inventor,  to  in- 
clude a  statement  of  facts  supi>orting  the  allegation  of  ownership. 

As  rewritten,  section  111  would  only  require  that  a  preliminary  application 
be  in  writing  and  be  accompanied  by  the  prescribed  fee.  The  section  would  also 
give  the  Commissioner  authority  to  establish  other  requirements  by  regulation 
and  to  specify  when  these  other  requirements  must  be  satisfied. 

SECTION    114 

Designate  the  first  sentence  as  subsection  (a)  and  add  the  following  subsection 
(b) ,  which  was  inadvertently  omitted : 

"(b)  When  the  invention  relates  to  a  composition  of  matter,  the  Commissioner 
may  require  the  applicant  to  furnish  specimens  or  ingredients  for  the  purpose 
of  inspection  or  experiment." 

SECTION    119 

On  page  15,  line  17,  insert  "without  having  been  laid  open  to  public  inspection 
and"  before  the  word  "without." 

This  phrase  was  inadvertently  omitted  from  the  section. 

SECTION    134 

On  page  IS,  line  10,  insert  "finally  or"  before  "twice." 

This  would  permit  an  appeal  from  "finally  rejected"  claims  as  well  as  those 
"twice  rejected."  This  takes  care  of  present  practice  where,  under  special  cir- 
cumstances, a  final  rejection  can  be  given  on  the  first  action. 

SECTIONS    181    AND    184 

On  page  24,  line  2,  insert  "described  in  an  application''  after  the  word  "in- 
vention." 

Delete  subsection  (b)  and  insert  in  lieu  thereof  the  following : 

"(b)  Whenever,  with  respect  to  an  invention  described  in  a  particular  pre- 
liminary application,  a  notification  of  interest  with  respect  to  national  security 
is  received  from  a  Government  agency,  or  a  license  under  section  1S4  of  this  title 
is  requested,  or  whenever  the  publication  or  disclosure  of  an  invention  described 
in  a  complete  application  in  which  the  Government  does  not  have  a  property 
interest,  might,  in  the  opinion  of  the  Commissioner,  be  detrimental  to  the  national 
security,  the  Commissioner  shall  make  the  application  for  patent  in  which  such 
invention  is  disclosed  available  for  inspection  to  the  Atomic  Energy  Commission, 
the  Secretary  of  Defense,  and  the  chief  officer  of  any  other  department  or  agency 
of  the  Government  designated  by  the  President  as  a  defense  agency  of  the  United 
States." 

On  page  24.  line  10.  delete  "Secretary  of  a  Defense  Department"  and  insert 
in  lieu  thereof  "Secretary  of  Defense." 

On  page  27,  line  4,  insert  "preliminary  or"  after  "means  a." 

These  changes  are  to  elinumite  the  concern  of  the  Department  of  Defense  that 
an  invention  of  a  sensitive  nature  might  be  divulged  during  the  one  year  i>eriod 
an  applicant  has  in  which  to  perfect  his  preliminary  application  by  filing  a  com- 
plete application.  These  changes  would  give  the  Commissioner  of  Patents  the  ad- 
ditional authority  to  classify  and  withhold  publication  of  any  preliminary  appli- 
cation where  the  Government  has  a  property  interest  in  the  invention  and  where 
such  publication  might  be  detrimental  to  the  national  security.  A^Tiere  there  is  no 
Government  property  interest  in  an  invention,  the  changes  would  require  the  Com- 
missioner to  make  a  preliminary  application  available  for  inspection  to  all  gov- 
ernment departments  and  agencies  designated  as  defense  agencies  where,  for  that 
particular  application,  a  notificntion  of  interest  with  respect  to  national  security 
is  received  or  a  license  is  requested  under  section  184.  The  changes  would  not 
reqiure  the  Patent  Office  to  screen  preliminary  applications.  In  addition,  the 
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automatic  license  to  file  abroad  would  still  not  become  effective  until  the  expira- 
tion of  six  mouths  from  the  filing  of  a  complete  application. 

The  change  on  pages  24,  line  19,  in  section  ISl(c)  makes  the  language  consistent 
with  that  in  section  181  (b) . 

SECTION    188 

On  page  27,  lines  38  and  39,  delete  "Secretary  of  a  Defense  Department"  and 
insert  in  lieu  thereof  "Secretary  of  Defense." 

This  chauge  makes  the  language  consistent  with  that  in  section  181(b). 


On  page  34.  line  24,  delete  "the"  and  insert  in  lieu  thei'eof  "that  general  class 
of." 

This  change  is  to  eliminate  the  concern  of  the  Justice  Department  that  the 
pi'oviso  as  originally  written  might  be  interpreted  to  apply  to  situations  where, 
although  process  patents  were  available  in  the  country  of  origin,  it  was  deter- 
mined that  the  particular  process  in  question  was  not  patentable. 

SECTION     294 

On  page  39,  line  37.  delete  "properly  before  the  court"  and  insert  in  lieu  thereof 
"drawn  into  question." 

This  accommodates  the  Justice  Department's  suggestion  making  consistent  the 
wording  of  subsections  (a)  and  (c). 

28    use    1542 

On  page  41,  line  15,  insert  "or  the  Trademark  Trial  and  Appeals  Board"  after 
"Patents." 

This  change,  which  should  have  been  made  when  the  Trademark  Trial  and 
Appeals  Board  was  established,  accommodates  this  section  to  existing  law. 

We  have  been  advised  by  the  Bureau  of  the  Budget  that  there  would  be  no  ob- 
jection to  the  submission  of  this  report  from  the  standpoint  of  the  Administra- 
tion's program. 
Sincerely, 

Pedko  R.  A'azquez 
(For  the  General  Counsel). 

Office  of  the  Deputy  Attorney  General, 

Washington,  B.C.,  March  1, 196S. 
Hon.  James  O.  Eastland, 
Chairman,  Committee  on  the  Judiciary, 
U.S.  Senate,  Washington,  B.C. 

Dear  Senator:  This  is  in  response  to  your  request  for  the  views  of  the 
Department  of  Justice  on  S.  2597,  a  bill  "For  the  promotion  of  the  progress  of 
the  useful  arts  by  the  general  revision  of  the  Patent  Laws,  title  35  of  the  United 
States  Code,  and  for  other  purposes." 

The  recommendations  of  the  President's  Commission  on  the  Patent  System,  if 
enacted,  would  be  the  most  significant  changes  in  our  patent  system  since  1836. 
The  Administration  Patent  Reform  Bill  (S.  1042)  would  implement  most  of  the 
recommendations  of  the  President's  Commission.  S.  2597,  on  the  other  hand, 
would  retain  much  of  present  law,  where  the  President's  Commission  urged  revi- 
sion, and  would  chauge  other  parts  of  the  patent  law  in  a  manner  inconsistent 
with  the  Commission's  findings. 

We  have  favored  passage  of  S.  1042  since  its  proposal  and  we  are  opposed  to 
passage  of  S.  2597,  which  we  feel  would  not  advance  the  purposes  of  improving 
the  patent  system  and  protecting  the  public  interest.  However,  we  are  willing 
to  accept  certain  modifications  in  S.  1042  which  do  not  detract  from  its  basic 
ob.1ectives,  some  of  which  were  described  in  the  letter  from  the  Department  of 
Commerce  to  you  dated  January  24,  1968.  Some  additional  views  on  S.  2597 
are  stated  below. 

(1)  We  are  of  the  view  that  where  the  issuance  of  a  patent  is  delayed  by  a 
Secrecy  Order,  a  patentee  in  any  suit  against  the  Government  for  use  of  his 
invention  should  not  be  protected  for  the  full  term  of  a  patent  and  in  addition 
for  the  period  during  which  his  patent  application  was  under  a  secrecy  order.  In 
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other  words,  his  protoction  against  Government  use  should  be  for  the  same  lensrth 
of  time  as  is  the  protection  against  use  by  others. 

(2)  For  a  long  period  of  time  there  has  been  a  proposal  to  provide  a  single 
court  for  the  intermediate  review  of  all  decisions  of  the  Patent  Office.  The 
President's  Commission  proposed  to  achieve  this  objective  by  its  recommenda- 
tion that  decisions  of  the  Court  of  Customs  and  Patent  Appeals  be  reviewable  in 
the  United  States  Court  of  Appeals  for  the  District  of  Columbia.  S.  1042  imple- 
ments that  recommendation  by  giving  discretionary  review  power  to  that  Court 
of  Appeals.  This  proposal  has  met  with  criticism  from  many  sources.  S.  2.'i97 
would  consolidate  the  review  of  all  Patent  Office  decisions  in  the  Court  of 
Customs  and  Patent  Appeals,  which  would  be  increased  by  four  judges,  making  a 
total  of  nine  on  the  court.  We  strongly  oppose  this  proposal  of  S.  2.597.  We  would 
favor  the  continuation  of  the  practice  which  is  provided  by  existing  law,  in 
pi-eference  to  the  change  proposed  by  S.  2.597. 

(3)  An  important  technical  change  to  S.  1042  was  suggested  in  the  testimony 
of  Assistance  Attorney  General  Donald  F.  Turner  before  the  Subcommittee  on 
Patents,  Trademarks  and  Copyrights  on  May  18,  1967.  Mr.  Turner  stated  that 
subsection  (f )  of  section  5  of  the  bill,  which  refers  to  the  effective  date  of  the 
proposed  Patent  Reform  Act,  should  be  clarified.  As  presently  drafted,  it  says 
that  the  Act  does  not  affect  any  existing  rights  or  liabilities.  It  was  the  intention 
of  the  draftsmen  that  the  estoppel  provision  should  become  effecive  immediately, 
not  after  17  or  20  years.  Therefore,  we  suggest  that  section  5  be  amended  by 
deleting  subsection  (f)  and  substituting  the  following : 

"(f)  Section  294  of  title  35,  as  enacted  by  section  1  hereof,  shall  take  effect 
on  the  effective  date  of  this  Act. 

"(g)  The  amendment  of  title  35.  United  States  Code,  by  this  Act,  shall  not 

affect  any  rights  or  liabilities  exi.sting  under  title  35  in  effect  immediately 

prior  to  the  effective  date  of  this  Act,  except  as  provided  in  subsection  (f) 

of  this  Section." 

Subject  to  the  above  comments,  we  concur  with  the  views  of  the  Department 

of  Commerce  on  S.  2597  as  expressed  in  the  letter  from  that  Department  to  vou 

dated  .January  24,  1968. 

The  Bureau  of  the  Budget  has  advised  that  there  is  no  objection  to  the  sub- 
mis.sion  of  this  report  from  the  .standpoint  of  the  Administi'ation's  program. 
Sincerel.v, 

Warren  Christopher. 
Dcputii  Attorney  General. 

Xatioxai.  Aeronautics  .\ni)  Space  Administration, 

Wa.shi7igtoii,  D.C. 
Hon.  .James  O.  Eastland, 
Chairman.  Committee  on  the  Judieiary, 
U.S.  Senate,  Wafthington,  D.C. 

Dear  Mr.  Chairman  :  This  replies  further  to  your  letter  of  November  13.  1967, 
requesting  the  comments  of  the  National  Aeronautics  and  Space  Admini-stration 
on  the  bill  S.  2597,  "For  the  promotion  of  the  progress  of  the  useful  arts  by  the 
general  revision  of  the  Patent  Uaws,  title  35  of  the  United  States  Code,  and  for 
other  purposes." 

In  February  of  last  year.  Senator  McClellan  introduced  on  behalf  of  the 
Administration  S.  1042,  the  Patent  Reform  bill,  which  was  based  primarily  on 
tbe  Report  of  the  President's  Commission  on  the  Patent  System.  This  Commis.sion 
was  convened  to  "recommend  to  the  President  steps  to  insure  that  the  patent 
sy.stom  will  l)e  more  effective  in  serving  the  public  interest  in  view  of  the  complex 
and  rapidly  changing  technology  of  our  time."  S.  1042  would  make  sweeping 
revisions  to  the  patent  system.  These  revisions  would  constitute  the  first  basic 
change  in  the  United  States  patent  system  since  1836  and  would  significantly  alter 
many  asj>ects  of  patent  practice. 

In  this  context,  realizing  that  certain  improvements  to  our  pre.sent  system  are 
possible  and  desirable,  both  to  expedite  domestic  practice  and  bring  the  U.S. 
system  more  into  harmony  with  other  systems  throughout  the  world,  the  Ameri- 
can Bar  Association  has  drafted  a  bill  which  is  characterized  as  a  compromise 
position  between  that  of  current  title  35  and  the  Patent  Reform  bill,  S.  1042. 
This  bill,  S.  2.597,  was  introduced  by  Senator  Dirksen  on  October  30,  1967, 

The  following  comments,  relating  to  the  most  significant  aspects  of  S.  2.597. 
represent  tie  views  of  this  agency  as  the  bill  is  viewed  in  the  context  of  tlie  NASA 
mission. 
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As  explained  herein,  these  views  are  flavored  by  our  firm  belief  that  ultimately 
patent  systems  throughout  the  world  must  and  will  be  drawn  into  harmony  to- 
ward a  universal  patent  system  which  will  greatly  facilitate  international  trade 
and  technological  exchange. 

AWARD    OF    PATENT    TO    "FIRST-TO-FILE" 

Under  existing  law  patents  are  issued  to  the  "first  inventor"  when  competing 
claims  exist  to  the  same  invention  and  the  question  of  who  is  entitled  to  the 
patent  is  determined  in  a  proceeding  known  as  an  interference.  In  such  a  pro- 
ceeding each  contestant  is  allowed  to  prove  his  initial  date  of  conception  of  the 
invention  and  the  subsequent  reduction  to  practice  thereof.  Generally  the  patent 
will  be  awarded  to  the  first  inventor  to  conceive  the  invention  and  diligently  act 
to  reduce  it  to  practice.  Interference  proceedings  may  arise  in  the  Patent  Office 
betueeu  two  or  more  pending  applications  or  between  an  issued  patent  and  a 
pending  application. 

S.  1042.  in  line  with  the  Recommendations  of  the  President's  Commission, 
would  completely  eliminate  interferences  and  the  patent  would  be  awarded  to 
the  lirst  applicant  to  file  regardless  of  the  date  of  conception.  The  primary  rea- 
sons for  this  fundamental  change  are  the  incentives  such  a  system  would  offer  to 
the  inventor  to  file  promptly,  the  l>enefit  to  the  public  of  an  early  disclosure  of 
the  invention,  and  the  fact  that  every  other  major  free-world  patent  system 
(  save  Canada  and  the  Philippines)  is  based  on  a  first-to-file  system. 

S.  2597  preserves  a  modified  interference  practice  while  at  the  same  time  grant- 
ing the  patent  to  the  first  applicant  to  file.  This  is  accomplished  by  allowing  the 
intei'ference  proceeding  only  with  regard  to  an  issued  patent.  That  is.  an  inter- 
ference cannot  be  declared  until  at  least  one  of  the  competing  applications  has 
issued  as  a  patent.  The  owner  of  a  competing,  pending  application  may  then 
request  that  a  contest  be  commenced.  Additionally,  the  Patent  Office  would  no 
longer  be  empowered  to  declare  an  interference  on  its  own  initiative.  These  steps 
would  appear  desirable  in  that  they  would  simplify  existing  interference  proce- 
dures, which  are  costly  and  time  consuming,  and  bringing  the  United  States 
closer  to  international  practice. 

As  an  example  of  the  ofttimes  prolonged  and  costly  interference  contest,  in  a 
recently  (1067)  case  the  court,  after  reviewing  the  priority  decision  of  the  Board 
of  Patent  Interferences,  ordered  the  Patent  OflBce  to  issue  a  patent  on  an  inven- 
tion conceived  in  1948.  An  application  had  been  filed  in  1951  and,  at  the  time  of 
the  court's  decision,  had  ben  pending  16  years.  The  general  public  was  thus  de- 
prived of  the  patent  disclosure  for  almost  twenty  years  from  the  date  of  concep- 
tion. 

Under  S.  2597  there  is,  as  in  existing  practice,  no  limit  to  the  earliest  date  to 
which  parties  to  interference  proceedings  may  revert  to  prove  dates  of  conception. 
It  has  been  suggested  that  the  interference  proceedings  of  S.  2597  be  modified  to 
include  a  one  .vear  maximum  time  limit  preceding  the  date  of  filing  within  which 
applicants  may  establish  priority.  Such  a  limited  interference  proceeding  would 
constitute  an  acceptable  compromise  between  the  strict  first-to-file  of  S.  1042, 
where  a  true  first  inventor  may  be  foreclosed  even  though  he  has  acted  promptl.v 
within  the  spirit  of  the  Patent  Statutes,  and  the  first-to-invent  rule  of  S.  2597. 
where  an  inventor  who  has  not  been  diligent  in  pursuing  a  disclosure  through 
the  patent  system  may  nevertheless  obtain  a  patent  over  a  comix'ting  applicant 
with  an  earlier  filing  date.  If  adopted,  such  a  limitation  should  apply  to  all  ap- 
plicants, both  domestic  and  foreign,  to  complement  a  system  based  on  universal 
prior  art  as  further  discussed  below. 

On  balance,  this  Agency  favors  the  adoption  of  a  first-to-file  system  with  the 
inclusion  of  some  form  of  personal  grace  period  to  protect  an  inventor's  disclosure 
for  a  limite<l  period  of  time:  however,  in  the  alternative,  if  the  first-to-invent 
system  of  S.  2597.  limited  as  suggested  above,  were  to  be  enacted,  we  believe  this 
would  also  constitute  a  beneficial  change  to  existing  law. 

GRACE    PERIOD 

S.  2597  retains  the  present  one-year  absolute  grace  period  in  which  an  inven- 
tor may  file  an  application.  S.  1042  eliminates  this  grace  period  and  would  bar 
the  issuance  of  a  patent  where  the  invention  has  been  "made  available"  to  the 
public  before  the  effective  filing  date  of  the  application.  Amendment  No.  182  to 
S.  1042  would  establish  a  six-month  personal  grace  perio<l  for  the  inventor  prior 
to  the  filing  of  a  complete  patent  application. 
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Previously,  in  commenting  on  S.  1042  this  agency  pointed  out  that  the  elimina- 
tion of  the  grace  period  would  seriously  impair  NASA's  information  dissemina- 
tion and  patent  programs.  The  National  Aeronautics  and  Space  Act  of  1958 
[42  U.S.C.  2473(a)  (3)],  directs  this  agency  to  "provide  for  the  widest  practicable 
and  appropriate  dissemination  of  information  concerning  its  activities  and  the 
results  thereof."  To  this  end  NASA's  Technology  Utilization  Program  produces 
a  series  of  technical  publications  regarding  sponsored  research  and  development. 
Additionally,  reports  generated  under  NASA  contracts  are  routinely  given  the 
widest  practicable  dissemination  promptly  after  their  preparation.  On  the  other 
hand  the  National  Aeronautics  and  Space  Act,  [42  U.S.C.  2457(h)],  directs  the 
Administrator  to  take  all  necessary  steps  to  protect  any  invention  to  which  he 
has  title. 

If  the  grace  perior  is  eliminated  as  proposed  in  S.  1042  it  will  be  quite  diflBcult 
to  maintain  effectively  NASA's  complementary  publication  and  patent  programs. 
Since  a  finite  amount  of  time  is  necessary  to  identify  valuable  inventions  and  to 
prepare  patent  applications  thereon,  it  would  generally  be  necessary  to  forego 
patent  protection  or  to  suppress  information  relating  to  the  invention  until 
the  date  of  filing,  or  until  a  deci.sion  not  to  file  was  reached.  Suppression  would 
violate  the  directive  of  42  U.S.C.  2473(a)  (3)  and  would  also  be  contrary  to  one 
of  the  underlying  objectives  of  the  Patent  Reform — that  of  introducing  new  tech- 
nology at  the  earliest  possible  time. 

For  these  i-easons,  NASA  strongly  supports  some  form  of  grace  period  in  any 
patent  revision  bill  that  Congress  may  eventually  pass.  If  the  first-to-file  system 
of  S.  1042  were  to  be  enacted,  we  would  strongly  favor  the  inclusion  of  a  i^ersonal 
grace  period  as  would  be  established  by  the  aforementioned  Amendment  182. 
With  regard  to  S.  2597,  it  should  be  noted  that  the  one  year  grace  period  as 
included  therein  would  dovetail  with  the  supplemental  proposal  ( mentioned 
above)  to  allow  a  maximum  one-year  time  limit  on  establishing  priority  in  inter- 
ference proceedings  under  the  first-to-invent  system. 

UNH'ERSAL  PRIOR  ART 

Under  existing  law  and  also  that  proposed  in  S.  2597  a  foreign  national  who 
reduces  his  invention  to  practice  outside  the  United  States  may  not  prove  these 
acts  in  establishing  priority  of  invention  in  a  U.S.  patent  interference.  Also,  acts 
such  as  use  or  sale  in  foreign  countries  do  not  constitute  prior  art  with  respect 
to  pending  U.S.  applications. 

International  patent  objectives  of  this  country  have  been  stated  to  include 
the  following :  the  furthering  of  foreign  commerce  and  technological  exchange, 
the  reduction  of  the  burden  on  U.S.  inventors  of  filing  separate  patent  applica- 
tions in  each  country  in  which  patent  protection  is  desired,  and  the  fostering  of 
cooperation  and  resulting  economies  of  patent  ofiices  throughout  the  world.  Ac- 
cordingly, the  United  States  must  begin  to  take  thoughtful  and  forward-looking 
steps  not  only  to  strengthen  and  improve  its  present  system  biit  also  to  adopt 
provisions  and  standards  which  will  provide  a  realitsic  basis  for  promoting  inter- 
national cooperation  and  harmonization.  The  concept  of  "universal  prior  art" 
equates  extraterritorial  acts  such  as  public  knowledge,  reduction  to  practice, 
prior  use  or  sale  to  acts  occurring  within  the  country.  NASA  favors  adoption 
of  the  concepts  of  universal  prior  art  as  recommended  by  the  President's  Com- 
mission and  included  in  Section  102  ( a )  of  S.  1042. 

An  additional  specific  comment  regarding  the  definition  and  application  of 
prior  art  in  S.  2597  is  also  pertinent  here.  Section  100(h)  (3)  of  this  bill  would 
establish  patents  or  publications  as  prior  art  if  such  documents  are  "reason- 
ably available."  No  standard  exists  to  determine  when  a  document  is  "reason- 
ably available."  This  term  is  subject  to  infinite  interpretations  and  would  only 
serve  to  confuse  and  compound  patent  proceedings. 

PRELIM IX ARY   APPLICATION 

S.  2597  does  not  provide  for  the  use  of  preliminary  applications,  which  are 
not  considered  necessary  in  view  of  the  retained  one-year  absolute  grace  period. 
This  agency  would  endorse  the  use  of  such  preliminary  applications  if  a  first- 
to-file  system  lacking  a  grace  period,  such  as  that  proposed  in  S.  1042.  is  finally 
adopted.  However,  if  a  grace  period,  as  discussed  above,  is  included  in  S.  1042, 
we  believe  there  is  no  reason  to  retain  the  provisions  for  filing  preliminary  ap- 
plications. This  would  eliminate  a  potentially  administratively  burdensome 
procedure  from  the  bill. 
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CLASSES   OF   PATENTABLE   SUBJECT   MATTER-COMPUTER  PROGRAMS 

S.  1042  would  exclude  computer  programs  as  patentable  subject  matter.  In 
view  of  the  present  and  undoubted  future  impact  of  this  area  of  technology 
on  our  economy  it  would  appear  premature  to  exclude  this  subject  matter  from 
the  protection  and  incentives  siipplied  by  the  Patent  Statutes.  We  would  there- 
fore endorse  S.  2r)97  for  its  omission  of  this  prohibition  and  propose  that  further 
study  of  the  problems  and  possible  consequences  be  undertaken  before  any  legis- 
lative action  is  taken. 

ASSIGNEE   FILING 

Although  it  is  believed  that  benefits  would  be  derived  fi'om  allowing  the  owner 
of  a  patent  to  file  an  application,  we  would  express  serious  concern  over  enact- 
ment of  S.  2597  as  propo.sed.  Under  the  terms  of  this  bill  when  an  owner  of  an 
application  files  in  the  name  of  the  inventor  no  further  oath  or  acknowledgement 
is  required  from  the  inventor.  Upon  filing,  the  owner  or  an  agent  need  only 
supply  "a  statement  of  facts  supporting  the  allegation  of  ownership"  and  an 
oath  by  the  owner  stating  that  he  believes  the  inventor  to  be  the  true  inventor. 
Thus,  no  assignment  or  oath  from  the  inventor  would  be  necessary. 

It  is  this  agency's  view  that  filing  by  the  owner  without  any  subsequent 
acknowledgment  by  the  inventor  would  seriously  jeopardize  the  integrity  of 
patents  so  obtained.  Our  exi^erience  has  indicated  that  patent  applications  must 
be  thoroughly  reviewed  by  the  inventor  both  before  filing  and,  importantly, 
before  allowance  and  issue  to  assure  that  the  claimed  subject  matter  is  indeed  the 
result  of  the  inventor's  efforts.  Merely  mailing  a  copy  of  the  owner's  oath  and 
application  to  the  inventor  after  filing,  Section  111(c),  does  not  assure  that  the 
statements  therein  are  accurate. 

We  support  the  provisions  of  S.  1042  which  provide  for  assignee  filing  but 
require  a.  subsequent  oatli  or  declaration  &yy  the  inventor  to  the  claimed  subject 
matter  and  also  a  recorded  assignment  from  the  inventor. 

The  filing  of  an  application  by  the  owner  allows  him  to  expedite  patenting 
and  conmiercialization  of  the  claimed  invention ;  however,  the  enactment  of 
filing  procedures  as  permissive  as  those  proposed  by  S.  2597  would  more  than 
likely  often  result  in  the  allowance  of  claims  unsupported  by  the  acts  of  the 
inventor.  To  remove  the  inventor  from  this  critical  stage  of  the  patent  process 
would  cast  a  cloud  on  all  subsequent  proceedings,  and  would  indeed  appear  to 
endanger  the  integrity  of  the  patent  system. 

JOINDER    OF   INVENTORS 

We  support  the  proposition  included  in  both  S.  1042  and  S.  2597  that  to  be 
a  joint  inventor  a  person  need  only  make  an  inventive  contribution  to  the  claimed 
subject  matter  and  need  not  be  an  inventor  as  to  each  and  every  claim.  The 
latter  intei-pretation,  presently  in  effect,  is  quite  narrow  and  unrelated  to  the 
practicaliites  of  today's  inventions  which  are  often  the  result  of  the  cumulative 
expertise  of  research  scientists,  engineers,  and  technicians. 

PUBLICATION 

We  support  tbe  proposition  that  publication  of  pending  patent  applications  is 
an  effective  tool  for  more  rapidly  transferring  the  fruits  of  the  patent  system 
to  the  general  public,  and  believe  that  any  patent  statute  revision  enacted  should 
include  such  provisions.  S.  1042  provides  for  automatic  publication  of  pending 
applications  betwen  eighteen  and  twenty-four  months  from  the  application's 
effective  filing  date.  S.  2.597  contains  no  similar  provision  for  automatic  publica- 
tion ;  however,  under  both  bills  an  applicant  may  voluntarily  request  that  his 
application  be  published  at  any  time  during  its  pendency. 

The  patent  grant  is  a  limited  right  given  to  an  inventor  in  return  for  the  dis- 
closure to  the  general  public  of  the  inventor's  improvement  or  discovery.  Such 
disclosure  represents  an  addition  to  the  general  store  of  knowledge  in  the  public 
domain.  It  would  appear  inequitable  for  the  Patent  Oflice  to  unilaterally  proceed 
with  the  publication  of  pending  applications  until  there  is  an  indication  that  some 
right  will  be  granted  to  the  inventor.  We  therefore  propose  that  no  automatic 
publication  of  pending  patent  applications  take  place  until  a  claim  to  the  inven- 
tion is  allowed.  This  would  constitute  sufficient  consideration  to  allow  such  pub- 
lic disclosure  and  its  beneficial  effects. 

While  there  may  be  individual  instances  in  the  Patent  Office  where  the  auto- 
matic publication  of  an  application  may  have  merit,  such  as  certain  applications 
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involved  in  appeal  or  interference  proceedings,  we  feel  that  a  general  exception 
to  our  views  that  an  allowable  claim  should  exist  is  not  necessary.  Assuming  the 
projected  continued  improvement  in  work  scliedules  of  the  Patent  Office,  the 
delay  of  an  appeal  proceeding  should  not  be  unduly  lengthy.  In  the  case  of 
interference  proceedings,  the  allowable  subject  matter  or  contested  claims  would 
normally  have  been  published  previously  in  the  form  of  the  issued  patent  or  the 
published  application  of  the  senior  party. 

We  would  favor  a  provision  for  publication  similar  to  that  of  Section  123(a) 
of  S.  1042  if  it  were  modified  to  the  extent  that  published  applications  must  con- 
tain at  least  one  allowed  claim. 

CITATION    PERIOD 

S.  2597  provides  for  a  citation  period  i«imilar  to  that  of  S.  1042  with  one  signif- 
icant addition.  During  the  citation  period  members  of  the  public  are  allowed  to 
present  to  the  Patent  Office  information  pertinent  to  the  patentability  of  pub- 
lished inventions.  S.  2597  includes  a  provision  (not  included  in  S.  1042)  whereby 
during  this  period  evidence  may  be  presented  by  any  member  of  the  public  that 
the  inventor  named  in  the  application  was  not  the  first  inventor  of  the  inven- 
tion. Section  136(d)  (3). 

The  above  practice  would  amount,  in  effect,  to  a  substantial  broadening  of 
interference  proceedings  before  the  Patent  Office.  Since  one  of  the  major  pur- 
poses of  all  the  recent  patent  revision  bills  is  to  expedite  issuance  of  patents 
while  streamlining  prosecution  procedures,  we  have  serious  doubts  about  the 
inclusion  of  this  provision.  Section  137  of  the  bill  provides  for  interference 
proceedings  after  the  first-filed  application  has  issued.  The  other  parties  to  these 
proceedings  must  also  be  applicants.  Under  Section  136(d)(3)  a  new  kind  of 
"qua si-opposition"  or  interference  proceeding  would  be  establised  wherein  the 
party  opposing  the  applicant  need  not  have  a  pending  application.  We  believe 
instances  of  the  nature  described  in  this  section  would  best  be  handled  outside 
the  Patent  Office  in  an  inter-parties  proceeding. 

FILING    APPLICATIONS   IN    FOREIGN    COUNTRIES 

Soction  184  of  S.  2597  would  constitute  the  Patent  Office  as  the  sole  govern- 
ment agency  to  "grant  a  license  or  establish  a  general  license"  to  file  a  patent  ap- 
plication abroad.  Such  a  provision  should  be  studied  carefully  in  light  of  other 
applicable  laws  and  regulations  in  this  area,  such  as  the  Mutual  Security  Act  of 
1954,  [22  U.S.C.  1934],  and  State  Department  and  Department  of  Commerce 
regulations,  [22  C.F.R.  125;  15  C.F.R.  385],  on  the  exportation  of  technical  data 
abroad.  We  defer  to  the  views  of  the  Departments  of  Defense,  Commerce  and 
State  in  this  regard. 

SECTION    305(D)     OF   THE    NATIONAL   AERONAUTICS    AND    SPACE   ACT 

Section  7  of  S.  2597  provides  that  the  Patent  Office  Board  of  Appeals  shall — 
(b)  (3)  Perform  the  functions  specified  as  being  performed  by  a  Board  of 
Patent  Interferences  in  Public  Law  593,  Eighty-second  Congress  (ch.  950,  66 
Stat.  792,  section  1),  and  in  other  Acts  of  Congress  and  when  performing 
said  function  shall  constitute  a  Board  of  Patent  Interferences. 
In  view  of  the  requirements  of  sections  305(d)  and  (e)  of  the  National  Aero- 
nautics and  Space  Act  of  1958  [42  U.S.C.  2457(d),  (e)]  relating  to  duties  of  the 
Board  of  Patent  Interferences,  it  might  be  preferable  for  the  phrase  '"Public 
Law  568,  Eighty-fifth  Congress,  72  Stat.  426"  to  be  appropriately  inserted  in  the 
above  paragraph  to  cite  clearly  the  application  to  the  National  Aeronautics  and 
Space  Act.  However,  the  provision  as  drafted  is  considered  to  be  sufficient  from 
the  standpoint  of  this  agency. 

Furthermore,  under  section  305(d)  of  the  National  Aeronautics  and  Space 
Act,  questions  of  title  to  inventions  that  may  have  been  made  under  a  NASA 
•contract  are  required  to  be  heard  and  determined  by  the  Board  of  Patent  Inter- 
ferences in  accordance  with  "...  rules  and  procedures  established  for  inter- 
ference cases,  .  .  ."  While  proposed  section  7  provides  that  this  Board  will 
1)6  replaced  by  the  Board  of  Appeals,  no  corollary  provision  is  made  to  des- 
ignate the  procedure  and  rules  to  be  substituted  for  those  provided  in  current 
section  305(d).  Promulgation  of  rules  by  the  Board  of  Appeals  and  the  Commis- 
sioner of  Patents  will  be  necessary  under  the  proposed  bill  to  prescribe  procedures 
for  implementing  the  requirements  of  section  305(d)  and  (e)  of  the  National 
Aeronautics  and  Space  Act. 
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In  conclusion,  NASA  would  endorse  certain  provisions  of  S.  2597,  as  discussed 
above,  and  would  especially  endorse  the  recognition  in  the  bill  that  a  form  of 
grace  period  is  necessary  to  enable  this  agency  and  others  to  utilize  the  patent 
system  as  a  vital  and  effective  force  in  the  creation,  identification,  dissemination, 
and  use  of  new  technology.  However,  on  balance,  this  agency  favors  enactment  of 
previously  introduced  bill  S.  1042  with  the  inclusion  of  Amendment  No.  182. 

The  Bureau  of  the  Budget  has  advised  that,  from  the  standpoint  of  the  Ad- 
ministration's program,  there  is  no  objection  to  the  submission  of  this  report  to 
the  Congress. 

Sincerely  yoiu-s, 

J.  S.  Brown, 
Deputy  Assifstant  Administrator  for  Legislative  Affairs. 


Executive  Office  of  the  President, 

Office  of  Science  and  Technology, 

Washington,  D.C.,  January  25, 1968. 
Hon.  James  O.  Eastland, 
Chairman,  Committee  on  the  Judiciary, 
U.S.  Senate,  Washington,  D.C. 

Dear  Mr.  Chairman  :  This  is  in  response  to  your  request  for  the  views  of  the 
Offire  of  Science  and  Technology  on  S.  2597  providing  for  a  general  revision  of 
r.8.  Patent  Laws. 

I  have  delayed  responding  to  your  request  in  order  to  give  the  matter  careful 
attention  in  consultation  with  the  Departments  of  Commerce  and  Justice. 

Accordingly,  I  subscribe  to  the  views  expressed  in  the  letter  being  submitted 
to  your  Committee  by  Mr.  Joseph  Bartlett,  General  Counsel  of  the  Department 
of  Commerce. 

Sincerely  yours, 

Donald  F.  Hoenig,  Director. 


The  General  Counsel  of  the  Treasury, 

Washington,  D.C,  February  19, 1968. 
Hon.  James  O.  Eastland, 
Chairman,  Committee  on  the  Judiciary, 
U.S.  Senate,  Washington,  D.C. 

Dear  Mr.  Chairman  :  The  attention  of  this  Department  has  been  called  to  S. 
1042.  "For  the  general  revision  of  the  Patent  Lnws,  title  35  of  the  United  States 
Code,  and  for  other  purposes,"  which,  together  with  Amendments  Nos.  182  to  186, 
is  pending  before  your  Committee.  The  Department  would  like  to  make  some 
comments  on  certain  sections  of  the  bill  and  Amendment  No.  184. 

The  proposed  legislation  would  enact  into  positive  law  title  ,35  of  the  United 
States  Code  which  relates  to  patents.  Subsection  (b)  of  section  271  of  new  title 
35  would  provide :  ••\Yhoever,  without  authority  of  the  patentee,  imports  into  the 
United  States,  for  purposes  of  trade  or  use  in  trade  or  industry,  a  product  made 
in  another  country  by  a  process  patented  in  the  United  States  shall  be  liable  as 
an  infringer  provided  patent  protection  for  the  process  is  not  available  in  such 
country."  As  amended  by  pr<)ix)sed  Amendment  No.  184,  subsection  (b)  of  section 
271  would  provide  :  "Whoever,  witliout  authority  of  the  patentee,  imports  into  the 
United  States,  for  purposes  of  trade  or  u.se,  a  product  made  in  another  country 
by  a  process  patented  in  the  United  States  shall  be  liable  as  a  infringer."  Section 
281  would  provide :  "A  patentee  shall  have  remedy  by  civil  action  for  infringe- 
ment of  his  patent.''  Section  283  would  provide  :  "The  several  courts  having  juris- 
diction of  cases  under  this  title  may  grant  injunctions  in  accordance  with  the 
principles  of  equity  to  prevent  the  violation  of  any  right  secured  by  patent,  on 
such  terms  as  the  court  deems  rea.sonable." 

In  view  of  the  provisions  listed  above,  it  is  our  expectation  that  the  Bureau  of 
Customs  of  this  Department  would  not  be  obliged  to  make  determinations  under 
the  patent  laws,  as  revised,  to  exclude  administratively  imports  from  entry,  or  to 
detain,  seize  or  forfeit  any  imported  products,  except  to  participate  in  carrying 
out  an  injunction  or  restraining  order  of  a  district  court,  as  the  latter  deems 
reasonable  to  prevent  the  violation  of  rights  secured  by  patent.  The  Department 
does  not  anticipate  any  unusual  administrative  difficulties  in  enforcement  at  ports 
of  entry  of  injunctive  relief  or  similar  restraints  on  infringing  imports. 


746 

The  proposed  legislation  does  not  contain  any  provision  authorizing  the  Bureau 
of  Customs,  subject  to  an  appropriate  user  fee,  to  disclose  to  domestic  patent  own- 
ers information  from  customs  entries  covering  imports  suspected  of  being  prod- 
ucts of  foreign  infringing  uses.  At  the  present  time,  this  infoi-mation  is  made 
available  on  the  basis  of  the  "unfair  competition"  concept  of  section  337  of  the 
Tariff  Act  of  1930,  as  amended  (19  U.S.C.  1337).  The  Bureau's  regulations  on 
this  matter  are  contained  in  19  CFR  12.39a  and  24.12(  a)  (3) .  It  is  not  iintieipated 
that  the  omission  of  such  a  provision  would  result  in  discontinuance  or  changes 
in  tliese  procedures. 

The  Department  has  been  advised  by  the  Bureau  of  the  Budget  that  there  is  no 
(objection  from  the  standpoint  of  the  Administration's  program  to  the  submission 
of  this  report  to  your  Committee. 
Sincerely  yours, 

Fked  B.  Smith,  General  Counsel. 

AEiiosPACE  Industries  Associatiox  of  America,  Inc., 

Washington,  D.C.,  March  1,  1908. 
Senator  John  L.  McClellax, 

Chairman.  Suhcommitfce  on  Patents.   Trademarks,  and  CopiirUjhts. 
Netv  Senate  Office  Bvihling,  Wasliington,  D.C- 

Dear  Mr.  Chairman  :  By  a  letter  dated  November  22,  19(>7,  the  Aerospace 
Industries  Association  of  America,  Inc.  transmitted  comments  on  S.  1042.  la  view 
of  the  recent  hearings  on  S.  2597,  we  would  now  like  to  present  our  views  on  that 
proposed  legislation  as  well  as  further  views  on  S.  1042. 

The  Association  will  be  pleased  to  provide  any  assistance  the  Subcommittee 
may  desire  in  connection  with  its  consideration  of  these  matters. 
Very  truly  yours, 

Karl  G.  Harr.  Jr. 

Statement  of  the  Aerospace  Inufstries  Association   of  America,   Inc.   on 
S.  2597,  THE  Patent  Act  of  1907 

The  A.erosi)uce  Industries  Association  of  America,  Inc.,  has  and  will  continue  to 
support  legislation  to  improve  the  efficiency  and  effectiveness  of  the  United  States 
Patent  System  that  has  contributed  so  materially  to  the  economic  and  technolog- 
ical progress  of  both  industry  and  the  country  as  a  whole.  We  have  previously 
expressed  our  views  on  S.  1042  and  appreciate  the  opportunity  to  comment  on 
S.  2597.  It  is  gratifying  to  note  that  several  of  our  recommended  changes  to 
S.  1042  appear  in  S.  2.597  and  that  spokesmen  for  the  Administration  have  ex- 
pressed acceptance  thereof. 

We  understand  that  S.  2597  was  introduced  at  the  request  of  the  American 
Bar  As'-'ociation.  Our  comments  are  based  upon  S.  2.597  as  it  was  modified  by 
that  Association  at  a  meeting  in  Honolulu  in  August,  1967,  and  which  moditi- 
cation  has  been  furnished  to  the  Subcommittee. 

In  general,  we  support  S.  2597,  as  thus  amended,  and  therefore  will  not  com- 
ment on  those  provisions  which  we  favor.  As  will  appear  hereinafter,  however, 
we  support  some  provisions  of  S.  2.597  only  with  proposed  modifications,  oppose 
others  and,  in  one  case,  have  deferred  comment  to  those  more  closely  associated 
with  the  particular  subject  matter.  In  certain  instances,  the  provisions  of  S.  1042 
are  preferred.  Our  remarks  have  been  prepared  accordingly. 

S.  2397— Provisions  Supported  Only  With  Proposed  Modifications- 
Section  100(i)(l)    (as  amended).  Definitions  "prior  art''. — We  urge  the  fol- 
lowing modification  :  change  "actual"  to  effective :  after  "date"  change  "in  the 
United  States"  to   {United  States  or  foreign).  Thus,  we  support  the  effective 
filing  date  of  a  U.S.  patent  or  application  for  all  purposes. 

Section  120(a)  (Jf).  "Claim  of  Priority." — We  supjiort  this  provision  with 
the  understanding  that  the  term  "thereof"  Clast  word)  relates  to  the  claim  of 
priority. 

Section  283.  Injunction. — We  support  paragraph  (a)  but  urge  deletion  of 
paragraph  (b).  We  believe  that  in  appro])riale  cases,  where  equity  demands 
an   injunction,  the  courts  should  not   be   ])iv(]uded   from   granting  such   relief. 

.S".  2.')91 — Provisions  Oppos(  d 

Section  lOOih)  (as  ani<iid(d\.  Ihfinitions  ■■v.scfiiL" — We  urge  deletion  of  this 
provision  as  unnecessary  and.  further,  that  it  may  give  rise  to  unforeseen 
pi"oi)lems. 
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Scciion  123(a).  Puhlication. — We  oppose  this  provision  under  which  an  ap- 
plicant may  reqnes^t  publication  of  a  pending  application.  We  would  support, 
however,  the  publication  of  pending  applications  involved  in  an  interference 
or  on  appeal,  but  with  allowable  suliject  matter,  and  third  coniinui-.rion  appli- 
cations, whether  or  not  containing  allowable  subject  matter. 

Sections  IJ/l-l-'iO.  Revieic  of  Fntcnt  Office  Decisions. — We  urge  r-ontinuation 
of  existing  procedures. 

Secfion  211  [d  i  and  (e).  Contributory  Infringement.— y^^e  oppose  this  pro- 
^  ision  because  of  the  deletion  of  the  terms  "contributory"  and  "contributory 
infringement"  and,  accordingly,  support  Section  271(d)  and  (e)  of  8.  10-lli. 

■V.  .2597 — Comment  Deferred 

Section  31.  Regulations  for  Agents  and  Attorneys. — We  defer  comment  on 
thi.s  matter  to  tho.se  more  closely  associated  therewith. 

N.  10.'/2 — Preferred  Provisions 

Section  148.  Presumption  of  Correctness. — We  support  this  provision  of  S. 
1042  provided,  however,  that  terminal  clause  "and  .  .  .  Law"  is  deleted.  We 
understand  that  this  deletion  has  been  suggested  by  the  Administration. 

Section  154(C).  Term  of  Patent. — We  support  this  provision  (if  S.  1(»42.  In  addi- 
tion, we  urge  that  any  unreasonable  or  unu.sual  delay  in,  and  caused  by,  the 
Patent  Oftice  should  also  extend  the  patent  term.  Acceptance  of  the  twenty 
year  term  is  based  upon  the  advice  of  the  Patent  Office  that  prosecution  will 
i'e  cumpleted  within  a  promised  average  of  three  years. 

Aincnumcnt  183.  Pule  of  Reason — Licensing. — We  support  this  Amendment 
to  S.  1042. 

As  indicated  above,  we  have  not  specifically  commented  on  those  provisions 
of  S.  2597  which  we  favor.  We  do  want  to  particularly  endorse  the  provisions 
"f  Section  271(b)  of  S.  2597.  We  believe  that  a  process  patent  owner  should  be 
entitled  to  appropriate  relief  in  the  United  States  notwithstanding  the  avail- 
;!l>ility  of  foreign  patent  protection. 

V.'e"  also  particularly  endorse  the  provisions  of  Section  ISl(b)  of  S.  2.597 
which  would  establish  the  Patent  Office  as  the  sole  Government  agency  to 
grant  a  license  or  establish  a  general  license  for  the  tiling  of  foreign  appli- 
cations. Adoption  of  this  provision  would  eliminate  unnecessary  details  and 
paperwork. 

One  other  aspect  of  S.  2597,  which  we  believe  merits  endorsement,  is  the 
absence  of  any  provision  in  the  bill  as  to  in  rem  invalidity.  As  indicated  more 
fully  in  our  Statement  on  S.  1042.  we  ojipose  the  concept  of  in  rem  invalidity, 
particularly,  in  view  of  the  problems  which  it  will  undoubtedly  cause  and  the 
uncertainty  it  would  place  upon  the  validity  of  patents. 

In  our  Statement  on  S.  1042.  we  commented  upon  the  subjects  of  Preliminary 
Applications  ana  Stand-by  Deferred  Examination.  We  understand  that  the 
Patent  Office  is  contemplating  a  procedure  tnider  which  an  applicant  may  file  an 
informal  application,  i.e..  an  application  without  formal  drawiiigs  and  claims, 
and  thereby  obtain  an  effective  U.S.  filing  date.  Formal  drawings  and  claims 
may  be  tiled  within  one  year.  AVe  support  this  procediu-e  and  believe  that  it  will,, 
in  many  ways,  meet  certain  needs  to  which  the  procedures  of  Preliminary  Ap- 
plications and  Deferred  Examination  were  directed. 

We  have  been  advised  that  the  Subcommittee  intends  to  prepare  a  clean  bill 
on  this  subject,  rather  than  amending  either  S.  1042  or  S.  2597,  or  any  other  bills 
presently  pending  thereon.  Accordingly,  we  would  like  to  restate  our  basic  positioa 
as  set  forth  in  our  Statement  of  S.  1042  with  respect  to  any  revision  of  the  existing: 
U.S.  Patent  Laws. 

For  convenience,  the  following  is  as  excerpt  of  that  position : 

"We  urge,  therefore,  that  Section  102  (S.  1042)  be  revised  along  the  fol- 
lowing lines : 

••  ( 1 )  Provide  a  grace  period  of  one  year. 
" (2 )   Issue  the  patent  to  the  first  applicant  to  file. 

■•(8)    Any  applicant  may  jtrovoke  an  interference  with  a  granted  patent 
under  conditions  and  regulations  to  be  established  by  the  Patent  Office. 
"(4)  To  the  extent  possible,  adopt  a  simplified  interference  practice. 
"(5)  In  any  proceeding  in  the  U.S.  I'atent  office,  an  applicant  shall  be  ac- 
corded a  date  of  invention  no  earlier  than  two  years  prior  to  the  efi'ective 
filing  date  of  his  application  for  patent  thereon  in  the  U.S.  Patent  Office." 

R6  -21S— 6S — lit.  2 24 
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It  is  recognized  that  tiie  limitatiuu  of  a  two  year  period  for  proof  of  priority  in 
interference  proceedings  may  produce  problems  with  respect  to  citation  proceed- 
ings and  infringement  actions  insofar  as  the  defense  of  prior  inventorship  is  con- 
cered.  It  is  thought,  however,  that  such  problems  will  arise  very  infrequently, 
and  to  provide  specifically  for  such  problems  would  only  serve  to  complicate  the 
law.  Accordingly,  we  believe  that,  in  balance,  the  two  year  proof  limitation  is 
probably  the  best  solution. 

American  Association  of  Nurserymen,  Inc., 

Washington,  B.C.,    February  21,  196S. 
Hon.  John  L.  McCleixan, 

L'hnirman,  SiibcOinmittcc  on  Patents,  Tradrniarks,  and  Copyrights, 
yew  Senate  Office  Building,  Washington,  D.C- 

Dear  Mr.  Chairman  :  The  American  Association  of  Nurserymen  wishes  to  go 
on  record  as  strongly  in  favor  of  continued  existence  of  the  Plant  Patent  Act. 
This  Act,  which  has  been  in  effect  since  1930.  has  led  to  patenting  of  approxi- 
mately 2.700  plant  introductions.  It  has  withstood  the  test  of  time  and  is  of  vital 
imix)rtance  to  the  health  of  our  industry. 

Much  of  the  progress  and  health  of  our  industry  can  be  traced  to  the  incentive 
offered  plant  breeders  through  patent  system  protection  for  their  developments. 
We  respectfully  urge  amendment  of  the  Plant  Patent  Law  by  addition  of  the 
words  "or  sexually"  to  extend  its  protection  to  breeders  of  plant  material  which  is 
reproduced  sexually-  We  feel  that  the  right  to  patent  plants  which  are  the  result 
of  sexual  reproduction  will  greatly  stimulate  research  in  that  area  with  great 
benefit  to  the  public. 
We  hope  that  the  law  will  be  amended  in  this  way  as  rapidly  as  possible. 
Respectfully, 

Robert  F.  Lederer, 
Executive  Vice  President. 


American  Farm  Bureau  Federation, 

Was}tington,  B.C.,  March  26, 1968. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Committee 
on  Judiciary,  U.S.  Senate,  Washington,  D.C. 
Dear  Senator  McClelxan  :  This  is  to  express  the  position  of  the  American 
Farm  Bureau  Federation  regarding  the  Plant  Patent  law  and  pending  proposals 
for  amendment- 

The  matter  was  considered  recently  by  our  National  Advi.sory  Committees  and 
Board  of  Directors.  The  Advisory  Committees  recommended  that  the  present 
plant  patent  provision  be  continued  and  that  pending  amendments  to  the  law  be 
rejected.  The  Board  of  Directors  approved  the  Committee  recommendations. 

In  our  opinion  the  protection  now  provided  under  the  patent  law  encourages 
the  development  of  asexually  produced  plants.  We  do  not  believe,  however,  that 
it  would  be  in  the  best  interests  of  farmers  and  ranchers  to  extend  coverage  to 
sexually  rei)roduced  plants.  Our  inquiry  suggests  that  other  forms  of  protection 
now  available  under  state  laws,  such  as  seed  certification,  provide  adequate 
safeguards  for  the  developers  of  new  sexually  reproduced  plants. 

I  would  appreciate  your  making  this  letter  a  jmrt  of  the  record  relative  to  pro- 
posed changes  in  the  plant  patent  law. 
Very  truly  yours, 

Charles  B.  Shuman,  President. 


American  Seed  Trade  Association,  Inc., 

Washington,  D.C,  March  28, 1968. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Committee 
on  the  Judiciary,  U.S.  Senate,  Washington,  D.C. 
Dear  Sen.\tor  McClellan  :  The  American  Seed  Trade  Association  and  the 
National  Council  of  Commercial  Plant  Breeders  would  like  to  request  the  follow- 
ing letter  be  placed  in  the  hearing  record  on  Amendment  511  to  Section  161  and 
lfi3  of  S.  1042,  a  bill  "For  the  general  revision  of  the  Patent  Laws,  title  35  of  the 
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United  States  Code,  and  for  other  purposes"  in  reply  to  Secretary  Orville  L. 
Freeman's  letter  dated  February  29, 1968. 

The  Department  of  Agriculture  objects  to  the  amendment  on  two  broad 
grounds : 

1.  It  would  threaten  the  continued  existence  of  its  longstanding  program 
for  developing  and  introducing  new  varieties  of  seeds  ; 

2.  It  is  scientitically  and  legally  unsound. 

Objection   1 

It  would  appear  the  true  purpose  and  intent  of  this  amendment  has  not  been 
properly  communicated  or  understood  by  the  Department. 

The  Department  has  long  been  developing  varieties,  introducing  foreign  germ 
plasm  for  crop  improvement,  and  releasing  them  freely  to  seed  producers  and  to 
growers.  The  notable  success  of  this  program  can  be  attributed  to  the  free 
exchange  of  information,  experimental  plants,  and  germ  plasm  among  research 
workers  without  fear  of  misuses  of  this  material.  The  seed  industry  does  not 
foresee  this  program  being  changed  under  a  patenting  system. 

The  USDA  and  Agricultural  Experiment  Stations  have  in  the  past  ten  years 
placed  increased  emphasis  on  basic  research  with  less  emphasis  on  release  of 
Unished  varieties  (applied  research).  A  comparison  of  the  number  of  varieties 
relea.sed  twenty  years  ago,  and  the  number  released  in  1967,  is  not  available. 
But.  certain  other  facts  are  available.  Twenty  years  ago,  there  were  very  few 
proprietary  varieties  released  by  seedsmen  because  the  USDA  and  Experiment 
Stations  were  doing  the  breeding  and  releasing  the  varieties.  As  seed  companies 
invested  in  a  research  staff  and  facilities,  proprietary  varieties  began  to  com- 
pete with  public  varieties.  As  more  and  more  private  varieties  have  been  released, 
equal  to  or  better  than  public  varieties  in  quality,  yield,  etc.,  the  need  for  expendi- 
ture of  research  funds  to  develop  public  varieties  has  been  reduced. 

In  this  changing  agricultural  picture,  it  has  been  necessary  for  government 
and  industry  to  readjust  to  a  system  of  complimenting  one  another  rather  than 
one  of  competition.  This  change  has  been  slowly  taking  place,  the  USDA  and 
the  Experiment  Stations  increasing  their  scopes  of  activities  in  basic  research 
and  the  seed  trade  developing  and  marketing  proprietary  varieties. 

This  transition  is  far  from  completion  because  private  industry  must  recoup 
its  research  investment  if  it  is  to  continue  in  business.  As  more  and  more  research 
money  is  spent  by  the  seed  industry,  It  looks  for  ways  and  means  of  protecting 
its  investment  like  other  industries ;  therefore,  after  seven  years  of  study  have 
turned  to  the  plant  patent  system. 

The  letter  of  pages  2  and  3  tries  to  imply  the  exchange  of  germ  plasm  would  be 
restricted  because  of  the  extreme  danger  of  "pirating"  breeding  material.  This 
is  a  fallacy  in  their  reasoning  because  no  one  could  patent  "germ  plasm"  or  plant 
characteristics  once  pirated.  The  only  patentable  material  would  be  a  "finished 
variety." 

"Seed  producers  or  nurserymen  are  then  notified  and  they  are  free  to  grow 
or  propagate  these  new  varieties  for  sale  to  the  public." 

*  4=  * 

"It  has  been  the  policy  of  the  Department  of  Agriculture,  since  the  enact- 
ment of  the  present  Plant  Patent  Act,  not  to  apply  for  public  service  patents 
in  new  varieties  developed  under  its  research  program." 

Further,  by  the  quotations  above,  the  letter  contradicts  itself  in  that  the  USDA 
did  not  find  it  necessary  to  apply  for  public  service  patents  under  the  existing 
Act  for  asexually  reproduced  plants.  The  threat  to  the  Department's  breeding 
program  for  asexually  reproduced  plants  has  not  been  jeopardized  under  the 
program  which  has  been  in  existence  for  38  years.  I  submit  the  same  condition 
applies  to  sexually  reproduced  plants. 

Objection  2  {"It  is  scientifically  and  legally  unsound") 

Letters  from  twelve  of  the  top  industry  plant  breeders  have  been  filed  with  the 
Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  in  which  all  expressed 
the  opinion  that  patenting  sexually  reproduced  plants  are  scientifically  and  legally 
sound.  These  letters  in  themselves  disproved  the  USDA's  objection  to  expanding 
the  Plant  Patent  Act. 

In  1939,  the  Congress  enacted  into  law  the  Federal  Seed  Act  (53  Stat.  Vll'y)  to 
regulate  interstate  and  foreign  commerce  in  seeds ;  to  require  labeling  and  to 
prevent  misrepresentation  of  seeds  in  interstate  commerce;  to  require  certain 
standards  with  respect  to  certain  imported  seeds ;  and  for  other  purposes.  The 
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entire  administration  of  the  Act  is  based  upon  developments  and  merchandising 
varieties  which  reproduce  true  to  type  and  can  be  maintained  over  a  period  of 
several  years.  The  definition  of  variety,  as  defined  in  the  Act  is  : 

"The  term  'variety'  means  a  subdivision  of  a  kind  which  is  characterized  by 
growth,  plant,  fruit,  seed,  or  other  characters  by  which  it  can  be  differentiated 
from  other  sorts  of  the  same  kind  for  example.  Marquis,  wheat,  Flat  Dutch 
cabbage,  Manchu  soybeans,  Oxheart  carrot,  and  so  forth." 

The  International  Code  of  Nomenclature  of  cultivated  plants  (1958)  contains 
the  definition : 

"The  term  'variety  (cultivar)'  denotes  an  assemblage  of  cultivated  individuals 
which  are  distinguished  by  any  characters  (morphological,  physiological,  cytolog- 
ical.  chemical,  or  others)  significant  for  the  purposes  of  agriculture,  forestry,  or 
horticulture,  and  which,  when  reproduced  (sexually  or  asexually),  retain  their 
distinguishing  features."' 

Here  then  is  a  law  of  the  land,  administered  within  the  USDA,  which  is 
scientifically  and  legally  unsound  if  the  Secretary's  letter  of  February  29,  1968, 
should  prevail. 

Another  program,  administered  by  42  state  governments  in  cooperation  with 
the  USDA,  is  the  seed  certification  program  which  has  been  based  upon  varieties 
since  its  inception  in  1919.  The  Seed  Certification  Standards'  publication,  No.  20,. 
date  August  19G.3,  states  the  purpose  of  seed  certification  : 

"The  purpose  of  Seed  Certification  is  to  maintain  and  make  available  to  the 
public  sources  of  high  quality  seeds  and  propagating  materials  of  superior  vari- 
eties so  grown  and  distributed  as  to  insure  genetic  identity.  Only  those  varieties 
that  contain  superior  germ  plasm  are  eligible  for  certification.  Certified  seed  is 
high  in  varietal  purity  and  of  good  seeding  value. 

"Varieties  eligible  for  certification  have  resulted  either  from  natural  selection 
or  through  systematic  plant  breeding.  In  either  case  without  a  planned  method 
for  maintaining  genetic  purity,  there  is  grave  danger  of  losing  varietal  identity. 

"Varietal  purity  is  the  first  consideration  in  seed  certification.  *  *  *" 

Mr.  Chairman,  two  programs,  basic  to  the  agricultural  economy  of  this  country, 
recognize  varieties  can  be  maintained  and  reproduced  true  to  type.  Enforcement 
and  implementation  of  these  programs  as  integral  parts  of  the  seed  trade  would 
still  be  maintained,  if  sexually  reproduced  plants  were  patented.  /  submit,  if  the 
variety  concept  is  scicntificalli/  and  legally  unsound  for  Plant  Patents,  it  mu<:t 
also  be  unsound  for  the  Federal  Seed  Act  and  seed  certification. 

General  Comments 

In  reading  the  Department's  letter  one  would  get  the  impression  that  it  has 
the  responsibility,  not  only  of  policing  the  industry,  Init  also  of  protecting  the 
patent  holder.  This  is  a  fallacy,  for  it  is  the  resjionsibility  of  the  Plant  Patent 
Act  to  protect  the  patent  holder.  As  a  matter  of  fact,  the  patent  holder  realistic- 
ally must  protect  himself,  and  this  is  the  position  taken  by  the  patent  office. 

The  patent  law  as  it  exists  today,  and  since  its  inception,  has  a  basic  require- 
ment that  an  item  to  be  patentable  must  be  reproducible.  If  it  cannot  be  proven 
to  be  reproducible,  then  a  patent  cannot  be  issued.  The  seed  industry  is  willing 
to  accept  the  responsibility  for  proving  the  reproducibility  of  its  varieties,  and 
in  fact  is  requesting  this  responsibility. 

The  United  States  Department  of  Agriculture  and  public  and  private  insti- 
tutions all  have  the  right  to  reveal  or  publicize  any  developments  of  their  re- 
search. There  is  no  reason  why  the  United  States  Department  of  Agriculture 
sh(udd  withhold  the  infoi-mation  because  of  the  existence  of  a  Patent  Act. 
Actually,  this  policy  of  free  interchange  which  USDA  has  established  should  and 
would  l>e  continued. 

Til"  seed  industry,  without  a  form  of  protection,  development  of  new  varieties 
of  foodstuffs  will  l)e  stified  because  the  incentive  to  invest  money  in  research 
cannot  be  justified.  Hybird  seed  corn  is  a  good  exanuile  of  the  development  of 
the  iiur)roved  variety.  This  is  an  example  of  a  sexually  reproduced  plant  which 
has  the  built-in  protection  and  it  is  comparable  to  that  being  requested  by  the 
seed  industry  generally.  Filing  re<iuirements  of  a  patent  application  would  reveal 
more  about  plants  to  the  public  than  is  known  today.  This  knowledge  would  be 
av;iili)ble  to  all  re^-earch  workers  in  airviculture 

Many  large  associations  are  1(K)%  in  favor  of  this  amendment.  For  example, 
the  National  Canners'  Association  have  adopted  a  resolution  supporting  the 
American  Seed  Trade  .Vssociation  on  this  amendment  in  their  statement  to  your 
subcommittee.  They  have  indicated  as  follows: 
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•The  vegetable  canuiug  iudustry  relie.s  ou  the  seed  industry  for  its  most  basic 
and  vital  ingredient,  and  therefore  has  an  intimate  concern  for  the  economic 
welfare  of  that  industry.  We  favor  legal  protection  to  the  patent  system  because 
it  provides  for  voluntary  participation.  It  will  enable  commercial  seedsmen  to 
recover  the  very  substantial  investments  made  over  extended  periods  of  time 
required  for  tlie  creation  of  the  new  and  unique  plant  varieties.  This  protection 
will  encourage  private  investment,  the  expansion  of  facilities,  and  the  profes- 
sional manpower  required  to  create  the  many  new  types  of  plants  that  are 
continuously  needed  by  our  iudu.stry.  In  our  view,  their  capability  to  serve  the 
American  vegetable  grower  and  processor,  and  ultimately  the  public,  \vill  be 
enhanced." 

The  Amei'ican  Association  of  Xurserymen,  in  a  letter  to  the  Commissioner  of 
Patents  under  date  of  February  21st,  have  also  added  their  support  for  this 
particular  measure.  Again,  I  quote  from  their  letter: 

"We  respectfully  urge  amendment  of  the  plant  patent  law  by  addition  of  the 
wards  'or  se-ruaJJii'  to  extend  its  protection  to  breeders  of  plant  material  which 
is  reproduced  sexually.  We  feel  that  the  right  to  patent  plants  which  are  the 
result  of  sexual  reproduction  will  greatly  stimulate  research  in  that  area  with 
great  benefit  to  the  public.  We  hope  that  the  law  will  be  amended  in  this  way 
as  rapidly  as  possible." 

In  summary,  based  upon  the  Federal  Seed  Act,  the  seed  certification  program 
and  for  other  reasons — the  foregoing  discussion  clearly  reveals  in  our  opinion, 
the  Plant  Patent  Act  could  be  ably  administered  by  the  Department  of  Com- 
merce and  would  be  workable  under  the  plant  patent  structures ;  that  confusion 
Avould  not  exist ;  and  the  free  interchange  of  information  and  genetic  material 
among  breeders  would  not  be  covered  under  the  Act.  The  patent  would  only 
apply  to  finished  varieties,  not  germ  plasm  and  there  exists  an  urgent  need  within 
the  United  States  to  supply  food  for  home  and  abroad:  to  complete  and  protect 
varieties  in  foreign  trade ;  and  to  stimulate  increased  expenditures  of  funds  for 
rest'i.rch.  Let  us  give  industry  this  responsibility  through  the  patent  system. 
Very  truly  yours. 

John  I.  Sutherland. 
Executive  Vice  President. 


•Statement  of  Richard  C.   Jones.  President.   Applied  Data   Research,   Inc., 

Princeton,  N.J. 

Submitted  to  Senate  Subcommittee  on  Patents  and  Copyrights 

!My  testimony  is  directed  to  ward  Section  lOG  of  the  Proposed  Patent  Legisla- 
tion and  the  question  of  Patent  Protection  for  Computer  Programs,  which  states 
the  legislation  historically,  theoretically,  or  practically.  I  feel  each  of  these  per- 
sented,  to  cause  a  controllable  data  processor  or  computer  to  perform  selected 
operations  shall  not  be  patentable." 

I  am  opposed  to  this  proposed  section  on  the  grounds  that  there  is  no  basis  for 
ithe  legislation  historically,  theoretically,  or  practically.  I  feel  each  of  these  per- 
spectives merits  individual  treatment : 

Historically,  the  proposed  legislation  overturns  two  actions  which  had  been 
previously  taken : 

1.  In  November,  1965,  the  British  Patent  Office  held  that  a  computer  pro- 
gram invention  could  be  patented. 

2.  In  August,  19G6,  the  U.S.  Patent  Office  published  a  set  of  proposed 
guidelines  that  set  forth  some  bases  for  patentability  of  computer  program 
inventions. 

Theoretically,  there  is  no  basis  for  differentiating  a  computer  program  from 
any  number  of  other  devices  which  are  currently  held  to  be  patentable  and  for 
which  patents  have  been  issued. 

In  April,  1967,  at  a  meeting  which  I  attended  at  the  Office  of  Science  and  Tech- 
nology, a  representative  of  the  Patent  Office  explained  a  new  theme  regarding 
embodiment  of  inventive  concepts.  It  M-as  stated  that,  if  an  invention  passed  the 
other  tests  of  the  patent  system,  a  distinction  is  made  between  a  computer  sys- 
tem invention  embodied  in  hardware  and  the  same  invention  embodied  in  a  pro- 
gram. Technical  experts  present  explained  that  a  machine  containing  a  pro- 
grammed control  system  is  the  same  in  all  features  as  that  containing  siwcial 
purpose  hardware  controls;  the  engineering  differences  are  merely  those  that 
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relate  to  a  choice  of  the  more  practical  or  economical  embodiment.  Consequently, 
there  should  be  no  legal  difference  .since  the  two  forms  of  the  invention  are  engi- 
neering equivalents. 

A  computer  program  at  work  in  a  digital  computing  machine  is  a  complex  set 
of  coded  electrical  impul.ses.  It  tells  the  machine  what  to  be.  A  computer  pro- 
gram transfers  a  set  of  building  blocks,  called  a  computer,  into  a  useful  device. 
It  is  not  proposed  that  patents  be  granted  on  scientific  principles  or  abstract 
theorems,  only  the  truly  inventive  modus  operandi  used  to  arrive  at  the  solu- 
tion. The  principle  of  leverage  is  not  patentable,  but  a  pair  of  pliers  is. 

Practically,  there  is  little  doubt  that  the  arbitrary  exclusion  of  computer 
programs  from  patent^ibility  would  seriously  impair  the  goals  of  the  patent  sys- 
tem to  further  the  useful  arts. 

These  goals  were  concisely  summarized  in  the  December  1966  report  of  the 
President's  Commission  on  Patents  which  stated  : 

"The  patent  system  has  in  the  past  performed  well  its  Constitutional  mandate 
to  promote  the  progress  of  vsefnl  arts.  The  members  of  the  commission  unani- 
mously agreed  that  a  patent  system  today  is  capable  of  continuing  to  provide  an 
incentive  to  research,  development  and  innovation.  They  have  discovered  no 
practical  substitute  for  the  unique  service  it  renders." 

The  computer  industry  is  looked  iipon  as  one  with  unlimited  growth  potential. 
It  is  expcL-ted  to  make  important  contributions  to  every  aspect  of  our  lives  in 
the  years  to  come.  But  the  Achilles  IIcjI  of  computers  is  the  programming  prob- 
lem. Pick  up  any  newspaper  and  look  at  the  want-ads  for  programmers.  All 
forecasts  indicate  that  the  demand  is  increasing  at  a  rate  many  times  in  excess 
of  all  efforts  to  train  new  personnel.  Dr.  Fuliini,  an  IBM  Vice  President,  r quoted 
in  Compufcricorld — August  30,  1907)  called  for  a  radical  change  in  the  tech- 
niques of  programming,  "Programming  must  become  a  science,"  he  told  his  audi- 
ence but  went  on  to  admit  that  presently  so  little  was  known  about  the  pro- 
gramming process  that  large-scale  research  would  be  needed  before  we  even 
know  what  to  measure. 

This  "large-scale  research"  is  presently  restricted  to  the  computer  manu- 
facturers because  under  the  interpretation  of  the  existing  patent  system  only 
.such  companies  can  gain  economic  benefits  from  computer-program  inventions. 
The  computer  manufacturer  has.  as  it  were,  a  captive  market  for  his  programs ; 
namely,  the  users  of  his  machines.  The  comimter  manufacturer  inflates  the  price 
of  his  machines  and  claims  to  give  a  liinited  set  of  j.rograms  away  "free"  to 
his  customers  (Electronic  Ncks  4/10/07  :  EDP  Industry  8/15/67:  EDP  Anfilyzer 
7/06,  p.  9;  Datamation  0/66,  p.  12,  32/06,  p.  17,  10/07,  pp.  23-24,  20-";  Data  Proc- 
cssincj,  pp.  26-27:  EDP  Analyzer  11/67:  pp.  .>-7).  Under  these  circumstances,  the 
manufacturer  has  no  need  of  patent  protection  for  his  programs.  The  very  ab- 
.'■ence  of  protection,  in  fact,  is  one  of  the  greatest  assistance  to  him  in  perpetuating 
a  lucrative  "tie-in"  business  and  extending  the  economic  advantages  of  his  hard- 
ware into  the  systems  programming  business. 

The  "Value  Added"'  contribution  of  "TIE-IX"  Software  enables  the  com- 
puter manufacturer  to  mask  the  price  of  hardware  in  the  sale  of  a  total  system 
in  the  hope  that  he  can  realise  a  larger  than  normal  profit.  If  patent  protection 
were  possible  for  qualified  Software  Inventions,  many  Software  companies  would 
be  encouraged  to  develop  competitive  systems  without  fear  of  the  manufacturers 
or  other  taking  their  inventive  concepts  .ind  iising  them  with  impunity. 

The  justification  of  the  Presidential  Commission  for  propo.sed  Section  106  and 
a  rebuttal  follow : 

1.  Commission:  "Uncertainty  now  exists  as  to  whether  the  statute  permits  a 
valid  patent  to  be  granted  on  programs." 

Rebuttal :  If  an  invention  pas.ses  the  other  tests  of  the  patent  system  and 
is  reduced  to  practice  in  the  form  of  a  computer  program,  is  it  any  less  an 
invention  than  a  more  exiwnsive  embodiment  in  electronic  circuits?  There  is 
no  necessary  reason  why  this  sh(mld  be. 

2.  Commission:  "The  Patent  Ofiice  now  cannot  examine  applications  for  pro- 
grams because  of  the  lack  of  a  classification  technique  and  the  requisite  .search 
files.  Even  if  the.se  were  available,  reliable  searches  would  not  be  feasible  or 
economic  becau.se  f»f  the  tremendous  volume  of  prior  art  being  generated.  With- 
out this  search,  the  patenting  of  i>rograms  would  be  tantauKmnt  to  mere  regis- 
tration and  the  presumption  of  validity  wcmld  bo  all  but  nonexistent." 

Rebuttal:  The  April  19<>7  i.ssue  of  Datamation  magazine  (p.  8.")  on  the 
above  stated  position  rei)orts  that  the  American  Inventors  Association  disa- 
grees with  all  these  contentions.  The  advantages  claimed  of  the  "first-to-file" 
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system  of  the  proposed  bill  are  applicable  to  computer  programming  tech- 
nology. The  computing  equipment  requested  by  the  Patent  Office  for  searches 
in  otlier  areas  of  technology  could  provide  meaningful  assistance  in  the  area 
of  computer  programming."  The  classification  and  prior  art  considerations 
have  been  overcome  when  other  new  areas  of  technology  were  afforded 
patent  protection  and  they  can  be  overcome  in  this  one. 
3.  Commission :  "It  is  noted  that  the  creation  of  programs  has  undergone  sub- 
stantial and  satisfactory  growth  in  tlie  absence  of  patent  protection  and  that 
copvright  protection  for  programs  is  presently  available." 

Rebuttal:  Even  if  copyright  protection  for  programs  is  available,  and 
there  is  strong  disagreement  among  legal  people  concerning  this,  it  does  not 
afford  protection  for  research  and  development.  Because  of  the  nature  of 
computer  software,  an  opportunistic  company  or  individual  could  readily 
gain  substantial  economic  advantage  from  the  inventor  and  actually  com- 
pete with  him  without  violation  of  any  copyright  protection. 

It  is  not  true  that  the  creation  of  programs  has  undergone  substantial 
and  satisfactory  growth  in  the  absence  of  patent  protection.  There  is  a 
mountain  of  evidence  that  the  problems  in  this  area  have  retarded  the 
growth  and  application  of  computers  since  they  were  invented.  It  should 
be  noted  that  this  situation  continues  to  worsen  and  has  been  the  subject 
of  criticism  in  manv  business  and  technical  publications  (Fortune  3/67,  pp. 
141-142,  10/66  entire  article:  EDP  Industry  1/25/67.  3/22/67;  Datamation 
6/66.  pp.  17  &  19.  3/67,  pp.  17  &  91 ;  Cotnputerworld  10/18/67,  p.  2— Profit  is 
Not  Progress). 

The  economic  burden  of  this  stagnation  is  bom  by  every  taxpayer,  most 
corporation  shareholders,  and  is  passed  on  to  the  customer  in  the  pricing  of 
almost  every  type  of  product.  The  requirement  for  the  involvement  of  the 
computer  in  virtually  every  new  area  of  technology,  as  predicted  by  Fortune 
(pp.  97,  185,  186.  190)  in  January  of  1967,  will  never  come  to  pass  unless 
innovation  is  encouraged  in  this  complex  technology. 
It  is  difficult  to  believe  that  deliberate  Patent  Office  policy  has  been  estab- 
lished which  would  be  discriminatory  in  favoring  one  segment  of  an  industry 
over  another.  Isn't  the  purpose  of  the  Patent  System  to  encourage  invention? 
And,  if  the  preferred  embodiment  is  a  computer  program  and  more  economical, 
isn't  that  in  the  public  interest? 

(Note. — Supporting  documentation  can  be  found  in  the  committee  files.) 


The  Chicago  Bar  Association, 

Chicago,  Til.  January  30.  10f>8. 
Re:  The  Dirksen  bill,  S.  2597. 
Hon.  James  O.  Eastland, 
Chairman,  Senate  Judiciary  Committee, 
Xew  Soiate  Office  Building,  Washington,  B.C. 

Dear  Senator  Eastland  :  The  Chicago  Bar  Association  is  supporting  S.  2597, 
the  Dirksen  Bill,  as  a  desirable  revision  of  the  United  States  Patent  Law,  as 
evidenced  by  the  accompanying  report.  The  appendix  to  the  report  contains  four 
recommendations  which  would,  in  the  opinion  of  the  Association,  constitute  im- 
provements in  the  Bill,  and  which  we  believe  deserve  the  earnest  consideration 
of  the  Judiciary  Committee. 

We  think  the  Dirksen  Bill  provides  a  workable  basis  for  a  compromise  be- 
tween the  extreme  provision  of  the  Patent  Reform  Bill  S.  1042.  previously  dis- 
approved by  this  Association,  and  the  present  patent  law  which  clearly  requires 
revision. 

This  Association  is  most  appreciative  of  the  thorough  and  careful  consideration 
which  the  Judiciary  Committee  of  the  Senate  has  given  to  the  complex  prob- 
lems of  patent  law  reform  and  revision  since  S.  1042  was  assigned  to  it  last 
Spring.  We  have  every  confidence  that  any  bill  which  the  Committee  reports  to 
the  Senate  will  be  soundly  conceived  and  in  the  best  interests  of  a  workable 
patent  system. 

Very  truly  yours, 

Justin  A.  Stanley. 

President. 
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Committee  ox  Patents,  Tkademaj-.ks,  a.\d  Trade  Pkactices — 
Report  on   S.  I(>i2,  S.  2164,  and  S.  2597 

111  10(i5  President  Jolinson  appointed  a  commission  to  study  the  worlcings  of 
tlie  United  States  Patent  System  and  to  recommend  any  clianges  ^A•hiell  tlie 
Commission  deemed  to  be  needed.  The  members  of  the  Commission  included 
educators,  inventors,  businessmen  and  two  patent  lawyers. 

After  about  a  year  and  a  half  of  study,  including  consideration  of  sugges- 
tions from  individuals  and  organizations,  the  Commission  issued  its  report  late 
in  11)66,  in  which  sweeping  changes  in  the  United  States  Patent  Laws  were  rec- 
ommended. Before  any  real  opportunity  for  organized  comment  on  these  recom- 
mendations, the  President,  early  in  1967.  sent  bills  to  the  Congress  implementing 
nearly  all  of  these  recommendations.  The  Administration  bills  are  S.  1042  and 
H.R.  5924. 

Organized  Bar  consideration  of  the  problem  led  to  many  alternate  proposals, 
of  which  the  most  important  is  the  Dirksen  Bill,  S.  2597.  which  is  essentially  the 
recommendation  of  the  ABA  Patent  Section.  S.  2597  constitutes  a  compromise, 
which  preserves  most  of  the  best  features  of  our  present  patent  system,  while 
incorporating  as  much  of  S.  1042  as  is  meritorious  or  can  be  made  tolerable. 
It  is  our  understanding  that  S.  2.597  will  be  amended  by  the  Senate  Committee 
on  the  Judiciary  to  include  the  revisions  that  were  made  at  the  Honolulu  meet- 
ing of  the  American  Bar  Association. 

We  have  already  expressed  our  unqualified  disapproval  of  S.  1042,  in  a  report 
which  has  been  submitted  to  the  Judiciary  Committees  of  both  the  Senate  and 
the  House. 

We  approve  of  the  Dirksen  Bill  S.  2.597  as  a  compromise,  representing  the 
maximum  extent  of  concessions  which  can  be  made  to  the  sweeping  changes 
proposed  in  S.  1042,  while  still  preserving  the  meritorious  features  which  have 
made  it  possible  for  our  present  patent  system  to  contribute  in  such  a  great 
measure  to  technological  progress.  The  Dirksen  Bill  preserves  the  principle  of 
awarding  a  patent  to  the  first  inventor,  i-ather  than  the  first  to  file  an  application 
in  the  Patent  Office.  Moreover,  the  Dirksen  Bill  preserves  the  year  of  grace, 
during  which  an  inventor  may  prepare  and  file  his  patent  application,  after 
perfecting  his  invention  and  placing  it  on  sale  or  in  public  use.  These  provisions 
make  it  possible  for  an  inventor  to  concentrate  his  energies  upon  the  commerciali- 
zation of  his  invention,  rather  than  having  to  give  premature  attention  to  the 
filing  of  a  patent  application. 

As  concessions  to  the  many  changes  proposed  by  S.  1042,  the  Dirksen  Bill 
S.  2597  incorporates  the  principle  of  measuring  the  term  of  a  patent  as  20  years 
from  the  filing  date  of  the  application,  rather  than  17  years  from  the  issuance 
of  the  application  as  a  patent.  This  provision  gives  the  applicant  the  entire  burden 
of  preventing  long  pendency  of  the  patent  application.  To  lessen  the  hardship  that 
could  result  in  some  cases,  we  would  favor  a  change  in  S.  2.597  to  establish  a 
minimum  term  of  perhaps  14  years  from  the  date  of  issuance  of  the  patent. 

As  a  further  concession  to  the  changes  proposed  by  S.  1042.  the  Dirksen  Bill 
incorporates  the  principle  of  publishing  every  patent  application,  before  issuance 
of  the  patent,  to  give  the  general  public  an  opportunity  to  cite  prior  art  references, 
or  to  advise  the  Patent  Office  of  other  grounds  upon  which  the  Patent  Office  might 
well  reject  the  application.  As  a  safeguard  against  abuse  of  these  provisions, 
we  would  suggest  inclusion  in  Section  1.36(d)  of  .suitable  provisions  authorizing 
the  Patent  Office,  in  exceptional  cases,  to  require  any  person  who  might  file  an 
unwarranted  opposition  to  reimburse  the  applicant  for  his  exix'nses.  including 
reasonable  attorneys'  fees,  incurred  in  defensie  of  a  proceeding  under  this 
subsection. 

In  an  appendix  to  this  report,  we  are  listing  the.-e  and  other  suggested  changes 
in  S.  2597.  We  believe  that  Congress  should  give  careful  attention  to  all  the 
suggested  changes  in  S.  2597.  originating  in  the  organized  Bar  of  elsewhere.  Al- 
though S.  2597  is  the  result  of  a  great  deal  of  work  by  members  of  the  American 
Bar  As.soeiation,  the  bill  is  not  perfect  and  .should  be  regarded  as  open  to  cor- 
rective amendments  by  Congress. 

S.  2164  is  a  bill  proposing  certain  improvements  in  the  present  interference 
practice  in  the  Patent  Office.  We  have  already  approved  this  bill  by  a  report 
submitted  to  the  Judiciary  Committees  of  lx)th  the  Senate  and  the  House.  We 
believe  that  the  provisions  of  this  bill  could  be  incorporated  into  the  Dirksen  Bill 
S.  2597,  to  good  advantage. 
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APPENDIX  :    SUGGESTED   CHAXGES    IN    THE   DIRKSEN    BILL,    S.     2097 

(1)  Revision  of  tlie  language  of  Section  lol(a)  to  make  it  clear  that  pay- 
ment of  the  publication  fee  is  mandatory  in  order  to  obtain  issuauc-e  of  a  patent. 

(2)  Inclusion  in  Section  128  of  suitable  safeguards  to  insure  that  voluntarily 
published  applications  meet  certain  minimum  standards  as  to  content  and  foi-m. 

(3)  Inclusion  in  Section  136(d)  of  suital)le  provisions  authorizing  the  Patent 
OflBce.  in  exceptional  cases,  to  require  reimbursement  to  a  successful  applicant 
for  his  expenses,  including  reasonable  attorneys  fees,  entailed  in  the  defense  of 
a  proceeding  under  this  subsection. 

(4)  Provision  of  a  minimum  term  of  14  years  from  the  date  of  issue  of  the 
patent.  

Patent,  Trademark,  and  Copyright  Law  Section. 
The  Bar  Association  of  the  District  of  CoLUiiBiA, 

Washington,  D.C.,  Fehruary  29,  19GS. 
Re  statement  of  the  Bar  Association  of  the  District  of  Columbia  with  respect  to 

the  patent  reform  bill,  S.  1042. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and   Copyrights, 
U.S.  Senate,  Washington,  D.C. 

Dear  Senator  McClellan  :  The  following  is  the  position  of  The  Bar  Associa- 
tion of  the  District  of  Columbia  with  respect  to  the  Administration's  patent 
reform  bill  S.  1042.  We  ask  that  the  Association's  position  be  considered  by  your 
Subcommittee  and  that  this  letter  be  included  in  the  records  made  before  the 
Subcommittee. 

The  Bar  Association  of  the  District  of  Columbia  has  a  membership  of  approxi- 
mately 4.000  lawyers.  The  Patent,  Trademark  and  Copyright  Law  Section  of 
the  Association  includes  members  who  are  either  in  private  patent  practice,  from 
individual  practitioners  to  firms  of  substantial  size,  or  are  in  the  employ  of  cor- 
porate patent  departments.  It  can  be  stated  that  the  members  of  the  Patent, 
Trademark  and  Copyright  Law  Section  represent  the  entire  spectrum  of  in- 
ventors, from  the  individual  who  works  at  home  in  his  spare  time  to  perfect  an 
invention,  to  scientists  in  the  chemical,  mechanical,  or  electrical  arts  working  in 
the  Research  and  Development  Departments  of  corporations. 

Shortly  after  the  Report  of  the  President's  Committee  on  the  Patent  System 
was  made  public,  a  special  committee  was  formed  by  the  Patent,  Trademai-k  and 
Copyright  Law  Section  to  study  the  recommendations  in  the  Report  and  submit 
a  report,  in  turn,  to  the  members.  During  the  course  of  this  study,  the  Adminis- 
tration's patent  reform  bill  S.  1042  was  introduced  in  the  Senate  and  this  bill 
was  also  considered  by  our  Committee.  A  number  of  resolutions  were  subse- 
quently proposed  in  the  Committee's  Report.  At  the  Annual  Meeting  of  the 
Association,  the  members  of  the  Section,  who  had  been  provided  with  the  Com- 
mittee's Report  and  resolutions  in  advance,  met  and  discussed  the  pros  and  cons 
of  the  Committee's  recommendations. 

A  number  of  resolutions  were  passed  by  the  members  of  the  Section,  and  the 
resolutions  were  then  discussed  at  a  meeting  of  the  Council.  Eleven  resolutions, 
all  of  which  had  been  approved  by  members  of  the  Section  with  only  a  few  dis- 
sents, were  then  submitted  to  the  Board  of  Directors  of  The  Bar  Association  of 
the  District  of  Columbia.  These  resolutions  were  approved  by  the  Board  and 
form  the  basis  of  the  position  of  the  Association  with  respect  to  the  Administra- 
tion's patent  reform  bill.  The  subject  of  each  of  the  resolutions  will  be  discussed 
under  the  appropriate  heading  below. 

elimination  of  the  geace  period 

The  Association  is  opposed  to  eliminating  or  shortening  the  present  one-year 
grace  period  within  which  application  may  be  made  for  a  patent  after  the  public 
use  or  sale  of  the  invention  or  the  patenting  or  publication  of  the  invention. 

Under  the  present  law,  wherein  the  inventor  has  a  year  after  public  use  or 
publication  of  his  invention  in  which  to  tile  for  a  patent,  the  piiblic  directly  and 
immediately  benefits,  .since  it  is  given  access  to  the  invention  more  promptly  than 
would  othervs'ise  be  the  case.  Having  seen  the  improved  product  or  having  learned 
of  the  improved  process  for  producing  the  product  or  obtaining  a  desired  result, 
many  members  of  the  public  immediately  begin  thinking  of  other  ways  in  which 


756 

they  can  improve  the  product  or  the  process  and,  many  times,  patentably  improve 
it.  Under  our  patent  system,  the  incentives  are  such  that  whenever  a  new  develop- 
ment comes  into  the  open,  others  in  the  field  immediately  learn  about  it  and,  if 
they  believe  that  the  development  is  patentable,  will  immediately  attempt  to  de- 
sign around  it.  It  can  be  stated,  without  fear  of  contradiction,  that  many  patent- 
able improvements  are  the  result  of  the  efforts  of  others  to  design  around  a  new 
product,  machine,  process,  or  the  like.  Many  inventors  who  have  made  a  new  dis- 
covery want  to  immediately  tell  others  in  the  field  about  it,  and  this  is  usually 
accomplished  through  the  publication  of  a  paper  or  at  the  next  scheduled  scien- 
tific meeting.  Other  inventors  would  want  to  build  a  prototype  of  the  development 
such  as  a  machine  and  actually  try  it  in  the  field  to  see  if  it  performs  in  a  satis- 
factory manner.  By  eliminating  the  grace  i>eriod  or  reducing  it  to  a  shorter  term, 
many  inventors  will  be  under  specific  instructions  not  to  divulge  their  improve- 
ment to  anyone  until  such  time  as  the  necessary  application  can  be  prei>ared  and 
filed  in  the  Patent  Office.  This  delay  can  take  weeks  or  even  months,  depending 
upon  the  nature  of  the  information  necessary  to  be  included  in  the  application, 
additional  work  which  may  have  to  be  done  by  the  inventor,  and  the  backlog  of 
applications  to  be  prepared  by  the  patent  department  or  by  outside  patent  law- 
yers. This  delay  works  to  the  detriment  of  the  public  who  othen\-ise  would  have 
obtained  knowledge  of  the  development  at  an  earlier  date.  While  the  research 
staffs  of  many  corporations  throughout  the  country  can  readily  comply  with 
instructions  to  keep  all  developments  secret  until  a  patent  application  is  filed, 
the  lone  inventor  who  has  no  patent  guidance  and  who  usually  doesn't  .seek  it 
until  after  he  has  made  and  u.sed  his  product  or  machine  publicly,  or  has  a  .story 
about  his  development  appear  in  a  local  newspaper,  would  be  irreparably 
damaged. 

We  know  of  no  valid  statistics  which  show  that  tlie  public  is  being  hurt  because 
of  the  present  one-year  grace  period  or  which  show  that  the  public  would  be 
greatly  benefitted  if  the  one-year  grace  i>eriod  were  eliminated  or  shortened.  On 
the  contrary,  we  believe  that  by  eliminating  or  shortening  the  grace  period  the 
public  will  be  at  a  disadvantage  in  that  disclosures  will  not  be  as  readily  made 
by  inventors  to  the  public  as  they  are  at  present.  Furthermore,  the  individual 
inventor  or  the  one  without  proper  patent  guidance  could  be  irreparably  damaged. 

FIRST   TO   FILE 

The  Association  opposes  in  principle  any  change  in  the  present  law  which 
would  have  the  effect  of  awarding  the  patent  only  to  the  applicant  who  is  the  first 
to  file  his  application. 

Nothing  constructive  will  be  accomplished  by  having  inventors  race  to  the 
Patent  Office.  On  the  other  hand,  the  careful  and  methodical  inventor  who  re- 
duces his  invention  to  practice  and  tests  it  to  his  satisfaction  before  proceeding 
to  file  for  a  patent  may  be  needle.ssly  penalized.  It  is  believed  that  the  workload 
of  the  Patent  Office  would  be  greatly  increased  under  a  first-to-file  .system,  thus 
adding  considerably  to  the  cost  of  the  operations  of  the  Patent  Office.  Many 
applications  would  be  hurriedly  filed  with  a  minimum  disclosure  in  order  to 
obtain  a  filing  date.  As  additional  work  was  done  by  the  inventor,  continuation- 
in-part  applications  would  be  filed  until  the  last-filed  application  contained  all 
of  the  diselo.sure  which  would  support  the  broad  claims  to  which  the  inventor 
was  entitled.  This  is  especially  true  in  chemical  cases  where  the  Patent  Office 
now  refuses  to  grant  broad  claims  unless  the  claimed  subject  matter  is  fully 
supported  by  the  disclosure.  Representative  numbers  of  compounds  have  to  be 
tested  and  found  to  be  suitable  for  the  purpose  of  the  invention  in  order  to  sup- 
port the  broad  claims.  To  test  such  compounds  requires  time.  Under  a  first-to-file 
system,  the  inventor  who  reduces  a  species  to  prac-tice  would  promptly  file  an 
application  on  the  si)ecies  or  a  small  genus  which  includes  the  species.  As  further 
work  was  done  by  him  on  related  compounds,  additional  continuation-in-part 
applications  would  be  filed.  Not  only  would  these  additional  applications  create 
a  burden  on  the  I'atent  Office,  but  there  would  also  be  considerable  expense  to 
the  inventor  because  of  the  filing  fee  necessary  for  each  application  and  the 
attorney's  fees  for  preparing  each  of  the  applications. 

I'he  principal  reason  advanced  for  the  first-to-file  system  is  that  it  will  elimi- 
nate interferences  in  the  Patent  Office  between  conflicting  applications.  However, 
statistics  of  the  Patent  Office  show  that  only  about  two  percent  (2%)  of  all  appli- 
cations become  involved  in  interferences.  Many  of  these  are  amicably  settled  by 
the  parties  without  having  to  go  through  the  testimony  stage  and  without  having 
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to  submit  them  to  the  Board  of  Patent  Interferences  for  decision.  The  very 
small  nimiber  of  cases  which  are  litigated  in  the  Patent  Office  and  eventually  in 
the  courts  usually  involve  a  close  question  of  fact  or  law,  or  both,  and  the  sub- 
ject matter  of  the  interference  is  sufficiently  important  to  the  parties  to  warrant 
the  expense  involved. 

To  eliminate  interferences,  and  actually  to  eliminate  the  small  number  of 
cases  contested  to  a  final  decision,  the  first-to-file  system  proposed  as  the  solu- 
tion, while  decreasing  the  workload  of  tlie  Office  in  one  area,  would,  in  effect, 
penalize  the  remaining  98%  of  the  applicants  while  simultaneously  increasing 
the  work  load  in  the  Patent  Office  in  another  area. 

One  other  problem  which  would  be  created  by  the  proposed  first-to-file  system 
is  the  serious  if  not  unconscionable  burden  it  would  place  on  the  one  who  prepares 
patent  applications  for  filing  in  the  Patent  Office.  Whose  case  does  he  take  up 
first  for  preparation?  Can  a  delay  of  one  day  in  filing  the  application,  due  to  ill- 
ness, vacation,  an  emergency,  poor  mail  service,  or  the  like,  cause  the  inventor 
to  lose  his  right  to  the  patent  because  another  filed  a  day  earlier?  Should  an 
effort  be  made  to  finish  typing  an  application  that  evening  instead  of  the  next 
day?  Should  the  inventor  be  advised  to  stand  by  and  sign  the  application  as  soon 
as' it  is  completed?  Should  the  application  be  hand-carried  to  the  Patent  Office 
and  dropped  into  the  box  before  midnight  so  as  to  have  that  day's  date  given  to  it? 
Doesn't  this  place  an  inventor  located  outside  of  Washington  at  a  disadvantage, 
particularly  if  his  attorney  has  to  mail  the  signed  application  to  the  Patent 
Office,  thus  losing  a  day  or  two  in  the  process?  Will  an  inventor  who  lost  an 
earlier  filing  date  have  a  course  of  action  against  the  one  who  prepared  his 
application  if  the  latter  was  working  on  another's  application?  These  are  but  a 
few  of  the  questions  which  would  be  raised  if  a  first-to-tile  system  were  to  be 
put  into  effect. 

SIMPLIFIED    PRIORITY    CONTESTS 

The  Association  has  approved  in  principle  simplification  of  the  present  inter- 
ference practice  by  1)  issuing  a  patent  to  the  senior  party,  and  2)  permitting  the 
junior  party  to  initiate  an  interference  within  one  year  after  the  patent  issues. 

As  stated  above,  interferences  involved  only  a  very  minor  part,  about  two  i>er- 
ceut  (2%)  of  all  applications  filed  in  the  Patent  Office.  Many  of  the  interferences 
which  are  declared  are  amicably  settled  between  the  parties  with  a  copy  of  the 
settlement  agreement  being  made  of  record  in  the  Patent  Office  (35  USC  135). 

When  an  interference  is  declared  between  a  patent  and  a  pending  application, 
the  public  becomes  aware  of  the  proceeding  from  an  examination  of  the  patent 
file  in  the  Patent  Office.  Meanwhile,  the  term  of  the  patent  is  running.  The  public 
knows  of  the  subject  matter  of  the  interference,  i.e.,  which  claims  of  the  patent 
are  involved,  and  knows  the  identity  of  the  other  party  or  parties.  However,  in 
those  instances  where  interferences  are  declared  between  two  i>ending  applica- 
tions, the  public  suffers  in  that  it  may  be  several  years  before  the  interference 
is  decided  and  a  patent  issues  to  the  winning  party.  During  this  time,  the  public 
may  be  unaware  of  the  proceeding.  Since  Patent  Office  statistics  show  that  the 
senior  party  prevails  in  a  majority  of  interferences,  the  Association  believes  that 
the  Patent  Office  should  issue  the  patent  to  the  senior  party  as  promptly  as  pos- 
sible by  expediting  the  prosecution.  The  term  of  the  patent  will  then  be  running 
during  the  time  the  senior  party's  patent  is  cited  in  the  junior  party's  application, 
one  or  more  claims  are  copied,  and  an  interference  is  declared.  If,  as  in  many 
of  the  cases,  the  senior  party  eventually  prevails,  several  years  of  the  patent's 
life  will  have  expired.  The  patentee  will  not  have  been  unduly  damaged,  since 
he  was  in  a  position  to  bring  actions  against  any  infringers.  However,  since 
there  are  situations  where  the  junior  party  is  the  first  inventor,  the  junior  party 
should  not  be  penalized  for  having  delayed  in  filing  his  application  in  the  Patent 
Office.  Of  course,  if  the  delay  has  been  occasioned  by  the  junior  party  in  that  he 
has  attempted  to  suppress  or  conceal  his  invention  and  was  stirred  into  filing  a 
patent  application  only  because  of  the  activity  of  the  senior  party,  the  courts 
and  the  Patent  Office  would  deny  the  benefit  of  the  earlier  date  to  the  junior 
party,  as  they  have  done  in  the  past. 

While  interference  proceedings  are  time-consuming  and  sometimes  costly 
to  the  ax>plicants,  the  Patent  Office  has  made  great  strides  in  the  last  several 
years  to  modify  the  interference  practice  so  as  to  shorten  the  time  of  the  pro- 
ceeding. Additional  steps  could  be  taken  by  the  Patent  Office  within  the  present 
law  to  further  shorten  the  time  and  also  to  further  simplify  the  proceefling 
without  the  need  for  the  drastic  step  of  eliminating  interferences  and  award- 
ing the  patent  to  the  first  to  file.  It  is  not  reasonable  to  i>enalize  the  approxi- 
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mately  98'yc  of  the  applicants  who  file  for  patents  and  who  are  not  involved 
in  any  interference  proceeding,  by  having  them  race  to  the  Patent  Office  with; 
their  applications,  in  order  to  eliminate  the  problem  of  the  remaining  2^o  of 
the  applicants  who  do  get  into  interferences. 

FOREIGN    PUBLIC   USE   AS   PRIOR  ART 

The  Association  opposes  in  principle  any  change  in  35  USC  102  which  would 
include  foreign  knowledge,  use.  or  sale  as  prior  art. 

To  enlarge  the  definition  of  prior  art  as  suggested  in  the  Administration's 
bill  would  be  to  place  a  cloud  on  almost  every  patent  which  issues  in  the  U.S. 
In  enforcing  his  patent,  the  patentee  would  never  know  if  somewhere  in  the 
world  others  had  prior  knowledge  of  the  invention,  independently  arrived  at. 
or  had  used  or  sold  a  product  identical  or  similar  to  his  invention.  The  cost  of 
litigation  would  materially  increase  if  an  alleged  infringer  sought  to  prove 
foreign  knowledge,  use.  or  sale  of  an  invention  which  could  anticipate  the 
patentee's  disclosure.  Further,  it  is  not  seen  how  any  knowledge  by  another 
in  a  foreign  country,  or  use  or  sale  of  a  development,  device,  process,  etc..  in  a 
foreign  country  benefits  the  U.S.  public.  The  public  is  benefitted  only  whon  the 
new  device  is  introduced  into  this  country  or  is  published  in  references  which 
are  available  to  those  in  this  country  involved  in  the  particular  art. 

Further,  the  Association  notes  that  in  many  industrially  developed  countries 
where  applications  are  examined  before  patents  are  granted,  including  Canada, 
Germany,  Great  Britain,  Japan,  and  Switzerland,  knowledge  outside  the  par- 
ticular country  is  not  considered  to  be  prior  art.  The  Association  can  see  no 
need  to  expand  the  definition  of  "prior  art"  as  that  term  is  used  today,  since 
such  expansion  is  not  in  the  best  interests  of  the  country  or  of  our  patent  system. 

ASSIGNEE   FILING   AND   JOINDER   OF   INVENTION 

The  Association  approves  in  principle  liberalizing  the  formalities  of  filing 
patent  applications  to  allow  owners  to  file  for  patents  and  also  liberalizing  the 
provision  of  the  statute  with  regard  to  joinder  or  nonjoinder  of  inventors. 

Liberalizing  the  present  law  and  giving  the  owner  of  the  invention  the  right 
to  file  the  application  will  result  in  many  earlier  filings  of  applications,  particu- 
larly in  those  instances  where  the  inventor  no  longer  works  for  the  company,  or. 
having  left  the  company,  is  now  unwilling  to  execute  an  application,  thus  requir- 
ing the  owner  to  take  legal  action  against  the  inventor.  The  burden  which  the 
owner  now  faces,  as  set  forth  in  3.")  USC  118.  can  be  alleviated  while,  at  the  same 
time,  reducing  the  work  of  the  Patent  Office  personnel  who  now  must  consider  all 
of  the  papers  filed  by  the  owner  pursuant  to  the  provisions  of  this  section  of 
the  law^ 

One  area  which  presents  difficulties  for  patent  lawyers  preparing  applications 
involving  two  or  more  inventors  is  in  attempting  to  ascertain  the  true  inventor 
or  co-inventors  for  all  of  the  subject  matter  set  forth  in  the  application  and  the 
claims.  Where  the  co-inventors  work  in  a  research  department  of  a  corporation, 
it  becomes  extremely  difficult  to  ascertain  the  actual  contribution  of  each  in- 
ventor to  the  invention  being  claimed.  By  liberalizing  the  provision  of  the  statute 
with  regard  to  joinder  or  nonjoinder  of  inventors,  the  prepai-ation  and  filing  of 
patent  applications  could  be  readily  expedited  and  the  cost  to  the  applicant  con- 
siderably reduced.  The  important  factor  is  to  have  the  patent  issue  and  be  made 
available  to  the  public  at  an  early  date.  The  public  is  probably  less  concerned 
with  the  individual  contributions  of  each  inventor  than  it  is  with  learning  al)out 
the  disclosure  as  a  whole. 

STANDBY  AUTHORITY  FOR  OPTIONAL  DEFERRED  EXAMINATION 

The  Association  opposes  the  granting  of  standby  statutory  authority  to  any 
agency  to  institute  a  deferred  examination  procedure  at  a  later  date. 

If  such  deferred  examination  is  believed  to  be  necessary  in  the  future  for  the 
successful  operation  of  the  Patent  Office,  the  Patent  Office  should  be  required  to 
come  to  Congress  at  that  future  0.:\te  and  ask  f(ir  passage  of  legislation  imple- 
menting the  proposal.  At  that  time  the  experience  encountered  in  Holland  and 
Germany,  and  any  other  country  which  may  have  adopted  deferred  examination 
procedures,  will  be  available  for  consideration  by  Congress  and  all  interested 
parties  can  express  their  views  prior  to  the  enactment  of  any  legislation. 
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EX   PARTE   CO^'SIDEKATIOX   OF   PRIOR   ART   SUKMITTKI)  BY   THE   Pl'BLIC 

Assuming  publication  after  allowance  of  an  application,  the  Association  ap- 
proves in  principle  consideration  by  the  Patent  Offic  of  patents  and  publications 
cited  by  the  public  within  six  months  after  publication  of  the  allowed  applica- 
tion, provided  that  the  applicant  has  an  opportunity,  ex  parte,  to  rebut  any 
determination  of  unpatentability  and  also  has  the  opportuniry  to  amend  any 
claim. 

The  Association  believes  that  in  those  instances  where  an  application  is  pub- 
lished and  a  member  of  the  public  knows  of  a  reference  which  does,  in  fact,  fully 
anticipate  the  published  claims,  the  reference  should  be  and  very  likely  will  be 
brought  to  the  attention  of  the  Patent  Office.  Whether  the  public  will  cite 
references  which  do  not  fully  disclose  the  claimed  invention,  but  which  must  be 
modified  by  one  having  ordinary  skill  in  the  art  in  accordance  with  35  USC  103. 
is  a  question  which  is  difficult  to  answer.  Hovvever,  in  those  situations  where 
such  references  are  cited  by  the  public,  the  applicant  should  have  the  opportunity 
to  further  prosecute  his  application  and  amend  the  claims,  if  necessary,  in  order 
to  distinguish  over  these  references.  If  he  can  distinguish  over  the  art  to  the 
satisfaction  of  the  Patent  Office,  a  stronger  patent  will  subsequently  be  issued. 

APPEALS  FROM   THE  PATENT  OFFICE 

The  Association  is  opposed  in  principle  to  statutory  enactment  which  would 
make  decisions  of  the  Court  of  Customs  and  Patent  Appeals  reviewable  by  the 
United   States  Court  of  Appeals  for  the  District  of  Columbia  Circuit. 

The  Association  does  not  believe  that  the  decisions  of  a  five-judge  court  should 
be  reviewed  by  a  three-judge  court  of  appeals.  The  Court  of  Customs  and  Patent 
Appeals  has  been  in  existence  for  many  years  and  has  decided  thousands  of  patent 
and  trademark  cases.  While  admittedly  there  have  been  situations  where  the 
decisions  of  the  Court  have  not  been  followed  by  the  United  States  District  Court 
for  the  District  of  Columbia  or  the  United  States  Court  of  Appeals  for  the  Dis- 
trict of  Columbia  Circuit  and,  in  certain  instances,  two  different  positions  have 
been  arrived  at,  these  instances  have  been  extremely  rare  over  the  years.  In  fact, 
this  situation  is  not  unlike  that  which  presently  exists  between  the  different  judi- 
cial circuits  where  the  re.sult  in  one  circuit  is  different  from  that  in  another  cir- 
cuit. Where  such  differences  exist,  the  United  States  Supreme  Court  usually 
trrants  certiorari  and  resolves  the  differences.  The  same  is  true  in  the  present 
situation.  If  there  is  a  conflict  in  decisions  between  the  United  States  Court  of 
Appeals  for  the  District  of  Columbia  Circuit  and  the  Court  of  Customs  and 
Patent  Appeals,  the  dissatisfied  party  in  either  court  can  file  a  petition  for  a 
Avrit  of  certiorari  with  the  Supreme  Court. 

To  unduly  burden  the  United  States  Court  of  Appeals  for  the  District  of 
Columbia  Circuit  by  having  it  also  hear  appeals  from  the  Court  of  Customs  and 
Patent  Appeals  in  order  to  avoid  these  very  few  instances  of  conflict,  does  not 
appear  to  be  a  reasonable  solution.  The  independence  of  the  Court  of  Customs 
and  Patent  Appeals  should  be  maintained. 

LIMITATIOX     ox     BROADEXED     REISSUES 

The  Association  opposes  any  provisions  in  the  statute  which  would  prohibit  the 
granting  of  reissue  patents  with  one  or  more  claims  broader  than  those  in  the 
original  patent. 

The  present  reissue  statutes  were  designed  to  aid  the  inventor  who  through 
error  without  any  deceptive  intention  claimed  more  or  less  of  the  invention  than 
he  had  a  right  to  claim  in  the  patent.  Under  the  present  law,  the  applicant  has 
the  burden  of  .showing  the  Patent  Office  how  this  error  arose  and  that  it  arose 
without  any  deceptive  intention.  This  burden  is  a  heavy  one  for  the  applicant. 
However,  having  satisfactorily  carried  the  burden,  the  applicant  should  be  per- 
mitted to  correct  his  error  by  way  of  a  reissue  patent. 

Such  errors  usually  are  noted  only  after  the  patent  issues  and  usually  after 
the  inventor  attempts  to  interest  someone  in  purchasing  the  patent  or  taking  a 
license  thereunder.  Nothing  is  to  be  gained  by  penalizing  the  patentee  for  an 
error  in  not  claiming  the  invention  more  broadly.  The  public  is  fully  protecteil 
under  the  present  statute  if  anyone  obtains  any  intervening:  rights  i)ri()r  to  the 
grant  of  the  reissued  patent  (3n  USC  2r)2K  The  patentee,  having  fulfilled  his  part 
•of  the  contract  with  the  Covernment  by  fully  disclosing  the  invention  (it  is  to  be 
noted  that  a   reissue  application  cannot  contain  any   new  matter),  should  be 
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entitled  to  correct  any  error  occurring  without  deceptive  intention,  in  order  to 
fully  protect  his  rights  in  the  invention.  The  present  tvpo-year  period  from  the 
grant  of  the  original  patent,  within  which  the  i>atentee  may  enlarge  the  scope  of 
the  claims  and  thus  obviate  the  error,  is  submitted  to  be  entirely  reasonable. 

EXPIRATION     OF    PATENT 

The  Association  approves  in  principle  legislation  providing  that  a  patent  shall 
expire  twenty  years  after  the  filing  of  the  earliest  United  States  application 
relied  upon,  provided  that  in  no  event  will  the  term  of  the  patent  be  less  than  10 
years  from  the  date  of  the  grant. 

The  Association  agrees  that  the  term  of  the  patent  shall  be  twenty  years  from 
the  date  on  which  the  earliest  United  States  application  is  filed.  If  the  Patent 
Ofiice  can  coninue  to  improve  the  examination  procedures  in  the  manner  in 
v.-hich  it  is  already  so  doing,  a  patent  .should  issue  approxiraatel.v  three  years 
after  the  filing  date.  Thus,  the  term  of  the  patent  will  still  be  approximately  17 
years  from  the  date  of  grant.  However,  in  those  situations  where  the  application 
is  involved  in  an  interference  proceeding  or  any  other  proceeding  in  the  Patent 
Office,  the  Association  believes  that  the  applicant  should  not  be  unduly  penal- 
ized for  delays  which  are  very  likely  outside  of  his  control.  Therefore  the  Associ- 
ation suggests  that  the  minimum  term  of  the  patent  should  not  be  less  than  ten 
years  from  the  date  of  the  grant. 

PATENT    OFFICE    FEES 

The  As.sociation  opposes  granting  the  Commisisioner  of  Patents  the  right  to  fix 
fees  to  be  paid  in  connection  with  the  filing,  examination,  and  is.suance  of  patents, 
and  record  relating  thereto,  designed  to  effect  an  overall  recovery  of  a  predeter- 
mined percentage  of  the  cost  of  operation  of  the  Patent  Office. 

The  Patent  Office,  while  providing  a  benefit  to  the  inventors,  also  provides  a 
benefit  to  the  public.  To  say  that  the  inventor  must  pay  a  substantial  part  of  the 
cost  of  running  the  Patent  Office,  which  part  would  be  left  to  the  discretion  of 
the  Commissioner  of  Patents,  is  being  unfair  to  the  inventor  and  appears  to  dis- 
regard the  benefit  which  the  public  receives  from  the  patent  system.  The  Asso- 
ciation believes  that  whenever  the  cost  of  operating  the  Patent  Office  increases 
to  the  point  where  the  Commissioner  believes  that  an  increase  in  various  fees 
should  he  made,  he  should  have  to  come  to  Congress  for  appropriate  legislation, 
and  give  the  reasons  why  he  believes  the  fee  increase  is  necessary.  This  would 
then  provide  the  public  an  oppoi-tunity  to  be  heard  on  this  point.' Congress  can 
then  make  its  decision,  based  upon  all  of  the  facts  made  known  to  it  at  that  time, 
as  to  whether  any  increase  in  fees  is  justified  and,  if  so,  how  much  the  increase 
should  be. 

******* 

The  Bar  Association  of  the  Di.«rt.rict  of  Columbia  stands  ready  to  do  its  part 
in  assisting  your  Subcommittee  and  will  cooperate  in  any  way  that  it  can  with 
.vour  Subcommittee. 

Respectfully  submitted. 

Joseph  A.  DeGrandi,  Chairman. 


State   Bar  of  Michigan, 
Patent,  Trademark  and  Copyright  Section, 

February  8, 196S. 
Senator  .John  L.  McClellan, 
U.S.  Senate  Office  Building, 
Wa.'ihington,  D.C. 

Dear  Senator  McClellan  :  1  am  authorized  and  privileged  to  transmit  to  you 
a  Statement  from  the  State  Bar  of  Michigan  concerning  patent  legislation  now 
pending  before  the  Congress.  This  Statement  incorporates  certain  broad  objeec- 
tives  first  advanced  by  the  President's  Commission  on  the  Patent  System  in  its 
report  to  the  President  dated  November  17,  1966.  It  also  expresses  special  con- 
cern and  support  for  certain  principles  of  patent  law  which  it  urges  be  embodied 
in  any  new  patent  legislation.  Finally,  it  declares  the  support  of  the  Patent, 
Trademark  and  Copyright  Sortion  of  the  State  Bar  of  Michigan  for  S.  2597  and 
H.R.  13951,  now  pending,  resjtectively,  in  the  Senate  and  House  Judiciary  Com- 
mittees. 
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The  Patent,  Trademark  and  Copyright  Section  is  composed  of  approximately 
190  patent  lawyers.  The  total  membership  of  the  State  Bar  of  Michigan  is  ap- 
proximately 10,500.  The  enclosed  Statement,  the  brevity  of  which  in  no  way 
reflects  the  extent  of  discussion  and  debate  on  the  subject,  is  principally  the  work 
product  of  the  elected  Council  and  OflScers  of  the  Patent,  Trademark  and  Copy- 
right Section  and  is  supported  by  the  overwhelming  majority  of  the  members  of 
the  Section.  The  Council  and  Officers  together  form  a  working  body  in  which 
seven  members  are  patent  lawyers  associated  with  corporations  and  six  are  in 
private  practice.  This  Statement  therefore  represents  a  balanced  evaluation  of 
the  proposed  legislation. 

Although  many  of  our  members  have  reservations  concerning  specific  provi- 
sions of  S.  2597  and  H.R.  13951,  it  is  our  firm  belief  that  these  bilLs  represent  a 
sound  and  strong  approach  to  patent  law  revision  and  without  question  are 
much  to  be  preferred  over  all  other  pending  legislative  proposals,  including  si)e- 
cifically  S.  1042  and  H.R.  5^24. 

Should  you  have  any  questions  concerning  our  Statement  or  other  aspects  of 
our  attitude  in  this  matter,  please  address  such  questions  to  my  attention.  We 
would  be  grateful  for  your  thoughtful  consideration  of  this  Statement  and  urge 
your  support  of  the  legislation  it  commends. 
Very  truly  yours, 

A.  R.  Whale,  Chairman. 

Statemext  of  Position  on  Patent  Legislation  by  the  State  Bar  of  Michigan 

The  State  Bar  of  Michigan  commends  the  efforts  of  various  interested  parties 
and  organizations  working  to  improve  the  effectivness  of  the  United  States 
patent  system  through  legislation. 

The  State  Bar  of  Michigan  recognizes  the  fundamental  constitutional  proposi- 
tion that  a  patent  system  shall  promote  the  progress  of  the  useful  arts  by  secur- 
ing to  invps<-ors  tlie  exclusive  right  to  their  discoveries  for  a  limited  time.  Any 
changes  in  the  patent  law  of  the  United  States  must  be  consistent  with  this  con- 
stitutional mandate. 

The  State  Bar  of  Michigan  believes  that  a  patent  system  of  the  type  under 
which  this  nation  has  prospered  for  over  130  years  continues  to  provide  a  .'timu- 
lating  climate  for  research,  development  and  innovation,  thereby  contributing 
to  the  progress  and  technological  leadership  which  is  singularly  ours. 

Nevertheless,  the  State  Bar  of  Michigan  believes  that  some  changes  in  the 
patent  system  are  desirable  to  improve  its  overall  effectivness  in  a  changing 
world. 

In  view  of  the  foregoing,  the  State  Bar  of  Michigan  endorses  the  following 
general  objectives  and  specific  patent  law  principles : 

objectives 

1.  To  raise  the  quality  and  reliability  of  United  States  patents. 

2.  To  shorten  the  pendency  of  patent  applications  in  the  Patent  Office. 

3.  To  accelerate  public  disclosure  of  technological  advances. 

4.  To  reduce  the  expense  of  obtaining  and  litigating  pn tents. 

5.  To  make  our  patenting  procedures  more  compatible  with  those  of  other 
major  countries  wherever  consistent  with  the  objectives  of  the  United  States 
system. 

6.  To  prepare  the  patent  system  for  an  exploding  technology. 

specific   patent   law   PKINCrPLES 

The  State  Bar  of  Michigan  expresses  special  concern  that  the  following  prin- 
ciples be  preserved  for  the  continued  effective  functioning  of  the  United  States 
patent  .system  and  urges  that  any  new  patent  legislation  be  consistent  with  these 
principles : 

1.  Grace  period 

An  inventor  should  continue  to  have  a  grace  period  of  one  year  from  the  first 
publication,  public  use.  or  sale  by  the  inventor  within  which  to  file  a  patent 
application. 

2.  Interferences 

The  first  inventor  is  the  one  to  whom  a  patent  should  be  granted.  The  basic 
tenets  of  the  present  Patent  Office  interference  procedure  should  be  retained. 
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This  procedure  will  continue  to  enable  the  Patent  Office  to  determine  which 
inventor  is  first  where  two  or  more  inventors  have  filed  i^atent  applications 
claiming  the  same  invention. 

3.  Patentable  subject  matter 

Any  new  and  useful  process,  machine,  manufacture,  or  composition  of  matter, 
or  any  new  and  useful  improvement  thereof,  is  patentable  subject  matter.  Com- 
puter programs  or  any  other  new  technology  should  be  handled  in  accordance 
with  this  principle. 

/f.  Examination  of  patent  applications 

All  patent  applications  should  continue  to  be  examined  on  their  merits  as 
soon  after  the  filing  thereof  as  possible.  There  should  be  no  deferred  examination. 

5.  Burden  of  persuasion 

In  determining  whether  an  invention  meets  the  statutory  requirements  for 
patentability,  the  Patent  OflSce  should  retain  the  burden  of  showing  that  the 
invention  is  not  patentable. 

Statement  of  Position  on  Patent  Legislation  by  the  Patent,  Trademark, 
AND  Copyright  Section  of  the  State  Bar  of  Michigan,  January'  26,  1968 

The  Patent,  Trademark  and  Copyright  Section  of  the  State  Bar  of  Michigan 
has  thoroughly  studied  and  evaluated  the  various  bills  for  patent  law  revision 
now  before  the  Congress.  It  is  the  firm  conclusion  of  the  Section  that  Senate 
Bill  2597  (House  of  Representatives  Bill  13951),  drafted  by  and  introduced  at 
the  request  of  the  American  Bar  Association,  is  the  bill  presently  most  con- 
sistent with  the  foregoing  statement  of  objectives  and  principles.  The  Section 
therefore  urges  passage  of  S.  2597  and  H.R.  13951  as  in  the  best  interests  of 
our  nation's  continuing  progress  under  an  effective  incentive  system  of  patents. 

A.  R.  Whale,  Chairman. 

The  Association  of  the  Bar, 

OF  the  City  of  New  York, 
Ncio  York.  N.Y.,  March  9, 1968. 

Re  bills  for  revision  of  the  patent  laws :  Especially  S.  1042  and  S.  2597. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Committee 
on  the  Judiciary,  Senate  Office  Building,  Washington,  D.C. 

Dear  Senator  McClellan  :  The  Association  of  the  Bar  of  the  City  of  New 
York  has  charged  its  Committee  on  Patents,  for  whom  I  am  writing,  to  examine 
pending  patent  legislation  and  in  the  name  of  the  Association  to  make  recom- 
mendations about  such  legislation  and  to  promote  or  opix)se  it.  Accordingly,  very 
extensive  consideration  has  been  given  to  the  pending  bills  for  general  revision 
of  the  patent  laws,  especially  S.  1042  and  S.  2.507,  as  well  as  to  the  underlying 
Report  of  the  President's  Commission  on  the  Patent  System,  and  we  therefore 
take  this  opportunity  of  pre.senting  the  following  views,  for  our  Association. 

The.se  bills  have  largely  been  prompted  by  the  proposals  of  the  President's 
Commission,  which  performed  a  valuable  public  service  in  studying  the  patent 
system  and  in  pointing  out  areas  or  subjects  where  improvement  might  be  de- 
sirable. Credit  should  nevertheless  also  be  given  to  the  less  publicized  but  very 
valuable  studies  which  your  own  Subcommittee  has  been  pursuing  in  this  field 
for  many  years.  We  have  confidence  that  the  Congress  will  now  perform  a  like 
service  of  great  value,  in  effectuating  a  revision  of  the  patent  laws  in  a  manner 
consonant  with  the  best  interests  of  the  public  as  well  as  inventors,  under  the 
Constittitional  ain.'  of  promoting  "the  progress  of  the  useful  arts." 

It  is  understood  that  the  Department  of  Commerce,  although  originally  sup- 
porting S.  1042,  as  in  toto  requisite  to  implement  the  Commi.ssion's  Report,  has 
more  recently  indicated  a  modification  of  its  views  in  a  number  of  areas,  or  a 
willingness  to  accept  a  modification  of  several  proposals  in  S.  1042,  as  expres.sed 
for  example  in  a  letter  to  Senator  P]astland  for  the  purpose  of  comment  on  S. 
2597,  copies  of  such  letter  having  been  released  on  January  24.  Indeed  we  under- 
stand that  it  will  now  very  likely  become  a  task  of  the  Congress,  exercised  for 
the  Senate  in  the  first  instance  by  your  Subcommittee,  to  frame  a  revised  bill 
in  the  light  of  all  comments  received.  The  views  stated  below  for  our  Association. 
e.g.  on  S.  1042  and  S.  2597,  are  therefore  expressed  in  the  foregoing  context  and 
in  the  earnest  hope  that  they  may  be  of  some  assistance. 
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Since  much  discussion  of  the  bills  has  been  categorized  in  accordance  with 
the  numbered  topics  of  the  Report  of  the  President's  Commission,  we  shall  con- 
veniently do  so  here,  e.g.  by  referring  for  brevity  to  Subjects  I,  II,  III  and  so 
forth,  meaning  the  corresponding  recommendations  or  sections  of  the  Report. 

Subject  I 

(A)    PEIOEITY  OF  BIGHT  TO  A  PATENT 

Section  102  of  S.  1042,  in  contrast  to  present  law  and  S.  2."97,  prescribes  an 
jib.soliite  fir.st-to-file  system  but  it  is  imder.stood  that  the  Department  of  Commerce 
is  no  longer  insisting  upon  so  rigid  a  rule. 

We  welcome  this  more  moderate  view,  because  we  are  opposed  to  an  absolute 
Hrst-to-tile  principle  for  the  granting  of  p:itent>^.  We  believe  that  such  a  rule, 
predicating  the  inventor's  right  on  filing  date  alone,  would  substitute  a  race  to 
the  Patent  Office  for  the  orderly  and  complete  development  of  inventions  that 
has  long  been  the  foundation  of  patent-stimulated  technology  in  this  country. 
Extreme  urgency  for  filing  applications  would  only  result  in  large  numbers  of 
half-baked  and  speculative  disclosures,  which  far  from  advancing  the  arts  would 
uselessly  clutter  the  published  records  and  vrould  fail  to  meet  the  true  spirt  of 
the  patent  system,  naraely  the  granting  of  limited  exclusive  rights  in  return 
for  the  contribiition  of  practical  advances  in  technology. 

A  fir.st-to-lile  system  would  discriminate  badly  against  the  inventor  or  indus- 
trial group  of  limited  means,  who  could  not  comi^ete  with  the  vast  resources  of 
large  companies  in  a  race  to  file  applications  on  a  basis  of  exi^ert  guesswork  or 
intensified  experimentation.  Neither  the  avoidance  of  the  relatively  few  inter- 
ference contests  that  now  arise,  nor  a  desire  for  uniformity  with  foreign  patent 
procedures  seems  to  justify  upsetting  a  system  that  has  been  helpful  to  inventors 
and  has  provided  the  jmblic  with  developed,  workable  disclosures.  Indeed  it  is 
common  experience  that  many  foreign  patents  are  so  meager  and  unsubstantiated 
in  their  teachings  as  to  be  valueless, — in  large  part  because  of  rigid  filing  time 
requirements. 

A  basic  difficulty  of  a  first-to-file  scheme  is  that  two  rival  inventors,  unknown 
to  each  other,  are  each  faced  with  the  deadline  of  the  other's  filing  date,  which 
neither  can  possibly  predict ;  to  impose  a  time  limit  that  is  absolutely  critical 
yet  entirely  unkown  seems  unique  in  the  law  and  unfair  to  both  parties,  as 
against  the  equitable  procedure  of  determining  their  rights  by  their  actual  dates 
of  invention. 

We  agree  with  the  concept  that  there  o\ight  nevertheless  to  be  a  time  period, 
prior  to  an  application  filing  date,  beyond  which  the  inventor  should  not  be 
accorded  a  date  of  invention.  It  is  understood  that  the  Department  of  Commerce 
is  proposing  an  interval  of  one  year,  but  we  believe  that  a  period  of  Uvo  j/enrs 
is  not  only  reasonable  and  fair,  but  is  basically  requisite  in  order  to  obtiiin  the 
full  benefits  of  a  time  for  testing,  perfecting  and  appraising  an  invention. 

In  numerous  fields  adequate  experimentation,  construction  and  test  of  devices, 
determination  of  chemical,  agricultural,  biological,  medical  or  other  effectiveness 
(often  requiring  seasonal  or  long-continued  testing),  as  well  as  informative 
exploration  of  alternatives  and  assessment  of  results  can  well  take  all  of  this 
time,  all  the  more  so  in  the  situation  of  the  inventor  or  comi)any  of  limited 
resources. 

Tiro-i/ear  priority  period 

For  the  above  reasons  and  for  the  sake  of  getting  complete,  workable  inven- 
tions into  patents,  we  think  it  clear  that  a  two-year  priority  interval  should  be 
available  to  the  inventor. 

It  is  understood,  moreover,  that  the  American  Chemical  Society — which  repre- 
sents thousands  of  research  workers — has  stated,  in  considering  the  present  legis- 
lation, that  a  minimum  of  two  years  before  the  filing  of  a  complete  patent  applica- 
tion is  necessary  to  achieve  the  goal  of  complete  and  useful  technical  disclosures 
in  patents. 

Many  years  ago,  in  advertising  to  an  inventor's  need  to  test  his  invention,  the 
Supreme  Court  remarked   (FAisabeth  v.  Pavement  Co..  f)7  U.S.  126.  l.S."))  : 

"If  durability  is  one  of  the  qualities  to  be  attained,  a  long  period,  perhaps  years, 
may  be  necessary  to  enable  the  inventor  to  discover  whether  his  purixtse  is  ac- 
complished." 

Even  more  pertinently  the  Supreme  Court  went  on  to  state,  in  that  case  (page 
137)  : 

S6-218— 68— pt.  2 25 
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"It  is  sometimes  said  that  an  inventor  acquires  an  undue  advantage  over  the 
public  by  delaying  to  take  out  a  patent,  inasmuch  as  he  thereby  preserves  the 
monoix)ly  to  himself  for  a  longer  period  than  is  allowed  by  the  policy  of  the  law ; 
but  this  cannot  be  said  with  justice  when  the  delay  is  occasioned  by  a  bona  fide 
effort  to  bring  his  invention  to  perfection,  or  to  ascertain  whether  it  will  answer 
the  purpose  intended.  His  monoiwly  only  continues  for  the  allotted  period,  in  any 
event ;  and  it  is  the  interest  of  the  public,  as  well  as  himself,  that  the  invention 
should  be  perfect  and  properly  tested,  before  a  patent  is  granted  for  it." 

Summarizing,  we  submit  that  priority  of  invention  should  be  retained  but 
limited  as  follows :  For  the  purpose  of  obtaining  or  maintaining  a  patent  claim 
an  applicant  or  patentee  shall  not  be  accorded  any  date  of  invention,  whether 
of  conception  or  otherwise,  that  is  earlier  than  two  years  before  his  earliest 
filing  date  in  the  United  States ;  acts  or  activity  prior  to  such  time  may  be  proved 
and  considered,  but  shall  not  be  deemed  to  establish  any  date  of  invention  earlier 
than  such  time.  It  is  noted  that  the  foregoing  is  in  effect  expressed  in  Section 
135(e)  of  another  pending  bill  for  patent  law  revision,  namely  S.  1691. 

With  any  enactment  maintaining  a  first-to-invent  system  there  must  be  pro- 
vision for  determination  of  so-called  interferences,  and  we  shall  deal  with  this 
question  at  another  place  in  this  letter. 

(B)     ONE- YEAR    GRACE    PERIOD 

Again,  it  is  understood  that  the  Department  of  Commerce  does  not  now  insist  on 
the  provision  of  S.  1042  that  would  eliminate  the  present  one-year  grace  period 
after  publication  or  public  use.  We  agree  that  the  one-year  interval  should  not 
be  discarded ;  it  has  been  and  can  continue  to  be  of  significant  benefit,  especially 
to  individual  inventors,  who  may  even  need  to  effect  some  marketing  or  publica- 
tion of  their  inventions  or  may  have  to  risk  publication  by  others,  in  order  to 
obtain  backing  or  to  judge  the  value  of  having  a  patent  application  prepared. 

Reliance  on  limited  provisions  for  overcoming  disclosures  made  in  violation  of 
some  obligation  to  the  inventor  is  no  answer  to  the  problem ;  actual  breach  of 
such  an  obligation  would  be  hard  to  trace  in  many  cases.  We  trust  that  essentially 
uniform  ."support  will  now  be  found  in  favor  of  retaining  the  one-year  period  of 
grace. 

(C)     FOREIGN    KNOWLEDGE,    USE,    AND    SALE 

Extension  of  the  concept  of  "prior  art"  to  include  public  use,  sale  or  other  mi- 
recorded  public  knowledge  in  foreign  countries,  as  contemplated  by  Section  102 
of  S.  1042,  and  as  contrasted  with  present  law  and  S.  2597,  could  place  an  in- 
tolerable burden  on  patent  owners  and  would  lend  imcertainty  to  the  status  of 
every  patent.  While  it  may  be  reasonable  to  charge  inventors  with  knowledge  of 
what  has  become  available  to  the  public  in  this  coimtry,  the  time  has  not  yet 
arrived  w^hen  there  can  be  a  like  imputation  as  to  activity  in  remote  corners 
of  the  earth.  Again  it  is  understood  that  oflBcial  insistence  on  this  widening  of 
the  area  of  prior  knowledge  and  use  has  been  withdrawn,  and  we  believe  it  a 
wise  conclusion  to  retain  the  territorial  limitation  of  the  present  law. 

Pate^its  with  foreign  filing  dates 

We  do  favor,  however,  the  change,  implicit  in  Section  102  of  S.  1042,  to  the 
effect  that  for  purposes  of  Section  102(e)  of  the  existing  law,  a  patent  (or 
published  application)  of  the  United  States  which  has  the  priority  of  a  foreign 
filing  date  may  be  said  to  speak  from  its  earlier  foreign  date  rather  than  from 
its  date  here.  This  should  only  occur,  of  course,  where  the  benefit  of  the  foreign 
filing  date  accords  with  other  provisions  of  law  and  the  requirements  of  a  priority 
claim  (including  the  deposit  of  a  copy  of  the  original  foreign  application)  have 
been  satisfied. 

Whereas  the  present  law  has  been  interpreted  as  forbidding  reliance  upon 
such  a  foreign  filing  date  for  so-called  reference  purposes,  we  agree  that  the 
above  change  would  be  fair  and  equitable. 

Subjects   II  and  III 

Assuming  that  the  one-year  grace  period  and  at  least  the  modified  priority-of- 
invention  system  which  we  have  discussed  above  are  to  be  retained  in  the  law, 
it  is  believed  that  statutory  provision  for  preliminary  applications  is  unnecessary, 
as  likewise  any  special  treatment  of  publications  derived  from  an  inventor. 
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Subject  V 

The  prnciples  enunciated  by  the  President's  Commission  regarding  filing  ap- 
plications by  assignees  and  naming  of  joint  inventors  are  approved,  and  the 
provisions  of  S.  1042  intended  to  implement  such  recommendations,  i.e.  Sections 
111,  115,  116  and  others  that  may  be  related,  are  specifically  approve<l.  It  is  ap- 
parent that  these  provisions  will  afford  a  welcome  liberalization  of  the  law,  in 
the  technicalities  of  filing  patent  applications  and  in  the  area  of  determining  or 
defining  joint  inventor.ship. 

Subject  VI 

Sections  119  and  120  of  S.  1042  would  make  it  an  absolute  requirement  to 
claim  the  benefit  of  an  earlier  foreign  or  United  States  application  at  the  time 
of  filing  the  application  that  is  entitled  to  such  priority.  This  seems  unduly 
strict.  Where  a  series  of  related  inventions  are  involved  in  a  continuing  project 
and  patent  applications  must  successively  be  prepared  and  filed  for  them,  often 
on  aja  urgent  basis,  it  can  be  very  diflScult  always  to  keep  in  mind  the  exact 
relations  among  the  disclosures.  Furthei-more  the  originators  of  applications 
coming  from  abroad  have  only  an  incomplete  knowledge  of  all  the  intricacies  of 
United  States  patent  practice,  and  a  rigid  priority  rule  represents  another  area 
where  mistake  can  be  made. 

Thus  with  such  a  rule  valuable  rights  could  easily  be  lost  by  mere  accident 
or  inadvertence.  Indeed  this  change  to  a  rigorous  deadline  would  mean  an  in- 
crease in  the  formalities  of  patent  application  papers,  whereas  other  parts  of 
the  bill  (S.  1042)  are  intended  to  simplify  them. 

We  therefore  urge  that  the  provisions  of  the  present  law  as  to  the  time  of 
claiming  priority  (in  35  U.S.C.  119,  120)  be  retained.  Of  course,  a  fairly  early 
designation  of  previous  applications  is  imiwrtant  for  the  work  of  the  Patent 
Office,  but  it  is  suggested  that  this  might  be  readily  covered  by  Office  rule,  i.e. 
regulation,  so  that  a  balance  could  be  obtained  between  the  needs  of  the  Office 
and  a  reasonable  leeway  for  applicants. 

Subject  VII 

PUBLICATION    OF   APPLICATIONS 

S.  1042  provides  for  mandatory  publication  of  all  patent  applications  18  to 
24  months  after  filing,  whereas  S.  2.597  contemplates  publication  only  after 
allowance  of  all  claims,  it  being  understood  that  the  Department  of  Commerce  is 
now  inclined  to  agree  with  some  intermediate  practice,  namely  awaiting  allow- 
ance except  w^hen  an  appeal  or  an  interference  proceeding  has  been  initiated. 

We  support  the  principle  of  getting  applications  published  as  early  as  is  fair 
and  practicable,  and  propose  that  an  application  be  published  (provided  a  period 
of  18  months  or  more  has  elapsed)  at  a  time  not  earlier  than  90  days  after 
notice  has  been  given  to  the  applicant  that  at  least  one  claim  of  the  application 
has  been  found  allowable.  This  would  seem  to  be  a  fair  basis  for  publication,  but 
in  any  event  the  inventor  should  not  be  required  to  make  a  disclosure  for  the 
benefit  of  the  public  until  he  has  some  assurance,  by  partial  or  complete  allow- 
ance, that  he  will  ultimately  receive  a  patent  of  suitable  scope. 

As  indicated  below,  we  see  no  reason  why  applications  involved  in  interference 
should  not  be  published,  but  in  appeals  where  no  claim  has  been  allowed,  the 
principle  of  affording  an  inventor  the  option  of  non-disclosure  should  he  receive 
no  patent  would  be  violated  by  circumstances  beyond  his  control.  Delays  in 
appeals  are  largely  the  result  of  the  backlog  of  work  of  appellate  tribunals — 
a  more  logical  remedy  being  to  clear  up  the  true  source  of  delay  rather  than  to 
penalize  the  inventor. 

Of  course,  whatever  publication  procedure  may  be  adopted,  there  should 
always  be  some  reasonable  notice  to  the  applicant  so  that  he  can,  if  he  wishes, 
avoid  publication  by  abandoning  his  application. 

We  also  approve  provisions  of  the  pending  legislation  whereby  an  applicant 
may  at  any  time  voluntarily  seek  publication,  subject  to  the  application  being 
found  in  proper  formal  condition. 
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Subject  VIII 

CONTINUATION    AND    SIMILAR   APPLICATIONS 

We  urge  adoption  of  Section  120  of  S.  2597,  imposing  no  limit  on  tlie  number 
of  sequential  applications  through  which  the  benefit  of  an  early  filing  date  might 
be  obtained.  This  provision  can  be  of  advantage  to  inventors,  particularly  in  the 
course  of  continuing  research,  and  would  serve  to  encourage  the  best  and  most 
complete  disclosure  in  an  ultimately  issued  patent.  Such  liberality  is  of  special 
need  where  development  of  the  entirety  of  a  series  of  inter-related,  inventive 
advances  may  require  a  prolonged  period. 

At  the  same  time,  adoption  of  a  patent  term  running  from  the  original  filing 
date  will  effectively  dispose  of  abuses  such  as  have  been  suggested  to  arise  under 
present  law  where  the  patent  term  does  not  commence  until  grant.  It  is  under- 
stood that  because  of  this  change  in  patent  term  the  Patent  Office  may  well 
assent  to  Section  120  of  S.  2597  in  the  above  respects. 

Subject   IX 

Standby  possibility  of  optional  deferred  examination  (Chapter  18  of  S.  1042) 
does  not  'seem  to  afford  uu  ad\  antage  consonant  with  this  puqwrted  grant  of 
authority.  The  merit  of  a  deferred  examination  sy.stem  has  been  questioned  and 
it  would"  appear  that  this  is  a  topic  that  at  best  should  be  resolved  by  the  Con- 
gress only  after  need  for  such  system  has  been  established  and  only  after  the 
effects  of  like  systems  in  foreign  countries  might  be  better  appraised.  It  is  under- 
stood that  the  Patent  Office,  which  has  achieved  highly  commendable  results  in 
expediting  its  work  of  examining  patent  applications,  now  feels  that  there  is  no 
basic  need  to  insist  on  standby  authority  of  this  sort. 

Subject   X 

BURDEN  OB"  PERSUASION 

It  is  our  view  that  Section  137  (of  S.  1042)  should  not  be  included  in  this  or 
any  revised  bill.  While  an  applicant  will  always  try  to  make  such  presentation 
as  will  be  persuasive  of  the  patentability  of  his  invention,  the  explicit  provi- 
sion of  Section  137  is  at  most  unnecessary  and  may  well  introduce  ambiguity, 
i.e.  in  the  meaning  of  this  novel  language  of  the  "burden  of  persuading  the  Office". 
With  respect  to  the  so-called  rule  of  doubt  (which  many  deem  meritorious)  it 
is  xmderstood  that  the  Patent  Office  is  now  following  a  practice  of  declining  to 
grant  patents  where  patentability  is  not  reasonably  clear,  and  it  would  seem 
that  if  there  is  any  need  for  confirming  the  principle  followed  by  the  Office  or 
for  adopting  some  other  principle,  this  can  surely  be  done  by  judicial  decision 
in  due  course. 

Subject  XI 

REEXAMINATION  AFTER  PUBLICATION 

We  support  the  principles  of  subsections  (a),  (b),  (c)  and  (e)  of  Section 
136  of  S.  1042.  and  particularly  as  improved  in  and  by  subsections  (a),  (b),  (c), 
(e)  and  (f )  of  Section  136  of  S.  2597,  namely  that  there  should  be  an  opportunity 
for  third  parties  to  cite  and  explain  prior  art  that  would  appear  pertinent  to  a 
published  application.  It  is  urged  that  subsections  (a)  and  (b),  for  example  in 
S.  2597.  should  in  effect  be  combined,  i.e.  to  provide  that  in  support  of  any 
notification  of  prior  art  (whether  under  circumstances  that  would  merely  perrait 
or  would  require  its  consideration)  the  party  citing  it  should  provide  a  written 
explanation  of  the  alleged  pertinence.  Such  requirement  would  tend  to  limit 
the  notices  under  this  section  to  matters  of  at  least  prima  facie  sub.stance,  and 
would  obviate  the  nuisance  and  harrassment  of  long  lists  of  patents  that  might 
be  largely  irrelevant. 

We  do  not  believe  tba*^  subsection  (d)  of  Section  136  of  either  bill  has  a  proper 
place.  On  the  one  hand,  statutory  authority  for  such  proceedings  opens  the 
inventor  to  protracted  hai'assment  and  delay,  while  adjudication  of  such  issues 
is  better  achieved  in  patent  litigation  of  conventional  sort,  if  and  when  it  arises, 
with  the  liighly  developed  machinery  of  the  courts  for  handling  contested  issues 
of  fact.  Indeed  we  are  inclined  to  feel  that  the  responsibilities  of  the  Patent 
Office  in  inter  partes  matters  should  be  reduced  rather  than  enlarged,  thus  remov- 
ing such  burdens  from  the  Office. 


To  be  specific,  we  recommend  adoption  of  subsections  (a),  (b),  (o.  (e)  and 
(f  (  of  Section  l.'^G  of  S.  2."97.  witli  tlie  sugsestort  modification  of  subsection  (a)  — 
i.e.  to  require  an  explanation  in  writing— and  with  omission  of  subsection  (d) 
and  tlie  latter  part  of  subsection  (e)  that  only  relates  to  subsection  (d). 

Subject  XIII 

PRESUMPTION  OF  CORRECTNESS 

We  agree  with  the  fir.st  half  of  Section  148  of  S.  1042,  reciting  this  presumption 
for  Patent  Office  decisions,  but  we  believe  the  second  half  of  the  section  (speaking 
of  lack  of  substantial  basis  or  of  non-accordance  with  law)  is  at  lea.st  uune-jessary 
and  intrtKiuces  ambiguity  or  an  undue  emphasis  that  is  capable  of  misinter- 
pretation. 

Subject  XIV 

APPEALS  FROM  THE  PATENT  OFFICE 

We  do  not  agree  with  either  the  provision  in  S.  1042  for  appeals  from  the 
Court  of  Customs  and  Patent  Appeals  to  the  Court  of  Appeals  for  the  District 
of  Columbia,  or  the  provisions  in  S.  2.j97  establishing  trial  parts  or  tribunals 
within  the  C.C.P.A.  for  cases  that  now  ai'ise,  for  example,  under  Section  14.")  of 
35  U.S.C. 

The  addition  of  a  further  appellate  court,  superior  to  the  C.C.P.A.,  makes  an 
unduly  long  and  burdensome  chain  of  appeals.  It  is  believed  that  the  Court  of 
Appeals  of  the  District  of  Columbia  has  not  had  unusual  experience  in  patent 
infringement  cases  or  other  litigation  that  might  give  it  special  qualifications. 
Moreover,  situations  of  disparity  in  rule  of  law  between  the  two  appellate  courts 
in  question  have  been  relatively  few,  and  it  would  seem  that  in  instances  of 
significant  disagreement,  the  issue  can  be  readily  resolved — indeed  sooner  rather 
than  later — by  the  Supreme  Court. 

We  also  have  serious  doubt  of  the  wisdom  of  establishing  trial  parts  or  terms 
within  the  framework  of  the  Court  of  Customs  and  Patent  Appeals,  as  contribut- 
ing anything  significant  in  simplifying  or  improving  the  trial  of  issues  of  patent- 
ability. In  short,  we  recommend  retention  of  the  system  established  under  the 
present  law.  for  example  as  in  Sections  141,  14.^  and  others  of  3-5  U.S.C,  a  system 
that  has  served  patent  applicants  and  the  public  in  a  reasonably  effective  manner. 

Subject  XVI 

BROADENED   REISSUES 

We  support  the  provisions  of  Section  2.51(c)  of  S.  2.597,  limiting  applications 
for  broader  claims  to  a  period  of  one  year,  except  for  copying  a  patent  claim 
to  provide  a  basis  for  interference.  This  appears  to  be  a  fair  middle  ground 
between  the  abolition  of  broadened  reissues — which  in  proi^er  cases  serve  to  cor- 
rect injustice  arising  from  a  patentee's  failure  to  appreciate  the  true  nature  of 
his  invention — and  the  continuance  of  a  possible  source  of  abuse,  or  a  source  of 
uncertainty  in  issued  patents.  It  is  understood  that  the  Department  of  Commerce 
is  inclined  to  .support  this  provision. 

Subject  XVII 

interim  liability 

We  agree  with  the  principle,  embraced  in  Section  273  of  S.  1042  and  in  cor- 
responding provisions  of  S.  2.597,  whereby  the  owner  of  a  published  application 
may  have  some  relief  against  parties  who  might  infringe  before  a  patent  can 
be  issued.  We  have  in  mind  that  at  least  some  indication  of  allowability  of 
subject  matter  should  have  occurretl  prior  to  publication  and  that  relief  should 
be  conditioned  on  notice  to  the  infringer  and  be  limited  to  acts  occurring  there- 
after. We  urge  that  the  notice  should  not  be  required  to  .specify  the  manner  in 
which  the  accused  acts  con.stitute  practice  of  the  claimed  subject  matter.  This  is 
traditionally  unnecessary  in  notices  of  infringement :  the  accused  party  will  know 
what  he  has  made  or  u.sed,  and  should  have  no  difficulty  in  reading  the  patent 
claims  and  coming  to  a  conclusion  regarding  their  applicability. 
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Subject  XVIII 

TEEM    OF   PATENT 

We  fully  endorse  the  provision  that  the  patent  term  should  extend  twenty 
years  from  its  earliest  effective  United  States  tiling  date,  for  example  as  ex- 
pressed in  Section  154  of  S.  1042.  We  recommend,  however,  an  amendment  to 
state  that  in  no  event  shall  the  term  of  a  patent  be  less  than  ten  years  from  the 
date  of  the  grant.  On  the  one  hand,  this  safety  provision  \YOuld  not  seem  to  open 
the  system  to  abuses  by  long,  deliberately  maintained  pendency  of  applications — 
experience  indicating  that  anything  of  this  sort  could  not  likely  extend  for 
even  as  much  as  ten  years — while  on  the  other  hand  there  would  be  relief  for 
cases  of  genuine  hardship,  as  where  an  applicant  through  no  fault  of  his  own 
and  because  of  protracted  interference  or  other  proceedings  might  be  kept  in 
the  Patent  Office  for  an  unconscionably  long  time.  Any  remedy  by  enforcing 
interim  liability  is  limited,  yet  a  blameless  patentee  might  find  himself  left  with 
only  a  few  years  of  full  patent  protection. 

SUB.JECT   XX 
TERMINAL   DISCLAIMER 

We  agree  with  the  principle,  which  is  part  of  Section  2.53(c)  of  S.  1042,  that 
a  terminal  disclaimer  should  not  relieve  a  situation  of  true  double  patenting. 

Subject  XXI 

IMPORTATION 

A  remedy  for  the  protection  of  a  patent  process  against  importation  of  products 
made  abroad  by  such  a  process  is  a  needed  addition  to  the  law,  consonant  with 
the  practice  in  a  number  of  other  countries.  It  is  urged  that  the  provisions,  in 
this  respect,  of  Section  271(b)  of  S.  2.597  afford  a  fair  and  equitable  result,  omit- 
ting the  limitations  in  the  corresponding  section  of  S.  1042  as  to  purpo.ses  of 
trade  of  industry  and  as  to  unavailability  of  patent  protection  in  the  foreign 
country.  Large  but  responsible  institutional  users,  outside  the  area  of  trade  or 
industry,  should  not  be  allowed  to  participate  in  diminishing  the  fair  return  of 
a  patentee  for  his  inventive  contribution,  while  the  stated  qualification  as  to 
unavailability  of  patent  protection  abroad  seems  at  best  ambiguius  or  indefinite 
and  to  be  an  unfair  limitation,  putting  an  undue  burden  on  United  States 
patentees  to  seek  patents  in  practically  every  foreign  country. 

Subject  XXIII 

IN    REM    invalidity 

The  principle  that  an  adjudication  of  invalidity  should  have  an  in  rem  or 
estoppel  effect  appears  to  have  considerable  merit  and  it  is  therefore  supported. 
We  do  not  believe  that  the  same  principles  should  apply  to  adjudication  limit- 
ing the  scope  of  a  claim,  and  indeed  do  not  understand  that  the  President's  Com- 
mission contemplated  such  a  rule.  Whereas  an  adjudicated  patent  claim  is  either 
valid  or  invalid  in  the  simplest  possible  terms,  experience  indicates  that  different 
accused  infringers  seldom  have  made  exactly  the  same  article  or  practiced  exactly 
the  same  method.  It  might  be  very  difficult  to  define,  for  the  sake  of  a  second 
action  against  another  party,  exactly  what  limitation  of  scope  was  imposed  on 
a  patent  claim  in  a  prior  suit,  and  to  what  extent  analogous  principles  might 
be  held  to  apply  in  the  later  litigation.  In  short,  this  extension  of  doctrine 
would  seem  to  promote  rather  than  reduce  uncertainty  and  would  scarcely 
reduce  law  suits. 

Subject  XXIV 

civil  commissioners 

It  is  understood  that  the  benefits  sought  to  be  attained  by  establishing  special 
commissioners  in  patent  cases  are  now  thought  likely  to  be  accomplished  better 
by  means  more  generally  aplicable  to  court  operations.  We  do  not  believe  that 
creation  of  special  officers  for  jiatent  litigation  would  offer  special  advantage. 
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Subject  XXVI 

STATUTORY   ADVISORY   COUNCIL 

Section  15  of  S.  1042,  establishing  such  a  council,  appears  to  be  VA-orth\vhile. 

Subject  XXVII 

PATENT  OFFICE  FINANCING 

We  disagree  with  the  provisions  of  Section  41  of  S.  1042,  whereby  the  Com- 
missioner of  Patents  would  have  unlimited  authority  to  establish  all  patent  fees, 
subject  only  to  a  vague  limitation  in  "overall  recovery"  of  operating  costs.  The 
principle  of  delegating  this  blanket  authority,  in  an  area  of  great  sensitivity  and 
importance  to  inventors,  seems  unsupportable.  It  is  of  very  recent  memory  that 
your  Subcommittee  and  the  Congress,  and  indeed  in  small  part  our  own  Associa- 
tion and  Committee,  toiled  long  and  vigorously  with  the  problem  of  patent  fees,  in 
an  effort  to  arrive  at  what  everyone  felt  was  a  fair  and  equitable  schedule.  The 
very  nature  of  the  wide  interest  then  elicited  in  the  problem  demonstrates  that 
the  setting  of  patent  fees  is  of  public  importance  and  should  remain  for  the 
judgment  of  the  Congress.  We  trust  that  this  section  will  be  deleted,  in  favor  of 
the  present  provisions. 

Interferences 

As.suming  that  a  priority-of-invention  system  is  to  be  retained,  as  we  think  it 
should  be  {e.g.  on  the  two-year  basis  of  invention  date),  a  mode  of  handling 
interferences  or  priorit.v  contests  between  rival  inventors  must  be  continued  in 
the  law.  A  system  which  i>ermits  issuance  of  a  patent  to  the  "senior"  party,  i.e., 
the  applicant  with  the  earliest  effective  filing  date,  regardless  of  the  possibility 
or  pendency  of  interference  proceedings,  is  presented  in  S.  2597  (Section  137), 
and  we  support  this  principle ;  indeed  such  a  system  seems  generally  and  perhaps 
officially  regarded  as  preferable  (there  being  none  in  S.  1042)  over  anything  that 
would  delay  the  senior  party's  patent. 

We  further  support  the  principle,  which  the  Patent  Office  favors  (see  our 
remarks  under  Subject  I.  above)  that  all  applications  involved  in  interference 
should  at  least  be  piiblished,  e.g.,  once  the  proceeding  is  under  way. 

We  favor,  however,  two  modifications  of  the  system  contemplated  by  Section 
137  of  S.  2597,  namely  (1)  that  initiation  of  an  interference  need  not  await  grant 
of  a  patent  to  the  senior  party  but  can  start  as  soon  as  either  party's  application 
has  been  published,  and  (2)  that  the  best  forum  for  the  contest  is  a  court.  There 
is  no  reason  why  the  proceedings  should  be  delayed  for  any  time  after  the 
conflict  has  appeared ;  the  interest  of  the  public  as  well  as  the  parties  is  best 
served  by  getting  the  contest  under  way,  provided  that  if  not  already  patented, 
the  senior  party's  application  proceeds  to  patent  issuance. 

Much  criticism  of  interferences  has  been  occa.sioned  by  the  unavoidable  pro- 
traction of  them  in  the  Patent  Office,  including  the  legal  maneuvering  of 
numerous  motions  and  the  taking  of  testimony  by  long  sessions  of  depositions 
for  each  side.  It  is  believed  that  by  requiring  an  interference  to  take  the  form  of 
a  civil  action  in  a  Federal  Court,  the  Patent  Office  will  be  relieved  of  tlie  burden 
of  inter  partes  proceedings,  and  the  job  of  controlling  the  presentation  of  the 
parties'  cases,  as  well  as  the  ultimate  adjudications  of  fact,  will  be  most  effec- 
tively attained  under  the  rules,  practices  and  experience  of  a  court. 

Bearing  in  mind  that  a  variety  of  situations  must  be  accommodated,  including 
that  where  the  application  of  the  "junior"  party  (having  the  later  filing  date) 
may  have  been  inadvertently  published  or  patented  first,  we  therefore  urge  that 
the  provisions  in  pending  legislation  (or  present  law)  be  modified  to  accord  with 
the  foregoing. 

Specifically,  when  the  Commissioner  of  Patents  finds  that  an  application  of 
one  party  interferes  with  the  published  application  or  patent  of  another  he 
would  declare  the  existence  of  interference,  providing  the  junior  party  has  made 
a  prima  facie  showing  of  a  date  of  invention  earlier  than  the  filing  date  of  the 
senior  party.  Thereupon  the  junior  party  is  given  a  time,  e.g.  six  months,  wherein 
he  may  file  suit  against  the  senior  party,  in  a  District  Court  of  the  United  States, 
to  determine  the  issue  of  priority. 

Any  involved  application  which  has  not  yet  been  published  should  proceed  to 
publication,  and  if  not  already  a  patent,  the  senior  party's  application  should  be 
prosecuted  to  become  one.  Pending  the  litigation,  copies  of  any  patents  that  are 
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involvea  in  it  (whether  junior  or  senior)  should  be  marked  to  show  the  fact. 
Venue  of  the  suit  can  be  as  now  provided  in  35  U.S.C.  146,  tJie  current  provision 
for  interference  litigation,  but  an  option  could  be  included,  giving  either  party 
the  right  to  put  the  suit  in  the  District  Court  for  the  District  of  Columbia. 

If  the  junior  party  fails  to  proceed  or  to  prosecute  the  suit,  the  consetiuences 
should  be  the  same  as  if  the  case  had  been  decided  against  him.  The  effect  of 
decision  in  the  suit,  on  priority,  can  be  the  same,  respecting  further  acts  of  the 
Patent  Office,  as  is  now  provided  in  35  U.S.C.  135(a). 

We  believe  that  the  foregoing,  under  which  Uiere  would  be  no  inter  partes 
proceedings  in  the  Patent  Office  at  all,  would  promote  and  expedite  determination 
of  the  issues  of  fact. 

It  has  recently  been  suggested,  on  behalf  of  the  Patent  Office,  that  the  present 
law  discriminates  against  foreigners  in  foi-bidding  proof  of  acts  in  foreign  coun- 
ti-ies  to  establish  a  date  of  invention.  We  think  this  situation  might  be  modified 
to  the  extent  of  allowing  proof  of  the  making  of  an  invention  in  another  cuimtry 
that  extends  similar  privileges  to  inventions  made  in  the  United  States.  We  think 
there  is  considerable  logic  in  thus  limiting  proof  of  foreign  acts  of  invention  to 
situations  of  reciprocity.  International  uniformity  of  patent  practice  being  a 
desideratum,  a  provision  of  this  sort  may  induce  other  countries  to  adopt  a  pri- 
ority of  invention  system,  whereas  it  is  difficult  to  see  why  a  foreign  inventor 
should  be  accorded  privileges  of  a  greater  sort  than  United  States  inventors  can 
obtain  in  the  foreigner's  country.  It  is  urged,  moreover,  that  there  be  some  re- 
quirement that  any  proof  of  acts  in  another  country  should  be  presented  within 
the  United  States,  i.e.  by  testimony  taken  here. 

In  conclusion,  we  respectfully  submit  that  there  is  much  of  value  in  each  of 
the  pending  bills,  S.  1042  and  S.  2597,  and  we  hope  that  our  comments  in  this 
letter  will  be  found  helpful,  especially  should  a  re-draft  of  one  of  the  bills  be 
undertaken. 

Very  truly  yours, 

Robert  S.  Dunham. 
Chairman,  Committee  on  Patents. 

The  Association  of  the  Bar 

OF  the  City  of  New  York, 
New  York,  N.Y.,  March  18. 1968. 
Re  bills  for  revision  of  the  patent  laws :  especially  S.  1042  and  S.  2597. 
Hon.  John  L.  McCi^ellan, 

Chairmari,  Suhcommittce  on  Patents,  Trademarks  &  Copyrights,  Committee  on 
the  Judiciary,  Senate  Office  Bnilding,  Washington,  D.C. 
Dear  Senator  McCi.eli.an  :  Supplementing  our  letter  of  March  9,  1968  that 
deals  with  many  areas  of  these  bills,  we  would  like  to  present  the  following, 
similarly-referenced  addendiun.  being  our  views  on  some  other  siiecific  aspects, 
expressed  on  behalf  of  the  A.ssociation  of  the  Bar  of  the  City  of  New  York. 

Subject  XV 

Revocation  or  cancellation  procedure  (Section  257  of  S.  1042)  should  be 
omitted  from  the  pending  legislation,  especially  in  view  of  the  opportunity 
granted  third  parties  to  cite  prior  art  against  published  applications  under 
Section  136  of  either  bill.  Although  we  note  areas  of  the  concept  of  Section  257 
that  might  well  be  the  subject  of  further  and  careful  study,  e.g.  as  to  time  limits, 
fees  and  penalties,  the  content  and  nature  of  the  proceedings,  the  possibility 
of  public  notice,  and  whether  a  petitioner's  previous  citation  of  the  same 
prior  art  should  bar  his  petition,  our  view  is  that  this  drastic  revocation 
procedure  is  basically  inadvisable,  at  least  without  convincing  evidence,  from 
actual  experience,  that  Section  136  has  i)roved  inadequate  for  essentially  the 
same  purpose.  So-called  opposition  procedures  are  regarded  by  many  as  suspect 
because  of  the  chance  of  abuse,  and  we  believe  that  Section  13(!  represents  an 
ample  present  exi>eriment  in  this  area  new  to  our  patent  system. 

Definition  of  Prior  Art 

Attempts  in  the  present  bills  to  restate  Sections  102  and  103  of  existing 
law  (35  U.S.C.)  or  to  re-define  "prior  art",  require  careful  scrutiny  and.  we 
submit,  some  revision  in  one  instance  or  another,  in  order  to  assure  expression 
of  what  are  believed  to  be  equitable  and  accepted  principles. 
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(A)     "SUBJECT    MATTER    KNOWN    OR    USED    BY    OTHERS    *    *    *    BEFORE    THE    IXVENTIOX 
THEREOF  BY  THE  INVENTOR  *  *  *" 

It  is  urged  that  such  language  (in  Section  lOO-h-2  of  S.  2597)  or  any  like 
it  for  defining  this  area  of  prior  art  that  is  distinct  from  publication  and  from 
matters  of  public  use  and  sale,  is  undulj'  and  unfairly  broad  in  its  term  "subject 
matter",  even  though  it  may  impliedly  be  limited  to  prior  knowledge  of  at  least 
some  public  nature.  Whereas  present  3u  U.S.C.  102  denies  a  patent  if  "the 
invention  was  known  or  used  by  others"  or  if  "the  invention  was  made  *  *  * 
by  another",  the  provision  quoted  from  S.  2597  would  extend  the  definition  of 
prior  art  to  include  unpuhVishi'd  tilings  which  might  be  mere  si>eculative  concep- 
tions that  fail  to  constitute  meaningful  increments  of  technology. 

Heretofore  it  has  been,  we  believe,  the  proper  intent  of  the  law  that  any- 
thing not  recorded  in  a  puhlishcd  mcdiidn  or  on  its  way  (in  a  patent  application) 
to  become  such,  or  not  on  sale  or  tangibly  in  commercial  use,  should  not  be 
considered  to  represent  a  prior  contribution  to  the  art  for  any  purpose  against 
a  patent  application,  unless  it  had  (or  came  to  have,  with  diligence)  the  sub- 
stance and  practicality  connoted  by  the  term  "invention",  implying  reduction  to 
practice  when  necessary.  Any  other  rule  would  reduce  the  incentive  of  inventors 
and  industry  to  invest  time  and  money  in  careful  development  toward  ascer- 
taining whether  an  idea  "will  answer  the  purpose  intended"  (97  U.S.  126.  137). 

We  therefore  urge  that  the  principle  of  excluding  mere  unpublished  ideas, 
or  incomplete  experimental  uses,  from  the  prior  art  should  be  continued,  and  if 
necessary,  clarified;  if  prior  art  is  to  be  defined  as  such  (e.g.  in  S.  2597),  this 
branch  of  it  should  be  specified  not  as  mere  "subject  matter"  but  as  "an  in- 
vention known  or  used  by  others  in  this  country  *  *  *". 

(B)     "PRINTED   PUBLICATION" 

Wording  in  the  pending  bills  would  seem  to  extend  this  concept  to  modern 
media  of  permanent,  distributable  recording  (e.g.  microfilm,  computer  print-out, 
and  the  like,  as  suggested  by  the  President's  Commission)  while  at  the  same  time 
prescribing  availability  to  the  public.  Nevertheless,  we  have  some  concern  that 
the  language  of  the  bills  might  either  raise  difiicult  questions  of  interpretation 
(S.  1042)  or  fail  to  depart  adequately  (S.  2597)  from  existing  law— which  is 
replete  with  anomaly  and  inconsistency  in  construing  35  U.S.C.  102  (a)  and  (b), 
for  example  as  noted  in  In  re  Tenney,  254  F.  2d  619  (C.C.P.A.  1958). 

Our  recommendation  is  that :  instead  of  reference  to  a  "patent  or  publication 
in  this  or  a  foreign  country  reasonably  available  before  *  *  *"  in  Section 
lOO-h-3  of  S.  2597  the  wording  be  "subject  matter  described  in  a  published 
medium  in  this  or  a  foreign  country  before  *  *  *" :  or  alternatively  that  "pat- 
ented or  described  in  a  printed  publication"  in  Sections  102  (a)  and  (b)  of  the 
existing  law  (35  U.S.C.)  be  replaced  by  "described  in  a  published  medium". 

Thus  what  is  de.scribed  in  a  "published  medium"  becomes  prior  art,  clearly 
and  simply.  The  word  "published"  incorporates  the  requirements  of  access,  dis- 
semination and  announcement  that  have  been  imputed  by  case  law  to  the  existing 
statutory  "publication",  while  the  word  "medium"  obviates  the  limitations  and 
inconsistencies  of  the  term  "printed"  publication  and  would  clearly  embrace 
typewritten  documents,  microfilm,  tape  recordings  or  any  other  tangible  form 
of  expression  that  is  non-fugitive  in  nature.  A  tyijewritten  Australian  patent 
application,  laid  open  to  public  inspection,  or  a  typewritten  Argentine  patent 
could  thus  be  found  to  represent  a  "published  medium"  just  as  effectively  as 
a  typewritten  thesis  in  a  university  library.  Please  note  that  in  keeping  with 
S.  1042  we  omit  the  ancient  word  "patented" :  secret  or  unobtainable  patents 
should  never  be  held  to  contribute  to  technological  literature,  while  the  simple 
but  broad  category  of  "published  medium"  is  ample  to  include  all  patents  (printed 
or  not)  that  do  in  fact  so  contribute,  and  properly  for  what  they  describe  rather 
than  merely  "patent". 

(C)     SECTION    103 

This  section  of  S.  2597,  apparently  to  codify  a  decision  that  anything  published 
more  than  a  year  prior  to  an  applicant's  filing  date  .should  be  deemed  prior  art, 
recites  the  earliest  time  for  determining  obviousness  over  "the  prior  art"  as  a 
time  "more  than  one  year  prior  to"  the  filing  date.  We  are  gravely  concerned  that 
such  definition  will  connote — improperly,  we  believe — the  bringing  into  the  prior 
art,  of  a  patent  or  published  application  issued  less  than  a  year  before  the  ap- 
plicant's filing  date  (or  not  even  until  after  such  date),  simply  because  such 
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patent  or  published  applicatiou  may  itself  have  a  filiug  date  earlier  thau  the 
one  year  interval,  and  icithout  regard  for  the  requirement  in  Section  100-h-l 
of  S.  2597  or  the  analogons  requirement  in  Section  102(e)  of  the  existing  law, 
that  no  such  patent  {or  published  application)  is  pertinent  unless  its  applica- 
tion teas  filed  before  the  applicant  made  his  invention. 

That  is  to  say,  we  submit  that  any  rewording  of  Section  103  should  make  it 
very  clear  (and  we  are  not  sure  this  is  so  in  S.  2597)  that  another  party's 
earlier-filed  patent  or  published  application  which  can  only  be  significant  because 
it  may  be  a  candidate  under  Section  100-h-l  of  S.  2597  or  Section  102(e)  of 
existing  35  U.S.C.,  is  not  prior  art  unless  it  was  filed  before  the  effective  date 
of  invention  of  the  party  whose  aijplication  is  under  consideration.  We  use 
"effective  date  of  invention"  to  mean  such  date  as  the  applicant  may  be  properly 
accorded  upon  proof — for  example  within  the  two-year  limitation  that  we  have 
already  proposed  under  Subject  I. 

The  filing  of  a  patent  application  (which  ultimately  becomes  published  or 
patented)  may  become  pertinent  for  all  purposes  of  "prior  art"  if  its  date  is 
before  a  later  applicant's  proven,  effective  date  of  invention,  but  it  should  not 
be  given  the  full  status  of  a  publication  by  the  indirect  route  of  an  absolute 
one-year  proviso  in  the  Section  103  definition  of  patentability.  If  such  an  earlier- 
filed  patent  can  only  be  an  "anticipation"  under  Section  102  when  its  filing  date 
(even  though  more  than  a  year  earlier)  is  before  the  applicant's  invention,  its 
use  as  prior  art  under  Section  103  should  be  similarly  qualified.  While  it  is 
proper  to  start  the  one-year  grace  period  against  an  inventor  with  things  that 
he  can  ascertain,  e.g.  actual  publication,  and  while  he  should  not  pre-empt  any- 
thing that  was  effectively  recorded  before  he  entered  the  field,  it  would  be 
plainly  unfair  to  cut  off  his  right  to  show  priority  of  actual  invention,  if  he 
can  do  so  in  fact,  over  all  unpublished  acts  of  others. 

We  suggest,  therefore,  that  any  summary  of  prior  art  believed  necessary  in 
Section  103  be  stated  in  effect  as  everything  (elsewhere  defined)  that  occurred 
before  the  applicant's  effective  date  of  invention,  with  an  absolute  one-year  rule 
applied  only  to  those  items,  e.g.  publications,  that  explicitly  qualify,  under  a 
preceding  section,  to  .start  the  one-year  grace  period. 

W^e  hope  the  foregoing  additional  comments,  especially  in  dealing  with  the 
specific  but  important  area  of  defining  prior  art,  will  be  of  help  in  connection  with 
the  pending  legislation. 
Very  truly  yours, 

Robert  S.  Dunham, 
Chairman,  Committee  on  Patents. 


Statement  by  Tom  Arnold  on  Behalf  of  the  State  Bar  of  Texas,  January  30, 

1968 

RE   patent   law   revision    BILLS    S.    104  2,    S.    2597,    AND    S.    2164 

Gentlemen :  I  speak  on  behalf  of  the  State  Bar  of  Texas  which  has  by  formal 
resolution  adopted  certain  principles  of  patent  law  revision  and  condemned 
others. 

This  statement  is  by  way  of  up-dating  the  testimony  which  I  gave  to  this  Sub- 
committee about  May  18,  1967,  and  is  directed  specifically  to  S.  2164  and  S.  2597, 
both  of  which  have  been  introduced  since  the  May  18  testimony. 

S.  10.'f2,  McClellan,  disapproved 

You  will  recall  from  my  prior  testimony  of  May  18,  1967,  that  the  State  Bar 
of  Texas  strongly  disapproves  many  of  the  provisions  of  S.  1042,  McClellan. 

The  particulars  of  and  reasons  for  those  disapprovals  are  stated  in  the  May 
18  testimony  and  will  not  be  here  repeated. 

8.  2597,  Dirksen,  with  amendments,  is  approved 

First  it  must  be  noted  that  as  introduced,  S.  2597  through  some  oversight 
failed  to  include  certain  amendments  mostly  of  editorial  nature,  which  were 
adopted  by  the  American  Bar  Association's  Section  on  Patent,  Trademark  and 
Copyright  Law  at  its  August  1967  meeting.  A  copy  of  those  amendments  is 
attached  hereto  for  convenient  reference,  as  Exhibit  A. 

With  minor  variation,  the  patent  law  principles  previously  adopted  by  the 
State  Bar  of  Texas  are  all  embodied  in  S.  2597  each  as  filed  and  with  the  amend- 
ments of  the  enclosed  Kxhibit  A. 
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In  meeting  assembled  in  July  1907,  the  Patent,  Trademark  and  Copyright 
Section  of  the  State  Bar  of  Texas,  indulged  live  debate  of  a  draft  bill  by  the 
ABA  Patent  Section,  that  became  Dirksen  S.  2597  as  filed.  The  Section  in  meet- 
ing assembled  voted  almost  unanimously  to  endorse  the  draft  bill  that  became 
S.  2597,  as  one  satisfactory  patent  law  revision  effort,  though  strongly  recom- 
mending one  modification  now  referred  to  as  "conditional  claiming  practice." 

Subsequently,  in  August  1967,  at  Hawaii,  the  draft  bill  by  the  ABA  Patent 
Section,  was  further  amended ;  and  certain  of  the  amendments  had  not  been 
considered  at  the  July  meeting  of  the  State  Bar  of  Texas.  So  a  mail  referendum 
was  conducted  with  respect  to  the  package  of  amendments.  Unfortunately,  the 
mail  referendum  was  phrased  so  that  failure  to  respond  was  construed  as  en- 
dorsement of  the  amendments.  This  biased  form  of  mail  inquiry,  might  have 
rendered  the  mail  referendum  vote  meaningless  had  there  been  many  Nay  votes. 
But  as  it  happened,  there  was  only  one  vote  that  disapproved  adoption  of  the 
various  Hawaii  amendments  to  the  draft  bill.  It  thus  seems  fair  to  here  recite 
that  the  principles  of  all  Hawaii  amendments  have  the  endorsement  of  the  State 
Bar  of  Texas,  Patent  Section,  though  some  housekeeping  editing  might  be 
prt>ferred  here  and  there. 

However,  the  Patent  Section  of  the  State  Bar  of  Texas,  both  in  the  .July  1907 
meeting  assembled  and  subsequently  by  other  actions,  also  endorsed  the  "Con- 
ditional Claim"  principles  of  S.  2164  Yarborough-Tower,  which  happened  not 
to  be  found  in  S.  2597  Dirksen. 

The  principles  of  Yarborough-Toicer  8.  16-'/,  including  conditional  claim  prac- 
tice, approved 

Whereas  S.  2597  Dirksen,  makes  further  changes  in  present  law  than  does 
S.  2164,  Yarborough-Tower,  the  two  bills  are  generally  consistent  in  philosophy. 
S.  2597  Dirksen  includes  all  the  important  concepts  of  S.  2164  Yarborough-Tower, 
except : 

Yarborough-Tower  S.  2165  embodies  what  may  be  referred  to  as  "Conditional 
Claim  Practice." 

The  State  Bar  of  Texas,  in  its  endorsement  of  Yarborough-Tower  S.  2164, 
and  again  in  its  expression  of  endorsement  of  S.  2597  Dirksen.  has  recommended 
adoption  of  Conditional  Claim  Practice — adoption  of  this  concept  into  S.  2597 
Dirksen. 

Since  this  practice,  its  role,  its  purpose,  its  result,  heretofore  has  not  been 
elsewhere  presented  to  the  Senate,  an  explanation  of  it  is  indicated. 

What  is  conditional  claim  practice? 

First  we  must  get  the  premises  in  mind  : 

A  patent  under  S.  2597  Dirksen  and  certain  other  proposals,  is  to  expire  20  years 
from  the  date  of  filing  of  an  application  regardless  of  how  long  and  protracted 
may  be  the  effort  to  obtain  the  patent. 

When  an  application  for  patent  is  subjected  to  appellate  procedure,  and  also 
when  the  application  is  sujjjected  to  any  form  of  opposition  or  interference  pro- 
cedure, the  time  needed  to  obtain  issuance  of  the  patent  commonly  runs  to  several 
years  and  on  not-uncommon  occasion  runs  to  ten  and  twelve  year.s — on  very  rare 
occasion  to  the  full  20  years  of  potential  patent  life. 

Thus,  through  no  fault  of  the  inventor,  the  delay  in  issuance  of  his  patent, 
may  cost  him  the  major  portion  of  his  patent's  value  and  may  also  deprive  the 
public  of  prompt  publication  of  his  technology  if  it  be  not  otherwise  published 
as  most  commonly  it  is. 

Conditional  Claim  Practice  suggests  that : 

(1)  The  patent  examiner  and  applicant  should  proceed  exi>editiously  with 
completion  of  ex  parte  examination  and  prosecution  of  the  application  for 
patent,  and  thereupon  the  patent  should  issue  without  delay  for  ultimate  dis- 
position of  either  interferences  or  appeals.  If  this  is  done,  the  average  pendency 
of  patent  applications  will  be  reduced  to  substantially  the  24  months  recom- 
mended Yij  the  President's  Commission  on  the  Patent  System. 

(2)  Those  claims  to  subject  matter  which  the  examiner  has  indicated  as 
allowable,  should  be  issued  and  be  enforceable  from  that  early  date  forward, 
without  delay  for  disposition  of  other  issues. 

(3)  Those  claims  to  subject  matter,  which  claims  the  examiner  has  rejected 
but  which  are  appealed,  or  which  are  Jieing  contested  in  an  opposition  (per 
S.  2597  Dirksen  §  136(d))  or  interference  (per  present  Title  35  USC  or  per 
S.  2597  Dirksen  §  137)  should  be  merely  published  in  the  patent.  These  claims 
are  published  by  way  of  information  to  the  public  and  potential  licensees, 
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but  are  not  enforceajble  unless  and  until  the  condition  of  winning  the  appeal 
or  the  interference  or  the  opposition  has  occurred. 

(4)  When  the  published  "conditional  claim"  is  ultimately  allowed  uncondi- 
tionally, following  completion  of  the  litigious  fight,  it  then  becomes  fully 
enforceable. 

As  this  concept  was  plugged  into  present  Title  35  United  States  Code,  per 
Yarborough-Tower  S.  2164,  there  was  no  provision  for  liability  for  interim 
infringement  during  the  period  of  the  appeal  or  the  interference  fight :  rather 
a  minimum  10-year  life  of  such  claims  was  provided  for,  extending  perhaps 
Jbeyond  20  years  from  the  application  filing  date. 

At  least  some  protection  of  the  patentee,  against  the  circumstance  that  his 
claim  might  be  finally  allowed  unconditionally  and  enforceable,  only  after  the  ex- 
piration of  the  patent,  was  and  is  needed,  and  the  ten-year  minimum  life  for 
claims  delayed-in-issue  was  the  protection  appearing  in  Yarborough-Tower  S. 
2164. 

Interestingly,  in  S.  1042  McClellan  and  again  in  S.  2507  Dirksen,  there  is  found 
the  concept  of  "Interim  Liability"  for  infringement  of  claims  which  have  been 
published,  provided  the  infringer  is  given  actual  notice  of  infringement  of  the 
published  claim — and  presumably  the  right  to  initiate  a  declaratory  judgment 
action  to  decide  his  liability  for  such  infringement. 

Thus,  as  Conditional  Chiim  Practice,  is  plugged  into  either  S.  1042  or  S.  2597, 
the  patentee  whose  claims  are  published  pending  his  winning  an  appeal  or  an 
interference,  may  give  notice  of  his  claim  to  an  infringer  and  if  he  later  estab- 
lishes his  legal  right  to  that  claim  he  may  collect  a  reasonable  royalty  "damages" 
for  the  infringement  which  occurred  with  knowledge  by  the  infringer,  during  the 
often  many-year  fight  for  his  claimed  protection. 

It  can  be  reasonably  debated  as  to  whether  or  not  this  interim  liability  feature, 
is  sound  public  policy. 

On  the  one  hand  if  the  law  permits  such  liability,  the  infringer  who  is  on 
notice  of  a  patent  claim  not  yet  finally  allowed,  is  plagued  with  some  uncertainty 
as  to  what  is  his  proper  business  decision  concerning  product  design  during 
the  pendency  of  the  applicant's  fight  to  get  the  claim  allowed. 

On  the  other  hand  if  the  law  does  not  permit  such  interim  liability,  it  assures 
that  the  inventor  often  will  lose  much  of  the  efficacy  of  his  patent  through 
crowded  court  dockets  and  other  factors  not  within  the  inventor's  control.  It 
assures  that  the  return  on  corporation's  research  and  development  budgets  will 
be  reduced.  It  commands  the  thought  that  upon  reduction  of  this  incentive  to 
invest  capital  in  the  high-risk  venture  of  research,  there  will  be  less  research 
capital  invested. 

Because  the  functioning  system  of  protection  of  inventions,  has  been  uniformly 
found  to  sponsor  the  socially  desirable  commitment  of  capital  to  research  and 
develoinnent  and  thereby  to  progress  the  useful  arts,  the  Administration  in 
S.  1042  McClellan.  and  the  American  Bar  Association  in  S.  2597  Dirksen,  joined 
in  providing  for  this  interim  liability  as  a  desirable  means,  on  balance,  for  giv- 
ing fair  return  to  inventors  without  undue  burden  to  others. 

The  endorsement  by  the  State  Bar  of  Texas  section  on  Patent,  Trademark  and 
Copyright  Law,  of  S.  2597  Dirksen  WITH  its  interim  liability,  coupled  with 
recommendation  that  it  be  amended  to  include  Conditional  Claim  practice  as 
above  outlined,  is  thereby  seen  to  make  a  complete  package  for  amendment  of 
S.  2597  Dirksen  into  a  form  preferred  by  this  Section. 

To  avoid  misleading  inference,  it  must  be  recited  that  the  particulars  of  this 
interim  liability  concept  in  context  with  Conditional  Claim  practice,  has  not 
been  taken  before  the  State  Bar  of  Texas,  apart  from  the  Patent,  Trademark 
and  Copyright  Section  thereof. 

Conclusion 

The  State  Bar  of  Texas  is  in  hopes  tbat  the  Congress  will  find  favor  in  the 
enactment  of  S.  2597  Dirksen.  fa)  with  the  amendments  of  Exhibit  A,  hereto, 
and  (h)  amended  to  incori)orate  the  Conditional  Claim  Practice  feature  of  Yar- 
borough-Tower S.  2164,  and  with  the  interim  liability  features  of  S.  2597  applied 
thereto. 

This  statement  was  circulated  to  the  Executive  Committee  of  the  Patent, 
Trademark  and  Copyright  Section  of  the  State  Bar  of  Texas,  for  checking  by  them 
as  to  the  accuracy  of  the  expressions  herein,  prior  to  submission  to  the  Subcom- 
mittee. 


no 

National  Council  of 
Patent  Law  Associations, 
Washington,  D.C.,  November  22, 1967. 
To  :  Members  of  National  Council  of  Patent  Law  Associations. 
From  :  Charlotte  E.  Gauer,  Executive  Director,  APLA. 

Gentlemen  :  As  we  were  about  to  place  the  enclosed  Letter  in  the  mail,  we 
were  advised  that  the  Bill  introduced  by  Senator  Dirksen  as  S.  2597  was  not 
the  Bill  iu  the  form  approved  at  the  Honolulu  Meeting  of  the  ABA.  We  were 
further  advised  that  it  was  exijected  that  Representative  Poff  would  introduce 
the  Honolulu  version  into  the  House.  Thus,  the  enclosed  Letter  was  held. 

Senator  Poff  introduced  the  Dirksen  Bill  as  H.R.  13951.  Therefore,  both  Bills 
pending  before  the  Congress  represent  the  pre-Honolulu  ABA  proposed  Bill,  and 
are  companion  Bills. 

We  are  listing  below  the  changes  made  at  the  Honolulu  Meeting.  All  references 
are  to  the  Dirksen  Bill,  S.  2597. 

On  page  11,  following  line  10,  insert  the  following  new  Section : 

(g)   The  term  "actual  tiling  date  in  the  United  States"  means  the  earliest 
date  of  filing  of  an  application  in  the  United  States  to  which  an  applicant 
is  entitled. 
In  lines  11  and  13,  Subsections  (g)  and  (h)  should  be  reinitialled  as  Subsec- 
tions (h)  and  (i). 

In  line  16.  the  word  "thereof"  is  deleted. 

In  line  26,  the  word  "sold"  is  deleted  and  the  words  "on  sale"  substituted. 
In  line  2S,  insert  a  semicolon  at  the  end  and  add  the  word  "or". 
Following  line  28,  insert  the  following  new  Subsection  : 

(5)    Subject  matter  for  which  the  applicant  has  no  right  to   secure  a 

patent  because  the  inventor  named  in  the  application  did  not  himself  invent 

it  or  because  before  his  invention  thereof,  the  invention  was  made  in  this 

country  by  another  who  had  not  abandoned,  suppres.sed  or  concealed  it. 

On  page  12,   line  40,    delete   the   word    "refutes"    and    substitute    the   word 

"negates". 

In  Une  41,  strike  the  words  "after  the  effective  filing  date  thereof"  and  insert 
the  words  "within  the  meaning  of  Section  102  (e),  136  or  137  of  this  Title. 
On  page  15,  line  31,  strike  the  words  "by  the  same  inventor". 
On  page  16,  line  30,  insert  after  the  word  "prior"  "copending". 
On  page  17,  line  31,  change  the  period  to  a  comma  and  add  the  following: 
",  except  that  applications  may  be  examined  out  of  turn  under  special  circum- 
stances established  by  the  Commissioner  by  regulation." 

On  page  19,  line  1,  change  the  word  "sold"  to  the  words  "on  sale". 
In  line  30,  after  the  word  "allowable"  insert  "pending". 
In  line  34,  after  the  word  "said"  insert  "pending". 

Following  line  39,  as  a  part  of  Subsection  (a)  add  the  following:  "A  final 
judgment  adverse  to  a  patentee  from  which  no  appeal  has  been  or  can  be  taken 
shall  constitute  cancellation  of  the  claims  involved  from  the  patent  and  notice 
thereof  shall  be  indorsed  on  copies  of  the  patent  thereafter  distributed  by  the 
Patent  Office." 

On  page  20,  line  7,  delete  the  words  "or  his  successor  in  title.". 
In  line  11,  delete  ",  or  his  successor  in  title,"  and  insert  "or  patentee". 
On  page  26,  in  lines  35  and  36,  delete  "The  Patent  Oflice  is  hereby  established 
as  the  sole  governmental  agency  to  grant  a  license  or  establish  a  general  license." 
On  page  27,  following  line  4.  insert  the  following  new  Subsection  : 

"(b)   The  Patent  Office  is  hereby  established  as  the  sole  governmental 
agency  to  grant  a  license  or  establish  a  general  license." 
In  lines  5,  8  and  14,  redesignate  Subsections   (b),   (c)   and   (d)   as   (c),   (d) 
and  (e). 

On  page  28,  line  28,  correct  the  spelling  of  the  word  "unexpired". 
Following  line  29,  insert  the  following  Subsection : 

(b)    The  Commissioner  may  issue  several  reissued  patents  for  distinct 

and  separate  parts  of  the  thing  patented,  upon  demand  of  the  applicant,  and 

upon  payment  of  the  required  fee  for  a  reissue  of  each  of  such  reissued 

patents. 

In  line  30,  redesignate  Subsection  (b)  as  (c)  and  delete  "of  chapter  12, 13,  and 

14". 

On  pofire  29,  redesignate  Subsection  (c)  as  (d). 

On  page  32,  line  31,  delete  "a  contributory"  and  insert  "an". 
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In  line  37,  delete  "contributory". 

On  page  33,  line  2,  delete  "contributory". 

In  lines  3  and  4,  delete  "or  contributory  infringement." 

Following  line  19,  add  "291.  Interfering  patents" 

Page  3Jf,  lines  39  and  40,  delete  "less  than  the  infringer's  profits  attributable  to 
the  infringement,  or" 

Page  35,  line  1,  delete  "whichever  shall  be  greater," 

Line  5,  delete  "how  his"  and  insert  "what". 

Page  36,  after  line  33,  add  a  new  Section  as  follows  : 
Section  291.  Interfering  Patents 

(a)  The  owner  of  an  interfering  patent  may  have  relief  against  the  owner 
of  another  by  civil  action,  and  the  court  may  adjudge  the  question  of  the 
validity  of  any  of  the  interfering  patents,  in  whole  or  in  part.  A  final  judgment 
adverse  to  a  patentee  from  which  no  appeal  or  other  review  has  been  or  can 
be  taken  or  had  shall  constitute  cancellation  of  the  claims  involved  from  the 
patent,  and  notice  thereof  shall  be  endorsed  on  copies  of  the  patent  there- 
after distributed  by  the  Patent  Oflice. 

(b)  A  civil  action  under  subsection  (a)  may  be  instituted  against  the  party 
in  interest  as  shown  by  the  records  of  the  Patent  Office,  but  any  party  in 
interest  may  become  a  party  to  the  action.  If  there  be  adverse  parties  re- 
siding in  a  plurality  of  districts  not  embraced  within  the  same  state,  or  an 
adverse  party  residing  in  a  foreign  country,  the  United  States  District  Court 
for  the  District  of  Columbia  shall  have  jurisdiction  and  may  issue  summons 
against  the  adverse  parties  directed  to  the  marshal  of  any  district  in  which 
the  adverse  party  resides.  Summons  against  adverse  parties  residing  in  for- 
eign countries  may  be  served  by  publication  or  otherwise  as  the  court  directs. 
The  Commissioner  shall  not  be  a  necessary  party  but  he  shall  be  notified  of 
the  filing  of  the  civil  action  by  the  clerk  of  the  court  in  which  it  is  filed  and 
shall  have  the  right  to  intervene. 

Page  Jt2,  following  line  19,  add  the  following  new  Subsection  : 

(d)  For  purposes  of  considering  appeals  involving  applications  specified 
in  Subsections  (b)  and  (c)  of  this  Section,  the  jurisdiction  of  the  Court  of 
Customs  and  Patent  Appeals  shall  be  governed  by  the  provisions  of  Section 
1.542  of  Title  28,  United  States  Code,  in  effect  immediately  prior  to  the 
effective  date  of  this  Act. 

Line  20,  redesignate  Subsection  (d)  as  (e). 


Bell  Telephone  Laboratories, 
Murray  Hill,  N.J.,  March  1,  1968. 
Hon.  John  L.  McClellan, 
U.S.  Senate  Office  Building, 
'WasMngton,  D.C. 

Dear  Senator  McClellan  :  Bell  Telephone  Laboratories  is  the  research  and 
development  organization  of  the  Bell  System,  having  become  a  separate  corpo- 
rate entity  in  1925.  It  is  currently  spending  in  excess  of  200  million  dollars  per 
year  of  Bell  System  money  in  basic  and  applied  research,  systems  engineering, 
and  device  and  systems  development,  all  relating  to  the  broad  field  of  communi- 
cations. In  addition,  it  does  contract  research,  design,  and  development  for  the 
Government,  primarily  the  Department  of  Defense. 

Although  one  of  the  world's  largest  research  and  development  organizations. 
Bell  Laboratories  is  by  no  means  self-suflacient  insofar  as  its  technological  needs 
are  concerned.  Thus,  we  wish  to  preserve  and  encourage  opportunities  for  effec- 
tive information  exchanges  without  decreasing  incentives  for  investment  in 
research  and  development. 

The  attached  statement  presents  our  views  on  several  revisions  to  the  patent 
laws  which  have  been  proposed  recently  by  the  Administration. 

It  is  requested  that  this  statement  be  included  in  the  record  of  the  hearings 
on  patent  law  revision  conducted  by  your  Subcommittee. 
Very  truly  yours, 

W.  O.  Baker. 

Patent  Reform  Legislation  :  Priority  Systems  and  the  Defense  of  Prior 

Invention 

Senate  Bills  S.  1042  and  S.  2597,  sponsored  by  the  Administration  and  the 
American  Bar  Association,  respectively,  have  stimulated  lively  discussions  on 
the  relative  merits  of  first-to-file  and  first-to-invent  priority  systems.  Most  of 
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these  discussions  have  focused  on  the  interference  question :  "Who  should  get 
a  patent  when  conflicting  chiims  are  presented  to  the  Patent  OfHce"V  Many,  how- 
ever, have  ignored  or  glossed  over  the  related  question :  '"To  what  extent  should 
a  patent  be  enforceable  if  the  patentee  is  not.  in  fact,  the  first  inventor V" 

Many  of  these  discussions  have  also  failed  to  account  adequately  for  the  view- 
point of  organizations  with  significant  commitments  to  research  and  develop- 
ment. Such  organizations,  typically,  are  quite  conscious  of  the  need  for  timely 
and  effective  information  exchanges  through  publications,  technical  society  meet- 
ings and  informal  meetings  among  scientists  and  engineers  in  both  universities 
and  industry  throughout  the  world.  Thus,  they  tend  to  approach  the  broad  ques- 
tion of  patent  reform  with  a  desire  to  encourage  and  promote  effective  informa- 
tion exchanges,  or,  at  the  very  least,  not  to  inhibit  such  exchanges.  Also,  there 
is  usually  an  equally  strong  desire  to  keep  the  quality  of  such  exchanges,  particu- 
larly in  the  published  literature,  as  high  as  possible. 

Commissioner  Brenner's  recent  testimony  '  ^  that  the  Administration  would 
accept  a  modified  first-to-file  system  provided  that  it  contained  appropriate  limita- 
tions to  encourage  prompt  filing  of  patent  applications  has  prompted  numerous 
suggestions  for  specific  limitations  which  could  Ije  included  in  such  a  modified 
system.  This  statement  will  comment  on  the  relative  desirability  and  accepta- 
bility of  the  various  limitations  thus  far  suggested  from  the  standpoint  of  an 
organization  devoted  to  research  and  development. 

INITIATION  OF  PRIORITY  CONTESTS 

There  seems  to  be  general  agreement  that  both  the  public  and  users  of  the 
patent  system  would  benefit  if  the  Patent  Office  issued  patent  applications  insofar 
as  possible  in  the  order  in  which  they  were  filed,  leaving  it  to  junior  applicants  to 
provoke  interference  contests.  There  also  seems  to  be  substantial  public  benefit 
in  the  proposal  of  the  Administration,  the  Electronic  Industries  Association,^ 
and  the  U.S.  Chamber  of  Commerce^  that  a  junior  applicant  should  be  permitted 
to  provoke  an  interference  only  if  his  filing  date  is  less  than  one  year  subsequent 
to  that  of  the  senior  party.  An  '"entrance  gate"  such  as  this  not  only  encourages 
prompt  filing  but  also  substantialy  eliminates  the  opportunity  for  a  party  to  be 
spurred  into  filing  a  patent  application  after  seeing  claims  in  either  an  allowed 
application  or  an  issued  patent. 

PROOF    OF    PRIORITY    ACTIVITY 

In  a  pure  first-to-invent  system,^  inventive  acts,  whenever  occurring,  may  be 
proved  to  develop  a  date  of  invention  provided  only  that  the  invention  has 
not  been  abandoned,  .suppressed,  or  concealed.  Although  no  showings  have  been 
made  that  this  aspect  of  our  present  law  has  led  to  any  undesirable  consequences, 
the  Administration  has  .stated  that  such  a  system  "would  do  little  to  accelerate 
the  public  disclosure  of  technological  advances."  °  It  has  accordingly  recommended 
that  proof  of  all  earlier  dates  be  permitted  but  that  such  proof  be  effective  only 
to  establish  a  date  of  invention  not  more  than  one  year  prior  to  the  parties'  filing 
date.  Others '  have  suggested  two  years.  Still  others  have  suggested  a  flexible 
time  period  based  on  "activity  which  is  reasonable  considering  the  surrounding 
circumstances."  ® 

Several  problems  are  presented  by  any  arbitrary  limitation  on  proof  of  inven- 
tive activity.  Fir.st,  if  the  time  period  is  fixed,  it  cannot  possibly  be  appropriate 
for  each  and  every  of  the  broad  range  of  technologies  accommodated  by  the 
patent  system.  For  example,  one  year  may  be  too  long  for  ash  trays  and  two 
years  too  short  for  complex  computers  or  pharmaceutical  proces.ses.  Second, 
unless  further  complexity  is  added  to  the  defense  of  prior  invention,  the  Patent 
OflSce  will  find  itself  in  a  position  of  knowingly  awarding  invalid  patents  because 
of  the  inter-relationship  of  priority  contest  limitations  and  the  defense  of  prior 
invention.  For  example,  a  party  to  an  interference  may  prove  himself  the  fir.'^t 
inventor  in  fact  but  lose  the  interference  by  the  adjustment  of  actual  dates  to 
effective  dates. 


^  Statement  of  Jan.  30,  1968  filed  with  Senate  Patents  Subcommittee. 

s  Statement  before  Subcommittee  No.  3,  House  Judiciary  Committee,  Feb.  28,  1968. 

«  Statement  of  Jan.  30,  1968  filed  with  Senate  Patents  Subcommittee. 

■•  Statement  filed  with  Subcommittee  No.  3,  House  Judiciary  Committee,  Feb.  29,  1968. 

^  S.  2597  ;  H.R.  13951. 

*  See  note  1  supra,  p.  3  ;  also  note  2  supra  p.  5. 
■^  S.  1691 ;  H.R.  7454. 

*  See  note  4,  supra. 
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Therefore,  before  any  limitations  are  engrafted  on  a  priority  system,  other 
than  the  one-year  entrance  gate  suggested  above,  serious  consideration  should 
be  given  not  only  to  reasonableness  of  the  time  period  but  also  to  its  effect  on 
the  defense  of  prior  invention.  In  the  discussions  and  testimony  thus  far,  no 
need  has  been  shown  for  any  additional  limitations — only  the  speculation  that 
earlier  public  disclosure  would  result.  As  an  organization  devoted  to  research 
and  development,  we  are  concerned  that  a  desire  for  promptness  in  publication 
might  result  in  a  reduction  in  the  quality  of  what  is  published.  A  one-year  limita- 
tion on  the  date  of  invention,  in  our  view,  would  be  too  short  for  the  necessary 
testing  and  evaluation  in  a  great  number  of  technical  developments  and  would 
result  in  either  premature  publication  or  premature  filing.  Two  years  is  believed 
to  be  a  minimum  for  any  limitation  on  proof  of  earlier  dates  of  invention  in 
priority  contests. 

THE    NEW    CONCEPT   OF   "DILIGENCE" 

The  Administration  has  recently  injected  the  new  thought  that  a  party  to 
obtain  the  benefit  of  earlier  activities  should  be  required  to  establish  continued 
diligence  from  the  date  of  the  activities  up  until  the  earlier  of  his  filing  date  or 
his  first  public  act,  such  as  a  publication.  ITiis  results  in  the  ignoring  of  reduction 
to  practice  as  a  significant  event  in  the  history  of  an  invention.  This  downgrading 
of  the  importance  of  a  reduction  to  practice  in  testing  theories  and  evaluating 
ideas  swings  the  pendulum  too  far  in  the  direction  of  early  publication.  We 
believe  that  proper  balance  should  be  maintained  here  so  that  the  inventor  who 
believes  in  testing  an  evaluating  his  ideas  before  publication,  if  no  longer 
encouraged,  is  at  least  not  penalized. 

It  is.  moreover,  believed  that  the  use  of  the  term  "diligence"  in  this  context 
is  unfortunate.  The  term  has  acquired  a  very  specific  and  strict  meaning  since 
it  was  introduced  into  the  patent  law  by  judicial  decision  to  provide  a  special 
exception  to  the  earlier  rule  that  the  first  to  reduce  to  practice  was  the  first 
inventor.  It  is  therefore  quite  likely  to  carry  a  connotation  inconsistent  with 
the  realities  of  the  situation  to  which  it  is  now  applied.  The  present  law  of 
abandonment,  suppression,  and  concealment,  perhaps  codified  to  require  a 
showing  of  reasonable  activity  on  the  part  of  the  inventor,  would  appear  to 
offer  a  more  realistic  test  of  the  proper  behavior  of  the  inventor  after  reduction 
to  practice. 

DEFENSE  OF  PEIOB  INVENTION 

As  a  large  research  and  development  organization  with  a  strong  commitment 
to  a  free  interchange  of  information  with  others,  w^e  are  concerned  about  the 
manner  in  which  these  various  proposals  would  tend  either  to  stifle  or  stimulate 
such  interchange.  We  particularly  recognize  that  a  considerable  proportion  of 
the  dissemination  of  technology  into  the  stream  of  public  knowledge  occurs  by 
means  of  informal  discussions  between  those  working  in  the  various  fields  in 
industrial,  university,  and  Government  laboratories.  This  vital  flow  of  informa- 
tion would  be  greatly  inhibited  if  a  viable  prior  invention  defense  were  not 
provided.  Any  change  in  the  law  which  forces  a  pattern  of  behavior  limiting  the 
early  exchange  of  information  is  to  be  regretted. 

Many  developments  are  of  minimal  importance  from  a  patent  standpoint 
because  of  limited  scope  of  novelty  but  nonetheless  valuable  from  an  engineering 
and  commercial  standpoint.  With  an  absolute  defense  of  prior  invention,  it  is 
not  necessary  to  file  patent  applications  on  such  developments.  In  his  recent 
statement  before  the  House  Subcommittee,  Commissioner  Brenner  noted  the 
desirability  of  retaining  the  prior  invention  defense  because  of  the  "practical 
impossibility  for  the  Government  to  secure  patent  protection  on  the  results  of 
all  of  its  research  efforts."  Also,  because  of  this  defense,  there  is  safety  in 
communicating  such  developments  to  others  and  there  is.  in  fact,  a  considerable 
amount  of  informal  exchange  of  information  of  this  nature. 

It  is  important  to  note  that  unless  one  creates  a  "publication,"  as  defined 
by  the  patent  laws,  such  developments  are  rarely  published,  principally  because 
appropriate  journals  do  not  exist.  Further,  to  force  publication  of  such  develop- 
ments so  as  to  .secure  the  limited  protection  of  a  publication,  would  tend  to 
overburden  the  already  exploding  technical  literature. 

The  defense  of  prior  invention  can  be  either  absolute,  as  at  present,  or 
personal.  If  absolute,  prior  invention  by  anyone  would  invalidate  a  patent. 
If  personal,  the  patent  would  merely  become  unenforceable  against  the  prior 
inventor. 
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For  reasons  noted  above,  an  absolute  defense  meshes  most  logically  with  a 
priority  system  having  no  time  limitations  on  proof  of  prefiling  inventive 
activity.  If  such  limitations  are  included,  one  must  either  accept  illogical  results 
or  niod'if V  the  defense  of  prior  invention. 

In  an'  obvious  attempt  to  avoid  illogical  results,  the  Admini.stration  has 
suggested  that  the  same  limitations  be  incnriwrated  in  both  priority  contests 
anTthe  defense  of  prior  invention  (symmetry).  Since  time  periods  are  involved, 
they  have  further  suggested  equating  "public  acts"  (publication  anyvrhere  In 
the"  world  or  public  use  or  sale  in  the  United  States)  to  the  filing  of  a  patent 
application  so  as  to  have  a  measurable  time  period  for  the  inventor  who  does 
not  file  a  patent  application.  This,  admittedly,  creates  a  consistent  system  and 
provides  an  absolute  defense  of  prior  invention.  In  our  opinion,  however,  the 
defense  provided  is  so  limited  as  to  be  inadequate. 

In  particular,  it  is  felt  that  the  suggested  system  overlooks  the  different 
equities  and  interests  involved  when  one  is  seeking  a  patent  as  opposed  to  merely 
trying  to  use  one's  own  developments.  Further,  the  need  for  encouraging  and 
protecting  investment  in  research  and  development  has  not  adequately  been 
taken  into  account.  ^      .        ■,  - 

As  noted  above,  the  type  of  development  most  in  need  of  an  effective  defense 
of  prior  invention  is  the  type  which  typically  will  not  be  published  unless  one 
creates  artificial  publications  of  no  public  benefit  and  will  not  be  filed  upon 
because  of  limited  scope.  Therefore,  the  only  "public  act",  in  many  eases,  will 
be  commercial  use  or  sale.  For  many  of  today's  developments,  a  time  period 
of  even  two  years  is  unrealistic  when  one  must  measure  from  the  date  of  first 
(•(.mmercial  use.  Because  of  the  need  for  developing  reliability  and  compatibility, 
because  of  the  need  for  developing  other  parts  of  a  system  of  which  the  develop- 
ment in  question  may  be  only  a  ixirt,  because  of  the  need,  in  many  cases,  for 
field  trials  (which  may  not  be  construed  as  "public  acts"),  because  of  the  occa- 
sional delay  in  securing  a  Government  license,  the  actual  period  following  a 
reduction  to  practice,  in  many  cases,  will  be  substantially  longer  than  two  years. 
Unless  such  developments  are  protected  by  at  least  a  personal  defense  of  prior 
invention,  the  developer  is  faced  with  a  number  of  undesirable  alternatives :  (1) 
file  patent  applications  on  every  marginal  development  whether  or  not  com- 
mercial use  is  presently  contemplated:  (2)  create  an  artificial  publication;  or 
(3)  reduce  informal  exchanges.  The  public  would  not  benefit  from  either  (1) 
or  (2)  and  (3)  would  actually  delay  and  interfere  with  the  dissemination  of 
new  technology  in  one  of  its  most  effective  ways. 

Since  the  developments  for  which  the  defense  is  believed  necessary  are  a 
person's  own  developments,  a  personal  defense,  in  principle,  is  adequate.  The 
benefits  of  the  defense,  however,  should  inure  to  the  benefit  of  the  developer, 
his  assignee  or  employer,  and  any  corporate  structure  of  which  the  employer  is 
a  part.  It  should  also  inure  to  the  benefit  of  others  on  behalf  of  whom  the  work 
may  have  been  done,  such  as  a  prime  contractor  or  customer.  It  should  also  be 
assignable,  at  least  with  the  assets  of  that  part  of  a  company  to  which  the 
development  related.  Taking  these  requirements  into  account,  together  with  the 
additional  complications  of  corporate  reorganization,  such  as  mergers,  spin- 
offs, etc.,  it  may  well  be  concluded  that  an  absolute  defense  is  the  only  one 
which  can  effectively  be  incorporated  in  legislation. 

RIGHT   OF    CONTINUED   USEE 

It  is  noted  that  the  Administration,  while  recommending  a  symmetrical 
priority /prior  invention  system,  has  recognized  two  situations  outside  its  sym- 
metrical system  which  it  feels  deserve  consideration.  The  first  of  these  it  terms 
a  personal  defense^  which  it  would  accord  to  any  party  who  has  commenced 
commercial  manufacture,  use.  or  sale,  or  has  made  substantial  preparation 
therefor  prior  to  the  filing  date  or  first  public  act  of  the  patentee.  The  second 
of  these  ^°  is  to  protect  intervening  rights,  such  as  can  occur  when  a  broadened 
reissue  is  granted.  Both  of  these  permit  the  issuance  of  a  valid  patent  but  re- 
strict its  enforcement  to  protect  investments  made  in  good  faith  for  the  public 
benefit. 

If  a  symmetrical  system  with  time  limitations  is  adopted,  consideration  should 
also  be  given  to  any  "person"   (including  the  Government)   who  has  made  an 


»  See  note  1  supra  p.  6  ;  also  note  2  supra  p.  9. 
10  See  note  1  supra  p.  11 ;  also  note  2  supra  p.  41. 
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investment  in  a  development  program  with  the  purpose  of  bringing  the  benefits 
of  his  development  to  the  public  but  who  has  not  yet  reached  the  point  of  com- 
mercialization. If  the  patentee  is  actually  the  later  inventor,  it  is  inequitable  to 
condemn  the  first  inventor  to  loss  of  his  investment  simply  because  he  does  not 
qualify  under  arbitrarily  limited  interference  rules.  Moreover,  the  equities  in 
favor  of  a  personal  defense  for  one  who  has  made  "substantial  preparation"  for 
use  do  not  stop  at  the  point  of  real  estate  acquisition  or  engineering  for  plant 
construction.  Instead,  they  extend  back  to  investment  in  the  development  program 
demonstrating  the  feasibility  of  an  invention.  This  should  be  recognized  in  any 
statutory  enactment.  Balancing  the  equities  of  the  parties,  it  would  appear  reason- 
able to  exempt  from  the  effect  of  a  patent  claim  any  person  who  has  reduced  to 
practice  an  invention,  coming  within  the  scope  of  the  claim,  prior  to  the  patentee's 
effective  filing  date  and  prior  to  the  earliest  date  of  reduction  to  practice  to 
which  the  patentee  would  be  entitled  in  an  interference  contest,  where  the  overall 
pattern  of  activity  or  inactivity  of  the  person  claiming  this  exemption  is  not  such 
as  to  make  it  inequitable  to  permit  the  exemption. 

As  noted  previously,  any  defense  of  prior  invention  which  is  personal  must  be 
comprehensively  defined  to  take  into  account  the  complexities  and  realities  of  the 
modern  corporate  world. 

CONCLUSIONS 

A  priority  system  with  a  one-year  entrance  gate,  coupled  with  an  absolute  or 
personal  defense  of  prior  invention,  would,  with  the  least  amount  of  legal  com- 
plexity, provide  sufiicient  incentive  for  prompt  filing  and  interfere  least  with 
formal  and  informal  flow  of  technical  information. 

If  a  time-limited  symmetrical  priority  system  is  adopted,  it  should  provide  at 
least  a  two-year  period  prior  to  filing  for  the  establishment  of  a  date  of  inven- 
tion. Further,  it  should  extend  the  right  of  continued  user  proposed  by  Com- 
missioner Brenner  to  provide  a  personal  defense  against  patent  claims  for  the 
developer  who  has  reduced  to  practice  an  invention  prior  to  the  earliest  date  of 
reduction  to  practice  to  which  a  patentee  of  the  invention  would  be  entitled  under 
the  time-limited  rules  of  the  symmetrical  priority  system. 

In  either  case,  the  defense  of  prior  invention,  if  personal,  must  be  sufficiently 
comprehensive  to  account  for  the  realities  of  corporate  complexity. 


Browne,  Schuyler  &  Beveridge, 

Washmgton,  D.C.,  April  8, 1968. 
Re  S.  1042,  90th  Congress,  first  session. 
U.S.  Senate, 

Committee  on  the  Judieiary, 

Subcommittee  on  Patents,  Trademarks,  and  Copyrights, 
Washington,  D.C. 

Dear  Sirs  :  It  is  respectfully  urged  that  the  Sul)Committee  on  Patents,  Trade- 
marks and  Copyrights,  in  the  course  of  reforming  and  revising  the  patent  system, 
make  two  major  changes  in  the  organizational  structure  provided  for  the  grant- 
ing of  patents. 

1.  Establish  a  five  man  Patent  Commis.sion  with  a  staff  of  Hearing  Exam- 
iners and  a  working  staff  of  Primary  and  Assistant  Examiners.  The  five  man 
Commission  would  replace  the  present  Commissioner,  First  Assistant  Com- 
missioner and  two  As.sistant  Commissioners.  The  Hearing  Examiners  would 
replace  the  present  Examiners-in-Chief  (Board  of  Appeals)  and  the  Board 
of  Interference  Examiners.  The  Primary  Examiners  and  Assistant  Exam- 
iners would  continue  to  perform  the  same  functions  they  are  now  performing. 

2.  Esta))lish  the  Patent  Commis.sion  as  an  independent  agency.  This  would 
contemplate  removal  of  the  Patent  Office  from  the  Department  of  Commerce 
and,  if  desirable,  separate  the  patent  operation  from  the  trademark 
operation. 

The  recommendation  that  the  Patent  Oflice  be  established  as  an  independent 
agency  was  initially  proposed  by  myself  as  early  as  the  early  lO.lOs  while 
Honorable  Robert  C.  Watson  was  Commissioner  of  Patents.  It  is  significant  to 
note  that  former  Commissioner  Watson  is  so  strongly  in  favor  of  the  concept  at 
this  time  that  he  wrote  an  article  promoting  the  idea  in  the  Journal  of  the  Patent 
Oflice  Society  in  July,  1967.   Most  of  the  reasons  for  establishing  the  Patent 
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Office  as  an  independent  agency  are  thoroughly  developed  in  Commissioner  Wat- 
son's paper,  a  copy  of  which  is  undoubtedly  being  reproduced  elsewhere  in  the 
record  of  the  hearings  on  S.  1042,  90th  Congress,  First  Session. 

The  phase  of  the  present  proposal  which  is  not  developed  in  former  Commis- 
sioner Watson's  paper  is  the  concept  of  establishing  the  body  as  a  five  man 
Commission  and  a  staff  of  Hearing  Examiners  who  would  individually  perform 
functions  somewhat  comparable  to  those  performed  by  the  present  Examiners-in- 
Chief  (Board  of  Appeals)  sitting  in  panels  of  three  members  each.  They  would, 
however,  perform  an  additional  function  of  receiving  testimony  and  other  evi- 
dence in  support  of  the  applicant's  cause  after  a  preliminary  determination  had 
been  made  by  the  Primary  Examiner  or  the  Assistant  Examiners  that  one  or 
more  of  the  claims  of  the  patent  should  be  denied. 

As  a  further  development  of  the  concept  of  having  the  patent  operation  con- 
ducted by  an  independent  agency  employing  the  Hearing  Examiner  system  would 
be  the  elimination  of  the  trial  de  novo  in  the  District  Courts  and  limiting  the 
judicial  review  to  appeal  to  the  United  States  Court  of  Customs  and  Patent 
Appeals  on  the  record  made  before  the  Patent  Commission.  The  consistency  of 
this  type  of  organizational  structure  with  the  composition  and  organization  of 
other  franchise  granting  or  regulatory  agencies  is  too  obvious  to  require  further 
comment. 

Using  a  recently  marked  up  text  of  S.  1042,  90th  Congress,  First  Session,  as  a 
basis  for  discussion,  it  will  be  observed  that  Sections  1  to  8,  inclusive,  of  S.  1042 
could  be  easily  revised  to  provide  for  the  establishment  of  a  five  man  Patent 
Commission  as  an  independent  agency,  and  the  establishment  of  the  Hearing 
Examiners  and  a  Hearing  Examiner  system  in  lieu  of  the  Board  of  Appeals. 
Section  134  relating  to  appeal  to  the  Board  of  Appeals  would  require  revision 
to  provide  that  the  applicant  could  take  exceptions  from  the  determination  by  the 
I'rimary  or  Assistant  Examiners  to  a  Hearing  Examiner,  and  a  provision  for 
exceptions  to  the  Hearing  Examiner's  ruling  to  be  taken  to  the  Patent 
Commission. 

The  procedure  for  .iudicial  review  as  set  forth  in  Sections  141  to  144,  inclusive, 

could  stand  substantially  in  their  present  form,  but  Sections  145  to  147,  inclusive, 

would  be  deleted  in  view  of  the  abolition  of  the  trial  de  novo  in  the  District  Court. 

Title  28,  United  States  Code,  Sections  1295  and  1542  would  require  revision 

in  view  of  the  foregoing. 

The  undersigned  will  gladly  make  available  to  the  Subcommittee  and  its  staff 
his  files  and  memoranda  pertaining  to  the  foregoing  proposal,  and  would  be 
pleased  to  appear  before  the  Subcommittee  in  support  of  the  foregoing  proposal 
for  further  elaboration. 
Respectfully, 

Francis  C.  Browne. 

Mead  Johnson  &  Co., 

Jauuary  26,1968. 
Re  S.  2597 — Proposed  revision  of  »ection  31. 

U.S.  Senate, 

Committee  on  the  Judiciary, 

Senate  Office  Building,  Washington,  D.C. 

Gentlemen  :  I  am  in  general  agreement  with  Mr.  Dirksen's  legislative  pro- 
posals, as  embodied  in  S.  2597,  which  are  designed  to  modernize  the  patent  laws. 
I  wish  to  draw  attention,  however,  to  the  last  sentence  of  Section  31  which  ap- 
pears on  Page  7  of  the  draft  bill.  This  sentence  provides  that  onlv  members  of  the 
bar  may  be  recognized  to  practice  before  the  U.S.  Patent  Office.  This  is  a  substan- 
tial departure  from  present  practice,  the  adoption  of  which  I  do  not  believe  is  sup- 
ported by  recognized  deficiencies  in  the  pracatice. 

At  the  present  time  persons  who  are  not  members  of  the  bar  may  be  quali- 
fied to  practice  before  the  Patent  Office  if  they  possess  the  necessary  technical 
training  in  some  field  of  engineering  or  science,  pass  the  examination  estab- 
lished by  the  Patent  Office,  and  are  of  good  moral  character.  Although  the  pro- 
posed legislation  would  not  affect  the  right  of  present  registrants  who  are  not 
members  of  the  bar  to  continue  practice,  it  would  prevent  registration  of  such 
persons  in  the  future.  This  would  be  a  handicap  to  the  pharmaceutical  industry 
and  presumably  to  other  high  technology  industries,  since  patent  representative's 
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of  companies  in  these  industries  are  frequently  recruited  from  the  research  and 
engineering  departments  thereof.  This  practice  should  be  continued. 

Accordingly,  it  is  proposed  that  the  last  sentence  of  Section  31  of  S.  2597  be 
deleted  before  enactment  of  this  bill. 
Sincerely, 

R.  E.  Carnahan. 

Patent  Agent. 

Crop  Science  Society  of  America, 

Madison,  Wis.,  February  16, 196S. 
Hon.  Senator  McClellan, 
U.S.  Senate, 
Washinffton,  D.C. 

Dear  Senator  McClellan  :  As  President  of  the  Crop  Science  Society  I  wish  to 
express  an  opinion  on  the  amendment  to  add  the  word  "sexual"  to  the  Patent  Act 
covering  plants  and  also  on  the  proposal  to  delete  plants  from  the  Patent  Act. 
The  Crop  Science  Society  has  a  membership  of  about  3,000  professional  scientists 
in  government,  universities,  and  private  industry.  About  half  of  this  membership 
belongs  to  Division  C-1 — "Plant  genetics,  breeding,  and  cytology." 

The  Cori)s  Society  has  a  Seed  Committee  studying  general  problems  in  this 
area.  I  asked  that  they  comment  directly  to  Commissioner  Brenner  on  deletion  of 
all  plant  patents  from  the  Patent  Act.  Some  also  commented  on  the  projwsal  to 
amend  the  act  to  include  "sexual"  reproducing  plants.  I  received  copies  of  five 
letters  and  these  results  are  summarized  below.  This  indicates  that  the  Society 
is  divided  in  opinions  largely  by  type  of  employment. 

Committee  member  Employment  Delete  all  plant  patents  Add 

sexual 

1 USDA Replace  with  seed  law No. 

2 -  USDA do -..  No. 

3 - University.. do No. 

4 Seed  company No... Yes. 

5 Do No Yes. 

This  diversity  of  opinion  was  demonstrated  previously  when  the  Society  exam- 
ined systems  of  breeders'  rights. 

The  Crop  Science  Society  has  examined  the  problem  of  Plant  Breeders'  Rights. 
It  conducted  a  symposium  on  "An  Analysis  of  Plant  Breeders'  Rights"  at  the 
annual  meetings  of  the  Crop  Science  Society  in  Denver,  Colorado,  on  November 
18,  1903.  The  symposium  was  sponsored  jointly  with  the  American  Society  for 
Horticultural  Science.  American  Seed  Trade  Associations,  International  Crop 
Improvement  Association,  and  National  Council  of  Commercial  Plant  Breeders. 
The  symposium  papers  were  published  as  a  Special  Publication  Number  3  in  co- 
operation with  the  American  Society  of  Agronomy,  entitled  "Plant  Breeders' 
Rights",  March  1964. 

The  reaction  to  the  symposium  may  be  summed  up  in  three  paragraphs  quoted 
from  page  78  of  the  special  publication : 

"The  fact  that  nearly  600  people  have  attended  this  symposium  through  its 
entire  duration  of  more  than  four  hours  provides  ample  evidence  of  the  impor- 
tance of  and  interest  in  the  subject  of  variety  protection.  By  no  means  is  it  to  be 
inferred  that  this  interest  indicates  a  preponderance  of  opinion  in  favor  of 
variety  protection.  True,  breeders  of  certain  crops  feel  a  need  for  some  type  of 
variety  protection.  Many,  however,  are  here  for  purely  defensive  reasons.  They 
fear  breeders'  rights  would  entail  too  much  regulation  and  restriction  and  not 
favor  the  present  free  competitive  system.  In  an  attempt  to  answer  the  question, 
let  us  review  the  general  concepts  as  proposed  by  the  symposium  participants. 

"Crops  specialists  participating  in  the  symposium  enumerated  more  disadvan- 
tages than  advantages  for  a  system  of  breeders'  rights  such  as  prescribed  by  the 
I'aris  Convention.  Private  breeders  in  certain  crops,  nevertheless,  have  voiced  the 
need  for  some  form  of  variety  protection.  Others,  however,  do  not  feel  the  need 
for  protection  as  provided  through  legislation.  Breeders  of  hybrid  varieties  have  a 
'built-in'  source  of  protection  while  United  States  breeders  of  asexnally  pro- 
duced ornamentals  have  devised  breeder-grower  agreements.  These  ageerments, 
however,  have  not  proven  practical  in  EuroiJe  and  may  be  subject  to  challenge  in 
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the  United  States  on  the  basis  of  infringement  on  freetloni  of  trade.  Protective 
devices  that  would  necevssitate  greater  Federal  control  and  regulations  often  are 
viewed  with  suspicion  and  opposition.  On  the  other  hand,  some  of  the  symposium 
participants  have  emphasized  that  a  degree  of  legislation  and  official  regulations 
is  prerequisite  to  any  protective  system  that  is  enforceable  by  legal  action. 

"Hopefully,  the  information  supplied  by  the  participants  in  this  symposium 
will  constitute  a  basis  for  study  of  variety  protection  systems  and  will  be  helpful 
in  devising  protective  systems  in  these  crops  in  which  variety  pi'otection  is 
desired." 

In  my  judgment  the  recommendations  of  the  President's  Commission  to  delete 
"asexual"  plants  from  the  Patent  Act  and  the  amendment  to  add  "sexual"  plants 
both  are  premature  until  alternate  programs  are  examined  and  compared  and 
uutil  operating  procedures  can  be  examined  for  the  proposed  systems. 
Sincerely. 

F.  L.  Patterson, 

President. 


Jackson,  Miss.,  Fetruary  10, 1968. 
Hon.  James  O.  Eastland, 
Chairntan,  the  Judiciary  Committee, 
Wash  ington,  D.C. 

Dear  Sir:  I  am  informed  that  the  Administration  wants  to  pass  the  so-called 
Patent  Reform  Act. 

If  this  is  so,  I  hope  it  will  be  examined  very  carefully.  There  are  some  good 
features  in  it  but  several  rather  undesirable  ones.  For  one,  it  would  give  the 
patent  to  the  first  one  who  applied,  even  if  he  were  not  the  first  inventor.  This  is 
not  in  accord  with  the  American  spirit  of  fairness.  It  would  allow  the  Patent 
Office  to  appeal  from  a  decision  in  the  Court  of  Customs  and  Patent  Appeals  to 
the  CCA  of  the  District  of  Columbia.  It  would  also  allow  a  defendant  to  claim 
former  use  anywhere  in  the  world,  in.stead  of  only  in  the  United  States,  as  now. 
It  would  also  prevent  a  claim  in  a  re-issue  patent  broader  in  scope  than  those 
in  the  original  patent. 

I  o])pose  all  such  changes  for  very  good  reasons.  There  are  other  features  which 
are  unfair.  But  I  cannot  cover  all  or  afford  to  come  to  Washington  at  my  own 
expense.  So  I  hope  the  hearings  may  bring  out  the  changes  that  are  taken 
seriously  so  an  outsider  like  myself  can  have  a  chance  to  point  out  some  of  the 
objections  which  we  see. 

Let  me  thank  you  for  the  courtesy  you  have  shown  me  in  the  past  and  express 
my  best  wishes. 

Re.spectfuUy, 

Logan  R.  Crouch. 


Delta  and  Pine  Co.  of  Mississippi, 

Scott,  Miss.,  March  27,  1968. 
Hon.  John  L.  McClellan, 
i'.S.  Senate, 
Washington,  D.C. 

Dear  Senator  McClellan:  As  you  may  know,  we  are  a  private  company 
which  has  as  a  considerable  part  of  our  business  the  breeding  of  new  varieties 
of  cotton. 

Recently  we  saw  a  copy  of  a  letter  in  which  the  Secretary  of  Agriculture 
opposed  the  amendment  (No.  511  of  SB  No.  1042)  which  would  allow  the 
patenting  of  varieties  of  sexually  reproduced  (seed)  plants.  In  the  light  of  our 
experience  as  breeders  of  cotton  since  191.J  and  our  professional  and  trade 
experience  as  farmers  and  seedsmen,  we  feel  that  the  Secretary  is  misinformed 
about  the  effects  of  this  amendment  and  the  difficulties  of  enforcing  it. 

We  have  studied  his  letter;  and  while  we  would  rather  dwell  on  the  benefits 
to  the  farmer  and  the  seed  trade,  we  have  answered  the  points  raised  in  his 
letter  since  so  many  seem  to  be  inapplicable  or  erroneous. 

^Ve  submit  our  remarks  to  be  considered  in  studying  the  Secretary's  letter. 
Sincerely  yours. 

Early  C.  Ewing,  Jr., 

Vice  President. 
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Comments  on  Objections  of  the  USDA  Regabding  the  Lausche  Amendment 
(No.  511  to  Senate  Bill  Xo.  1042)  Regakding  Patents  on  Sexually 
Repeoduced  Plants 

(By  E.  O.  Ewing,  Jr.)* 

The  Department  of  Agriculture  has  objected  to  the  amendment  on  two  broad 
grounds:  "(1)  It  would  threaten  the  continued  existence  of  Its  longstanding 
programs  for  developing  and  introducing  new  varieties  of  seeds;"  As  far  as  I 
can  see  it  this  would  introduce  additional  competition  with  the  Departments 
programs,  but  it  certainly  would  not  threaten  the  existence  of  them.  Developers 
of  private  varieties  have  greatly  increased  the  research  and  distribution  of 
better  varieties  and  their  entry  would  be  desirable  rather  than  undesirable. 
'•(-)  It  is  scientifleally  and  legally  unsound."  It  is  not  scientitically  unsound  by 
any  stretch  of  the  imagination  as  evidenced  not  only  by  practical  experience 
but  by  the  policies  of  the  Department  itself.  We  are  not  lawyers  but  the  patent 
isystem  has  served  as  a  desirable  and  legally  sound  method  for  protecting 
a'sexually  reproduced  varieties.  The  reasons  for  separating  plants  by  sexual 
and  asexual  methods  of  reproduction  do  not  hold  water  in  the  light  of  present 
plant  breeding  practices  and  techniques. 

These  can  be  discu)<sed  separately  following  the  outline  of  the  letter  of  the 
Secretary  of  Agriculture. 

We  do  not  quarrel  with  the  idea  that  developing  and  introducing  new  and 
better  seed  varieties  is  a  long  and  tedious  job.  The  methods  set  forth  are  not 
disputed.  The  need  for  recouping  the  cost  of  these  efforts  is  shown  by  their  long 
term  nature  and  high  cost.  There  is  nothing  about  this  that  precludes  the 
Department  of  Agriculture  or  its  associates  from  continuing  their  cooperation 
with  public  and  private  individuals,  l^irthermore,  there  is  nothing  in  the  pro- 
posed legislation  which  would  prevent  the  Department  or  any  of  its  eoopera- 
tox-s  from  releasing  a  new  variety  of  seed  plants  and  either  not  patenting  it  or 
securing  a  public  service  patent,  as  is  its  ix)licy  with  many  of  its  inventions  in 
other  fields.  One  of  the  basic  considerations  of  the  National  Council  of  Com- 
mercial Plant  Breeders  and  the  American  Seed  Trade  Association  has  been 
that  the  patenting  of  seed  plants  be  entirely  voluntary.  This  is  a  feature  of  the 
pL'uit  patent  law  which  is  not  included  in  many  foreign  plans  for  breeders" 
rights  or  in  proposals  which  have  been  made  in  the  past  by  the  Department  of 
Agriculture  with  respect  to  registration  of  plant  varieties. 

Nothing  would  be  farther  from  the  minds  of  the  people  who  wish  to  protect 
the  development  of  seed  plants  than  to  hamper  the  introduction  by  the  Depart- 
ment or  anyone  else  of  new  crop  plants  or  new  types  of  present  plants  which 
have  characters  beneficial  to  the  American  farmer.  Ornamentals  and  nursery- 
men are  si>ecifically  mentioned  by  the  Secretary.  It  .should  be  noted  that  many 
of  these  are  asexually  propagated  and  thus  have  protection  available.  One 
of  the  ba.sic  considerations  is  that  new  characters  would  not  be  patentable  only 
a  completely  new  variety  would  qualify. 

The  Secretary's  statement  that  plant  patents  would  prevent  free  and  imin- 
hibited  communication  among  breeders,  both  public  and  private,  does  not  hold 
water  in  light  of  the  fact  that  the  presence  of  protection  has  not  stifled  develop- 
ment in  other  fields  where  protection  is  available.  The  fact  that  we  do  not  have 
proteetion  means  that  the  number  of  people  working  on  our  agricultural  i)lant 
problems  is  limited  by  the  returns  available  for  capital  expended.  Nothing 
illustrates  this  point  better  than  those  crops  for  which  built-in  proteetion  in  the 
form  of  hybrids  is  available.  In  com  and  hybrid  sorghum  for  example,  great 
numbers  of  researchers  both  public  and  private  are  working  to  develop  new 
varieties  and  new  techniques  of  production.  Such  efforts  on  the  part  of  breeders 
of  other  crops  would  certainly  pay  rich  dividends  in  development  of  new  and 
better  plants. 

A  great  point  is  made  of  the  fear  of  pirating  of  state  or  federal  developments 
in  this  field.  We  should  not  deny  ourselves  the  greatly  expanded  possibilities  of 
better  plant  developments  because  of  the  fact  that  the.se  developments  might  be 
stolen.  The  way  to  eliminate  stealing  is  to  protect  the  commodity  from  stealing. 
The  Department  of  Agriculture  suggests  we  eliminate  the  value  of  the  product 
so  that  there  is  no  temptation  to  .steal  it.  This  is  the  case  now  and  in  many 
instances  the  product  just  doesn't  get  develoi>ed. 

It  is  stated  that  the  Department  of  Agriculture  does  not  apply  for  public 
service  patents  on  new  varieties  developed  under  its  research  programs.  It  does 

♦Vice  President  and  Director  of  Research,  Delta  &  Pine  Land  Company,  Scott,  Mississippi. 


785 

not  seem  any  more  necessary  that  the  Department  would  have  to  change  its  policy 
if  sexually  reproduced  plants  were  added  to  thoi^e  which  are  protected  under 
the  patent  law.  If  the  Department  does  not  have  to  take  out  public  service 
patents  on  asexually  reproduced  plants,  it  should  not  have  to  take  out  patents  on 
sexually  reproduced  plants.  The  statement  that  it  would  harm  small  breeders  and 
growers  whose  continued  existence  is  dependent  upon  the  cooperation  and  as- 
sistance from  the  federal  and  state  agencies  is  patently  false.  The  whole 
purpose  of  this  legislation  is  to  make  it  possible  for  all  breeders  to  continue  their 
existence  and  to  protect  the  rights  of  breeders  and  growers  from  those  who 
would  profit  by  taking  the  work  of  others  without  compensation. 

Since  a  variety  which  has  been  released  unpatented  cannot  be  patented  by 
someone  subsequently,  dangers  that  the  Department  foresees  are  ju.-t  not 
possible.  Their  releases  are  protected  from  ijifringement  whether  tliey  are 
patented  or  not.  While  it  may  be  presumptuous  for  an  individual  to  argue  with 
the  Department  of  Agriculture  wiiich  supposedly  has  the  last  word  regarding 
the  reproduction  of  pfants,  we  must  state  that  the  commercial  traders  in  many 
of  our  field  crops  and  the  Depai-tment  itself  recognize  the  reproducibility  of 
sexually  reproduced  plants.  Varieties  are  capable  of  identification  and  distinction. 
The  Federal  Seed  Act  itself  under  regulations  promulgated  by  the  Department 
states  that  it  is  unlaw-ful  to  designate  a  variety  by  other  than  its  true  nam'e 
(USDA,  Agricultural  Marketing  Service,  Service  and  Regulatory  Announcements, 
Xo.  156.  Section  201.34).  If  this  be  possible  one  must  be  able  to  determine  the  true 
identification  of  a  seed  variety.  The  loan  program  of  the  Department's  Commodity 
Credit  Corporation  in  the  case  of  wheat  makes  certain  distinctions  for  the 
Gaines  variety  of  wheat;  and  in  the  case  of  rice,  many  of  its  own  regulations 
were  based  upon  the  variety  imtil  this  year.  In  the  case  of  cotton  where  the 
characteristics  of  a  particular  type  are  diflicult  to  determine  by  other  means,  the 
designation  of  variety  is  proving  very  useful  as  a  basis  differentiation.  As  more 
and  more  attention  is  given  to  quality,  identification  of  a  variety  will  become 
more  and  more  important  as  a  means  of  determining  other  characteristics 
w^hich  are  much  more  diflicult  and  expensive  to  measure. 

The  Secretary's  letter  states  that  asexual  reproduction  is  genetically  absolute. 
This  is  true.  It  also  states  great  difliculty  is  encoimtered  in  keeping  a  seed 
propagated  variety  true  to  its  original  characteristics,  performance,  and  uniform- 
ity. This  is  not  true.  The  value  of  a  new  crop  variety  dei>ends  on  its  ability  to 
maintain  a  level  of  production  and  quality  throughout  its  various  generations. 
A  number  of  methods  are  available  to  maintain  the  characteristics  of  a  variety. 
A  breeder  uses  these  to  produce  varieties  which  perform  as  the  customer  expects. 
Mixture  and  genetic  drift  are  possible  under  the  situation  as  now  exists  where 
the  breeder  is  not  able  to  control  and  be  responsible  for  his  own  varieties  after 
they  leave  his  hands.  Whether  a  plant  is  asexually  or  sexually  reproduced  has 
little  to  do  wath  whether  or  not  it  can  be  identified  for  the  purpose  of  determining 
patent  infringements  or  for  any  other  reason.  The  difference  between  such  a 
variety  and  other  varieties  provides  the  method  for  determining  difference  and 
not  the  type  of  reproduction. 

As  one  of  several  firms  together  with  the  Department  and  its  cooperating 
states,  we  keep  our  seed  propagated  varieties  true  to  their  original  character- 
istics, performance,  and  uniformity  without  great  difficulty.  One  has  to  examine 
the  number  of  seed  propagated  varieties  used  in  American  agriculture  to  see  that 
this  must  be  so. 

The  statements  regarding  the  changes  due  to  differences  in  environment  are 
typical  of  those  throughout  this  statement.  One  wonld  assume  from  reading  this 
paragraph  that  the  variability,  due  to  environment,  of  seed  produced  plants  is 
more  than  that  of  asexually  reproduced  plants.  The  tyi>e  of  reproduction  has 
nothing  whatsoever  to  do  with  this.  The  sentence  regarding  unanimous  agree- 
ment in  the  scientific  community,  by  the  same  token,  has  nothing  to  do  wuth  the 
issiie  being  discussed. 

The  Secretary's  objections  continue  in  that  he  says  that  the  patent  specification 
"Shall  contain  a  written  description  of  the  invention  of  such  full,  clear,  concise 
and  exact  terms  as  to  enable  any  i>ersons  skilled  in  the  art  to  which  it  pertains 
to  make  and  use."  It  is  quite  obvious  tliat  one  cannot  take  a  description  and 
reproduce  a  plant  from  it.  One  must  have  living  plant  materials  to  reproduce 
plants.  Section  142  permits  the  description  a  new  variety  of  plant  in  terms  that 
fit  the  description  of  plants  rather  than  terms  which  fit  the  descriptions  of 
machines.  There  seems  to  be  very  little  reason  for  saying  it  is  not  a  description 
when  as  a  simple  matter  of  fact  it  is  a  description  couched  in  terms  which  will 
properly  describe  the  object  which  it  is  trying  to  characterize. 
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One  should  remember  that  the  provisions  of  the  Constitution  of  the  United 
States  provide  for  protections  for  innovators  and  not  just  for  innovators  of 
machinery,  comix>sitions  of  matter  or  processes.  Following  this  same  principle 
it  is  quite  possible  that  if  one  uses  the  right  terms  for  descriptions  an  infringe- 
ment suit  can  be  properly  settled. 

When  one  discuss  infringement  and  the  difficulty  of  identifying  varieties 
for  puriMJses  of  determining  infringement  one  ignores  the  greatest  causes  of  loss 
to  innovators  of  seed  produced  plants.  This  loss  occurs  when  an  unauthorized 
individual  reproduces  a  plant  and  under  the  Federal  Seed  Act  must  call  it  by  the 
variety  name  or  be  guilty  of  violating  the  Federal  Seed  Act.  He  sells  this  seed 
without  any  expense  or  investment  of  developing  the  variety  and  taking  advan- 
tage of  the  advertising  and  promotion  of  the  originator :  he  sells  this  seeds  in 
direct  comi>etition  with  the  person  who  developed  and  promoted  it.  Although 
the  unscrupulous  person's  product  may  be  inferior,  the  person  who  developed  the 
variety  is  often  considered  responsible  for  any  shortcomings  of  the  seed  regard- 
less of  the  fact  that  his  variety  was  used  in  an  unauthorized  manner  and  he 
has  no  knowledge  of  its  use. 

The  Department  says  that  because  there  are  few  guidelines  to  determine 
what  constitutes  varietal  difference*  *  *  it  is  difficult  if  not  frequently  impos- 
sible to  render  any  conclusive  or  even  reasonable  opinion  that  any  given 
asexually  reproduced  plant  is  in  fact  a  new  variety.  They  go  (m  to  say  that  it 
would  be  even  more  difficult  to  do  this  in  the  case  of  speed  propagated  plants. 
This  is  in  spite  of  the  fact  that  the  Department  itself  is  releasing  new  varieties 
of  crop  plants  which  it  claims  to  be  different  from  varieties  now  in  production, 
and  its  Federal  Seeti  Act  regulations  say  that  this  particular  plant  or  the 
reproduction  thereof  must  be  identified  as  to  variety. 

I  am  not  a  cabbage  or  tobacco  breeder  nor  an  alfalfa  or  forage  grass  breeder 
but  I  am  quite  familiar  with  cotton  and  I  take  direct  issue  with  the  Department 
when  it  says  that  a  variety  in  a  few  years  would  no  longer  fit  the  description  on 
which  it  was  patented.  If  a  variety  were  patented,  it  would  insure  that  the 
breeder  was  resix)nsible  for  seeing  that  it  would  fit  the  description  or  be  in 
violation  of  the  Federal  Seed  Act,  and  you  can  be  certain  that  thiw  would  be  done. 
Much  seed  of  various  crops  is  produced  in  area  different  from  the  area  of  adapta- 
tion. This  is  particularly  the  case  were  crops  are  suited  to  an  area  in  which 
seed  production  is  difficult.  The  seed  of  these  crops  is  often  produced  in  places 
where  the  varieties  are  not  adapted  but  where  the  climate  is  suitable  for  produc- 
tion of  high  quality  seed.  This  does  not  affect  their  utility  or  their  properties 
when  these  seed  are  taken  back  and  grown  in  the  areas  for  which  they  were 
bred. 

The  Secretary  says  it  is  extremely  doubtful  that  any  scientist  would  risk 
his  standing  in  the  professional  community  by  attempting  to  give  expert  testi- 
mony in  favor  of  a  plaintiff  that  an  accused  plant  infringes.  This  is  exactly  what 
the  Department  must  do  if  it  is  to  carry  out  the  previsions  of  its  own  Federal 
Seed  Act. 

The  Secretary  mentions  the  problem  of  determining  differences  of  varietal 
magnitude  when  selections  are  made  from  a  parent  stock  and  the  new  varieties 
differ  from  it  in  very  small  degree.  This  undoubtedly  would  be  a  problem  but 
not  one  which  is  peculiar  to  sexually  reproduced  plants.  Exactly  the  same  prol)- 
lems  might  arise  with  asexually  reproduced  plants.  The  fact  is,  however,  that 
this  has  not  proven  a  bar  to  the  usefullness  or  tlie  legality  of  plant  patents  for 
asexually  reproduced  plants. 

The  Secretary  states  as  a  fact  "The  virtual  impossibility  of  enforcing  a 
patent  on  a  seed  produced  plant."  There  is  not  that  much  difference  between 
enforcement  of  a  patent  on  a  seed  produced  plant  or  upon  an  asexually  repro- 
duced plant.  Experience  over  a  number  of  years  has  shown  that  patents  on 
asexually  reproduced  plants  are  enforceable  and  valuable  and  tend  to  carry  out 
rather  than  defeat  the  purpose  of  granting  patents  as  outlined  under  the  United 
States  Constitution.  In  what  is  mentioned  as  the  final  aspect  of  difficulty  is  the 
problem  of  enforcing  the  patent  in  the  entire  United  States  market.  Again  under 
the  patent  law  responsibility  for  such  enforcement  of  a  patent  rests  with  the 
person  to  whom  the  patent  is  granted.  This  relieves  the  Department  of  Agricul- 
ture from  such  responsibility  and  also  makes  it  imperative  that  the  patent  owner 
proceed  only  against  those  who  reproduce  his  varieties  in  violation  of  the  patent 
laws.  Certainly  no  one  would  accuse  a  private  grocer  or  supermarket  owner 
of  reproducing  anything.  The  patentee  would  not  have  to  proceed  against  every 
homeowner  who  i)lanted  a  flower  garden  from  seed  produced  by  an  infringing 
grower.  He  would  only  have  to  proceed  against  the  infringing  seed  grower. 

The  above  has  been  the  case  with  asexually  reproduced  plants  and  it  has 
worked  well.  In  fact,  it  is  much  easier  for  a  flower  gardener  to  reproduce  plants 
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by  asexual  means  aud  be  sure  that  they  will  reproduce  as  he  desires  than  it 
is  for  him  to  reproduce  varieties  by  seed.  Regardless  of  this,  the  plant  patent 
for  asexual  plants  has  been  helpful  aud  enforceable. 

The  Department  seems  to  be  obsessed  with  the  idea  of  maintaining  security 
around  experimental  plots  of  ground  and  is  fearful  that  the  theft  of  new  but 
uureleased  varieties  would  jeopardize  the  jcranting  of  patents  on  seed  produced 
plants.  Actually  the  same  thing  applies  to  plants  regardless  of  how  they  are 
repi-oduced.  We  would  say  that  the  Secretary's  summarization  is  in  error  in  that 
he  states  the  amendment  would  render  administration  of  the  plant  patent 
statutes  unworkable.  It  has  been  quite  workable  for  asexually  reproduced  plants 
and  we  do  not  think  this  difference  in  reproductive  systems  would  cause  any 
exceedingly  different  administrative  problems.  Thus  it  would  not  introduce  im- 
penetrable confusion  into  this  aspect  of  the  patent  law  as  suggested  by  his 
summary  and  tinally  it  would  not  inhibit  research.  Research  is  inhibited  more 
by  lack  of  profitability  of  the  results  tian  it  is  by  any  lack  of  interchange  of 
information  and  gentic  material.  Because  of  the  problems  involved  in  breeding 
new  crop  plants  we  do  no  believe  that  the  interchange  of  information  or  even  of 
early  gentic  material  would  give  one  breeder  an  advantage  over  another  one 
and  therefore  we  should  continue  to  have  a  cooperative  interchange  of  this  tyiie 
of  information  and  material.  It  would  be  well  to  point  out,  though,  that  the 
liolicies  of  the  Department  of  Agriculture  would  have  a  considerable  influence 
upon  this  interchange. 

In  his  final  paragraph  the  Secretary  mentions  the  Bureau  of  the  Budget, 
ruder  present  conditions  it  is  most  likely  that  the  budget  of  the  Department 
of  Agriculture  will  be  cut.  If  this  should  happen  to  the  research  activities 
of  tiie  Department  of  Agriculture,  it  would  be  helpful  if  private  industry  was- 
enabled  through  this  legislation  to  shoulder  some  of  the  load  that  has  in  the 
past  fallen  upon  the  taxpayers. 

February  12, 1968. 
Mr.  DoxALD  G.  Daus, 
Falls  Church,  Va. 

Dear  Mr.  Daus  :  I  appreciate  your  thoughtfulness  in  furnishing  me  a  copy  of 
your  article  of  plant  patents  which  appeared  in  Economic  Botany. 

I  believe  that  the  information  would  be  of  considerable  value  to  the  members 
of  the  Subcommittee  in  considering  the  proposed  plant  patent  amendment.  I  am, 
therefore,  making  your  article  a  part  of  the  official  record  of  the  hearing. 
With  kind  regards,  I  am 

Sincerely,  ^ 

John  L.  McClellan,  Chairman. 

Falls  Chuech,  Va.,  February  1, 1968. 
Senator  Johx  L.  McClellan, 

Chairman.  Subcommitice  on  Patents.  TrademarTcs.  and  Copyrights,  Committee 
on  the  Judiciary.  Senate  Office  Building,  Washi7igton,  D.C. 
Dear  Senator  McClellan  :  I  enclose  of  a  copy  of  an  article  in  Economic 
Botany.  Vol.  21,  pp.  388-94.  just  received,  which  appears  to  be  pertinent  to  the 
hearings  of  your  subcommittee  on  amendments  to  the  Plant  Patent  Act  conducted 
today. 

The  general  summary  of  foreign  patent  law  relative  to  plants  is,  to  my 
knowledge,  not  published  elsewhere  as  of  the  date  of  submission  of  the  manuscript. 
Reference  to  the  Republic  of  the  Philippine's  possible  adoption  of  a  plant  patent 
law  as  '"remote"  is  based  upon  a  letter  from  Tiburcio  S.  Evalle,  Director  of 
Patents,  dated  November  10, 1965.  in  response  to  my  inquiry. 
Respectfully, 

Donald  G.  Daus. 

[From  Economic  Botany,  October-December  1967] 

Plant  Patents  :  A  Potentally  Extinct  Variety 

(By  Donald  G.  Daus') 

The  abolition  of  plant  patents  was  recommended  by  the  President's  Commission 
on  the  Patent  System  in  its  recent  report.  However,  the  bills  introduced  in  Con- 


1  Examiner,  U.S.  Patent  Office.  The  opinions  expressed  in  this  paper  represent  personal 
■views  and  not  the  official  view  of  the  U.S.  Patent  Office. 
Received  for  publication  Apr.  18,  1967. 
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gress  (S.  1042  and  H.R.  5924)  to  implement  the  report  did  not  include  this  for  lack 
of  time  for  "further  study  to  determine  the  most  approriate  means  of  protection." 

Since  a  reappraisal  of  Plant  Patents  can  be  expected  in  the  near  future,  it  is 
appropriate  to  explore  the  actual  and  potential  scoi>e  of  the  existing  law. 

This  paper  will  delineate  the  legal  and  taxonomic  bounds  of  the  plant  patent 
law.  For  perspective,  limited  comparison  to  other  nation's  laws  is  provided. 

Since  adequate  descriptions  of  procedures  for  obtaining  plant  patents  are  avail- 
able elsewhere  (8, 14) ,  this  aspect  is  not  discussed  . 

HISTORICAL 

Although  patent  laws  are  of  ancient  origin  (since  1474  in  Venice),  plant  patents 
are  a  recent  development. 

On  February  11,  1930,  identical  bills  were  introduced  in  Congress  by  Hon. 
J.  G.  Townsend  of  Delaware  and  F.  S.  Purnell  of  Indiana. 

After  prompt  committee  hearings,  the  modified  bill  was  passed  May  12,  1930 
and  signed  by  President  Hoover  on  May  23,  1930,  becoming  the  Townsend-Purnell 
Plant  Patent  Act  of  1930. 

The  demand  for  patent  protection  came  primarily  from  ro.se  and  fruit  tree 
breeders.  In  both  these  fields  only  asexual  propagation  is  of  commercial  impor- 
tance. Opposition  came  from  the  farmers  who  propagate  by  seeding,  only  "Irish" 
potatoes  being  cultivated  asexually.  Congress  compromised,  establishing  the  pat- 
entability of  a.sexually  reproduced  plants  exclusively,  but  excluding  potatoes. 
The  United  States  Department  of  Agriculture  supported  and  the  Patent  OflSce 
initially  opposed  plant  patents. 

Although  called  the  "Plant  Patent  Act,"  it  is  wholly  supplementary  to  the  laws 
relating  to  patents  of  invention  and  designs.  This  law  was  the  first  expressly  to 
permit  the  patenting  of  plants. 

The  provisions  remained  unchanged  until  January  1958,  when  the  general 
patent  law  was  codified,  the  plant  patent  parts  becoming  Title  35,  United  States 
Code,  Sections  161  to  164. 

On  September  3,  19.54,  Section  161  was  amended  to  clarify  a  question  raised 
by  the  Patent  Office  Board  of  Appeals.  The  Board  had  ruled  that  discoveries  of 
wild  plants  in  uncultivated  areas  were  not  included  within  the  language  of  the 
Act  and  could  not  be  patented.  Previously,  many  such  plants  had  been  patented. 
The  amendment  specifically  excluded  plants  discovered  in  an  uncultivated  state, 
impliedly  imparting  patentability  to  plants  discovered  in  cultivated  areas. 

As  amended,  35  U.S.C.  states : 

"  §  161     Patents  for  Plants 

"Whoever  invents  or  discovers  and  asexually  reproduces  any  distinct  and  new 
variety  of  plant  including  cultivated  sports,  mutants,  hybrids,  and  newly  found 
seedlings,  other  than  a  tuber  propagated  plant  or  a  plant  found  in  an  uncultivated 
state,  may  obtain  a  patent  therefore,  subject  to  the  conditions  and  requirements 
of  tis  title.  *  *  * 

"§  162    Description,  Claim 

"No  plant  patent  .shall  be  declared  invalid  for  noncompliance  with  section  112 
*  *  *  if  the  description  is  as  complete  as  reasonably  possible.  *  *  * 

"§ 163     Grant 

"In  the  case  of  a  plant  patent,  the  grant  shall  be  of  the  right  to  exclude  others 
from  asexually  reproducing  the  plant  or  selling  or  using  the  plant  so  reproduced." 

Section  162  recognizes  that  words  cannot  precisely  describe  attributes  as 
fragrance,  color,  etc.,  and  excuses  plant  patents  from  .strict  requirements  of 
precision  and  clarity.  Section  164  (omitted  here)  provides  for  assistance  to  the 
Patent  Office  by  the  Department  of  Agriculture. 

The  stated  purpoi?e  of  the  Act  was  to  afford  agriculture  and  horticulture,  so  far 
as  practicable,  the  same  opportunity  to  participate  in  the  benefits  of  the  patent 
.system  that  had  l)een  given  industry,  hoping  for  the  discovery  of  plants  that 
would  revolutionize  agriculture,  as  had  inventions  in  steam,  electricity  and 
chemistry.  Since  a.^exual  reproduction  is  required  and  since  tuberous  plants, 
particularly  potatoes,  are  unpatentable,  a  large  portion  (on  a  dollar  value  of  crop 
basis)   of  the  economic  plants  are  excluded  from  this  hope. 

An  unsuccessful  attempt  to  remove  the  "potato  exclusion"  was  made  in  1959. 
The  Patent  Office  .supported  the  removal ;  the  Department  of  Agriculture  opposed 
it,  in  accord  with  its  policy  of  not  patenting  any  plants  derived  from  Department 
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of  Agriculture  research.  A  governmental  agency  has  no  need  for  patent  protec- 
tion. When  the  agency  develops  processes  that  require  no  major  expenditures  to 
commercialize,  the  users  do  not  require  patent  protection.  Patent  protection  is 
needed  primarily  to  attract  venture  capital  (3) . 

THE  ECONOMIC  IMPACT  OF  PATENTS 

There  are  at  least  two  objectives  of  the  United  States  Patent  System:  1) 
prompt  disclosure  of  ideas  and  discoveries,  and  2)  encouraging  commercial  utiliza- 
tion of  these  to  provide  consumable  products.  From  an  economic  view,  the  latter 
is  the  controlling  factor,  both  in  dollars  contributed  to  gross  national  product 
and  availability  to  the  consuming  public  of  products  which  might  not  otherwise 
be  accesible.  This  is  done  by  protecting  the  innovator  with  a  monopoly  for  a  limited 
time — 17  years — against  the  uncontrolled  competition  of  those  who  have  not 
taken  the  initial  financial  risk.  This  financial  risk  refers  to  development  costs 
and  is  not  limited  to  costs  of  discovery. 

Disclosure  of  ideas,  without  more,  has  limited  economic  impact.  Commercial 
availability  is  not  automatic.  For  example,  penicillin  was  described  in  1929.  No 
one  invested  money  for  commercialization  for  a  decade.  At  that  time,  medicines 
were  not  potentable  in  the  United  Kingdom.  No  one  took  the  uncertain  risks. 
Without  patent  protection,  enterpreneurs  are  less  likely  to  invest  if  patented 
or  otherwise  protected  alternatives  are  available.  The  decline  in  the  fermenta- 
tion solvents  industry  relative  to  synthetic  solvents  after  denial  of  patent  protec- 
tion to  culture  bacteria  has  been  noted  (3) . 

The  grant  of  a  patent  has  been  compared  to  homesteading  of  land  to  provide 
incentive  to  develop  it  (2).  In  some  nations  (not  the  United  States),  the  analogy 
extends  to  a  requirement  that  a  patent  be  'worked'  or  else  forfeited. 

Robb  (8)  has  reported  that  seven  to  ten  years  are  required  to  develop  a  new 
rose  to  market  at  an  expense  of  $50,000  to  $100,000  for  breeding  and  promotional 
costs. 

Rose  bearing  plants  constitute  about  half  the  plant  patents  granted.  Wuesthoff 
(15)  notes  that  prior  to  the  act,  90%  of  the  roses  sold  in  the  U.S.  were  imjiorted. 
By  1956,  this  was  down  to  10%.  At  the  least,  this  one  industry  has  been  encour- 
aged by  the  Plant  Patent  Act.  Since  this  industry  was  the  initiating  force,  the 
Plant  Patent  Act  cannot  be  deemed  unsuccessful. 

THE    RIGHTS    OF    THE    PLANT    PATENTEE 

Under  the  Constitution,  Article  I,  Section  8,  Congress  has  the  power  "to 
promote  the  progress  of  science  and  useful  arts"  to  secure  "for  limited  times  to 
authors  and  inventors  the  exclusive  right  to  their  respective  writings  and  dis- 
coveries." "Exclusive  right"  is  interpreted  as  the  rights  to  exclude  others  from 
making,  using  or  selling  the  patented  item.  The  three  basic  rights  have  been 
held  to  be  separate  and  distinct  rights.  Each  individual  act  of  unauthorized 
manufacture,  sale  or  use  is  a  distinct  infringement  of  the  patent.  The  patentee 
enforces  his  grant  by  civil  suit  for  money  damages.  In  one  case,  infringing  plant 
material  was  ordered  destroyed. 

Experimental  use  is  not  usually  infringement. 

Section  163  substitutes  asexual  reproduction  for  making  in  order  to  satisfy 
those  who  feared  that  such  reproduction  of  a  plant  might  not  be  construed  as 
a  "making"  of  the  invention  since  nature  plays  a  vital  role  in  the  making  of 
a  plant  (1). 

It  is  contended  by  some  that  a  plant  patent  covers  only  a  plant  reproduced 
from  the  original,  an  actual  descendant,  a  clone.  If  Congress  so  intended,  it 
would  have  expressly  limited  the  scope  of  protection  (1). 

The  test  of  infringement  is  not  asexual  reproduction  but  substantial  identit.v 
of  the  plant,  as  set  out  in  the  "claim"  of  the  patent.  A  clone  of  a  mutation  that 
lacked  the  characteristic  of  the  claimed  plant  would  not  infringe.  The  owner 
of  a  plant  patent  does  not  obtain  any  right  to  reproduce  the  plant  asexually  or 
otherwise  but  merely  the  right  to  exclude  others  from  usiTig,  selling,  and  asexually 
reproducing  the  claimed  plant  (1).  The  patent  does  not  cover  parts  of  plants,  as 
seed  or  fruit,  thus  sale  of  these  cannot  be  prevf-nted.  However,  growing  the  seed 
would  be  infringement,  if  the  seedling  shared  the  claimed  characteristics.  It 
should  be  noted  that  "plant  varieties  that  produce  true  to  seed  are  not  patent- 
able" (14). 
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Since  the  claim  language  may  not  adequately  describe  such  characteristics,  a 
practical  problem  of  proving  identity  exists,  except  where  actual  descent  is  shown. 
One  writer  has  proposed  that  the  alleged  infringer  should  bear  the  burden  of 
showing  an  independent  source  (6). 

The  authorized  sale  of  a  patented  plant  carries  an  "implied  license"  to  use  it 
for  its  normal  utility  and  function.  It  is  clear  from  the  legislative  history  of  the 
Act  that  Congress  intended  that  a  plant  patentee  would  be  able  to  control  the 
plant's  asexual  reproduction,  that  is  by  budding,  cutting,  layering,  division,  and 
the  like.  The  language  appears  to  exclude  "asexual  seeds"  (apomicts),  as  in 
citrus. 

There  has  been  remarkably  little  litigation  of  plant  patents.  Thus  the  precise 
meaning  of  the  Act  has  not  been  extensively  construed. 

THE    "product    of    NATURE"    DOCTRINE 

A  plant  discovery  resulting  from  cultivation  is  presumably  unique,  isolated  and 
not  repeated  by  nature  nor  reproducible  by  nature  unaided  by  man.  Such  dis- 
coveries can  be  made  available  to  the  public  only  by  encouraging  those  who 
possess  the  single  plant  to  reproduce  it  asexually  (to  insure  genetic  identity) 
and  thus  to  create  a  supply  (14). 

The  general  patent  law  does  not  permit  grant  of  a  valid  patent  on  a  so-called 
"product  of  nature,"  since  no  inventive  act  can  be  presumed.  Plants  found  in 
an  uncultivated  state  cannot  be  presumed  to  have  been  created  by  other  than 
nature. 

Prior  to  the  Plant  Patent  Act,  this  doctrine  bari-ed  the  patenting  of  plants. 

Oranges  with  rinds  impregnated  with  borax  were  held  not  to  be  new  articles 
of  manufacture  and.  therefore,  unpatentable  as  products  of  nature  (American 
Fruit  Growers  v.  Brogdex  Co.  283  U.S.  1).  Aggregations  of  six  strains  of  Rliizn- 
bium  were  held  unpatentable  (Funk  Bros.  Seed  Co.  v.  Kalo  Innoculant  Co.  3?>3 
U.S.  127),  where  each  strain  retained  the  effect  previously  possessed,  no  strain 
acquired  a  different  use  and  the  combination  produced  no  neiv  bacteria.  Interest- 
ingly enough,  the  Supreme  Court  did  not  hold  bacterial  strains  unpatentable  in 
all  situations. 

There  can  be  nothing  operable  that  is  not  ultimately  a  product  of  natural  forces. 
This  legal  doctrine  is  not  normally  invoked  where  the  invention's  characteristics 
are  not  previously  known  or  where  an  unexpected  or  unexpectedly  improved 
result  is  obtained. 

PATENTABLE    PLANTS  :    SCOPE    AND    LIMITATIONS 

A  plant  sought  to  be  patented  must  meet  certain  legal  requirements.  The  plant 
variety  must  be  new  (previously  unknown)  and  distinct.  New  and  distinct  varie- 
ties fall  roughly  into  three  classes:  1)  sixtrts,  2)  mutants,  and  3)  hybrids  (14). 
Sports  or  chance  seedlings  are  the  most  common  plants  patented  (10). 

Newness  of  the  plant  is  determined  by  the  Department  of  Agriculture,  which 
reports  its  opinion  to  the  Patent  Ofl3ce.  which  then  ultimately  renders  a  decision 
on  patentability.  This  opinion  must  be  supported  by  specific  reference  to  known 
varieties  (14). 

The  legal  significance  of  the  word  "variety"  in  the  Act  has  not  been  construed. 
Tlie  term  has  been  detined  by  the  International  Code  of  Nomenclature  for  Culti- 
vated Plants  (Art.  5)  as  "an  assemblage  of  cultivated  individuals  which  is  dis- 
tinguished by  any  characters  (morphological,  physiological,  cytological,  chemical 
or  others)  significant  *  *  *  which  when  reproduced  *  *  *  retains  its  distin- 
guishing features."  Varieties  of  asexually  reproduced  crops  are  called  clones 
(Art.  11). 

The  characteristics  which  may  distinguish  a  new  variety  include,  hut  are  in  no 
way  limited  to.  immunity  from  disease,  resistance  to  cold,  heat  or  drought,  color  of 
flower  or  fruit,  fragi-ance.  form  and  ease  of  asexual  reproduction.  No  example  is 
seen,  as  yet.  of  a  biocliemical  chantcteristic.  as  increased  or  decrea.sed  alkaloid 
or  enzyme  content,  as  a  basis  for  plant  patentability. 

The  plant  must  be  asexually  reproduced  prior  to  ai)i)lication  for  a  patent,  but 
must  not  be  available  to  the  public  more  than  one  year  before  applying.  An 
unrecognized  variety  is  not  considered  available.  Implicitly,  the  distinctive  char- 
acter must  be  retained  by  the  clone. 

The  ability  to  produce  seeds  does  not  in-eclude  patentability,  unless  such  varie- 
ties are  "true  to  seed."  This  exclusion  is  not  unreasonable.  Since  less  time  is 
needed    to   develop   marketable  suiiitlics  for  seed   proi)agati()n,  the  need   for  17 
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years  protection  would  be  reduced.  Since  variation  would  be  greater,  particu- 
larly where  the  variety  is  heterozygous,  proof  of  infringement  would  be  more 
ditiiV-ult. 

The  Act  explicitly  excludes  plants  sexually  reproducible  by  tubers,  the  legis- 
lative history  specifying  the  Jerusalem  artichoke  {Helianthns  tuherosus)  and 
the  Irish  potato  (Solaniim  fiihcroxiut))  on  the  theory  that  these  tubers  are  the 
edilile  portions  and  a  patentee  could  or  should  not  enforce  his  patent  against 
all  who  buy  the  tubers  in  the  market  (1).  This  is  an  illogical  exception,  par- 
ticularly in  view  of  the  extensive  grant  of  plant  patents  (over  25%)  for  fruit 
bearin.ir  varieties. 

The  term  •'tuber'  is  interpreted  in  its  strict  bot.anical  sense,  as  meaning  a 
short  thickened  portion  of  an  underground  stem,  as  opposed  to  bulbs,  corms, 
stolons,  and  rhizomes  (1,3). 

Sweet  potato  vines.  Ipoinnca  ha  tat  as,  are  outside  the  exclusion,  since  the 
edible  portion  is  a  fleshy  root.  None,  however,  are  patented.  There  is  some  ques- 
tion as  to  patentability  of  the  Taro,  Colocasia  vaculenta,  and  of  Dioscorea,  the 
latter  a  potential  source  of  steriods. 

In  contrast,  the  word  "plant"  has  been  interpreted  by  the  Court  of  Customs 
and  Patent  Appeals  as  meaning  the  popular,  non-technical  sen.se  and  excluding 
bacteria.  Clostridium,  u.sed  for  acetone  fermentation,  were  held  unpatentable 
under  the  Plant  Patent  Act  in  the  decision  In  re  Arzbergcr,  112  F.  2d  S34.  The 
correctness  of  the  decision  has  been  recently  questioned  (3),  since  the  purpose 
of  the  Act  was  to  aid  agriculture  and  since  an  industrial  bacterial  fermenta- 
tion consumed  major  quantities  of  materials  of  agricultural  origin. 

A  major  re.«earch  endeavor  of  the  United  States  Department  of  Agriculture 
is  developing  microbiological  processes  for  utilizing  agricultural  pro<lucts. 

AKhough  "Mushrooms."  Af/aricus.  had  been  patented  both  before  and  after  the 
Arz'.erger  deci.sion  (Pats.  27  and  2050).  the  status  of  less  complex  fungi  as 
PcnirUlium  is  unclear.  Neither  patents  nor  published  deci-sions  contrary  are 
available.  A  logical  rationale  resolving  the  "Mushroom"  patents  and  the  Arz- 
berger  ruling  would  be  difficult.  Penici Ilium  breeding  contributed  the  major  fac- 
tor in  reducing  costs  of  penicillin.  Apparently,  since  the  pioneer  selection  was 
done  by  the  Department  of  Agriculture  its  policy  of  not  patenting  plant  mate- 
rial may  .explain  the  ab^^ence  of  patents.  The  drastic  reduction  in  penicillin  cost 
l<y  strain  selection  and  X-ray  mutation  is  one  of  the  most  spectacular  economic 
feats  of  plant  genetics.  This  government-fiuanced  breakthrough  occurred  a 
decade  after  discovery  of  the  drug. 

The  commercial  strain  of  the  bacterium  that  produces  chlortetracycline, 
Xtrcjjtomyces  avreofaciens.  is  not  patented.  Tlie  patent  on  the  antibiotic  itself 
expires  this  year:  the  bactei-ial  culture  deposited  on  applying  for  the  patent 
was  not  a  commercial  strain.  To  counter  part  of  the  alleged  tetracycline  con- 
spiracy, the  Federal  Trade  Commission  is  seeking  an  order  requiring  these  com- 
mercial strains  to  be  made  available.  It  was  not  until  the  culture  was  stolen  that 
infringement  of  the  patent  was  possible.  It  is  ironical  that  the  public  cannot 
•  •ommercially  practice  an  expired  patent  becau.se  one  element  was  not  itself 
patentable. 

Relatively  few  gymnosperms  have  been  patented.  Two  varieties  of  Ginkgo 
JiiUiha  have  recently  been  protected  (Pats.  2,675  and  2.726).  These  are  the  most 
primitive  seed  bearing  plants  patented. 

No  algae  have  been  patented  under  the  Plant  Patent  Act,  although  there  is  no 
apparent  reason  to  expect  them  to  be  unpatentable.  Since  researcli  is  underway 
selecting  algal  strains  for  life  support  systems  or  possible  foods,  applications  on 
these  may  be  attempted.  Since  al,gae  are  closer  to  the  "popular"  concept  of  plants 
than  are  bacteria,  the  Arzberger  decision  is  probably  not  a  legal  bar.  The  a.sexual 
reproduction  can  be  met  by  the  use  of  an  agitator  which  shears  the  filaments  or 
colonies,  thus  dividing  them  (3). 

About  75%  of  plant  patents  are  drawn  to  members  of  Rosaceae.  Half  are  to 
rose  bearing  varieties,  one  quarter  more  to  other  flowering  ornamentals  and  one 
fifth  to  edible  fruit  bearing  varieties,  chiefly  peach  trees.  One  carnation  mutant 
re.sulting  from  atomic  radiation  has  been  patented  (Pat.  1.481,  one  of  the  very 
few  government  owned  plant  patents). 

The  remainder  include  one  tobacco  (Pat.  412).  bent  grass,  Agrostis  (Pat.  1,924) 
and  blue  grass.  Poa  (Pats.  2.364,  2,513,  and  2,615)  as  well  as  various  ornamental 
evergreens.  The  patenting  of  blue  grass  has  been  noted  as  a  possible  new  trend 
(16). 
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Among  the  very  few  non-omamentals  having  industrial  utility  are  sugar  cane 
and  poplar  trees  (Poptilus)  the  distinctive  characteristic  of  which  ease  of  pulp- 
ing (Pats.  207,  211-8,  225-30  and  305).  Few  purely  ornamental  trees  have  been 
patented  (5),  although  activity  appears  to  be  increasing. 


The  approximately  2700  issued  United  States  Plant  Patents  comprise  less 
than  1%  of  all  patents  granted.  Their  scope  is  narrower  than  other  patents,  but 
the  probability  of  a  grant  is  greater ;  only  a  little  less  than  10%  of  the  applica- 
tions being  unsuccessful. 

The  tabulated  data  are  uncorrected  for  changes  in  Patent  Office  backlog.  Cor- 
rection would  tend  to  reduce  the  apparent  percentages  allowed. 

The  rate  of  plant  patenting  has  slowly  increased.  In  the  first  14  years,  less 
than  0.1%  of  the  patents  granted  were  for  plants  (7).  Between  1961-5,  the  relative 
percentage  is  slightly  more  than  twice  that,  in  a  period  of  increase  in  total  patents 
granted.  Fifty-five  plant  patents  were  granted  in  1948 ;  129  in  1963,  an  increase 
of  130%  in  the  absolute  rate  of  issue.  The  recent  increase  in  Patent  Office  fees 
would  be  expected  to  slow  this  rate  since  some  individuals  may  be  deterred  by 
the  increased  cost. 

Most  plant  patents  are  assigned  to  nurseries.  Few  are  owned  by  industry  or 
universities,  which  is  unusual  in  view  of  their  great  interest  in  patents  of 
invention.  The  latter  have  either  not  considered  the  opportunity  or  determined 
that  the  narrow  scope  makes  plant  patent  protection  uneconomic. 

Potential  areas  of  plant  patent  activity  are  algae,  herbs  having  u.seful  but 
complicated  alkaloids,  as  those  of  Vinca  rosea,  lawn  sod,  and  slash  pine  with 
increased  oleoresin  content.  Unpatented  but  eligible  varieties  include  garlic, 
banana.s,  pineapple,  and  certain  palms. 

Possible  areas  of  interest  include  new  strains  of  ergot  (Claviceps  purpurea) 
suitable  for  submerged  culture  in  industrial  fermenters  and  the  use  of  specially 
adapted  plant  strains  for  the  removal  of  nitrate  pollution  from  water. 

TABLE  1 

Applications      Patents  granted,       Percentages 
filed,  1961-5  1961-5  allowed 

(uncorrected) 

Patents: 

Invention 436,082 

Design.. 25  251 

Plants 628 

LAWS    OF    OTHER    NATIONS 

The  United  States  was  the  first  to  provide  special  patents  for  plants.  Two 
nations  whose  patent  laws  are  closest  to  the  United  States  have  not  followed 
the  example. 

The  Republic  of  the  Philippines,  the  patent  law  of  which  was  once  identical, 
does  not  have  these  special  provisions.  The  possibility  of  a  change  is  "remote." 

Canada's  patent  law  is  a  unique  blend  of  British  and  United  States  concepts. 
No  plant  patents  are  permitted.  A  1960  Royal  Commission  considered  but  ex- 
pressly rejected  the  concept  of  plant  patents.  This  was  primarily  on  the  concern 
that  Canadians  would  have  to  pay  royalties  on  American  varieties,  (United 
States  Patents  have  no  legal  force  beyond  its  frontiers)  which  would  far  out- 
number the  expect,ed  number  of  varieties  of  Canadian  origin.  95%  of  Canadian 
patents  are  granted  to  foreigners.  The  Commission  que.stioned  the  value  of 
rose  varieties  to  their  economy  (10). 

Since  1952,  the  Ilepiiblic  of  South  Africa  has  provisions  similar  to  the 
T'nited  States.  Most  South  African  plant  patents  are  to  roses,  mostly  of  foreign 
origin. 

The  British  law  is  said  to  exclude  plant  iiatents.  A  single  exception  exists. 
British  Patent  458,388,  drawn  to  a  poplar  tree  which  corresponds  to  13  United 
States  plant  patents.  This  illustrates  the  narrowness  of  United  States  plant 
patents,  which  are  permitted  to  have  only  one  claim  each. 

In  France,  Italy,  Belgium,  and  Luxembourg  patents  are  granted  on  all  plants, 
not  merely  those  asexually  reiiroduced,  under  their  general  patent  laws.  Since 
patents  in  these  nations  are  granted  without  examination  as  a  matter  of  appli- 
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cant's  right  (except  in  France  on  medicinals),  a  patent  in  these  countries  does  not 
carry  any  implication  of  inventiveness.  In  France,  patents  carry  the  warning 
"without  guarantee  of  the  government." 

In  (West)  Germany,  plant  patents  are  granted  under  the  general  patent  law. 
There  is  no  limitation  to  asexual  reproduction ;  one  of  tlie  first  German  iKitents 
to  plants  claims  a  pea  (15).  Since  1953,  Germany  also  had  a  seed  registration 
law  '•Saatgutgesetz,"  which  excludes  ornamentals. 

There  is  a  pronounced  trend  in  Eiuoi>e  towards  granting  an  alternative  form 
of  protection  called  "Breeder's  Rights."  Fejer  discusses  the  problems  of  Breeder's 
Rights  (4). 

An  international  agreement,  the  Convention  of  Paris  for  the  Protection  of 
New  Varieties  of  Plants,  was  drawn  up  in  1961,  providing  that  each  signatory 
nation  will  establish  a  system  of  variety  protection  for  at  least  five  genera  when 
the  Convention  becomes  effective.  Belgium,  Denmark,  France,  Germany,  Italy, 
the  Netherlands,  Switzerland,  and  the  United  Kingdom  ai-e  signatories  (11)! 
Weiss  doubts  that  the  United  States  will  participate  (16) . 

TABLE  2 


Nation 


Plants 
patentable 


Type 


Reference 


Belgium.. 

Canada 

Czechoslovakia.. 

France.. 

Germany 

Israel 

rtaly _ 

Luxembourg 

Morocco 

Netherlands 

Philippines 

Portugal 

Russia 

South  Africa'.... 

Tunisia 

United  Kingdom. 
United  States.... 


Yes    General (15). 

No (13) 

Yes    General (i5) 

Yes    General n5> 

No _ ^3) 

Yes    General... (i5) 

Yes    General (15) 

Yes    (?).... (10) 

n'o°  -.- - -  <^3> 

Yes  (?)-- ;::::::::::::::  (i5) 

No (13) 

Yes    Asexual  only .  .  (i5>. 

Yes    (?). (So) 

No (13). 

Yes    Asexual  only 


•  Since  receipt  of  the  manuscript  South  Africa  has  ceased  to  grant  plant  patents  (cf.  Bull.  Amer.  Pat.  Law  Assn  1967: 
244). 

Gradual  implementation  is  expected :  wheat,  barley,  either  oats  or  rice,  corn, 
potato,  peas,  beans  (Phaseolus  vulgaris  and  P.  coccineus),  alfalfa  (Medicago 
sativa  and  M.  varia),  red  clover,  rye  grass,  lettuce,  apples,  and  either  roses  or 
carnations  are  embraced. 

The  effect  of  the  "Breeder's  Right"  is  that  prior  authorization  shall  be  re- 
quired for  production  for  commercial  markets  of  the  reproductive  or  vegetative 
propagating  material  (including  whole  plants)  of  the  protected  variety  (Art.  5 
of  the  Convention).  Utility  (meritorious  performance)  is  not  required  for  con- 
ventional breeder's  rights.  The  rights  are  positive,  as  compared  to  the  patentee's 
right  to  exclude   (16). 

A  trend  toward  international  adoption  of  plant  patents  is  not  eWdent.  The 
Model  Code  for  Developing  Countries,  Section  5  (12)  expressly  rejects  plant 
patents.  It  is  unlikely  that  developing  countries  will  adopt  them. 


C0NCLUSI0^-S 

Plant  patents  serve  a  definite  purpose  for  the  horticulture  industry.  To  this 
end,  their  continued  existence  is  justified. 

The  great  hopes  for  agriculture  have  not  been  realized,  possibly  by  the  illogical 
exclusion  of  the  potato,  one  major  economic  plant  otherwise  within  the  scope 
of  the  Act,  and  possibly  by  the  judicial  exclusion  of  bacteria,  the  use  of  which 
in  acetone  fermentation  was  a  once  significant  consumer  of  agricultural  products. 

The  plant  patent  gives  its  owner  the  right  to  exclude  others  from  selling,  usingi 
and  asexually  reproducing  the  protected  variety. 

A  few  major  nations  have  adopted  this  American  innovation.  Many  prefer  a 
second  form  of  protection  :  Breeder's  Rights.  Lack  of  international  homogeneity 
is  characteristic  of  national  patent  laws. 

The  full  taxonomic  spectrum  of  potential  coverage  has  not  ,been  utilized,  75% 
of  the  varieties  being  Rosaceae. 
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The  emphasis  has  been  on  ornamentals  rather  than  varieties  (other  than 
fruits)  with  agricultural  or  industrial  impact.  The  United  States  Department  of 
Agriculture  has  been  active  in  the  latter  endeavors  and  has  a  policy  of  not 
patenting  plant  material.  Little  change  can  be  expected. 

University  and  industrial  organizations  have  little  utilized  a  possible  oppor- 
tunity. 

The  exising  law  should  be  retained  and  perhaps  broadened  to  include  bacteria 
and  potatoes. 

Thomas  Jefferson  once  summarized:  '"The  greatest  service  which  can  be 
rendered  to  any  country  is  to  add  a  useful  plant  to  its  culture."  The  incentive 
for  this  addition  shuuld  be  retained. 
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Harkess.  Dickey  &  Pierce, 
Detroit,  Mich.,  Fehruary  1^,  1968. 
Hon.  John  L.  McClellan, 
Senate  Office  Building,  Washington,  B.C. 

Dear  Sir:  As  Chairman  of  the  committee  reviewing  pending  patent  reform 
legislation,  I  would  like  to  urge  you  to  consider  revising  present  Section  151 
of  35  use  in  order  to  alleviate  what  I  consider  to  be  a  poorly  drafted  and  unjust 
portion  of  the  statute. 

To  explain  my  position  in  this  regard,  I  am  taking  the  liberty  of  enclosing 
a  copy  of  my  letter  to  Mr.  William  B.  Yates,  President  of  the  Michigan  Patent 
Law  Association,  of  which  I  am  a  member. 

Should  you  or  any  of  your  assistants  wish  any  further  explanation  or  have 
any  questions  in  this  matter,  I  will  be  most  happy  to  cooperate. 
Very  truly  yours, 

Richard  E.  Dibner. 
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Harness,  Dickey  &  Pierce, 
Detroit,  Mich.,  February  IJf,  19G8. 
Mr.  WiLxiAM  M.  Yates, 
Patent  Department,  Dow  Chemical  Co.,  Midland,  Mich. 

Dear  Sir  :  With  regard  to  the  pending  patent  reform  bill.  I  wish  to  call  your 
attention  to  the  need  for  revising  Section  151  of  the  present  act  which,  in  my 
opinion,  i.s  extremely  objectionable,  and  to  urge  that  you  take  steps  to  include 
a  revision  of  this  section  in  the  new  act. 

The  Patent  OflBce  presently  construes  Section  151  as  being  an  absolute  bar  to 
the  payment  of  an  estimated  issue  fee  more  than  six  months  after  the  notice  of 
allowance,  regardless  of  the  cause  of  the  delay.  They  base  this  stand  mainly 
on  traditional  practice,  developed  over  the  past  hundred  years,  particularly  under 
the  old  renewal  statute  (repealed  in  1939),  under  which  a  renewal  application 
could  be  filed  at  will  within  a  fixed  time  period  after  an  application  was  forfeited 
for  non-payment  of  the  final  fee. 

In  a  recent  case  involving  our  firm,  there  was  an  unavoidable  delay  for  more 
than  six  months  in  paying  an  estimated  issue  fee  due  to  a  clerical  error,  as  a  re- 
sult of  which  we  thought  the  issue  fee  had  been  paid  when  it  had  actually  been 
paid  in  another  case.  We  took  the  position  that  ::;.")  I'SC  Se(ti<in  I'.ili  applies  to  the 
payment  of  issue  fees,  and  that  the  Commissioner  therefore  should  accept  the 
fee  if  it  was  shown  to  his  satisfaction  that  the  delay  wa.s  uravoidable.  The  Patent 
Office,  while  admitting  that  the  delay  was  unavoidable  within  the  meaning  of 
Section  133,  took  the  position  that  this  section  did  not  apply  to  issue  fees,  or  even 
if  it  did,  that  it  was  overridden  by  section  151  which  has  a  six  months  limit.  The 
U.S.  District  Court  for  the  District  of  Columbia  held  in  our  favor  and  the  case 
has  now  been  appealed  by  the  Patent  Office. 

Even  if  our  interpretation  of  the  statute  should  prevail,  however,  it  would 
still  not  make  Section  151  palatable.  Section  133  apiilies  to  prosecution  of  an  ap- 
plication, and  even  if  this  includes  the  payment  of  the  estimated  i-ssue  fee,  it  still 
would  not  include  the  payment  of  the  remaining  balance  (jf  the  issue  fee,  wbich 
is  billed  after  the  patent  is.sues.  Section  151  provides  that  if  the  remaining  bal- 
ance is  not  paid  within  three  months  after  notice,  the  patent  shall  lapse.  Even 
though  there  is  a  provision  for  delayed  payment  within  a  three  n.(mths  grace 
period,  there  is  no  authority  in  either  Section  151  or  133  for  accepting  payment 
after  that.  A  delayed  payment  of  the  remaining  balance  of  the  issue  fee  could 
occur  for  any  one  of  a  number  of  unavoidable  reasons,  such  as  loss  of  the  notice 
in  the  mail,  a  clerical  error  as  a  result  of  which  it  is  thought  that  the  balance 
was  paid.  etc.  The  result  is  that  for  a  mere  ,$10  or  so.  valuable  patent  rights  could 
be  forever  lost  to  a  person  who  has  passed  all  the  hurdles  of  examination  and 
proved  himself  worthy  of  a  patent. 

It  is  my  opinion  that  Section  151  was  not  carefully  thought  out,  particularly 
with  regard  to  protecting  the  victims  of  unavoidable  delays  in  the  payment  of 
the  issue  fees.  It  would  be  a  simple  matter  to  correct  this  section,  for  example,  by 
bringing  it  clearly  under  the  umbrella  of  Section  133  or  adding  a  paragraph  on 
unavoidable  delays  in  Section  151  itself.  The  drastic  reduction  of  time  for  paying 
the  issue  fee  (from  18  months  to  6  months)  made  in  19G5,  has  heightened  the 
chances  of  hardship  occurring  under  the  present  statute,  and  it  should  be  revised. 
I  would  go  even  further  and  say  that  the  whole  idea  of  a  remaining  balance  of 
an  issue  fee  is  unwise.  It  places  an  undue  clerical  burden  on  attorneys  who  must 
make  sure  these  small  sums  are  paid  on  time.  It  would  be  much  better  to  have 
a  law  providing  for  collection  of  the  needed  money  in  a  simpler  way,  such  as  a 
single  issue  fee  which  allowed  for  the  average  error  in  estimating  the  pages  of 
the  printed  patent. 

Thank  you  very  much  for  your  cooperation,  and  please  feel  free  to  call  me  if 
you  have  any  questions.  I  am  sending  a  copy  of  this  letter  to  Senator  McClellan's 
committee  for  their  consideration. 
Very  truly  yours, 

Richard  E.  Dibner. 
86-21 8 — 68— pt.  2 27 


796 

E.  S.  Downs  &  Co., 
WorthingtoH,  Ohio,  January  23, 1968. 
Hon.  John  L.  ilcCLELLA.x, 

Chairman.  Senate  Judiciari/  Suhcommittee  on  Patents,  Trademarks,  and  Copy- 
rights, U.S.  Senate,  Wa.^hington,  D.C. 

Dear  Senator  McClellan  :  I  am  writing  you  to  express  tlie  opinions  of  an 
individual  or  private  inventor  concerning  tlie  contemplated  changes  in  United 
States  j)ateut  laws.  I  am  the  owner  of  ten  U.S.  patents  and  about  twenty  over- 
seas patents.  Two  of  my  inventions  have  been  commercially  successful  bringing 
income  to  me  and  employment  to  many. 

While  much  research  and  develojjment  in  this  country  is  done  by  large  com- 
panies with  well  organized  research  teams.  I  feel  there  is'still  a  large  area  for  the 
individual  inventor.  There  are  many  small,  less  complicated  products  that  can 
result  from  the  creativity  of  this  man.  These  benefit  the  user  and  provide  em- 
ployment where  it  did  not  exist  before. 

The  way  of  the  individual  inventor,  however,  is  not  easy.  Not  only  does  it  take 
a  great  measure  of  devotion  to  the  task  but  also  is  extremely  risky.  It  is  estimated 
that  only  1%  of  all  patents  granted  individual  inventors  make  money.  A  new 
adverse  factor  is  the  lighrning  speed  of  technological  development.  Both  of  my 
profitable  inventions  enjoyed  an  income  producing  life  of  only  five  years  because 
of  unexi^ected  .scientific  developments. 

The  individual  inventor,  ([uite  restricted  in  assets  compared  to  the  large  com- 
pany, has  already  been  hurt  by  the  recent  increa.se  in  patent  fees.  These  have 
been  increased  about  400%  in  the  past  two  or  three  years. 

Certain  provisions  being  considered  in  the  pending  changes  in  the  patent  laws 
are  further  going  to  hurt  the  individual  inventor  in  my  opinion.  Specifically,  these 
are : 

1.    ELIMINATION    OF    THE    ONE    YEAR    GRACE    PERIOD 

The  individual  inventor,  if  he  is  prudent,  tests  his  invention  in  the  field 
and  marketplace  before  he  goes  to  the  considerable  expense  of  applying  for 
a  patent.  If  such  experimental  effort  is  considered  prior  public  u.se.  the 
inventor  will  be  ]iut  in  a  dilemm:i.  To  a  large  company  the  cost  of  applying 
for  a  patent  is  not  proportionately  a  big  expen.se.  To  an  individual  inventor 
it  may  be  a  month's  pay.  Many  worthwhile  inventions  may  simply  die  on  the 
vine.  My  own  experience  bears  this  out. 

2.     FIRST    TO    FILE 

In  the  pix'sent  law.  of  cour.se.  the  man  who  actually  invented  the  device 
first,  or  who  can  prove  he  did,  is  awarded  the  patent.  I  realize  the  contem- 
platetl  change  being  considered  is  to  eliminate  the  cumbersome  and  expensive 
interference  procedure.  However,  correcting  one  evil  with  another  is  not.  in 
my  mind,  the  solution.  The  private  or  individual  inventor  must  often  dis- 
close his  invention  to  a  prospe<'tive  licensee  before  applying  for  a  patent. 
Often  this  is  the  ouly  way  to  know  for  certain  whether  or  not  he  has  a 
marketable  idea.  It  is  quite  posible,  if  the  invention  is  valuable,  that  the 
contemplated  licensee  might  file  for  himself. 

3.    FILING    A    PRELIMINARY    APPLICATION 

Filing  a  preliminary  application  to  be  followed  in  twelve  months  by  a 
complete  application  appears  to  me  to  be  filing  two  applications  for  the  same 
patent.  I  do  not  believe  that  a  worthwhile  preliminary  application  can  be 
filed  without  a  patent  attorney.  Furthermore,  I  do  not  think  a  preliminary 
application  can  be  of  value  unless  it  is  thoroughly  done.  In  today's  crowded 
art   inventions   depend    on    small   differences   in    structure.    Therefore,   the 
preliminary  application  must  be  virtually  as  "complete"  as  the  complete 
application  twelve  months  later.  I  believe  this  change  would  hurt  the  indi- 
vidual inventor  by  increasing  his  patent  fees. 
I  would  like  to  ask  that  my  remarks  be  included  in  the  record.  Thank  you  for 
the  opportunity  to  express  my  views  to  the  Subcommittee. 
Sincerely  yours, 

Edgar  S.   Downs. 
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Statement  of  Joseph  O.  Evans,  Febkuary  29,  1068 

Mr.  Chairman  and  members  of  the  committee,  my  name  i.s  Joseph  O.  Evans, 
a  licensed  professional  mechanical  en^^ineer  who  has  been  employed  from  time 
to  time  since  1932  by  Registered  Patent  Attorneys  as  a  patent  draftsman,  patent 
searcher,  patent  specification  and  claim  writer  and  as  an  amendment  writer. 
I  have  also,  from  time  to  time,  been  employed  to  interview  patent  Examiners  con- 
cerning certain  patent  applications  under  consideration  for  allowance. 

With  only  one  exception,  all  of  the  registered  patent  attorneys  for  whom 
I  have  worked  have  specialized  in  handling  patent  applications  for  individual 
inventors;  applications  that  have  never  gone  beyond  the  final  action  by  the 
Patent  Examiner. 

It  is  my  belief  that  the  United  States  Patent  OflSce  should  be  made  an  in- 
dependent government  agency  and  should  be  taken  out  from  under  the  control 
of  the  Commerce  Department.  No  matter  how  good  a  Commissioner  of  Patent 
may  be,  this  gentleman  cannot  help  but  be  under  the  influence  of  the  i^ecre- 
tary  of  Commerce  and  his  assistants.  No  man  can  be  a  master  of  all  trades.  ;!nd 
while  the  Secretary  of  Commerce  and  his  a.ssistants  no  doubt  are  sincere  in 
their  administration  of  the  Patent  Office,  these  gentlemen  cannot  ix>ssibly  have 
a  clear  understanding  of  the  patent  problems  unless  they  have  had  actual 
working  experience  in  patents,  and  as  far  as  I  can  find,  not  a  single  Secretary 
of  Commerce  nor  any  of  his  assistants  have  had  this  experience. 

It  is  my  belief  that  the  first  to  invent,  and  not  the  first  to  file  should  be  given 
the  patent,  otherwise  the  entire  patent  system  will  be  automatically  favorable 
to  the  large  corporations  who  have  the  means  of  filing  a  patent  application  on 
each  and  every  improvement  its  staff  invents.  The  independent  inventor  is  limited 
by  his  finances  to  the  making  of  a  relatively  small  number  of  patent  ai)plications. 

It  is  my  belief  that  the  patent  laws  should  prevent  any  examiner  from  going 
outside  of  the  art  to  cite  a  patent  against  any  patent  application.  After  all.  no 
inventor  should  be  expected  to  be  experienced  in  every  art  and  to  know  exactly 
what  has  been  done  in  each  art. 

It  is  my  belief  that  the  fees  to  be  charged  by  the  Patent  Office  continue  to  be 
under  the  control  of  Congress  and  that  the  Commissioner  of  Patents  should  not 
be  given  this  regulative  authority. 

It  is  my  belief  that  section  31  of  the  United  States  Code  Title  35  Patents  should 
be  completely  revised  in  light  of  the  following  known  facts. 

Patent  Attorneys  are  actually  divided  into  two'  distinct  classes  :  those  who 
either  work  directly  for  manufacturing  companies  or  handle  patent  matters 
for  manufacturing  companies  on  a  fixed  fee  or  retainer  basis,  those  patent 
attorneys  who  specialize  in  handling  patent  applications  for  the  individual  in- 
ventor and  who  never  take  any  application  above  the  final  action  of  the  Patent 
Examiner.  In  this  later  case,  when  an  api»licant  desires  to  take  his  application 
to  the  Board  of  Apijeals  or  to  the  Courts,  the  attorney  almost  always  turns  the 
application  over  to  a  patent  attorney  or  lawyer  who  sijecializes  in  the  above. 

Admittedly,  those  who  handle  applications  above  the  Patent  Examiner's  final 
action  should  be  experienced  patent  attorneys.  However,  it  is  no  more  logical 
to  require  the  thousands  of  attorneys  who  never  take  a  patent  application  above 
the  Examiner's  final  action  to  be  patent  attorneys  than  it  is  to  require  one  who 
has  a  small  boat  to  have  the  same  education  and  experience  as  the  capitain  of 
a  large  ocean  liner. 

According  to  Chapter  II  of  the  Patent  Laws,  a  patent  application  consists  of 
three  items :  a  specification  and  claims,  a  drawing,  and  an  oath.  The  first  part, 
the  .specification,  certainly  requires  a  knowledge  of  engineering,  the  second  part. 
requires  the  knowledge  of  drafting,  and  the  third  part  can  be  typed  by  any  first 
class  secretary.  Many  patent  attorneys  know  just  enough  engineering  to  pass 
the  Patent  Office  Examination  for  Registered  Patent  Attorneys.  Many  of  the 
attorneys  then  promptly  hire  specification  and  claim  writers  to  write  the 
si>ecifications :  the  specification  writers  frequently  writing  the  amendments 
when  they  come  due.  Very  few  patents  attorneys  are  either  qualified  or  ex- 
perienced to  make  a  patent  drawing  and  certainly  few  can  or  do  ever  type 
an  oath.  Technically  speaking,  a  patent  attorney  cannot  even  hire  a  typist  to 
type  up  the  oath.  He  must  do  all  of  the  work  of  preparing  a  patent  application 
himself. 
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One  who  takes  the  examination  to  become  a  registered  patent  attorney  must 
answer  questions  or  write  a  claim  in  a  mechanical  case,  an  electrical  case,  and  a 
chemical  case.  No  other  profession  requires  a  man  to  have  such  a  broad  knowl- 
edge. When  one  applies  for  a  professional  engineers  license,  he  is  examined  in 
either  mechanical,  electrical  or  chemical  engineering.  If  he  wants  a  license  in 
more  than  one  field  of  engineering,  he  must  take  a  separate  examination  in 
each  field. 

Actually,  any  professional  engineer  can  write  a  patent  si)ecificatiou  and 
claims  once  he  has  read  a  few  patents  on  the  inventions  of  interest. 

I,  therefore,  respectfully  suggest  that  Section  31  of  the  patent  laws  hereinafter 
be  called  subsection  (a)  of  Section  31  and  that  the  following  subsections  be 
included  in  this  Section  31 : 

(b)  Any  person,  whether  employed  by  a  company  or  acting  as  an  individual, 
who  has  been  given  a  final  rejection  by  the  Patent  P^xaminer  and  who  desires 
to  take  the  patent  application  to  either  the  Board  of  Appeals  or  to  the  Courts, 
must  be  or  must  employ  a  Registered  Patent  Attorney  as  set  forth  in  the  above 
noted  subsection  ( a )  of  Section  31  of  the  Patent  Laws. 

(c)  A  patent  specification,  claim,  and  amendment  writer,  who  can  prove  that 
he  has  done  such  work  for  a  Registered  Patent  Attorney  or  attorneys  for  two  or 
more  years,  shall  be  permitted  by  the  Commissioner  of  Patents  to  write  patent 
specifications,  claims  and/or  amendments. 

(d)  All  patent  specifications  shall  be  written  by  a  professional  engineer, 
licensed  by  one  or  more  states  or  the  District  of  Columbia  in  the  field  of  art  in 
which  the  specification  falls,  i.e.,  mechanical,  electrical  or  chemical,  unless  the 
specification  writer  comes  within  the  requirements  of  subsection  (c)  of  this 
section  of  the  Patent  Laws. 

(e)  Any  inventor,  desiring  to  file  an  application  for  a  patent  in  the  United 
States  Patent  Oflice,  shall  be  permitted  to  have  the  assistance  of  one  or  more 
persons  in  so  long  as  the  spe<'ification  and  claims  are  written  by  someone  meeting 
the  requirements  of  section  31.  subsections  (a)  to  and/or  including  (d)  in  .so 
long  as  the  application  for  patent  does  not  go  l)eyond  the  final  action  of  the 
Patent  Examiner.  In  this  case,  the  inventor  must  employ  the  services  of  a  Regis- 
tered Patent  Attorney. 

The  Committee's  attention  is  respectfully  called  to  the  testimony  of  Mr.  Robert 
W.  Cairns,  Pre.sident  of  the  American  Chemical  Society,  in  which  he  makes  a 
statement  to  the  effect  that  chemists  should  be  pemiitted  to  represent  inventors 
in  the  preparation  and  prosecution  (of  chemical  applications)  before  the  Patent 
Oflice. 

The  President's  Commission  recommended  that  "[T]he  Patent  Oflice  should 
proceed  vigorously  with  implementing  its  plans  for  microfilm  reproduction  of 
all  search  files."  This  statement  by  the  Commission  clearly  shows  that  not  a 
single  person  who  ever  made  this  recommendation  has  ever  done  any  amount 
of  patent  searching  in  the  mechanical  arts.  Nor  have  any  members  of  the  Com- 
mission consulted  an  adequate  number  of  persons  who  do  patent  searching. 
Microfilming  of  the  patent  search  files  of  everyday  search  work  is  not  practical 
for  the  following  rea.sons: 

(1)  To  put  in  a  microfilm  system  would  be  to  spend  upward  of  fifty  or  n>ore 
million  dollars  at  a  time  when  the  Federal  Government  should  be  reducing  its 
expenses. 

(2)  Microfilm  patent  searching  is  extremely  hard  on  theleyes. 

(3)  Microfilm  machines,  even  the  best,  require  more  or  less  constant  attention 
from  experienced  service  mechanics. 

(4)  It  is  impossible  for  one  to  compare  different  patents  when  the  material  is 
on  microfilm.  This  comparison  of  patents  is  very  necessary  when  one  is  making 
many  patent  searches  in  the  mechanical  arts. 

(5)  Under  the  pre.sent  system,  if  a  subclass  of  patents  takes  up  more  than  one 
box.  or  shoe  as  they  are  called,  one  searcher  can  search  one  shoe  and  another 
searcher  can  search  a  second  shoe.  This  will  be  impo.ssible  when  many  shoes  of 
patents  are  all  contained  in  one  file  cabinet  drawer. 

(6)  The  microfilm  itself  is  very  fragile  and  will  constantly  need  to  be  replaced. 

(7)  If  the  patent  copies  are  placed  on  cards,  as  is  now  planned,  and  the  patent 
is  a  large  one,  there  is  no  known  way  to  keep  all  the  cards  of  a  given  patent 
together. 

(«)  The  small  size  of  microfilm  cards  or  rolls  will  cau.se  them  to  become  lost 
or  mi.splaced. 
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(9)  The  nature  of  microfilm  searchiug  cannot  help  but  slow  up  patent 
searching. 

(10)  Patent  searching  is  an  art  that  requires  years  of  experience  to  ob- 
tain, therefore,  the  placing  of  a  number  of  patent  search  rooms  throughout 
the  United  8tates  is  both  costly  and  impractical  from  the  standpoint  of  staffing 
with  exi>erienced  searchers,  whether  employed  by  government  or  industry. 

It  is  respectfully  suggested  that  a  careful  poll  be  taken  among  patent  search- 
ers before  any  microfilm  system  be  permitted  to  be  adopted  by  the  Patent 
Office. 

The  Patent  Office  and  others  are  concerned  over  the  matter  of  the  United 
States  leading  tlie  world  in  formulating  a  World  Patent  System.  While  the 
gentlemen  who  are  back  of  this  suggestion  are  no  doubt  most  anxious  for  what 
is  best  for  the  I'nited  States,  they  fail  to  realize  that  the  United  States  issues 
more  patents  in  one  week  than  more  than  half  of  the  patent  offices  through- 
nut  the  world  issue  in  an  entire  year.  It  appears  to  me  that  the  idea  of  a 
world  patent  or  universal  patent  is  at  least  ten  to  twenty  years  away,  if  it 
will  ever  come  about.  The  exact  figures  on  the  number  of  patents  issued  by 
foreign  countries  will  be  given  on  request. 

If  any  of  you  gentlemen  have  any  questions,  you  may  care  to  ask  me  con- 
cerning the  subject  matter  of  this  statement.  I  will  be  only  too  glad  to  answer 
^.b.-Mii. 

Kc-iHH'tfnlly  snlmiiifed. 

Joseph  O.  Evans,  P.E. 

U.S.  Senate, 

CO.MMITTEE    OX    TPIE    JUDICIARY. 

Washington,  D.C.,  March  1.',,  1968. 
Hon.  JoHx  L.  ;McClell.\x, 

Chainnan,  SiibconiDiittec  on  Patents.  Trademarks,  and  Copyrights, 
[\S.  Senate.  Washington,  D.C. 

Dear  Johx:  I  am  sending  you  a  copy  of  a  statement  concerning  Amendment 
No.  .-)11  to  S.  1042. 

I  v.ould  aitpreriate  if  you  would  have  this  statement  enclcsed  in  the  hearing 
record  on  the  bill.  Also,  I  would  appreciate  it  if  you  would  send  copies  of  the 
hearings  when  tliey  are  printed  to  the  threfe  organizations  submitting  tJie 
statement. 

With  kindest  regards.  I  am 
Sincei'ely  yours, 

Sam  J.  Ervin,  Jr. 

A   Statement  of  Concern,  March  1968 

PROPOSED   PLANT   PATENT   AMENDMENT     (TO   INCLUDE   SEXUALLY   PROPAGATED  PLANTS) 

With  profound  interest  in  plant  research  in  Xorth  Carolina,  both  publicly 
and  privately  sponsored,  we  present  the  following  as  areas  of  deep  concern  and 
definite  reservations  with  the  proposed  plant  patent  amendment.  The  following 
items  of  concern  neetl  very  careful  study  before  any  action  is  taken : 

1.  Be  extremely  difficult  to  administer. 

How  or  when  would  patents  be  issued  from  selections  without  hybridization, 
multilines,  synthetics,  blends,  etc.?  When  is  a  variety  different  or  unique?  There 
are  now  an  enormous  number  of  hybrids,  strains,  varieties,  blends  or  other  so- 
called  variety  forms  in  the  trade. 

This  number  would  no  doubt  increase  manyfold  as  "everyone"  would  have  his 
own  plant  patent  to  promote.  This,  no  doubt,  would  require  an  expansion  within 
the  patent  office  and  could  create  mass  confusion  not  only  in  that  office  but  among 
buyers  of  seed. 

2.  Jeopardize  the  agricultural  economy  of  our  state  (or  country)  in  times  of 
disease  epidemic  or  other  comparable  emergencies  which  would  maximize  sales 
of  a  single  or  few  patented  varieties. 

With  possible  specific  resistance  to  a  serious  disease  or  insect  in  the  hands 
of  one  or  liiore  individual  agencies  could  either  seriously  restrict  the  resistant 
varieties  distribution  or  be  made  available  at  a  price  which  could  be  prohibitive. 

3.  Possible  trend  to  apply  for  a  patent  on  any  experiment  component  or  line 
that  might  have  slight  possibility  as  a  commercial  variety. 

To  completely  protect  one's  breeding  program,  whether  private,  Federal  or 
State,  agencies  would  of  necessity  require  patenting  to  carefully  guard  all  use- 
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fill  breeding  material.  This  would  also  force  public  agencies  to  apply  for  public 
patents  for  all  new  varieties  released.  There  is  generally  a  good  working  rela- 
tionship exi.sting  Ivetween  private  and  public  breeding  agencies.  This  relationship 
could  change  quickly  with  the  implication  of  plant  patents. 

4.  Plant  patents  could  seriously  limit  the  free  exchange  of  germ  plasm  and 
information  pertaining  thereto  among  all  plant  breeders   (private  and  public). 

The  USDA  and  state  experiment  stations  are  active  in  plant  breeding  pro- 
grams as  well  as  development  of  basic  genetic  materials.  It  is  very  probable  that 
the  free  interchange  of  germ  plasm  would  t)e  greatly  restricted,  if  not  eliminated. 

n.  Essentially  eliminate  or  seriously  restrict  regional  test  of  unreleased  breed- 
ing lines. 

Preliminary  evaluation  of  "experimental"  varieties  before  their  release  is 
very  important.  To  guard  against  possible  loss  of  one's  "outstanding"  line  would 
require  very  close  supervision  and  severely  restricted  use  of  advanced  testing 
programs. 

We  urge  that  full  consideration  of  the  above  mentioned  items  of  concern  be 
given  by  all  affected  parties,  namely :  public  agencies  involved  with  research, 
regulatory  and  extension  along  with  private  or  commercial  seed  producers, 
breeders  and  seedsmen  as  well  as  seed  certifying  agencies.  The  objective  of  such 
a  study  should  be  to  develop  the  most  workable  form(s)  of  plant  protection  for 
the  good  of  all  concerned,  including  the  general  public. 

N.C.  State  University's  Chop  Sciexce  Department. 
N.C.  Crop  Improvement  Association. 
N.C.  Foundation  Seed  Producers,  Inc. 


Foremost  Foods  Co., 
Research  and  Development  Center, 

DtiMin,  Calif.,  March  13,  196S. 
Mr.  Thomas  C.  P.rennan, 
Chief  Counsel,  Commiltre  on  ihc  Jndiriar]/, 
Siihcommiftrc  on  Patent-s,  Trade  Marks,  and  Copyrights, 
U.S.  Senate.  Washington,  D.C. 

Dear  Mr.  Brennan  :  In  your  letter  to  us  dated  February  12,  196^,  in  response 
to  our  request  to  appear  and  offer  testimony  concerning  features  of  the  proposed 
Patent  Reform  Act.  you  offered  to  receive  and  enter  our  written  statement  into 
the  official  printed  record.  Attached  are  two  copies  of  such  statement. 

We  are  sorry  we  were  unaljle  to  give  direct  testimony  but  hereby  express  our 
ai>preciation  for  your  offer  to  receive  our  written  statement. 
Sincerely, 

Clayton  A.  Kempf, 
Assistant  to  the  Vice  President. 
Director,  Research  and  Development. 

Presentation  To  P>e  Used  in  Hearings  on  Proposed  Patent  Reform  Act, 
H.R.  5924,  March  13,  1968 

Xante  of  Corporation  represented  hy  the  tvitness. — Foremost  Foods  Com- 
pany— a  division  of  Foremost-^McKt'Sson.  Inc.,  Headquarters  at  111  Pine  Street, 
San  Francisco,  California  (Incorporated  in  State  of  Maryland). 

Principal  Business  of  the  Compavy. — Foremost  Foods  Company  engages  in 
processing  and  distributing  a  complete  line  f>f  fresh  and  frozen  dairy  products. 
These  operations  are  located  principally  west  of  the  Mississippi  River.  The  com- 
pany operates  37  processing  plants  aci-oss  the  United  States  and  Canada  and 
produces  manufactured  milk  and  whey-based  foods,  ingredients  for  foods,  feed 
and  i)harmaceutical  products.  The  food  industries  served  include  the  baking, 
canning  and  frozen  food  industries,  among  others.  Very  important  are  its  ingre- 
dients for  use  in  the  infant  food  fiehl.  The  Company  markets  convenience  food 
items  for  the  consumer.  It  has  oi)erations  in  20  countries  throughout  the  world, 
many  of  whicli  produce  a  full  line  of  dairy  products  employing  modern  recombin- 
ing  processes  employing  dehydrated  ingredients. 

Past,  Present  and  Anticipated  Future  Importance  of  Patents  in  the  Develop- 
ment of  the  Company. — Foremost  Foods  Company  concurs  with  the  conclusion  of 
the  Xaticmal  Industrial  Conference  Tio.'ird  in  its  affirmation  that  the  U.S.  Patent 
System  has  been  a  major  contributor  to  the  phenomenal  growth  of  American 
Industry  and  the  nation's  standard  of  living  and  gross  national  product.  This 
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company  has  miK-h  conceru  aud  apprehension  toward  several  of  the  basic  changes 
provided  in  the  proposed  Patent  Reform  Act.  We  fear  that  certain  of  the  proposed 
changes  will  undermine  seriously  the  protection  affordetl  by  the  present  law, 
without  which  neither  the  creative  individual  nor  the  progressive  corix)ration 
could  hope  for  the  economic  shelter  necessary  in  order  that  the  effort  and  invest- 
ment of  money,  required  always  to  reduce  an  invention  to  practice,  to  develop 
markets  and  to  create  production  facilities,  can  be  hazarded. 

Foremost  Foods  Company  and  its  antecedents,  Golden  State  Company.  Ltd. 
and  AVestern  Condensing  Company,  over  the  past  50  years  have  based  their  pro- 
grams for  development  and  growth  heavily  on  patents.  Over  this  period  of  time 
over  200  U.S.  patents  have  been  secured.  Currently  the  company  holds  rights 
under  or  owns  approximately  90  U.S.  Letters  Patents.  In  addition,  Foremost 
Foods  Company  either  owns  or  is  seeking  more  than  1.50  foreign  patents. 

Foremost  last  year  received  for  the  second  time  in  12  years  the  coveted  In- 
du.strial  Achievement  Award  of  the  Institute  of  Food  Technologists.  The  first 
was  received  in  11)55  by  one  of  its  predecessor  companies,  Western  Condensing 
Company,  and  was  awarded  for  its  development  and  successful  marketing  of 
Iu.--tant  Milk.  The  second  was  awarded  for  the  successful  development  and  com- 
mercialization of  a  revolutionary  invention  to  improve  several  bread  and  roll 
manufacturing  processes. 

Another  predecessor.  Golden  State  Company,  Ltd.,  poineered  in  the  production 
of  tM^uipment  and  processes  to  prepare  dried  milk  products  and  controlled  heat 
treatments  necessary  for  the  suitable  manufacture  of  the  instant  milk  products. 
This  company  likewise  pioneered  in  processes  for  HTST  production  of  various 
milk  concentrates  making  possible  new  products  for  any  feeding. 

During  the  second  World  War,  the  need  for  milk  sugar  (lacto.se)  suddenly 
tripled  and  quadrupled  because  it  was  required  in  a  new  fermentation  pi'ocess 
to  produce  penicillin.  The  penicillin  was  needed,  of  course,  for  use  both  by  armed 
forces  and  civilians.  No  suitable  processes  existed  capable  of  producing  lactose 
of  the  grade  and  quantity  needed.  Our  company  was  able  to  step  into  the  gap 
anil  through  the  inventive  abilities  of  its  scientists  and  engineers  create  the  re- 
(luired  processes  and  eciuipment,  and  to  supply  the  needed  lactose  in  the  course 
of  relatively  few  months.  This  was  possible  becau.se  our  company  could  rely  on 
the  provisions  of  the  patent  law  which  provide  the  one-year  grace  period  between 
pulilic  use  and  the  tiling  of  a  valid  application  for  U.S.  Letters  Patent.  It  is  our 
coiiviction  that  the  proposed  change  to  the  "First-to-File"  principle  and  elimina- 
tion of  the  one-year  grace  period  would  actually  inhibit  rather  than  promote  the 
publication  and  u.se  of  many  of  the  most  significant  inventions. 

None  of  these  achievements  would  have  been  possible  under  certain  of  the 
provisions  of  the  propo.-;ed  new  bill.  Such  developments  as  the.se  may  be  considered 
fundamental  or  basic  inventions  requiring  some  time  and  exposure  in  the  com- 
niert-ial  arena  and  in  the  market  place  in  order  to  gain  information  necessary 
in  the  preparation  of  proper  patent  applications  and  claims  confidently  setting 
forth  the  .^^cope  and  limits  of  the  invention. 

Foremost  and  its  Divisions  since  1951  and  their  predecessors  named  above, 
together  have  maintained  research  and  development  programs  continuously  for 
more  than  25  year.s — programs  requiring  the  capabilities  of  highly-trained 
biochemi.sts,  nutritionists,  food  scientists,  and  electrical  and  mechanical  en- 
gineers. This  continuing  program  has  resulted  in  the  creation  of  entirely  new 
bnsiiiesse.s  in  lines  of  food  and  feed  products  and  processes  that  did  not  before 
e.xist.  In  numerous  instances,  expensive  and  time-consuming  development  of  en- 
tirely new  and  .soi)histicated  equipment  and  processes  has  been  required  for  suc- 
cessful commercialization  of  the  invention. 

<  )ur  witness  will  testify  to  the  effect  that  the  following  features  of  the  proposed 
Reform  Act  would  damage  public  welfare  in  terms  of  decrea.sed  benefit  resulting 
fnmi  succes.«ful  development  and  marketing  of  inventions. —  (1)  Elimination  of 
the  one-year  grace  period.  (2)  Elimination  of  interference  proceedings  and  "Fir.st< 
to-File"  provisions.  (3)  Unqualified  requirement  to  publish  applications  within 
two  years  of  the  filing  date.  (,4)  Preliminary  applications  and  provision  for  de- 
layed examination. 

Certain  features  of  the  proposed  Reform  Act  can  be  considered  acceptable.  Our 
witness  will  endeavor  to  identify  these  and  to  suggest  alternatives  to  certain  of 
the  more  objectionable  provisions  of  the  proposed  Act. 
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QUALIFICATIONS    OF    WITNESS 

I.  Name. — Dr.  Clayton  A.  Kempf. 

II.  Present  position  in  corporation. — -Assistant  to  the  Vice  Presideut/Birector 
of  R&D  of  Foremost  Foods  Company,  with  assignment  of  responsibility  for  co- 
ordination of  technical  aspects  of  the  patent  program  of  tlie  company. 

III.  Length  of  service  and  job  experience  in  corporation. — The  witness  has 
been  in  the  service  of  the  corporation  for  more  than  26  years  in  different  capaci- 
ties relating  to  the  research  and  development  activities  of  the  corporation.  He 
has  served  in  succession  as  Research  Chemist,  Senior  Research  Chemist,  Research 
Sui^ervisor,  Research  Superintendent,  Director  of  Reseaix-h,  and  Assistant  to 
the  Vice  President/Director  of  R&D.  During  all  of  this  period,  the  witness  has 
worke<l  with  one  or  more  a.spects  of  inventions  and  patents.  He  has  participated 
as  an  inventor,  as  one  reducing  others'  inventions  to  practice,  as  co-inventor,  as 
supervisor,  and  as  technical  liaison  between  inventors  and  patent  attorneys. 
For  the  last  12  years,  he  has  participated  on  numerous  occasions  in  interviews 
with  the  examiner.  He  is  familiar  with  the  present  requirements  for  the  main- 
tenance of  invention  records.  He  has  first-hand  knowledge  of  the  operation  of 
the  interference  proceedings  to  determine  the  original  inventor.  The  witness 
has  some  practical  knowledge  of  the  dominating  economic  factors  operating  in 
the  process  of  introducing,  successfully,  inventions  to  the  market  place. 

IV.  Education. — The  witness  holds  two  advanced  degrees  from  universities 
with  majors  and  minors  in  biochemistry,  nutritional  chemistry,  physiology,  and 
bacteriology.  He  is  a  member  of  several  professional  societies. 

TESTIMONY 

1.  Undesirable  cotisequences  of  the  elimination  of  the  one-year  grace  period 
for  filing  an  application  for  a  patent  in  the  U.S.  Patent  Office. —  (a)  Will  increase 
markedly  poor  invention  di.sclo.sures  and  poorly  claimed  inventions,  (h)  Di.sclo.s- 
Lires  in  "preliminary"  applications  will  be  inadequate  in  quality  to  satisfy  prior- 
ity of  filing  date  for  purposes  of  foreign  filing,  (e)  Will  repress  commercial 
resting  of  inventions  becau.«;e  of  "piiblic  use"  prohibition,  (d)  Promote  issuance  of 
inferior  patents  because  of  the  lack  of  proven  examples  for  practicing  the  in- 
vention, (c)  Will  cause  inordinate  emphasis  on  the  "Know-How"  provisions  in 
licensing  agreements  under  the  patents  resulting. 

2.  Undesirable  consequences  of  elimination  of  interference  proceedings  and 
the  lack  of  provisions  for  the  First-to-invent  or  the  first  to  invent  in  cas(  s  of 
derivation,  or  in  cases  of  misappropriation  or  stealing. — Our  patent  attorney 
advLses  us  as  follows : 

Xeither  the  present  patent  law  nor  the  proposed  Patent  Reform  Act  contain 
fully  adequate  protection  for  the  Common  Law  property  rights  of  the  inventor 
to  his  invention.  The  common  law  has  always  recognized  a  proi>erfy  right  in 
an  invention  and  it  protects  this  property  right  as  long  as  it  is  in  the  hands  of 
the  inventor  or  owner.  The  California  State  Code  Section  on  this  matter  reads 
as  follows : 

"Civil  Code,  Chap.  3,  §  980 :  Ownership ;  composition  in  letters  or  art ;  inven- 
tion or  design. 

"(a)  The  author  or  proprietor  of  any  composition  in  letters  or  art  has  an 
exclusive  ownership  in  the  representation  or  expression  thereof  as  against  all 
persons  except  one  who  originally  and  indei>endently  creates  the  .same  or  a 
similar  compo.sition. 

"(b)  The  inventor  or  proprietor  of  any  invention  or  design,  with  or  without 
delineation,  or  other  graphical  representation,  has  an  exclusive  ownership 
therein,  and  in  the  representation  or  expression  thereof,  which  continues  so 
long  as  the  invention  or  design  and  the  representations  or  expressions  thereof 
made  by  him  remain  in  his  possession." 

The  interference  procedure  now  provided  by  our  i)atent  statutes  not  only  pro- 
vides for  determinations  as  to  priority  betAveen  two  rival  inventors,  but  also 
determinations  as  to  whether  one  inventor  has  derived  his  invention  from  the 
other.  However,  this  is  only  a  limited  remedy  for  situations  where  inventions 
are  stolen  or  misappropriated. 

If  the  present  interference  practice  should  be  abolished,  as  for  example  by 
the  new  proposed  Patent  Reform  Act,  then  the  patent  system  would  have  no 
provision  whatsoever  for  giving  redrt^ss  in  the  event  of  derivation.  Section  10."), 
'Non-prejudicial  Disclosures"  of  H.R.  5924,  permits  an  applicant  to  overcome  an 
earlier  disclosure  by  another,  but  the  provisions  of  this  section  are  quite  limited. 
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One  must  show  that  the  party  making  the  earlier  disclosure  operated  in  violation 
of  an  obligration  not  to  disclose.  Also  this  sec-tion  does  not  apply  to  situations 
whei-e  two  parties  file  patent  applications  for  the  same  invention  and  the  tirst  to 
file  has  derived  the  Invention  from  the  second. 

In  general,  we  have  no  statutory  provision  that  wonld  give  adequate  redres.s 
in  instances  where  A  appropriates  an  invention  from  B  and  then  obtains  a  patent 
tinder  such  circumstances  that  B  cannot  then  institute  interference  proceediiiifs 
against  A.  B  may  be  barred  from  filing  because  of  a  public  disclosur(>.  I'uder 
such  circumstances,  proceedings  should  be  available  to  B  which  wonld  make 
pos.sible  transfer  of  ownership  to  B  with  proper  change  in  the  name  of  the 
inventor. 

The  above  inequitable  situation  would  be  intensified  under  the  proposed  Patent 
Reform  Act,  which  would  grant  the  patent  to  the  first  to  file  irrespective  of 
priority  of  invention. 

A  remedy  should  be  provided  by  statute  to  take  care  of  the  above  inequity. 
This  could  be  comparable  to  section  17  of  the  British  Patent  Act.  The  Com- 
nu.ssioner  of  Patents  should  be  authorized  to  make  the  necessary  change  a.s 
ordered  by  a  Federal  Court.  The  Federal  Courts  should  be  given  exclusive 
jurisdiction  of  such  actions. 

3.  Undesirabilitt/  of  unqualified  requirement  to  piihlish  applieations  irithin 
ttro  years  of  filing  date. — It  is  our  belief  that  the  inventor  or  the  owner  of  the 
invention  covered  in  an  application  should  be  granted,  at  the  time  the  application 
is  to  be  published  for  interference  purpose,  the  right  to  aliandon  and  to  keep  the 
invention  secret.  The  inventor  or  owner  of  the  invention  may  justly  conclude  that 
his  rights  and  interests  will  not  be  adequately  .served  by  the  grant  indicated  by 
the  Patent  Ofl3ce. 

§  /-iT.  Burden  of  persua-sirjn. 

This  provision  is  an  important  change  that  .should  be  more  limited  in  its 
application,  to  a  question  of  obviousness  under  the  proposed  §  103. 

.").  A  number  of  the  provisions  of  the  proposed  bill  are  deemed  desirable.  These 
include  the  folloicing  examples. — 

(a)  §  111.  Application  for  a  patent. — This  provision,  permitting  the  owner 
of  an  invention  to  file  the  application,  provided  that  he  names  the  true 
inventor,  is  desirable. 

{bj  §115.  Oath  of  Applicant. — The  provisions  of  thl.s  .section  are  com- 
patible with  §  111  and  nece.ssitated  thereby. 

(c)  §  116.  Joint  inventor. — The  provisions  of  this  section  are  highly 
desirable. 

id)  §  118.  Action  where  no  oath  or  a.ssignment  can  be  obtained. — 
Desirable. 

(e)  §  136.  Re-examination  after  publications. — It  is  our  belief  that  the 
provision  for  publication  for  oppo.sition  purposes,  and  subsequent  re-exam- 
ination, can  be  beneficial,  provided,  however,  that  the  Patent  Office  perform.^ 
an  optimum  examination  before  publication.  Inadequate  examination  before 
publication  is  to  be  deplored. 

Clayton  A.  Kempf, 
Assistant  to  the  Vice  President, 
Director,  Research  and  Development. 


CiBA  Corp., 
Summit,  N.J.,  March  26, 19GS. 
Hon.  JoHX  L.  McClellan, 

Patent  Subcommittee,  Senate  Judiciary  Committee, 
Senate  Office  Building,  Washington,  D.C. 

Sir  :  In  his  letter  of  February  21,  1967  transmitting  the  Patent  Reform  Act  of 
1967  to  Congre.ss,  President  Lyndon  B.  Johnson  said  : 

'•It  is  now  time  to  apply  the  "first  to  file'  rule  to  the  U.S.  patent  system." 

This  concept  was  also  recommended  after  an  intense  review  of  our  Patent 
System  by  the  President's  Commission  on  the  Patent  System,  a  commission  of 
leading  American  citizens  appointed  by  the  President  to  study  our  present  Patent 
System. 

I  feel  strongly  that  we  should  adopt  the  flrst-to-file  concept  in  our  Patent  Sys- 
tem and  have  set  forth  the  reasons  why  in  the  enclosed  article  which  appears  in 
the  October,  1967  issue  (just  published)  of  the  Journal  of  the  Patent  Office 
Society,  pages  699-712  inclusive. 


804 

You  may  wish  to  consider  this  article  in  your  consideration  of  the  President's 
Patent  Reform  Act  of  1967,  and  make  it  part  of  the  record  of  the  Hearings. 
Sincerely, 

Harry  Goldsmith,  Patent  Counsel. 

[From  the  Journal  Patent  Office  Society,  published  October  1967] 

Wht  Not  a  First-to-File  System? 

(By  Harry  Goldsmith) 

Nothing  will  ever  be  attempted  if  all  possible  objections  must  first  be  over- 
come— Samuel  Johnson 

WTiat  has  been  referred  to  as  perhaps  the  most  significant  and  far  reaching, 
and  also  the  most  controversial,  of  the  recommendations  of  the  President's  Com- 
mission on  the  Patent  System  is  the  first-to-file  system  of  priority  which  has  been 
incorporated  in  the  so-called  Patent  Reform  Act  of  1967,  Section  102.  This  has 
been  interpreted  as  meaning  that  the  patent  would  be  granted  to  the  applicant 
who  first  filed,  not  necessarily  to  the  "first"  inventor. 

In  the  "Sectional  Analysis,"  accompanying  the  proposed  Patent  Reform  Act, 
it  is  explained  as  follows  : 

"As  between  two  or  more  applicants  for  a  patent  on  the  same  invention,  the 
patent  would  issue  to  the  first  to  file.  This  results  from  providing  that  the 
disclosure  of  an  application,  when  published,  constitutes  prior  art  as  of  its 
effective  filing  date  against  all  later  filed  applications. 

"The  determination  of  who  was  the  first  inventor  would  be  rendered  un- 
nece.ssary. 

"The  time  at  which  an  invention  was  made  would  cease  to  have  significance. 
"There  would  be  no  'grace  period'. 

"Knowledge,  use  or  sale  in  a  foreign  country  would  not  be  excluded  as  'prior 
art'." 

It  is  interesting  to  note  that  various  patent  law  associations,  including  the 
American  Patent  Law  Association,  the  Patent  Section  of  the  American  Bar  As- 
sociation and  the  Patent  Committee  of  the  National  Association  of  Manufacturers 
have  indicated  their  disapproval  of  the  first-to-file  system. 

In  view  of  the  controversial  aspects  of  this  provision,  it  may  be  interesting  to 
examine  what  the  situation  is  under  our  present  patent  law  and  how  far  away 
we  may  be  from,  or  conversely,  how  near  we  may  already  be  to  a  first-to-file 
system.  And  what  about  the  dire  predictions  of  disaster  made  by  the  opponents 
if  such  a  system  is  introduced — are  they  based  on  fact  or  fancy? 

To  a  large  extent  and  for  all  practical  purposes,  we  already  liave  a  first-to-file 
system — for  foreign  inventors  and  also  for  certain  T'nitecl  States  inventors. 
Why?  Because  Section  104  of  the  present  Patent  Act  limits  foreign  applicants  to 
their  foreign  filing  dates.^  This,  in  effect,  means  that  for  the  foreign  applicant 
and,  yes,  even  for  the  U.S.  applicant  who  happens  to  make  the  invention  abroad, 
the  present  system  is  a  first-to-file  system.  Section  104  in  barring  not  only  for- 
eign applicants,  but  also  U.S.  applicants  (except  those  abroad  in  civil  or  military 
duty)  from  relying  on  acts  abroad  to  establish  a  date  of  invention,  discriminates 
against  both,  since  the  domestic  inventor  may  establish  a  date  of  invention  prior 
to  his  filing  date,  whereas  the  former  cannot.  As  a  matter  of  fact,  foreign  ap- 
plicants have  expres.sed  their  unhappiness  about  this  discrimination  and  ques- 
tioned the  fairness  of  our  .system.  By  not  being  permitted  to  rely  on  acts  done 
abroad,  they  feel  we  do  not  trust  them.  In  today's  world  with  more  rapid  com- 
munication, extensive  travel,  and  many  U.S.  companies  sending  their  research- 
ers abroad  to  work  in  their  foreign  laboratories,  this  discrimination  also  means 
that  our  present  .system  for  these  persons  is  a  first-to-file  system. 

In  this  connection,  certain  statistics  may  be  of  interest  as  to  how  many  in- 
ventors are  involved  in  our,  to  them,  already  existing  "flrst-to-file  system." 

It  is  estimated  that  in  1972  of  the  100.000  patent  applications  which  will  be 
filed  in  this  country,  .'iO.OOO  will  originate  abroad  :  and  that  30.000  of  the  remain- 
ing 70.(K)0  originating  in  the  U.S.  will  be  filed  in  an  average  of  five  countries 
abroad.  In  effect,  then,  it  would  seem  that  a  great  majority  of  applicants  are 
already  today  vohnitarily  or  by  compulsion  oiicrating  on  a  first-to-file  system 
since  they  can  only  rely  on  a  Convention  priority  date  here  or  abroad  as  the  case 


1  In  re  Risse  et  al.,  154  USPQ  1  (CCPA,  1967). 
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may  be.  Other  aiiplic-ants  of  the  remaining  40,000  U.S.  originated  applications 
apparently  will  not  have  considered  their  inventions  to  have  been  of  suflBcient 
importance  to  warrant  foreign  tiling. 

Under  the  present  law  the  tirst  to  tile  is  presumed  to  be  the  first  inventor,  so 
even  witli  respect  to  domestic  inventors  we  have  a  presumptive  first-tn-file 
system,  and  the  inventor  who  dillydallys  and  delays  filing  his  application  will, 
in  most  cases,  find  that  the  patent  will  go  to  another. 

Rule  2r»7  of  the  Rules  of  Practice  in  Patent  Cases  warns  him  as  follows : 

"The  parties  to  an  interference  will  be  presumed  to  have  made  their  inven- 
tions in  the  chronological  order  of  the  filing  dates  of  their  applications  for 
patents  involved  in  the  interference  or  the  effective  filing  dates  which  sucli 
ajvplications  have  been  accorded  :  and  the  hurden  or  proof  will  rest  uimn  the  party 
Kho  xhuU  seek  to  estaltlisli  a  different  state  of  faets."  (Italics  added.) 

The  first-tofile  aspects  of  the  i)resent  system  have  not  brought  on  disaster. 
As  between  two  foreign  applicants  who  get  involveil  in  an  interference,  there 
is  no  uuu>!uai  ditficulty  in  deciding  who  is  entitled  to  the  patent  on  the  basis  of 
who  has  the  earliest  filing  date.  U.S.  or  Convention  date.  Usually,  in  the  absence 
of  thp  party's  U.S.  apiilication  or  foreign  Convention  application,  which  has  the 
first  filing  date,  being  defective  for  some  reason,  the  award  goes  to  the  one  who 
estahli.shes  the  earliest  Convention  date:  that  is.  has  the  first  filing  date.  Lilie- 
wise.  under  the  proposed  first-to-file  system  the  F]xaminer.  exparte,  would 
i;resnma!)ly  make  the  same  determination.  Likewise,  as  iietween  two  applicants, 
presumably  even  the  second-to-file  could  still  get  a  patent  if  he  can  show  that 
the  fir.-t  filed  application  cited  against  him  is  defective  as  a  disclosure  of  the 
invention,  e.g.  inoperative,  or  that  the  process  set  forth  cannot  produce  the 
invention.  It  would  thus  appear  that  the  operation  of  the  first-to-file  system 
should  simplify  rather  than  complicate  patent  granting  procedures. 

Xor  is  the  concept  of  a  first-to-file  system  by  any  means  foreign  to  scientific 
circles.  As  a  matter  of  fact,  in  scientific  circles  the  "first-to-file  system"  has  been 
recognized  to  establish  scientific  priority.  When  an  article  is  presented  for  pub- 
lication in  a  scientific  journal,  the  date  of  receipt  is  generally  recognized  as  the 
date  of  establishing  scientific  priority  for  the  author  or  scientist  presentins'  the 
paper,  and  the  receipt  date  is  printed  in  the  publication.  The  person  who  had 
confidence  in  the  validity  of  his  work  and  in  his  di.sclo.sure  by  first  presenting  it 
for  publication  is  regarded  as  worthy  of  being  accorded  scientific  priority  as 
against  one  who  may  later  submit  for  publication. 

Xor  is  the  concept  of  a  first-to-file  system  illogical  when  one  considers  the 
nature  of  the  processes  of  invention  and  innovation.  The  special  Panel  on  In- 
vention and  Innovation  of  the  Department  of  Commerce  in  its  report  "Tech- 
nological Innovation  :  Its  Environment  and  Management"  (.January,  1967,  U.S. 
Government  Printing  Olfice)  asked  the  (piestions :  "What  is  Invention?  Innova- 
tion'/" Its  answer : 

"Invention  ...  TO  CONCEIVE  .  .  .  The  idea. 

"Innovation  .  .  .  TO  USE  .  .  .  The  process  by  which  an  invention  is  trans- 
lated into  the  economy. 

"*  *  *  [l]nvention  and  innovation  encompass  the  totality  of  processes  by 
which  new  ideas  are  conceived,  nurtured,  developed  and  finally  introduced  in  the 
economy  as  new  products  and  processes  *  *  * 

"We  need  to  bear  in  mind  that  the  path  between  an  invention  (or  idea)  and 
the  market  place  is  a  hazardous  venture,  replete  with  ob.stacles  and  .substantial 
risks.  It  is  ordinarily  a  very  costly,  time-consuming,  and  diflBcult  ta.sk  that  the 
inn((vat/)r  faces."' 

A  breakdown  of  cost  and  effort  by  the  Panel,  indicates  that  the  step  we  com- 
monly call  research,  advanced  development  or  basic  invention,  the  invention 
stage,  accounts,  typically  for  less  than  10  percent  of  the  total  innovation  effort. 
The  other  components  (engineering  and  designing  the  product,  tooling  and  manu- 
facturing-engineering, manufacturing  start-up  expenses,  and  marketing  start-up 
expenses),  which  we  do  not  usually  associate  with  the  innovative  process,  account 
for  .something  like  !»0  percent  of  the  total  effort  and  cost. 

Typically,  the  patent  ai>plication  for  the  product  or  process  which  underpins 
the  invention  is  filed  during  the  idea  or  research  stage.  It  may  take  five,  six  or 
more  years  before  the  innovative  process  is  completed,  and  both  the  inventor  and 
his  financial  backer  wish  to  know  as  early  as  possible  whether  and  what  scope 
of  patent  prote<'tion  are  obtainable :  the  inventor,  because  he  may  be  more 
successful  in  finding  a  financial  backer  for  the  venture  capital  necessary  for  the 
innovative  process,  if  he  can  show  the  backer  that  he  has  filed  an  application  or 
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already  has  obtained  a  patent;  and  the  financial  backer,  because  he  wants  to  be 
assured  that  there  is  the  likelih(X)d  of  protection  for  the  high  risk  capital  required 
to  bring  the  invention  to  the  market  place,  and  the  likelihood  of  high  potential 
return  for  his  venture  capital. 

It  would  be  folly  to  wait  for  the  five  or  more  years  until  the  invention  has 
proved  to  be  ready  for  the  market  place  before  filing  the  patent  application. 
Usually  and  typically  in  today's  world  of  rapid  communication  and  exploding 
technology,  the  application  is  filed  for  while  the  invention  is  .still  in  the  early 
stage  of  research  and  development — before  the  invention  is  fully  tried  out — and 
as  improvements  are  made  continuation-in-part  applications  are  filed.  When  a 
mechani<-al  invention  is  made,  its  u.sefulness  and  operability — or  lack  of  them — 
are  usually  predictable.  practi(;ally  from  the  moment  of  conception  of  the 
ai)paratus.  On  the  other  hand,  in  chemistry  prediction  is  limited,  and  Kt.r'licr  a 
chemical  will  end  up  as  a  drug  useful  as  a  cure  for  diseases  in  humans  may  take 
from  five  to  seven  years  of  animal  and  human  testing  and  several  million  dollars 
in  costs.  Here.  too.  it  would  be  folly  to  wait  for  the  clinical  results  l)efore  filing 
for  a  patent  application.  On  the  contrary,  most  inventors  in  this  field  file  while 
the  compound  is  in  the  early  research  stage,  as  soon  as  laboratory  tests  show  a 
desirable  property  in  experimental  animals  such  as  the  mouse,  rat  or  dog. 

Thus,  the  processes  of  invention  and  innovation  by  their  very  nature,  even 
under  the  present  patent  .system,  call  for  prompt  filing  of  patent  ai)plications 
by  inventors  and  their  attorneys.  Accordingly,  the  first-to-file  .system  may  not 
represent  such  a  significant  or  far-reaching  change  as  apiJears  on  first  glance. 
Is  it  to  be  condemned  if  it  should  hai>i»en  that  it  would  even  more  greatly  facili- 
tate prompt  use  and  disclosure  of  inventions  than  the  present  system?  On  the 
contrary,  the  benefits  wiiich  it  may  introduce  should  recommend  its  full  adoption 
into  our  patent  system. 

What  are  the  main  objections  to  a  first-to-file  system?  They  appear  to  be  the 
following:  (1)  interferences  will  be  aboli.shed.  and  (2)  since  priority  will  be 
entirely  on  the  basis  of  flr.st-to-file  rather  than  first-to-invent,  it  will  lead  to  a 
race  to  the  Patent  Office  which  will  be  won  by  the  big  corporation  on  the  assump- 
tion that  the  big  corporation  can  run  faster  than  the  small  or  lone,  independent 
inventor. 

The  two  reasons  add  up  really  to  one :  The  "first  true"  inventor  may  not  neces- 
sarily be  the  one  who  will  get  the  patent.  But  this  is  the  case  under  our  present 
system  under  which  various  policy  considerations  might  well  operate  to  prevent 
the  award  of  the  patent  to  the  actual  inventor.  Not  all  interferences  conclude 
by  the  grant  of  patent  to  the  first  inventor  in  fact,  Mason  v.  Hepburn,  13  App. 

D.  C.  86  (1898)  :  Woofter  v.  VarJson,  TA  CCPA ,  367  F  2d  436,  lol  USPQ  407. 

Nor,  is  an  inventor  entitled  to  a  patent  if  "he  has  abandoned  the  invention" 
[Section  102  (c)  ].  And.  one  who  is  not  the  actual  first  inventor  may  nevertheless 
obtain  a  patent,  if  another  who  is,  abandoned,  suppressed  or  concealed  it  [Section 
102  (g)J. 

Another  example  of  where  the  first  inventor  may  nf)t  obtain  the  patent  is 
the  case  where  the  disclosure  is  held  to  be  insufficient  under  112  and  the  appli- 
cation is  considered  to  be  fatally  defective.  Thus,  in  the  case  of  patent  applica- 
tions on  pharmaceuticals  or  cliemical  compounds,  an  inadetpiate  disclosure  of 
the  use  of  the  new  compounds  sought  to  be  patented,  or  the  manner  of  using 
them,  although  the  products  are  on  the  market,  may  result  in  a  refusal  of  the 
patent  to,  or  loss  of  an  interference  Ity,  the  first  inventor  because  of  such 
inadequate  disclosure. 

Also,  even  where  the  application  complies  with  Section  112,  a  holding  by  the 
Examiner  that  the  proof  of  utility  in  a  pharmaceutical  case  is  insufficient  ma.v 
result  in  the  first  inventor  of  the  chemical  compound  involved  not  being  awarded 
the  patent. 

Furthermore,  our  present  .system  permits  gi'anting  the  patent  to  one  who  is 
not  actually  the  first  inventor  since  it  excludes  as  "prior  art",  public  knowledge, 
use  or  sale  of  the  invention  abroad,  even  where  it  establishes  that  the  invention 
was  made  by  another.  Is  there  not  a  contradiction  in  opiiosing  a  first-to-file 
s.vst.em  becau.se  it  would  not  grant  the  patent  to  the  fir.sit  inventor,  and.  as  many 
do,  at  the  same  time  opiK)se  making  siich  prior  knowledge,  use  f>r  sale  abroad 
"prior  art"  against  the  later  inventor? 

In  addition,  under  the  present  system  an  applicant,  by  an  affidavit,  may  swear 
liack  ex  parte  of  any  publication,  or  U.S.  or  foreign  patent  less  than  a  .vear 
prior  to  his  filing  date,  which  dis<'lo.ses  the  invention,  although  the  author  or 
patentee  may,  in  fact,  be  the  first  inventor. 
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Thus,  oue  may  questiou  the  extent  to  which  our  system  is  one  that  assures 
that  the  tirst  inventor  is  always  awarded  the  parent. 

One  might  ask  wliether  the  abolislmieut  of  interferenc-es  by  the  first-to-file 
system  will  involve  any  great  injustice,  unfairness  or  hardship,  and  whether 
it  will  in  effect  harm  and  disrupt  the  patent  system.  How  many  inveutf)rs  would 
be  affec-ted  by  the  tirst-to-file  system?  In  this  connection  Dr.  Holloman  testified 
that  out  of  2W.000  applications  i)ending  in  the  Patent  Office  approximately  2,400 
are  involved  in  interferences.  This  means  slightly  more  than  1  percent.  There 
was  no  breakdown  given  of  the  number  of  applicalions  involved  in  the  interfer- 
ences belonging  to  the  small,  lone,  independent  inventor  or  to  the  company 
inventor.  Or.  whether  it  is  the  small  inventor  who  is  the  Junior  ]»arty  that  nor- 
mally wins  the  interference,  or  whether  it  is  the  company  inventor.  The  a.ssump- 
tionmay  not  be  incorrect  that  the  small  inventor,  who  is  us\ially  unfamiliar  with 
patent  practices,  probably  is  inadequate  in  his  record  kwpinsi  i.iHcssary  to 
establish  earlier  dates,  and  generally  comes  out  on  the  losing  end  of  interferences 
whether  he  is  the  junior  or  senior  party.  Accordingly,  it  is  conceivable  that  the 
small  inventor  would  be  better  off  under  a  first-to-file  system.  It  would  be  inter- 
esting to  make  a  study  to  determine  the  actual  .situation  in  those  interferences 
where  the  junior  party  is  the  winner,  and  tho.se  in  which  the  senior  party  Is 
the  loser  to  determine  whether  the  party  is  the  small  inventor  or  the  corporate 
inventor. 

It  may  be  noted  that  representatives  of  the  small  inventor  and  .small  business 
have  testified  before  Congress  in  favor  of  a  first-to-file  system.  The  American 
Society  of  Inventors  spoke  for  first-to-file  (Hearings  on  S.  2,  S.  1042,  S.  1377 
and  S.  1691,  Before  the  Patent,  Tradenjark  and  Copyright  Subcommittee  of  the 
Senate  Judiciary  Committee,  May  17-18,  1967,  eighth  page  of  Statement,  to  l)e 
inserted  on  p.  273),  as  did  General  Counsel  Philip  F.  Zeldman  for  the  Small 
Business  Administration  (Hearings  on  H.R.  5924  Before  Subcommittee  No.  3  of 
the  House  Jtidiciary  Committee,  Beginning  April  17.  1907,  i>p.  217-18).  ^Ir. 
Henry  J.  Capi>ello,  representing  the  National  Small  Business  Association,  state<l 
that  "in  taking  a  position  in  supiwrt  of  the  first-to-file  concept,  we  di.sagree  with 
the  contention  that  such  a  system  discriminates  against  small  business."  {Id. 
at  234.) 

It  may  also  be  desirable  to  study  the  experience  in  other  countries  having  a 
first-to-file  system,  to  determine  whether  this  has  resulted  in  an  adverse  effect  on 
llic  patent  protection  obtained,  the  quality  of  ])atent  applications  filed,  or  a  rush 
ro  the  Patent  Office.  Also  whether  the  inventors  in  tho.se  countries  feel  that  there 
is  anything  unfair  or  inequitable  about  the  first-to-file  sy.stem. 

One  may  ask  whether  our  system  is  really  helped  by  a  provision  such  as 
Section  135(b)  which  leaves  an  issued  patent  in  doubt  for  one  year  after  it  is 
granted.  Under  this  section  the  "first  inventor"'  can  sit  back  for  a  whole  year 
after  a  patent  has  issued  before  he  need  seek  an  interference  by  filing  an  appli- 
cation for  the  same  invention  or  copying  the  patent  claims  in  a  pending 
application. 

One  may  ask  whether  the  entire  interference  concept  is  not  really  out  of 
keeping  wnth  the  basic  philosophy  underlying  our  patent  system,  (or  any  patent 
system)  which  was  early  expressed  by  Thomas  Jefferson  (who  was  the  fii"st 
administrator  of  our  patent  .system)  and  which  was  recently  reiterated  by  the 
Supreme  Couit  in  Graham  et  al..  v.  John  Deere  Company,  148  l"SP(j  4~)U  i  l!l!i(!)  ; 
namely,  that  the  patent  monopoly  "was  a  reward,  an  inducement,  to  bring  forth 
new  knowledge"  as  against  keeping  the  new  knowledge  secret.  Logically,  is  it 
not  then  more  in  keeping  with  the  disclosure  promoting  concejit  underlying  the 
patent  system,  that  the  person  who  takes  the  first  steps  to  make  the  knowledge 
(invention)  available  to  the  public;  that  is,  the  one  who  files  first,  is  the  real 
inventor  to  be  rewarded? 

The  (juestion  may  be  raised  whether  the  concern  expressed  by  many  fh.-it  a 
first-to-file  system  will  result  in  a  sulistantially  greater  rush  to  tlie  Patent  otfice 
than  under  the  present  system,  which  ali-eady  n(>cessitat<"s  itromjit  filing,  if  you 
want  that  all-important  filing  date — is  not  more  fancy  than  f;ict.  After  all.  there 
are  built-in  bi-akes  again.st  such  a  rush.  For  example,  as  under  the  present  law 
there  are  the  strict  requirements  for  a  description  that  Se<-tion  112  makes  for  a 
complete  application,  and  which  apparently  will  also  he  required  for  a  i)reliminary 
application  if  it  is  to  generate  an  "effective"  filing  date  [Section  120(a)(2)]. 
Strict  examination  procetlnre.s  requiring  full  and  compelte  dis<'losures  are  a 
deterrent  to  filing  lialf-liaked.  poorly  and  inadetpiately  prepared  applications, 
and,  in  the  long  run,  the  i-elative  positions  of  the  applicants  will  most  likely  be 
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the  same  position  as  under  the  present  system,  under  which  one  can  also  rush 
to  the  Patent  Office  to  get  that  all-imi>ortant  filing  date,  hut  under  which  one 
appreciates,  with  tlie  strict  requirements  of  Section  112,  that  ill-prepared,  incom- 
plete applications  cause  more  headaches  and  problems  and  loss  of  rights. 

Why,  therefore,  should  there  develop  any  greater  rush  to  the  Patent  Office 
than  under  the  present  system?  Will  those  applicants  for  whom,  as  pointed  out 
above,  the  present  system  is  already  a  first-to-file  system  do  any  more  rushing? 
Might  not  the  present  system,  with  its  discrimination  against  foreign  applicants 
cause  them  to  rush  more  because  they  know  the  domestic  applicant  can  go  back 
to  a  date  earlier  than  his  filing  date? 

May  the  preliminary  applicati(m  recommended  by  the  Patent  Commission  as 
a  replacement  for  the  grace  period  result  in  a  rush  to  the  Patent  Office?  Maybe, 
but  not  likely  for  any  length  of  time.  The  Commissions'  report  and  the  testimony 
of  the  Commissioner  of  Patents  before  the  House  of  Repre.sentatives  Patents 
Committee,  in  indicating  that  the  preliminary  application  could  be  prepared  by 
one  having  little  knowledge  of  patent  law  and  that  it  could  be  an  informal  di.s- 
closure,  gives  the  impression  that  almost  any  kind  of  disclosure  could  be  quickly 
dumped  into  the  Patent  Office  and  con.stitute  a  preliminary  application,  generat- 
ing a  filing  date.  On  the  contrary,  reading  Sections  111,  112  and  120  together, 
it  would  seem  that,  except  for  the  omission  of  claims,  such  a  preliminary  appli- 
cation would  have  to  meet  the  other  strict  requirements  of  Section  112  for  an 
adequate  disclosure,  although  the  Sectional  Analysis  also  "emphasizes  the  in- 
formality of  the  preliminary  application".  Also,  it  should  not  be  overlooked  that 
the  preliminary  application  would  have  to  be  properly  prepared  if  it  were  to  be 
considered  as  a  priority  document  acceptable  under  the  International  Convention. 

To  a  certain  extent,  there  is  already  a  preliminary  patent  application  prac- 
tice built  into  present  Section  120.  The  parent  application  and  subsequent  con- 
tinuation-in-part applications  are  in  effect  preliminary  applications,  except  the 
final  continuation-in-part  application,  which  may  be  regarded  as  the  complete 
application.  Because  of  the  way  inventions  develop,  particularly  in  the  case  of 
new  chemical  compounds,  frequently  two  or  more  continuation-in-part  applica- 
tions are  tiled  within  the  Convention  year.  The  parent  and  thot^e  CIP  applica- 
tions (which  may  be  regarded  as  preliminary  applications)  previous  to  the  last 
filed  CIP  (which  may  be  regarded  as  the  complete  application)  are  often  even- 
tually dropped.  One  may  accordingly  question  the  desirability  of  tacking  on  to 
the  system  an  "informal"  (?)  preliminary  application,  when  the  situation  may 
be  adequately  handled  imder  present  Section  120.  A  nominal  filing  fee  for  the 
parent  application,  say  .$10.00,  as  proposed  for  the  preliminary  application,  might 
encourage  early  filing  by  reducing  expense. 

It  is  interesting  to  note  that  of  the  77  coimtries  which  belong  to  the  Interna- 
tional Convention,  all  but  the  U.S.,  Canada  and  the  Philippines  are  on  a  first-to- 
file  sy.stem.  A  selected  survey  of  whether  these  countries  have  experienced  a  rush 
to  the  Patent  Office  and  the  filing  of  inadequately  prepared  applications  could  be 
made.  At  a  recent  conference  of  the  Patent,  Trademark  and  Copyright  Institute 
the  vice-president  of  a  large  chemical  company  who  was  on  the  program  was 
asked  whether  his  company  which  obtains  many  foreign  patents  and,  therefore, 
in  foreign  countries  can  rely  only  on  their  U.S.  Convention  date,  would  be  in- 
clined to  rush  int(j  the  U.S.  Patent  Office  with  their  applications  any  more  quickly 
than  they  do  now  if  the  proposed  new  law  went  into  effect.  His  answer  was  that 
he  (lid  not  think  they  would.  This  suggests  that  a  study  would  lead  to  many  others 
feeling  the  same  way. 

Ill  considering  the  advantages  of  the  first-to-file  system,  one  should  ask  whether 
it  is  not  highly  desirable  to  have  a  definite,  readily  determinable  and  legally  fixed 
date  for  an  invent i(m  and  whether  the  filing  date  is  not  the  best  way  of  estab- 
lishing such  a  legally  fixed  date?  Would  it  not  replace  uncertainty  by  certainty? 
An  example :  It  would  eliminate  the  present  situation  where  patents  for  the  same 
invention  are  granted  to  two  different  inventors.  For  instance,  the  situation  arises 
where  the  second  to  file  in  the  U.S.  may  obtain  the  patent  on  the  basis  of  being 
able  to  prove  that  he  made  the  invention  before  the  first  to  file.  However,  in  all 
foreign  countries  where  only  the  first  to  file  is  recognized  as  the  inventor,  the 
first  to  file  in  the  U.S.  would,  under  the  Convention,  be  regarded  as  the  inventor 
and  granted  the  patents  abroad,  .so  that  the  U.S.  inventor  is  only  recognized  as 
the  first  inventor  in  the  U.S.  and  not  in  the  other  countries  and  only  gets  the 
U.S.  Patent.  Under  the  first-to-file  system  such  division  of  patent  rights  would 
not  occur,  since  there  would  be  a  single  recognized  and  legal  international  filing 
date. 
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Would  not  a  first-to-file  system  also  result  in  the  greater  reliability  and  quality 
<if  U.S.  patents  ;  substitute  for  the  delays  and  expense  of  interference  proceedings 
a  fair,  simple  and  inexpensive  means  l)y  which  an  inventor  can  establish  priority  ; 
reduce  the  time  and  expense  of  obtaining  patents ;  and  be  a  move  toward  a  more 
harmonious  body  of  international  patent  law,  in  that  it  would  be  in  harmony  with 
practically  all  the  other  countries  of  the  world  in  recognizing  a  single  legally 
fixed  date  of  invention?  It  is  interesting  to  note  that  in  the  various  pi-oposals 
made  for  a  European  patent,  regional  patent  systems  such  as  the  Scandinavian 
system,  the  Model  Law  for  Developing  Countries  on  Inventions,  the  African  ami 
Malagasy  Industrial  Property  Office,  set  up  by  twelve  African  and  Malagasy 
states  to  grant  a  common  patent,  and  now  the  recently  proposed  Patent  Coopera- 
tion Treaty — all  are  based  on  a  first-to-file  system. 

When  all  factors  are  considered,  it  would  seem  difficult  not  to  come  to  the 
conclusion  that  the  benefits  of  a  first-to-file  system  would  very  likely  outweigh 
the  i>ossible  adverse  effects. 

To  substantially  overc<mie  the  basic  reservations  against  a  first-to-file  system, 
it  could  provide  for : 

(1)  A  so-called  prior  user's  right,  where  one  who  has  practiced,  or  made  sub- 
stantial preparation  to  practice  the  invention  before  the  first  to  file,  would  be 
given  a  personal  right  to  continue  such  practice. 

(2)  A  grace  period  for  disclosures  by  or  derived  from  the  applicant. 

The  prior  user's  right  could  be  analogous  to  and  determined  in  each  case  in 
the  same  manner  as  intervening  rights  are  now  provided  for  and  determined  in 
Section  252  in  connection  with  broadened  reissue  patents. 

In  considering  the  need  for  a  "grace  period",  one  may  ask  how  much  it  is  relied 
on  in  present  times,  and  whether  reliance  thereon  is  not  dangerous?  By  "grace 
period"'  is  generally  meant  a  public  disclosure  of  subject  matter  concerning  the 
invention  as  by  description  in  a  printed  publication  in  this  or  a  foreign  country, 
or  by  prior  public  use  or  sale  in  this  country  less  than  one  year  prior  to  the  date 
of  the  filing  of  the  application  therefor  ( Section  102) . 

It  would  be  interesting  to  have  a  study  made  to  determine  how  often  the  in- 
ventor knowingly  and  deliberately  takes  "advantage"  of  this  grace  period  in 
today's  rapidly  advancing  technolo.gy.  Normally  an  inventor  is  very  secretive 
about  his  invention.  Normally,  does  not  the  patent  attorney  warn  the  inventor 
not  to  publish,  use  in  public,  or  sell,  or  test  market  his  invention  before  he  h.is 
at  least  filed  a  patent  application  therefor?  The  attorney  is  well  aware,  too, 
that  test  marketing  has  its  limits,  as  stated  by  the  CCPA  in  Wonftcr  v.  Carlson, 
fiupra;  namely,  that  one  who  delays  filing  a  patent  application  alleging  de- 
pendence on  industry  acceptance  before  proceeding  with  the  filing  of  the  applica- 
tion or  production,  does  so  at  his  own  peril,  for  such  conduct  also  is  persuasive 
of  suppression  or  concealment. 

Does  not  the  attorney  warn  the  inventor  that  public  disclosure  made  in  reliance 
on  the  U.S.  grace  period  would  forfeit  his  foreign  patent  rights?  It  is  not  the  gen- 
eral practice  in  industrial  and  other  research  laboratories  to  hold  up  publica- 
tion of  their  inventions  until  at  least  the  U.S.  application  is  filed,  and  in  many 
cases  even  until  the  end  of  the  Convention  year,  or  until  the  foreign  applications 
are  filed?  Are  not  the  testing,  the  "proving  out",  and  the  feasibility  studies 
usually  done  in  closely  guarded  secrecy,  which,  of  course,  does  not  involve  a 
".grace  period"?  Accordingly,  for  practical  purposes,  all  that  may  be  needed  is 
the  "grace  period"  provided  for  under  proposed  Section  10.")  to  prevent  an  un- 
authorized public  disclosure  of  an  invention  from  constituting  prior  art. 

In  summary,  it  may  be  stated  that  the  first-to-file  concept  is  not  really  new 
either  to  our  patent  system  or  to  the  scientific  world  and,  accordingly,  the  pro- 
posal now  to  embody  fully  this  concept  into  our  patent  law,  in  effect,  seems  to 
be  in  line  with  practices  already  built  to  a  large  extent  into  our  hybrid  system. 
and  into  the  great  majority  of  other  patent  systems,  one  existing  regional  system 
and  in  several  other  proposed  regional  systems,  as  well  as  in  the  scientific  world 
in  general.  If  the  U.S.  would  close  the  existing  gap,  no  doubt  Canada  and  the 
Philippines  would  follow,  and  a  great  step  toward  a  universal  patent  system 
would  have  been  made.  By  adopting  such  a  system  the  I'.S.  would  not  only  likely 
improve  its  own  system,  but  also  its  own  image  in  removing  a  grievous  discrimi- 
nation against  the  foreign  inventor.  At  the  same  time,  it  would  strike  a  l)Iow 
for  collaboration  and  unity  In  the  industrial  property  field  throughout  the  world. 

That  there  should  be  doubts  and  reservations  in  changing  to  a  first-to-file 
system  is  natural,  but  we  must  not  overlook  that  there  are  also  many  opportuni- 
ties. We  say,  and  rightly  so,  that  science  and  advances  in  te<-hnology  have  changed 
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the  world,  but  why  shoiikl  we  steadfastly  refuse  to  admit  that  we  should  change 
anything  that  we  have  been  doing,  particularly  when  a  change  may  result  in 
even  better  protection  of  the  rights  of  those  who  are  the  generators  of  that  science 
and  technology,  and  at  the  same  time  serve  the  interests  of  the  public? 


Illinois   State  Chambkk  of  Commerce, 

Chicago,  January  25, 196S. 
Hon.  John  L.  McClellan, 

Chairman,  US.  Senate  Subcommittee  on  Patently,  Trademarks,  a^id  Copyrights, 
Senate  Office  Building.  Washington,  B.C. 

Pear  Senator  McClellan  :  Attached  is  a  copy  of  my  statement  in  support  of 
S.  23)7.  I  am  a  partner  in  the  law  tlrm  of  Hume,  Clement,  Hume  &  Lee  in  Chi- 
cago and  chairman  of  the  si>ecial  subcommittee  on  patents  of  the  Legislative 
Committee  of  the  Illinois  State  Chamber  of  Commerce.  The  statement  reflects  tlie 
policy  of  the  Illinois  State  Chamber  of  Commerce  in  support  of  S.  2597  which  pro- 
vides for  a  general  revision  of  the  patent  laws.  Title  35  of  the  I'nited  States  Code. 

This  statement  is  presented  on  behalf  of  the  Illinois  State  Chamber  of  Com- 
merce, a  statewide  organization  with  a  membership  of  more  than  19.600  business- 
men, repi-esenting  over  S.OOO  individual  business  enterprises  located  in  478  cities 
and  towns  in  Illinois.  The  State  Chamber's  Legislative  Committee  is  comprised 
of  87  individuals  representing  many  types  of  business  ranging  from  the  self- 
employed  to  those  associated  with  the  nation's  largest  coriwrati(ms. 

Our  Committee  has  given  serious  study  to  S.  2597  and  we  approve  the  purpose 
of  this  legislation  and  urge  you  and  your  special  subcommittee  to  endorse  it. 
We  believe  the  content  of  Senator  Dirksen's  bill  would  bring  our  patent  laws  up 
to  date  and  maintain  those  principles  in  the  law  that  have  helped  to  make  it  one 
of  the  finest  in  the  world. 

We  respectfully  request  that  this  statement  be  made  a  part  of  the  record  of 
the  hearings  of  your  subcommittee  on  S.  2597. 
Sincerely  yours, 

James   M.   Wetzel. 

Statement  ok  the  Illinois   State  Chamber  of  Commerce 
IN    Support  of    S.  2.197 

of  the  titty  f^tates,  Illinois  is.  in  dollars  volume,  tthe  largest  producer  of 
niauufactured  good-;  and  the  leading  exporter  of  manufactured  goods  into  the 
international  market.  The  substantive  beneHts  which  our  p'atent  system  bring-; 
to  indutry  in  Illinois  are  not  questioned.  We  feel  that  the  nnch/illenged  le^ader- 
ship  of  American  [iroducts  is  attributable  in  a  significant  part  to  the  patent 
environment  in  which  those  ideas  and  products  are  sjiawned  and  matured.  In 
our  view  the  S.  2597  which  provides  for  general  revision  of  the  patent  laws  will 
maintain  and  further  the-e  advantage-. 

In  this  country  our  patent  laws  protect  the  first  inventor  and  the  product  of 
his  inventive  abilities,  while  giving  him  at  the  same  time  the  leeway  toward 
making  the  necessary  marketing  prej'.arations  for  his  product.  For  a  limited 
time  he  may  test  prototyijes  publicly,  make  market  surveys,  communicate  and 
exchange  information  and  even  sell  the  inventive  product.  At  the  end  of  that 
time  he  may  file  an  api>!ication  for  patent  or  if  the  practical  results  df  his  efforts 
are  disappointing  he  may  go  back  to  the  drawing  board  to  try  once  more.  This 
opportunity  is  uni(iue  in  the  U.S.  i)atent  system  as  compared  to  other  patent 
systems  and  we  feel  that  these  features  are  enhancing  to  successful  product 
development  and  must  be  maintained. 

Some  aspects  of  our  current  patent  laws  have  proven  themselves  burdensome, 
or  undesirable,  or  now  appear  to  be  attainable  by  means  different  from  the 
methods  currently  employed.  Those  problems  must  1h'  responded  to.  Accommoda- 
tion of  our  U.S.  patent  laws  to  permit  international  standardization  of  patents 
as  to  form  and  to  facilitate  an  international  patent  search  also  seem  important 
to  iniiustry  in  Illinois. 

The  Illinois  State  Chandler  of  Commerce  has  reviewed  the  patent  legislation 
currently  before  Congress.  It  takes  a  strong  position  against  the  Administration 
Bill  S.  1042  because  its  proposals,  in  general,  are  not  sound  and  are  in  fact 
contr.iry  to  the  directives  of  good  judgment  based  on  experience.  Passage  of  such 
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lesisliitioii  we  feel,  would  erode  the  strength  which  the  juiteut  system  gives  to 
r.S.  industry  and  technology. 

Of  the  other  comprehensive  patent  bills  before  the  Senate,  S.  2r»;)7  responds 
most  precisely  to  the  current  neecLs  of  our  economy.  It  preserves  the  uuiMue 
features  which  gives  our  patent  system  its  great  strength  while  at  the  same 
time  eliminating  what  are  now  recognized  to  l>e  procedural  burdens.  But  also 
it  resjionds  to  the  current  desire  that  our  patent  system  should  be  a  compjitible 
facility  by  which  patents  in  other  countries  can  be  more  easily  acquired  by 
United  States  inventors. 

We  firmly  recommend  that  the  Senate  adopt  and  pass  as  legislation  S.  2597 
with  its  suggested  amendments.  This  is  the  Bill  which  when  passed  will  accom- 
pli.sh  the  most  for  our  country. 

Industrial  Nucleonics  Corp.. 
Coluitihufi,  Ohio,  Fchrunrii  7,  1H6S. 
Hon.  John  L.  McClellan, 

Oiainiian.  Su'bcoinmittvc  on  Patents,  Trademarks,  and  Copi/riyJits,  Senate 
Judiciary  Coiinnittec,  U.S.  Senate,  Washington,  D.C. 
My  Dear  Senator  McClellan  :  I  take  this  opportunity  to  address  your  atten- 
tion to  an  aspect  of  the  patent  legislation  now  pending  in  Congress.  My  com- 
ments are  directed  to  the  extension  of  the  term  of  a  patent  for  delays  beyond 
an  applicant's  control,  where  the  patent  term  is  a  fixed  jieriod  from  the  filing 
date.  It  apiH'ars  that  delays  beyond  an  apiilicant's  control,  caused  by  the  needs 
of  the  Government  should  justify  an  extension.  In  particular,  I  urge  that  a 
delay  caused  by  the  Atomic  Energy  Commission  or  National  Aeronautics  and 
Space  Agency  review,  as  required  by  Act  of  Congress,  should  result  in  the 
extension  of  the  patent  life  for  a  time  corresponding  to  the  delay. 

Industrial  Nucleonics  Corporation  owns  over  IHO  U.S.  i>atents  and  )uany 
foreign  patents.  I  have  been  issiied  over  24  U.S.  and  foreign  patents,  and  many 
patent  applications  are  pending  on  my  inventions.  The  experience  gained  from 
working  with  i)atent  attorneys  on  my  inventions  has  given  me  t-ome  detail 
information  on  the  present  I'atent  Office  procetlui-es.  I  have  obtained  information 
from  our  Patent  Department  files  that  may  be  helpful  in  describing  a  typical 
situation. 

My  concern  is  in  an  area  over  which  little  emotion  has  develoi)ed.  Perhaps, 
other  asi)ects  of  the  bills  have  overshadowed  the  full  examination  of  this  point. 
:More  likely,  there  is  a  general  lack  of  information  on  some  aspects  of  the 
situation  to  be  described  below. 

I  ask  that  this  letter  be  included  as  testimony  for  the  record,  in  connection 
with  the  pending  legislation.  I  would  appreciate  your  comments  on  whether  leg- 
islation will  include  an  adequate  solution. 

The  question  is  :  should  the  patent  term  be  extended  beyond  21  years  and^ 
if  so,  on  what  basis.  The  Patent  Office  favors  an  extension  when  an  application 
was  under  a  secrecy  order  (see  Patent  Office  letter  to  Senator  P^astland  on  the 
Dirksen  bill,  S.  2597,  under  "Recommendation  No.  XIX:  Secrecy  Order"). 
Further  the  Patent  Office  states  than  an  extension  of  the  term  should  occur  when 
the  delay  is  caused  "bv  the  needs  of  the  Government  which  was  bevond  the  con- 
trol of  the  applicant."'  The  Patent  Office  urged  that  154(c)  of  S-i042,  the  Ad- 
ministration's bill  be  adopted,  to  extend  the  term  of  the  patent  only  when  an 
api>lication  is  under  .secrecy  order. 

Our  company  supports  the  Patent  Office  view,  on  the  need  for  an  extension 
for  delays  caused  by  the  needs  of  the  Government  which  are  beyond  the  control 
of  the  applicant.  However,  the  .secrecy  order  is  not  the  only  situation  that 
should  be  considered,  in  our  opinion.  While  we  support  the  general  Patent  Office 
statement  on  this  point,  the  Administration's  bill  apiiears  too  limited. 

Perhaps,  consideration  has  not  been  given  to  other  t:i'i>es  of  delays  beyond 
the  control  of  an  applicant,  caused  by  the  needs  of  the  Government. 

Our  technology  includes  the  field  of  atomic  energy  and  space.  A  significant 
number  of  our  patent  applications  are  subject  to  review  by  the  AEC  and  NASA 
by  Act  of  (^'ongress.  We  must  prepare  affidavits  as  to  the  origin  of  the  invention. 
Companies  having  this  tyi)e  of  technology  would  be  discriminated  against  in 
the  life  of  their  patents,  if  the  term  of  a  patent  was  based  on  a  fixed  i)eriod 
after  filing. 
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It  may  be  helpful  to  illustrate  the  typical  situation  by  referring  to  one  of 
(lur  iMitent  applications  that  has  issued  as  a  patent.  We  will  attach  copies  of 
pertinent  documents  referred  to.  The  series  of  events  that  took  place  were : 

(1)  The  patent  application  was  filed,  examined,  and  determined  to  have 
patentable  subject  matter.  We  were  notified  on  August  17,  1965  that  the 
application  would  be  allowed,  subject  to  further  procedures,  as  may  be 
appropriate  (copy  of  Patent  Oflice  letter  attached). 

(2)  A  letter  was  received  from  the  Patent  Office  on  August  24.  1965,  that 
required  a  statement  under  the  Atomic  Energy  Act  (copy  of  document 
attached).  The  inventors  were  required  to  sign  an  aflSdavit  setting  forth 
the  "full  facts".  Forty-five  days  was  given  to  complete  the  affidavit.  The 
basic  for  the  requirement  is  found  in  the  Atomic  Energy  Act,  42  U.S.C. 
2182,  commonly  referred  to  as  Section  152  of  the  Atomic  Energy  Act  of 
1954  (copy  of  Section  2182  attached) . 

(3)  The  inventors  filed  an  aflSdavit    (copy  attached)    on   September  23, 

1965  and,  after    some  further  correspondence,  the  affidavit  was  accepted. 

(4)  A  Notice  of  Allowance  (copy  attached)  was  is.sued  on  the  patent 
application  on  June  21.  1966,  almost  nine  months  after  the  AEC  aflS- 
davit  was  filed.  During  this  period,  the  Patent  OflBce  performed  certain 
administrative  functions  unique  to  the  review  under  the  AEC  statute,  and 
the  AEC  reviewed  the  patent  application  before  it  could  be  approved  for 
issuance  as  a  patent. 

(5)  The  application  was  i-ssued  as  Patent  Xo.  3,285, .544  on  November  15, 

1966  (copy  attached). 

An  application  that  was  not  reviewed  under  the  AEC  Act  would  have  had  the 
Notice  of  Allowance  issue  in  approximately  two  to  three  months  after  an 
indication  that  the  application  was  allowable  (approximately  in  November  1965). 
In.sitead,  the  issuance  of  the  patent  was  delayed  almost  nine  months. 

There  are  many  other  examples  in  our  tiles.  We  consider  an  eight  month  delay 
ahoiit  average,  from  a  survey  we  ran.  The  worst  situation  is  where  we  receive 
requirements  for  lx)th  AEC  and  NASA  review  on  the  same  application.  NASA 
lias  a  similar  provision  in  its  Act.  The  pertinent  legislation  is  42  U.S.C.  24.57,  par- 
ti(  ularly  sub-paragraph  (c),  copy  attached. 

It  would  seem  to  us  that  any  requirement  for  review  under  either  the  NASA 
or  AEC  Act  would  be  adequate  reason  for  extending  the  life  of  a  patent,  if 
the  period  is  a  fixed  duration  from  the  filing  date. 

We  certainly  appreciate  your  interest  in  this  question.  We  hope  that  our 
information  has  been  of  assistance  in  explaining  the  nature  of  the  problem.  We 
strongly  urge  that  Congress  adopt  legislation  that  will  not  discriminate  against 
our  company's  patents. 
Sincerely  yours, 

H.  Roy  Chope, 
Executive  Vice-President. 

Maumee  Chemical  Co., 
Toledo,  Ohio,  February  28, 196S. 
Hon.  ,IoHN  L.  JMcClellan. 

Chairman,  Suhoonmiittec  on  Patents,  Trademarks,  and  Copyrights,  Senate  Com- 
mittee on  the  Judiciary,  Senate  Office  Building,  Washington,  D.C. 

Dear  Senator  McClellan  :  Attached  please  find  three  copies  of  a  statement 
directed  principally  to  S.  2597,  Section  100.  The  staitement  endeavors  to  explain 
a  .>^erious  problem  which  our  fundamental  research  program  faces  as  a  conse- 
quence of  the  Brenner  v.  Manson  interpretation  as  "Ui^ful"  by  the  United  States 
Supreme  Court,  as  subsequently  extended  by  decisions  of  the  Court  of  Customs 
and  Patent  Appeals. 

We  feel  that  the  problem  is  of  sufficient  magnitude,  not  only  to  us.  but  to  the 
chemical  industry  generally,  and  to  the  pi"ogress  of  useful  chemical  arts  in  the 
United  States,  that  we  shall  be  pleased  to  make  every  effort  to  supply  any  addi- 
tional information  that  might  be  of  assistance  to  the  Sub-Committee,  and  in  what- 
ever form  would  be  most  useful,  whether  by  per.'^onal  explanation  or  by  written 
statement. 

An  article  by  E.  D.  Compton  beginning  on  page  30  of  an  enclosed  copy  of 
Financial  Executive  (Fel)rnary,  196S)*  may  l>c  of  interest  to  the  Sub-Committee. 
Dr.  Compton,  our  Chemical  Research  Director,  explains  some  of  the  problems 

♦NOTE. — Article  rpferred  to.  appearing  in  Fiuanciiil  Executive  of  February  1968  may  be 
found  in  the  flies  of  the  committee. 
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involved  in  planninjr  research.  The  risk  involved  in  eheniical  research  is  dis- 
cussed on  page  32  of  the  article.  The  importance  of  research  to  our  projec- 
tions of  growth  is  graphically  presented  in  Fig.  7  (page  3(!)  of  the  article.  The 
contemplated  sales  of  New  Products  are  the  anticipated  fruits  of  our  heavy 
research  inve.stment.  If  tlie  Brenner  v.  Manson  problem  is  not  solved,  our  grow-th 
projections  become  far  less  optimisitic,  and  the  restructing  mentionetl  in  the  state- 
ment becomes  imperative. 
Very  truly  yours. 

Geobge  F.  Schlaudecker, 

President. 

Statement  of  George  F.   Schlaudecker,  President,   Maumee  Chemical  Co., 
Toledo,  Ohio,  Patent  Reform   Legislation 

SUMMARY 

A  statutory  definition  of  the  "useful"  requirement  for  the  grant  of  a  patent  is 
advocated.  Such  a  definition  as  has  been  incorporated  in  S.  2597  is  considered 
.satisfactory.  A  statutory  definition  is  required  because  a  recent  Supreme  Court 
deci.sion  establishes  such  a  strict  interpretation  of  the  requirement  that  the 
tendency  will  he  to  stifle  important  types  of  chemical  research  rather  than  to  ac- 
complish the  Constitutional  purpose  of  promoting  the  progress  of  useful  arts. 

In  the  ab.sence  of  statutory  relief,  a  drastic  restructuring  of  the  research  opera- 
tions of  ilaumee  and  other  chemical  companies  will  be  necessary.  The  restructur- 
ing could  involve  discontinuing  all  efforts  at  chemical  innovation,  or  it  could 
involve  di.scontinuing  all  efforts  at  chemical  innovation,  or  it  could  involve  dras- 
tically curtailing  such  efforts  by  rejecting  all  projects  which  are  not  compatible 
with  secret  exploitation. 

STATEMENT 

Maumee  Development  Company  was  incorporated  in  1946  as  an  Ohio  corpora- 
tion with  a  small  amount  of  capital,  four  active  principals  with  chemical  and 
chemical  engineering  backgrcnmd  and  experience,  some  ideas  concerning  chemical 
reactions  by  which  saccharin  could  be  produced,  enthusiasm,  and  confidence  in 
the  American  free  enterprise  system.  By  corporate  change  of  name,  the  company 
liecame  Maiunee  Chemical  Company  and,  in  1966,  was  purchased  by  The  Sherwin- 
Williams  Company.  After  the  necessary  legal  changes,  including  the  incorpora- 
tion of  a  new  company  as  Maumee  Chemical  Company  and  transfer  of  assets 
to  the  new  entity,  Maumee  Chemical  Company  continues  to  operate  as,  essentially, 
a  small  corporation,  and  with  limited  capital.  Annual  sales  of  Maumee  Chemical 
Company  are  now  approximately  Five  Million  Dollars;  a  chemical  which  we  call 
isatoic  anhydride,  and  which  we  produce  by  a  patented  method,  is  involved, 
either  as  the  chemical  sold,  or  as  an  intermediate,  in  a  majority  of  our  sales. 
Nevertheless,  the  company  was  not  built  upon  patents  as  a  foundation ;  rather, 
one  of  the  goals  toward  which  the  company  looked  has  been  evolution  of  further 
innovations  subject  to  patent  protection  to  create  new  business. 

Looking  toward  this  goal,  Maumee  Chemical  Company  has  invested  heavily  in 
research.  In  terms  of  percentage  of  gross  sales,  the  investment  has  been  large 
by  comparison  with  the  investments  made  by  giants  in  the  chemical  field :  over 
20  percent  of  the  company's  employees  are  involved  in  research  and  develop- 
ment work.  The  investment  has  not  been  limited  to  product  development  work,  but 
has  also  Included  what  we  call  speculative  and  exploratory  research,^  looking 
toward  the  ultimate  manufacture  of  chemicals  which  have  previously  been  un- 
known, or  which  have  previously  been  unavailable  in  commercial  quantities. 
There  is  a  great  deal  of  risk  involved  in  such  research,  particularly  for  an  organ- 
ization as  small  as  Maumee  Chemical  Company :  there  may  be  no  market  for  a 
new  chemical  or  a  chemical  which  is  newly  available  in  commercial  quantities 
as  a  consequence  of  such  research  and,  if  there  is  a  market,  in  the  absence  of  the 
time-limited  protection  of  patents  prompt  competition  can  be  expected. 

To  date,  our  fundamental  research  program  has  been  managed  on  the  assump- 
tion that  we  could  reasonably  expect  to  obtain  effective  patent  protection  for 
significant  developments  of  this  research  operation,  and  that  the  pro.spect  of 
effective  patent  protection  justified  the  substantial  risk  of  funds  necessary  for 
fundamental  research.  It  is  no  problem  to  obtain  capital  to  commercialize  suc- 
cessful  fundamental   research  for  which   there  is  effective  patent  protection. 


1  Subsequently  called  "fundamental  research. 
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lu  rouRbly  the  langauge  of  the  Constitution,  we  were  stimulated  to  conduct  this 
tvpe  of  research  by  the  prospect  of  grants  securing  for  limited  times  the  ex- 
clusive right  to  our  inventions ;  stated  otherwise,  the  prospect  of  an  effective 
patent  position  was  the  carrot  which  stimulated  our  speculative  and  exploratory 
research  programs. 

We  have  also  recognized  the  possibility  that  information  developed  by  fund- 
amental research  can  be  utilized  as  a  trade  secret,  not  disclosed  and  not  pa- 
tented, but  have  heretofore  felt  that  the  open,  forthright,  patent  approach  was 
usually  preferable,  not  only  from  our  corporate  standpoint,  but,  also,  from 
the  standpoint  of  the  country  at  large. 

Certain  recent  developments  indicate  that  we  should  seriously  reappraise  our 
entire  fundamental  research  program  and,  if  the  program  is  continued,  that 
we  should  seriously  reappraise  the  manner  of  its  conduct,  including  our  contem- 
plated reliance  on  the  patent  system  in  connection  with  our  commercialization 
of  significant  developments.  I  refer  to  recent  court  decisions,  one  by  the  United 
States  Supreme  Court"  and  two  by  the  Court  of  Customs  and  Patent  Appeals^ 
interpreting  the  statutory  requirements  that  a  new  chemical  method  or  composi- 
tion of  matter  must  be  useful,*  and  that  a  patent  application  must  disclo.se  how 
to  use  the  invention  or  discovery.^  We  are  informed  by  patent  counsel  that  the 
Supreme  Court  decision  probably  can  be  interpreted  as  meaning  that,  in  a  field 
where  predictability  on  the  basis  of  chemical  structure  is  not  the  rule,  establish- 
ing that  a  given  compound  has  a  certain  utility  fails  to  establish  that  an  ad- 
jacent homolog  of  that  compound  has  the  same  utility  :  in  many  respects,  an 
adjacent  homolog  is  about  as  close  and  similar,  chemically,  as  it  is  possible  for 
any  conii»ound  to  be  relative  to  a  different  compound.  We  are  also  informed  by 
patent  counsel  that,  if  predictability  on  the  basis  of  chemical  structure  is  the 
rule,  the  chances  for  patent  protection  are  slim  because  the  invention  or  dis- 
covery will  not  meet  the  further  statutory  requirement  for  the  grant  of  a 
patent  of  unobviousness.' 

AVhat  these  decisions  mean  to  our  speculative  and  exploratory  research  i)rogr  uu 
can  best  be  explained  by  reference  to  a  current  program.  Our  chemists  have  pres- 
ently synthesized  representative  members  of  five  closely  related  families  of  com- 
pounds. Since  we,  like  most  other  companies  of  eomi>arable  size,  have  no  facilities 
for  investigating  special  activities  of  compounds  which  we  .synthesize,  we  have 
entered  into  what  we  call  screening  agreements  with  various  companies:  accord- 
ing to  the  terms  of  these  agreements  we  proix)se  that  compounds  which  we  have 
synthesized  be  "screened"  by  our  various  partners  for  pharmacological  activity, 
for  herbicidal  activity,  as  plant  growth  regulators,  as  corro.sion  inhibitors.  ;is 
bactericides  or  bacteriostats,  as  fungicides  or  fungistats.  and  the  like.  If  a 
screening  partner  accepts  a  compound  we  have  proposed,  he  subjects  that  com- 
pound, after  it  has  been  supplied  by  us.  to  a  preliminary  evaluation  for  activity 
in  the  area  in  question.  If  a  predetermined  order  of  activity  is  detected  ,by  the 
preliminary  evaluation,  further  and  more  refined  testing  is  undertaken.  The 
ultimate  goal  is  to  find  a  chemical  which  solves  a  problem  in,  for  example,  one 
of  the  indicated  areas,  for  which  problem  there  is  presently  no  solution,  or 
to  find  a  chemical  which  provides  a  better  solution  for  such  a  problem  than  is 
presently  available.  Only  if  this  goal  is  achieved  does  Maumee  Chemical  Com- 
pany or  the  one  of  its  screening  partners  which  is  involved  have  an  opportunity 
to  recover  the  investment  in  speculative  and  exploratory  research. 

Referring  again  to  the  five  closely  related  families  of  compounds,  from  the 
chemical  viewpoint,  the  work  already  completed  by  our  chemists  makes  possible 
the  synthesis,  at  a  comparatively  low  cost  when  there  is  a  reasonable  demand, 
of  hundreds  of  thousands,  perhaps  millions,  of  members  of  each  of  the  five 
families.  Only  a  handful  of  com^wunds  of  the  type  in  question  have,  up  to  the 
present  time,  even  been  disclosed  in  the  technical  literature.  So  far  as  actual 
syntheses  are  concerned,  we  have  prepared  59  compounds  which  are  members 
of  these  families  of  compounds  or  intermediates  for  the  preparation  thereof. 
More  than  90  percent  of  these  59  compounds  have  not  been  reported  in  the 
literature.  Our  experimental  work  has  also  involved  unsuccessful  attempts  to 
produce  thirty  additional  related  compounds.  These  syntheses  and  attempted 


3  Brenner  v.  }faiison,  148  USPQ  089,  :{8?.  U.S.  519 


^  a  rentier  v.  Jianson,  J4S  utsi'y  t)»y,  .ife,;  i.o.  oi\>. 

3  In  re  Joly  and  Warnant,  158  USPQ  45   (376  F.  2d  906)   aiul  In   re  Kirk  and  Pi  trow, 
15.3  USPQ  48  (.S76  F.  2(1  9.36). 


*35  TT.S.C.  101 
6  35  U.S.C.  112. 
«  35  U.S.C.  103. 
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syntheses  have  involved  in  excess  of  8600  man-hours  of  the  time  of  our  hihoratory 
staff,  not  including  time  at  the  level  of  Research  Director  and  higher.  Ex- 
changed information  indicates  that  our  screening  partner  has  a  heavier  invest- 
jnent  in  the  program  than  we  have;  the  partner  involved  estimates  an  average 
investment  of  Three  Million  Dollars  to  "bring  in"'  a  new  pi-oduct  in  his  held 
and  an  elapsed  time  of  6  to  7  years :  this  means  that  we  have  four  or  more 
years  to  go  on  the  present  project  before  we  can  reasona,l)ly  liope  even  to 
begin  making  sales.  We  liave  incurred  substantial  patent  expense  on  this  project, 
but  the  tirst  application  is  yet  to  be  tiled.  For  a  company  the  size  of  Maumee 
Chemical,  the  expenditure  for  fundamental  research  on  this  project  alone  has 
been  heavy.  To  date,  we  have  learned  that  representative  members  of  one  of 
the  five  families  of  compounds  have  an  extremely  high  order  of  selective  bio- 
logical activity.  Repi-esentative  members  of  another  family  have  a  high  order 
of  desired  biological  activity,  by  comparison  with  previously  known  similar 
compounds,  but  a  significantly  lower  order  of  activity  than  members  of  the 
first  family.  Members  of  the  other  three  families  which  have  been  tested  to 
date  have  been  found  to  have  comparatively  slight  or  no  desired  biological 
activity :  the  field  of  commercial  importance  for  compounds  of  these  last  three 
families  is  yet  to  be  established,  and  will  require  further  risk  of  funds. 

Members'of  all  five  of  the  families  of  compounds  are  presently  being  screened 
for  activity  in  other  areas.  To  date,  however,  positive  results  have  not  been 
achieved. 

We  are  informed  by  patent  counsel  that,  on  the  basis  of  presently  available 
information,  in  view  of  the  Supreme  Court  interpretation  of  the  "useful"  require- 
ment, it  is  doubtful  that  effective  patent  protection  can  l)e  obtained  tor  the  three 
families  of  compounds  which  have  been  found  to  show  little  or  no  selective 
biological  activity.  Of  even  more  impact  on  our  fundamental  research  program, 
we  are  informed  by  patent  counsel  that  the  Supreme  Court  interpretation ''  of 
the  "useful"  requirement  for  the  granting  of  a  patent  makes  it  doubtful  that 
effective  patent  protection  can  be  obtained  for  more  than  the  15  to  20  highly 
active  members  of  the  family  of  biologically  active  chemicals  which  have  actually 
l)e^'n  synthesized  and  screened.  On  the  basis  of  knowledge  which  we  have  pres- 
ently accumulated  in  this  area,  we  would  estimate  that  there  are  hundreds  of 
thousands  of  compounds  of  this  particular  family  which  would  exhibit  an  ex- 
tremely high  order  of  desirable  biological  activity.  Since  the  synthesis  of  each 
new  conqwund  requires  a  sul)stanitial  amount  of  laboratory  time,  it  is  an  obvious 
impossibility  to  synthesize,  and  then  to  evaluate  for  specific  liiological  activity, 
every  compound  which  we  believe  can  reasonably  be  expec-ted  to  have  a  high 
order  of  desired  activity.  The  chances  that  we  have  presently  found  the  most 
valuable  member  of  this  family,  considering  both  ultimate  co.st  and  order  of 
desired  activity,  or  the  mo.st  valuable  tyi»e  of  selectivity,  are  extremely  slim.  In 
this  connection,  it  is  worthy  of  note  that,  in  September,  V.}6~.  one  of  the  Ph.D. 
staff  members  of  our  screening  partner  predicted  that  one  of  three  specific  mem- 
bers of  the  family  in  question  would  ultimately  prove  to  be  the  most  valuable.  By 
February.  liX'.S.  a  fourth  member  of  the  family,  different  from  each  of  the  ihree 
which  had  previously  lieeu  selected  by  the  Ph.D.  in  that  a  substituent  was  of  a 
new  kind*  was  also  a  prime  candidate,  and  the  nature  of  the  activity  of  the 
fourth  compound  made  it  extremely  likely  that  there  are  numerous  other  prime 
candidates.  We  are  advised  by  patent  counsel  that,  under  the  strict  Supreme 
Court  interpretation '  of  the  "useful"  requirement  for  patentability,  on  the  basis 
of  information  which  had  been  accumulated  in  September,  1967,  we  would  not 
have  been  entitled  to  claim  the  compound  which,  in  February,  1968.  is  the  fourth 
prime  candidate  from  the  family  in  question  :  the  fourth  candidate  is  suflBciently 
different  chemically  from  all  of  the  compounds  which  had  been  synthesized  ami 
screened  in  September,  1967.  being  far  more  remote  than  adjacent  homologs.  that 
the  proof  of  utility  available  in  September.  1967,  would  not  establish  utility  for 
the  fourth  candidate. 

There  is  no  que.stion  but  that  the  strict  Supreme  Court  interpretation '  of  the 
"useful"  requirement  for  patentability  significantly  increases  the  risk  involved 
in  fundamental  chemical  research  of  the  type  this  statement  endeavors  to  explain, 


"  Brenner  v.  Mnnxiin.  siiiirn. 

s  This  means  that  the  fmu-th  compound  diftered  from  the  previous   three  by  drasticall.v 
more  than  adjacent  homologs  differ  from  one  another. 
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and  significantly  decreases  the  prospect  that  a  patent  will  be  gran  Led"  on  an 
invention  made  as  a  part  of  a  fundamental  research  program  to  provide  its  owner 
the  basis  on  which  the  original  investment  and  a  reasonable  return  can  be 
realized.  Under  the  strict  Supreme  Court  interpretation '  of  the  "useful"  require- 
ment for  patentability,  therefore,  the  tendency  is  to  stifle,  rather  than  to  promote, 
the  progress  of  useful  arts  as  represented  by  fundamental  chemical  research  ; 
the  tendency  is  to  discourage  this  tyi>e  of  research  altogether,  or  to  encourage 
attempts  to  exploit  the  fruits  thereof  as  trade  secrets. 

It  is  encouraging  to  note  that  the  problems  caused  by  the  strict  Supreme  Court 
interpretation '  have  not  gone  unnoticed ;  in  a  dissent,^"  Judge  Rich  of  the  Court 
of  Customs  and  Patent  Apijeals  urged 

"If  this"  cannot  be  brought  to  pass  by  court  decisions,  then  the  problem  should 
be  submitted  to  Congress.  An  effective  statute  which  would  restore  the  law  to 
what  it  was  for  a  century  and  a  half  would  merely  have  to  provide  :  (a)  that  new 
and  unobvious  chemical  compounds  are  per  se  useful  within  the  meaning  of  35 
use  101  and  ( b)  that  it  shall  be  conclusively  presumed  that  chemists  will  know 
how  to  use  them  within  the  meaning  of  3ri  USC  112." 

We  are  advised  by  patent  counsel  that,  so  far  as  is  known,  no  legislation 
incorporating  a  statutory  definition  as  liberal  as  that  urged  by  Judge  Rich  has 
been  introduced,  but  that  what  may  be  considered  a  compromise  between  the 
proposal  of  Judge  Rich  and  the  strict  Supreme  Court  interpretation "  is  pending 
in  S.  2597.  in  a  Section  100  definition  of  "useful".^"  It  is  the  view  of  Maumee 
Chemical  Company  that  the  Section  100  definition  of  "useful",  S.  2597,  would 
restore  the  incentive  for  fundamental  chemical  research  which  we  used  to 
believe  was  provided  by  the  patent  statutes  :  the  members  of  the  family  of  highly 
active  compounds  which  can  be  synthesized  by  the  chemistry  that  has  been 
developed,  bvit  which  have  not  yet  been  made  and  tested  would,  it  is  believed,  be 
obviously  useful  in  research  because  of  their  chemical  similarity  to  highly  active 
compounds.  Maumee  Cliemical  Company  would  be  able  to  satisfy  the  "useful" 
requirement  of  the  statute  to  justify  the  grant  of  a  patent  relative  to  a  claim 
sufficiently  broad  to  cover  members  of  the  highly  active  family  more  remote 
than  "adjacent  homologs"  from  specific  compounds  for  which  the  high  order 
of  biological  activity  has  presently  been  demonstrated.  This  we  feel  to  be 
essential  in  order  that  the  requisite  incentive  be  provided,  because  of  the  great 
likelihood  that  the  commercially  important  comjiounds,  or  some  commercially 
important  compounds,  have  not  presently  been  synthesized  and  tested.  It  would 
be  remarkable,  indeed,  if  the  15  to  20  highly  active  compounds  which  have 
presently  been  made  and  tested  would  include  the  commercially  important 
compounds,  or  all  of  the  commercially  important  comixiunds.  A  patent  which 
covers  less  merely  invites  competition  from  those  who  have  not  made  the 
investment  in  fundamental  research,  and  constitutes  no  real  incentive  for  the 
heavy  expen.se  involved  in  such  research. 

The  introduction  of  S.  2597,  with  relief  from  the  strict  Supreme  Court 
interpretion '  of  the  "useful"  reciuirement  for  the  grant  of  a  pntent  is  gratifying. 
However,  it  is  not  gratifying  to  learn  "  that  the  DejKirtment  of  Commerce  opposes 
the  liberalized  definition  of  "useful"  incorporated  in  S.  2."97.  Section  100.  Neither 
is  it  encouraging  to  note "  that  the  position  of  the  Department  of  Commerce 
in  oi)position  to  the  proposed  definition  of  useful,  S.  2.597,  Section  100,  has  the 
full  support  of  the  Department  of  Justice  and  of  the  Office  of  Science  and 
Technology.  Patent  Counsel  has  suggested  that,  if  the  i»roposed  definition  of 
u.seful  in  S.  2.597,  Section  100,  is  considered  too  liberal,  the  incentive  contemplated 
by  the  Constitution  could  be  restored,  to  an   ai>preciable  extent,  even  if  the 


"Patent  counsel  believps  that  we  are  entitled  to  at  least  one  patent  on  the  develop- 
ment considered  herein,  even  under  Brenner  v.  Manson,  but  questions  the  effectiveness  of 
the  iirotectlon  to  which  we  are  entitled  under  that  decision. 

10  In  rr  Kirk  and  Petrow.  15."?  USPQ  2f.r>,  at  p.  27.5. 

"  Reestahlishnient   of  the  rule   that   chemical   compounds   are  per  se    "useful." 

'=  Sec.  100  of  the  iiendinp  hill  states:  "The  term  'useful'  shall  include,  but  shall  not 
he  limited  to.  utility  in  agriculture,  commerce,   industry,   health,  or  rcsearcli."' 

".Jan.  24,  IftfiS.  letter.  General  Counsel  of  the  Department  of  Commerce  to  the  Honor- 
able .Tames  O.  Eastland,  chairman,  pp.  2t!  and  27, 

"  Statement  of  the  HoDnrahle  Kdward  .T,  Brenner,  Commissioner  of  Patents,  before 
the  Subcommittee  of  Pati'iits,  Trademarks,  and  Copyrights  of  the  Senate  Judiciary 
Committee,  Jan,  .30,  196S. 
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"useful  in  research"  ixirtiou  of  the  deflnition  were  limited  '^  to  research  iuvolviug 
an  investigation  of  the  i>arameters  of  an  invention  which,  relative  to  at  least 
one  specific  emljodiment.  had  otherwise  been  shown  to  be  useful.  For  example, 
referring  to  the  family  of  compounds  discussed  above,  utility  has  presently  been 
demonstrated  for  the  compounds  which  have  been  synthesized  and  tested.  Under 
the  suggested  restriction  of  the  S.  2597,  Section  100,  definition,  other  members 
of  this  family  would  be  useful  in  research  involving  an  investigation  of  their 
effectiveness  bwause  such  research  would  involve  an  investigation  of  the 
parameters  of  the  invention,  or  of  the  influence,  in  the  case  in  que.stion,  on 
biological  activity  of  changes,  for  example  in  the  nature,  size,  position  and 
numl)er  of  substituents  in  the  molecule. 

We  resi>ectfuHy  urge  the  favorable  reporting  to  the  Senate  of  legislation 
including  a  statutory  definition  of  "u.'^eful"  which  will  enable  the  United  States 
patent  system  to  provide  the  incentive  necessary  to  stimulate  fundamental 
chemical' research.  From  our  standpoint,  we  believe  that  enactment  of  any  one 
of  the  statutory  definitions '"  of  "useful"  considered  herein  would  be  a  significant 
step  toward  restoring  the  incentive  contemplated  by  the  Constitution,  and 
necessary  to  stimulate  fundamental  chemical  researeh. 


Akrox.  Ohio,  Jautiari/ 19, 196S. 
Re  clarification  of  the  utility  requirement  in  the  patent  statute. 
H(m.  John  L.  McCleli.ax, 

Chiiirmfni.  Subcommittee  on  Patoitx,  Trademnrksi.  and  Copj/rif/htfi,  Senate  Jii- 
Oicianj  Committee,  U.S.  Senate,  Washington,  B.C. 

Dear  Sexator  McClellan  :  The  bills  now  before  the  Congress  offer  an  oppor- 
tunity for  correcting  a  serious  misinterpretation  of  the  present  statute  with 
respect  to  "utility"  of  the  invention  of  a  patent. 

The  Patent  Office  has  taken  advantage  of  simplification  of  language  in  the 
codifietl  Patent  Act  of  July  li).  im'l  (the  present  U.S.  Code.  Title  ?,~^)  to  imiw.^e 
a  completely  unintended  requii-ement  for  a  disclosure  of  "utility"  of  chemical 
inventions  {Brenner  x.  Man.'<on  .''.S3  U.S.  519). 

The  patent  bar  is  suggesting  a  correction  liy  addition  of  another  definition  to 
Section  100,  to  say  : 

"The  term  "useful'  shall  include  but  not  be  limited  to  utility  in  agriculture, 
commerce,  industry,  or  research." 

This  should  be  helpful  but  might  not  eliminate  the  problem,  since  the  word 
"use"  or  various  derived  words  a))'i>ear  in  different  sections  of  the  statute,  to 
which  this  definition  is  not  necessarily  applicable. 

It  has  not  linen  generjiUy  recognized  that  the  ])roblem  would  never  have 
occurred  had  not  a  few  important  words  been  thoughtlessly  omitted  in  the  codifi- 
cation, as  is  explained  in  the  article  in  the  Journal  of  the  Patent  OQiee  Society, 
July  1007.  pages  T,'?,'.\  to  546.  of  which  a  copy  is  enclosed  for  the  use  of  your  com- 
mittee. These  <»missions  have  resulted  in  confu.sion  of  the  words  "u.se"  and 
"useful"  in  different  senses  in  various  unrelated  sections  of  the  statute.  This 
confusion  can  pntbably  not  be  completely  eliniinrited  witlnmt  a  revision  of 
Section  112  as  suggested  in  the  article. 

It  is  requested  that  this  material  be  included  in  the  record  uf  the  hearing>< 
on  the  bills  for  revision  of  the  patent  st^ttutes. 
Very  truly  yours, 

Harold  S.  Meyek. 

Utility  REQUIKE^[E^•T  ix  tiif.  STATtTt: 

(  By  Harold  S.  :Meyer* ) 

Recent  decisions  concerning  the  statutory  requirement  that  an  invention  be 
"useful"  have  expressed  such  extremely  divergent  views,  concerning  the  meaning 
of  the  statute  and  the  kind  of  de.scription  which  an  applicant  for  patent  must 
submit,  as  to  sugge.st  that  a  statutory  clarification  should  be  attempted.  Before 


''^Tlif  follnwing  languiige  has  been  suggested:  Tlie  term  "useful"  shall  Include,  but 
shall  not  be  limited  to,  utilit.v  in  agriculture,  commerce,  industry  or  health,  or  in  re- 
search involving  an  investigation  of  the  parameters  of  an  invention  one  specific  embodi- 
ment of  which  has  otherwise  been  shown  to  be  useful,  where  the  parameters  of  an 
Invention  are  the  limits  on  the  variable  or  variables  involved. 

'8  I.e..  the  definition  :  (1)  suggeste<l  by  Judge  Rich  in  his  d'.ssent.  In  re  Kirk  and  Petrow, 
supra:    (2)  of  R.  2597.  sec.  100;  or  (?,)   siiggested  in   the   p.eceding  footnote  horein. 

*Member  of  the  Bar.  State  of  Ohio. 
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Tills  is  done,  the  history  of  the  refiuirement  should  be  examined  to  ascertain  how 
il,  originated,  and  the  preferred  policy  of  the  law  should  be  ascertained.  Then  and 
then  oidy  will  it  be  i)o.»sible  to  frame  a  statutory  statement  which  will  be  satis- 
factory to  owners  and  users  of  inventions,  and  will  be  understood  and  pnviierly 
ai^plied  by  the  Patent  Office  and  the  Courts. 

It  is  submitted  that  the  statute  has  required  and  .should  still  require  only 
that  inventions  be  operative  in  fa^'t  for  some  beneticial  purpose,  and  that  a  bene- 
ficial purpose  be  disclosed  in  the  patent  when  it  is  issued,  as  will  be  explained  in 
detail  below.  Specific  statutory  language  to  clarify  the  law  in  these  respects  is 
proposed. 

The  recent  decisions  on  utilitv  of  patented  inventions,  which  culminated  in  the 
Supreme  Court  decision  in  Brenner  v.  Manson  383  U.S.  519,  148  USPQ  689  (March 
21,  1966).  do  not  distinguish  clearly  among  the  three  or  more  reasons  for  inquir- 
ing into  utility.  Indeed,  the  Supreme  Court  relied  solely  on  3")  U.S.C.  101  as  the 
statutory  basis  for  its  decision,  whereas  the  Court  of  Apj>eals  of  the  District  of 
Columbia  in  Petrocarbon  v.  Watsan  247  F.2d  800,  114  USPQ  94,  whose  decision 
contrary  to  that  of  the  Court  of  Customs  and  Patent  Apjieals  in  the  Manson  case 
■R-as  a  rea.son  for  rt>questing  certiorari,  relied  solely  on  35  U.S.C.  112,  and  the 
Patent  Office  relied  on  both  sections. 

The  three  reasons  given  for  inquiring  into  utility  include  the  requirement 
that  the  invention  be  "new  and  useful",  the  requirement  for  a  complete  descrij)- 
tion  of  the  invention,  and  the  courtmade  law  as  to  requirements  for  completion 
or  reduction  to  practice  of  an  invention.  There  is  no  particularly  close  relation 
of  these  requirements  other  than  that  each  involves  to  .some  extent,  and  in  some 
meaning  or  other,  some  form  or  derivative  of  the  common  word  "u.se". 

The  first  reason  for  considering  utility  arises  from  the  statutory  language 
in  35  U.S.C.  101  requiring  the  invention  to  be  "new  and  useful"  (previously  the 
requirement  was  in  R.S.  4886  containing  exactly  the  same  phrase  from  1874  to 
1952,  as  well  as  in  the  previous  statutes  of  1836  and  1793,  and  in  slightly  different 
language  in  the  first  patent  act  of  1790).  The  word  "useful"  in  this  context 
has  always  previously  bt>en  considered  to  mean  nothing  more  than  operative 
in  fact  for  some  useful  purpose. 

It  is  remarkable  that  the  Supreme  Court  was  not  able  to  cite  any  previous 
decision  requiring  any  particular  degree  of  usefulness,  other  than  decisions 
on  appeals  from  the  Patent  Office  gratuitously  attempting  to  impose  such 
requirements  within  the  past  20  years ;  namely  the  decision  of  the  CCPA.  In  re 
Brcmner  et  al.  37  CCPA  (Patents)  1032,  182  F.2d  216,  86  USPQ  74  (1950)  and 
subsequent  decisions. 

The  .second  reason  arises  from  the  statutory  language  in  35  U.S.C.  112  requiring 
"a  written  description  of  the  invention,  and  of  the  manner  and  process  of  making 
and  using  it,  in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any  person 
skilled  in  the  art  to  which  it  pertains,  or  with  which  it  is  most  nearly  connected, 
to  make  and  u.se  the  same"  (previously  the  requirement  was  in  R.S.  4888  specify- 
ing that  the  description  include  "the  manner  and  process  of  making,  constructing. 
conii>ounding,  and  using  it"  as  stated  in  the  1870  act.  based  in  turn  on  the  1836 
act  specifying  these  acts  in  a  different  order  twice  in  the  same  sentence :  "the 
manner  and  proce.ss  of  making,  constructing,  using  and  compounding  the  same" 
and  "to  make,  construct,  compound,  and  use  the  same").  This  requirement  for 
a  complete  disclosure  is  the  "quid  pro  quo"'  for  the  grant  of  the  right  to  exclude. 
I'ntil  the  recodification  in  1952.  the  four  statutory  classes  of  inventions  were 
recognized  by  special  words  in  this  part  of  the  statute — the  disclosure  of  a 
machine  was  to  include  the  manner  of  "constructing"  it.  a  manufacture  the 
"making",  an  art  the  "using",  and  a  composition  the  "compounding". 

The  third  reason  arises  from  one  of  the  statutory  defenses  in  infringement  suits, 
in  .35  T'.S.C.  102(g)  that  "the  invention  was  made  in  this  country  by  another" 
and  "In  determining  priority  of  invention  there  shall  be  considered  *  *  *  the 
reasonable  diligence  of  one  who  was  first  to  conceive  and  last  to  reduce  to 
practice"  (previou.sly  the  defense  was  in  R.S.  4920  "Second.  That  he  had  sur- 
reptitiously or  unjustly  obtained  the  patent  for  that  which  was  in  fact  invented 
by  another,  who  was  using  reasonable  diligence  in  adapting  and  perfecting  the 
same"  and  in  similar  language  in  the  1836  act).  The  courts  have  construed  the 
requirement  for  "diligence  in  adapting  and  perfecting"  along  with  other  statutory 
provisions  and  philosophical  principles  as  meaning  that  an  invention  is  not  com- 
pleted until  it  is  conceived  and  reduced  to  practice  and  that  reduction  to  practice 
includes  a  successful  test  unless  oijerativeuess  is  obvious.  The  test  is  of  usefulness 
in  the  sense  of  operativeness  (Sydeman  v.  Thoma  32  App.  D.C.  362,  1909  CD.  340, 
and  ca.ses  there  cited,  as  well  as  Automatic  Weighing  Machine  Co.  v.  Pneumatic 


819 

Scale  Corp.  166  F.  288.  1909  CD.  498  (CA-1.  1909)  pointing  out  that  proof  of 
priority  may  require  evidence  of  tests  to  establish  "diligence  in  adapting  and  per- 
fecting" but  that  tests  of  utility  are  not  a  requirement  for  patentability,  as  long 
as  the  invention  as  described  is  operative  in  fact) . 

The  CCPA  itself  in  the  Bremner  decision  cited  no  previous  decision  interpreting 
the  statutes  in  the  same  way.  After  a  reference  to  the  constitution  and  R.S.  4886 
and  4888  without  quotation  of  any  specific  requirement,  four  decisions  were 
cited,  also  without  quotation  or  di-scussion.  They  are  : 

Pothr  V.  Tone  1911  CD.  295,  36  App.  D.C  181.  This  was  a  priority  contest 
in  an  interference  proceeding.  The  very  brief  decision  of  the  court  included  the 
following : 

"Without  undertaking  to  determine  whether  the  discovery  of  a  new  chemical 
compound  without  a  further  discovery  of  useful  proi)erties,  is  sufficient  as  a 
reduction  to  practice,  because  it  is  not  necessary  under  the  facts  of  this  case,  we 
concur  in  the  following  expression  of  the  opinion  of  the  Exaniiiiers-in-Chief, 
which  was  quoted  and  approved  by  the  Connnissioner  : 

*  *  «  »  »  *  * 

To  hold  that  it  must  be  shown  to  be  capable  of  use  in  some  commercial  process 
and  that  process  must  have  been  successfully  practiced  would  seem  to  amount 
to  holding  that  the  inventor  must  make  a  second  invention  which  might  be  the 
subject  of  another  patent,  and  reduce  that  to  practice  before  he  cctnld  claim  a 
reduction  to  practice  of  the  original  invention.  The  issues  in  this  interference 
do  not  cover  the  use  of  the  material  in  question  for  any  sjiecific  puri>ose  but  the 
production  of  a  novel  material  of  described  characteristics  *  *  *  * 
Siich  apparent  usefulness  of  the  newly-discovered  compound  being  shown, 
nothing  more  was  requisite.  If  additional  uses  may  hereafter  be  discovered, 
rendering  it  of  additional  value  commercially.  Tone  will  be  entitled  to  their 
benefit." 

Scorill  Mfg.  Co.  v.  Satlcr  21  F.2d  aso  (D.C  Conn.  1927).  A  i)!itent  on  a  stepped 
variable  condenser  was  held  valid  and  infringed,  with  the  exiilanation  : 

"Utility  *  *  *  When  this  defense  is  relied  upon,  the  evidence  must  show  a 
total  incapacity  of  the  invention  to  do  anything  claimed  for  it.  *  *   *." 

Smokador  v.  Tubular  Prods.  SI  F.2d  2.").5  (CA.  2.  1929).  A  patent  on  an  ash- 
stand  was  held  valid  and  infringed.  The  statutory  requirement  that  the  inven- 
tiim  be  useful  was  demonstrated  by  the  copying  of  it  bv  the  infringer. 

In  re  Holmes  20  CCP.A.  (Patents)  899.  0.3  F.2d  642.  16  USPQ  399.  The  issue 
was  patentability  of  welded  pipe  with  seams  in  a  particular  location,  process 
claims  having  been  allowed.  The  opinion  stated  : 

"The  fact  is  that  the  pipe  so  constructed  may  be  useful,  but  there  may  be  no 
utility  in  the  particular  form  of  the  structure  which  appellant  claim-;  in  in- 
vention." 

This  thoroughly  confusing  remai'k.  that  the  same  thing  may  be  useful  yet  have 
no  utility,  is  actually  an  attempt  to  state  that  there  was  no  showing  of  any 
unexpected  advantage  of  the  product  sufficient  to  justify  grant  of  product 
claims— in  other  words,  no  patentably  new  product  had  been  invented,  but  only 
a  new  process. 

None  of  these  previous  decisions  had  anything  to  do  with  the  (luestion  pre- 
.sented  in  Bremner,  whether  the  de.scription  in  a  patent  must  include  an  asser- 
tion of  utility.  The  Potter  case  involved  adequacy  of  evidence  to  prove  reduc- 
tion to  practice.  The  Scovill  and  Smokad<ir  cases  involved  operativeness.  The 
Holmes  case  involved  degree  of  difference  from  prior  publications.  Yet  the  court 
in  Brennier  answered  the  question  in  the  affirmative,  establishing  a  complete 
turnaround  in  interpret^} tion  of  the  patent  statutes,  on  the  sole  basis  that: 

"*  *  *  we  feel  certain  that  tlte  law  re(/uires  that  there  be  in  the  application 
an  assertion  of  utility  and  an  indication  of  the  use  or  uses  intended."  (emphasis 
in  original) 

When  the  Patent  Office,  thus  encouraged,  began  to  reject  applications  for 
patent  on  this  novel  ground  on  a  large  scale,  a  majority  of  the  CCPA  refused 
to  affirm  such  rejections  except  in  the  clearest  cases  of  complete  absence  of  any 
disclosure  of  utility.  See  In  re  Nelson  47  CCPA  1031,  280  F.2d  172,  126  USPQ  242. 
The  Patent  Office  then  took  one  of  these  cases.  In  re  Manson  ."2  CCPA  739.  333 
F.2d  239.  142  USPQ  35,  to  the  Supreme  Court  where  it  was  reversed. 

Mr.  Justice  Fortas.  speaking  for  the  majority  of  the  Supreme  Court,  said  that 
the  Bremner  decision  was  not  "new  dcx'trine  in  the  court"  citing  Thomas  v. 
Michael  77  USPQ  216  (1948),  apparently  without  noting  that  the  issue  there 
was  an  entirely  different  one  of  the  quantum  of  evidence  requiretl  to  jirove  jiri- 
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ority  of  invention  (as  in  Potter  v.  Tone  above)  and  not  patentability  in  any 
sense,  and  also  that  the  CCPA  in  that  case  decided  that  no  evidence  as  to  utility 
of  the  product  of  the  claimed  process  was  required,  so  that  Thomas  v.  Michael 
instead  of  supporting  the  conclusion  of  the  majority  of  the  Supreme  Court  is 
either  irrelevant  or  contrary  thereto.  The  Supreme  Court  was  able  to  find  no 
other  authority  for  its  ruling  than  Bremner  and  other  subsequent  CCPA  decisions. 

All  authorities,  both  courts  and  authors  of  texts,  before  19.50  regarded  "new 
and  useful"  to  require  operativeness  but  not  any  special  level  of  utility,  and 
certainly  not  utility  or  operativeness  of  anything  other  than  the  subject  matter 
claimed.  See  the  authorities  quoted  in  the  Nelson  ojnnion. 

Thus  we  see  that  before  Bremner  "new  and  useful"  in  section  101  and  its 
predecessors  meant  no  more  than  operative  in  fact,  that  the  requirement  for  a 
complete  description  in  section  112  and  its  predecessors  meant  no  more  than  a 
description  informing  the  skilled  worker  how  to  practice  the  invention  claimed, 
and  that  the  further  requirement  for  practical  tests  under  section  102(g)  and 
its  predecessors  applies  only  when  evidence  is  presented  of  the  date  of  an  actual 
reduction  to  practice  earlier  than  the  filing  of  an  application  for  patent  and  theii 
only  to  extent  required  to  establish  operativeness  in  fact.  Of  the  reasons  cited 
as  justification  for  a  stringent  requirement  for  a  .showing  of  utility,  the  first  and 
last  require  only  that  the  invention  be  operative  in  fact,  which  does  not  neces- 
sarily require  any  particular  kind  of  disclosure  in  the  application  for  patent  but 
can  be  proven  by  extrinsic  evidence  if  ever  questioned.  Even  the  requirement  for 
a  full  disclosure  of  how  to  practice  the  invention  must  have  some  reasonable 
kind  of  limitation  to  tlie  invention  actually  claimed. 

The  present  position  of  the  Patent  OflSce  is  expressed  in  part  by  its  Manual  of 
Patent  Examining  Procedure  stating  in  §  608.01(q)  : 

"A  complete  disclosure  should  include  a  statement  of  utility.  This  usually 
Iiresents  no  problem  in  mechanical  cases.  In  chemical  cases  varying  degrees  of 
specificity  are  required." 

This  is  completely  without  basis  in  the  statute.  It  confesses  that  the  Patent 
Ofiice  has  no  fixed  standard  and  applies  whatever  test  it  chooses  in  each  case. 
This  is  borne  out  by  the  views  of  practitioners,  summarized  in  the  amicus  curiae 
brief  for  Am.  Pat.  Law  Assn.  in  the  Nelson  ease : 

"Rejections  for  'lack  of  utility'  now  engage  much  of  the  time  of  the  Patent 
Office  and  practitioners  in  the  chemical  field  whereas,  until  about  five  years  ago, 
practically  no  time  was  spent  by  either  of  these  groups  on  utility-disclosure 
questions.  In  this  new  scrutiny  of  utility  to  judge  its  sufficiency,  degrees  or  levels 
of  utility  are  being  distinguished  to  differentiate  what  is  'practical'  from  what  is 
not.  and  applications  not  meeting  a  criterion  for  'practical'  utility  established  by 
the  Patent  Office  are  being  rejected. 

"The  rejections  are  based  not  only  on  alleged  failure  to  describe  exactly  what 
•practical'  or  end  u.se  a  new  chemical  compound  has,  but  aLso  on  lack  of  dis- 
closure of  a  specific  embodiment  of  such  end  u.se." 

This  attitude  is  carried  to  an  extreme  in  ca.ses  involving  medical  inventions. 
In  one  such  case,  Isensfead  v.  Watson.  115  USPQ  408.  the  District  Court  of  the 
District  of  Columbia  was  persuaded  that : 

"*  *  *  it  is  right  and  proper  that  the  Patent  Office  .should  be  very  careful  and 
perhaps  even  reluctant  to  grant  a  patent  on  a  new  medical  formula  until  it  has 
been  thoroughly  tested  and  successfully  tried  by  more  than  one  physician." 

The  foregoing  ca.se  was  tried  in  camera,  and  when  a  similar  ca.se  was  taken  to 
the  CCPA.  involving  a  claim  for  a  new  chemical  compound,  not  asserted  to  be 
useful  in  treating  human  beings,  but  having  various  pharmaceutical  properties, 
including  anti-bacterial  action,  and  anti-inflammatory  action  proven  by  tests  on 
animals,  the  court  pointed  out  in  In  re  Krimmel  1.30  USPQ  21,5,  220  (1961)  : 

"Although  we  have  no  doubt  that  the  Patent  Office  has.  in  the  ca.se  at  bar, 
acted  in  good  faith  and  with  proper  motives,  the  fact  remains  that  the  Patent 
Office  has  not  been  charged  by  Congress  with  the  ta.sk  of  protecting  the  public 
against  po.ssible  misuse  of  chomifal  patents.  There  is  nothing  in  the  patent 
statute  or  any  other  statutes  called  to  our  attentioTi  which  gives  the  Patent 
Office  the  right  or  the  duty  to  require  an  applicant  to  prove  that  compounds  or 
other  materials  whic^h  he  is  claiming,  and  which  he  has  stated  are  useful  for 
'pharmaceutical  applications,'  are  safe,  effective,  and  reliable  for  u.se  with 
humans.  It  is  not  for  us  or  the  Patent  Office  to  legislate  and  if  the  Congress 
desires  to  give  this  responsibility  to  the  Patent  Office,  it  should  do  so  by  statute. 

''We  now  hold  only  that  appellant  has  established  that  his  compounds  have 
statutory  utility  even  though  he  has  not  proven  that  they  have  the  ultimate 
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utility — prevention,  alleviation,  or  cure  of  a  disease  in  the  human  body.  In  this 
instance,  appellant  has  proven  sufficient  utility  to  satisfy  the  requirement  of 
3.1  r.S.C.  101." 

This  brings  us  to  the  basic  question  of  the  policy  of  the  law.  The  Constitution 
clearly  favors  grant  of  temporary  rights  to  exclude,  as  a  means  of  promoting 
progress  in  the  sense  of  providing  a  powerful  incentive  for  progress.  The  Congress 
has  enacted  a  succession  of  acts,  all  containing  a  simple  requirement  that  an 
invention  on  which  a  patent  is  granted  be  "new  and  useful",  and  this  has  been 
interpreted  for  a  century  and  a  half  as  requiring  new  in  the  sense  of  significant 
novelty  beyond  the  skill  of  a  mechanic,  and  useful  in  the  sen.se  of  simple  opera- 
tiveness.  Why  should  there  suddenly  be  a  reversal  of  policy,  requiring  an  unde- 
fined level  of  utility  way  beyond  mere  operativenessV 

Every  student  of  invention  knows  that  the  truly  revolutionary  Inventions  of 
greatest  social  importance  first  make  their  appearance  in  a  crude  form,  of  little 
or  no  immediate  value.  As  a  single  illustration,  Bell's  telephone  was  characterized 
bv  contemporaneous  authorities  as  a  mere  toy  of  no  practical  value  whatever.  It 
reiiuired  much  improvement  by  others  before  it  became  a  practical  success  {The 
TtJcphonc  CasiCfi  126  U.S.  1,  535)  yet  the  Bell  patent  was  sustained,  because  Bell 
had  described  something  which  was  operative  in  fact,  and  that  was  and  is  all 
that  the  law  requires. 

The  majority  of  the  Supreme  Court  (in  Brenner  v.  Manson)  attempted  to 
justify  their  decision  by  stating  that  grant  of  a  patent  absent  a  showing  of  si>ecific 
utility  could  "block  off  whole  areas  of  scientific  development,  without  compensat- 
ing Itenefit  to  the  public"  and  would  deprive  the  public  of  some  of  the  disclosure 
which  is  the  quid  pro  quo  for  the  patentee's  right  to  exclude  others.  The  dis- 
senters, Justices  Harlan  and  Douglas,  point  out  that  these  arguments  operate 
against  all  patents  and  that  the  public  interest  justifies  patents  even  though 
improvements  by  others  may  increase  the  reward  of  the  patentee. 

The  most  recent  decisions.  In  re  Joly  cf  ah.  In  re  Kirk  et  al.  1.53  USPQ  4.5-57, 
24.3-283,  and  In  re  Sehwiflt  et  al.  153  USPQ  040-646,  represent  a  swing  toward  a 
far-reaching  requirement  of  utility — not  just  utility  of  the  invention  claimed,  but 
a  showing  of  utility  of  unclaimed  products  and  even  of  remote  resultants,  and 
with  no  restrictions  on  the  level  of  utility  and  character  of  proof  which  the 
Patent  Office  might  choose  to  require. 

Can  this  really  have  been  intended  by  the  Congress?  The  history  of  the  statutes 
does  not  point  in  that  direction  at  all ! 

The  majority  of  the  Supreme  Court  in  Brenner  v.  Mayr^on  r.  <Vrred  to  only  one 
phra.se  in  one  section  of  the  statute,  the  phrase  "new  and  useful''  in  35  U.S.C.  101. 
and  commented  on  the  difficulty  of  interpreting  it,  while  ignoring  the  uniform  in- 
terpretation for  over  a  century  before  1950.  The  Supreme  Court  also  ignored  the 
change  in  a  companion  section,  R.S.  4803,  which  had  its  basis  in  the  1836  act.  That 
section  required  that  if  the  invention  is  sufficiently  useful  and  important,  the 
commissioner  .shall  issue  a  patent  therefor."  This  was  not  mentioned  I»y  the 
CCPA  in  Breraner  (only  R.S.  4886  and  4888  were  mentioned)  although  it  was  in 
force  when  that  decision  was  made.  Moreover,  the  CCPA  failed  to  indicate  what 
portion  of  R.S.  4888  was  relied  on.  or  why. 

Significant  differences  exist  between  the  Revised  Statutes  and  the  Code  sections 
101,  112  and  131,  and  have  seemingly  been  overlooked  in  the  controversies  about 
the  supposed  requirement  for  a  disclosure  of  utility. 

R.S.  4886  stated  the  basic  rtile :  "Any  person  who  has  invented  or  discovered 
any  new  and  useful  art.  machine,  manufacture,  or  composition  of  matter  *  *  * 
not  known  or  used  by  others  [etc.]  *  *  *  may,  upon  *  ♦  *  due  proceeding  had, 
olitain  a  patent  therefor."  In  the  present  Code,  the  po.sitive  provisions,  including 
the  "new  and  useful"  phrase,  are  in  35  U.S.C.  101,  and  the  negative  patent-defeat- 
ing conditions  are  in  a  separate  section  102,  with  the  new  test  that  the  invention 
not  be  "obvious"  in  section  103. 

R.S.  4888  required  a  written  description  "of  the  manner  and  process  of  making, 
constructing,  comfxtunding,  and  using  it".  In  the  Code,  this  was  abbreviated  to 
"the  manner  and  process  of  making  and  using  it"  in  section  112,  apparently 
without  any  intention  of  doing  more  than  to  make  a  few  words  serve  the  place 
of  many. 

Federico  in  his  Commentary  says  "This  language  is  the  same  as  in  the 
old  statute  with  only  some  slight  reduction  in  wording."  35  U.S.C. A.  25.  Un- 
fortunately, the  Patent  Office  now  seems  to  be  staffed  with  people  5\ho  either 
do  not  know,  or  have  forgotten,  that  four  different  verbs  were  used  until  1052 
to  refer  to  the  requirements  for  description  of  the  four  statutory  classes  of 
invention. 
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Moreover,  it  should  be  noted  that  the  original  patent  act  of  1790  used  the  dis- 
junctive, requiring  that  the  description  permit  the  workman  "to  make,  construct 
or  use  the  same",  as  also  did  the  act  of  1793  which  continued  in  force  until  1830 
specifying  "a  written  description  of  his  invention,  and  of  the  manner  of  usinjr 
or  process  of  compounding  the  same"  to  permit  any  person  "to  make,  compound. 
and  use  the  same".  The  complete  change  from  "or"  to  "and"  occurred  in  183<i. 
but  seemed  to  cause  no  problem  in  interpretation  since  it  was  obvious  that  tlie 
four  verbs  could  not  all  apply  to  each  class  of  invention — one  cannot  make  or  con- 
struct or  compound  a  process,  or  construct  a  comix)sition,  or  compound  a  machine 
or  manufacture.  The  same  was  true  in  the  1S70  revision  which  became  R.S.  48ss. 
Under  R.S.  4888  there  was  no  requirement  that  the  description  tell  how  to  "use" 
a  composition  but  only  how  to  "compound"  it. 

R.S.  4893  contained  the  requirement  "that  the  same  is  sufficiently  useful  and 
important",  which  was  completely  omitted  in  the  generally  corresix)nding  section 
35  II.S.C.  131.  Again  there  seems  to  have  been  no  purpose  other  than  to  eliminate 
words  having  no  operative  significance.  The  Senate  report  on  this  change  s;iys. 
"The  phrase  'and  that  the  invention  is  sufficiently  useful  and  importaTif  i-^ 
omitted  as  unnecessary,  the  reciuirenients  for  patentability  being  stated  in  .sec- 
tions 101.  102  and  103."  U.S.  Code  Congressional  and  Administrative  News. 
S2nd  Congress,  Second  Session,  1952.  p.  2413.  Nevertheless,  if  a  legislative  pur- 
pose purpo.-^e  were  to  be  sought,  it  could  be  said  that  this  change  evidences  a 
legislative  itolicy  to  eliminate  or  avoid  any  stringent  recjuirement  for  a  showinii" 
of  usefulness,  as  was  specifically  stated  bv  the  CCPA,  without  dissent  on  this 
point,  in  In  re  liatti  123  I'SPQ  349,  353  (1959). 

It  is  the  future  rather  than  the  past  thiit  is  important  aiid  the  foregoing  histori- 
cal review  is  pre.?entod  for  two  main  purposes  :  to  help  determine  what  the  jinlii  y 
of  the  law  should  be.  and  to  suggest  the  way  to  establish  that  policy. 

The  recent  decisions  do  not  offer  much  hoi>e  of  arriving  through  judicial  ac- 
tion at  a  satisfactory  and  worka))le  interpretation  of  the  law  which  will  i»re.«erve 
the  incentive  to  pi^ogress.  Corrective  legislation  should  therefore  lie  sought. 

Su(  h  legislation  should  avoid  the  mistakes  made  in  the  19.52  codification,  of 
omitting  words  whose  omission  fostered  misinterpretation,  and  of  adding  pro- 
visions without  careful  correlation  with  the  remainder  of  the  statute.  Avoidance 
of  such  mistakes  cannot  be  assured  unless  many  i)eople  review  and  criticize  legis- 
lative proposals,  and  it  is  to  be  hoi)ed  that  all  iniiutendcMl  conseiiuciices  of  tlfe 
following  proi)osals  will  be  discovered. 

The  first  proposal  resembles  one  already  suggested  liy  others.  It  is  to  add 
another  definition  to  35  U.S.C.  100  : 

"The  term  'useful'  .shall  include  hut  not  be  limited  to  utilily  in  agriculture, 
commerce,  industry,  or  research,  and  an  invention  shall  be  considered  u.^efnl 
if  it  can  in  fact  be  applied  to  a  beneficial  purpo,se." 

It  has  been  proposed  also  to  add  the  statement  "a  new  chemical  compound 
.shall  be  considered  useful  per  se",  but  that  seems  to  be  an  undesirable  discrimi- 
nation between  chemical  compounds  and  other  classes  of  invention.  The  purpose 
can  be  accomplished  well  enough  by  explanations  accompanying  the  proposed 
change.  The  important  point  is  that  "useful"  means  operative  and  is  a  question 
of  fact  and  not  of  disclosure. 

The  other  proposed  change  is  to  restore  the  principle  existing  before  the  1952 
codification,  but  in  an  even  more  explicit  form,  that  the  jirimary  f\uiction  of  the 
specification  is  to  describe  the  invention  actually  claimed.  To  eliminate  the  kind 
of  confusion  which  has  resulted  from  appearance  of  "useful"  in  section  101 
together  with  the  verb  "to  use"  in  section  11*2,  it  is  proposed  to  avoid  altogether 
the  word  "use",  which  has  another  legitimate  function  in  relation  to  certain  prior 
art  in  section  102  (a)  and  (b).  This  change  involves  a  revision  of  the  first  para- 
graph of  section  112  along  the  following  lines  : 

"§  112.  Specification  (revision  of  first  paragraph) 

The  si)ecification  shall  contain  a  written  description  of  the  invention,  and  of 
the  manner  of  practcing  it  if  a  process,  or  the  manner  of  constructing  and  operat- 
ing it  if  a  machine,  or  the  manner  of  makin"  it  if  a  manufacture,  or  the  manner 
of  compounding  it  if  a  composition  of  matter,  in  such  full,  c'ear,  concise.  ;;nd 
exact  terms  as  to  enable  any  iierson  skilled  in  the  art  to  which  it  pertains,  or 
with  which  it  is  most  nearly  connected,  to  practice,  or  construct  and  operate,  or 
make,  or  comi)ound  the  same,  and  shall  set  forth  the  best  mode  contemplated 
by  the  applicant  of  carrying  out  the  invention.  The  specification  .shall  also  state 
or  be  amended  to  state  the  purpose  or  purposes  for  which  the  applicant  contem- 
plates applying  the  invention." 
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The  words  used  in  the  first  sentence  are  chosen  with  care  to  avoid  ambiguity. 
Thus  "practice"  is  selected  as  the  verb  for  a  process  since  it  is  defined  as  meaning 
to  make  use  of,  do,  or  perform,  without  any  apparently  troublesome  or  confusing 
other  meaning.  "Compound"  is  selected  as  the  verb  for  a  composition  since  it  also 
has  no  apparently  confusing  meanings  and  api)eared  in  previous  acts  and  de- 
cisions for  over  a  hundred  years.  The  phrase  "carrying  out"  is  used  with  reference 
to  the  best  mode  since  it  means  to  put  into  execution  or  bring  to  a  successful 
issue,  without  any  significantly  different  meaning. 

Since  it  is  important  that  a  patent  inform  the  public  what  the  purpose  of  an 
invention  is,  a  sentence  has  been  added  requiring  a  statement  of  purpose.  Some 
])a tents  presently  in  force  are  faulty  in  this  respect  and  leave  the  reader  com- 
pletely in  the  dark  as  to  what  the  purpcjse  of  the  invention  is.  This  kind  of 
deticinecy  really  does  deprive  the  public  of  its  quid  pro  quo,  and  may  l)e  one  of 
the  underlying  reasons  for  the  Patent  Office  position  that  every  application  for 
patent  should  contain  a  clear  statement  of  utility. 

There  is  no  strong  reason  why  absence  of  a  clear  statement  of  purpose  should 
not  be  corrected  at  any  time  before  grant  of  the  patent.  The  decisions  holding 
that  supply  of  such  information  would  be  prohibited  "new  matter",  such  as 
(./•  parte  Scudi  et  al.  123  USPQ  ".04  (Bd.  of  Ap.  1959)  and  in  re  Nelson  ct  al, 
supra,  are  based  on  a  literal  reading  of  the  words  of  the  statute  25  U.S.C.  V.^2. 
The  decisions  do  not  determine  that  there  is  a  need  to  extend  the  prohibition 
against  new  matter  beyond  the  invention  claimed,  where  it  is  imiwrtant  to  pro- 
hibit new  matter,  to  include  such  peripheral  matters  as  purposes  to  which  the 
invention  can  be  applied,  some  of  which  may  indeed  not  occur  to  any  one  until 
long  after  the  original  invention  was  made. 

Positive  permission  in  the  statute  for  addition  of  a  statement  of  a  purpose  for 
which  the  invention  can  be  applied  would  avoid  the  waste  of  time  and  effort  in 
wrangling  about  whether  amplification  of  a  statement  of  utility  is  justified  by 
the  description  as  filed  or  by  prior  pul)lications. 

Here  again,  avoidance  of  any  form  of  the  word  "use",  which  has  so  many 
different  meanings,  appears  desirable.  The  word  "applying"  was  selected  since 
it  means  to  put  to  use  for  a  practical  purpose  or  to  put  into  effect. 

It  is  to  l>e  hoped  that  some  such  clarification  of  the  meaning  of  "useful"  in 
section  101,  and  of  the  kind  of  description  which  should  be  supplied  in  the  patent 
under  section  112,  will  permit  the  Patent  Office  and  the  Courts  to  concentrate 
on  the  far  more  important  issues  of  extent  of  novelty  and  unobviousness  rather 
than  on  this  minor  is.sue  based  largely  on  the  skill  of  the  drafter  of  the  specifica- 
tion rather  than  on  the  merit  of  the  invention. 


National  Canners  Associatiox, 
Washington,  D.C.,  February  1.',.  1968. 
He  statement  in  support  of  proposed  amendment  511  to  S.  1042  (Patent  Reform 
Bill )   expanding  the  existing  statute  on  plant  patents  to  include  sexually 
reproduced  plants. 
Hon.  John  L.  McClellan, 
T'.>i.  Senate, 
Washington,  D.C. 

Dear  Senator  McClellan  :  This  statement  is  submitted  by  the  National  Can- 
ners  Association  on  behalf  of  its  members  in  support  of  the  American  Seed  Trade 
Association  position  for  the  adoption  of  the  proposed  amendment  511  to  S.  1042 
(Patent  Reform  Bill)  expanding  the  present  plant  patent  statute  to  include 
sexually  as  well  as  asexualy  reproduced  plants.  The  National  Canners  Associa- 
tion is  a  nonprofit  trade  association  whose  almost  600  members  have  canning 
plants  in  44  states  and  pack  approximately  85%  of  the  national  production 
of  canned  fruits,  juices,  vegetables,  specialties  and  meat. 

At  our  recent  Convention  the  Board  of  Directors  of  the  National  Canners 
Association  unanimously  adopted  the  following  resolution  : 

RESOLVED  THAT  the  National  Canners  Association  support  the  American 
Seed  Trade  Association's  official  position  of  seeking  voluntary  protection  of 
breeders'  rights  through  broadening  of  the  Federal  Plant  Patent  Act  through 
amendment  thereof. 

The  vegetable  canning  industry  relies  on  the  seed  industry  for  its  most  basic 
and  vital  ingredient,  and  therefore  has  an  intimate  concern  for  the  economic 
welfare  of  that  industry.  We  favor  legal  protection  through  the  patent  system 
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bwause  it  j)r()viclos  for  voluntary  participation.  It  will  enable  commercial  seeds- 
men to  recover  the  very  substantial  investments  made  over  extended  periods  of 
time  required  for  the  creation  of  new  and  unique  plant  varieties.  This  protection 
will  encourage  the  private  investment,  the  expansion  of  facilitie.s.  and  the  pro- 
fessional manpower  required  to  create  the  many  new  types  of  plants  that  are 
continuously  needed  by  our  industry.  In  our  view,  their  capability  to  serve  the 
American  vegetable  grower  and  processor,  and  ultimately  the  public,  will  be 
enhanced. 

The  vegetable  grower,  by  necessity,  has  been  forced  to  employ  machines  to 
harvest  his  crops.  This  need  has  come  about,  and  is  being  met,  in  the  present 
decade.  Rapid  advancements  in  mechanical  harvesting  and  handling,  however, 
have  imposed  certain  restrictions  in  production  on  the  grower  and  processor. 
Most  machines  are  designed  to  make  a  single  destructive  harvest,  but  the  varieties 
available  in  several  crops  were  created  for  multiple  harvest  by  hand  and  do  not 
yield  heavily  at  any  one  time.  Under  the  circumstances,  the  seed  industry  is  doing 
its  best  to  create  new  varieties  better  adapted  to  machine  harvesting.  Unfortu- 
nately, we  need  a  wire  spectrum  of  new  creations  and  greater  effort  devoted  to 
vegetable  improvement  than  the  seed  industry  is  willing  or  able  to  provide. 
Without  legal  protection  for  new  varieties  and  recovery  of  research  and  develop- 
ment costs,  commercial  breeders  obviously  cannot  justify  expansion  to  the  point 
where  they  can  meet  our  rapidly  changing  needs  for  new  varieties.  This  is  just 
one  current  example  of  a  requirement  the  vegetable  growers  and  processors  impose 
on  the  seedsmen.  New  varieties  with  resistance  to  disease,  insects,  nematodes, 
with  high  yield  potentials,  better  quality,  higher  vitamin  content,  and  numerous 
other  attributes  are  also  needed  and  can  be  developed  for  the  mutual  benefit  of 
farmer,  processor,  and  consumer.  Additional  valid  requirements  are  expected  to 
arise  .qs  agriculture  and  plant  breeding  become  even  more  sophisticated. 

Furthermore,  it  is  our  contention  that  the  voluntary  aspect  of  legal  protection 
for  sexually  reproduced  plants  provided  through  the  patent  system  will  not  only 
increase  the  number  of  creations  available,  but  will  greatly  speed  up  their  release 
to  our  industry  for  evaluation  and  decisions  on  usefulness.  The  right  to  determine 
the  value  and  usefulness  of  any  new  creation  belongs,  in  our  judgment,  with 
the  user  (the  grower  and  processor).  There  should  be  no  disinterested  third  party 
making  arbitrary  judgments  for  the  user.  Except  for  the  patent  system  all  of 
the  fichemes  of  legal  protection  for  new  plant  varieties  of  which  we  are  aware  tend 
to  follow,  or  are  modifications  of,  the  restrictive  and  non-creative  federally  con- 
trolled sy.stems  employed  in  Europe. 

We  know  that  technical  problems  may  exist  in  determining  novely,  and  perhaps 
in  enforcement  but  they  are  by  no  means  insurmountable.  We  believe  that  the 
seed  industry,  whose  professional  breeders  are  all  university  trained  (many  are 
former  professors),  possesses  an  intimate  knowledge  of  the  technical  problems 
th.it  may  be  involved,  and  is  quite  competent  to  handle  them.  It  should  be  the 
requirement  of  the  company  or  person  seeking  a  patent  on  a  new  sexually 
reproduced  plant  variety  to  establish  the  novelty  of  the  variety  to  the  satisfaction 
of  the  patent  examiner. 

We  sincerely  appreciate  your  concern  and  consideration  in  this  matter  and  if 
there  is  further  need  for  information  please  call  on  us. 

Respectfully  submitted. 

Milan  D.  Smith. 


The  National  Cash  Register  Co., 

Dayton,  Ohio,  January  31,  W68. 
Senator  John  J.  McClellan, 
U.S.  Senate,  Wa.thington,  B.C. 

Deab  Senator  McClellan  :  The  enclosed  proposal  is  being  submitted  to  you 
in  the  hope  that  it  offers  an  equitable  resolution  of  interference  and  grace  period 
problems  under  the  Patent  Laws. 
Yours  very  truly, 

Glenn  W.  Bones. 

The  following  constitutes  a  "package"  proposal  for  the  reform  of  interference 
practice  and  other  aspects  of  the  proposed  ABA  bill  which  preserves  the  most 
significant  equities  of  the  present  law  but  which  at  the  same  time  provides  for 
substiintial  procedural  simplification. 

(1)  If  two  or  more  pending  patent  applications  claim  in  substance  the  same 
patentable  invention,  the  Patent  Office  shall  issue  a  patent  on  the  application 
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having  the  earliest  effective  filing  date  and  the  claims  in  the  latter  filed  applica- 
tions which  are  unpatentable  over  the  issued  patent  shall  be  rejected  on  the 
patent. 

REASONS 

Both  the  ABA  and  the  APLA  have  considered,  or  are  considering,  resolutions 
which  are  similar  to  the  proposed  procedure.  This  proposed  procedure  is  directed 
toward  the  elimination  of  the  declaration  of  interferences  by  the  Patent  Office. 

(2)  The  filing  date  of  the  issued  patent  shall  determine  the  term  of  the  inven- 
tion" and  hence,  anv  later  filed  application  which  is  awarded  priority  will  have 
its  term  based  on  tlie  effective  filing  date  of  the  earlier  filed  patent,  by  means  of 
a  required  terminal  disclaimer  or  otherwise. 


The  20  year  patent  term  extending  from  the  filing  *Iate  of  the  application  is 
an  aspect  of  the  ABA  bill.  The  premise  of  such  a  patent  tenn  is  that  society  is 
willing  to  grant  a  patent  monopoly  only  for  a  fixed  ijeriod  of  time  extending  from 
the  date  of  the  disclosure  of  the  invention  to  society.  Since  many  of  the  objections 
to  priority  contests  are  based  on  the  premise  that  the  delays  that  are  caused  by 
the  present  interference  practice  unjustly  iKjstpone  the  expiration  date  of  he 
patents  involved,  the  present  proposal  would  completely  eliminate  all  such  criti- 
cism, while  at  the  same  time  preserving  the  rights  of  contesting  parties  to  deter- 
mine priority  amongst  themselves. 

(3)  Tlie  junior  jiarty  in  a  priority  contest  can  successfully  contest  priority 
based  on  the  following  principles  : 

"(a)  When  the  earliest  effective  United  States  filing  date  of  the  applications 
or  patents  involved  in  a  priority  contest  are  not  entitled  to  the  benefit  of  the  Paris 
Convention  filing  date,  priority  shall  be  awarded  on  the  basis  of  the  party  to 
first  actually  reduce  the  invention  to  practice ;  providing,  that  such  a  party  may 
not  prove  an  actual  reduction  to  practice  date  that  is  more  than  one  year  prior 
to  his  earliest  effective  United  States  filing  date. 

"(b)  When  the  patents  or  applications  involved  in  the  priority  contest  are  al! 
entitled  to  claim  a  Paris  Convention  filing  date,  the  party  having  the  earlie.-t 
Piiris  Convention  filing  date  shall  be  entitled  to  priority. 

"(c)  When  a  party  involved  in  a  priority  contest  is  entitled  to  Paris  Conven- 
tion filing  date,  and  this  Paris  Convention  filing  date  is  prior  to  the  earliest  effec- 
tive United  States  filing  date  of  a  party  v.-ho  is  not  entitled  to  a  Paris  Convention 
filing  date,  the  party  that  is  not  entitled  to  the  Paris  Convention  filing  date  shall 
be  awarded  priority  only  if  he  can  prove  an  actual  reduction  to  practice  prior  to 
the  Paris  Convention  filing  date  of  the  other  party :  providing,  that  the  party  not 
entitled  to  the  Paris  Convention  filing  date  may  not  prove  an  actual  reduction  to 
pi-actice  that  is  more  than  one  year  prior  to  his  earliest  effective  United  States 
filing  date." 

Conception  and  diligence  are  not  to  be  considered  in  a  priority  contest.  In  the 
case  of  a  concurrent  actual  reduction  to  practice  and  a  constructive  reduction  to 
practice,  the  actual  reduction  to  practice  shall  be  awarded  priority. 


Sympathy  for  conception  and  diligence  arose  at  a  time  when  inventors  required 
long  periods  of  time  to  perfect  an  invention  because  of  inadequate  facilities  and 
a  lack  of  accumulated  know-how.  It  has  been  emphasized  that  the  patent  system 
today,  however,  is  as  importiint  in  encouraging  investment  as  it  is  in  encourag- 
ing invention  per  se.  Thus,  it  seems  that  we  should  encourage  not  merely  the 
generation  of  new  ideas  but  the  early  actual  completion  of  inventions,  or  in  the 
alternative,  an  early  filed  patent  application  which  adequately  describes  the 
invention.  Once  an  actual  reduction  to  practice  is  achieved,  reasonable  diligence 
in  filing  a  patent  application  should  be  required. 

From  a  practical  standpoint,  any  simplification  of  interference  practice  must 
rely  on  a  reduction  of  the  number  of  issues  which  must  be  resolved  and  it  must 
also  rest  on  providing  strong  incentives  to  an  early  termination  of  the  priority 
contest  by  both  parties. 

Since  priority  contests  are  valued  primarily  because  they  offer  a  more  equitable 
.solution  to  the  problem  of  inventorship  than  a  strict  first-to-file  .system  we  should 
re-examine  where  the  equities  lie.  It  is  quite  apparent  that  a  party  in  a  priority 
contest  who  has  spent  time  and  money  in  actually  reducing  an  invention  to  prac- 
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Tii-e  or  who  first  filed  a  patent  application  which  described  the  invention  in  such 
a  manner  that  one  skilled  in  the  art  could  reduce  the  invention  to  practice  prior 
to  a  reduction  to  practice  by  another  party  should  equitably  be  awarded  priority. 
Ilmvever,  when  a  party  to  a  priority  contest  has  conceived  an  invention  and  has 
not  actually  or  even  constructively  reduced  the  invention  to  practice  prior  to  an 
actual  or  a  constructive  reduction  to  practice  by  another  party,  it  is  by  no  means 
clear  the  equities  lie  solely  with  the  first  '"diligent"  conceiver.  Technical  "dili- 
gence" may  be  maintained  at  times  under  the  present  practice  on  an  invention 
so  as  to  bar  later  applicants  when  the  party  benefiting  from  this  "diligence" 
could  have  committed  more  resources  to  achieve  an  earlier  actual  reduction  to 
practice  had  he  considered  the  invention  to  be  of  suflScient  importance.  Moreover, 
the  order  in  which  a  party  enters  successive  contests  will  not  determine  his 
rights  as  it  does  in  the  present  practice. 

(4)  Section  100  of  the  ABA  Bill  will  be  modified  so  that  the  grace  period  will 
not  be  based  ou  an  arbitrary  one  year  period  for  all  applications  but  it  will 
instead  be  based  on  the  actual  reduction  to  practice  date  of  the  applicant.  Thus  a 
publication  which  described  an  invention  which  was  actually  reduced  before 
filing  would  be  an  absolute  bar  only  if  it  were  published  prior  to  the  actual 
reduction  to  practice  date,  providing  however,  that  the  applicant  may  not  extend 
his  actual  reduction  to  practice  date  to  more  than  one  year  prior  to  his  effective 
filing  date.  When  a  publication  is  cited  which  has  a  publication  date  that  is 
prior  to  the  applicant's  effective  filing  date  but  which  is  subsequent  to  the  claimed 
actual  reduction  date,  the  applicant  shall  have  the  choice  of  arguing  against  the 
reference  or  of  satisfying  the  Patent  Oflfice  that  he  is  entitled  to  the  claimed 
actual  reduction  date. 

EEAS0N8 

The  one  year  grace  period  is  to  allow  an  inventor  the  time  to  determine  the 
marketability  of  a  product  incorporating  an  invention  that  is  actually  reduced 
to  practice.  Under  the  projMJsal,  an  inventor  who  achieved  an  actual  reduction 
to  practice  would  have  as  much  a  grace  period  as  he  actually  requires,  up  to 
one  year,  in  which  to  file  his  patent  application.  However,  there  does  not  .seem 
to  be  any  equitable  reason  why  a  grace  period  should  be  allowed  to  a  patentee 
w  ho  has  not  achieved  a  prior  actual  reduction  to  practice. 

(.")  An  applicant  who  has  achieved  an  actual  reduction  to  practice  prior 
to  his  effective  filing  date  must  make  a  claim  for  such  an  actual  reduction  to 
practice  in  order  to  rely  on  it  later  in  a  priorit.v  contest.  The  claim  must  be  made 
prior  to  six  months  after  his  effective  filing  date  and  it  must  be  accompanied 
by  an  oath  or  an  affirmation  of  the  applicant,  which  will  not  become  part  of  the 
application  file,  that  he  believes  that  an  actual  reduction  to  practice  was  achieved 
prior  to  the  effective  date  of  the  application  and  it  shall  state  his  allege<l  date 
of  acual  reduction.  A  .statement  is  also  to  be  filed  if  during  a  priority  cnotest 
or  during  ex  parte  prosecution  the  applicant  is  called  upon  to  prove  the  truth 
of  his  oath  or  afiirmation.  The  statement  is  to  specify,  with  particularity,  facts 
on  which  the  applicant  relies,  to  support  his  claimed  actual  reduction  to  practice 
date. 

A  patent  issuing  on  an  application  in  which  an  actual  reduction  to  practice 
has  been  claimed  and  which  has  not  been  proven  to  be  unwarranted  shall  con- 
tain the  words :  "Claims  the  priority  benefit  of  an  earlier  reduction  to  practice." 

A  party  who  does  not  file  an  actual  reduction  claim  and  the  accompany- 
ing oath  or  affirmation  shall  he  held  to  his  effective  filing  date. 


The  filed  statement  of  a  party  who  claims  an  actual  reduction  to  practice 
shall  be  served  on  imposing  parties  by  the  Patent  OflSce  at  an  early  time  in 
the  priority  contest  proceedings.  Printing  of  the  notice  of  the  claim  of  an 
earlier  actual  reduction  to  practice  will  eliminate  some  prospective  interferences 
before  they  are  initiated  and  it  will  encourage  a  more  prompt  settlement  of 
many  other  interferences  since  a  clear  indication  of  where  the  parties  to  tlie 
priority  contest  stand  will  often  be  available  merely  from  the  presence  or  ab- 
sence of  this  statement. 

(6)  No  priority  contest  by  a  junior  p;irty  could  be  initiated  more  than  one 
year  after  the  i.ssue  date  of  the  patent  to  the  senior  party. 


827 


Since  a  priority  contest  can  be  initiated  only  at  the  option  of  the  junior 
party  there  is  no  reason  why  he  should  not  act  with  diligence  in  instituting 
the  contest.  This  is  especially  true  in  view  of  the  interim  damage  pro\ision.s 
of  the  ABA  Bill,  which  provisions,  moreover,  seem  to  be  e<iuitably  re<iuired 
in  any  legislation  which  provides  for  tiie  publit-ation  of  an  application  before 
issuance.  By  placing  a  one-year  restriction  ui)on  the  initiation  of  a  priority  con- 
test by  a  junior  party  public  criticism  of  priority  contests  on  the  ground.s  that 
they  prevent  alleged  infringers  from  knowing  the  exact  extent  of  their  po- 
tential liability  is  minimized. 

National  Society  of  Professional  Engineers, 

Washiitytun,  D.C.,  February  12,  196S. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights, 
Vfiinmittvc  0)1  flu  J iidiciary.  I'.S  Senate,  Wasli itujton,  D.C. 

Dear  Senator  McClellan  :  The  National  Society  of  Professional  Engineers 
has  reviewed  S.  2597,  the  patent  revision  bill  sponsored  by  Senaitor  Dirksen  now 
pending  before  the  subcommittee,  and  we  respectfully  offer  the  following  com- 
ments for  the  record. 

Our  comments  at  this  time  are  addressed  to  Section  31  of  S.  2597,  which  would 
change  existing  law  to  limit  future  admission  to  practice  before  the  Patent  Office 
to  members  of  the  bar.  This  proposed  change,  as  we  understand  it,  has  been 
proposed  by  the  American  Bar  Association,  but  is  not  included  in  any  of  the 
other  patent  revision  bills  now  being  considered  by  the  subcommittee. 

We  are  most  sympathetic  with  the  idea  behind  the  propoal  in  Section  31  of 
S.  2597  to  elevate  the  standard  required  for  practice  before  the  Patent  Office 
in  order  to  improve  the  general  effectiveness  of  patent  practitioners  and  the 
operation  of  the  Patent  Office.  Our  own  objectives  for  the  engineering  profession 
follow  similar  lines  of  purpose  in  connection  with  qualificatious  of  individuals 
authorized  to  engage  in  the  practice  of  engineering. 

We  believe,  hmcever,  that  if — as  proposed  in  S.  2597 — a  promsion  is  written  into 
the  law  to  specifically  require  admission  to  the  Bar  of  a  state  or  territory  as  a 
prerequisite  to  practice  before  the  Patent  Office,  such  provision  should  also  in- 
clude the  requirement  that  future  Patent  Office  Practitioners  shall  possess  a 
degree  in  engineering  or  physical  science  from  a  college  or  school  of  recognized 
standing,  or  be  registered  as  a  professional  engineer  under  the  laws  of  a  state 
or  territory. 

The  patent  law  presently  provides  that  the  Commissioner  of  Patents  may  re- 
quire agents,  attorneys,  or  other  persons  representing  patent  applicant  or  other 
parties  before  the  Patent  Office  "to  show  that  they  are  *  *  *  possessed  of  the 
necessary  qualifications  to  render  to  applicants  or  other  persons  valuable  service, 
advice  or  assistance  in  the  presentation  or  prosecution  of  their  applications  or 
other  business  before  the  Office."  Under  the  authority  of  this  provision,  the  Rules 
of  Practice  of  the  Patent  Office  require  that  an  applicant  for  admission  to  practice 
as  a  patent  attorney  or  patent  agent  "shall  establish  to  the  satisfaction  of  the 
Commissioner  that  he  is  possessed  of  the  legal  and  scientific  and  technical  quali- 
fications necessary  to  enable  him  to  render  applicants  for  patents  valuable 
service." 

The  Patent  Office's  long-standing  requirement  that  patent  practitioners  possess 
minimum  "legal  and  scientific  and  technical  qualifications"  is  based  on  the  fact 
that  the  major  part  of  the  subject  matter  being  presented  to  it  and  under  con- 
sideration by  it  is  of  a  highly  technical  nature.  It  is  widely  recognized,  in  fact, 
that  as  of  any  given  date  the  subject  matter  of  existing  patents  and  pending  ap- 
plications for  patents  will  generally  reflect  quite  accurately  the  state  of  scientific 
and  engineering  know-how  in  the  country.  Because  practice  before  the  Patent 
Office  is  so  technical,  engineering  or  scientific  qualifications  inescapably  are 
equally  as  important  as  legal  qualifications. 

The  subject  matter  of  patents  and  applications  for  patents,  for  examnV.  in 
large  measure  involves  technical  delineation  of  structure  and  principles  of  ojiera- 
tiou  of  inventions,  rather  than  the  application  and  interpretation  of  legal  prin- 
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ciples.  In  the  course  of  prosecution  of  an  application  for  patent,  the  issues  most 
frequently  encountered  are  those  of  distinguishing  a  claimed  inventive  struetiire 
over  structures  appearing  in  issued  patents,  and  prior  scientific  and  other  litera- 
ture (usually  referred  to  as  the  "prior  art"). 

The  Patent  OflBee  employees  who  examine  the  patent  applications  and  who 
seek  out  the  applicable  prior  art  for  evaluating  an  application  all  have  highly- 
specialized  technical  training.  In  recognition  of  the  highly  technical  nature  of 
this  work  in  the  Patent  Office,  the  Civil  Service  Commission  requires  that  both 
patent  attorneys  and  patent  interference  examiners  employed  by  the  Patent 
Ofiice  have  training  equivalent  to  that  represented  by  graduation  (with  a  degree 
in  one  of  the  scientific  or  engineering  disciplines)  from  an  accredited  college  or 
iiniver.sity. 

With  such  a  high  degree  of  technical  ability  necessary  to  insure  adequate  re- 
view of  an  application  for  patent  presented  to  the  Patent  Office,  it  is  clear  that 
a  high  degree  of  technical  ability  is  even  more  necessary  in  the  preparation  of 
the  application  in  the  first  insitance  to  insure  adequacy  of  subject  matter.  And 
this  need  for  technical  ability  as  a  requirement  for  patent  practice  becomes  even 
more  compelling  when  one  realizes  that  a  major  part  of  practice  before  the  Patent 
Office  involves  such  first  ini^tance  preparation  of  applications  for  patents  and. 
where  needed,  their  subsequent  amendment  to  distinguish  over  prior  art  cited  by 
the  technically-trained  Patent  Office  personnel. 

The  need  for  a  high  level  of  technical  ability  in  patent  practice  has  been  rec- 
ognized by  a  number  of  courts,  including  the  United  States  Supreme  Court.  As 
recently  as  May  1963,  while  dealing  with  a  matter  relating  to  patent  practice, 
the  Supreme  Court  specifically  noted  the  dual  requirement  of  the  Patent  OflBee 
that  "a  person  may  be  admitted  [to  patent  practice]  under  either  category  [pat- 
ent attorney  and  patent  agent]  only  by  establishing  that  he  is  of  good  moral  char- 
acter and  of  good  repute  and  posse'^sed  of  the  legal  and  scientific  and  technical 
qualifications  necessary  to  enable  him  to  render  applicants  for  patents  valuable 
service  *  *  *"  ( Spcrrp  v.  Florida,  37SV.fi.  S79  (19(i2)). 

The  latest  figures  available  from  the  Patent  Office  show  that  of  the  8,285 
persons  admitted  to  practice  before  that  Office  as  of  INIarch  1,  19(1.5,  some  6,036, 
or  approimately  73  percent,  h.ad  technical  degi"ees.  All  of  them  had  some  techni- 
cal or  scientific  background  or  qualification.  Of  the  8,235  total,  6..352  were  patent 
attorneys.  Of  these,  again,  approximately  73  percent  had  technical  degrees.  The 
recoi'ds  show.  too.  that  these  percentages  have  been  climbing  steadily  in  recent 
years.  In  fact,  of  the  total  increase  of  943  patent  attorneys  registered  with  the 
Patent  OflSce.  between  1961  and  1965,  924,  or  98  per'^ent,  had  technical  degrees. 
These  figures  demonstrate  that  among  those  admitted  to  patent  practice  technical 
degrees  have  become  the  rule  rather  than  the  exception,  and  technical  com- 
petence has  become  a  publicly  recognized  integral  aspect  of  patent  practice. 

Under  these  circumstances,  we  strongly  believe  enactment  of  Section  31  of 
S.  2597  in  its  present  form  would  be  against  the  public  interest  and  misleading 
to  the  public.  Amendment  of  the  existing  law  to  require  only  that  Patent  Office 
practitioners  be  a  member  of  the  bar,  with  no  similar  requirement  for  technical 
and  scientific  competence,  would  unduly  emphasize  the  legal  aspects  of  Patent 
Office  practice  and  seriously  downgrade  the  technical  and  scientific  competence 
required. 

Section  31  of  the  patent  law  is,  in  effect,  a  Patent  Office  professional  licensing 
law.  and  it  Is  basic  to  all  professional  licensing  laws  that  the  primary  purpose 
is  to  protect  the  public  from  unqualified  practitioners.  As  stated  in  a  recent 
Delaware  case  involving  the  state  engineering  registration  law: 

"Tt  has  been  recognized  since  time  immemorable  that  there  are  some  profes- 
sions and  occupations  which  require  special  skill,  learning  and  experience  with 
respect  to  which  the  public  ordinarily  does  not  have  sufficient  knowledge  to 
determine  the  qualifications  of  the  practitioner.  The  Layman  should  be  able  to 
request  such  services  with  some  degree  of  assurance  tlint  those  holding  them- 
selves out  to  perform  them  are  qualified  to  do  so.  For  the  purpose  of  protecting 
the  health,  safety  and  welfare  of  its  citizens,  it  is  within  the  police  power  of  the 
State  to  establish  reasonable  standards  to  be  complied  with  as  a  prerequisite 
to  engage  in  such  pursuits."  {Delaware  v.  Durham,  191  A.  2d  646,  quoting  from 
Clayton  v.  Bennett,  5  Utah  152,  298  P.  2d.  .531) . 

We  believe  that  this  fundamental  principle  should  apply  equally  to  Federal 
agencies.  In  licrht  of  the  technological  revf)lution  which  is  now  sweeping  this 
country  and  others,  and  the  explosion  of  technical  knowledge  which  is  taking 
place  and  promises  to  accelerate,  there  can  be  no  doubt  that  it  is  necessary  today 
for  a  qualified  patent  jrnr-titioner  to  have  technical  knowledge  and  education 
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in  the  subject  matter  with  which  he  deals  and  that  the  public  has  come  to  rely 
on  patent  practitioners  having  such  competence. 

The  ar2:nment  is  sometimes  made  that  patent  practice  is  just  another  type 
of  law  practice  and  that  lawyers  can  and  do  practice  in  Tarious  specialized  fields 
of  law— but  this  ignores  the  basic  difference  of  substance.  The  substance  of  con- 
tract law,  labor  law,  criminal  law.  etc..  is  the  law  itself,  composed  of  statutes 
and  case  decisions.  But  the  very  heart  of  patent  practice  is  technology.  A  i)erson 
without  an  extensive  background  of  technical  substance,  no  matter  how  skilled 
and  devoted,  cannot  cope  adequately  with  the  application  of  the  mathematical 
and  scientific  data  which  underlie  patent  applications  and  prosecutions. 

The  point  sometimes  is  raised,  too,  that  attorneys  are  not  required  to  pass 
technical  examinations  to  handle  patent  cases  in  the  courts.  This  is  true,  but  it 
certainly  is  not  inconsistent  with  our  position.  A  patent  case  in  court  turns 
primarily  on  the  interpretation  and  application  of  the  patent  statutes  and  case 
law  as  related  to  the  particular  patent  issue;  hence,  fundamentally  the  issues 
involved  are  legal.  They  do  no  require  the  same  detailed  technical  analysis  and 
explanation  of  physical  facts  as  does  the  preparation  and  prosecution  of  an 
application  in  the  Patent  Office. 

This  basic  difference  between  the  qualifications  necessary  for  the  general 
practice  of  law  and  the  technical  requirements  of  patent  practice  is  widely 
recognized  within  the  legal  profession  itself.  Canon  27  of  the  American  Bar 
Association's  Canon  of  Professional  Ethics,  for  example,  prohibits  advertising  by 
lawyers,  but  makes  the  following  specific  exception  for  patent  and  admiralty 
practitioners : 

"It  is  not  improper  for  a  lawyer  who  is  admitted  to  practice  as  a  proctor  m 
admiralty  to  use  that  designation  on  his  letterhead  or  shingle  or  for  a  lau-ner 
who  has  complied  ivith  the  statutm-y  requirements  of  admission  to  practice  before 
the  patent  office  to  use  the  designation  'patent  attorney'  or  'patent  lawyer'  *  *  *" 
[Emphasis  supplied]. 

P;Tt?nt  prar-tice  and  admiralty  practice  are  the  only  two  .specialties  in  the  law 
so  recognized  by  the  American  Bar  Association.  The  reason,  of  course,  rests 
on  the  unique  nature  of  the  subject  matter  involved  and,  in  the  case  of  patent 
lawvers,  the  technical  competence  required.  A  further  illustration  of  the  recog- 
nition, both  within  the  legal  profession  and  by  the  public  at  large,  that  patent 
])ractice  is  a  specialty  apart  from  other  fields  of  law.  and  requires  a  high  dearee 
of  technical  competence,  is  the  separate  listing  frequently  provided  for  patent 
••ittorneys  in  directories  and  similar  publications.  In  the  Washington.  D.C.  classi- 
fied telephone  book,  for  example,  attorneys  at  law— whether  they  be  general 
practitioners  or  specialists  in  tax  law,  labor  law  anti-trust  matters,  or  other 
particular  field.s — are  listed  under  the  general  heading  of  "Lawyers"  but",  sig- 
nificantly, patent  lawyers—and  apparently  only  patent  lawyers— are  listed  under 
a  separate  heading. 

In  light  of  this,  the  confusion  and  harm  which  would  result  if  the  patent  law 
were  amended  only  to  require  that  patent  practitioners  be  members  of  the 
bar,  without  reference  to  the  technical  and  scientific  qualifications  required. 
SGGIDS  clcftr 

^'lie  records  of  the  Patent  Office  ^how  that  from  1897  to  1022  agency  practice 
wa-  onon  to  members  of  the  bar  without  further  qualification.  This  was  changed, 
however,  because  experience  showed  it  was  not  found  to  be  effective  as  an  as- 
surance of  competency  for  this  particularly  demanding  practice.  We  submit  that 
Ml  the  light  of  today's  vast  technological  revolution,  the  evils  that  arose  between 
1897  and  1022  froni  admitting  any  lawyer  into  patent  practice  without  proof  of 
tedinical  qualifications  would  be  compounded  many  times  over  if  we  were  to 
return  to  a  modified  version  of  that  earlier,  discarded  procedure. 

In  the  past  it  has  been  argued  by  some  persons  that  eliminating  or  lessening 
the  requirement  that  patent  practitioners  have  a  minimum  technical  com}>etence 
would  in  no  way  open  the  door  to  unqualified  practitioners  since  the  ethics  of 
<-he  legal  profession  require  that  a  lawyer  undertake  to  represent  a  client  only  in 
tho -e  matters  in  which  he  is  competent.  But  this  simply  begs  the  question.  The 
ethif's  of  the  legal  profession  are  not  involved  here.  Professional  engineer.sjiave 
a  similar  code  of  ethics.  The  basic  question  presented  by  Section  31  of  S.  2597  is 
whether  the  existing  law  and  procedure  relating  to  the  Patent  Office  should  be 
changed  in  such  a  way  as  to  dictate  a  situation  where  it  would  be  possible  for 
an  i^riqualified  per'^on  to  rf'pre'-ent  himself  as  being  capable  of  adequately  han- 
dling important  and  valuable  property  rights  of  others. 
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Because  we  believe  the  ultimate  objective  in  restricting  patent  practice  is  to 
protect  the  public,  we  strongly  urge  that  if  the  patent  law  is  amended  to  require 
that  future  practitioners  before  the  Patent  Office  be  members  of  the  bar,  it  also 
be  amended  to  require  a  showing  of  competence  in  the  technical  subject  matter 
inherent  in  patent  applications.  This  could  be  accomplished  by  amending  the  last 
sentence  of  Section  31  of  S.  251)7  to  read : 

''Only  members  of  the  bar  of  a  State,  Territory,  District,  Commonwealth  or 
Possession  of  the  ITnited  States  who  possess  a  degree  in  engineering  or  physical 
science  from  a  college  or  scfiool  of  recognized  standing  or  who  are  registered  as 
a  professional  engineer  in  any  such  State,  Territory,  District,  Commonwealth 
or  Possession  may  be  recognized  as  representatives  of  applicants,  or  practice  be- 
fore the  Patent  Office,  except  those  representatives  recognized  prior  to  the  effec- 
tive date  of  this  Act."  (underlining  indicates  new  language) 

We  appreciate  this  opportunity  to  present  our  views  and  will  be  happy  to  fur- 
nish any  additional  information  or  comment  you  may  desire. 
\  ery  truly  yours, 

Paul  H.  RoBBiifs,  P.E.,  Executive  Director. 


North  Carolina  Crop  Improvement  Association,  Inc., 

Raleigh,  N.C.,  February  7,  1968. 
Mr.  Bob  Smith, 

Ofjfice  of  i:ienator  8am  J.  Erinn,  Jr., 
Senate  Offlce  Building,  Washington,  D.C. 

Dear  Mb.  Smith  :  I  have  passed  on  to  our  President,  Mr.  Ed  Mann  of  Blount- 
Midyette  &  Co.,  Inc.,  Washington,  N.C,  your  comments  pertaining  to  the  amend- 
ment to  the  patent  bill  relative  to  plant  patents.  We  are  appreciative  of  your  help 
in  providing  the  Crop  Improvement  Association  an  opportunity  to  enter  a  state- 
ment in  the  hearing  records  relative  to  this  amendment.  It  is  our  understanding 
that  Mr.  Mann  will  have  'mtil  April  1  to  get  a  consensus  from  the  seed  interests 
here  in  North  Carolina.  I  personally  feel  it  would  probably  take  him  about  this 
time  to  do  so  and  I  feel  sure  he  would  want  to  develop  a  statement  which  we  hope 
would  be  useful  to  the  Senator  in  developing  a  position  on  this  amendment. 
Again,  thanks  for  keeping  us  posted  on  the  amendment  and  we  shall  look  for- 
ward to  a  later  contact  with  the  Senator. 
Sincerely, 

F.  W.  McLaughlin, 

Director  in  Charge. 

The  Patent  Law  Association  of  Chicago, 

March  5, 1968. 
Re  patent  reform  bills  S.  1042  and  S.  2597. 
Mr.  Thomas  C.  Brennan, 

Counsel,  Patents,  Trademarks,  and  Copyrights  Subcommittee,  Committee  on 
the  Judiciary,  U.S.  Senate,  Senate  Office  Building,  Washington,  D.C. 
Dear  Tom  :  I  am  pleased  to  enclose  the  statement  of  the  Patent  Law  Associa- 
tion of  Chicago  on  the  above  Senate  Bills  with  the  request  that  it  be  included 
in  the  report  on  the  hearings  conducted  by  Senator  McClellan's  Sub-Committee 
January  30-Februai-y  1, 1968. 

In  our  recent  telephone  conversation,  you  indicated  that  you  would  be  able  to 
include  thi.s  statement  in  the  record  if  I  got  it  to  you  by  the  middle  of  March.  We 
had  our  board  meeting  yesterday  and  this  is  the  earliest  I  could  release  the 
statement  to  you. 

Thank  you  very  much  for  your  cooperation.  If  anything  further  is  desired 
from  us,  please  contact  me  immediately. 
Hope  to  see  you  soon. 
Very  truly  yours, 

J.  Arthur  Gross,  President. 
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The  Patent  Law  Association  of  Chicago, 

March  5,  1968. 
Hon.  John  J.  McClellan, 
Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copijrifjhts  of  the  Senate 

Judiciary  Committee,  Senate  Office  Building,  Washington,  D.C. 
Re  patent  reform  bills  S.  1042  and  S.  2597. 

Dear  Mr.  Chairman  :  We  respectfully  request  that  your  committee  carefully 
consider  and  place  of  record  in  the  Reports  of  the  Hearing  Before  the  Sub-Com- 
mittee on  Patents,  Trademarks  and  Copyrights  held  on  January  3(X-February  1, 
1968  the  following  statement  on  behalf  of  the  Patent  Law  Association  of  Chicago, 

The  Patent  Law  Association  of  Chicago  is  the  oldest  patent  bar  group  in  the 
United  States — dating  back  to  1884  and  has  over  700  members  making  it  the 
second  largest  local  patent  bar  association  in  the  United  States.  Our  Seventh 
Circuit  Judiciary  with  its  Court  of  Appeals  located  in  Chicago  has  one  of  the 
most  active  patent  dockets  in  the  nation  and  our  association  since  its  inception 
has  worked  closely  with  the  Federal  Court  in  Chicago. 

We  are  opposed  to  the  McClellan  Bill  S.  1042  introduced  February  21,  1967. 

We  have  studied  a  copy  of  a  letter  (undated)  addressed  to  Senator  James 
O.  Eastland.  Chairman  of  the  Committee  on  the  Judiciary  of  the  United  States 
Senate,  setting  forth  the  Administration's  views  with  regard  to  the  patent  reform 
measures  now  being  considered  by  your  sub-committee  and  we  are  gratified  to 
learn  that  the  Administration  has  changed  its  position  on  many  of  the  sec- 
tions set  forth  in  the  McClellan  Bill  S.  1042  in  favor  of  the  provisions  set  forth 
in  the  Dirksen  Bill  S.  2.597. 

The  Dirksen  Bill  S.  2597  was  introduced  as  a  compromise  because  : 

"It  modernizes  our  patent  laws  without  destroying  the  proven  principles  upon 
which  the  U.S.  patent  system  is  based  solely  for  the  sake  of  international  stand- 
ardization of  inferior  patent  systems  used  in  otlier  countries."  (Congressional 
Record— Senate,  October  30,  1967,  S.  15474). 

S.  2597  was  put  together  in  just  a  few  months  under  great  pressure  because 
we  were  advised  that  the  Administration  intended  to  ru.sh  enactment  of  S.  1042 
into  law  making  it  "the  first  major  change  in  our  patent  laws  in  over  100  years". 
The  objectives  of  S.  1042  were  to  : 

1.  Raise  the  quality  and  reliability  of  U.S.  patents. 

2.  To  reduce  the  time  and  expense  of  obtaining  and  protecting  the  patent. 

3.  To  speed  up  public  disclosure  of  scientific  and  technological  information. 
Now,  in  less  than  one  year  after  S.  1042  was  introduced,  the  Administration 

admits  the  fallacy  of  many  of  its  provisions. 

Actually,  the  patent  laws  were  codified  in  1952  after  many  years  of  careful 
study  and  judicial  interpretation.  Further,  recently  introduced  streamlined  pro- 
cedures in  the  United  States  Patent  Office,  fully  authorized  under  these  present 
laws,  have  already  resulted  in  a  decrease  in  the  backlog  of  pending  applications 
for  patents  to  the  lowest  number  since  1954  (see  attached  Department  of 
Commerce  News  Release  of  February  29,  1968),  and  contemplated  enlargement 
of  the  examining  staff  of  the  Patent  Office  should  soon  bring  about  the  objectives 
of  S.  1042  without  any  new  law  being  required. 

We  therefore  caution  against  rushing  into  enactment  of  any  patent  law  which 
rewrites  well-established  and  well-codified  existing  laws  that  have  made  the 
United  States  patent  system  so  successful. 

By  way  of  example,  we  point  out  that  our  own  further  study  of  S.  2597  has 
brought  forth  the  following  recommendations  in  an  attempt  to  correct  deficiencies 
and  possible  confusion : 

(1)  Deletion  of  Section  100(h)(5).  This  section  does  not  relate  to  the 
definition  of  "prior  art",  and  the  substance  of  this  section  is  already  in- 
cluded in  Section  102  (d)  and  (e). 

(2)  Addition  of  the  following  at  the  end  Section  100(g)— "and  a  new 
chemical  compound  shall  be  considered  useful,  per  se".  This  addition  would 
overcome  the  necessity  of  an  Vnipntor  of  a  new  chemical  compoimd  to  prove 
commercial  utility,  and  thereB^  reward  the  fir.st  inventor  rather  than  one 
who  came  along  much  later  and  found  commercial  utility  for  such  a  new 
chemical  compound. 

(3)  Clarification  of  the  language  of  Section  151(a)  as  to  whether  pay- 
ment of  the  publication  fee  is  mandatory  in  order  to  obtain  issuance  of 
a  patent. 
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(4)  Inclusion  in  Section  123  of  suitable  safeguards  to  insure  that  volun- 
tarily published  applications  meet  certain  minimum  standards  as  to  content 
and  form. 

(5)  Inclusion  in  Section  136(d)  of  suitable  provisions  for  reimbursement 
to  a  successful  applicant,  for  his  expenses,  including  attorneys'  fees,  entailed 
in  the  defense  of  a  proceeding  under  this  sub-section.  This  relates  only 
to  inter  partes  proceedings. 

(6)  Interferences.  The  existing  interference  statute  35  USO  135  shall 
remain  in  force  and  effect,  but  modified  to  provide : 

(a)  The  exparte  prosecution  of  a  patent  application  shall  be  con- 
tinued   notwithstanding   its    involvement   in   interference   proceedings. 

(b)  An  application  shall  issue  as  a  patent  when  in  condition  for  issu- 
ance except  for  pendency  of  the  interference. 

(c)'  Upon  issuance  of  an  application  which  is  involved  in  an  inter- 
ference the  claims  therein  which  are  in  the  interference  or  subject  to 
the  outcome  thereof  shall  become  enforceable  only  upon  favorable  deter- 
mination of  the  interference ;  with  profits  and  damages,  not  less  than  a 
reasonable    royalty,    being    recoverable    retroactively    to    the    date   of 
issuance. 
It  is  quite  likely  that  further  study  will  unearth  additional  deficiencies  and 
will  bring  about  further  clarifications  which  have  been  overlooked  due  to  the 
lack  of  time  for  all  concerned  to  fully  consider  the  issues. 

Since  the  sponsors  of  S.  1042  have  changed  their  views  in  less  than  a  year 
after  the  bill  was  introduced  and  since  S.  2.197  may  need  further  clarification, 
it  is  clear  that  ample  time  should  be  allowed  for  full  debate  on  all  the  issues 
involved.  Further  study  is  being  diligently  given  to  this  entire  subject  by  our 
association. 

This  association  would  be  most  pleased  to  work  with  your  committee  or  any- 
one whom  you  may  designate  in  an  attempt  to  resolve  controversial  and  critical 
points  that  must  arise  in  any  contemplated  major  change  of  the  U.S.  patent 
system  which  has  stood  the  test  of  time  and  remains  the  best  in  the  world. 
Respectfully  submitted, 

.1.  Arthur  Gross, 

President. 

[From  the  U.S.  Department  of  Commerce  News  ;  for  release  Thursday,  Feb.  29,  1968] 

Patent  Applications  Backlog  at  Lowest  Number  Since  1954 

The  backlog  of  patent  applications  in  the  Patent  OflBce,  U.S.  Department  of 
Commerce,  has  been  reduced  to  the  lowest  number  since  1954,  according  to  Com- 
missioner of  Patents  Edward  J.  Brenner. 

Pending  February  26  were  194,225  applications,  a  reduction  from  200,739  on 
June  30,  1967,  and  from  220,115  in  1964.  In  June  of  1954,  194,620  applications 
were  i>ending. 

Reductions  are  due  largely  to  the  Patent  Ofiice's  "streamlined  examining  pro- 
gram," Commissioner  Brenner  said.  This  is  a  continuing  program  begun  in  mid- 
1964  to  institute  administrative  changes  and  improvements  to  cope  with  the 
larger  number  of  applications  with  no  appreciable  increase  in  staff. 

Since  the  program  began,  the  average  annual  rate  of  application  disposals 
has  been  97,000  as  compared  to  an  average  of  77,500  for  the  preceding  10  years. 
The  e.s'timate  for  the  current  year  is  approximately  100,000  di.spo.sals.  In  fiscal 
year  1967,  ending  last  June  30.  a  record  number  (70,000)  of  patents  were  issued. 

Sixty  percent  of  patents  currently  issued  are  in  the  general  and  mechanical 
field,  20  perc-ent  in  the  chemical  field,  and  20  percent  in  the  electrical  field. 


Mn.WAUKEE  Patent  Law  Association, 

Mihvaukee,  Wis.,  February  23, 1968. 
Re  pending  patent  legislation. 
Senator  John  L.  McClellan, 

Chadrman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights, 
U.S.   Senate,   Wa.<<hington,   D.C. 

Dear  Senator  McClellan  :  At  the  suggestion  of  Senator  William  Proxmire  of 
Wisconsin,  we  are  sending  this  letter  directly  to  you  for  the  record  and  for  your 
consideration  as  a  supplement  to  the  Subcommittee  Hearings  on  Patent  Law 
Revision  conducted  January  30,  31  and  February  1.  This  letter  represents  the 
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position  of  the  Milwaukee  Patent  Law  Association  on  pending  patent  legislation, 
and  is  primarily  directed  to  S.  2597  introducetl  by  Senator  Dirksen  and  S.  1042, 
the  administration's  bill  which  was  introduced  by  yourself.  This  letter  also  sup- 
plements our  earlier  letter  of  April  7,  li)67  which  enclosed  a  paper  on  the  Report 
of  the  President's  Commission  on  the  Patent  System. 

The  Milwaukee  Patent  Law  Association  generally  endorses  S.  2o97  and  very 
strongly  opposes  8.  1042.  The  most  fundamental  difference  between  these  two 
bills  is  the  propo.sal  in  S.  1042  to  change  our  present  first-to-invent  system  to  a 
first-to-file  system. 

Those  urging  a  flrst-to-flle  system  (whether  or  not  modified  to  limit  proofs  of 
inventorship  to  orbitrary  fixed  periods  of  time  prior  to  the  application  filing) 
suggest  that  such  a  system  will  provide  an  incentive  to  disclose  technical  in- 
formation to  the  public  through  filing  patent  applications,  which  incentive  al- 
legedly is  not  sufficient  under  the  present  first-to-invent  system.  However,  re- 
gardless of  the  resulting  incentive  to  file — which  is  doubted — a  first-to-file  sys- 
tem will  undermine  the  more  fundamental  incentive  to  invent  and  dcrcloi). 

That  is,  each  inventor,  under  the  first-to-invent  system,  regardless  of  his 
means  and  facilities  can  continue  to  develop  his  invention  in  a  diligent  manner 
without  the  risk  of  losing  his  rights  to  seek  patent  protection.  In  a  first-to-file  sys- 
tem, this  risk  to  the  inventor  is  very  real  as  in  that  system  the  first  person  to 
file  will  be  granteil  the  patent  even  though  this  first  filer  may  not  uuder.stand  the 
invention  nor  have  spent  time  and  money  developing  the  invention — as  will  prob- 
ably be  reflected  in  an  uninformative  and  incomplete  disclosure.  Moreover,  the 
inventor  with  more  means  and  facilities  to  develop  an  invention  at  a  faster  rate 
is  given  the  advantage.  There  is  no  logic  in  creating  a  system  which  reduces 
the  incentive  to  invent  in  order  to  create  incentive  to  disclose. 

Considering  the  above  plus  the  facts  (a)  that  the  present  interference  system 
involves  a  minute  portion  of  the  applications  filed  (b)  that  re<'ent  changes  in 
interference  practice  have  reduced  the  number  of  interferences  and  improved  the 
practice  and  (c)  that  S.  2597  would  further  reduce  the  number  of  interferences 
and  further  improve  interference  practice,  it  is  very  strongly  urged  that  the 
Committee  give  favorable  consideration  to  the  first-to-invent  system  found  in 
S.  2597. 

While  generally  endorsing  S.  2597,  we  do,  however,  urge  the  following  revisions 
to  this  piece  of  legislation : 

(a)  With  respect  to  interference  practice,  as  covered  in  Section  137.  we  ask 
that  the  duty  to  declare  interferences  be  vested  in  the  Patent  Office.  In  our  opin- 
ion, it  is  and  should  he  a  governmental  function  to  minimize  the  issuance  of  two 
patents  from  the  same  invention,  or  to  allow  issuance  of  one  i>atent  for  an  in- 
vention when  there  is  an  apparent  conflict  between  applications  in  the  Patent 
Office. 

S.  2597  has  the  applicant  institute  an  interference.  This  is  an  unfair  burden 
on  an  applicant  who  may  determine  that  rather  than  to  become  involved  in  a 
legal  proceeding  he  will  take  a  limited  patent  and  leave  the  issue  of  first  in- 
ventor in  doubt.  The  public  will  suffer,  and  we  do  not  believe  applicants  will  act 
in  such  manner  that  this  important  duty  to  the  public  will  be  taken  care  of. 

(b)  Regarding  interferences,  w^e  endorse  the  proposal  of  others  that  a  patent 
issue  when  the  interfei'enc-e  is  declared  with  those  claims  in  dispute  included  in 
the  i>atient  as  "provisional"  claims.  We  also  suggest  that  this  practice  be  carried 
over  to  applications  on  appeal  to  the  Board  of  Apix>als.  Tnteriuni  liability  such 
as  that  provided  in  S.  2597  (Sections  271(f),  2«3(b)  and  284(b))  would  be  ap- 
plicable to  any  "provisional"  claim  subsequently  found  allowable. 

<c)  With  regard  to  Section  119(a) ,  first  paragraph,  we  note  that  the  following 
language  which  is  pi-esent  in  the  same  section  of  today's  law  has  been  omitted  : 

"  *  *  *  but  no  patent  shall  be  granted  on  any  application  for  patent  for  an  in- 
A'ention  which  had  b<'en  patented  or  described  in  a  printed  pulilication  in  any 
country  more  than  one  year  before  the  date  of  the  actual  filing  of  the  application 
in  this  country,  or  which  hnd  been  in  public  use  or  on  sale  in  this  country  more 
than  one  year  prior  to  such  filing." 

The  foregoing  language  should  be  reinserted  in  Se<^tion  119,  or  Section  lOOCit 
(3)  should  be  amended  to  refer  to  the  "iietual"  filing  d;!te  instead  of  ••efTcM-tive" 
filing  date.  This  would  place  foreign  persons  on  the  same  footing  as  United  States 
citizens. 

id)  The  present  remedy  available  to  an  applicant  whose  application  is  with- 
held from  issuance  due  to  circuni'-tances  hejinnd  the  applieunVH  control,  for 
<»xample  a  secrecy  order,  is  not  adequate,  viz.  a  claim  for  compensation  damages 
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{igaiust  the  Goveniiuent.  The  inequity  of  the  reuiedy  is  particularly  evideut 
should  the  term  ot  the  pateut  be  changed  to  run  from  the  tiling  date  as  proiM>sed 
in  both  S.  1042  and  S.  2597.  If  the  i^itent  term  is  to  be  so  changed,  it  is  strongly 
urged  for  those  circumstances  of  delay  which  are  beyond  the  applicant's  control 
that  the  term  of  a  patent  be  extended  a  length  of  time  equal  to  the  delay,  but 
running  from  the  date  at  which  allowability  is  finally  detennined. 

Such  a  change  is  believed  workable  and  equitable.  S.  1042  would  apply  this 
procedure  to  applications  under  secrecy  orders  (Section  154(c)).  We  urge  that 
this  procedure  b*^  extended  in  S.  2."i!>7  to  cover  all  similar  delays  by  Government, 
such  as  those  caused  by  investigation  of  title  in  relation  to  Government  Contracts. 

Our  objections  to  S.  1042  are  many,  for  we  find  in  this  bill  several  departures 
from  our  present  law  that  would  seriously  cripple  the  effectiveness  of  the  patent 
system  and  introduce  changes  of  unproven,  highly  questionable  value.  Reference 
is  made  to  our  previous  report  on  the  President's  Commission,  accompanying  our 
letter  of  xVpril  7,  1067,  for  .statements  of  our  opposition  to  such  innovations  as 
elimination  of  a  grace  period  and  redefinitions  of  prior  art  to  include  acts  abroad. 

We  wish  to  comment  and  object  to  certain  aspects  of  S.  1042  which  its  backers 
continue  to  support,  in  spite  of  other  recent  changes  in  position. 

(a)  In  rem  in  validly  of  a  patent  (Section  294  of  S.  1042) — This  is  extremely 
unfair,  for  a  court  that  is  quite  prejudiced  in  its  outlook  upon  patents  could 
permanently  strike  down  a  patent  which  several  other  courts  might  clearly  find 
to  be  valid.  If  one  court  has  erred  In  its  api>lication  of  the  standard  of  patent- 
ability, a  patent  owner  should  not  be  absolutely  ban-ed  from  seeking  a  correction 
in  another  trial. 

The  problem  of  a  patent  owner  suing  a  second  time  on  a  worthless  ijatent  is 
miniscule.  Proponents  of  S.  1042  cannot  point  to  any  s'tatistics  showing  that 
there  is  any  problem  in  this  area.  Furthermore,  and  most  important,  present  law 
provides  adequate  safeguards  from  a  predatory  patent  owner  who  might  attempt 
a  second  suit  on  a  quite  clearly  invalid  patent. 

The  ca.se  books  are  already  replete  with  decision  clearly  indicating  to  the  pat- 
ent owner  that  if  he  merely  relitigates  his  patent  the  second  court  will  give  great 
weight  to  the  opinion  of  the  first  court.  This  means,  that  in  a  sense  we  have  a 
quasi  in  rem  rule  today  which  is  qualified  in  that  the  second  court  will  recognize 
clear  errors  of  the  first  court  and  rectify  an  incorrect  decision  of  invalidity.  For 
example,  we  have  the  following : 

"The  Bendix  decision  (4th  Circuit  case  holding  the  patent  in  suit  invalid)  may 
by  comity  be  given  great  weight  by  the  District  Court  after  it  hears  testimony  in 
a  ti-ial  of  the  instant  ca.se  on  the  merits.  That  consideration  is  committed  to  the 
discretion  of  the  trial  court."  Technograph  Printed  Circuits  Ltd.  v.  Methodc 
Elect roniGS,  Inc.  356  F.  2d  442,  449  (7th  Cir. ) 

"Very  little  of  the  evidence  introduced  in  the  Brian  Jackson  case  had  not  been 
presented  earlier  before  Judge  Walsh — there  were  some  differences  in  expert 
testimony.  However,  in  all  material  respects,  the  issues  and  cited  references  were 
the  same.  Therefore,  unless  substantial  evidence  exists  to  the  contrary',  which  I 
have  been  unable  to  find,  the  previous  findings  on  validity  should  stand."  Brian 
Jackson  Associates,  Itic.  v.  Sam  Manuel  Copper  Corp.,  259  F.  Supp.  793  (D.Ariz. 
1966) 

"We  are  satisfied,  initially,  that  the  finding  of  validity  by  the  7th  Circuit  Court, 
of  Api)eals  *  *  *  is  binding  upon  this  court  in  the  absence  of  persuasive  new 
evidence  of  invalidity  *  *  *  despite  the  difference  in  parties."  .American  Photo- 
copy Equip.  Co.  v.  Rovico.  Inc.,  257  F.  Supp.  192,  194  (D.Ill.  19(>6) 

Thus,  the  law  already  has  a  flexibility  which  is  far  sui)erior  to  a  hard  and  fast 
in  rem  rule.  In  view  of  the  case  law,  we  can  be  assured  that  no  patent  owner 
will  indulge  in  the  folly  of  taking  a  weak  patent  to  court  a  second  time.  Also,  we 
should  not  forget  that  in  a  swond  case,  the  patent  owner  becomes  exposetl  to 
the  payment  of  attorneys'  fees,  35  I'SC  285. 

(ft)  Redefining  prior  art — S.  1042  redefines  prior  art  to  include  uses  and  .sales 
anywhere  in  the  world.  Present  law  confines  uses  and  sales  to  the  United  States, 
an  area  for  which  inventors  may  be  imputed  to  liave  significant  knowledge.  To 
include  all  foreign  countries  artifically  includes  prior  art  of  which  an  American 
inventor  could  have  no  knowledge.  In  our  thinking,  we  would  be  imparing  the 
prime  purpose  of  the  patent  system  of  encouraging  inventors  in  the  United 
States. 

In  an  infringement  action  a  wealthy  defendant  could  cause  untold  exiK>n.se  for 
the  litigant  by  inve.stigations  and  discovery  proceedings  of  uses  and  sales 
throughout  the  world.  The  validity  of  an  United  States  imtent  would  become 
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more  uncertain  that  it  is  today,  which  is  a  result  diametrically  oppoidte  the 
espoused  purpose  of  patent  reform  legislation.  We  should  not  weaken  our  patents 
by  redefining  prior  art  as  in  S.  1042. 

(c)  Burden  of  persuasion — Section  137  of  S.  1042  states  that  an  applicant 
shall  have  the  burden  of  persuasion.  This  h«s  no  place  in  a  .statute.  It  is  the  duty 
of  the  Patent  OflSce  to  apply  Section  103  and  to  make  a  determination  of  whether 
or  not  an  invention  is  obvious  to  one  skilled  in  the  art.  If  we  include  Section  137 
of  S.  1042  in  the  statutes,  we  will  then  have  another,  new  ground  for  rejecting 
applications,  namely  the  applicant  didn't  meet  his  burden.  If  a  statute  on  burden 
of  persuasion  is  enacted,  it  will  be  interpreted  as  having  .some  new  significance, 
and  this  would  be  that  some  burden  of  proof  is  to  be  assessed  in  addition  to  the 
unobvious  test  of  Section  103.  An  examiner  could  shirk  from  applying  Section 
103  and  create  issaies  regarding  sufficiency  of  evidence  that  would  be  difficult  to 
handle,  and  which  would  divert  patent  prosecution  from  the  prime  purpose  of 
applying  Section  103.  In  the  law  of  evidence,  instructing  a  jury  as  to  hurden  of 
proof  may  have  a  salutory  place,  but  in  creating  a  statutory  burden  hei-e  would 
lead  to  confusion  in  attempts  to  evaluate  the  burden.  It  is  better  to  not  have  any 
statute  such  as  proposetl  Section  137. 

In  conclusion,  our  position  is  that  S.  2597  should  be  the  basic  framework  for 
any  patent  legislation.  We  could  criticize  S.  1042  at  great  length,  and  we  have 
been  prepared  to  do  so,  our  association  having  held  many  meeitings  on  the  subject 
of  patent  reform  legislation  since  before  the  issuance  of  the  Report  of  the  Presi- 
dent's Commission.  However,  in  view  of  the  changing  position  of  the  adminis- 
tration we  have  confined  our  remarks  herein  to  but  a  few  points. 
Yours  truly, 

Richard  C.  Steinmetz,  Patent  Attorney. 


Charles  S.  Phelan, 
Millington,  N.J.,  Fchntdnj  19, 1U68. 
Re :  patent  reform  legislation. 
Hon.  John  L.  McClellan, 
Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  McClellan  :  Enclosed  are  four  copies  of  a  statement  setting 
forth  the  current  position  of  the  New  Jer.sey  Patent  Law  Association  on  patent 
reform  legislation,  including  S.  1012 — MeClellan  and  S.  2597 — Dirksen. 

Briefly,  we  prefer  enactment  of  a  bill  along  the  lines  of  S.  2597  if  a  general 
revision  of  patent  law  is  contemplated.  Our  statement  indicates  why  we  take 
this  position  and  identifies  specific  areas  where  we  favor  change  if  amendment, 
rather  than  general  revision,  is  contemplated. 

We  would  appreciate  having  this  statement  of  the  New  Jersey  Patent  Law 
Association  included  in  the  record  of  recent  hearings  held  by  the  Subcommittee 
on  Patents,  Trademarks  and  Copyrights  of  the  Senate  Judiciary  Committee. 
Very  truly  yours, 

Charles  S.  Phelan, 
Chairman,  KJPLA  Special  Committee  on  Patent  Reform  Legislation  and 
Patent  Cooperation  Treaty. 

Statement  of  the  New  Jersey  Patent  Law  Association  on  the  Patent  Reform 
Bills— S.  1042,  S.  1691,  S.  2164,  and  S.  2597 

The  New  Jersey  Patent  Law  Association  is  an  organization  of  persons  engaged 
in  various  phases  of  activity  involving  intellectual  property  such  as  patents, 
trademarks,  and  copyrights.  Over  340  members  are  included  on  the  NJPLA  roster. 
They  are  drawn  from  all  parts  of  the  State  of  New  Jersey  and  also  include 
associate  members  from  other  states.  The  members  are  in  some  cases  self- 
employed,  and  in  other  cases  they  are  employed  by  others.  Our  organization  has 
often  considered  proposals  for  changing  various  asj^ects  of  the  law,  both  in  Con- 
gress and  in  the  New  Jersey  Legislature,  and  has,  over  the  years,  supported  many 
proposals  and  opposed  many  proposals. 

We  have  participated  from  the  outset  in  the  current  activity  looking  to  modifi- 
cation of  the  patent  laws  of  the  United  States.  Shortly  after  the  President's 
Commission  on  the  Patent  System  was  appointed  and  requeste<l  suggestions,  we 
filed  with  it  a  report  of  our  preliminary  views.  During  the  Commission's  delibera- 
tions we  participated  in  poll  taking  oi^erations  requested  by  the  Commission  when 
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it  sought  the  views  of  the  bar.  However,  our  otfers  of  further  consultative 
assi.stance  were  uot  accepted.  The  Association  has  successively  considered  the 
report  of  the  Commission,  the  proposed  Patent  Reform  bill  of  1967,  which  is 
designated  S.  1042.  and  S.  1691,  S.  2164,  and  S.  2597.  The  Association  position  at 
each  stage  was  developed  initially  through  committee  activity  for  study  in 
depth,  sub.«equently  through  the  formulation  of  resolutions  indicating  a  position, 
and  finally  by  discussion  and  voting  by  the  assembled  meml>ership  at  regularly 
noticed  meetings.  A  sincere  effort  was  made  at  these  meetings  to  present  all 
arguments  that  could  be  assembled,  both  pro  and  con,  to  the  membership  before 
bringing  any  matter  to  a  vote.  Thus,  the  substance  of  the  material  presented  here 
is  not  the  view  of  just  a  few :  it  is  the  view  of  a  majority  of  the  members  voting 
at  meetings  annoimced  for  and  directed  exclusively  to  those  subjects. 

In  all  cases,  the  Association  members  and  committee  members  have  devoted 
a  great  effort  and  valuable  time  to  this  project.  Tliis  was  done  even  though  their 
contributions  tended  to  retluce  a  bonanza,  for  the  Patent  Reform  Bill  of  1967  in 
its  present  form  has  often  been  characterized  by  the  bar  as  a  potential  "money 
tree"  for  patent  attorneys. 

GENERAL  REMARKS 

The  report  will  attempt  to  relate  the  principal  ojies  of  the  mentioned  bills  to 
the  practical  problems  of  an  inventor  who  is  attempting  to  secure  a  patent  and 
of  the  public  in  its  attempts  to  evaluate  issued  patents  for  license,  for  infringe- 
ment avoidance,  or  for  a  jumping  off  point  for  further  intellectual  development, 
i.e.,  for  making  further  "progress  of  *  *  *  useful  arts." 

The  general  thrust  of  our  position  to  be  developed  in  the  following  remarks  is 
that  we  support  S.  2597 — Dirksen,  the  so-called  "ABA  proposal,"  in  preference  to 
various  other  bills  under  consideration. 

The  Patent  Act  of  1952  under  which  the  United  States  Patent  System  is  now 
operating  is  in  substantial  measure  a  codification  of  the  patent  laws  as  they  had 
been  legislatively  and  judicially  formulated  up  to  that  time.  That  was  fifteen 
years  ago,  and  still  disputes  reach  the  courts  to  ascertain  just  what  the  Act 
means.  This  is  probably  the  inevitable  fate  of  laws  written  by  men,  but  it  is  to  be 
expected  to  a  greater  extent  from  legislative  proposals  that  significantly  change 
a  system  under  which  operations  have  been  carried  out  for  many  years.  The 
I'atent  Reform  bill,  or  any  overall  rewriting  of  the  Patent  Law,  would  make  just 
such  a  change ;  and  it  can,  therefore,  be  expected  to  generate  con.siderable  inter- 
pretive litigation  even  without  considering  inevitable  drafting  mistakes,  over- 
sights, and  questions  as  to  the  constitutional  propriety  of  some  changes. 

The  Report  of  the  President's  Commission  on  the  Patent  System  is  a  useful 
tool  for  evaluating  patent  reform  bills.  The  objectives  stated  by  the  Commission 
have  probably  drawn  more  universal  approval  than  any  other  aspect  of  its  re- 
port. Some  contend  that  the  objectives  are  not  clearly  reflected  in  all  of  the 
Commission's  recommendations  or  that  some  recommendations  would  move  too 
rapidly  toward  certain  objectives,  but  we  are  unaware  of  any  criticism  of  the 
objectives  themselves.  Because  of  the  importance  of  this  common  thread  of 
understanding,  tJie  six  objectives  of  the  Commission  are  reprcnlueed  here  : 

1.  To  raise  the  quality  and  reliability  of  the  U.S.  patent. 

2.  To  shorten  the  period  of  pendency  of  a  patent  application  from  filing  to- 
final  disposition  by  the  Patent  Office. 

3.  To  accelerate  the  public  disclosure  of  technological  advances. 

4.  To  reduce  the  expense  of  obtaining  and  litigating  a  patent. 

5.  To  make  U.S.  patent  practice  more  compatible  with  that  of  other  major 
countries,  wherever  consistent  with  the  objectives  of  the  U.S.  Patent  System. 

6.  To  prepare  the  Patent  System  to  cope  with  the  exploding  technology 
foreseeable  in  the  decades  ahead. 

One  further  criterion  is  also  employed  herein  to  evaluate  changes.  This  criterion 
was  sUited  last  year  by  Mr.  Frank  Pugsley,  of  the  American  Patent  Law  Associa- 
tion, and  is  to  the  effect  that  any  change  should  be  well  designed  to  meet  the  need 
that  fathered  it ;  and  it  should  not  at  the  same  time  create  new  problems  of  equal 
or  greater  severity. 

The  Commission's  objective  No.  5,  international  compatibility,  should  be  of 
minimal  significance  in  present  patent  legislative  considerations  because  it  is 
underi-tood  that  in  general  the  parties  currently  considering  a  Patent  Coopera- 
tion Treaty  are  agree  that  re(|uired  changes  in  national  law  are  to  be  avoided. 
Nevertheless,  if  international  compatibility  is  the  principal  motivation  for  a 
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particular  change,  one  must  examine  closely  what  factors  make  it  work  wherever 
it  is  presently  being  used,  whether  or  not  those  factors  will  be  equally  operative 
in  this  country,  whether  or  not  there  are  other  factors  that  will  be  operative  in 
this  country,  and  what  new  problems  are  to  be  anticipated  in  this  country.  In 
addition,  one  must  evaluate  any  features  adopted  from  other  comitries  in  terms 
of  learning  whether  benefits  realized,  and  transferable  from  abroad  are  of  at 
least  comparable  magnitude  to  benefits  flowing  from  what  is  to  be  eliminated 
here. 

DEFENSrVE  PATENTING 

Before  entering  into  our  outline  of  significant  specific  patent  reform  problems, 
the  broader  problem  of  defensive  patenting  should  be  mentioned.  Defensive 
patenting  is  practiced  by  the  United  States  Government  and  by  the  private 
sector.  Patent  applications  are  filed  and  patents  obtained  on  inventions  which 
are  thought  to  be  patentable  in  order  to  protect  the  applicants'  right  to  use  he 
inventions  any  time  in  the  future  by  preventing  anyone  else  from  obtaining 
patents  on  the  same  concepts.  Note  that  under  present  law  one  can  raise  an  in- 
fringement defense  of  prior  invention  by  himself  or  someone  else ;  but  if  the 
alleged  prior  inventor  had  stopped  short  of  commercial  use,  publication,  or  patent 
application  before  a  subsequent  patentee  came  into  the  picture  the  prior  inventor 
may  be  deemed  unqualified  for  the  defense  because  it  may  be  argued  that  he 
suppressed  the  invention.  A  defensive  patentee  does  not  have  that  qualification 
problem  and  has  even  cut  off  the  subsequent  inventors'  patent  rights  thereby  also 
preventing  litigation  in  the  first  instance.  The  defensive  patenting  technique  is 
also  employed  sometimes  by  parties  who  are  uncertain  as  to  the  patentability 
of  a  concept,  but  they  are  sure  that  they  are  going  to  commercialize  it. 

Of  course,  a  certain  amount  of  financial  wherewithal  is  necessary  to  carry  the 
defensive  patenting  expenf^e.  Less  affluent  organizations  usually  confine  their 
activities  to  prosecuting  applications  on  inventions  that  they  are  reasonably 
sure  of  using  currently. 

It  is  apparent  that  defensive  patenting  currently  comprises  a  significant  part 
of  the  burden  on  the  operations  of  the  Patent  Office.  No  solution  to  the  problem 
is  yet  seen  because  there  is  not  yet  evident,  for  a  possible  defensive  applicant,  a 
moi'e  convenient  or  less  expen.sive  technique  for  defending  against  possible  future 
infringement  charges.  All  is  not  bad,  however,  because  defensive  patenting  brings 
many  worthwhile  disclosures  to  the  public  attention  for  promoting  the  progress 
of  the  arts.  The  pi'oblem  of  defensive  filing  and  patenting  is  of  interest  when  con- 
sidering patent  law  refoi-m  because  one  should  be  aware  of  changes  in  the  defen- 
.sive  motivation  that  would  be  generated  by  changes  in  the  law.  Any  motivation 
change  necessarily  results  in  a  change  in  the  burden  on  the  Patent  Office  opera- 
tion.-^.  The  NJPLA  members  are  of  the  opinion  that  to  the  extent  that  an  applicant 
is  deprived  of  patent  rights  by  the  denial  of  opportunity  to  prevail  on  the  question 
of  priority  of  invention,  his  motivation  to  practice  defensive  filing  of  patent 
applications  will  be  increased.  That  is,  he  will  feel  forced  to  file  earlier  and  follow 
that  action  up  with  subsequent  corrective  filings  as  the  preferred  format  evolves 
through  testing  and  analysis.  This  repetitive  type  of  filing  activity  represents 
wasted  expense  and  effort  for  both  tlie  applicant  and  the  Office,  but  it  would 
be  essential  in  the  sense  of  establishing  dates  on  each  phase  of  development  to 
fix  priority  and  to  avoid  the  possible  need  to  prove  derivation. 

REASONS  FOB  NJPLA  SUPPORT  OF  S.  2  597 

Two  bills.  S.  1042  and  S.  2597  seem  to  be  the  focal  points  of  patent  i-eform  con- 
sideration. Both  S.  1042  and  S.  2597  would  accomplish  a  number  of  changes  which 
the  New  .Jersey  Patent  Law  Association  believes  are  particularly  desirable  at 
this  time.  These  are  : 

1.  Interim  liability  for  infringement  after  publication  of  an  application  and 
notice  of  possible  infringement. 

2.  Twenty-year  term  measured  from  the  filing  date  of  application  in  U.S..\. 

3.  Assignee  filing  of  patent  applications  and  more  liberal  rules  for  joinder 
and  correction  of  inventors  named  in  an  application. 

4.  Citation  period  for  the  public  following  publication  of  allowed  patent 
applications. 

5.  Infringement  liability  arising  from  importation  of  articles  manufac- 
tured abroad  by  a  process  that  is  covered  by  a  U.S.  patent. 

6.  Elimination  of  reasons  for  appeal   in   Notice  of  Appeal   to  Court  of 
Customs  and  Patent  Appeals. 

7.  Publication  of  applications  after  allowance. 
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As  between  S.  1042  and  S.  2597,  our  Association  prefers  S.  2597  because  S.  1042 
would  invoke  a  number  of  changes  that  we  believe  are  not  in  the  best  interests 
of  our  nation.  In  this  latter  category  are  the  following : 

1.  Redefinition  of  prior  art  and  its  effective  date  with  the  effects  of : 

(a)   Replacing  our  first-to-invent  system  with  a  first-to-file  system. 

(&)   Eliminating  interference  procedure. 

(a)  Eliminating  the  one-year  grace  period  before  U.S.  filing  during 
which  an  inventor  can  oijenly  discuss,  publish,  or  manufacture  and 
publicly  test  his  invention  without  losing  his  right  to  a  patent. 

{(l)  Make  use  any  place  in  the  world  a  bar  to  a  U.S.  patent  even 
though  it  may,  as  a  practical  matter,  be  unavailable  in  the  U.S.A.  to  pro- 
mote the  progress  of  the  useful  arts. 

2.  Institute  a  system  of  preliminary  application  filings  to  establish  an 
"invention"  date. 

3.  Exclude  the  process  technology  of  computer  programs  from  the  category 
of  patentable  process  subject  matter. 

4.  Require  mandatory  publication  of  patent  applications  after  a  certain 
po.>9t-filing  interval  regardless  of  whether  or  not  they  have  been  examined 
for  opera tiveness,  completeness,  or  even  patentability. 

5.  Create  a  standby  optional  deferred  examination  system  which  can  be 
invoked  by  administrative  action  to  change  the  character  of  the  patent 
examination  system. 

6.  Codify  an  unusual  form  of  presumption  of  administrative  correctness 
on  Patent  Office  refusal  to  allow  a  claim. 

7.  Alter  the  lines  of  appeal  from  the  Patent  Office  to  the  extent  of  causing 
appeals  from  decisions  of  the  Court  of  Customs  and  Patent  Appeals  to  be 
heard  by  the  Court  of  Appeals  of  the  District  of  Columbia  if  the  latter  grants 
leave  therefor. 

S.  Institute  a  procedure  for  cancellation  of  a  patent  upon  the  citation  of 
art  by  third  parties. 

9.  Limit  reissue  applications  to  claims  of  the  same  or  narrower  scope 
than  those  in  the  original  patent  being  reissued. 

10.  Eliminate  the  practice  of  avoiding  a  charge  of  double  patenting  by  dis- 
claiming the  terminal  portion  of  the  term  of  all  but  one  of  commonly  owned 
patents  so  that  all  expire  concurrently. 

11.  Omission  of  statement  of  a  rule  of  reason  for  determining  misuse  in 
connection  with  transfer  of  rights  under  patents  and  patent  applications. 

12.  Create  an  office  of  Civil  Commissioner  for  expediting  discovery  and 
pretrial  procedures. 

13.  Patent  Office  fees  to  be  administratively  fixed  to  recover  a  certain 
percentage  of  costs. 

14.  Continue  present  burdensome  arrangement  for  securing  licenses  from 
the  Government  for  all  filing  abroad. 

Other  bills  than  S.  1042  and  S.  2597  which  have  been  introduced  in  the  Senate 
have  been  reviewed  by  the  New  Jersey  Patent  Law  Association.  However,  such 
other  bills  have  been  found  to  incorporate  either  too  few  of  the  needed  changes 
or  too  many  of  the  undesirable  ones.  Such  extensive  amendment  would  be  re- 
quired to  make  them  acceptable  that  they  are  not  considered  to  be  suitable  vehi- 
cles for  patent  law  reform  at  this  time. 

To  maintain  proper  perspective,  certain  additional  factors  should  be  noted. 
Three  additional  aspects  of  S.  1042  have  been  previously  supported  by  NJPLA 
but  are  deemed  to  be  of  insufficient  importance  to  vs^arrant  changing  S.  2597  to 
incor]K>rate  them.  These  are : 

Sec.  15. — Statutory  Advisory  Council  if  the  Secretary  of  Commerce  were 
encouraged  to  seek  recommendations  for  appointees  from  various  scientific 
and  bar  associations. 

Sec.  137. — Burden  of  i)ersuasion. 

Sec.  294. — Estoppel  and  cancellation  but  only  to  the  extent  of  patent 
invalidity,  not  to  the  extent  of  claim  .scope  limitations. 
The  members  of  NJPLA  have  also  indicated  approval  of  the  change  in  S.  2597 
Sec.  119(a)  to  require  a  .stiitutory  bar  to  be  effective  more  than  one  year  before 
an  application  effective  filing  date,  rather  than  the  actual  filing  date  as  under 
present  law ;  but  it  is  understood  unofficially  that  such  change  was  not  actually 
intended  by  the  drafters  of  S.  2597. 
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NJPLA  also  suggests  certain  amendments  to  S.  2597  which  are  not  extensive 
but  which  are  believed  to  be  desirable  to  facilitate  oi^erations  of  the  patent 
system.  Thus,  it  is  suggested  that  Sec.  137(a)  and  related  sections  be  amended 
to  delete  the  requirement  that  a  pending  application  must  be  "otherwise  allowa- 
ble" and  to  change  the  requirement  for  an  "issued  patent"  to  one  for  "an  allowed 
published  application."  These  two  changes  are  desirable  to  cause  priority  deter- 
minations to  be  instituted  as  promptly  as  practical.  Thus,  the  proceedings  should 
not  be  delayed  to  prosecute  noninterfering  subject  matter  to  allowance  in  an  ap- 
plication to  make  it  "otherv^ise  alolwable,"  and  they  should  not  be  delayed  while 
Sec.  136  determinations  are  runing  their  course  befox-e  a  imtent  issues. 

NJPLA  supports  the  suggestion  of  the  Department  of  Commerce  that  Sec. 
137(a)  and  related  sections,  such  as  104  and  102(e),  be  amended  to  permit  foreign 
applicants  to  prove  foreign  acts  of  invention  prior  to  their  effective  filing  date 
to  obtain  a  patent.  We  further  suggest  that  in  inter  partes  proceedings  sucli 
proofs  must  be  made  in  the  United  States  or  at  the  expense  of  the  party  offering 
such  proof.  This  change  would  place  all  applicants  on  a  more  equal  footing  and 
would  remove  one  of  the  major  foreign  objections  to  our  present  priority  contests. 

Sec.  154  of  S.  2597  should  be  amended  to  provide,  as  does  Sec.  154  of  S.  1042, 
that  the  twenty-year  term  of  a  patent  would  be  extended  to  offset  the  effects 
thereon  of  delays  due  to  the  imposition  of  a  secrecy  order. 

Our  subsequent  remarks  are  directed  to  a  more  detailed  treatment  of  various 
aspects  of  S.  2597  to  show  why  we  believe  some  of  its  differences  from  S.  1042, 
or  from  what  we  understand  to  be  the  current  position  of  the  Department  of 
Commerce,  are  preferred. 

FiRST-TO-FrLE  Systems 

Major  difference  among  patent  law  reform  protagonists  has  been  a  technique 
by  which  a  patent  office  can  be  enabled  to  coi>e  with  an  ever-mounting  fund  of 
human  knowledge  without  (a)  similar  mounting  in  its  work  backlog,  or  (b) 
outrageous  expenditures  of  funds,  or  (c)  violating  the  objectives  of  the  Presi- 
dent's Commission.  It  is  assumed  that  a  successful  technique  would  enhance 
realization  of  those  objectives. 

One  target  of  attack  by  proposed  legislation  has  been  the  patent  interference 
proceedings  which  are  a  prominent  feature  of  our  present  first-to-invent  system 
of  patenting.  It  is  asserted  that  such  proceedings,  though  involving  a  small 
percentage  of  applications : 

(a)  Significantly  extend  the  average  pendency  of  applications. 
(&)  Keep  significant  inventions  secret  for  too  long  thereby  permitting 
injury  to  industry  when  the  cases  involved  do  finally  issiie  because  their 
delayed  issue  because  their  dela.ved  issue  can  make  them  have  dipropor- 
tionately  greater  influence  than  they  would  have  had  if  industry  had  been 
apprised  in  a  timely  manner  so  it  could  design  around  or  make  new  inven- 
tions. 

(c)  Wasite  national  resources  in  their  pro.secution. 
Now  the  pendency  extension  of  the  overall  body  of  applications  seems  arithmet- 
ically insignificant  becau.se  of  the  relatively  small  number  of  cases  involved 
in  interference.  Interferences  are  understood  to  involve  less  than  two  per  cent 
of  all  applications  filed.  Similarly,  resource  waste  is  also  hard  to  visualize  as  an 
item  of  enough  significance  to  warrant  all  of  the  sound  and  fury  that  has  been 
vented.  Furthermore,  there  is  evidence  that  new,  administratively-instituted, 
interference  procedures  may  be  reducing  both  the  proportion  of  cases  getting 
into  interference  and  the  duration  of  each  interference.  This  leaves  us  with  the 
secrecy  problem  which  can  be  readily  solved  by  other  means,  e.g.,  publication 
on  allowance  or  appeal  or  interference  as  has  recently  been  suggested  by  the 
Commerce  Department. 

In  terms  of  objectives  of  the  President's  Commission,  quality  and  reliability 
of  patents  are  actually  enhanced  by  interference  proceedings  because  those  pro- 
ceedings put  a  case  to  severe  inter  partes  tests  before  issuance.  The  result  should 
be  a  better  and  more  reliable  patent  than  would  result  from  any  system  without 
such  proceedings. 

First-to-file  oriented  systems  are  not  likely  to  serve  the  objectives  of  the 
President's  Commission  becau.se,  for  example,  they  tend  to  force  exten.sive,  costly, 
defensive  filing  of  applications  and  to  force  greater  secrecy  among  inventive 
colleagues  in  science  and  industry.  This  situation  would  arise  from  fear  of 
tipping  one's  hand  prematurely  and  of  outright  theft.  Thus,  if  one  either  steals 
an  idea,  or  otherwise  learns  of  it  and  gues-ses  at  some  possible  dominating  im- 
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provements  without  detprminins:  their  operability,  he  can  cut  off  the  rights  of 
the  true  inventor  by  simply  winning  the  race  to  the  Patent  Office  while  the  true 
inventor  is  testing  out  his  ideas.  The  true  inventor  may,  if  he  can  afford  the 
expensive  process  of  proving  derivation,  be  able  to  defeat  the  patenting  of  the 
stolen  idea  by  the  thief :  but  he  cannot  obtain  the  patent  himself.  In  the  case  of 
the  improvements,  the  true  inventor  is  completely  out  of  luck  because  he  spent  his 
time  testing  his  ideas  instead  of  racing  to  the  Patent  Office. 

The  net  result  then  is  that  a  conversion  from  our  present  first-to-invent  system 
to  any  other  system  would  appear  not  warranted  unless  Patent  Office  interfer- 
ence searches  are  a  serious  burden  on  the  Patent  Office  and  a  proposed  new 
system  would  eliminate  them.  A  tirst-to-file  type  of  system  could  eliminate 
them  ;  but  the  price  paid  in  defensive  filing  increase,  cost  increase  to  both  the 
price  paid  in  defensive  filing  increase,  cost  increase  to  both  applicants  and  gov- 
ernment, and  quality  and  reliability  reduction  is  disproportionately  high  and  is 
not  recommended.  This  is  the  same  for  any  first-to-file  system  which  is  not 
coupled  with  some  realistic  form  of  arrangement  that  will : 

(a)   Encourage    early    entry    into    the    patent    system    for    significant 
inventions ; 

( & )   Not  ff/rce  people  to  file  and  thereby  swamp  a  system  with  defensive 
filings ;  and 

(c)    Provide  an  adequate  defense  for  one  who  believes  an  invention  un- 
patentable, proceeds  to  commercialize  it,  and  later  finds  tliat  the  Patent 
Office  granted  a  patent  to  a  later  inventor  on  the  same  thing. 
Arbitrary  proof  time  limits  encourage  entry,  but  tliey  also  force  one  to  file  and 
may  lack  the  needed  defense  depending  upon  which  first-to-file  system  is  under 
con.sideration. 

The  priority  system  of  S.  2597  would  allow  and  publish  the  first  application 
on  a  particular  invention  which  is  ready  for  allowance.  Any  other  inventor  with 
an  application  on  the  same  invention  must  provoke  interference  proceedings  to 
determine  priority.  This  system  should  require  no  interference  search  in  the 
Patent  Office,  but  there  is  at  least  some  argument  that  under  some  circumstances 
the  Office  may  find  itself  required  to  issue  two  patents  on  the  same  invention  even 
though  it  was  aware  of  the  conflict  before  the  publication  of  either  case.  This 
could  occur  where  the  junior  case  is  allowed  and  i>ublished  while  the  senior  case 
is  delayed  for  an  appeal,  but  neither  the  junior  nor  the  senior  applicant  elects  to 
oppose  the  other  under  Section  13G  or  137.  If  that  problem  is  resolved,  the 
S.  2507  format  would  be  advaTifageous  in  that  no  interference  search  would  be 
required  and  an  applicant  would  have  the  .^ame  encouragement,  without  forcing, 
to  enter  the  patent  system  as  under  present  law. 

Peeliminaby  Applications 

The  New  Jersey  Patent  Law  Association  is  opposed  to  the  preliminary  appli- 
cation practice  proposed  in  S.  1042,  for  the  reasons  that  it  also  does  not  serve 
well  the  objectives  of  tlie  President's  Commission.  Such  practice  will  greatly  in- 
crease forfeitures  by  less  sophisticated  inventing  organizations.  The  difficulties 
of  defensive  filing  will  probably  also  be  greatly  complicated  by  the  imposition 
in  S.  10i2  of  limitations  on  continuation  application  practice  and  terminal  dis- 
claimer practice. 

Increased  forfeitures  wiU  result  from  inadvertent  failure  to  follow  up  with 
a  timely  complete  application  or  from  failure  to  employ  adequate  care  to  be 
sure  that  the  preliminary  application  contains  a  disclosure  comparable  to  that 
required  for  complete  applications  (compare  in  S.  1012  Sections  112(a)  and 
120(a)(2)).  The  problem  of  forfeiture  also  has  foreign  filing  implications  be- 
cause the  convention  year  will  be  measured  from  the  date  of  the  preliminary  and 
because  of  foreign  filing  license  requirements  in  Section  184.  Unless  one  is  plan- 
ning to  seek  a  separate  license  for  every  application,  the  time  for  filing  his  com- 
plete application  is  reduced  to  only  several  months  after  his  preliminary  appli- 
cation is  filed.  He  then  awaits  expiration  of  the  six-month  license  delay  time  of 
Section  184  for  automatic  foreign  filing  license,  and  he  has  thereafter  several 
months  to  file  any  desired  foreign  applications  before  the  expiration  of  the 
twelve-month  convention  period  which  is  measured  from  the  preliminary  appli- 
cation filing  date. 

More  recent  proposals  by  Commissioner  Brenner  for  a  modified  form  of  pre- 
liminary application  practice  to  go  along  with  any  patent  reform  are  believed 
to  be  no  real  improvement.  The  newer  proposals  would  permit  an  applicant  to 
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file  his  descriptive  part  of  his  application  for  a  greatly  reduced  fee  to  secure  a  date 
and  follow  with  the  drawings,  the  claims,  and  the  balance  of  the  fee  within  one 
year.  It  ignores,  however,  the  problem  that  it  may  be  quite  impractical  to  pre- 
pare a  proper  description  without  also  preparing  drawings  and  compatible 
claims.  The  applicant's  principal  expense  of  preparation  is  not,  therefore,  re- 
duced at  all,  and  the  part  of  the  filing  fee  initially  retained  by  the  applicant  is 
likely  to  be  relatively  small  by  comparison. 

EXCLUSION    OF   COMPITTER   PROGRAMS    i^ROM    THE    CATEGORY    OF   PATENTABLE    SUBJECT 

MATTER 

Numerous  arguments  have  been  put  forward  by  proponents  of  eliminating 
patentability  of  computer  programs.  Such  arguments  can  be  characterized  only  as 
excuses  for  not  recognizing  patentability  rather  than  reasons  for  not  doing  so. 
Programs  are  process  technology  and  can  be  readily  treated  as  such  in  the  Patent 
Office.  Admittedly  this  new  process  technology  may  require  .significant  additional 
expense  for  Office  operation,  but  that  is  a  possibility  with  which  the  present  Office 
fee  schedule  was  designed  to  cope,  and  it  is  one  that  the  Congress  will  surely  recog- 
nize in  its  budget  deliberations. 

All  of  the  Commission's  objectives  which  are  relevant  to  patentability  of  com- 
puter programs  are  dependent  on  the  sixth  objective  of  preparing  the  patent  sys- 
tem to  cope  with  the  exploding  technology.  Computers  and  their  controlling  pro- 
grams probably  offer  the  one  real  avenue  that  has  significant  potential  for  pre- 
paring the  patent  system  to  cope  with  the  exploding  technologies  simply  because 
computers  and  their  programs  probably  hold  the  key  to  practical  information 
retrieval.  Thus,  it  would  appear  that  if  patent  protection  is  denied  to  computer 
programs,  the  trend  toward  the  use  of  trade  secrets  will  increase  in  that  field.  The 
result  may  well  be  a  significant  delay  in  bringing  to  fruition  the  information  re- 
trieval invention  that  is  needed  to  meet  nearly  all  of  the  Commis.sion's  stated 
objectives. 

It  is  urged  that  the  Patent  Office  be  encouraged  to  make  an  all-out  effort  to  gain 
a  real  understanding  of  computer  programs  and  their  uses.  The  Office  should  also 
be  encouraged  to  develop  an  appropriate  classification  technique  and  search  files 
in  order  to  cope  with  the  computer  program  technology.  It  goes  without  saying 
that  the  Patent  Office,  all  other  Government  agencies,  and  all  parts  of  private 
industry  should  continue  their  search  for  improved  information  retrieval  tech- 
niques. Finally,  patent  protection  should  be  afforded  computer  programs  to  the 
same  extent  that  it  is  afforded  to  other  process  technologies  in  order  to  encourage 
that  search  elf  ort. 

PUBLICATION    BEFORE   ALLOWANCE 

Section  123  of  the  Patent  Reform  Bill  S.  1042  would  require  that  all  applications 
he  published  at  eighteen  to  twenty-four  months  after  filing  unless  applicant  elects 
to  abandon  the  application.  Exceptions  would  occur  in  cases  where  an  applicant 
requested  earlier  publication  and  where  a  case  was  allowed  and  published  under 
Section  151  before  the  mentioned  time.  S.  2.597  would  limit  publication  to  the 
latter  two  cases.  The  New  Jersey  Patent  Law  Association  opposes  any  publica- 
tion before  allowance,  even  in  cases  where  applicant  requests  the  publication ; 
but  we  support  publication  after  claims  have  been  allowed.  A  principal  reason  for 
the  opposition  is  that  we  object  to  providing  hij  laic  for  the  Government  becoming 
a  publishing  house  at  the  demand  of  an  applicant.  We  object  more  particularlif 
to  the  Government  taking  on  tliat  function  with  no  mechanism  built  in  for 
screening  out  unworthy  publications.  Even  in  present  technical  journals  there  is 
some  screening  exercised  by  the  editors  to  assui'e  that  their  facilities  and  their 
readers  are  not  imposed  upon. 

Publication  in  connection  with  allowed  patent  applications  assures  some  level 
of  worthiness.  Without  such  screening  the  flood  of  disclosures  that  could  be  re- 
quired to  be  published,  stored,  indexed,  and  searched  by  both  Examiners  and 
private  searchers  could  truly  easily  become  an  exploding  technology  that  would 
tend  to  hide  by  its  bulk  the  worthwhile  concepts  lingering  therein.  Furthermore, 
the  cost  of  coping  with  such  bulk  and  the  increased  likelihood  of  missing  relevant 
anticipatory  references,  are  inconsistent  with  objectives  of  the  President's 
Commission. 

It  is  argued  by  proponents  of  preallowance  publication  that  it  will  accelerate 
disclosures  to  the  public.  However,  it  is  believed  that  the  real  tendency  would 
be  to  encourage  secrecy  for  good  ideas  and  encourage  defensive  filing  and  publica- 
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tion  for  ideas  of  lessor  importance.  Thus,  where  one  could  otherwise  profit  by 
secrecy  with  respect  to  a  worthwhile  idea,  he  will  be  inclined  to  do  so  if  it 
api)ears  that  his  idea  may  be  published  before  he  can  determine  with  some  cer- 
tainty that  he  can  get  a  patent  to  protect  his  own  use  of  the  idea  for  some  time. 
On  the  other  hand,  a  flood  of  the  less  significant  ideas  is  likely  to  occur  where 
the  applicants  may  have  defensive  considerations,  e.g.,  scaring  off  potential  com- 
petition or  trying  to  protect  applicant's  own  use  of  the  ideas,  in  mind  and  secret 
operation  would  be  of  little  or  no  help.  The  net  result  then  of  early,  preallowance 
publication  is  expected  to  be  to  encourage  publication  of  unworthy  ideas  and 
discourage  publication  of  worthwhile  ideas.  Thus,  the  disclosure  publication  that 
is  accelerated  is  of  the  wrong  type  for  significantly  promoting  the  progress  of  the 
arts,  and  a  great  proportion  of  such  publications  tend  to  flow  from  defensive 
tiling  and  thus  are  costly  in  terms  of  the  drain  on  the  economic  resources  of  the 
nation. 

Early  publication  would  make  our  patent  system  more  like  the  systems  of  the 
registration  countries  where  the  burden  of  sifting  out  the  patentable  concepts  is 
placed  on  the  courts,  which  in  this  country  are  already  so  overloaded  that  they 
represent  a  further  whole  problem  area  which  should  not  be  made  any  worse.  The 
proix)sed  early  publication  may  be  similar  to  the  system  of  Holland  where  de- 
ferred examination  is  practiced,  but  that  again  is  a  separate  problem  subsequently 
dealt  with  herein. 

J^or  the  reasons  stated,  we  recommend  that  Section  123  be  dropped  from  S.  2597 
or  any  other  bill  that  may  be  considered  for  enactment.  More  particularly,  we 
recommend  that  no  system  be  instituted  which  would  result  in  publication  before 
allowance. 

DEFERRED   EXAMINATION,    STANDBY   OR   OTHERWISE 

S.  1042  would  permit  the  administrative  institution  of  a  deferred  examination 
system  when  the  Secretary  of  Commerce  believes  such  would  be  in  the  public 
interest.  All,  or  selected  groups  of  cases  could  be  deferred  for  up  to  five  years  as 
far  as  examination  is  concerned  but  must  "be  published  as  soon  as  practicable." 
The  examination  of  deferred  cases  could  be  triggered  by  the  applicant  or  any 
other  person  simply  by  paying  the  proper  fee.  Apart  from  the  question  such  as 
the  propriety  of  administratively  altering  the  whole  basic  approach  to  the  patent 
prosecution  philosophy,  the  provision  of  standby  authority,  as  distinguished  from 
outright  present  implementation,  is  not  seen  to  meet  any  of  the  objectives  of  the 
Commission.  Any  compliance  with  an  objective  must  be  found  in  the  deferred 
procedure  itself. 

The  principal  changes  worked  by  deferred  examination  are  the  deferment  and 
the  associated  early  publication.  These  two  aspects  are  asserted  to  be  beneficial, 
but  they  also  create  significant  problems  that  are  inconsistent  with  the  Commis- 
sion's objectives.  The  problems  of  early  publication  are  the  same  as  those  already 
outlined  in  connection  with  early  publication  per  se,  i.e.,  the  tendency  to  suppress 
good  ideas  and  the  tendency  to  proliferate  unworthy  publications  to  the  end  that 
searching  becomes  harder,  more  expensive,  and  less  reliable.  The  publication  of 
unexamined  applications  would  make  businessmen  uncertain  as  to  whether  or 
not  they  should  proceed  with  a  project  if  they  find  an  application  with  claims 
that  may  be  made  either  broader  or  narrower  during  ex  parte  examination.  How, 
then,  does  one  avoid  infringement?  He  might  trigger  the  prosecution  of  all  rele- 
vant cases  by  paying  enough  basic  fees  for  those  applicants,  his  competitors  ;  or  he 
might  risk  proceeding  and  trying  to  avoid  an  injunction  if  relevant  patent  claims 
issue.  It  is  an  unfortunate  choice  to  he  forced  into  and  could  lead  into  either  a 
seriouR  slowdoivn  in  the  introduction  of  neto  products  or  legislated  compulsory 
licensing  to  reduce  the  mentioned  risk. 

One  final  point  must  be  made  about  deferred  examination  and  preparing  the 
patent  system  to  cope  with  the  exploding  technology.  Any  time  that  would  be 
made  available  for  more  thorough  searching  and  examination  would  be  that 
resulting  from  the  examination  of  fewer  applications.  Accordingly,  we  would  still 
be  in  trouble  with  respect  to  the  exploding  technology  because  tve  would  he  sad- 
dled with  a  system  that  is  inherently  capable  of  examining  fewer,  not  more, 
applications.  Therefore,  all  things  considered,  the  New  Jersey  Patent  Law  Asso- 
ciation recommends  that  deferred  examination,  sUmdby  or  otherwise,  be  dropi>ed 
from  consideration  in  any  patent  reform  legislation.  S.  25OT  is  not  subject  to  the 
deficiencies  of  deferred  examination. 
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REVIEW   OF  PATENT  OFFICE  DECISIONS 

Section  148  of  S.  10i2  would  c-hange  the  present  dual  lines  of  appeal  from  the 
Patent  Office  to  the  Supreme  Court  to  an  arrangement  with  an  additional  appel- 
late level  that  is  common  to  both  lines.  Presently  appeals  go  either  through  the 
Court  of  Customs  and  Patent  Api>eals  to  the  Supreme  Court  or  through  the  Dis- 
trict Court  and  then  the  Court  of  Appeals  for  the  District  of  Columbia  to  the 
Supreme  Court.  Section  148  of  S.  1042  would  require  appeals  from  the  CCPA  to 
go  through  the  Court  of  Apix'als  for  the  District  of  Columbia.  This  proposal  has  a 
number  of  problems,  such  as  the  anomaly  of  a  small  number  of  judges  in  the 
Court  of  Appeals  re\aewing  decisions  of  a  larger  number  of  judges  in  the  CCPA. 

The  President's  Commission  cited  in  its  report  that  difference  in  standards  of 
patentability  applied  by  the  CCPA  in  Patent  Office  decision  appeals  and  by  other 
Federal  courts  in  infringement  actions.  The  Commission  seemed  to  believe  that  a 
change,  as  in  Section  148  of  S.  1042,  would  cure  the  difference.  However,  the 
various  circuit  courts  of  the  nation  evidence  a  wide  degree  of  difference  among 
themselves  on  patent  validity  questions  and  Section  148  cannot  affect  that.  The 
fact  that  the  CCPA  has  limited  jurisdiction  not  including  infringement  matters 
seems  quite  irrelevant  to  the  decision  of  patentability  questions  by  it,  and  in- 
fringement questions  by  courts  in  various  Federal  circuits.  The  Court  of  Appeals 
that  Section  148  would  bring  into  the  picture  has  infringement  jurisdiction,  but 
it  does  an  insignificant  amount  of  infringement  w^ork  or  other  patent  work  so 
there  would  be  little  to  be  gained  in  the  direction  sought  by  the  Commission  by 
injecting  an  appellate  level  that  is  really  in  a  different  world  from  other  Courts 
of  Appeal  when  it  comes  to  infringement  litigation. 

A  preferred  solution  to  conflict  between  the  CCPA  and  the  District  Court  for 
the  District  of  Columbia  would  be  that  in  S.  2597  of  adding  a  trial  part  to  the 
CCPA  jurisdiction  and  giving  that  court  sole  jurisdiction  of  the  Patent  Office 
appeals.  Some  concern  has  been  expressed  about  having  CCPA  judges  review 
each  other's  decisions.  We  believe,  however,  that  such  concern  is  not  justified 
because  it  is  well  known  that  the  CCPA  judges  have  evidenced  no  reluctance  to 
issue  vigorous  dissents  in  patent  litigation  before  them. 

We  know  of  no  legislative  proposals  ijending  that  would  satisfy  the  Commis- 
sion's goal  of  reconciling  patentability  standards  in  infringement  and  Patent 
Office  appeal  cases.  Both  S.  1042  and  S.  2r);>7  would  reduce  differences  between  the 
CCPA  and  the  District  Court,  but  S.  2.j1)7  is  the  only  one  that  would  place  the 
patent  work  with  the  court  having  most  exi}erience  to  handle  it  and  at  the  same 
time  reduce  the  docket  load  of  the  District  Court  to  facilitate  the  consideration 
of  other  pressing  matters  within  its  jurisdiction. 

CANCELLATION 

Section  257  of  the  Patent  Reform  Bill  would  permit  anyone  to  petition  within 
three  years  of  issuance  of  a  patent  that  a  claim  thereof  is  invalid.  The  patentee 
could.'in  response  to  a  decision  adverse  to  him,  amend  or  request  reconsideration. 
The  fees  specified  are  really  too  high  to  warrant  a  disinterested  party  trying  to 
cancel  a  patent,  but  they  are  too  low  to  discourage  a  wealthy  interested  party 
from  harassing  a  less  fortunate  competitor.  Speaking  of  harassment,  Section  257 
relieves  Government  agencies  and  departments  of  the  burden  of  payment  of  anti- 
harassment  fees  and  costs.  It  is  further  noted  that  most  i>arties  confronted  with 
a  significant  patent  would  prefer  to  attack  it  in  court  where  there  is  no  oppor- 
tunity to  amend  rather  than  bring  a  cancellation  petition  and  let  the  opponent 
strengthen  his  claim  by  amendment.  Thus,  any  possible  benefit  of  improving  the 
quality  and  reliability  of  patents  is  more  than  offset  by  the  harassment  potential ; 
and  the  cancellation  proceeding  will  tend  to  increase,  rather  than  decrease,  costs 
of  applicants  and  the  Patent  Office.  S.  2597  omits  cancellation  proceedings  and 
leaves  the  public  to  the  u.se  of  ix)st-publication  citation  of  art,  and  declaratory 
judgment  actions.  The  latter  approach  is  preferred  by  NJPLA. 


NJPLA  favors  the  provision  of  S.  2597  which  permits  the  reissue  of  a  patent 
within  one  year  of  its  original  issue  to  broaden  claims  which  were  misUikenly 
made  too  narrow.  This  provision  reduces  the  time  limit  from  two  years  in  the 
present  law  and  is  believed  to  be  a  reasonable  time  for  the  purpose  without  leav- 
ing the  public  too  long  uncertain  about  the  possible  ultimate  scoi)e  of  the  claims. 
The  proWsion  also  is  consistent  with  the  philosophy  of  other  provisions  that  have 
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been  in  the  law  for  many  years  which  recognize  the  possibility  of  mistakes  either 
by  the  Patent  Office  or  by  the  api>licunt  and  allow  for  the  correction  of  both  types 
of  mistakes  noticed  either  durina;  prosecution  or  after  issue. 

TERMINAL  DISCLAIMERS 

NJPLA  favors  the  provisions  of  S.  2:j97  which  permit  the  use  of  terminal  dis- 
claimers to  avoid  double  patenting  charges  where  all  relevant  cases  are  in  com- 
mon ownership.  This  position  is  in  contrast  to  the  provisions  of  S.  1(M2  which 
would  prohibit  such  use.  The  President's  Commission  favored  the  latter  view 
because  it  considered  the  existence  of  two  such  similar  patents  to  be  an  undue 
extension  of  the  monopoly.  However  the  Commission's  view  represents  a  largely 
academic  position  with  little  or  no  practical  effect. 

Opponents  of  the  cited  use  of  terminal  disclaimers  contend  that  it  can  be  used 
to  draw  patentably  indistinct  variations  into  later  cases.  However,  if  the  varia- 
tions are  truly  patentably  indistinct  there  has  been  no  injury  to  the  public.  For 
example,  it  is  likely  that  the  variation  would  be  considered  to  infringe  the  claims 
of  tlie  first  patent  anyway.  Representatives  of  the  Department  of  Commerce  cite 
the  problem  of  one  who  develops  a  noninfringing  modification  of  an  invention  in 
an  issued  patent  to  find  later  to  his  sorrow  that  a  continuation  issues  on  his 
modification.  The  example  dealing  with  continuation  applications  should  create 
no  difficulty  because  the  parent  application  is  often  abandoned  after  a  continua- 
tion is  filed  and  because  the  continuation  presumes  the  same  termination  date  for 
both  parent  and  continuation  patents  so  no  terminal  disclaimer  would  be  involved 
anyway. 

There  may  be  some  problem  area  outside  the  continuation  problem  range  and 
regarding  commonly  owned  patents  of  different  inventors  on  related  subject  mat- 
ter. There  are  then  the  questions  that  (a)  if  the  difference  between  the  patents 
is  slight  and  noninventive  perhaps  the  independent  developer  is  really  using  the 
basic  invention  and  should  pay  tribute,  or  (b)  if  the  difference  is  more  significant 
there  may  be  separate  invention  and  the  developer  should  not  go  free  because  the 
common  assignee  happened  to  settle  the  double  patenting  issue  with  the  Patent 
Office  by  terminal  disclaimer  rather  than  keeping  the  invention  bottled  up  in 
secret  in  the  Patent  Office  for  several  years  for  an  appeal. 

It  is  sometimes  argued  that  the  cited  use  of  terminal  disclaimers  would  dis- 
courage people  fi'om  inventing  around  patents.  However,  if  they  were  really 
inventing  in  a  patentable  sense  there  would  be  no  double  patenting  situation. 
Accordingly,  it  is  not  seen  that  the  limitation  on  terminal  disclaimer  effect  that 
would  be  newly  imposed  by  S.  1042  would  work  in  furtherance  of  any  of  the 
objectives  of  the  President's  Commission.  The  codification  of  present  terminal 
disclaimer  practice  in  S.  2-597  is  favored  by  NJPLA. 

PATENT  OFFICE  FINANCING 

The  NJPLA  favors  the  provisions  of  S.  2597  establishing  a  fee  schedule  similar 
to  that  presently  in  existence.  The  philosophy  of  partial  cost  recovery  for  particu- 
lar services  has  now  been  established,  and  the  Congress  can  readily  enact  differ- 
ent fee  schedules  in  conjunction  with  consideration  of  Patent  Office  appropriation 
requests. 

It  is  noted  in  S.  1042,  which  would  permit  administrative  fee  fixing,  that  fees 
would  be  based  on  the  cost  of  operation  of  the  Patent  Office.  Such  cost  would 
include  such  things  as  the  research  studies  of  Section  12.  Those  studies  are  essen- 
tial to  keep  Office  practices  up  to  date,  but  the  cost  thereof  can  be  quite  large  as 
is  well  known  to  those  having  even  minimal  contact  with  either  Government  or 
private  research.  Charges  of  that  nature  and  magnitude  should  not  be  imposed 
upon  patent  applicants.  Fees  charged  to  applicants  should  be  proportioned 
individually  with  resiXH't  to  the  particular  relevant  services. 

LICENSES    FOR   FOREIGN    FILING 

NJPLA  favors  Section  184  of  S.  2597  which  permits  the  Patent  Office  to  grant 
a  general  foreign  filing  license  in  selected  nonsensitive  categories.  The  present 
practice  where  first  filing  was  in  the  U.S.A.  is  «>ither  to  delay  for  six  months 
after  the  U.S.  filing,  at  which  time  an  automatic  license  comes  into  effect,  or 
to  apply  for  a  foreign  filing  license.  If  fir.-;t  filing  is  to  be  in  a  foreign  country,  as 
is  sometimes  the  case,  n  foreign  filing  license  must  be  sought  at  the  outset.  Iti 
order  to  protect  national  security  interests,  the  Patent  Office,  either  during  the 
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six  months  i)eriod  or  on  application,  refers  cases  of  possible  security  interest  to 
the  relevant  agency  for  review  and  advice.  Presumably  other  catejjories  of  cases 
are  licensed  witliout  such  referral.  Significant  exi>ense  and  effort  for  both  govern- 
ment and  applicant  could  be  saved  by  a  general  license  e.stJiblished  by  the  Patent 
Office,  which  is  already  aware  of  categories  of  invention  that  it  does  not  refer 
to  other  agencies  before  licensing. 

The  feasibility  of  a  general  license  has  been  questioned  in  so  many  words  but 
no  reason  given  that  we  know  of  except  that  other  agencies  may  be  involved  in 
some  cases.  That  is  not  a  reason.  NJPLA  recommends  the  S.  2597  general  license 
provisions  because  they  could  effect  a  significant  cost  saving  for  both  the 
Government  and  applicants. 

PRESUMPTION   OF   CORRECTNESS 

The  NJPLA  favors  the  S.  2597  approach  of  omitting  a  statement  of  a  pre- 
sumption of  correctness  that  would  place  the  Patent  Office  in  a  different  position 
from  other  administrative  agencies.  To  this  extent  S.  1042  Section  147  is 
opposed.  The  presimiptiou  stated  in  Section  148  is  alleged  to  be  based  upon  the 
expertise  of  Patent  Office  personnel  at  various  levels  of  action  and  supervision, 
but  it  is  well  known  that  the  level  of  such  expertise  is  no  more  uniformly  suffi- 
cient for  such  a  presumption  than  is  the  level  of  any  other  large  group  of  tech- 
nically or  legally  oriented  group  of  i)eople.  There  is  as  yet  no  practical  way  to 
determine  and  evaluate  the  expert  qualifications  of  Ofiice  personnel  as  one  would 
an  expert  witness  in  other  proceedings.  Thus,  the  record  should  be  open  to  full 
judicial  review  to  the  same  extent  as  is  the  record  for  any  other  administrative 
l)roceeding. 

Section  148  refers  to  decisions  being  "in  accordance  with  law,"  but  questions 
of  patentability  are  governed  by  provisions  of  Sections  101,  102,  and  103  of  the 
statute.  Thus,  every  appeal  from  the  Patent  Office  involves  the  question  of 
whether  or  not  it  is  in  accordance  with  law  and  Section  148  seems  to  serve  no 
purpose  except  to  generate  nice  academic  arguments  and  expenses  on  appeal  as 
to  what  questions  ai-e  reviewable.  We  therefore  recommend  that  the  Patent 
Office  continue  to  apply  the  law  as  carefully  as  possible  without  any  statutory 
presumption  si>ecially  drawn  for  it. 

SUMMARY   CLOSING 

The  six  objectives  of  the  President's  Commission  on  the  Patent  System  are 
widely  accepted  in  this  country  as  valid  critei'ia  for  evaluating  the  merit  of 
patent  matters.  In  terms  of  those  objectives  we  find  that  some  worthwhile  changes 
can  be  made  in  the  U.S.  patent  system  at  the  present  time,  and  the  most  con- 
venient vehicle  for  those  changes  is  S.  2597.  We  support  the  latter  bill  but  would 
urge  before  enactment  a  few  changes  in  the  language  as  previously  cited  to 
facilitate  Patent  Office  operations.  We  also  urge  amendment  to  place  the  bill  in 
the  form  recommended  by  the  American  Bar  Association  after  its  196S  convention 
and  to  eliminate  provisions  for  publication  before  allowance  of  claims. 

The  New  Jersey  Patent  Law  Association  remains  ready,  willing,  and  able  to 
assist  in  the  development  of  additional  information  that  may  be  needed  on  this 
or  other  matters  relating  to  protection  of  intellectual  property. 


The  New  York  Patent  Law  Association, 

'New  York,  N.Y.  March  1, 1968. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks  and  Copyrights,  Committee  on 
the  Judiciary,  U.S.  Senate,  Washington,  B.C. 

Dear  Senator  McCi.ei.lan  :  On  behalf  of  the  New  York  Patent  Law  Associa- 
tion, I  request  leave  to  add  the  following  observations  to  the  record  hearings 
before  the  Subcommittee  on  Patents,  Trademarks  and  Copyrights  of  the  Senate 
Judiciary  Committee  concerning  problems  which  we  view  as' arising  with  relation 
to  the  pending  Senate  bills,  S.  1042  and  S.  2597,  particularly  in  the  context  of 
the  changed  views  of  the  Department  of  Commerce  as  reflected  in  the  remarks  of 
Commissioner  Brenner  at  the  recent  hearings  before  your  Committee. 

In  general,  our  Association  favors  the  provisions  of  S.  2597.  An  exception  is  that 
onr  Association  has  taken  no  position  with  regard  to  the  last  sentence  of  Section 
31  of  S.  2597.  Otherwise,  our  comments  in  support  of  S.  2597  would  generally 
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parallel  those  which  were  siven  in  the  statement  of  Edward  F.  McKie,  Jr., 
Chairman  of  the  Section  of  Patent.  Trademark  and  Copyright  Law  of  the  Ameri- 
can Bar  As.sociation,  at  the  hearing  on  January  30, 1068,  except  as  to  tJie  principle 
of  interim  liability. 

We  wish  first  to  comment  upon  the  Commissioner's  proposals  in  that  portion 
of  his  statement  regarding  priority  systems.  We  recognize  that  there  should  be 
incentive  for  entry  into  the  patent  system,  but  consider  that  from  a  practical 
standpoint,  this  is  largely  achieved  under  the  present  laws  by  reason  of  the 
difiiculty  which  an  applicant  tiling  after  the  tiling  date  of  the  senior  party  en- 
counters in  prevailing  in  a  priority  dispute.  In  recognition  of  this  item  of  reality, 
we  would  favor  issuance  of  a  patent  on  the  first  tiled  conflicting  (interfering) 
application,  with  an  interference,  if  desired,  to  be  provoked  by  the  later  filing 
applicant,  if  he  chose,  as  provided  generally  in  Section  137  of  S.  2597. 

However,  we  are  strongly  of  the  belief  that  the  proposal  of  the  Commissioner 
to  limit  the  benefit  of  proof  of  date  of  invention  to  a  period  no  earlier  than  one 
year  prior  to  an  applicant's  earliest  effective  United  States  filing  date  is  unreal- 
istic and  would  be  detrimental  to  the  overall  purpose  of  the  United  States  patent 
system.  Such  a  one-year  limitation  is  entirely  unrealistic  when  viewed  in  terms 
of  complicated  or  out.standing  inventive  contributions  in  the  mechanical,  chemical 
or  electrical  arts.  It  is  our  belief  that,  while  a  limitation  period  has  aspects  of 
desirability  in  order  to  eliminate  sttale  proofs  of  invention,  this  period  should 
in  no  event  be  less  than  two  years. 

In  this  connection,  we  suggest  that  the  one-year  proposal,  as  attributed  to  the 
American  Chemical  Society,  was  made  in  the  context  of  preliminary  application 
practice  and  hence,  in  effect,  involved  a  possible  two-year  period.  In  the  context 
of  abandonment  by  the  Commissioner  of  the  preliminary  application  proposal,  a 
two-year  period  is  indicated. 

Whether  or  not  this  two-year  period  should  be  capable  of  extension  by  proof 
of  facts  showing  that  a  longer  period  was  reasonable  under  the  particular  circum- 
stances is  a  question  which  remains.  While  the  opportunity  to  show  reasonable- 
ness of  a  longer  period  would  be  equitable  in  a  few  .specifiic  hard.ship  instances, 
we  believe  that  such  a  provision  would  cause  the  issue  of  justification  for  an 
extended  period  to  be  raised  in  a  number  of  cases  not  deserving  of  any  extension 
of  time.  We  fear  it  would  unduly  extend  proof  and  rebuttal  in  many  interfer- 
ences. Therefore,  if  there  were  to  be  any  limitation  in  this  regard,  we  favor  a 
specific  limitation,  but  in  no  event  for  a  period  of  less  than  two  years  from  the 
first  filing  date  in  the  United  States  for  benefit  of  proof  of  invention. 

We  note  that  the  Commissioner  in  his  statement  indicated  that  the  period  of 
limitation  should  date  from  the  earliest  effective  United  States  filing  date, 
which  he  defined  in  the  case  of  a  foreign  applicant,  as  that  applicant's  Con- 
vention filing  date.  With  this  we  disagree.  It  is  our  view  that,  if  an  incentive  for 
entry  into  the  patent  system  is  desirable,  that  incentive  should  be  for  entry  into 
the  United  States  patent  system  and  therefore  consider  that  the  limitation  period 
should  date  from  the  first  effective  filing  of  a  patent  application  in  the  United 
States. 

We  believe  that  publication  before  issuance  should  be  eliminated  and  that  in 
its  place  a  reexamination  procedure,  which  might  be  initiated  within  one  year  of 
the  date  of  issuance  of  a  patent,  should  be  substituted.  We  would  favor  retention 
of  publication  on  request  (Section  123  of  S.  2597). 

This  leaves  the  question  of  whether  in  the  case  of  an  interference  the  applica- 
tion of  the  junior  party  should  be  published  or  in  the  case  of  appeal  the  appealed 
application  should  be  published.  While  we  do  not  express  an  opinion  on  either  of 
these  points  at  this  time,  we  believe  that  publication,  if  any,  should  be  accom- 
plished by  issuance  of  a  imtent  on  the  claims  found  allowable  to  the  applicant 
and  not  subject  to  interference  or  appeal. 

We  are  strongly  of  the  belief  that  the  principle  of  interim  liability  as  to  claims 
which  have  not  been  granted  or  allowed  to  an  applicant,  however  attractive  from 
the  .standpoint  of  the  applicant,  would,  in  its  effect  on  third  parties,  have  a  most 
undesirable  and  damaging  result.  Thus  we  oppose  Section  271(f)  of  S.  2597  and 
all  proposals  for  interim  liability,  whether  with  or  without  notice  of  asserted 
infringement. 

We  fear  that  any  provision  for  interim  liability  might  well  become  an  unde- 
sirable but  effective  trade  weapon  for  harassment.  Moi'eover,  it  would  present  a 
dilemma  of  speculation  to  third  parties  in  the  case  of  an  interference  and  in  the 
case  of  appealed  claims  and  would  result  in  building  up  prc-^ently  unascertain- 
able  contingent  liabilities  in  industry.  ALso,  it  would  consume  a  large  amount  of 
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time  and  effort  of  counsel  which  often  would  ultimately  turn  out  to  have  been 
unnecessary. 

There  is  considerable  question  whether  one  receiving  notice  of  a  claim  of 
interim  liability  could  properly  bring  an  action  for  declaratory  judgment.  If 
declaratory  judgment  does  not  lie,  the  opportunities  for  trade  weaponry  are  en- 
hanced. If  a  declaratory  judgment  does  lie,  then  there  would  be  two  parallel  and 
largely  identical  proceedings  in  two  different  forums. 

It  seems  to  us  tliat  the  only  real  justification  for  interim  liability  in  the  context 
of  issuance  not  publication  being  the  general  rule  would  be  with  regard  only  to 
rights  under  claims  which  were  allowed  by  the  Patent  Office.  These  involve  claims 
which  had  been  allowed  in  the  junior  application  but  are  not  subject  to  the 
priority  dispute  and  claims  of  an  appealed  application  which  had  been  allowed. 
In  the  case  of  requested  publication,  interim  liability  would  not  appear  to  have 
any  justification. 

We  submit  that  there  is  strong  reason  behind  the  principle  so  far  accepted  in 
our  patent  law  that  there  is  no  liability  for  infringement  of  any  claim  not  issued 
in  a  patent  by  the  United  States  Patent  Oflace.  We  submit  that  this  principle 
should  be  strictly  followed.  Adhering  to  this  basic  and  salutary  principle,  we  sug- 
gest that  the  problems  to  which  proposals  of  interim  liability  have  been  directed 
could  be  solved,  within  any  reasonable  requirements  of  an  applicant,  by  issuance 
to  him  of  a  patent  containing  those  of  his  claims  which  the  Patent  OflBce  had 
found  allowable  and  not  subject  to  the  outcome  of  an  interference.  This  could 
be  coupled  with  automatic  reissue  of  his  patent  upon  favorable  completion  of  the 
interference  or  a  favorable  decision  on  appealed  claims  to  include  those  claims 
which  were  then  allowable  to  him,  without  the  benefit  to  third  parties  of  inter- 
vening rights.  Under  tliese  circumstances,  the  initial  patent  might  well  also  note 
for  the  information  of  third  parties  tho.se  claims  which  are  subject  to  the  out- 
come of  an  interference  or  of  an  appeal.  However,  such  notation  should  not 
carry  with  it  liability  or  the  right  to  give  notices  of  infringement  as  to  such 
claims. 

In  his  testimony  at  the  recent  hearings  held  by  your  Committee,  Commissioner 
Brenner  urged  that,  if  priority  contests  are  to  be  retained,  all  applicants  foreign 
and  domestic  be  permitted  to  establish  a  date  of  invention  by  proof  of  acts  in 
foreign  countries.  This  suggestion,  while  having  aspects  of  fairness,  particularly 
to  foreign  applicants,  presents,  in  our  opinion,  serious  problems  of  trustworthi- 
ness find  convenience  which  cannot  be  ignored.  We  submit  that  without  adequate 
conditions  which  would  reasonably  giuirantee  .satisfactory  .solution  of  these  two 
problems,  the  suggestion  of  the  Commissioner  should  not  be  followed  by  your 
Committee  at  this  time.  In  our  view,  these  problems  and  availability  of  solu- 
tions to  them  have  not  been  explored  sufficiently  to  permit  of  any  effective 
jjractical  suggestions  for  their  solution  at  this  time.  Thus,  it  is  our  view  that 
the  suggestion  of  the  Commissioner  is  premature  and  that,  if  the  suggestion 
is  deemed  worthy  of  further  consideration,  it  should  be  handled  as  a  separate 
matter  for  study  and  should  not  be  incori>orated  in  a  bill  reported  out  by  your 
Committee  at  this  time. 

We  appreciate  this  opportunity  to  present  our  views  with  regard  to  the  mat- 
ters discussed  above,  which  are  now,  by  reason  of  the  present  views  of  the 
E>epartnient  of  Commerce,  placed  in  a  somewhat  different  context  than  when 
the  legislative  proposals  were  written. 
Sincerely, 

John  T.  Kelton,  President. 


The  Philadelphia  Patent  Law  Assocls.tion, 

Philadelphw,  Pa.,  January  31,  1968. 
Senator  John  L.  McClellan 
fienate  Offiee  Biiildinp, 
r.St.  Senate,  Wasfiiitf/ton,  D.C. 

Dear  Senator  McClellan  :  We  have  not  received  a  reply  to  our  letter  of 
December  28.  1967.  and  therefore  we  assume  that  it  will  be  impossible  for  us 
to  nmke  an  oral  statement  at  the  public  hearings  on  Patent  Law  Revision  on 
January  30,  31,  and  February  1,  1968.  However,  we  would  like  to  supplement 
the  Statement  previously  made  at  the  hearings  on  May  18,  1967. 

At  the  previous  hearings,  the  Philadelphia  Patent  Law  Assmiation  included 
with  its  Statement  a  number  of  Re.solutions  adopted  by  the  Association  including 
affirmative  n^commendations  vnth  resided   lo  the  g«  neral  revision  of  the  Patent 
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Laws.  The  basic  priuciples  in  many  of  tliese  Re.solutious  have  now  been  embodied 
in  S.  2597,  the  ABA  Bill,  and  S.  2597  overcomes  many  of  the  objections  which 
the  Philadelphia  Patent  Law  Association  had  in  respect  to  S.  1042. 

At  a  duly  convened  meeting  on  January  11,  196S.  the  Philadelphia  Patent  Law 
Association  approved  in  principle  the  ABA  proposed  Bill  if  revised  to  include 
the  amendments  proposed  at  the  Honolulu  Meeting  of  the  ABA.  However,  this 
Association  believes  that  such  Bill  can  be  further  improved  by  deletion  of  Section 
123.  In  addition,  this  Association  expresses  its  disapproval  of  Section  136(d) 
and  the  final  sentence  of  Section  31.  A  true  copy  of  a  formal  Resolution  to  this 
effect  adopted  by  the  Philadalphia  Patent  Law  Association  on  January  11.  1968, 
is  attached  hereto. 
Respectfully, 

Robert  B.  Washburn, 

President. 

Resolution  Adopted  With  Respect  to  S.  2597  and  H.R.  13951.  January  11,  1968 

Resolved :  The  Philadelphia  Patent  Law  Association  approves  in  principle  the 
ABA  proposed  Bill  if  revised  to  include  the  amendments  proix)sed  at  the  Honolulu 
meeting  of  the  ABA,  a  copy  of  such  amendments  appended  hereto.  However, 
this  association  believes  that  such  Bill  can  be  further  improved  by  deletion  of 
Section  123.  In  addition  this  association  expresses  its  disapproval  of  Section 
136(d)  and  the  final  sentence  of  Section  31. 

Note. — For  amendments  referred  to  see  Hearings  "Patent  Law  Revision"  Part 
I  May  17  and  IS,  1968  before  the  Senate  Subcommittee  on  Patents.  Trademarks 
and  Copyrights,  pp.  72-75. 

Joseph  Rossman, 
Philadelphia  Pa.,  February  19, 1968. 
Re  patent  law  revision  hearings. 
Hon.  John  L.  McCellan, 
U.S.  Senate, 
Washington,  B.C. 

Dear  Senator  McCellan  :  In  reference  to  the  hearings  which  you  have  held 
recently  for  reforming  the  existing  patent  law,  I  should  like  to  call  your  attention 
to  one  vital  matter  which  has  been  completely  overlooked  by  the  President's 
Commission  on  the  Patent  Sy.stem,  as  well  as  by  all  the  witnesses  who  have  testi- 
fied so  far.  This  is  the  very  urgent  need  for  reforming  tlie  existing  practice  of 
drafting  the  claims  of  a  patent.  I  was  a  patent  examiner  in  the  Patent  Ofiice  from 
1923  to  1935,  and  since  1935  I  have  been  in  active  private  practice  as  patent 
attorney  for  large  corpf)rations  as  well  as  solo  inventors.  I  have  also  published 
several  books  and  many  articles  relating  to  patent  law  and  the  problems  of 
inventors. 

I  have  given  a  great  deal  thought  to  the  problem  of  how  our  present  claim 
system  should  be  reformed.  My  attache<i  article  published  in  the  Journal  of  the 
Patent  Office  Society,  May  1963,  fully  sets  forth  the  reasons  for  the  urgent  need 
for  reforming  our  present  claim  practice  and  gives  specific  recommendations  on 
page  377  for  amending  Section  112  and  Section  284  of  Title  35  which  I  urge  that 
you  consider  along  with  otlier  suggestions  that  are  now  being  made,  and  suggest 
that  you  reproduce  it  in  the  record  of  your  hearings. 

I  call  your  attention  to  the  fact  that  all  the  pending  Senate  bills  now  before 
your  Committee  starting  with  S.  1042  include  Section  112  in  exactly  the  same 
langunge  as  in  existing  Section  112  which  now  reads  : 

"The  specification  shall  conclude  with  one  or  more  claims  particularly  pointing 
out  and  distinctly  claiming  the  subject  matter  which  the  inventor  regards  as  his 
invention." 

The  statutory  requirement  is  certainly  simple  and  clear.  It  has  been  in  our 
patent  laws  since  the  1870  Act.  But  nevertheless  thousands  of  cases  in  the  Patent 
OflBce  have  been  adjudic.-itod  and  published  n^lating  to  disputes  between  applicants 
and  Examiners  on  how  the  claims  should  be  written.  There  are  several  legal 
treatises  relating  only  to  claim  drafting.  For  example,  a  two  volume  txeatise  by 
Stringham,  Patent  Claims  Drafting;  Ellis,  Patent  Claims;  Jackson,  The  Art  of 
Drafting  Patent  Claimn  (1966).  Also  numerous  legal  articles  and  papers  have  been 
published  discussing  specific  problems  of  claim  language,  I  call  your  attention  for 
example  to  a  paper  by  Virgil  E.  Woodcock,  Esq.,  a  prominent  patent  attorney,  en- 
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titled  "The  Well-Drafted  Claim"  presented  at  the  first  annual  Institute  on  Patent 
Law  in  Dallas,  Texas  and  published  in  Patent  Procurement  and  Exploitation 
(1963).  This  paper  dramatically  illustrates  the  problems  of  drafting  claims  for  a 
simple  improved  orange  juicer  in  order  to  comply  with  the  current  preposterous 
practice  of  claim  drafting.  It  also  contains  a  comprehensive  bibliography  on  claim 
drafting. 

I  estimate  that  about  half  the  time  and  effort  in  prosecuting  patent  appli- 
cations is  wasted  on  useless  sem.intic  battles  with  the  Examiner  regarding 
acceptable  language  in  the  claims.  It  is  indeed  rare  that  some  critici.sm  of  claim 
language  does  not  api>ear  in  the  first  oflicial  action  on  the  merits  of  a  patent 
application.  Our  present  claim  practice  has  become  a  schizoid  semantic  system 
in  the  Patent  Office  as  well  as  in  infringement  cases  in  tlie  courts.  Reform  has 
been  long  overdue.  By  eliminating  the  present  claim  practice.  I  believe  Ex- 
aminers in  the  Patent  Office  could  easily  double  their  output  of  examining  patent 
applications  ajid  quickly  reduce  the  backlog  of  200,000  pending  aj^jlications 
because  they  would  spend  their  efforts  in  determining  the  contribution  made  by 
the  inventor  and  eliminate  the  technical  battles  and  argmuents,  such  as  for 
example,  whether  a  hole  can  be  claimed  as  being  present  in  a  plate  or  vessel ; 
whether  an  alternative  statement  can  be  u.sed,  for  example  a  transparent  window 
made  of  glass  or  plastic ;  objections  to  using  apparatus  limitations  in  a  process, 
for  example,  the  step  of  uniting  two  soft  metal  foils  by  pressing  tliem  with  a 
hammer  or  pressure  roller,  etc.  Such  expressions  cannot  be  used  in  claims  today 
even  though  they  clearly  and  simply  point  out  the  essential  features  referred  to. 
In  chemical  applications,  the  claim  practice  has  become  a  frightful  mess.  We 
have  endless  arguments  about  so-called  Markush  type  claims ;  claims  broader 
than  the  invention  ;  product  defined  by  process :  fine  distinctions  between  the 
words  '"comprising"  and  "consisting",  etc. 

In  my  opinion,  the  present  claim  practice  has  developed  by  a  slow  insidious 
growth  to  produce  a  semantic  monstrosity  which  defeats  the  simple  requirement 
of  our  patent  law  that  the  application  should  point  out  and  distincthj  claim 
the  subject  matter  which  he  regards  as  his  invention.  The  applicant  should  be 
permitted  to  do  this  in  any  simple,  succinct  and  understandable  language  and 
without  having  to  submit  to  wasteful  verbal  duels  with  the  p]xaniiner.  As  a 
matter  of  fact,  the  Commissioner  of  Patents  could  chop  away  the  existing 
semantic  jungle  growth  by  administrative  action,  but  perhaps  this  has  existed 
so  long  that  legislative  action  is  now  the  only  remedy,  especially  so  that  the 
Courts  would  also  have  a  clear  mandate  in  a  revised  Sec.  284.  By  the  same  token, 
the  Courts  should  also  not  invalidate  or  hold  unenforceable  any  claim  on  ac- 
count of  the  language  used  in  a  claim  provided  it  is  under-itandable  and  dis- 
tiugui.shes  the  invention  from  the  prior  art. 

I  might  add  that  at  present  there  is  a  special  subcommittee  of  the  Patent  Sec- 
ti(m  of  the  American  Bar  Association  which  is  now  working  on  the  problem  of 
claim  i-eform  luider  the  chainnanship  of  Joseph  G.  Jackson,  Esq.,  a  prominent 
patent  attorney.  He  has  informed  me  that  this  report  has  not  yet  been  finally 
approved  but  that  most  members  of  the  committee  favor  a  revision  of  Sec.  284 
along  the  lines  suggested  in  my  paper  which  would  read  as  foUovcs  : 

"In  determining  questions  of  infringement  and  validity  of  the  patent  the  court 
shall  construe  the  claims  of  the  patent  to  have  such  valid  scope,  consistent  with 
the  disclosure  and  intendment  of  the  claims  notwithstanding  their  literal  lan- 
guage, as  to  adequately  compensate  the  patentee  for  the  inventive  contribution 
to  the  advancement  of  the  useful  arts  and  to  the  extent  which  the  infringer  has 
used  same  to  his  advantage,  provided,  however,  no  practice  which  was  obvious 
from  the  prior  art  to  a  man  of  ordinary  skill  in  the  art  to  which  the  invention 
relates  shall  be  held  to  con.stitute  infringement  of  a  patent." 

I  regard  the  adoption  of  such  revised  Section  284  as  very  desirable  and  urge 
that  this  should  be  done  by  your  committee. 

If  Sections  112  and  284  were  revised  as  here  suggested,  the  examination  of 
patent  applications  Avould  be  tremendously  expedited  in  the  Patent  Office  and 
the  courts  would  be  relieved  of  the  difficult  task  of  interpreting  ckiim  language 
in  infringement  cases.  Judge  Johnson  said  in  the  case  of  In  re  Hayes,  84 
USPQ  24.5, 

"It  is  true  that  the  drafting  of  patent  specificati(ms  and  claims  is  fraught 
with  the  peril  of  understatement,  overstatement,  and  ambiguity.  A  patentee  may 
perchance  di.sclose  less  than  his  real  invention,  or  while  describing  his  invention, 
do  so  with  such  attendant  ambiguity  that  his  coverage  is  atrophied  by  uncertainty 
of  interpretation  in  eventuating  court  contests.  Or,  having  discIo.sed  precisely 
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his  real  iuventiou,  the  ijatentee  may  fail  to  claim  it  with  sufficient  breadth  to 
reserve  unto  himself  the  exclusive  use  of  his  real  contribution  to  the  art." 

Judge  Learned  Hand  said  in  the  case  of  Gibbs  v.  Triumph.  26  F(2d)  312: 

"Courts  do  indeed  treat  the  language  of  claims  plastically,  now  trying  to  save 
the  whole  scoi>e  of  the  invention,  now  squeezing  to  limit  the  claim  so  that  it 
can  survive." 

In  the  case  of  Doble  Engineering  Co.  v.  Leeds  &  Northrup  Co.,  56  USPQ  432, 
Judge  Woodbury  in  referring  to  the  difficulty  m  construing  claims  said : 

'•*  *  *  the  courts  over  the  years  have  formulated  a  great  number  of  minor  rules 
or  cannons  of  construction  applicable  to  patents  only.  Possibly  the  courts,  as  non- 
expert tribunals  felt  inadequate  to  definitely  and  finally  decide  the  question  of 
the  meaning  of  such  highly  technical  document  as  a  patent,  many  of  which  are 
extremely  difficult  if  not  impossible  to  understand  by  one  not  ver.sed  in  the  arts 
to  which  they  appertain,  and  hoped  by  formulating  these  minor  rules  to  provide 
definite  guides  to  meaning  for  themselves  and  others  to  follow  in  the  future.  If 
this  was  the  hope  it  seems  to  us  that  it  has  not  been  realized  but  that  on  the 
eontraiT  these  numerous  overlapping  and  sometimes  conflicting  canons  of  con- 
struction and  the  exceptions  thereto  shed  only  an  iUii.sion  of  light  upon,  and  so 
only  add  confusion  to,  the  exceedingly  difficult  question  of  the  meaning  of  a 
patent." 

A  host  of  difficulties  would  be  eliminated  under  revised  Section  284  because 
the  courts  would  then  have  to  determine  just  what  technological  contribution 
the  inventor  has  made  in  his  field  and  the  courts  would  simply  determine  to 
what  extent  an  infringer  has  approprated  and  profited  from  such  contribution. 
In  other  words,  justice  would  be  done  on  the  basis  of  equity  and  not  the  basis  of 
the  semantic  dexterity  of  attorneys. 

Our  present  claim  practice  is  essentially  based  on  the  "peripheral"  definition 
of  the  contribution  made  by  the  inventor  as  opposed  to  the  "central"  definition. 
These  types  are  explained  in  my  paper.  The  majority  of  European  patent  systems 
follow  the  "central"  claim  apiiroch.  To  the  extent  that  we  would  modify  our 
claim  system  toward  the  "central"  type  of  claims,  greater  international  con- 
formity of  patent  systems  would  be  achieved.  This  is  one  of  the  objectives  of  the 
President's  Patent  Commission. 

I  would  appreciate  it  very  much.  Senator,  if  you  would  incorporate  these  com- 
ments and  my  attached  article  in  the  record  of  the  recent  hearings  for  considera- 
tion b.v  yuur  committee. 
Very  truly  yours, 

Joseph  Rossman. 

Patent  Claim  Practice  Needs  Overhai'ling 
( By  Joseph  Rossman  ' ) 

The  paper  by  Mr.  John  A.  Diemier  "Simplifying  the  Examination  of  U.S.  Patent 
Applications"  which  api>ears  in  the  February  1963  Journal  points  to  the  urgent 
necessity  of  reforming  our  obsolete  claim  system.  A  radical  overhauling  of  our 
existing  claim  practice  will  simplify  the  examination  of  patent  applications  and 
clear  up  the  existing  log  jam  of  pending  applications  in  the  Patent  Office.  In  my 
opinion,  an  early  solution  to  this  problem  is  urgently  needed  to  ensure  the  sur- 
vival of  our  patent  system.  The  question  of  claim  reform  was  raised  nearly  forty 
years  ago  and  has  been  discussed  in  the  pages  of  this  Journal,  but  no  decisive 
action  has  been  taken  by  the  Commissioner  of  Patents,  the  patent  bar  or  the 
Congress.  In  view  of  the  almost  hopeless  existing  backlog  in  the  Patent  Office,  the 
laclc  of  adequate  experienced  per.'^onnel  and  the  overwhelming  flood  of  te<'hnical 
literature  which,  for  example,  is  doubling  in  volume  every  eight  years  in  the 
chemical  field,  decisive  action  must  not  be  delayed  any  longer. 

Mr.  Dienner  suggests  that  the  theory  of  claiming  the  invention  should  be 
changed  to  iMmwint  the  inventive  concept  by  a  single  main  "subjective"  claim 
which  would  define  the  inventive  concept  as  "the  doing  of  a  certain  thing  in  a 
certain  wa.v  or  by  a  certain  means."  He  believes  that  claiming  the  objective 
details  of  the  phy.sical  structure  is  a  luxury  which  we  can  no  longer  afFord.  How- 
ever, he  would  iiermit  an  apidicant  to  add  dei>endent  claims  "objectively  stated, 
i.e.  defining  sjiecific  means  or  mode  of  operation  in  carrying  out  the  inventive  con- 
cept. Hr>  iK-licves  that  the  combination  theory  of  claiming  is  an  mireliable  way 
of  defining  an  invention  because  the  physical  features  of  the  embodiment  are  thus 
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emphasized.  He  would  eliminate  from  examination  of  claims  by  the  Patent  OflSce 
the  questions  of  acope  and  do'ctrine  of  equivalents,  which  could  be  established  by 
the  Courts  since  very  few  patcntis  rea<  h  the  Courts.  Infortunately.  Mr.  Dienner 
did  not  consider  how  questions  of  infringement  and  scope  could  be  determined 
hy  persons  or  coimpjinies  who  would  1k»  desirous  of  avoiding  infringement  of  such 
"subjective"  claims.  This  problem  must  be  faced  and  is  crucial  to  any  claim  re- 
form because  a  vital  function  of  a  patent  is  not  only  to  disclose  the  invention  but 
al.«o  to  clearly  iwnnt  out  what  is  forbidden  territory"  so  that  no  member  of  the 
public  is  innocently  trapped  into  infringement  liability. 

Any  attempt  to  reform  our  existing  claim  structure  must  consider  the  long 
historical  evolution  of  our  present  form  of  claims  and  relevant  court  decisions. 
The  existing  claim  structure  has  evolved  to  its  present  form  on  the  basis  of 
inistated  premises  which  may  be  fallacious,  for  example :  that  it  is  possible  to 
define  an  invention  by  words  or  symbols ;  that  the  sole  function  of  a  claim  is  to 
define  the  forbidden  technological  territory  belonging  exclusively  to  the  patentee  ; 
that  it  is  possible  to  precisely  define  all  the  novel  features  of  an  invention  before 
all  its  possibilities  are  explored  or  understood. 

Ellis  on  Patent  Claims  (1949)  traces  the  evolution  of  the  present  form  of 
claims  in  Chapter  1."  He  points  out  that  Sec.  6  of  the  183G  Act  required  that  the 
applicant  "shall  particularly  si)ecify  and  point  out  the  part,  improvement,  or 
combination,  which  he  claims  as  his  own  invention  or  discovery."  The  Act  of 
1870  changed  Sec.  6  to  read  that  the  inventor  "shall  particularly  iK)int  out 
and  dis'ti)ictly  claim  the  part,  improvement,  or  combination  which  he  claims  as 
bis  invention  or  discovery."  Pi-esent  Sec.  112  of  Title  3."j  reads  : 

"The  sixH?ification  shall  conclude  with  one  or  more  claims  i>articularly  pointing 
out  and  distinctly  claiming  the  subject  matter  which  the  applicant  regards  as 
his  invention." 

It  will  be  seen  that  this  is  substantiallv  the  same  requirement  for  claims  as  in 
the  1870  Act. 

Ellis  notes  that  the  pointing  out  of  the  novel  features  under  the  1836  Act 
was  a  "central"  definition  which  is  used  in  present  German  practice,  while  the 
present  system  of  claim  drafting  and  interpretation  is  based  on  the  "peripheral" 
definition  of  an  invention.  He  states  : 

"There  are  two  general  methods  of  defining  an  invention — central  definition 
and  peripheral  definition.  Central  definition  involves  the  drafting  of  a  narrow 
claim  setting  forth  a  typical  embodiment  coupled  with  broad  interpretation  by 
the  courts  to  include  all  equivalent  constructions.  Peripheral  definition  involves 
marking  out  the  periphery  or  boundary  of  the  area  covered  by  the  claims  and 
holding  as  infringements  only  such  constructions  as  lie  within  that  area. 

"The  original  method  used  in  this  country  was  central  definition.  Thus,  the 
requirement  of  the  Act  of  1836  that  an  inventor  shall  'point  oiiV  the  part,  etc. 
Which  he  claims  as  his  invention  or  discovery  seems  to  have  been  interpreted  as 
requiring  the  inventor  to  point  a  finger,  so  to  speak,  at  the  novel  parts  of  the  ma- 
chine described  in  the  specification  and  illustrated  in  the  drawings,  as  one  would 
in  pointing  out  the  salient  features  of  a  landscape.  It  was  not  until  after  the  pas- 
sage of  the  1870  Act  that  claims  were  drawn  so  as  to  define  the  novel  features  by 
metes  and  bounds,  like  a  piece  of  real  estate  or  a  mining  claim.  ( Sec.  4). 

"The  present  system  of  claim  drafting  and  interpretation  is  based  practically 
entirely  on  peripheral  definition.  Under  that  system,  the  general  rule  is  that,  in 
regard  to  infringement  at  least,  claims  may  be  contracted  but  not  expanded. 
(Sec-.  9.) 

"With  central  definition,  if  the  typical  embodiment  claimed  specifically  is 
patentable,  anything  meeting  its  limited  terms  must  of  necessity  be  substantially 
a  Chinese  copy  and  hence  an  infringement.  The  only  question,  therefore,  after 
determining  the  issue  of  patentability  in  the  affirmative,  is  :  Should  the  definition 
be  rxftiindcd  to  cover  the  allege^l  infringement? 

"With  peripheral  definition  the  question  is :  Has  the  inventor  defined  the  metes 
and  bounds  too  broadly? 

"With  central  definition  the  doctrine  of  equivalents  is  used  to  expand  a  claim 
beyond  its  literal  term.s.  With  peripheral  definition  the  doctrine  of  equivalents  is 
used  to  determine  whether  or  not  the  claim  literally  interpreted  is  too  broad,  i.e. 
whether  in  his  desire  to  cover  all  modifications  of  his  invention  the  inventor  has 
not  included  subsequent  independent  inventions  of  others.  ( Sec.  8) . 


*  Also  see  Brumbaugh,  History  and  Purpose  of  Claims  in  U.S.  Patent  Law,  14  JPOS  273, 
426  (1932). 
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"Under  the  central  definition  method,  if  an  inventor  points  out  in  his  claim  a 
roller  press  A  as  the  novel  feature  of  his  invention,  the  courts  have  to  consider 
whether  the  claim  should  be  broadened  to  include  a  plunger  press  on  the  ground 
that  a  plunger  press  is  the  equivalent  of  the  roller  press  illustrated  in  the  draw- 
ings and  described  in  the  specification. 

"Under  the  peripheral  definition  method,  if  the  inventor  claims  'means  for 
compressing,'  there  is  no  need  to  apply  the  doctrine  of  equivalents  to  make  the 
claim  read  on  a  plunger  press.  The  doctrine  of  equivalents  is  used  only  to  deter- 
mine whether  the  claim  should  be  so  restricted  that  it  does  not  cover  a  plunger 
press  on  the  ground  that  a  claim  can  validly  cover  only  what  the  inventor  dis- 
clo^s  and  equivalents  thereof. 

"As  anything  'which  is  not  literally  within  the  scope  of  the  claim  does  not  in- 
fringe,' the  doctrine  of  equivalents  cannot  extend  the  claim  boundaries.  It  is  used 
merely  to  determine  whether  the  alleged  infringing  structure  is  the  equivalent 
of  the  structure  shown  in  the  patent  drawings  and  described  in  the  specification. 
Hence,  for  a  decree  of  infringement  under  the  peripheral  system  there  are  two 
prerequisites : 

"(1)   The  claim  must  read  in  terms  on  the  alleged  infringing  structure. 
"(2)   The  alleged  infringing  structure  must  be  the  equivalent  of  that  dis- 
closed by  the  patentee. 

"Therefore,  under  the  modern  U.S.  court  decisions,  the  application  of  the  doc- 
trine of  equivalents  may  render  the  claim  either  co-extensive  with  its  terms  or 
narroicer.  It  never  broadens  the  claim."     (Sec.  10). 

For  further  discussions  comparing  central  and  peripheral  claims  see  String- 
ham,  "Outline  of  Patent  Law"  (1937)  Sec.  500-5980.  In  Vol.  1  of  Stringham 
"Patent  Claims"  (1939)  the  author  states  he  hopes  "that  this  book  is  a  good 
enough  job  so  that  it  will  accelerate  the  forces  leading  to  its  own  destruction." 

It  appears  that  Mr.  Dienner  is  suggesting  that  we  go  back  to  the  central  type 
of  claims  as  they  existed  under  the  1836  Act.  The  central  tyi>e  of  claim  will  clear 
up  the  log  jam  in  the  Patent  Office  very  quickly,  but  what  will  happen  outside 
the  Patent  Office,  as  regards  enforcement  of  patent  rights  against  infringers  and 
licensing  of  patent  rights  under  the  central  type  of  claims? 

The  designation  that  Mr.  Dienner  gives  to  his  propo.sed  type  of  claim  as  being 
"subjective"  is,  in  my  opinion,  unfortuiiate.  There  is  no  reason  why  a  central 
claim  cannot  be  stated  in  such  language  as  to  make  it  possible  to  ascertain  what 
ronfribntion  the  patentee  has  made,  by  objective  evaluation  of  all  pertinent 
factors  such  as  at  present  underlies  present  Sec.  103  as  to  the  test  for  obviousness. 
The  judgment  as  to  what  constitutes  a  contribution  to  the  art  is  substantially 
sulijective.  but  the  claim  itself  need  not  necessai-ily  be  subjective.  Mr.  Dienner 
also  says  that  "the  combination  theory  of  claiming  is  an  unrealiable  way  of 
defining  an  invention  because  it  over  emphasizes  physical  features  of  the  em- 
bodiment, which  may  be  iTicidental  rather  than  essential."  I  do  not  agree  with 
this  approach  because  inherently  no  invention  can  be  made  except  by  creating  a 
new  combination  of  old  elements,  not  in  the  sen.?;e  of  a  collection  of  say  old 
me<"hanical  elements,  but  in  the  sense  of  a  new  pattern  of  functional  relationship. 
For  example  the  discovery  of  a  new  use  of  an  old  compound  to  cure  cancer  can  he 
considered  the  discovery  of  a  new  combination  or  relationship.  So  one  must 
perforce  refer  to  the  new  pattern,  relationship  or  combination  in  pointing  out 
an  invention. 

Richard  Eyre,  an  eminent  patent  attorney  in  his  day  stated  nearly  40  years 
ago  in  the  February  1924  .Tott.xal  : 

"ExT'erienced  ]>atent  lawyers  will  seldom  differ  on  questions  of  invention  and 
infringement,  provided  that  their  opinions  are  based  only  upon  (a)  The  facts  as 
to  the  upw  structure,  (b)  The  nearest  ar-tunl  practices  of  the  art  at  the  time  of 
invention,  and  (c)  The  facts  as  to  the  actual  strufture  made  by  the  competitor. 

"Discordance  reigns,  howevor.  as  soon  as  three*  factor.s,  involved  in  every  patent 
.suit,  are  taken  into  consideration.  Tliese  are — 

"1.  Tho  disclosures  '-f  prior  pateuts  and  publications,  none  of  which  is  in  itself 
an  anticipation  : 

"2.  The  equities. — commercial  use,  etc.,  and 

"3.  The  patenfee's  definition  of  his  invention  in  his  claims. 

"The  theory  for  the  nvinirement  of  a  claim  flint  is  a  definition  and  not  a  mere 
T'ointin?  ont  is  that  it  enables  one  to  know  by  mere  examination  of  the  patent 
how  to  avoid  infrinnrement.  withnnt  study  of  the  j)rior  art,  pei-haps  without  legal 
advice,  and  also  that  it  makes  the  examination  in  the  Patent  Office  easier  and 
more  certain.  The  theory  has  not  worked  ont:  it  now  leads  to  much  greater  un- 


853 

certainty  and  complexity,  instead  of  to  certainty  and  simplicity.  It  has  caused 
the  Examiner  to  subordinate  words  to  things ;  it  has  caused  the  Judgos  to  treat 
words  according  to  the  complex  facts  of  the  case,  modifietl  by  complicated 
principles  of  claim  coustructitm  and  by  their  own  personal  tendencies.  Some 
judges  have  great  powers  of  analysis  and  trust  their  own  c<mclusions  thus 
formed ;  some  see  above  all  the  historical  facts  of  the  case ;  some  seek  to  render 
consistent  and  apply  the  hopelessly  variant  decisions  as  to  constniing  claims ; 
some  look  at  the  claim  primarily,  some  almost  ignore  it. 

The  solution  seems  to  be  to  rid  the  patent  law,  as  now  construed,  of  the  fictions 
which  have  been  engrafted  upon  it.  One  fiction  is  that  arising  from  the  d(K'trine 
that  inventors  have  constructive  notice  of  all  the  millions  of  i>atents  and  publi- 
cations, each  of  which  is,  therefore,  in  and  of  itself,  a  part  of  the  state  of  the 
particular  art  to  which  it  relates.  Another  fiction  is  that  the  .scope  of  the  inven- 
tion is  defined  by  the  claim,  and  that  the  patentee  is  strictly  bound  by  it.  Sub- 
stitute for  these  fictions  the  real  facts.  Gauge  the  inventiveness  of  anything  that 
is  novel  by  comparing  that  thing  with  what  was  being  actually  practiced  in  the 
art  at  the  time  the  invention  was  made.  Permit  the  patentee  to  point  out  by  his 
claims,  without  defining,  the  improvement  he  seeks  to  protect.  Ascertain  In- 
fringement by  determining  whether  there  is  common  to  the  claimed  part  of  tbe 
described  structure,  or  to  the  claimed  composition  of  matter  or  process,  or  steo 
in  a  process  or  product,  something  new  and  something  requiring  invention  over 
the  actual  existing  practices  of  the  art.  In  a  patent  suit  we  do  all  this  now,  but 
we  superimpose  upon  this  method  the  two  fictitious  methods  herein  discussed,  and 
as  these  fictitious  methods  nearly  always  tend  to  defeat  patents  for  meritorius 
inventions,  we  seek  to  nullify  their  destructiveuess  by  the  collateral  evidence 
relating  to  the  equities  and  by  artificialities  of  claim  construction.  Tlie  result 
is  that  by  introducing  two  double  negatives  into  the  situation,  it  frequently 
happens  that  a  right  conclusion  is  reached,  but  such  a  conclusion  ought  to  be 
almost  invariable.  Justice  cannot  be  obtained  with  any  degree  of  certainty  if  we 
must  seek  it  by  reaching  one  set  of  conclusions  through  correct  mental  analysis 
based  upon  a  fictitious  state  of  facts  and  then  negativing  those  conclusions  by 
collateral  evidence  or  l)y  uncertain  methods  of  interpretation. 

"It  is  time  that  we  abandoned  the  attempt  to  do  the  impossible.  Let  us  point 
out  the  part  or  combination  or  composition,  etc.,  which  is  the  invention,  without 
attempting  to  define  it.  This  would  be  a  mere  reversion  to  what  was  done  in  most 
cases  in  the  early  years  of  our  patent  system.  Any  intelligent  solicitor  can 
describe  a  machine,  for  example,  and  how  it  operates  and  wherein  it  is  thought 
to  be  particularly  useful.  He  can  readily  point  out  what  parts  of  the  machine 
are  claimed  to  be  new  and  where,  as  a  whole,  the  machine  is  new  he  can  point 
out  that  as  well." 

Perhaps  in  1870,  when  technology  was  relatively  simple  and  the  prior  art 
could  be  thoroughly  searched,  it  could  bo  assumed  that  the  inventor  knew  pre- 
cisely the  useful  contribution  made  by  his  invention  and  he  could  therefore  claim 
all  the  novel  features.  But  today  it  is  extremely  difficult  to  know  in  advance,  at 
the  time  when  the  patent  application  is  filed,  the  potential  or  actual  scope  of  an 
invention.  The  need  to  define  it  in  advance  by  a  i>eripheral  definition  that  will 
give  the  inventor  a  fair  compensation  for  his  invention  for  17  years,  in  our 
present  tremendously  accelerated  tempo  of  technology,  seems  to  require  super- 
human prophecy  that  is  unfair  to  the  Inventor. 

Arthur  C.  Fraser,  another  eminent  patent  attorney,  and  chairman  of  the 
Patent  Section  of  the  American  Bar  Association  in  1926.  gave  advice  to  the  Bar 
Association  which  is  still  sound  for  our  present-day  problems.  His  address  appears 
in  the  June  1926  issue  of  this  Journal.  In  regard  to  claims  he  concluded : 

"To  precisely  define  the  exact  scope  of  a  patent  before  its  issue  is  impracticable. 
At  that  time  usually  the  invention  is  untried ;  it  has  not  yet  made  any  impress 
on  the  art  and  the  precise  extent  of  its  novelty  is  unknown.  Only  an  approxi- 
mate statement  of  the  supposed  novelty  of  the  invention  ought  to  be  required. 
T^nknown  anticipations  may  be  later  revealed  which  will  require  narrowing 
this  statement,  and  it  should  be  subject  to  diminution  or  more  exact  rendering 
by  the  courts,  who  deal  with  the  subject  in  after  years  when  the  invention  has 
demonstrated  its  particular  value  and  the  extent  of  its  novelty  can  be  better 
appraised. 

"I  entertain  no  illusion  as  to  the  ready  adoption  of  the  views  herein  advocated. 
They  will  not  appeal  to  those  wedded  to  our  present  system.  To  the  ultra- 
conservative  type  of  mind  whatever  exists  is  right.  Attorneys  who  have  bwome 
skilled  in  drawing  claims  according  to  our  present  methods  will  not  willingly 
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see  this  skill  thrown  into  the  discard.  A  new  system  of  claims  will  render 
obsolete  much  of  our  accumulated  case  law  on  interpretation.  Such  objections  are 
always  opposed  to  every  reform,  and  if  they  prevailed  would  stifle  all  progress. 

"The  objection  will  doubtless  be  made  that  the  proposed  changes  would  re- 
lieve the  Patent  Office  at  the  cost  of  throwing  an  added  burden  upon  our  already 
overburdened  federal  courts.  The  readjustment  of  the  work  of  the  courts  is  in- 
sistent, and  tlie  amendments  herein  proposed  will  affect  it  to  a  degree  so  slight 
as  to  be  almost  negligible.  The  problem  concerning  the  courts  is  far  more 
pressing  than  any  reform  of  the  patent  laws,  and  will  probably  be  solved  before 
anything  can  be  finally  accomplished  in  the  directions  herein  advocated. 

"The  correction  in  our  patent  law  defects  which  impair  its  effective  operation 
should  be  a  concern  of  our  branch  of  the  legal  profession.  Inventors  and  manufac- 
turers who  suffer  from  these  defects  are  without  the  technical  knowledge  re- 
quired for  their  rectification.  They  are  justified  in  relying  on  our  skill  and  zeal 
for  their  benefit.  The  reforms  herein  proposed  will  diminish  the  cost  of  securing 
patents,  and  while  they  will  probably  not  reduce  the  ultimate  aggregate  expense, 
it  will  be  shifted  to  a  period  when  the  inventions  have  become  remunerative,  so 
that  the  patentees  can  better  afford  to  pay  for  necessary  legal  services. 

"That  patent  system  'best  justifies  itself  which  secures  to  the  inventor  a  patent 
ivhich  cffectuaUy  protects  what  is  novel  in  his  invention — ivhich  ensures  the 
prompt  issue  of  patents  in  simple  and  comprehensible  form — lohich  avoids  serimis 
expense  until  the  inventions  have  proved  their  merit,  ^chich  attains  early  public- 
ity for  the  guidance  of  business  adventures — and  which  stabilizes  patents  as 
property  by  guarding  against  their  voidance  on  merely  technical  grounds."  (Ital- 
ics in  original). 

In  1930  Mr.  Fraser  was  still  persistent  in  urging  claim  reform  and  submitted 
a  Memorandum  to  the  subcommittee  of  the  Patent  Section  of  the  American  Bar 
Association  which  is  highly  pertinent  today  and  is  being  reprinted  here  because 
it  is  not  readily  available. 

"proposed  statutory  changes 

"Sec.  4888 'to  be  amended  as  follows  : 

"Sec.  4888.  Before  any  inventor  or  discoverer  shall  receive  a  patent  for  his 
invention  or  discovery,  he  shall  make  application  therefor,  in  writing,  to  the 
Commissioner  of  Patents,  and  shall  file  in  the  Patent  OflSce  a  written  specification 
which  shall  contain  a  description  of  the  invention  and  of  the  best  known  manner 
of  making,  compounding,  using  and  practicing  it,  in  such  full,  clear,  and  exact 
terms  as  to  enable  any  person  skilled  in  the  art  to  which  it  pertains  or  is  most 
nearly  related  to  understand  it  and  to  successfully  make,  compound,  use  and 
practice  it. 

"Included  in  the  specification  shall  be  a  statement,  hereinafter  called  the 
claim,  of  what  the  inventor  claims  or  believes  to  be  new,  so  as  to  distinguish 
from  what  was  old.  There  may  be  as  many  claims  as  there  are  features  of  sup- 
posed novelty ;  and  if  desired,  any  such  feature  may  be  expressed  in  both  a  gen- 
eric and  specific  claim.  The  claim  or  claims  need  not  define  the  features  claimed 
to  be  new,  nor  limit  the  scope  of  their  novelty,  but  shall  clearly  indicate  the 
nature  of  the  supposedly  new  features,  parts,  combinations,  processes,  steps, 
products,  or  improvements  constituting  or  included  within  the  invention ;  and 
need  refer  to  old  features  only  so  far  as  is  necessary  to  make  clear  what  is  claimed 
as  new.  Alternative  and  negative  expressions  may  be  used  to  reduce  the  number 
of  claims,  when  not  involving  obscurity.  When  two  or  three  alternative  species 
of  a  generically  new  invention  are  disclosed,  separate  claims  may  be  made  to 
each  and  all  thereof  in  one  application. 

To  ensure  the  just  interpretation  of  claims,  and  to  guide  the  Courts  and  secure 
approximate  uniformity  of  interpretation,  the  following  should  be  added  to  the 
existing  statute : 

"Sec. .  Interpretation  of  Patents.  Patents  shall  be  construed  and  enforced 

according  to  the  following  principles : 

"(a)  When  it  appears  that  a  new  invention  is  set  forth  and  claimed  in  a 
patent,  the  patient  shall  be  given  such  scope  as  to  cover  and  protect  such 
invention  in  so  far  as  the  same  is  not  inconsistent  with  its  specification  and 
claims. 


■This  section  of  the  Revised   Statutes  corresponds  to  present   sees.    Ill   and   112   of 
title  35. 
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"(b)  When  the  patented  invention  is  of  pioneer  novelty,  the  patent  shall 
be  given  the  broadest  scope  consistent  with  its  specilication  and  claims. 

"(c)  When  the  patented  invention  is  an  improvement  upon  earlier  in- 
ventions, the  patent  shall  be  given  such  scope  as  to  cover  and  protect  the 
contribution  which  its  inventor  has  made  to  the  advancement  of  the  art,  in 
so  far  as  the  same    is  not  inconsistent  with  its  specification  and  claims. 

"(d)  The  specification  of  a  patent  shall  be  construed  as  addressed  to  those 
skilled  in  the  art  to  which  the  invention  belongs  or  to  which  it  must  nearly 
relates. 

"(e)  The  claims  of  a  patent  shall  be  construed  liberally  rather  than  liter- 
ally, and  in  such  manner  as  to  best  secure  to  the  patentee  that  which  he 
created  or  contributed  for  the  advancement  of  a  useful  art. 

"(f)  When  the  degree  of  novelty  of  the  patented  invention  permits,  the 
claims  of  the  patent  are  to  be  construed  as  including  equivalents  of  the 
fspecific  thinjis  recited ;  the  range  of  equivalents  thus  included  will  vary 
with  the  extent  of  novelty  of  the  invention. 

"(g)  Infringement  of  a  claim  will  be  avoided  by  the  mere  omission  of 
unessential  element  of  such  claim  if  the  essential  features  of  the  invention 
claimed  are  included  in  the  defendant's  device  or  method  alleged  to  infringe. 

"(h)  A  claim  will  not  be  held  void  solely  because  it  indicates  a  greater 
degree  of  novelty  than  the  proven  prior  art  warrants,  if  it  can  be  validated 
by  interpreting  it  to  be  limited  to  one  or  more  specific  features  set  forth  in 
the  .specification,  or  by  disclaimer. 

"  ( i )  A  generic  claim  and  a  claim  specific  thereto  shall  be  construed  to- 

"(i)  A  generic  claim  and  a  claim  specific  thereto  shall  be  construed  to- 
gether as  covering  everything  of  intermediate  scope  which  is  set  forth  in  the 
specification. 

"(j)  A  claim  appurtenant  to  a  preceding  claim  shall  be  construed  as  if 
recited  in  all  of  such  preceding  claim ;  and  its  validity  shall  not  be  affected 
by  the  validity  or  invalidity  of  such  preceding  claim. 

"Remakks 

"In  my  opinion  neither  the  German  form  of  claim  following  the  'central  defini- 
tion' plan  nor  the  American  form  drawn  according  to  the  'peripheral  definition' 
is  practically  feasible.  The  underlying  difiiculty  is  that  claims  are  drawn  almost 
invariably  at  a  time  when  neither  the  inventor  nor  his  attorney  can  possibly 
know  how  much  is  new.  They  are  groping  largely  in  uncharted  country  ;  the  situa- 
tion is  similar  to  that  confronting  an  explorer  of  new  territory  if  he  were  asked 
to  set  it  out  by  metes  and  bounds.  After  that  territory  has  been  surveyed,  put 
under  cultivation  and  built  upon,  the  claims  of  individual  owners  can  be  definitely 
staked  out  and  defined.  But  an  applicant  for  patent  is  expected  to  stake  out  and 
define  his  claim  before  he  can  pos.sibly  know  his  territory. 

The  plan  according  to  our  early  statutes  is  the  true  American  plan  and  the  one 
that  we  should  have  adhered  to.  The  inventor  is  required  to  'particularly  point 
out  and  distinctly  claim  the  part,  improvement  or  combination  which  he  claims 
as  his  invention  or  discovery.'  He  is  not  required  to  define  the  bounds  of  his 
monopoly.  He  must  set  forth  distinctly  what  he  claims  as  his  invention.  In  other 
words  his  claim  was  a  statement  of  belief  as  to  what  was  new. 

"This  system  operated  very  well  until  the  courts  began  to  impose  ultra-statu- 
tory requirements  upon  patentees.  This  culminated  in  the  opinion  of  Justice 
Bradley  in  White  v.  Dunbar,  119  U.S.  47,  in  which  he  held  that  the  statute  re- 
quires the  claim  'for  the  very  purpose  of  making  the  patentee  define  precisely 
what  his  invention  is.  This  was  clearly  judge-made  law  and  wholly  unwarranted 
by  the  statute.  It  has  been  followed  ever  since  by  the  courts  and  lies  at  the  root 
of  our  difficulties  today  in  the  framing  and  interpretation  of  claims. 

"What  we  need  to  do  is  to  re-frame  the  statute  so  as  to  make  more  clear  what 
is  required  of  the  inventor  and  so  as  to  instruct  the  courts  precisely  as  to  how 
they  are  to  interpret  patents. 

"Any  competent  patent  lawyer  in  passing  upon  a  patent  inquires  first  what 
was  the  position  of  the  invention  in  the  art.  Having  determined  that,  he  examines 
the  claims  in  the  effort  to  so  interpret  them  as  to  make  them  mean  what  the 
patentee  meant  or  should  have  intended  to  mean  in  drawing  his  claims.  The  first 
rule  in  the  interpretation  of  claims  is  to  give  them,  as  far  as  their  language  per- 
mits, such  scope  as  to  give  the  patentee  the  benefit  of  that  which  he  actually  in- 
vented and  which  constituted  a  novel  contribution  to  the  art.  The  courts  should 
follow  the  same  procedure  and  be  guided  by  the  same  principles. 
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"I  do  not  overlook  the  desirability  of  making  claims  definite  enough  to  give  the 
public  a  fair  idea  of  the  ground  monopolized  by  the  patentee.  But  for  this  purpose 
our  complicated  system  of  numerous  claims  which  are  usually  inscrutable  to  the 
layman,  and  often  to  patent  lawyers  as  well,  is  inadequate.  The  claims  which 
years  ago  pointed  out  what  the  patentee  thought  his  invention  was,  have  now 
degenerated  into  a  mass  of  verbiage  wherein  the  old  and  the  new  features  are 
inextricably  commingled,  and  the  meaning  of  which  is  so  obscure  that  public 
generally  can  make  nothing  out  of  it. 

"It  must  appear  to  patentees  and  manufacturers  that  our  present  complicated 
system  has  been  built  up  by  patent  lawyers  with  the  object  of  making  patents 
so  inscrutable  that  only  a  patent  lawyer  can  understand  them.  This,  for  our 
profession,  would  have  been  the  ix)orest  imaginable  policy.  But  the  truth  is  that 
the  complications  we  face  today  are  the  fruit  of  dicta  in  judicial  opinions  which 
were  just  enough  in  the  cases  the  judges  were  considering,  but  should  never  have 
been  given  a  wider  application.  To  properly  protect  our  clients  we  are  compelled 
to  frame  a  multiplicity  of  subtly  graduated  claims ;  and  this  adds  to  the  burdens 
of  the  Patent  Office  and  the  future  confusion  of  the  public  and  the  courts.  The 
system  imder  which  we  are  comijelled  to  work  is  fundamentally  wrong.  Only  a 
radical  change  in  the  statute  can  correct  it. 

"It  is  an  important  part  of  my  proposed  new  system  that  the  Patent  OflSce 
shall  be  made  primarily  a  searching  bureau.  The  Examiners  would  be  relieved 
of  their  present  duty  of  minutely  examining  claims  as  to  their  scope :  and  would 
be  deprived  of  their  present  power  to  reject  claims  on  the  ground  of  non-inven- 
tion. The  Examiner  would  prepare  a  report  stating  the  prior  art  and  giving  his 
opinion  as  to  whether  the  claims  contained  novel  matter;  this  report  would  be 
signed  by  him  and  printed  with  the  patent.  This  would  afford  to  the  public  the 
fundamental  information  required  for  ascertaining  the  proper  scope  of  the 
patent.  To  prevent  the  issue  of  patents  for  things  which  are  wholly  old  the 
Examiner  would  retain  his  present  power  to  reject  such  claims,  but  limited  to 
cases  where  the  claimed  matter  is  met  or  so  nearly  met  as  to  be  clearly  obvious 
to  those  skilled  in  the  art.  From  rejection  on  this  ground  the  present  appeal  would 
lie.  Tlie  whole  purpose  is  to  lighten  the  work  of  the  Patent  Office  and  hasten  the 
issuance  of  patents.  To  make  it  to  the  applicant's  interests  to  cooperate  to  this 
end,  his  patent  should  be  made  to  expire  at  a  certain  date  (preferably  20  years) 
from  the  tiling  of  his  application. 

"The  ultimate  determination  of  the  validity  and  scope  of  the  patent  would 
rest,  as  it  does  now,  with  the  courts.  The  only  effect  of  the  Patent  Office  action 
would  be  to  create  a  presumption  which  would  be  effective  only  on  motions  for 
preliminary  injunctions  under  unadjudicated  patents.  As  to  such  motions,  the 
Examiner's  opinion  that  a  claim  was  not  novel  or  involved  no  invention,  would 
deter  the  court  from  enjoining  a  defendant  until  after  final  hearing." 

Mr.  Fi-aser  explained  in  greater  detail  how  the  central  type  of  claim  would 
work.  His  comments  appeared  in  the  June  1926  issue  of  this  Journal. 

"Let  the  application  be  referred  to  an  examiner  wno,  after  determining,  as  at 
present,  whether  it  has  all  the  formal  essentials,  such  as  a  clear  and  complete 
description,  will  then  i)erform  his  principal  duty,  namely,  to  make  such  a  thorough 
search  as  to  develop  all  pertinent  prior  art.  Let  him  write  a  Report,  citing  all 
patents  or  publi<:'ations  wMch  defeat  or  diminish  the  supposed  novelty  indicated  in 
the  applicant's  claims  and  stating  his  opinion  as  to  what  new  features,  if  any. 
the  invention  has.  Let  the  applicant  then  restate,  if  he  wishes,  the  claim  of 
novelty,  and  if  be  introduces  new  or  specific  features  so  as  to  distinguish  from  the 
examiner's  citations,  let  the  examiner  supplement  or  modify  his  Report.  There- 
upon, if  the  Report  indicates  that  the  invention  has  any  novelty,  let  the  appHration 
be  accepted,  so  that  the  applicant  may  have  his  patent  issued  in  due  course.  When 
issued,  the  examiner's  Report  in  its  final  form,  should  be  printed  with  the  speci- 
fication. The  pnl)lic  will  thus  be  apprised  on  the  one  hand  of  the  inventor's  cl.iim 
of  supposed  novelty,  and  on  the  other  hand  of  the  complete  prior  art  and  the 
examiner's  opinion  as  to  what  the  patentee's  invention  added  to  the  nrt.  These 
counter  statements  will  give  the  pul)li('  and  the  courts  a  better  idea  of  what  the 
patent  covers  than  our  present  obscure  and  often  unintelligible  claims. 

"If  the  examiner's  report  shows  the  claimwl  invention  to  be  wholly  old.  the 
application  .sho'.ild  be  rejected,  as  at  present,  and  the  ai)plicanf  he  given  one 
opportunity  by  argument  or  otherwise  to  convince  the  examiner  tliat  he  is  entitled 
to  a  patent.  If  the  rejection  is  repeated  an  appeal  would  lie.  But  a  rejection  .should 
not  be  bn.sed  on  any  other  ground  than  total  want  of  novelty,  or  tliat  any  differ- 
ence over  the  prior  art  was  clearly  obvious.  Any  doulit  as  to  obviousness  should 
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be  resolved  in  the  applicant's  favor,  because  the  grant  of  a  patent  is  a  mere 
license  to  go  into  court  against  infringers,  and  without  a  patent  the  inventor  is 
denied  his  day  in  court. 

"Instead  of  the  present  dilatory  struggle  between  the  applicant's  attorney  and 
the  examiner,  let  the  patent  be  promptly  issued  in  such  form  as  to  give  the  public 
the  best  possible  information  and  the  patentee  a  fair  chance  to  be  accorded  pro- 
tection commensurate  with  what  he  has  created. 

"This  procedure  would  encourage  invention  by  hastening  the  issue  of  patents 
and  reducing  their  cost ;  it  would  thus  put  the  inventor  quickly  in  position  to  do 
business ;  it  would  promptly  advise  manufacturers  as  to  what  new  patents  must 
be  considered  and  would  give  them  a  better  idea  than  they  can  get  from  the 
present  system  of  claims  as  to  what  those  patents  cover ;  and  because  of  greater 
clearness  and  certainty  would  make  patents  a  more  secure  and  stable  kind  of 
proiJerty." 

Under  our  present  system  a  claim  is  either  valid  or  invalid.  The  claims  are 
adjudged  to  be  either  pure  white  or  black.  An  English  patent  attorney,  Harold  E. 
Potts,  made  an  excellent  analysis  of  this  feature  in  British  and  American  patent 
law  in  his  paper  "Invention  and  Graduated  Validity"  in  the  September  1942 
Journal. 

"There  are  three  possible  views  on  the  the  distinction  between  inventions  and 
mere  improvements : — 

"(i)  The  classical  British  and  American  doctrine,  that  there  is  a  difference 
in  kind  rather  than  in  degree. 

(ii)  The  German  doctrine,  that  invention  is  indefinable  in  theory  but  that 
the  concept  is  useful  in  practice. 

(iii)  The  contention  that  there  is  no  sharp  boundary  line  and  that  the 
concept  of  validity  should  be  modified  by  legislation,  to  take  accoimt  of  this 
lack  of  discontinuity. 

"The  Germans  appear  to  accept  the  proposition  that  invention  is  indefinable 
but  not  the  corollary  that  it  is  undesirable  to  base  the  decision  in  a  law  suit  uiwn 
an  indefinable  concept.  In  practice  it  is  assumed  that  an  equitable  decision  can 
be  reached  in  any  particular  case  under  trial. 

"I  now  support  the  contention  that  invention  is  not  an  entity  capable  of  clear- 
cut  definition,  and  that  although  a  great  invention  is  obviously  very  different  from 
a  work-shop  improvement,  the  boundary  is  so  hard  to  determine  that  it  is  unfair 
to  make  validity  depend  on  such  an  elusive  distinction. 

"There  is  no  apparent  reason  why  there  should  not  be  a  gradation  in  the 
evaluation  of  inventions  of  different  degrees  of  merit.  This  ought  not  to  be 
regardtHl  as  a  clear  question  of  right  or  wrong,  of  lawful  or  unlawful  conduct, 
but  of  different  degreees  of  advance  in  the  art,  properly  rewarded  by  royalties  or 
damages  commensurate  with  the  merits  of  the  contribution. 

"I  suggest  that  in  patent  ca.ses  we  should  admit  that  it  is  unfair  to  limit  the 
verdict  to  100  per  cent,  (valid)  or  0  per  cent,  (invalid).  Validity  is  a  matter  of 
convention,  which  can  be  modified  by  Statute  if  necessary  ;  the  practical  solution 
of  the  problem  would  be  to  provide  that  validity  should  be  graduated  or 
quantified,  with  a  correlative  adjustment  in  the  legal  remedy  of  damages  or 
royalties  and  discretion  as  to  costs.  Full  damages  and  an  injunction  in  a  clear  case 
of  validity  :  no  relief  in  a  clear  case  of  invalidity  :  but  mitigated  damages  .  .  . 
in  the  borderline  case.  This  is  an  expansion  of  the  discretionary  pov>-er  which  the 
Court,  already  possesses  to  give  relief  on  a  valid  claim  in  spite  of  the  pre.=ence  of 
invalid  claims.  Another  precedent  for  modifying  an  all-or-none  verdict  by 
judicial  dis^cretion  is  to  be  found  in  divorce  practice. 

"This  may  be  summarized  by  saying  that  instead  of  the  all-or-none  verdict, 
valid  or  invalid,  we  should  create  an  intermediate  class  of  awards,  e.specially 
for  border-line  cases,  in  which  the  relief  given  by  the  Court  would  be  in  propor- 
tion to  the  merit  of  the  contribution  to  the  art.  A  similar  graduated  verdict  could 
l>e  applied  to  the  issue  of  infringement  in  t)je  limited  clas.s  of  border-line  cases 
in  which  it  is  necessai-y  today  to  invoke  the  doctrine  of  equivalents. 

"The  practical  working  of  this  proposal  would  require  a  radical  yet  very 
simple  change  in  the  law.  The  Court  should  be  left  free  to  give  verdicts  of  valid 
or  invalid  as  at  present,  but  should  be  given  discretion  in  border-line  cases.  No 
change  would  be  necessary  at  the  Patent  Office,  here  or  abroad.  The  power  of 
refusal  should  still  be  retained." 

By  adopting  the  central  type  of  claim,  the  present  judicial  black  and  white 
norm  would  disappear  and  would  be  replaced  by  a  quantitm  meruit  judgment 
ba.sed  on  the  contribution  made  by  the  inventor  which  the  infringer  ust^  to  his 
advantage. 
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Our  present  Patent  Office  leaders  are  exerting  heroic  efforts  to  continue  the 
of)eration  of  the  Patent  Office  by  reorganizing  the  staff,  testing  out  machine 
searching,  training  new  examiners,  offering  incentives  to  keep  experienced 
examiners  from  resigning,  etc.,  but  unfortunately  their  efforts  are  hamjiered  by 
our  present  monstrous  claim  system  which  is  archaic,  obsolete  and  actually  frus- 
trates rather  than  promotes  the  constitutional  puriwse  of  patents. 

I  suggest  that  a  revision  of  Sections  112  and  284  of  present  Title  35  would 
accomplish  the  necessary  claim  reform  that  is  needed.  Such  revision  would 
embody  some  of  the  suggestions  previously  referred  to. 

Amend  Sec.  112,  2nd  paragraph,  to  read  : 

"The  specification  shall  conclude  with  one  or  more  claims  in  the  form  of  a 
simple,  concise,  and  direct  statement,  pointing  out  the  novel  features  of  the 
invention  which  the  applicant  believes  to  be  his  contribution  to  the  advancement 
of  the  useful  arts." 

Amend  See.  284  by  adding  the  following  additional  paragraph : 

"In  determining  que.stions  of  infringement  and  validity  of  the  patent  the  court 
shall  construe  the  claims  of  the  patent  to  have  such  scoi>e,  consistent  with  the 
disclosure,  as  to  adequately  compensate  the  inventor  for  his  contribution  to  the 
advancement  of  the  useful  arts  and  to  the  extent  which  the  infringer  has  used 
same  to  his  advantage." 

Under  the  present  claim  system,  which  is  based  on  the  peripheral  definition, 
we  do  not  have  the  certainty  of  definition  which  would  avoid  the  need  for  claim 
interpretation  and  construction  in  order  to  determine  the  scope  of  the  claims  or 
questions  of  infringement.  In  actual  practice,  l>efore  a  patent  attorney  can  render 
an  opinion  to  his  client  regarding  a  question  of  infringement  in  regard  to  a  specific 
patent,  he  must  study  the  file  history,  the  prior  art,  the  patent  disclosure,  the 
device  in  question,  and  pertinent  court  decisions,  before  he  reaches  his  conclu- 
sions. Even  then  his  client  in  acting  on  the  attorney's  opinion  must  take  a 
calculated  risk  since  the  outcome  in  event  of  litigation  cannot  be  predicted 
positively. 

Stringham,  "Outline  of  Patent  Law,"  (1937)  See.  5001,  states  patent  claims 
"are  mainly  concerned  with  staking  out  a  boundary  around  instances  yet  to  be 
created  in  the  future  *  *  *  The  i>atent  claim  is  tJie  same  as  all  definitions 
in  law— it  is  concerned  with  prediction  rather  than  with  arrangement  of  what 
already  known."  In  his  book  "Patent  Law,"  (1943)  Sec.  5900  he  concludes  that 
"the  claim  ought  to  be  binding  in  the  sense  that  language  is  binding  in  other 
human  relaitionships"  and  that  the  Patent  Office  "ought  not  to  engage  in  pro- 
longed attempts  to  impose  perfection  upon  applicants,  but  rather  should  trust 
the  courts  to  handle  intelligently  what  seem  to  be  formalistic  matters."  And  in 
Sec.  5000,  he  sitates  "So  that  a  patentee's  right  may  be  of  value,  the  patent  must 
dominate  more  than  exactly  what  is  disclosed."  His  review  of  court  decisions 
involving  scope,  width,  range  or  equivalents  indicates  that  "the  question  is  lift 
wholly  open  to  be  decided  by  the  tribunal  as  a  matter  of  discretion  controlled 
by  no  guide,  each  time  a  controversy  arises.  *  *  *  This  high  measure  of  im- 
certainty  is  inevitable  with  various  types  of  human  relationship."  Stringham 
cites  many  court  decisions  showing  that  many  judges  are  unhampered  by  claim 
language.  (See  Sec.  5700,  and  other  cases  cited  in  Sees.  5930-5980).  He  is 
particularly  unhappy  with  Judge  Learned  Hand's  approach  to  patent  claims 
which  he  summarizes  in  Sec.  5700,  although  he  is  otherwise  a  great  admirer  of 
Jiidge  Hand.  In  Cole  v.  MalleaUe  Iron  Fittings  Co.,  21  USPQ  501,  at  502  Judge 
Learned  Hand  said :  "No  doubt  the  interpretation  of  patent  claims  depends 
more  upon  the  advance  made  by  the  invention  than  upon  the  words  used  and 
in  spite  of  protestations  to  the  contrary,  courts  do  at  times  play  fast  and  loose 
with  them  as  they  do  not  with  other  formal  documents."  A  i>aper  by  H.  C. 
Workman,  "The  Uselessness  of  Claims"  in  the  September  1934  Journal  sum- 
marizes additional  deci-sions.  The  benign  judicial  approach  to  claim  construction 
and  the  doctrine  of  equivalents  *  to  which  courts  resx^)rt  in  order  to  do  justice  in 
patent  ca.ses  are  strong  evidence  that  the  use  of  peripheral  tyjie  of  claim  in  our 
present  day  level  of  technology  hinders  rather  than  promotes  the  Constitutional 
objective  of  patent.s.  The  suggested  amendments  to  Sees.  112  and  284  would  allow 


*In  Graver  Tank  d  Manufacturing  Co.  v.  Linde  Air  Products  Co.,  339  U.S.  605  (1950), 
the  Supreme  Court  reaffirmed  the  doctrine  of  equivalents  as  necessary  to  prevent  "an  in- 
frini^er  from  stealing  the  benefit  of  an  invention."  Otherwise,  the  Court  said  we  "would 
place  the  Inventor  at  the  mercy  of  verbalixm  and  would  be  subordinating  aubittance  to  form. 
It  would  deprive  him  of  the  benefit  of  his  Invention  and  would  foster  concealment  rather 
than  disclosure  of  Inventions,  which  is  one  of  the  primary  purposes  of  the  patent  system." 
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the  Patent  Office  and  the  courts  to  consider  the  merits  of  the  invention  rather 
than  the  formalism  and  semantics  of  the  claim  language. 

One  serious  objec-tiou  which  has  been  made  against  adojition  of  the  "central" 
type  of  claim  is  that  coiirt  litigation  would  increase  greatly  and  that  the  in- 
dividual inventor  or  small  company  could  not  bear  the  heavy  expenses  involved. 
The  argimaent  has  also  been  made  that  it  is  much  cheai>er  to  define  the  scope 
and  breadth  of  claims  in  the  Patent  Office  than  it  would  be  to  do  the  same 
thing  by  court  adjudication.  Such  consequences  may  iwssibly  be  the  price  which 
has  to  be  paid  for  the  nee<led  reforms.  At  present  only  a  verj"  small  percentage 
of  patents  are  litigated.  There  is  no  reason  to  believe  that  the  volume  of  court 
litigation  would  increase  to  the  point  where  the  advantages  of  "central"  type 
of  claims  would  be  lost.  As  a  safeguard,  Section  285  could  l>e  amended  to  provide 
that  in  all  cases  where  infringement  is  found  the  court  shall  award  to  the 
prevailing  party  reasonable  attorney  fees  together  with  interest  and  costs. 


Browne,  Schuyler,  Beveridge, 
Washington,  D.C.,  November  29,  1967. 
Re  S.  2597  (Dirksen). 
Thomas  C.  Brennan,  Esq., 

Counsel,  Stibcomniittee  on  Patents,  Trademarks,  and  Copyrights,  Committee  on 
the  Judiciary,  U.S.  Senate,  Washington,  D.C. 

Dear  Tom  :  As  I  mentioned  to  you  a  few  weeks  ago,  the  Dirk.sen  Bill  (S.  2597) 
may  be  criticized  because  it  authorizes  the  issuance  of  separate  patents  to  any 
number  of  different  applicants  for  the  same  invention.  In  addition  to  the  appli- 
cant who  is  the  first  to  file  an  application,  a  patent  for  the  same  invention  will 
be  issued  to  any  other  applicant  who  establishes  a  date  of  invention  before  the 
filing  date  of  an  earlier  applicant.  This  same  situation  continues  imder  the  later 
draft  of  the  ABA  Bill  as  revised  at  the  Hawaii  Meeting. 

Speaking  solely  as  an  individual,  not  as  a  representative  of  any  bar  asisociation, 
I  suggest  this  situation  may  be  rectified  by  adding  to  the  definition  of  prior  art 
in  Section  100  a  subparagraph  reading  as  follows : 

"Subject  matter  defined  by  an  uncancelled  claim  of  an  issued  United  States 
patent,  the  application  for  which  has  an  effective  filing  date  before  the  effective 
filing  date  of  the  applicant's  application." 

This  can  be  added  either  to  the  definition  in  the  Dirksen  Bill  (S.  2597)  or  to 
the  revised  Section  100  which  was  adopted  by  the  Patent  Section  of  ABA  at  the 
Hawaii  Meeting.  It  will  force  a  later  applicant,  but  earlier  inventor,  to  take 
action  under  Section  136(d)  to  pi'event  issuance  of  a  patent  to  the  earlier  ai> 
plicant,  or  under  Section  137  to  cancel  the  claim  from  a  patent  which  has  already 
issued. 

Addition  of  this  subparagraph  to  the  definition  of  prior  art  would  likewise 
be  consistent  with  the  Yarborough  Bill  (S.  2104)  which  would  issue  the  patent 
to  the  junior  applicant  conditionally,  pending  cancellation  of  claims  from  the 
patent  of  the  earlier  applicant. 

I  shall  be  more  than  glad  to  discuss  these  matters  with  you,  should  you  wish 
to  do  so. 

Sincerely, 

William  E.  Schuyler,  Jr. 

Smith,  Kline  «&  French  Laboratories, 

Philadelphia,  Pa.,  February  29, 19GS. 
Re  hearings  on  legislation  to  reform  the  patent  law. 
Hon.  John  L.  McClellan, 

Committee  on  the  Judiciary,  Subcoirimittee  on  Patents,  Trademarks,  and  Copy- 
rights, U.S.  Senate,  Washington,  D.C. 
Dear  Senator  McClellan  :  I  would  like  to  call  the  attention  of  the  Subcom- 
mittee to  two  points  of  difference  between  S.  101:2  (The  Patent  Reform  Bill)  and 
S.  2597  (The  American  Bar  Association  Bill)  which  are  of  vital  interest  to  the 
research  community  and  which  have  not  been  discu.ssed  in  the  recent  Congres- 
sional hearings. 

My  comments  are  drawn  from  five  years'  experience  in  academic  research,  six 
years  in  industrial  research  and  ten  years  in  patent  solicitation.  I  am  the  inven- 
tor of  12  U.S.  and  over  75  foreign  patents.  I  am  presently  manager  of  the  Patent 
Department  of  Smith  Kline  &  French  Laboratories,  Philadelphia,  Penna. 

86-218— 68— pt.  2 31  '    . 
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DEFINITION  OF  UTILITY  UNDER  SECTION   101 

The  Patent  Refore  Bill  essentially  retains  the  language  of  the  present  Patent 
Act  for  Section  101. 

"§  101.  Right  to  patent :  Inventions  patentable. 

Whoever  invents  or  discovers  any  new  and  useful  procesis,  machine,  man- 
ufacture, or  comi>osition  of  matter,  or  any  new  and  useful  improvement  thereof, 
or  his  successor  in  title,  may  obtain  a  patent  therefoi',  subject  to  the  conditions 
and  requirements  of  this  title."  emphasis  added 

The  ABA  Bill  also  has  identical  language  for  Section  101  but  amplified  the 
meaning  of  101  by  defining  "useful"  for  the  first  time  in  law  : 

"§  100(g)  The  term  "useful"  shall  incluude,  but  shall  not  be  limited  to,  utility 
in  agriculture,  commerce,  industry,  healtli  or  research." 

It  should  be  emphasized  for  the  record  that  while  each  of  the  terms  in  the 
ABA's  definition  of  "useful"  defines  a  broad  area  of  utility,  a  specific  utility  for 
an  invention  would  have  to  be  detailed  in  a  i>atent  application.  For  example,  it 
would  not  be  suflScient  to  allege  the  utility  of  an  invention  as  "for  use  in  agri- 
culture" but  a  proper  statement  of  utility  might  be  "use  as  a  feed  supplement  to 
promote  gi'owth  in  pigs".  Therefore,  the  definition  of  utility  contained  in  the  ABA 
Bill  is  believed  not  intended  to  dilute  or  change  our  traditional  concept  of  utility 
but  merely  to  clarify  the  term. 

The  Patent  OflSce  has  opposed  the  ABA  definition  of  the  key  tenn  "useful" 
but  has  suggested  no  solution  to  a  serious  controversy  among  those  involved  in 
patent  law  (see  Crews  to  Senator  Eastland  letter  re  the  ABA  Bill  or  Commis- 
.sioner  Brenner's  testimony  in  the  House). 

The  controversy  arose  wlJen  the  Supreme  Court,  in  a  split  vote,  decided  that 
substantial  utility  is  present  only  "where  specific  benefit  exists  Ln  currently 
available  form"  and,  further,  that  utility  for  a  i-esearch  purpose  does  not  Siitisfy 
this  criterion  (Brenner  v.  Manson,  148  USPQ  G95).  The  Supreme  Court  expi-essed 
concern  over  stultifying  the  research  effort  of  the  nation  by  issuing  patents  on 
inventions  having  utility  in  research  even  though  recognizing  that  such  inven- 
tions may  later  be  applied  to  beneficial  commercial  purposes.  The  Court  majority 
also  mentioned  its  difficulty  in  adjudging  Congre-ssional  intent  on  this  point.  The 
Court  minority  filed  a  sharp  dissent  which  recognized  the  fact  that  patent  pro- 
tection in  the  research  sector  is  desirable  to  foster  prompt  disclosure.  The  Amer- 
ican Patent  Law  Association  in  an  excellent  amicus  curiae  brief  summarized 
previous  law,  court  decisions  and  solicitation  practices  in  presenting  a  iwsition 
opposite  that  adopted  by  the  majority.  The  Patent  Ofiice  in  its  day  to  day  practice 
has  interpreted  Manson  as  a  severe  tightening  in  the  requirement  of  utility. 

Prior  to  Manson,  the  Patent  Ofiice  and  the  bar  considered  a  positive  research 
use  to  be  a  proper  utility  to  support  the  patentability  of  an  invention  (see 
Rcichstcin  v.  Brink,  147  USPQ  118). 

My  company  has  had  to  deny  ijermission  to  several  of  our  scientisits  to  publish 
articles  on  new  research  developments  because  no  proper  patent  protection  could 
be  obtained.  Also,  the  lack  of  adequate  patent  protection  on  new  chemical  pro- 
cesses and  intermediates  was  a  major  factor  in  our  recent  decision  not  to  under- 
take a  new  business  venture. 

Here,  therefore,  is  an  area  where  there  is  controversy  within  the  Supreme 
Court,  between  the  Supreme  Court  ami  the  Court  of  Customs  and  Patent  Appeals 
as  well  as  between  the  Patent  Ofiice  and  the  patent  bar — with  many  potential 
inventors  being  the  injured  parties.  Calls  for  resolution  of  this  problem  in  a 
positive  manner  by  Congress  have  been  recorded  by  manv,  for  example,  L.  R. 
Velvel,  JPOS,  J,9,  5  (1907)  and  several  CCPA  judges.  Also  see  "Some  Special 
Problems  with  the  Utility  Requirement  in  Chemical  Patents",  The  George  Wash- 
ing Law  Review,  35,  809  ( 19G7 ) .  The  ABA  Bill  will  settle  this  controversy  with 
its  clear  definition  of  utility. 

The  concern  of  the  Supreme  Court  for  research,  expressed  in  its  Manson  de- 
cision, is  a  si>ecious  one.  On  the  practical  side  I  have  never  heard  of  an  infringe- 
ment action  against  a  strictly  research  or  experimental  use  of  a  patented  inven- 
tion. Since  no  damages  could  be  proved  and  such  use  is  usually  a  one-time  or.  at 
most,  short-term  affair,  the  benefit  of  such  an  infringement  action  to  the  patent 
holder  is  almost  nonexistent.  Also  case  law  suggests  that  experimental  or  research 
use  alone  does  not  constitute  infringement  (see  page  8  of  APLA  amicus  brief  in 
Manson,  esix^cially  Chesterfield  v.  U.^.,  159  F.  Supp.  371). 

Research  today  is  our  country's  biggest  business  and  strongest  asset.  The 
patent  sy.stem  should  be  used  to  its  fullest  extent  to  encourage  continued  strength 
in  research-oriented  industries  by  means  of  prompt  disclosures  and  adequate 
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protection  of  inventions  having  utility  in  research  l)Ut  whicli  may  later  have 
commercial  application.  The  Patent  Reform  Bill  will  not  do  this. 

If  the  Committee  wishes  to  insure  full  use  of  patented  inventions  in  re.>iearch, 
S.  2597  could  he  so  modified  hy  adding  another  section  as  follows  : 

'•271(g).  Whoever  makes  or  uses  a  patented  invention  for  re.><earch  puriwses 
and  not  in  contemplation  of  commercial  use  of  the  invention  shall  not  be  liable 
as  an  infringer." 

This  provision  would  recognize  and  encode  what  I  believe  to  be  common 
I)rartice  in  the  research  community  today. 

I  .suggest  that  the  definition  of  utility  in  Section  100(g)  of  S.  2597  (the  ABA 
Bill)   be  adopted. 

THE    INVENTION    AND    ITS    USE 

The  Patent  Reform  Bill  retains  the  first  paragraph  of  Section  112  of  the  pres- 
ent law  which  reads : 

"§  112.  Specification  of  a  Complete  Application 

"(a)  The  specification  shall  contain  a  written  description  of  the  invention,  and 
of  the  manner  and  process  of  making  and  using  it,  in  such  full,  clear,  conci.«:e,  and 
exact  terms  as  to  enable  any  per.son  skilled  in  the  art  to  which  it  pertains,  or 
with  which  it  is  most  nearly  connected,  to  make  and  use  the  same,  and  shall  set 
fortli  the  best  mode  contemplated  by  the  inventor  of  carrying  out  his  invention.'* 
[Emphasis  added.] 

The  ABA  Bill  modifies  this  section  as  follows  : 

'•§  112.  Specification 

"(a)  The  specification  shall  contain  a  written  description  of  the  invention, 
and  of  the  manner  and  process  of  making  it,  in  such  full,  clear,  concise,  and 
exact  terms  as  to  enable  any  person  skilled  in  the  art  to  which  it  pertains,  or 
with  which  it  is  most  nearly  connected,  to  make  the  same,  and  shall  set  forth  the 
best  mode  contemplated  by  the  applicant  of  carrying  out  the  invention.  The 
specification  shall  also  indicate  the  use  of  said  invention."  [Emphasis  added.] 

Once  again,  in  an  important  area  from  the  viewpoint  of  the  inventor  the 
Patent  Reform  Bill  retains  controversial  language  of  the  present  law  while  the 
ABA  Bill  attempts  to  resolve  tlie  conflict. 

The  Patent  Oflice  interprets  "making  and  using"  in  Section  112  as  two  distinct 
requirements,  neglecting  the  historical  derivation  of  the  phrase  which  indicates 
that  the  "and"  ought  be  used  as  an  alternative.  The  article  by  Harold  S.  Meyer 
in  49  JPOS  533  points  out  the  proper  connotation  of  the  phrase  (see  particularly 
pages  542-3)  as  well  as  the  practical  benefits  of  such  an  interpretation  to  the 
inventor  and  to  the  public.  Meyer  also  presents  a  scholarly  discussion  of  the  im- 
I»ortant  interrelationship  of  Sections  101  and  112.  A  distinguished  judge  of  the 
Court  of  Customs  and  Patent  Appeals  also  urged  a  proper  interpretation  of  the 
phrase,  145  USPQ  455-6. 

Under  Section  112  of  both  bills,  the  invention  must  be  described  with  details 
for  making  it,  constructing  it  or.  if  a  process,  using  it.  The  ABA  Bill  would  also 
require  that  the  application  merely  "indicate  the  use  of  said  invention".  On  the 
contrary,  the  Patent  Office  (since  the  Manson  decision)  has  required  the  descrip- 
tion of  the  use  of  an  invention  in  a  patent  application  to  l>e  explicit  enough  to 
bring  the  invention  to  a  point  of  practical  utilit.v  whch  approximates  commercial 
use.  The  Patent  Reform  Bill  would  continue  this  policy. 

Prior  to  the  Manson  decision,  an  inventor  who  had.  for  example,  synthesized  a 
new  series  of  chemical  comix)unds  having  insecticidal  activity  was  able  to  file  a 
patent  application  on  his  invention  with  the  information  at  hand.  Now,  however, 
the  inventor  should  determine  the  dose  parameters  of  activit.v.  toxicity,  suscept- 
ible insects,  etc.,  before  he  files  even  though  his  claimed  invention  is  a  new  series 
of  chemical  compounds.  Such  practice  not  onl.v  dela.vs  filing  but  it  places  the 
inventor  under  a  serious  burden  financially  as  well  as  independence  on  another 
scientific  discipline.  This  destroys  the  flexibility  in  our  i>atent  law  which  at  one 
time  was  one  of  its  strongest  advantages.  A  fascinating  viewpoint  of  the  practical 
diflSculties  of  this  problem  by  a  distinguished  American  inventor  was  pre.sented  in 
The  Chemist  (1966,  page  187,  the  publication  of  the  American  Institute  of 
Chemists) . 

I  submit  that  the  ABA  definition  and  requirements  for  disclosure  of  utility 
expressed  in  Sections  100(g)  'ind  112  of  S.  2.7.17  would  be  a  step  toward  a  strong 
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but  flexible  patent  law  which  would  be  universally  supported  by  industry  as 
well  as  the  patent  bar. 

Respectfully  submitted, 

William  H.  Edgertox,  Ph.  D., 

Manager,  Corporate  Patents. 

Stark  Bro.'s  Xltiseries  &  Orchards  Co., 

Louisiana,  Mo.,  March  S,  1968. 
Mr.  Tom  Brennan, 

Chief  Counsel,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights  of  the 
Senate  Judiciary  Committee,  Old  Senate  Office  Building,  Washington,  B.C. 

Dear  ]Mr.  Brennan  :  When  I  was  in  Washington  in  Fehiiiary,  I  received  a 
phone  message  from  Senator  McClellan's  Secretary  who  told  me  that  Senator  Mc- 
Clellan  and  you  had  asked  her  to  assure  me  that  any  statements  or  pertinent 
information  regarding  S.  1042  could  be  filed  by  March  1  or  later,  if  more  time 
was  needed.  I  greatly  appreciated  this  consideration,  especially  since  I  was  sent 
to  the  hospital  in  St.  Louis  for  an  operation  on  my  vocal  cords  and  I  am  still 
in  a  complete  voice  rest.  However  the  doctor  assures  me  that  the  situation  is 
all  clear  now,  but  I  must  be  careful  for  awhile  and  check  with  him  regularly. 

Since  last  November  when  I  was  commissioned  to  secure  the  latest  information 
and  techniques  affecting  sexually  reproduced  plants  from  seeds,  I  have  gathered 
together  a  mass  of  pertinent  information  from  a  large  number  of  authoritative 
sources.  Most  of  this  is  in  the  form  of  letters  and  from  personal  conferences  with 
scientific  groups  and  individuals  from  all  sections  of  the  nation,  most  of  them 
recognized  authorities  in  this  field. 

It  was  necessary  to  condense  and  summarize  some  of  the  findings  to  save 
reading  time  but  the  complete  letters  are  also  being  attached  to  my  report  for 
fuller  study  if  desired. 

Although  this  information  and  report  was  prepared  for  the  use  of  our  Special 
Committee  on  Plant  Patents,  it  contains  very  pertiment  information  on  Plant 
Patents,  affecting  specifically  the  Amendment  "or  Sexually"  to  S.  10i2.  I  am  fil- 
ing this  report  in  connection  with  S.  1042  and  I  trust  it  will  be  helpfuL 

I  have  been  closely  connected  with  the  Plant  Patent  program  for  40  years,  even 
before  the  legislation  was  passed  by  Congress,  but  the  last  three  months  have 
been  for  me  "«  concentrated,  education''  secured  from  the  people  who  are  on  the 
"firing  line"  and  "steering  the  ships".  I  am  not  a  technical  plant  breeder  but 
I  know  a  lot  more  about  the  subject  now  than  I  did  three  months  ago. 

I  am  writing  this  letter  as  an  individual  who  is  deeply  interested  in  the  con- 
tinued success  of  the  Plant  Patent  legislation  and  as  the  former  Chairman  of 
the  National  Committee  on  Plant  Patents  which  co-operated  with  the  Congres- 
sional Committees,  the  Patent  ofiice,  U.S.  Department  of  Agriculture  and  other 
agencies  concerned  with  the  preparation  and  passage  of  the  original  Plant  Patent 
legislation  in  1930. 

Thanking  you  again  for  your  consideration,  I  remain. 
Sincerely, 

Paul  C.  Stark. 
Summary  of  Report 

Asexually  reproduced  plants  are  identical  with  the  scions  or  buds  of  the 
"mother"  plant  from  which  they  are  grown.  They  can  be  idenified  as  to  variety 
quite  readily. 

The  present  Plant  Patent  law  applies  to  definite  constant  varieties  and  can  be 
enforced  only  with  regard  to  such  varieties. 

Plants  grown  from  seed,  on  the  other  hand,  may  vary  from  the  "mother"  plant 
to  such  an  extent  that  it  is  practically  impossible  to  positively  identify  a  variety 
of  any  crop  plant,  although  a  rather  loose  classification  as  to  kind  is  possible. 

Obviously,  if  originators  of  new  seed  reproduced  kinds  of  plants  are  to  be  given 
legal  control  of  these  new  kinds,  it  could  be  better  done  by  legislation  or  regula- 
tion not  based  on  ix)sitive  variety  idenification  as  is  the  present  highly  successful 
Plant  Patent  Law. 

Attached  are  opinions  of  plant  breeders  and  geneticists  with  regard  to  vari- 
ability in  seed  reproduced  plants. 

Report 

As  chairman  of  the  original  Plant  Patent  Committees  of  the  Nurserymen,  and 
the  Seedsmen,  40  years  ago,  I  am  interested  in  seeing  the  continuing  successful 
operation  of  the  present  Plant  Patent  law.  As  the  Chairman  of  the  Seedsmens 
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CJommittee  for  Plant  Patents,  I  worked  for  a  number  of  years  to  get  interest 
aroiLsed  for  protection  for  seed  propagated  crops.  However  in  1929  when  the 
matter  of  ivcluding  seeds  in  a  proposed  Plant  Patent  amendment  was  presented 
to  officials  of  the  Patent  Office,  of  Congressional  (Dommittees  and  the  U.S.  Dept.  of 
Agriculture,  it  was  clearly  evident  that  no  Plant  Patent  bill  could  be  passed  that 
included  seed  propagated  plants. 

The  report  on  Plant  Patents  or  Registration  by  a  Special  Committee  of  Amerir- 
can  Society  for  Horticultural  Science  in  1930  reported  strongly  in  opposition  to 
including  seed  propagated  plants,  based  on  reports  from  a  group  actively  engaged 
in  plant  breeding  of  sexually  propagated  plants  from  seeds.  Two  quotations 
from  this  report  indicate  the  general  tone  of  the  report. 

"*  *  *  even  tho  granting  that  the  intentions  of  the  idea  are  good,  all  empha- 
sized that  the  patenting  of  seed  propagated  plants  was  useless  because  laws 
concerning  it  could  not  be  enforced." 

******* 

"The  one  insurmountable  difficulty  which  seven  of  the  nine  correspondents 
mentioned  is  the  inherent  instability  and  variations  of  seed-propagated  plants. 
Existing  tyi>es  and  even  ideals  are  constantly  shifting. 

It  is  recognized  that  much  progress  has  been  made  in  recent  years  in  methods 
in  plant  breeding  and  variety  improvement  in  sexually  propagated  plants  by 
seeds.  For  example,  my  conferences  with  Hybrid  Corn  breeders  brought  out  the 
situation  that  they  feel  they  have  a  better  and  quicker  method  of  protectimi  of 
their  new  hybrids  than  could  be  secured  if  plant  patents  were  available.  Similar 
expressions  were  made  by  Plant  breeders  in  other  divisions  of  the  seed  trade 
which  are  developing  hybrids. 

SURVEY  FROM  RECOGNIZED  AUTHORITATIVE  SOURCES 

When  this  matter  was  under  discussion  at  the  November  meeting  of  our 
Special  Committee  for  Plant  Patents  of  the  National  Association  of  Plant  Patent 
Owners  Association.  I  was  commissioned  to  make  a  survey  and  assemble  infor- 
mation for  our  Special  Committee  on  Plant  Patents  from  recognized  authoritative 
sources  to  ascertain  ivhether  or  not  "sexually  reproduced  plants  from  seeds"  met 
the  requirements  of  stability  and  reproducibility  sufficient  to  fit  into  the  Plant 
Patent  Systems. 

I  discovered  the  following  day  that  there  was  a  large  convention  in  Washing- 
ton of  the  Aynerican  Society  of  Agronomy  which  included  a  division  known  as  the 
Crop  Science  Society,  whose  members  included  leading  Plant  Breeders,  Geneti- 
cists and  Agronomists  from  all  parts  of  the  country. 

For  two  days  I  interviewed  about  fifty  of  these  men,  explaining  our  Special 
Committee's  desire  for  the  latest  information  on  this  subject. 

In  my  talks  with  these  plant  breeders,  geneticists  and  agronomists  at  the 
American  Society  of  Agronomy  meeting  in  November  the  general  opinion  was 
almost  unanimous  regarding  the  complex  technical  problems  and  difficulties  of 
maintaining  stability  in  sexually  reproduced  plants  from  seeds  over  a  period  of 
years. 

The  difficulty  of  description  of  a  new  seed-reproduced  plant  with  its  variance 
over  the  years  was  mentioned  by  most  of  the  men  consulted  and  nearly  every 
one  also  brought  up  some  additional  difficulties  or  impossibility  of  positively 
identifying  the  new  variety  and  proving  infringement,  which  would  make  en- 
forcement very  difficult  or  impossible. 

The  follon-ing  quotations  give  more  details  supporting  the  above  statement. 

From  the  testimony  of  Dr.  John  Poehlman,  Department  of  Agronomy,  Uni- 
versity of  Missouri  at  the  February  1,  196S  Hearing  before  the  Senate  Sub- 
Committee  on  Patents,  Trade  ]\Iarks  and  Copyrights,  in  regard  to  the  amendment 
proposed  to  add  "or  sexually"  to  the  Plant  Patent  Act. 

"It  is  my  judgment  and  that  of  many  plant  breeders  with  whom  I  have  com- 
municated that : 

( a )  Concise  descriptions  cannot  be  given  for  most  varieties. 

(b)  The  range  of  variability  within  varieties,  changes  from  generation 
to  generation.  They  do  not  stand  still." 

IXHEREXT  VARIABILITY — DIFFICULTIES  OF  DESCRIPTION  AND  ENFORCEMENT 

In  a  letter  to  Dr.  John  L.  Poehlman,  Professor  of  Agronomy,  University  of 
Missouri  at  the  time  of  his  testimony  before  the  Senate  Sub  Committee  on 
Patents,  Trade  Marks  and  Copyright  on  February  1,  1968,  from  Dr.  Roy  Creech, 
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Associate  Professor  of  Plant  Breeding,  Department  of  Horticulture,  Pennsyl- 
vania State  University : 

"It  seems  that  the  major  issues  involve  the  biological  instability  inherent  with 
the  genetic  mechanism  and  the  problems  of  enforcing  regulations  that  would 
naturally  follow  such  an  amendment.  In  my  opinion,  no  expert  exists  that  could 
serve  as  the  autiiority  in  such  a  matter." 

Dr.  A.  A.  Hanson,  Chief,  Forage  and  Range,  Research  Branch  &  Past  President, 
Crop  Science  Society  of  America,  wrote  to  Edward  J.  Brenner,  Commissioner  of 
Patents  on  January  17,  1968  : 

"Xo  acceptable  alternatives  have  been  proposed  to  replace  protection  now 
afforded  by  plant  patents  to  the  developers  of  asexually  propagated  varieties. 
Similarly,  there  is  no  logical  basis  for  extending  the  patent  .system  to  include 
seed  propagated  species.  The  variability  in  sexually  reproduced  varieties  and 
changes  in  type  attributable  to  genetic  shift  would  vitiate  the  intent  of  the 
patent  system,  which  rests  on  the  protection  of  uuique  and  reproducible 
discoveries. 

"The  exisiug  plant  patent  sy.stem  should  be  preserved  without  change." 
The  following  is  quoted  from  an  article  in  the  U.  S.  Department  of  Agriculture, 
Yearbook  of  1961,  page  .388  by  Br.   Victor  BosiccU,  Crops  Research  Division, 
Agricultural  Research  Service,  U.S.D.A. 

"It  is  harder  to  control  a  variet/i/s  inherent  tendency  to  vary  and  to  change  as 
a  result  of  natural  selection  or  of  the  seedsman's  selection. 

Xo  variety  is  ahsoluiely  uniform  and  fixed.  Although  the  plants  from  seeds 
of  a  variety  may  appear  as  alike  as  peas  in  a  pod  at  the  time  of  introduction, 
they  are  not  all  exactly  alike  genetically.  As  numbers  of  plants  increase  in  suc- 
ceeding generations,  after  repeated  shufflng  of  countless  genes,  characteristics 
emerge  that  did  not  have  the  mathematical  opportunity  to  appear  earlier." 

The  following  wire  was  sent  to  Senator  John  L.  McClellan,  Chairman,  Senate 
Sub  Committee  on  Patents,  Trade  Marks  and  Copyrights,  on  Januaiy  31,  1968 — 
Dr.  Henry  M.  M linger,  Professor  of  Plant  Breeding  and  Vegetable  Crops,  Cornell 
University. 

"I  Tirge  defeat  of  amendment  to  S1042  extending  patents  to  plant  varieties  re- 
produced sexually.  Inherent  variability  of  such  varieties  would  make  enforce- 
ment of  patents  difficult  or  impossible.  Extended  study  is  needed  before  present 
plant  patent  provisions  are  changed." 

Dr.  M.  W.  Adams,  Professor  of  Plant  Breeding  and  Genetics,  Crop  Science 
Department,  Michigan  State  University  on  Janxiary  13. 1968,  wired  : 

"I  cannot  support  patent  amendment  since  in  my  judgment  there  are  no  prac- 
tical means  of  proving  on  biological  grounds  that  two  varieties  in  question  are 
either  genetically  identical  or  different  in  any  small  degree  due  to  inherent  varia- 
bility of  biologic  materials." 

Dr.  Louis  P.  Eeitz,  President-Elect  of  Crop  Science  Society.  American  Society 
of  Agronomy,  wrote  Edward  J.  Brenner,  Commissioner  of  Patents  on  January  17, 
1968: 

"Because  so  many  varieties  within  field  crop  species  cannot  be  clearly  dis- 
tinguished merely  by  looking  at  them,  I  believe  the  issuance  of  patents  on  seed- 
propagated  forms  would  be  a  collos.sal  deliacle  of  confusion.  In  cases  of  litiga- 
tion how  could  expert  witnesses  survive  cross  examination?  Inevitably,  it  seems 
to  me,  there  would  be  required  an  elaborate  te.sting  facility  where  questions 
could  be  resolved  and  this  might  be  a  worse  problem  and  cost  more  than  our 
pre.sent  procedure." 

Dr.  D.  D.  Stuthman,  Assistant  Professor,  Agronomy  and  Plant  Genetics,  Uni- 
versity of  Minnesota : 

"As  you  well  know,  impos.tihle  is  a  strong  word,  but  if  an  adequate  description 
includes  information  that  will  allow  an  enforcing  agency  to  rule  whether  a  given 
lot  of  seed  is  the  variety  in  question  or  not,  it  just  can  not  he  done  with  our 
present  day  knowledge  and  technology.  Even  the  best  attempt  with  exhaustive 
testing  would  be  so  expensive  as  to  be  completely  impractical." 

REASONS  FOB  EXCEPTIONS  OF  TUBER-PROPAGATED  PLANTS — ALSO  APPLIES  TO  SEED 

Enforcement  difficulties  of  sexually  reproduced  plants  from  seeds  are  recog- 
nized due  to  similarity  to  the  ix>tato  problem  where  potatoes  were  excepted  and 
excluded  from  the  law  when  it  was  passed  by  Congress  in  1930. 

Hearing  of  House  Committee  on  Patents  on  II.R.  11372  {April  8,  1930) 
"Exception  of  Tuher-Propagated  Plants" 
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"Substantially,  the  only  plants  covered  by  the  term  "tuber-propagated"  would 
be  the  Irish  potato  and  the  Jerusalem  artichoke.  This  exception  is  made  because 
this  group  alone,  among  asexually  reproduced  plants,  is  propagated  by  the 
same  part  of  the  plant  that  is  sold  as  food." 

As  Chairman  of  the  National  Conimittee  for  Plant  Patents,  I  recall  the  con- 
ferences with  Patent  Office,  the  Senate  and  House  Committee  on  Patents  and  the 
U.S.  Department  of  Agriculture  on  this  subject  and  the  decision  to  except  pota- 
toes from  the  right  to  patent  under  this  law.  This  has  proven  to  be  a  wise  deci- 
sion affecting  the  successful  operation  of  the  Plant  Patent  legislation. 

It  was  recognized  that  infringement  could  be  so  easy  and  so  widespread  because 
potatoes  were  available  everywhere  for  use  as  food  or  for  growing  the  plants  that 
it  was  felt  that  enforcement  could  soon  become  a  farce.  This  would  reflect  un- 
favorably on  enforcement  with  the  other  types  of  asexually  reproduced  plants — 
so  for  that  reason  potatoes  were  excluded  from  the  original  Plant  Patent  Act  in 
1930. 

ENFORCEMEIS'T    DIFFICULTIES    DUE    TO    TWO    TYPES    OF    INFRINGEMENT    WITH    PLANTS 

FROM    SEED 

In  the  ease  of  sexually  propagated  plants  from  seeds  the  same  or  greater  diffi- 
culties arise  in  enforcement. 

All  sexually  reproduced  plants  from  seeds  would  be  covered  under  the  "or 
sexually"  amendment  to  Sl(>42  proposed  by  the  seed  trade.  The  tremendous  num- 
ber of  different  kinds  of  seed  reproduced  plants  throughout  the  ivorld  staggers 
the  imagination  and  indicates  the  complexities  and  enormity  of  the  problems 
that  could  develop.  The  potential  costs  to  the  Federal  and  State  agencies  and  serv- 
ices and  increased  manpower  demand  are  factors  causing  great  concern  to  those 
agencies  that  would  be  affected. 

Seeds  are  technically  dormant  plants  with  the  individual  seed  containing  all  the 
characteristics  and  qualities  of  the  new  plant.  All  that  is  required  is  moisture, 
warmth  and  sun  to  start  the  new  plant  to  grow.  Seeds  are  grown  and  are  avail- 
able everywhere  and  they  are  used  for  human  food,  animal  feed  and  many 
industrial  purposes,  so  many  complex  situation  of  infringement  and  enforce- 
ment difficulties  could  develop  as  in  the  case  of  potatoes  wliich  were  excepted 
from  the  law  in  1930. 

The  added  problem  of  enforcement  due  to  expert  icitnesses  not  being  able  to 
positively  identify  the  infringing  plant  would  result  in  failure  of  enforcement. 
This  is  covered  in  detail  in  the  quotations  on  the  preceding  page.  The  combina- 
tion of  these  tivo  types  of  enforcement  failures  with  "sexually  produced  plants 
from  seed"  is  one  of  the  chief  reasons  why  such  great  concern  is  felt  by  the 
scientifiG  plant  authorities  who  believe  the  great  confusion  and  widespread  lack 
of  enforcement  will  endanger  or  possibly  destroy  the  asexual  part  of  the  present 
Plant  Patent  Law,  as  it  is  tied  in  with  the  sexual  Section  to  read  "A.sexual  or 
sexual  reproduced  plants".  When  the  Sexual  part  fails  it  could  drag  the  asexual 
division  down  with  it,  as  this  proposed  amendment  to  S1042  joins  them  together. 

SEPARATE   SEED   PATENT   ACT    SAFEST   FOB   ALL   CONCERNED 

Our  N.A.P.P.O.  attorney  who  has  attended  all  the  meetings  of  our  Special 
Committee  on  Plant  Patents,  has  warned  the  Special  Committee  at  every  Special 
Committee  meeting  and  also  at  the  annual  meeting  of  N.A.P.P.O.  members  that  the 
Asexual  section  of  the  present  Plant  Patent  Law  which  affects  the  best  interest 
of  NAPPO  members  would  be  in  much  less  danger  if  the  proposed  inclusion  of 
"Sexually  propagated  plants  from  seed"  were  in  a  separate  additional  section 
of  the  patent  act.  This  is  also  strongly  stated  by  Wm.  Flemer,  III,  a  meml)er  of 
of  our  Committee,  in  his  letter  of  January  15,  1968  to  Richard  Hutton.  President 
of  NAPPO  and  member  of  our  Special  Committee.  In  Richard  Hutton's  letter  of 
recommendation  to  our  Special  Committee  on  Plant  Patents  of  April  IS,  1967,  he 
also  recommended  that  the  Sx>ecial  Committee  adopt  this  position  of  "a  separate 
Seed  Patent  Act  as  an  extension  of  Patent  legislation  or  some  other  form  of 
protection".  The  Seed  Trade  did  not  do  this  and  in  their  seed  amendment  to  S1042 
added  ''or  sexually"  to  the  asexual  section  to  read  "asexually  or  sexually  repro- 
duced plants." 

The  Special  Committee  on  Plant  Patents  was  given  the  responsibility  by  the 
members  of  the  National  Association  of  Plant  Patent  Owners  to  look  after  the 
best  interests  of  the  present  plant  patent  owners  who  are  members  of  NAPPO 
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and  to  eudeavor  to  protect  the  present  Plant  Patent  Legislation  from  any  action 
that  could  tccakcn  or  endanger  its  record  of  effective  and  successful  oijeration 
for  the  i>ast  38  years.  The  present  Plant  Patent  Law  is  practical,  it  has  proven 
hencficial  to  both  inventors  and  the  public.  Therefore,  it  should  be  left  alone  as 
amentlnients  could  make  it  unworkable  and  result  in  the  possibility  of  no  law 
at  all.  The  most  thorough  study  and  careful  consideration  by  all  groups  and 
parties  affected  should  be  completed  before  any  changes  are  made  in  this  suc- 
cessful legislation  that  has  such  strong  support  from  scientific  groups,  the  trade 
and  the  general  public. 

This  report  on  the  present  scientific  and  technical  situation  with  sexually  repro- 
duced plants  from  seed,  which  the  vSpecial  Committee  on  Plant  Patents  asked 
me  last  November  to  secure  from  the  best  scientific  authoritative  sources  was  the 
principle  reason  for  calling  this  meeting  on  February  20, 19GS. 

I  believe  this  recent  survey  and  results  of  a  series  of  conferences  I  have  had 
with  recognized  scientific  authorities  on  this  subject,  has  brought  together  a 
much  clearer  picture  of  the  present  complex  situation  of  "sexually  reproduced 
plants  from  seeds."  The  questions  and  serious  problems  arising  as  a  result  of 
this  attempt  to  include  seed  propagated  plants  under  the  provisions  of  our  present 
Plant  Patent  Legislation,  are  very  far  reaching. 

ALL    FAVOR    CONTINUING    PLANT    PATENT    LAW — URGE    VERY    CAREFUL    STUDY    BEFORE 

BASIC  CHANGES 

Practically  all  the  plant  breeders,  geneticists,  horticulturists  and  other  scien- 
tific groups  with  whom  I  conferred  w^ere  greatly  interested  in  the  advancement 
of  programs  and  activities,  both  public  and  private,  for  the  improvement  of 
varieties  of  plants. 

All  were  definitely  in  favor  of  continuing  the  present  plant  patent  law.  At  the 
patent  office,  I  was  informed  that  practically  all  associations  and  individuals 
who  had  responded  to  the  invitation  of  the  Commissioner  of  Patents,  Edward  J. 
Brenner,  for  statements,  had  been  in  favor  of  continuing  the  present  Plant  Pat- 
ent Law  which  had  been  in  successful  and  efficient  operation  since  1930. 

However  the  reaction  of  practically  all  of  these  scientists  who  were  familiar 
with  plant  breeding  and  improvement  of  horticultural  varieties,  were  almost 
unanimous  in  urging  very  careful  study  of  any  basic  changes  in  the  plant  patent 
law  until  full  consideration  of  the  far  reaching  consequences  could  be  made  by 
the  various  groups  interested  and  directly  affected  by  such  proposed  changes. 

Many  of  those  consulted,  pointed  out  the  successful  operation  of  the  present 
Plant  Patent  law  applying  to  asexually  propagated  plants  which  has  worked  so 
well  and  steadily  received  increasing  support  of  the  horticultural  trade  and  the 
general  public. 

At  the  same  time  they  emphasized  the  vast  difference  of  the  asexual  reproduc- 
tion, with  no  sexual  process  effect  on  the  reproduced  plant,  on  the  one  hand  as 
compared  with  the  variance  of  the  plants  sexually  reproduced  from  seed  where 
the  sexual  process  was  in  operation,  resulted  in  many  complex  situations  that 
indicated  why  seed  propagated  plants  did  not  fulfill  the  requirements  for  receiv- 
inff  plant  patents. 

These  men  stated  that  the  infringement  problem  would  be  very  serious  and 
could  be  almost  impossible  to  enforce  with  so  many  commercial  concerns,  agen- 
cies and  individuals  growing  and  handling  the  new  seed  varieties  and  the  difjl- 
culties  of  proving  infringements,  with  resulting  lack  of  enforcements. 

Asexual  reproduction  and  sexual  reproduction  are  basically  entirely  different. 
To  attempt  to  merge  the  two  different  systems,  with  the  same  regulations  for 
both,  would  be  a  disservice  to  those  interested,  in  protection  for  sexually  repro- 
duced plants  and  could  endanger  or  defeat  the  proven,  workable  and  popular 
Plant  Patent  Legi-slation  now  in  operation  for  asexually  reproduced  plants.  If 
this  should  happen  the  Seed  Trade  would  lo^ie  tivice,  not  only  their  oivn  amend- 
ment but  they  would  also  lose  the  highly  successful  Plant  Patent  Legislation  for 
asexually  reproduced  plants.  This  successfully  workable  law  is  their  best  argu- 
ment for  protection  hy  some  appropriate  legislation  or  system  that  fits  the  char- 
acteristics of  sexually  reproduced  plants  so  that  infringements  could  be  proved 
and  the  regulations  enforced. 

If  vhole  Plant  Patent  Act  failed,  as  a  result  of  the  seed  amendment  to  S1042. 
those  interestfHl  in  asexual  reproduced  plants  in  the  present  law  would  lose  the 
benefit  of  a  sound  constructive  laic  and  the  seedsmen  would  lose  out  by  in.sisting 
on  tying  into  a  law  in  which  their  seed  propagated  plants  did  not  qualify  or  fit 
and  could  not  be  enforced. 
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A.S.H.S,    AXD    OTHER    SCIENTIFIC    ORGANIZATIONS    ALERTING    MEMBERS — ANALYZE 
POTENTIAL    CONSEQUENCES 

The  A7n€?-icaH  Society  for  Ilorticnltural  Science  through  its  Board  of  Directors 
has  written  the  Commissioner  of  Patents,  Edward  J.  Brenner,  presenting  their 
opinion  and  recommending  the  continuance  of  tlie  present  Plant  Patent  legislation. 

They  have  also  urged  careful  studij  and  aHalysis  bij  all  groups  affected  of  the 
potential  consequences  of  the  proposed  amendment  to  add  "or  sexually"  to 
S.  1042.  Tliis  letter  to  the  Commissioner  of  Patents  is  being  reproduced  in  the 
A.S.H.S.  News  Letter  to  alert  the  2100  members  of  this  organization.  Included  in 
its  membership  are  well  known  plant  breeder.s,  geneticists,  horticulturists  and 
other  scientists  interested  in  this  broad  field  of  plant  improvement,  in  both  public 
institutions  and  private  commercial  concerns. 

Other  scientific  organisations  are  also  notifying  their  members  of  the  recent 
developments  in  this  proposed  legislation  to  extend  coverage  of  Plant  Patents 
to  all  sexualhf  reproduced  plants  from  seeds  and  the  serious  consequences  that 
would  affect  the  entire  Plant  Patent  Legislation. 

APPROPRIATE,  WORKABLE  AND  PERMANENT  PROTECTION  CAN  BE  ACHIEVED  FOR  SEXUALLT 
REPRODUCED   PI^NTS   FROM    SEED 

I  wish  to  make  clear  my  present  and  past  desire  to  see  that  plant  breeders  of 
Sexually  Reproduced  Plants  from  seed  have  appropriate  and  icorkable  protection 
and  encouragement. 

Over  40  years  ago  I  served  as  Chairman  of  the  Patent  Committee  of  the  Ameri- 
can Seed  Trade  Association  for  a  period  of  years  to  help  arouse  interest  and  sup- 
port for  plant  patents,  or  other  forms  of  protection  for  seed  propagated  plants. 
At  that  time  there  was  much  lack  of  interest  and  differences  of  opinion  among 
the  different  divisions  of  the  Seed  Trade  about  the  desirability  or  practicability 
of  such  action,  and  from  personal  conversations  with  some  seed  companies  in 
recent  months,  I  have  the  impression  that  considerable  lack  of  interest  and  dif- 
ferences of  opinion  still  exists  in  the  seed  trade. 

However  there  has  been  much  concern  aroused  among  scientific  groups  and 
individuals  in  this  field  as  a  result  of  the  amendment  to  add  "or  sexually"  to 
S1042.  All  groups  affected  seem  veilling  to  carefully  study  the  problems  and  will 
help  to  secure  for  plant  breeders  of  seed  propagated  plants  an  appropriate,  prac- 
tical and  workable  plan  of  protection  and  encouragement  that  will  not  iveahen  or 
endanger  the  present  Plant  Patent  Legislation.  Such  a  plan  will  have  much  help 
from  many  other  groups. 

The  widespread  interest  aroused  among  many  groups  interested  in  encour- 
aging and  protecting  plant  breeders  and  others  interested  in  improvement  of  plant 
varieties  is  a  healthy  indication  and  a  constructive  development.  With  the  great 
interest  among  many  groups  and  the  determination  to  develop  a  practical,  work- 
able plan  which  will  fit  the  characteristics  of  sexually  reproduced  plants  from 
seed,  this  can  be  accomplished. 

I  am  confident  there  can  be  produced  a  form  of  protection  that  can  be  enforced 
and  result  in  a  successful  and  permanent  system  that  will  steadily  gain  support 
from  scientists,  the  trade  and  general  public. 

FOOD   AND   FIBER   REQUIREMENTS   FOR   GREATLY   INCREASED   POPITLATION 

This  is  a  sound  approach  to  a  big  problem  of  great  importance  to  the  nation,  as 
a  whole,  now  and  in  the  future  when  the  "population  explosion"  throughout  the 
world  will  require  great  increases  in  the  agricultural  production  of  food  and 
fiber  to  fill  the  needs  of  the  people. 

The  total  production  of  Food  and  Fiber  for  the  future  is  of  national,  inter- 
national and  world-wide  concern  and  "the  time  is  later  than  we  know." 

Food  and  fiber  are  vital  munitions  in  war  or  peace.  With  the  tremendous  in- 
crease in  supplies  needed  for  greatly  increased  populations,  it  is  recognized  that 
this  protection  and  encouragement  of  Plant  Breeders  can  be  a  matter  of  decisive 
importance  in  increasing  the  size  and  quality  of  nations'  agricultural  products. 
Our  nation's  future  success  and  stability  can  be  largely  influential  through  techni- 
cal leadership  in  Plant  Breeding  for  Improved  Plant  Varieties  of  better  quality 
and  heavier  production. 

Plant  Breeders  and  others  working  in  this  field  of  Improvement  in  Plant 
Varieties  have  a  big  challenge  and  opportunity  for  great  service  to  mankind  when 
it  is  critically  needed.  The  results  they  accomplish  can  be  of  far  reaching  influence 
in  meeting  world  hunger. 
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Tliese  food  problems  of  srave  concern  facing  the  nation  now  and  in  the  future 
emphasize  the  great  importance  of  developing  a  snnnd,  practical  and  loorkahle 
fi!/sfcr)i  for  Plant  Breeders  of  seed  propagated  plants. 

Agriculture  and  the  Nation  cannot  afford  the  failure  of  any  ill-advised  or 
hastily  enacted  legislation  such  as  the  "or  sexually"  amendment  to  S1042.  This 
could  slow  down.  posti)one  or  confuse  the  splendid  progress  being  made  in  the 
programs  of  Tnvprorcmcnt  in  Plant  Varieties  at  the  present  time  throughout  the 
country.  Likewise  they  cannot  afford  to  tceaken  or  endanger  the  present,  success- 
ful Plant  Patent  Law  for  asexual  reproduced  plants,  by  enacting  this  amendment 
to  S1042. 

The  unanimous  opinion  expressed  by  the  scientific  groups,  familiar  with  this 
problem  of  ?!oxually  reproduced  Plants  from  Seed,  has  been  the  necessity  of  most 
careful  studg  and  analysis  of  these  problems  hcfore  taking  legislative  action. 
Coupled  with  these  strong  recommendations  of  these  scientific  authorities,  is 
strong  opposition  of  the  U.S.  Department  of  Agriculture  to  this  amendment  to 
SI  042. 

Tliese  scientists  stronglij  indicate  that  a  hasty  decision  on  this  proposed  amend- 
ment to  S1042  could  have  disastrous  consequences  to  all  concerned  at  a  time 
when  all-out  efforts  are  needed  to  advance  and  strengthen  the  efforts  of  Plant 
Breeding  to  meet  future  demands. 

This  whole  Food  and  Fiber  problem  is  not  only  national  'but  Korld-ioide.  The 
effect  and  possible  side-effects  of  the  proposed  legislation  to  amend  S1042  by 
adding  "or  sexually"  can  be  of  direct  effect  on  this  great  Food  and  Fiber  problem, 
Ijij  .^loicing  down  the  efforts. 

This  legislative  decision  has  national  significance  on  manp  groups  affected  and 
can  have  strong  impact,  good  or  bad,  in  future  developments,  on  the  Food  and 
Fiber  problems.  This  is  a  national  problem,  larger  than  any  one  industry  or  a 
section  of  one  industry. 

Certainly,  in  a  problem  of  such  far-reaching  consequences,  there  must  be  the 
greatest  effort  and  most  careful  consideration  to  avoid  any  mistakes  or  ill- 
advised  action  that  could  fail  to  accomplish  the  desired  constructive  results  or 
even  weaken  or  be  destructive  of  the  sound  and  successful  Plant  Patent  legisla- 
tion that  has  worked  so  ivell  for  38  years. 

This  report  to  the  Special  Committee  on  Plant  Patents  contains  the  results  of 
over  3  months  of  intensive  investigation,  surveys  and  conferences  with  scientific 
authorities  throughout  the  nation  in  the  field  of  Improvement  in  Plant  Varieties. 

The  complete  letters  partially  quoted  earlier  in  this  report  are  attached.  Also 
other  pertinent  letters  received  from  Scientific  authoritative  sources  are  also 
attached. 

The  Pennsylvania  State  Uni^'ersity, 

College  of  Agriclltube, 
University  Park,  Pa.,  January  31, 196S. 
Dr.  John  M.  Poehlman, 
Washington,  B.C. 

Dear  Dr.  Poehlman  :  This  letter  is  in  support  of  your  arguments  concerning 
the  proposed  change  in  the  plant  patent  act  to  include  sexually  propagated  crop 
species.  I  agree  with  the  statements  brought  forward  by  University  of  Missouri 
scientists  in  the  mimeograph  under  your  letter  to  Mr.  Paul  Stark,  of  Decemlier  13. 
1967.  "It  seems  that  the  major  issues  involve  the  biological  instability  inherent 
with  the  genetic  mechanism  and  the  problems  of  enforcing  regulations  that 
would  naturally  follow  such  an  amendment.  In  my  opinion,  no  expert  exists  that 
could  serve  as  the  authority  in  such  a  matter." 

I  strongly  recommend  that  a  .ioint  study  be  made  by  both  public  and  private 
plant  geneticists  and  breeders,  perhaps  jointly  sponsored  by  the  American  Seed 
Trade  Association,  the  American  Society  of  Agronomy  and  The  American  Society 
for  Horticultural  Science,  to  ascertain  the  facts  related  to  the  proposed  change 
and  the  inherent  problems  if  such  a  change  is  enacted. 
Sincerely, 

Roy  G.  Creech, 
Associate  Professor  of  Plant  Breeding. 
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New  York  Stai-e  College  of  Agrictjltuke 

AT  Cornell  Univeesity, 
Ithaca,  N.Y.,  January  SO,  196S. 
Dr.  John  M.  Poehlman, 
Washington,  D.C. 

Dear  Dr.  Poehlman  :  At  the  request  of  Mr.  Paul  Stark  I  am  sending  you 
herewith  a  copy  of  a  letter  sent  today  to  the  Conmiissioner  of  Patents  by  a  num- 
t>er  of  the  faculty  members  of  the  Department  of  Plant  Breeding  and  Biometry 
at  Cornell  University. 

Tonight  I  am  sending  the  following  telegram  to  Senator  John  L.  McClellan : 
"I  urge  defeat  of  amendment  to  S1042  extending  patents  to  plant  varieties 
reproduced  sexually.  Inherent  variability  of  such  varieties  would  make  enforce- 
ment of  patents  difficult  or  impossible.  Extended  study  is  needed  before  present 
plant  patent  provisions  are  changed." 

I  appreciated  receiving  through  Mr.   Stark  the  comments  and  questions  on 
plant  iMitents  that  were  made  by  your  group  at  the  University  of  Missouri. 
Best  wishes  for  success  in  your  efforts  in  Washington. 
Sincerely  yours, 

Henry  M.  Hunger. 
Professor  of  Plant  Breeding  and  Vegetable  Crops. 

Crop  Science  Society  op  America, 

January  17,  1968. 
Mr.  Edward  J.  Brenner, 
Comnnssimier,  U.S.  Patent  Office, 
U.S.  Department  of  Commerce. 

Dear  Commissioner  Brenner  :  Dr.  F.  L.  Patterson,  President,  Crop  Science 
Society  of  America,  asked  members  of  CSSA  Executive  Committee  and  Seed  Com- 
mittee to  comment  on  your  letter  of  January  4,  1D6S.  In  this  letter  you  requested 
comments  on  a  recommendation  of  the  President's  Commission  on  the  Patent 
System,  namely,  "all  provisions  in  the  patent  statute  for  plant  patents  shall  be 
deleted,  and  another  form  of  protection  provided." 

I  have  a  general  understanding  of  the  controversy  engendered  by  this  recom- 
mendation and  the  circumstances  that  led  to  its  inclusion  by  the  President's 
Commission.  In  my  judgment,  the  recommendation  is  premature.  No  acceptable 
alternatives  have  been  proix)'Sed  to  replace  protection  now  afforded  by  plant 
patents  to  the  develoi)ers  of  asexually  propagated  varieties.  Similarly,  there  is 
no  logical  basis  for  extending  the  patent  system  to  include  seed,  propagated 
species.  The  variability  in  sexually  reproduced  varieties  and  changes  in  tyi>e  at- 
tributable to  genetic  shift  would  vitiate  the  intent  of  the  patent  system,  which 
rests  on  the  protection  of  unique  and  reproducible  discoveries. 

The  existing  plant  patent  system  would  be  pi*eserved  without  change. 
Sincerely  yours, 

A.  A.  Hanson, 
Chief,  Forage  and  Range  Research  lirancli. 

and  Past  Presidoit. 

Crop  Science  Society  of  America, 

Madison,  Wis.,  January  19,  1968. 
Mr.  Edward  J.  Brenner, 
Commissioner,  Patent  Office, 
U.S.   Department   of  Commerce, 
Washington,  D.C. 

Dear  Mr.  Brenner:  I  have  Dr.  Patterson's  letter  to  you  of  January  11,  1968, 
in  which  he  asks  me  to  express  my  views  regarding  the  patent  law  covering 
plants.  My  comments  are  mainly  on  experience  with  small  grain  croi>s  and  are 
only  my  own  vie^vs.  They  do  not  represent  official  views  held  by  the  Crop  Science 
Society  of  America  or  the  U.S.  Department  of  Agriculture. 

The  long  standing  and,  in  general,  effective  plant  patent  law  with  application 
to  certain  asexually  propagated  plants  should  1^  continued  without  interruption. 
It  is  not  perfect  but  to  delete  it  before  another  form  of  protection  is  provided 
appears  to  be  wholly  unsound  and  can  cause  hardship  to  those  segments  of  the 
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trade  who  have  depended  upon  it.  Therefore,  I  strongly  recommend  continuance 
of  the  present  patent  law. 

I  further  feel  there  should  be  a  review  of  the  patent  position  with  respect  to 
seed  plants  and  commend  you  for  seeking  opinions  on  this  aspect  of  the  problem. 
There  are  many  difficulties  which  I  think  all  revolve  around  two  problems, 
namely :  ( 1 )  protection  of  the  plant  entity  from  exploitation  by  others  on  ethical 
grounds  and  this  generally  means  protection  of  a  distinctive  name  associated 
with  a  plant  genotype;  and  (2)  a  system  by  which  to  collect  a  royalty  from 
users  of  the  seed  beyond  present  limited  opportunities  as  a  means  to  recoup 
expenses  incurred  in  developing  the  new  form. 

The  CSSA  registers  new  varieties  of  field  crops  and  superior  germ  plasm. 
This  provides  published  information  to  the  public  on  the  origin  and  special  value 
of  new  varieties.  This  assures  that  duplicate  names  will  not  be  used  in  the 
register.  However,  the  service  is  voluntary  and  no  policing  is  involved.  The  U.S. 
Department  of  Agriculture  also  makes  news  releases  about  new  seed  varieties 
we  develop  and  periodically  we  publish  descriptions  of  these.  In  many  cases 
the  ''distinctiveness"  of  these  varieties  is  physioloffical  and  not  of  taxmiomic 
value ;  in  fact,  many  varieties  look  alike. 

Because  so  many  varieties  within  field  crop  species  cannot  be  clearly  dis- 
tinguished merely  by  looking  at  them,  I  believe  the  issuance  of  patents  on  .seed- 
propagated  forms  would  be  a  colossal  debacle  of  confusion.  In  cases  of  litigation 
how  could  expert  witnesses  survive  cross  examination?  Inevitably,  it  seems  to 
me,  there  would  be  required  an  elaborate  testing  facility  where  questions  could 
be  resolved  and  this  might  be  a  worse  problem  and  cost  more  than  our  present 
procedure. 

A  patent  would  tend  to  dry  up  the  supplies  of  germ  plasm  so  freely  made 
available  now  and  shared  by  breeders.  The  patent  process  could  delay  the  release. 

I  doubt  the  real  annoyances  caused  by  a  very  small  number  of  unscrupulous 
seedsmen  would  be  eliminated  by  a  patent  law.  It  would  only  cau.se  them  to  find 
other  ways  to  carry  on.  For  example,  it  would  be  a  lethal  blow  to  have  a  •'sharpy" 
get  a  patent  on  a  variety  form  and.  thereby,  tie  up  all  other  similar  forms  when 
performance  was  far  better  in  the  others. 

Each  segment  of  the  se€Ki  trade  should  practice  more  self  regulation.  Public 
and  private  supported  breeders  should  be  working  together.  The  American  Seed 
Trade  Association,  for  example,  CSSA  and  State  and  Federal  workers  can  aU 
benefit  from  greater  harmony  of  action. 

Again,  let  me  say  that  further  study  of  the  seed  plants  is  required  before 
patents  are  extended  to  them.  In  the  meantime,  I  believe  plants  covered  under 
the  present  law  should  continue  to  enjoy  the  protec-tion  this  provides  until 
another  form  of  protection  is  found. 
Sincerely  yours, 

Louis  P.  Reitz. 

President-El^ct. 


Univeksitt  of  Minnesota 
Institute  of  Agriculture, 
St.  Paul,  Minn.,  January  15,  1968. 
Mr.  Paul  Stark. 
Stark  Brothers  Nurseries, 
Louisiana,  Mo. 

Dear  Mr.  Stark  :  Please  pardon  my  tardiness  as  I  was  out  of  the  oflBce  the 
week  of  January  9  with  the  flu.  I  really  have  nothing  to  add  to  the  statement 
from  the  Missouri  people  except  to  elaborate  on  point  (a)  of  the  second  part.  In 
crops,  such  as  alfalfa,  where  "synthetic  varieties"  are  in  common  commercial 
production  this  statement  could  be  accurately  reworded  to  read :  impossible  to 
adequately  describe  such  a  heterogeneous  variety.  As  you  well  know,  impossible 
allow  an  enforcing  agency  to  rule  whether  a  given  lot  of  seed  is  the  variety  in 
question  or  not,  it  just  cannot  be  done  with  our  present  day  knowledge  and  tech- 
nology. Even  the  best  attempt  with  exhau.stive  testing  would  be  so  expensive  as 
to  be  completely  impractical.  Well,  I  have  rambled  on  long  enough,  but  hope  that 
this  specific  example  will  be  of  .some  help  to  you. 
Sincerely, 

DoEN  D.  Stuthman, 
As.'iistant  Professor,  Agronomy  and  Plant  Genetics. 
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PxRDUE  University, 
Department  of  Agronomy, 
Lafayette,  Ind.,  January  10,  1908. 
Mr.  Paul  C.  Stark. 

Vice  President,  Stark  Brothers  yurseries, 
Louisiana,  Mo. 

Dear  Mr.  StaSk  :  It  appear.s  to  uie  that  the  removal  of  the  word  "a.sexual"  from 
the  patent  law  would  raise  a  number  of  questions  on  procedures  and  enforce- 
ment. These  questions  are  brought  out  well  in  the  letter  of  Dr.  Poehlman  of  the 
University  of  Missouri.  These  cover  the  problems  and  difficulties  which  I  fore- 
see. One  cannot  truly  evaluate  the  problems  until  the  policies  and  procedures 
proposed  to  cope  with  them  can  be  examined. 
Sincerely, 

Fred  L.  Patterson, 

Professor. 

University  of  Wisconsin, 
Department  of  Agronomy. 
Madison,  Wis.,  January  13, 1968. 
Mr.  Paul  C.  Stark, 

Stark  Brothers  Nurseries  and  Orchards  Co., 
Louisiana,  Mo. 

Dear  Mr.  Stark  :  It  has  not  been  possible  for  me  to  get  our  fellows  together 
here  to  discuss  the  plant  patent  law.  However  I  intend  to  do  this  next  week  and 
will  then  send  a  statement  to  Mr.  Brenner  at  the  Patent  Office.  He  wrote  imder 
date  of  January  4  asking  for  opinion  as  to  the  desirability  of  the  relocation  of 
the  present  law  and  the  substitution  of  "another  form  of  protection". 

Recently  Dr.  F.  L.  Patterson  has  written  in  the  name  of  the  Crop  Science 
Society  of  America  to  Mr.  Brenner  and  has  requested  no  action  until  further 
study  can  be  made  of  this  matter.  He  referred  to  the  discussion  and  couelusions 
from  the  .symposium  at  the  1963  meetings  of  the  American  Society  of  Agronomy 
which  were  generally  against  issuance  of  patents  for  seed-proix>gated  crops. 
I  believe  that  the  Crop  Science  Society  is  the  strongest  voice  for  the  field  crops 
people  of  the  United  States.  I  intend  to  write  to  Mr.  Brenner  as  Chairman  of  the 
Department  of  Agronomy  here  and  not  as  President  of  the  American  Society  of 
Agronomy.  The  latter  action  would  re(iuire  approval  of  the  Society  Executive 
Committee  and  this  matter  could  not  be  discussed  with  the  group  before  late 
March  or  early  April. 

I  will  send  a  copy  of  my  letter  to  Mr.  Brenner  to  you. 
Sinc-erely  yours, 

D.  C.  Smith. 

Missouri  Seed  Improvement  Association. 

Columbia,  Mo.,  January  12, 196S. 
Mr.  Paul  Stark, 
La  Salle  Hotel,  Chicago,  111. 

Dear  Mr.  Stark  :  In  regard  to  the  patent  of  plants,  my  comments  are  still  very 
similar  to  the  discussion  that  we  had  in  Columbia,  Missouri  with  you  on  December 
8,  1967.  On  behalf  of  the  Missouri  Seed  Improvement  Association  we  don't  be- 
lieve that  plant  patenting  is  the  right  direction  to  go  in,  therefore,  we  feel  that 
plant  patents  will  be  difficult  to  control  and  enforce.  In  patent  law.?  that  pertain 
to  plants  a  new  variety  must  be  described  by  morphological  characteristics, 
agronomic  performance,  disease  and  insect  resistance  and  quality  characteristics. 
In  varieties  that  are  cross-pollinated,  multilines  or  self-pollinated  crops  there  are 
also  a  range  of  variability  and  how  are  these  to  be  described  and  recorded?  In 
our  self-pollinated  crops  how  will  they  be  controlled?  In  this  I  mean  if  a  variety 
is  released  by  the  plant  breeder  and  gets  into  the  hands  of  farmers  who  are  going 
to  grow  this  variety  will  it  still  be  called  by  the  variety  name  after  one,  two  or 
three  generations  or  as  long  as  it  is  in  existence.  If  it  is  called  by  its  variety 
name,  will  farmers  be  able  to  sell  seed  and  call  it  by  this  name  without  paying 
a  royalty  on  it  after  a  few  years?  In  other  words,  I  think  that  patents  of  crop 
varieties  will  be  impossible  to  enforce,  slow  down  release  of  new  varieties,  add 
additional  time  and  cost  to  the  varieties,  hinder  exchange  of  planting  materials 
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between  public  and  private  breeders,  and  hinder  selection  with  a  variety  which 
is  commonly  done  today  to  improve  on  the  original  variety. 
I  wish  you  much  success  in  your  endeavor. 
Yours  very  truly, 

Wyxard  E.  Aslin. 
Executive  Secretary. 

The  University  of  Wisconsin 

college  of  agriculture, 
Madison,  Wis.,  January  29, 196S. 
Hon.  Edward  J.  Brenner, 

Comtnissioner,  Patent  Office,  U.S.  Department  of  Commerce, 
Wu'ihinyton.D.C. 

Dear  Mr.  Brenner  :  This  letter  is  in  response  to  yours  of  January  4  inviting 
comments  and  reactions  to  the  proposed  changes  in  the  patent  law  as  related  to 
plants.  Letters  have  been  sent  to  you  by  F.  L.  Patterson,  current  President  of  the 
Crop  Science  Society  of  America,  and  by  L.  P.  Reitz,  President-Elect  of  that 
group.  While  I  am  incumbent  President  of  the  American  Society  of  Agronomy, 
this  letter  is  written  on  behalf  of  Crop  Scionce  workers  in  the  Department  of 
Agronomy  of  this  University.  The  following  summarizes  our  position : 

1.  The  patent  law  covering  vegetatively  propagated  plants  has  served  a 
useful  purpose  during  its  existence.  Changes  in  legislation  should  not 
jeopardize  or  nullify  this  value. 

2.  It  is  highly  desirable  that  private  companies  making  substantial  in- 
vestments in  breeding  of  seed-propagated  crop  plants  be  comi^eusated.  A 
system  of  control  to  assure  such  compensation  may  be  needed. 

8.  We  actively  engaged  in  the  plant  breeding  enterprise  have  no  basis  to 
disagree  with  the  decision  of  the  President's  Commission  that  the  patent 
system  is  inappropriate  for  protection  of  plant  hybrids  or  varieties.  It  is 
noted  that  the  Commission  urges  further  study  of  the  matter. 

4.  Revision  of  the  law  to  cover  both  vegetatively  and  seed-propagated 
plants  adequately  is  a  considerable  task.  Present  propo.sed  legislation  has 
not  been  developed,  presumably,  by  consultation  equally  of  different  interest 
groups. 

.5.  Your  notification  dated  .Tan.  4  has  not  allowed  adequate  time  for  con- 
sideration of  this  matter  by  many  individuals  and  organizations  not  in- 
eluded  in  advising  as  to  the  need  for  and  mechanics  of  a  revised  law  and  its 
promulgation. 

6.  There  is  a  great  variation  of  opinion  among  organizations  and  among 

individuals  within  organizations  as  to  the  desirability  of  a  law  to  include 

seed-propagated  plants. 

It  is  urged  that  the  coverage  for  vegetatively-propagated  plants  be  continued 

and  inclusion  of  seed-propagated  plants  deferred  until  more  adequate  studies  can 

be  made  concerning  this  matter,  by  representatives  of  the  diverse  interests. 

Very  truly  yours, 

D.  C.  Smith. 

Chairman. 

Pennsylvania  State  University, 

Department  of  Horticulture, 

January  SO,  1968. 
Hon.  John  L.  McClellan, 
U.S.  Se7iate, 
Washington.  D.C. 

Dear  Senator  McCleixan  :  It  is  understood  that  the  Senate  Sub-committee 
on  Patents.  Trademarks  and  Copyrights  will  be  hearing  proposals  this  Thursday 
to  include  sexually  propagated  plants  in  the  plant  patent  act.  which  if  approved 
and  enacted  would  allow  the  patenting  of  both  asexually  and  sexually  propa- 
gated plants.  It  is  the  opinion  of  many  members  (in  our  opinion  a  majority) 
of  the  plant  breeding  profession  that  the  proposed  change  would  impose  certain 
distinct  and  serious  problems  to  future  crop  improvenif-nt  through  sexual  means 
in  this  nation.  We  are  certain  that  Dr.  John  M.  Pochlman  of  the  T'niversity  of 
Mi.s.souri.  an  eminent  plant  genetici.st  and  breeder,  will  discuss  some  of  these 
problem  areas  with  the  di.stinguished  committee  raemher.s.  However,  it  is  our 
desire  and  respectful  request  that  no  action  be  taken  on  the  proposal  to  add 
sexual  crops  to  the  plant  patent  act  until  additional  facts  have  been  obtained  and 
a  joint  study  is  made  by  both  public  and  private  jjlant  geneticists  and  breeders. 
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To  repeat,  we  have  certain  facts  at  our  disposal  that  support  the  view  tliat 
such  a  proposal  would  be  deleterious  to  plant  breeding  research  in  this  country 
and  would  be  pleased  to  itemize  and  discuss  these  problems  in  stich  a  joint  study. 
In  icencral.  however,  biological  instability  inherent  with  the  sexual  mechanism, 
and  the  problems  of  enforcing  regulations  that  would  naturally  follow  if  sexually 
propagated  crops  are  approved  for  plant  patents,  lead  this  list  in  order  of 
importance. 

Very  truly  yours, 

Daerell  E.  Walker,  Head. 

New  York  State  College  of  Agriculture, 

Ithaca,  N.Y.,  January  29, 1968. 
Commissioner  of  Patents, 
Washington,  D.C. 

Dear  Sir  :  We,  the  undersigned  faculty  members  of  Cornell  University  with 
responsibilities  in  research  and  teaching  related  to  the  improvement  of  varieties 
of  economic  plants,  wish  to  make  the  following  comments  on  the  President's  Com- 
mission's recommendation  concerning  plant  patents : 

(1)  We  believe  that  the  present  provisions  for  patenting  certain  asexually- 
reprodnced  plants  have  been  in  the  public  interest  and  it  would  be  unwise  to 
delete  these  until  and  imless  a  better  form  of  protection  can  be  provided. 

(2)  With  regard  to  the  suggestion  that  plant  patent  protection  be  enlarged 
to  include  sexually  i-eproducod  plants,  our  view  is  that  no  action  should  be  taken 
until  there  has  been  an  opportunity  for  thorough  consideration  by  all  concerned. 
The  inherent  variability  of  many  varieties  of  sexually  reproduced  plants  presents 
different  problems  than  are  found  in  those  asexually  reproduced.  No  specific 
proposal  on  the  extension  of  plant  patents  has  been  available  to  plant  breeders 
in  public  agencies  until  late  in  January  1968.  In  view  of  the  complexities  of 
patenting  sexually  reproduced  plants  and  the  possible  impact  of  such  patents 
on  relationships  between  public  and  private  plant  breeding  programs,  we  suggest 
that  one  year  should  be  allowed  as  a  minimum  time  for  study  and  discussion 
of  this  matter. 

Sincerely  yours, 

Carl  C.  Lowe,  J.  Neil  Rutger,  Loy  V.  Crowder,  Royse  P.  Murphy,  Ron- 
ald E.  Anderson,  Neal  F.  Jensen,  Henry  M.  Munger,  Thomas  E. 
Devine,  O.  H.  Pear.son. 

State  of  New  .Jersey, 
Department  of  Agriculture, 
Trenton,  N.J.,  January  30,  1968. 

Mr.  Edward  J.  Brenner, 

Commissioner  of  Patents,  Department  of  Commerce, 

Washington,  D.C. 

Dear  Mr.  Brenner  :  In  the  matter  of  the  President's  Commission's  recom- 
mendation concerning  Plant  Patents,  I  should  like  to  submit  the  following  views 
and  recommendations. 

For  many  years,  it  has  been  my  privilege  to  observe  the  benefits  that  have  been 
realized  by  the  plant  industry  of  this  area  and  of  the  United  states  generally 
because  of  the  plant  patent  law. 

Built  into  the  law  is  the  incentive  for  the  plantsmen  and  breeders  that  has 
resulted  in  many  benefits  to  the  agriculture  of  the  United  States  and  to  the 
consuming  public. 

of  immeasurable  benefit  to  our  agriculture  and  the  plant  patent  system  has 
permitted  the  developer  of  these  materials  the  necessary  financial  jidvantage. 
In  the  ornamental  field  the  improved  roses,  shrubs,  flowers  and  trees  have  been 
the  basis  on  which  many  nursery  and  florist  businesses  have  been  established, 
forming  a  healthy  prosperous  ornamentals  industry.  The  benefits  have,  of  course, 
been  shared  by  producer  and  consumer. 

In  the  "Federal  Register"  announcement  of  January  3,  the  recommendation 
Is  to  delete  plant  patents  from  the  patent  statute,  and  provide  another  form  of 
protection  to  the  inventor  or  discoverer.  Certainly,  the  plant  patent  provisions 
have  served  their  purpose  very  well  and  the  scrapping  should  not  be  considered 
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on  the  basis  that  another  form  of  protection  will  be  provided.  Rather,  it  is 
urgently  requested  that  the  system  that  has  worked  so  well  be  preserved,  at 
least  until  such  time  as  another  form  of  protection  is  devised  and  has  the  sup- 
port of  the  industry  that  is  so  dependent  upon  this  protection. 

There  is  no  question  but  that  the  addition  of  sexually  reproduced  plants  and 
seed  to  the  plant  patent  protection  system  would  bring  on  many  complications. 
But  the  functioning  of  the  system  with  regard  to  asexually  reproduced  plants 
has  been  highly  successful  for  all  of  the  public. 

Your  consideration  is  asked  so  that  the  plant  patent  system  might  be  main- 
tained as  is.  If  protection  is  also  desired  for  materials  sexually  produced,  then 
we  would  urge  your  further  study  to  determine  the  most  appropriate  means 
of  providing  that  protection. 

It  is  my  considered  opinion  that  these  recommendations  will  be  in  the  best 
interest  of  all  of  the  people  of  our  State. 

Thank  you  for  your  consideration. 
Sincerely  yours, 

Phillip  Alampi. 
(Copy  of  telegram  sent  Jau.  25,  1968) 

Hon.  Stuakt  Symington, 

Senator  of  Missouri,  Senate  Office  Building, 

Washington,  D.C.: 

We  the  undersigned,  faculty  members  of  the  Agronomy  and  Horticulture  De- 
partments urge  that  you  employ  whatever  means  at  your  disposal  to  defeat  the 
Proposed  amendment  to  the  Plant  Patent  pertaining  to  sexually  reproduced 
plants.  Such  a  law  would  be  impossible  to  enforce  and  would  not  benefit  the 
Missouri  seedsmen,  farmers  or  consumers.  We  would  favor  no  change  in  the 
present  Plant  Patent  Statute. 

Wynaed  Aslin. 

Joe  Baldridge. 

Bill  Tweedy. 

Victor  Lambeth. 

Lloyd  Cavanah. 

Marcus  Zuber. 

IjNrVEESITY   OF   CALIFORNIA, 

Department  of  Vegetable  Crops, 

January  30, 1968. 
Senator  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Committee 
on  the  Judiciary,  U.S.  Senate,  Washington,  D.C. 
Honorable  Senator  :  This  is  in  regard  to  an  amendment  to  Bill  S1042  which 
would  change  the  phra.se  "asexually  propogated  plants"  to  "asexually  or  sexually 
propagated  plants"  in  the  patent  law.  We,  a  seed  physiologist  and  five  plant 
breeders  in  the  Vegetable  Crops  Department,  University  of  California,  heartily 
endorse  the  point  of  view  with  his  resaons  to  be  presented  by  Dr.  John  M.  Poehl- 
man  at  your  hearing  on  Thursday,  1  February,  1968,  opposing  this  amendment. 
We  recommend  to  the  Subcommittee  the  discussion  in  Publication  Number  three 
of  the  Crop  Science  Society  of  America  entitled  Plant  Breeder's  Rights,  especially 
the  articles  by  John  Carew  and  W.  M.  Meyers. 

J.  F.  Harrington,    Professor  of  Vegetable  Crops. 

P.  G.  Smith,  Frofesaor  of  Vegetable  Crops. 

G.  C.  Hanna,  Olericulturist. 

J.  E.  Welch,  Associate  Olericulturist. 

G.  N.  Davis,  Professor  of  Vegetable  Crops. 

C.  M.  Rick,  Professor  of  Vegetable  Crops. 

University  of  Missouri, 
College  of  Agriculture, 

Columbia,  Mo.,  January  12,  1968. 
Mr.  Paul  Stark, 
c/o  La  Salle  Hotel, 
La  Salle  and  W.  Madison, 
Chicago,  III. 

Dear  Mr.  Stark  :  I  would  like  to  express  considerable  concern  regarding  the 
present  attempts  to  change  the  Plant  Patent  laws  unless  there  is  careful  study 
and  understanding  of  the  consequences.  Either  abolishment  of  the  present  law 
or  broadening  it  to  include  varieties  of  sexually  propagated  would  have  far 
reaching  consequences. 
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In  considering  these  changes,  careful  study  should  be  given  to  the  problems 
of  enforcement,  the  effect  on  the  release  of  new  varieties,  and  the  effects  on  the 
free  exchange  of  breeding  materials  of  crop  plants  that  now  exists. 

While  propagate<l  plant  varieties  remain  genetically  stable  and  do  not  change 
over  time,  this  is  not  true  of  many  varieties  of  crop  plants,  particularly  cross 
pollinated  crops  such  as  the  forage  grasses  and  alfalfa,  or  those  partially  cross- 
pollinated,  such  as  cotton.  In  these  crops  the  genetic  composition  may  change 
from  year  to  year  so  that  a  variety  in  a  few  years  hence  may  not  tit  the  descrip- 
tion under  which  it  was  patented.  This  is  particularly  true  for  forages  or  cotton, 
where  seed  is  produced  in  an  area  different  from  the  area  of  adaptation. 

How  does  one  make  gradual  improvements  in  varieties  of  cotton  or  in  syn- 
thetics, as  is  now  practiced,  if  they  are  subjected  to  a  patent? 

"Will  breeders  exchange  breeding  materials  freely  if  they  are  subjec-t  to 
patenting? 

Will  a  farmer  be  prevented  frctm  planting  his  own  .seed  of  a  self-ix)llinate<l 
crop,  or  from  selling  it  to  a  neighbor  as  seed? 

Who  will  enforce  such  an  act? 

I  think  these  are  some  of  the  questions  that  must  be  studied  very  carefully 
before  proceeding  to  a  change  in  the  present  law. 
Sincerely  yours, 

J.    M.    FOEHLMAN, 

Professor  and  Associate  Chairmaji  of  Agronomy. 

Univeksity  of  California,  Davis, 

College  of  Agricllture, 
Davis,  Calif.,  January  Jl,  196S. 
Mr.  Paul  Stark, 

Senior  Vice  President,  Stark  Brothers, 
Louisiana,  Mo. 

Dear  ;Mr.  Stark  :  Thank  you  for  including  me  amongst  the  plant  breeders ; 
however,  I  am  a  seed  physiologist  and  not  a  plant  breeder. 

I  have  read  your  comments  with  interest  and  also  the  report  prepared  by  the 
Agronomy  Department  of  the  University  of  Missouri.  I  agree  wholeheartedly 
with  the  questions  they  raise  and  the  difficulties  they  suggest  will  occur.  I  am 
strongly  opiwsed  to  the  inhibition  that  the  plant  patent  law  would  give  to  the 
free  exchange  of  genetic  material  amongst  public  plant  breeders  and  between 
public  and  private  plant  breeders.  I  would  also  like  to  report  that  all  of  the 
four  plant  breeders  in  this  Department  strongly  concur  with  me. 
Sincerely  yours, 

James  F.  Harrington, 
Professor  of  Vegetable  Crops. 

University  op  Missouri  College  of  Agriculture, 

Columbia,  Alo.,  December  13, 1967. 
Mr.  Paul  Stark, 
Stark  Bros.  Nurseries, 
Louisiana,  Mo. 

Dear  Mr.  Stark:  Enclosed  are  the  comments  we  wrote  down  regarding  our 
discussion  last  Friday  on  the  proposed  change  to  the  Plant  Patent  Law.  These 
were  circulated  to  the  staff  present  and  additional  suggestions  incorporated 
which  caused  the  delay  in  getting  them  to  you. 

It  was  a  privilege  for  use  to  have  the  opportunity  of  discussing  this  with  you. 
Sincerely  yours, 

J.   M.   POEHLMAN, 

Professor  of  Agronomy. 

Comments  Arising  From  the  Discussion  on  Plant  Patents  With  Mr.  Paul 
Stark  at  Columbia,  Mo.,  December  8,  1967 

questions  arising  from  a  plant  patent  law  which  would  include  sexually 

propagated  crops 

1.  Who  will  enforce  the  Plant  Patent  Law? 

2.  Who  provides  proof  that  the  variety  is  unique  and  different? 

3.  Who  will  verify  the  description  of  a  variety  offered  for  patenting?  This  will 
require  {a)  morphological  characteristics;  (?>)  agronomic  performance;  (c) 
disease  and  insect  resistance  ;  and  id)  quality  characteristics. 

86-218—68 — pt.  2 32 


876 

4.  In  a  variety  of  a  cross-pollinated  crop,  or  a  multiline  variety  of  a  self- 
pollinated  crop,  how  will  the  range  of  variability  be  described  and  recorded? 

5.  Will  seed  varieties  meet  the  degree  of  stability  or  reproducibility  required 
by  patent  law? 

6.  Who  will  maintain  Breeder's  seed  and  how  would  the  seed  be  increased  and 
distributed? 

Some  difficulties  that  may  arise  from  patenting  varieties  of  vegetable  or  field 
crops : 

(a)  Difficult  or  impossible  to  adequately  describe  a  variety  without  exten- 
sive testing  in  the  areas  where  it  is  to  be  grown. 

(b)  difficult  or  impossible  to  enforce. 

(c)  Would  slow  down  release  of  new  varieties  due  to  additional  time  (and 
cost)  required  to  obtain  a  patent. 

(d)  Would  hinder  exchange  of  breeding  materials  between  public  and 
private  breeders,  or  even  between  public  breeders  in  different  experiment 
stations. 

(e)  Improvement  by  selection  within  a  variety,  as  is  commonly  done  in 
cotton,  would  be  hindered  since  any  reselection  would  be  genetically  differ- 
ent from  the  original  and  would  need  to  be  repatented. 

(f)  When  seed  production  of  cross  pollinated  variety  is  grown  in  an  area 
different  from  the  area  of  production,  such  as  seed  of  Wisconsin  variety  of 
alfalfa  produced  in  California,  the  seed  produced  may  not  conform  to  the 
description  of  the  variety  originally  patented. 

Plant  Breeders  Interviewed  in  November  1967  by  Paul  C.  Stark 

subject  :  proposed  amendment  to  plant  patent  law  to  rem0\^  the  limitation 

OF  THE  WORD  "ASEXUAL" — TO  PERMIT  PATENTING  OF  ALL  KINDS  OF  PLANTS  INCLUD- 
ING THOSE  SEXUALLY  REPRODUCED  BY  SEED IF  NEW  AND  DISTINCT 

Dr.  Fred  Patterson,  Purdue  University 

Dr.  H.  W.  Johnson,  University  of  Minnesota 

Dr.  Wayne  W.  Adams,  Michigan  State  University 

Dr.  Roy  Creech,  Pennsylvania  State  University 

Dr.  J.  Richie  Cowan,  Oregon  State  University 

Dr.  James  Harrington,  University  of  California  at  Davis 

Dr.  D.  C.  Smith,  University  of  Wisconsin  and  President  of  Agronomy  Society  of 

America 
Dr.  R.  L.  Plaisted,  Cornell  University 

Dr.  Paul  H.  Harvey,  Crop  Science  Department,  North  Carolina 
Dr.  O.  A.  Vogel,  Washington  State  University 
Dr.  C.  R.  Webber,  Petersen  Seed  Co.,  (Waterloo)  Iowa 
Dr.  K.  B.  Porter,  Bushland  Research  Center,  Texas 
Dr.  D.  D.  Stutman,  University  of  Minnesota 
Dr.  W.  D.  Pardee,  Cornell  University 

Dr.  Paul  Harvey,  Crop  Science  Department,  North  Carolina 
Dr.  Glen  Burton,  Georgia  Coastal  Experiment  Sta.,  Tifton,  Ga. 
Dr.  G.  T.  Webster,  University  of  Kentucky 
Dr.  J.  H.  Miller  (retired),  USDA  Crops  Research  Division 
Dr.  P.  J.  Lowsch,  University  of  Missouri 
Dr.  M.  S.  Zuber,  University  of  Missouri 
Dr.  C.  A.  Suneson,  USDA,  University  of  California,  Davis,  Calif. 


Conferences  With  Crops  Research  Center,  Beltsville,  Md.,  by  Paul  C.  Stark 

Dr.  G.  A.  Wiebe— Barley 

Dr.  O.  F.  Sprague — Corn  and  sorghum 

Dr.  L.  P.  Reitz— Wheat 

Dr.  H.  C.  Murphy— Oats 

Dr.  B.  M.  Waddle — Cotton 

Dr.  C.  F.  Lewis— Cotton 

Dr.  K.  W.  Kreitlow — Forage  and  range 

Dr.  A.  E.  Kehr — Vegetables  and  ornamentals 

Dr.  W.  J.  Zammeyer — Beans  and  peas 

Dr.  Neal  Stuart — Ornamentals 

Dr.  S.  N.  Brooks — Pome  fruits 
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Amebicak  Seed  Gkade  Association, 

Office  of  the  President, 
Chicago,  III.,  July  26, 1926. 
Mr.  Paul  Stark, 
Stark  Bros., 
Louisiana,  Mo. 

Dear  Mr.  Stark:  In  response  to  yours  of  the  16th.  relative  to  the  committee 
nu  Plant  Patents  report,  would  say,  that  I  did  not  hear  this  report  read  nor  did 
I  hear  of  the  action  taken. 

Kecently  I  spent  a  couple  of  days  with  Mr.  Funk  and  took  occasion  to  ask  him 
in  regard  to  this  matter,  he  stated  that  the  reiwrt  was  read  but  that  no  action 
was  taken  at  that  time. 

It  would  seem  to  me,  that  this  matter  should  be  kept  in  the  limelight  and  not 
be  allowed  to  go  by  the  board  and  for  your  information  I  have  appointed  on  this 
committee;  Norval  Kirby,  David  Burpee,  H.  G.  Hastings,  F.  T.  Woodruff  and 
yourself  as  chairman.  I  trust  that  your  committee  will  continue  its  investigations 
with  the  hope  that  in  due  time  something  may  be  worked  out. 

Please  accept  my  appreciation  of  your  kindly  remarks  in  the  last  paragraph 
of  your  letter,  it  is  needless  to  say  that  I  feel  liighly  honored  and  hope  that  at 
the  end  of  the  year,  my  good  friends  will  still  be  good  friends. 
Very  sincerely  yours, 

John  C.  Leonard. 


Statement  of  Senator  John  Tower  on  S.  2164,  March  1, 1968 

Mr.  Chairman,  distinguished  members  of  the  Senate  Subcommittee  on  Patents, 
Trademarks,  and  Copyrights : 

Cei-tainly  I  am  no  expert  in  patent  law  or  practice,  nor  in  the  economics  of  the 
patent  system  of  rewards  to  inventors  and  those  who  finance  the  research  and 
development  effort  that  produces  invention. 

I  have  however,  reviewed  this  patent  matter,  and,  as  a  result,  I  have  developed 
some  specific  thoughts,  as  follows : 

(a)  The  commitment  of  private  capital  to  research  and  development  is  of  great 
importance  to  the  progress  of  the  nation — and  the  patent  system  is  the  greatest 
single  force  motivating  commitment  of  private  capital  to  such  research  and 
development. 

(b)  The  ever-increasing  dependency  of  the  nation  upon  research  and  develop- 
ment suggests  that  this  is  no  time  to  reduce  the  size  of  the  piece  of  the  pie  we 
award  to  the  private  inventor  and  his  private  backers.  Any  patent  law  revision 
must  be  carefully  scrutinized  for  its  possible  effect  in  reducing  incentives  to  this 
private  research  and  development. 

(c)  I  am  advised  of  the  strong  arguments,  many  of  wliich  have  been  presented 
to  this  Committee,  that  the  Administration's  bill,  S.  1042,  does  in  fact  take  a  dozen 
or  more  bites  out  of  the  piece  of  pie  that  we  have  heretofore  given  the  inventor 
and  gives  the  inventor  essentially  nothing  in  excliange.  True,  each  of  those  bites 
is  a  small  bite,  but  the  total  of  all  of  them  does  not  seem  to  be  so  small.  As  I  have 
noted,  the  arguments  are  strong. 

(d)  Tliere  also  appears  to  be  an  exceptionally  strong  argument  in  support  of 
some  form  of  what  is  known  as  the  first-to-invent  system  over  tlie  first-to-file 
system  that  was  championed  in  S.  1042.  It  appears  to  me  that  we  can  have  many 
of  the  advantages  of  first-to-file  without  the  onerous  disadvantages  of  first-to-file 
by  making  relatively  minor  changes  in  our  law.  Interestingly,  on  January  24, 
196S.  the  Assistant  Secretary  of  Commerce,  Mr.  Kincaid,  spoke  to  the  American 
Patent  Law  Association  in  terms  suggesting  that  he  agrees  with  this  view  in  major 
degree.  This  is  an  interesting  and  constructive  change  from  the  previously  ex- 
pressed view  of  his  predecessor.  Dr.  Holloman. 

(e)  The  arguments  that  the  fundamental  goals  recited  by  the  President's  Com- 
mission on  the  Patent  System  are  not  reasonably  effected  within  proper  cost 
bounds  by  the  Administration  bill  S.  1042  also  appear  quite  strong.  Here  I  am 
not  talking  alone  about  cost  in  dollars ;  I  am  including  cost  in  procedural  com- 
plexity, cost  in  reduced  rights  of  inventors,  costs  in  uncertainty  of  industry  that 
must  result  from  long  pendency  of  appMcitions  subject  to  deferred  examination, 
and  the  like.  Again,  here  I  discern  from  Mr.  Kincaid's  remarks  to  the  American 
Patent  Law  Association  on  January  24  tliat  he  agrees  with  me  at  least  to  some 
degree  more  than  his  predecessor.  Dr.  Holloman. 

Last  summer,  Sonotor  Yarborough  and  I  introduced  a  bill,  S.  2164,  which  I 
believe  is  a  much  better  effort  at  patent  law  revision  than  is  the  Administration 
bill  E.  1042.  S.  21G4  is  primarily  a  result  of  the  efforts  of  Texas  attorneys  who 
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represent  both  inventors  and  industry  and  who,  I  believe,  see  both  sides  of  thfr 
issues  clearly. 

S.2164  would  accomplish  these  five  things : 

(1)  First,  it  reduces  the  work  load  of  the  Patent  Office  by  allowing  the  Govern- 
ment and  other  applicants  for  "defensive"  patents  to  dedicate  their  defensive 
applications  for  i«xtent  in  a  manner  whereby  they  preserve  their  defensive  pM>si- 
tion  without  prosecuting  applications  through  the  office.  This  was  the  ix)int 
of  S.30O7,  88th  Congress.  That,  I  believe,  is  a  good  approach,  and  its  principle 
is  incorporated  into  the  Yarborongh-Tower  bill,  S.  2164. 

(2)  S.21&4  also  allows  joinder  of  the  work  of  several  inventors  into  one  appli- 
cation for  patent  when  the  end  product  is  one  integrated  inventive  project.  This 
cuts  out  a  lot  of  red  tape  that  is  exi>erienced  under  present  law,  bring  our  law 
into  conformity  with  that  of  some  other  nations  in  this  limited  particular,  and 
nullifies  some  hyi>ertecluiical  and  unjust  defenses  in  patent  cases. 

(3»  S.2164  permits  the  owner  of  an  invention  to  file  au  application  for  patent 
on  it,  by  contrast  with  the  present  law's  archaic  provision  that  the  inventor  must 
file  the  application  even  when  he  has  previously  conveyed  all  his  right  and  title 
to  another.  The  merit  of  this  change  seems  to  me  to  be  self-evident,  and  I  believe 
that  the  Administration  has  approved  at  least  some  form  of  this  concept. 

(4)  S.21G4  requires  the  Patent  Office  to  examine  applications  generally  in  the 
order  in  which  they  are  filed.  There  must  be  some  exception  to  this  rule,  but  it  is 
intended  to  put  a  stop  to  a  practice  now  indulged  and  to  preclude  the  deferred 
examination  of  S.1042.  It  is  my  understanding  that  if  an  applicant  will  restrict 
his  application  to  ten  claims  and  do  certain  other  things,  then  the  Commissioner 
of  Patents  will  now  take  that  application  up  for  examination  out  of  order  and 
ahead  of  other  applications  which  may  be  far  more  involved  and  complicated 
inventions  and  hence  command  a  claim  pattern  of  more  than  ten  claims.  There 
is  some  good  purpose  behind  the  Commissioner's  regulations  on  this  issue,  but 
in  end  result.  I  believe  it  to  be  somewhat  unwise.  In  essence,  it  means  that  the 
toothpick  and  paper  clip  applications  as  a  class  are  getting  more  prompt  attention 
by  the  Patent  Office  than  the  applications  for  patents  on  computers  and  orher 
complex  inventions.  Society  is  at  least  as  much  in  need  of  prompt  attention  to 
the  computer  applications,  in  order  that  the  new  computer  technology  can  be 
quickly  published,  as  it  is  in  need  of  prompt  attention  to  patent  applications  of 
simple  inventions  that  can  be  proi>erly  defined  in  ten  claims.  Further,  S.1042  has 
express  provision  for  other  forms  of  long-delayed  examination  of  patent  applica- 
tions, which  I  feel  is  unsound  policy.  S.2164's  requirement  of  examination  of 
applications  in  regular  order  Avould  preclude  .sxich  dilatory  practice  by  the 
Patent  Office  and  will  preserve  each  inventor's  turn  in  the  Patent  Office  based  ow 
the  dates  of  the  applications. 

It  is  interesting  to  not  that  all  of  those  four  principles  to  which  I  have  thus  far 
referred  are  incorporated  in  one  fonn  or  another  in  S.  2597,  introduced  by  Sen- 
ator Dirksen.  AAith  what  I  call  the  "Hawaii"  amendments. 

It  is  thus  my  pleasure  to  give  my  wholehearted  endorsement  in  principle  to 
S.  2597  as  a  bill  which  is  consistent  in  principle  with  the  concepts  of  the  Yar- 
borough-Tower  bill,  S.  2164. 

I  note  that  S.  2597  makes  some  further  amendments  to  the  law  that  do  not 
appear  in  S.  2164,  and  my  best  information  is  that  those  further  amendments 
are  .sound,  with  one  possible  exception. 

This  possible  exception  is  the  fifth  concept  of  the  Yarborough-Tower  bill  S. 
2164.  This  fifth  item  is  one  where  S.  2164  differs  from  S.  2597  (with  Hawaii 
amendments)  on  a  point  which  I  believe  has  substantive  significance.  It  may 
be  referred  to  as  "Conditional  Claim  Practice." 

Under  the  present  law,  and  also  under  S.  2597,  when  the  patent  examiner  re- 
jects a  part  of  an  application  erroneously,  the  appeal  may  take  two  or  three 
years  to  process  through  our  crowded  administrative  tribunal  and  courts.  During 
this  period  the  i>ublic  is  not  informed  of  the  potential  patent,  and  the  inventor 
is  not  permitted  to  enforce  even  that  coverage  which  the  examiner  has  already 
indicated  is  properly  allowable  to  him. 

If  this  delay  in  public  availability  of  the  patent  applications,  and  this  delay 
in  the  applicant's  being  able  to  enforce  the  coverage  which  the  examiner  has 
already  allowed  to  him,  serves  any  useful  purpose,  then  we  must  examine  the 
issue  closel.v.  But  I  am  not  advised  of  any  important  puriiose  being  served  by  this 
delay  that  occurs  after  the  final  action  by  the  examiner. 

So  the  Yarborough-Tower  hill.  S.  2164.  provides  that  the  patMit  will  pass  on 
to  issue  after  final  action  by  tlie  examiner  without  awaiting  final  disposition  of 
the  appeal. 

Those  claims  which  are  on  appeal  will  be  published  and  will  appear  as  "condi- 
tional claims"  which  are  not  enforceable  until  an  appeal  is  won,  if  it  is  won. 
which  may  be  three  years  later. 
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?ileanwhile,  the  patentee  can  proceed  to  enforce  the  narrower  claims  which 
have  already  been  allowed  to  him  or  the  claims  to  .some  other  specie  of  the  inven- 
tion which  have  already  been  allowed  to  him.  He  does  not  lose  part  of  the  life 
of  those  claim.s  while  he  fifrhts  for  the  claims  on  appeal. 

And  further,  the  public  is  informed  about  the  patent  application  which  is  on 
appeal  and  learns  of  its  technology  and  the  potential  patent  that  it  represents, 
so  that  industry's  plans  can  be  made  with  information  instead  of  without 
information  as  to  that  application  which  is  on  api>eal. 

This  is  a  degree  of  compromise  of  the  applicant's  trade  secret  before  he  learns 
of  rlie  scope  of  his  ultimate  protection,  and  this  is  not  good.  Still,  if  the  applicant 
does  not  elect  to  abandon  his  application  after  completion  of  the  ex  parte 
examination  by  the  patent  examiner,  it  seems  preferred  in  balance  of  all  factors 
to  issue  and  publish  the  patent  during  the  sometimes  protracted  appeal 
liroeeeding. 

Similarly,  the  present  law  provides  for  interferences  between  two  inventors 
who  seek  to  obtain  patents  on  the  same  invention  which  they  may  have  made  al- 
most simultaneously.  These  interferences  are  commonly  fought  out  for  five  years, 
sometimes  even  ten  years,  and,  on  rare  occasions,  for  fifteen  years  or  more. 
Under  present  law  this  occurs  while  the  applications  for  patent  remain  in  secrecy. 
^Moreover,  the  protection  of  the  claims  not  in  interference  is  being  lost  during 
the  interference  fight.  And,  if  the  concept  of  a  patent's  life  being  measured  at 
20  years  from  the  filing  date  is  adopted,  the  total  life  of  those  claims  not  in 
interference  is  being  reduced  by  the  length  of  the  interference  fight. 

It  is  of  great  importance  that  we  preserve  the  junior  applicant's  right  to  a 
patent  if  he  can  prove  himself  to  be  the  first  inventor.  To  this  proper  end,  S.  2597 
provides  for  a  priority  contest  by  means  of  oppositions  by  one  inventor  against 
another's  application.  But  this  mechanism  again  precludes  the  issue  of  the 
patent  to  either  party  until  after  the  priority  contest  is  concluded,  perhaps 
years  later.  If  we  can  avoid  that  mischief  without  creating  important  new 
mischief  at  the  same  time,  we  should  do  so.  I  think  S.  2164  accomplishes 
this  goal. 

In  accordance  with  S.  2164,  the  claims  of  each  application  which  stand  allowed 
will  be  is.sued  promptly  into  a  patent  without  delay  for  disposition  of  the  inter- 
ference. The  claims  which  are  in  the  interference  contest  will  be  published  as 
"conditional  claims"  in  the  application  which  was  the  later-filed  application. 
In  accordance  with  S.  2164,  the  patent  will  issue  to  the  first  applicant  to  file 
without  delay  for  disix>sition  of  an  interference.  This  brings  the  technology 
into  the  public  domain  promptly.  If  there  be  a  junior  application  claiming  the 
same  invention,  his  patent  also  issues  promptly  without  delay  for  disposition 
of  the  interference,  but  the  claims  to  the  subject  matter  which  is  in  interference 
are  published  as  "conditional  claims"  and  are  not  enforceable  unless  and  until 
the  interference  is  decidetl  and  he  wins  those  claims. 

I  think  I  am  correct  in  saying  that  this  Conditional  Claim  concept  has  rcently 
drawn  at  least  s'ome  interest  in  one  form  or  another  from  the  Department  of 
Commerce.  If  this  be  .so,  then  I  am  gratified. 

Perhaps  it  would  be  good  to  consider  the  Conditional  Claim  concept  as  an 
amendment  to  S.  2597. 

With  such  an  amendment  and  the  "Hawaii"  amendments,  S.  2597  incorporates 
in  general  concept  all  the  principles  of  Yarbo rough-Tower  S.  2164. 

It  is  my  belief  that  when  your  Subcommittee  has  completed  its  studies  of  all 
the  proposals,  yon  will  find  that  those  principles  which  are  the  heart  of  present 
Title  35  as  amended  by  S.  2164,  and  which  are  also  common  to  S.  2597,  will  effect 
significant  improvement  in  our  patent  system  without  begetting  original  mischief 
of  its  own. 

I   have   become   convinced    that   the   Administration's    S.    1042   proposal,   by 
contrast,  begets  more  original  mischief  of  its  own  than  it  cures. 
Thank  you  for  the  opportunity  to  present  these  views. 

John  Tower. 
Trademark  Society,  Inc. 
Washington,  D.C.,  January  19, 1968. 
Subject:  S.  2597. 
Hon.  John  L.  McClellan, 

Chairman,    Subcommittee    on    Patent,    Trademarks,    and    Copyrights,    Senate 

Committee  on  the  Judiciary,  Old  Senate  Office  Building.  Wafthington,  D.C. 

Dear  Senator  McClellan  :  I  am  transmitting  herewith  a  Resolution,  approved 

January  16,  1968  by  the  Executive  Committee  of  the  Trademark  Society,  Inc., 

an  organization  of  Federal  Trademark  Examiners  dedicated  to  the  promotion  of 
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trademark  practice  and  ethics,  siiggesting  a  specific  amendment  of  S.  2597.  This 
draft  provides  for  the  inclusion  of  judges,  qualified  and  experienced  in  Trademark 
law  and  practice,  on  the  hench  of  the  Court  of  Customs  and  Patent  Appeals. 
Thank  you  for  your  courtesy. 
Very  truly  yours, 

BusHROD  C.  Washington,  President. 

Resolution 

Whereas,  Senate  bill  S.  2597.  introduced  by  Senator  Dirksen  in  the  United  States 
Senate  on  October  30,  19G7,  and  referred  to  the  Senate  Committee  on  the  Judici- 
ary, and  identical  House  bill  H.R.  13951,  introduced  by  Representative  Poff  on 
November  9,  1967,  and  referred  to  the  House  Committee  on  the  Judiciary,  provides 
for  the  general  revision  of  the  Patent  Laws  and  for  other  purposes,  and  one  of 
these  other  purposes  as  set  forth  on  pages  37-40  of  S.  2597  and  H.R.  1.3951 
provides  for  the  amendment  or  Section  2(a)  of  Chapter  9  of  Title  28  of  the  United 
States  Code,  regarding  the  appointment  of  additional  judges  and  qualifications 
of  the  judges  of  the  Court  of  Customs  and  Patent  Appeals,  and 

Wheras,  the  Court  of  Customs  and  Patent  Appeals  has  appellate  jurisdiction 
over  the  technical  subject  matter  of  patents  and  also  the  technical  subject  matter 
of  trademarks,  in  addition  to  appeals  from  the  United  States  Customs  Court  and 
certain  decisions  of  the  United  States  Tariff  Commission,  and 

Whereas,  the  Subcommittee  on  Patent,  Trademarks  and  Copyrights  of  the 
Senate  Judiciary  Committee  is  holding  hearings  on  January  30,  January  31,  and 
February  1,  1968  on  the  general  revision  of  the  Patent  Laws,  including  S.  2."97, 
with  its  provision  on  pages  37-40  regarding  the  appointment  of  the  additional 
judges  and  qualifications  of  the  judges  of  the  Court  of  Customs  and  Patent 
Appeals, 

Be  it  resolved,  that  the  Trademark  Society,  Inc..  through  its  policy  making 
Executive  Committee,  believes  that  Senate  bill  S.  2.597  and  identical  House  bill 
H.R.  13951  should  be  amended  on  page  38,  lines  1  and  2  so  that  the  sentence  which 
reads:  "At  least  six  judges  of  the  Court  of  Customs  and  Patent  Appeals  shall 
be  specially  qualified  in  the  law  of  patent",  shall  be  amended  to  read :  "At  least 
six  judges  of  the  Court  of  Customs  and  Patent  Appeals  shall  be  specially  qualified 
in  the  law  of  patents,  and  at  least  three  judges  of  the  Court  of  Customs  and 
Patent   Appeals  shall  be  sijecially  qualified  in  the  law  of  trademarks." 

The  Executive  Committee  of  the  Trademark  Society,  Inc.  specifically  requests 
that  this  resolution  be  made  a  part  of  the  hearing  record  of  the  Senate  Judiciary 
Subcommittee  on  Patents.  Trademarks  and  Copyrights  on  the  subject  matter  of 
general  revision  of  the  Patent  Laws,  and  for  other  purposes,  at  the  hearing  to  be 
held  on  January  30,  31  and  February  1, 1968. 


Westinghouse  Electric  Corp., 
PittsMrffh,  Pa.,  February  22, 196S. 
Subject :  S.  1042  and  S.  2597. 
Hon.  John  L.  McClell.\n, 

Chairman,  Senate  Svbeoinmittee  on  Patents.  Trndcmnrks,  and  Copiirifjhts, 
Committee  on  the  Jndieiarij,  U.S.  Senate,  Washington,  B.C. 
Dear  Senator  McClellan  :  We  are  taking  this  opportunity  to  bring  to  your 
attention  the  views  of  Westinghouse  Electric  Corporation  on  the  revision  of  the 
present  patent  statutes.  In  general,  we  believe  that  S.  2.597.  amended  to  incorporate 
current  AP>A  recommendations  and  modified  in  accordance  with  Commissioner 
Brenner's  testimony  before  your  subcommittee  on  January  30,  1968.  while  not 
entirely  what  we  would  advocate  if  we  were  drafting  the  legislation,  appears  to 
be  a  reasonable  compromise  and  will  serve  a  beneficial  purpose.  In  our  opinion, 
the  following  features  seem  worthy  of  additional  comment  or  should  be  added  to 
any  bill  reported  out : 

DEFERRED  EXAMINATION 

We  strongly  urge  upon  your  subcommittee  that  full  consideration  be  given  to 
instituting  a  system  of  deferred  (examination,  better  called  "selective  examination" 
because  under  the  systems  proposed  embodying  this  principle,  all  applications  are 
not  automatically  deferred  and  any  api»licant  who  wishes  prompt  examination 
can,  by  paying  an  appropriate  fee,  have  his  application  examined  at  the  earliest 
practicable  time  by  the  Patent  Oflfice. 
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Witness  after  witness  has  rejected  selective  examination  on  the  argument  that 
the  Patent  Office  backlog  does  not  now  require  this  change  in  practice.  However, 
such  witnesses  are  avoiding  the  principal  argument  advanced  in  favor  of  selective 
examination.  Thus,  the  principal  argument  advanced  by  proponents  has  nothing 
to  do  with  the  backlog  situation  and,  in  fact,  these  persons  endorse  selective 
examination  even  if  there  is  no  backlog  of  any  kind. 

Selective  examination  has  great  flexibility,  provides  options  to  applicants  and 
the  public,  is  economically  desirable  and,  in  our  opinion,  will  be  necessary  in  the 
years  to  come.  This  approach  is  imaginative  and  one  of  the  most  interesting  and 
prospectively  useful  changes  proposed. 

As  usually  advanced,  under  selective  examination  an  applicant  can  elect 
prompt  examination  or  defer  examination  for  a  prescribed  period  of  years.  With 
this  arrangement,  the  Patent  Office  will  be  called  upon  to  examine  only  those 
applications  which  prove  valuable  in  the  marketplace,  and  those  of  little  or  no 
value  will  be  published  in  due  course  to  the  benefit  of  the  public.  However,  neither 
the  applicant  nor  the  Patent  OflSce  would  be  required  to  devote  scarce  manpower 
to  the  examination  of  applications  proving  relatively  unimportant  in  the  market- 
place or  to  the  technology.  Curiously,  opponents  of  selective  examination  avoid 
comment  on  this  obviously  desirable  saving. 

As  technical  experts,  the  U.S.  Patent  Oflice  faces  a  demand  for  a  substantial 
increase  in  staff  in  the  future  with  the  continued  expansion  of  technology.  This  is 
partially  true  because  of  the  volume,  but  the  increasing  complexity  of  our 
technology  will  continue  to  require  more  time  per  application  in  the  future.  If 
50  percent  of  the  applications  filed  by  U.S.  applicants  are  not  examined,  the 
present  staff  could  handle  nearly  twice  the  volume.  It  would  be  our  hope  that  the 
Patent  Office  could,  with  less  demand  on  the  examining  corps,  recede  from  the 
rigidity  of  present  compact  prosecution  practices  and  still  handle  a  very  sub- 
stantial increase  in  load. 

REMEDY  FOR  INFRIXGEMEXT  BY  PROOrCT  MADE  IN  ANOTHER  COUNTRY 

S.  271(b)  of  S.  1042  propo.ses  that  "Whoever,  without  authority  of  the 
patentee,  imports  into  the  United  States,  for  purposes  of  trade  or  use  in  trade  or 
industry,  a  product  made  in  another  country  by  a  process  patented  in  the  United 
States  .><hall  be  liable  as  an  infringer  prodded  patent  proteetion  for  the  process  is 
not  availaMe  in  such  country. "  (underlining  added) 

§  271(b)  of  S.  2597  deletes  the  underlined  words.  We  support  the  S.  2597  lan- 
guage. The  original  language  gives  special  privilege  to  the  Government  and  no 
reason  is  seen  why  the  Government  should  be  permitted  to  flaunt  inventions 
patented  by  its  citizens  (among  others). 

It  is  also  believed  the  proviso  at  the  end  of  paragraph  (b)  of  the  Administra- 
tion bill  should  be  deleted.  Otherwise,  every  United  States  patentee  would  be 
obligated  to  seek  process  patent  protection  in  all  foreign  countries  where  such 
protection  is  available.  This  provision  is  of  extremely  limited  value  and  would 
discriminate  severely  against  American  applicants.  No  reason  is  seen  why  an 
American  inventor  should  be  comiielled  to  incur  the  substantial  costs  involved 
in  obtaining  widespread  foreign  patent  protection  and  enforcement  unless  he 
wishes  to  do  so  for  reasons  other  than  for  the  protection  of  his  invention  in  the 
United  States.  It  must  be  understood  that  it  will  not  be  sufficient  to  obtain  a 
foreign  patent  in  the  major  foreign  countries,  but  an  inventor  must  obtain  pro- 
tection in  every  foreign  country  where  protection  is  available  in  order  to  prevent 
a  would-be  infringer  from  setting  up  operations  in  any  one  single  country  where 
protection  is  not  obtained.  Thus,  particularly  in  view  of  maintenance  fees  in  most 
foreign  countries,  an  intolerable  burden  would  be  placed  on  American  inventors, 
particularly  on  those  not  strong  financially. 

If  a  process  patented  in  the  United  States  is  to  be  protected  against  importa- 
tion of  products,  such  protection  should  be  available  regardless  of  the  country 
from  which  the  product  is  imported  so  that  less  affluent  and  less  knowledgeable 
United  States  patentees  are  not  deprived  of  this  protection.  Small  businesses  and 
Independent  inventors  can  rarely  afford  the  high  cost  of  multiple  filings,  prosecu- 
tions, and  maintenance  of  foreign  patents  in  even  the  major  countries  of  the 
world.  The  discrimination  against  claims  in  process  form  should  be  removed. 
Note  also  that  the  President's  Commission,  in  its  Recommendation  XXI.  made 
no  requirement  that  process  patent  protection  not  be  available  in  the  exporting 
country. 
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EXTENSION    OF   TERM 

§  154(c)  of  S.  1042  provides  for  the  extension  of  the  term  of  the  patent  if  the 
application  had  been  ordered  maintained  in  secrecy.  In  such  cases  the  extension 
would  be  for  a  period  equal  to  the  delay  in  issuance  of  the  patent.  This  appears 
to  be  a  desirable  change  needed  to  compensate  for  the  portion  of  the  term  which 
otherwise  would  be  lost  from  the  twenty-year  patent  term  proposed  in  §  154(b) 
and  should  added  to  §  154  of  S.  2597. 

There  are  other  situations  where  the  commercial  value  of  a  patent  will  be 
limited  by  reason  of  Government  action  or  failure  of  Government  action.  Regu- 
latory activities  of  a  number  of  agencies,  including  Food  and  Drug,  Federal 
Aviation  and  the  U.S.  Coast  Guard,  prevent  commercialization  or  otherwise 
affect  the  public  use  of  many  products  until  a  license  or  other  form  of  approval 
is  obtained.  AVe  believe  it  appropriate  to  extend  patent  protection  in  a  similar 
way  to  that  granted  in  connection  with  secrecy  orders. 

CORRECTION    OF    NAMED    INVENTOR 

This  section  adopts  the  recommendation  of  the  President's  Commission  (Rec- 
ommendation V,  paragraph  3)  and  results  in  a  beneficial  revision  of  old  §  256 
so  that  patents  having  improperly  named  sole  inventors  may  be  corrected  as 
well  as  correction  of  improperly  joined  or  failure  to  include  a  joint  inventor  now 
provided  in  old  §  2.56.  To  be  sure  that  sole  inventors  are  included,  we  urge  inser- 
tion in  line  3,  after  ''time",  the  words — by  adding,  deleting  or  substituting — . 

FIELD-OF-USE  LICENSING 

Among  recommendations  of  the  President's  Commission  was  one  relating  to 
field-of-use  licensing  under  Recommendation  XXII.  It  is  understood  that  S.  1042 
omitted  legislative  recognition  of  this  recommendation  because  of  the  views  of 
the  Department  of  Justice,  Assistant  Attorney  General  Donald  F.  Turner,  in 
testifying  before  Subcommittee  No.  3  of  the  House  Judiciary  Committee  on  April 
20,  1967,  indicated  that  Department's  views.  It  is  incontestable  that  the  public 
should  be  protected  from  abuse  flowing  from  the  possible  use  of  patents  to  re- 
strict competition.  This  aspect  of  the  public  interest,  however,  is  balanced  to 
some  extent  by  the  public  interest  in  the  appropriate  licensing  of  inventions.  It 
seems  to  us  that  encouragement  of  licensing  to  the  maximum  is  very  much  to  be 
preferred.  It  seems  quite  appropriate  that  the  Congress  determine  the  dominant 
national  policy  between  the  desirability  of  maximizing  the  use  of  inventions  and 
the  possible  use  of  licensing  to  limit  competition.  Field-of-use  licensing  as  pro- 
posed by  the  Commission  is  not  incompatible  with  relief  in  situations  where  such 
licensing  unreasonably  hinders  competition. 

In  support  of  the  Commission's  Recommendation  XXII,  there  are  very  prac- 
tical reasons  for  field-of-use  licensing.  These  are : 

1.  There  cannot  be  a  meeting  of  the  minds  unless  all  relevant  factors  are  known 
and  understood.  These  include  : 

(a)  Anticipated  or  existing  volume  of  sales. 

(b)  Profit  margin. 

(c)  Fair  royalty. 

(d)  Availability  of  substitutes. 

(e)  Degree  of  utility. 

(f )  Extent  of  demand. 

(g)  Breadth  of  invention. 

(1)  Generic  vs.  species  or  improvement. 

(2)  Entire  product  vs.  component. 
(h)  Expected  saving. 

(i)  Necessity  for  further  technical  development, 
(j)  Necessity  for  market  development, 
(k)   Necessity  for  further  investment. 

2.  Even  when  a  number  of  different  applications  are  apparent,  the  same  terms 
and  conditions  are  not  necessarily  equally  appropriate. 

(a)  The  royalty  base  may  be  different.  It  is  not  possible  to  define  the 
royalty  base  until  one  knows  what  the  device  is. 

(b)  If  royalty  is  a  fixed  sum  per  device  (rather  than  percent  of  sales),  the 
fixed  sum  could  reasonably  be  different  for  different  devices. 

(c)  If  there  is  more  than  one  patent  licensed,  the  list  of  patents  may  not 
include  all  of  tho.se  necessary  for  a  different  device  and  may  include  some 
which  could  not  be  used  in  the  other  field.  That  is,  one  field  may  require 
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patents  A,  B  and  C ;  another  field,  patents  A,  B,  D  and  E,  and  another  field, 
patent  A  only.  The  agreement  should  not  force  on  the  licensee  patents  that  he 
does  not  want. 

(d)  An  agreement  in  one  field  may  include  manufacturing  information, 
but  the  licensor  may  not  have  information  to  give  in  another  field. 

(e)  The  royalty  might  be  a  percentage  of  selling  price  in  one  field  where 
the  patented  device  is  sold  i)er  se,  but  so  many  cents  per  device  or  on  some 
other  basis  in  another  field  where  the  patented  device  is  sold  only  in  com- 
bination with  sometliing  else  not  covered  by  the  patent. 

3.  It  is  not  always  to  a  licensee's  advantage  to  take  the  broadest  possible 
license. 

(a)  Avoids  acknowledgment  of  validity  in  some  areas  (limit  license  to 
scope  and  term). 

(b)  One  design  may  be  clear  infringement;  another  may  not 

(c)  A  limited  license  enables  him  to  limit  approvals  and  negotiations  to 
only  a  particular  division  of  multi-division  company. 

(d)  Wants  to  be  free  to  negotiate  each  situation. 

(e)  Wants  to  commit  himself  only  for  a  particular  product  or  particular 
line  and  to  eliminate  any  commitment  on  speculative  areas. 

(f )  May  be  able  to  get  a  lower  royalty  rate  in  a  field  where  a  licensor  is 
not  using  the  patent  since  it  will  not  reduce  the  licensor's  business. 

(g)  May  be  able  to  get  a  lower  paid-up  lump  sum  for  a  license  for  a 
limited  field,  whereas  a  much  larger  lump  sum  would  be  required  for  all 
fields,  and  licensee  might  not  be  able  or  wish  to  pay  the  larger  sum  for  all 
fields,  especially  if  he  has  no  use  for  the  rights  in  the  other  fields. 

(h)  May  be  able  to  get,  for  a  limited  license,  a  low  annual  ceiling  or  a  low 
ceiling  on  total  royalty  to  be  paid,  but  the  ceilings  for  a  license  for  all  fields 
would  be  so  high  the  licensee  would  never  reach  the  ceiling  to  get  any  benefit 
from  it  if  he  operates  in  only  one  field. 

(i)  Might  be  able  to  get  a  sliding  scale  reduction  in  royalty  rate.  i.e..  5% 
first  $100,000,  4%  next  $100,000,  etc.,  with  small  brackets  for  a  limited  field, 
but  the  brackets  for  all  fields  would  be  so  large  as  to  give  the  license  no  bene- 
fit if  he  operates  within  less  than  all  fields. 

(j)  May  want  separate  licenses  for  each  field  so  that  he  may  terminate 
separately.  He  may  want  to  design  around  the  patent  in  one  field  and  then 
cancel,  but  not  be  able  to  do  so  in  another  field.  If  there  is  a  minimum 
royalty  in  each  agreement,  he  can  save  the  minimum  by  cancelling  in  the 
field  where  he  stops  selling. 

(k)  May  want  separate  licenses  for  each  field  so  that  he  may  assign  the 
licenses  with  his  business  in  each  field,  whereas  one  license  is  indivisible. 

4.  It  is  not  always  to  the  advantage  of  a  licensor  to  give  broadest  license. 

(a)  Wants  freedom  to  negotiate  each  situation. 

(b)  Enables  limiting  approvals  and  negotiation  to  each  situation. 

(c)  Patent  may  apply  to  entirely  different  products  and/or  industries 
and  agreements  in  each  would  have  entirely  different  terms  due  to  unique 
problems  and  differences  in  structures. 

5.  A  i)atent  owner  is  not  required  to  grant  licenses,  and  frequently  does  not 
license  single  use  patents;  however,  the  right  to  license  fields-of-use  outside  his 
own  field  encourages  the  patent  owner  to  make  the  patented  invention  available 
to  a  greater  segment  of  the  public  through  field-of-use  licenses. 

FiRST-TO-FlLE 

The  Administration's  compromise  on  this  issue  is  commendable  and  presents 
a  generally  acceptable  position.  We  believe,  however,  that  one  aspect  justifies 
further  consideration.  Under  the  compromise,  an  applicant  can  only  carry  his 
invention  date  back  one  year  prior  to  his  filing  date.  Jumping  from  an  unlimited 
carry-back  to  only  one  year  may  be  too  great  a  change.  No  statistical  necessity 
has  been  offered  in  support. 

We  would  endorse  a  two-year  limitation.  Our  reason  is  that  technology  is  be- 
coming more  complex  and  one  year  is  probably  insufficient  time  reasonably  to 
determine  the  desirability  of  filing  an  application  in  a  significant  number  of 
cases. 

Very  truly  yours, 

T.  L.  Bowes, 
General  Patmt  Counsel. 
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Department  of  Agriculture, 
Washington,  D.C.,  May  17, 1968. 
Hon.  Jonx  L.  McClellan, 
U.S.  Senate. 

Dear  Senator  McClellan  :  Representatives  of  the  National  Council  of  Com- 
mercial Plant  Breeders  recently  met  with  Department  personnel  to  discuss  the 
technical  asi)ects  of  variety  protection  for  sexually  reproduced  crops.  Representa- 
tives of  the  U.S.  Department  of  Commerce,  the  American  Seed  Trade  Association, 
and  legal  advisers  of  industry  also  attended.  The  plant  patent  proposal,  as  well 
as  alternative  systems  for  variety  protection,  was  discussed. 

Concern  was  expressed  hy  the  seed  industry  with  regard  to  the  statement  the 
Department  sent  you  on  February  29.  1908.  They  expressed  fear  that  the  state- 
ment might  be  interpreted  as  questioning  the  capability  of  the  United  States 
seed  industry  to  reproduce  seed  of  sexually  propagated  varieties  and  still  main- 
tain their  inherent  high  qualities  for  use  by  the  U.S.  farmer  and  international 
trade. 

It  should  be  emphasized  that  the  Department's  statement  was  addressed  toward 
difficulties  that  are  anticipated  in  determining  varietal  distinctness  in  cases  of 
infringement  litigation  rather  than  genetic  shifts  which  might  impair  economic 
productivity.  In  further  clarification  the  group  asked  that  I  transmit  to  you  the 
following  statement  which  was  jointly  developed  and  adopted  : 

Although  sexually  reproduced  varieties  are  basically  different  in  exactness 
of  uniformity  from  those  reproduced  asexually,  it  is  the  consensus  of  the  group  of 
that  scientists  using  modern  techniques  can  propagate  a  sexually  reproduced 
variety  acceptably  true  to  its  type. 
Sincerely  yours, 

George  L.  Meiiren,  Assistant  Secretary. 


U.S.  Department  of  Commerce, 

Patent  Office, 
Washington,  D.C.,  May  31, 1968. 
Hon.  .loHN  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Committee 
on  the  Judiciary,  U.S.  Senate,  Washington,  D.C. 

Dear  Mr.  Chairman:  As  you  know  from  the  testimony  regarding  plant 
patents  presented  before  your  Subcommittee  on  Patents,  Trademarks,  and  Copy- 
rights on  February  1,  1968,  a  significant  iwrtion  of  the  agricultural  community, 
principally  those  engaged  in  the  seed  trade,  wishes  to  extend  patent  protection 
to  include  sexually  reproduced  plants  (those  grown  from  seed).  To  this  end, 
Amendment  No.  511  to  the  Administration's  Patent  Reform  bill.  S.  1042,  has 
been  introduced,  which  would  provide  for  the  patenting  of  sexually,  as  well  as 
asexually  reproduced  plants. 

The  controversy  over  the  plant  patent  statute  arose,  in  part,  from  the  Report 
of  the  President's  Commission  on  the  Patent  System  of  November  17,  1966,  which 
recommended  that  "All  provisions  in  the  patent  statute  for  plant  patents  shall 
be  deleted,  and  another  form  of  protection  provided,"  and  urged  that  further 
study  be  undertaken  to  determine  the  most  appropriate  means  of  protection. 

The  Patent  Office,  because  of  the  recommendation  of  the  Commission,  pub- 
lished a  Request  for  Comments  in  the  Federal  Register  on  January  3,  1968, 
and  in  the  Official  Gazette  of  the  Patent  Office  on  January  16,  1968.  soliciting 
the  views  of  interested  persons  on  this  recommendation  of  the  President's 
Commission.  The  time  for  resjwnse  to  the  Request  was  set,  by  .subsequent  notices 
in  each  publication,  for  April  1, 1968. 

The  responses  which  have  been  received  to  the  Request  show  the  agricultural 
community  to  be  divided  on  the  issues  presented.  The  agricultural  community 
generally  favors  continuing  the  pre.sent  plant  patent  provisions  for  asexually 
reproduced  plants  although  several  various  alternatives  to  patenting  were  sug- 
gested including  the  registration  of  plant  variety  names  to  provide  a  trademark 
type  of  protection  and  the  institution  of  a  governmentally  operated  planters  rights 
system  similar  to  those  of  several  major  European  countries.  There  appears  to 
be,  however,  a  wide  divergence  of  opinions  regarding  the  propriety  of  providing 
patent  protection  for  sexually  reproduced  plants. 

A  substantial  number  of  resi)ondents  point  to  dfficulty  in  administering  a  plant 
patent  system  enlarged  in  scope  to  afford  protection  for  sexually  reproduced 
plants.   Many   of  these  correspondents   assert  that  scientific   techniques  have 
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not  yet  developed  to  the  stage  when  even  experts  can  identify  with  certainty 
many  sexually  reproduced  varieties  or  the  particular  characteristics  of  these 
varieties.  Because  of  this  difficulty,  they  feel  that  patent  infringement  could 
be  determined  only  at  great  expense  to  litigants  and  with  uncertain  results. 

Anorher  important  argument  of  this  segment  is  that  governmental  research 
programs  of  the  state  agricultural  organizations  and  those  of  the  United  States 
Department  of  Agriculture  would  be  hampered  if  forced  to  operate  under  such 
an  enlarged  statute.  These  governmental  organizations  may  find  it  necessary  to 
seek  patent  protection  for  their  research,  which  they  do  not  now  do,  and  may 
still  not  be  free  to  operate  in  certain  areas  of  research. 

Respondents  seeking  to  enlarge  the  plant  patent  statute  contend  that  patent 
vnlidiry  mul  infringement  rjuestidus  do  not  present  insurniountable  teclinological 
difficulties  and  an  enlarged  statute,  in  any  event,  would  not  be  detrimental  to 
those  operating  under  the  present  statute.  They  feel  that  funds  which  might  be 
expended  toward  developing  sexually  reproduced  plants  are  now  diverted  away 
from  these  crops  to  less  profitable  research  effects  due  to  a  lack  of  meaningful 
protection.  For  instance  hybridized  crops  are  protectable  by  keeping  the  identity 
of  the  parent  plants  secret,  so  the  research  funds  expended  by  the  seed  breeding 
portion  of  the  private  sector  are  principally  spent  there.  Were  non-hybridized 
crops,  including  the  grain  and  cereal  varieties,  protectable  under  the  patent 
system,  they  would  expect  a  substantial  increase  in  research  in  sexually  re- 
produced plants  generally,  not  limited  to  hybridized  vari(4ies. 

The  responses  to  the  Request  have  not  established  that  the  factual  and  legal 
requirements  for  the  granting  of  patents  can  be  satisfied  under  the  statutory 
change  proposed  by  Amendment  No.  511.  Additional  scientific  evidence  is  needed 
to  establish  the  feasibility  of  identifying  varieties  of  sexually  reproduced  plants 
and  their  characteristics.  Otherwise,  the  value  of  patents  for  sexually  reproduced 
plants  would  be  questionable,  and  their  enforcement  uncertain.  The  Department 
for  these  reasons,  would  prefer  to  withhold  comment  on  the  Amendment  until 
its  proponents  provide  more  convincing  factual  evidence  that  the  Amendment  is 
both  feasible  and  necessary. 


Respectfully, 


Edward  J.  Brenner,  Commissioner. 


U.S.  Senate, 
Select  CoirMiTTEE  on  Small  Business, 

Washington,  B.C.,  May  9, 196S. 
Hon.  .John  L.  McClellan. 

Chairman.  Senate  Siihcommittee  on  Patents,  Tradx  marks,  and  Copyrights, 
Washington,  B.C. 

Dear  Mr.  CniAR^rAX  :  After  my  appearance  l)efore  your  committee  on  Patents, 
Trademarks,  and  Copyrights.  I  inquired  of  tlie  Conuiiissioner  of  Patents,  Mr. 
Edward  J.  I>renner,  as  to  the  detailed  costs  of  estaiilishing  Patent  Search  Centers. 
His  reply  is  enclosed,  and  I  hope  you  will  find  it  of  value.  I  would  be  pleased  to 
be  informed  of  any  progress  on  my  bill,  S.  1377. 
Sincerely  yours, 

Gaylord  Nelson,  U.S.  Senator. 

U.S.  Department  of  Commerce, 

Patent  Office, 
Washington,  FeWuary  6, 1968. 
Hon.  Gaylord  Nelson, 
U.S.  Senate, 

Committee  on  Lahor  and  PrthJic  Welfare, 
Washington,  B.C. 

Dear  Senator  Nelson  :  1  am  responding  herewith  to  your  letter  of  January 
30,  1968,  regarding  the  cost  of  establishing  and  operating  Patent  Search  Centers 
as  propo.sed  by  your  liill  S.  1377. 

I  am  happy  to  supply  the  requested  information  I)ut  feel  I  should  make  clear 
that  at  this  juncture  in  planning  it  cannot  be  regarded  as  the  final  cost  data 
which  yon  desire.  There  are.  as  yet,  a  number  of  unresolved  qnestions  which 
have  a  significant  bearing  on  the  capital  outlay  and  operating  costs  involved  in 
establishing  and  maintaining  a  comprehensive  microform  .search  file  .s.vstem.  For 
example,  many  features  of  the  search  viewer  contemplated  for  use  in  the  Patent 
Office  and  in  search  centers  will  have  to  be  put  to  test  before  proceeding  with 
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quantity  procurement,  and  at  this  time  we  do  not  know  what  changes  may  be 
required  or  what  effect  they  might  have  on  the  ultimate  cost  of  this  essential 
equipment. 

Within  this  context  my  staff  has  made  the  most  reasonable  cost  estimate  that 
can  be  presently  developed.  The  details  are  set  forth  in  the  attachment.  From 
them,  it  appears  that  a  center  designed  to  accommodate  25  persons  in  simultaneous 
use  of  the  classified  patent  files  at  microfilm  search  readers  could  be  established 
at  a  capital  outlay  of  $493,000.  The  annual  cost  of  operating  such  a  center, 
including  space  and  utilities,  is  estimated  at  $70,000. 

A  center  accommodating  twice  as  many  searchers  could  be  established  at  an 
additional  outlay  of  $60,000  and  would  cost  about  $12,000  more  a  year  to  operate. 

With  respect  to  the  location  of  Patent  Search  Centers,  I  feel  that  as  patients 
are  a  specialized  source  of  information  of  major  significance  to  industrial  and 
government  supported  and  conducted  research  and  development  collections  should 
be  placed  amidst  the  more  concentrated  technical  communities  for  relative  ease 
of  access  to  the  potential  individual  user.  This  suggests  that  an  order  of  priority 
for  locating  search  files  be  developed  which  gives  appropriate  consideration  to 
such  pertinent  factors  as  numbers  of  technical  and  scientific  personnel  engaged 
in  R  &  D ;  research  expenditures,  including  allocations  of  federal  funds ;  industrial 
activity ;  level  of  inventive  activity  and  patent  awareness ;  and,  possibly,  some 
criteria  of  national  or  regional  significance  of  research  objectives.  While  I  am 
not  prepared  at  this  time  to  suggest  where  these  optimum  sites  may  be,  or  their 
relative  importance,  studies  concerned  with  developing  information  as  the  basis 
for  such  recommendations  will  be  shortly  undertaken.  I  would  welcome  the 
opportunity  to  discuss  this  matter  with  you  at  some  future  date. 
Sincerely  yours, 

Edward  J.  BREN^"ER,  Commissioner. 

[Attachment] 
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ESTIMATED  COST  OF  ESTABLISHING  A  PATENT  SEARCH  CENTER 
CAPITAL  OUTLAY 


25  searchers     50  searchers 


1  numerical  aperture  card  file  containing  3,360,000  patents  (3,950,000  aperture  cards) 

at  an  estimated  cost  per  card  of  $0.028. _ _.. _.  $110,000 

1  subiect-matter  classified  aperture  card  file  containing  7,600,000  patents  (8,900,666 

aperture  cards)  at  an  estimated  cost  per  card  of  $0.028 $250,000 

140  file  cabinets  at  an  estimated  unit  cost  of  $420. ._ _ $57^000 

Aperture  card  search  readers  with  (semiautomatic  card  feed  mechanism)  at  an  estimated 

unit  cost  of  $1,720 _ $45,000 

Number  of  units 25 

Single  aperture  card  reference  readers  without  (semiautomatic  card  feed  mechanism) 

at  an  estimated  unit  cost  of  $400.. $2,000 

Number  of  units 5 

Paper  copy  enlarger-printer(s)  at  an  estimated  unit  cost  of  $4,000 $4,000 

Number  of  units 1 

Aperture  card  copiers  at  an  estimated  unit  cost  of  $2,100 $14,700 

Number  of  units 7 

Desks  and  chairs  for  search  use  at  an  estimated  unit  cost  of  $200 $5,000 

Number  of  units 25 

Miscellaneous  office  furniture  including  furnishings  for  the  search  center  staff $5,000 

Total $492,700 


$110,000 

$250, 000 
$57, 000 

$90, 000 
50 

$2,800 

7 

$8,000 

2 

$18,900 

9 

$10,000 

50 

$5, 000 


$551,700 


SPACE  (SQUARE  FEET  AND  COST) 


Classified  aperture  card  file  cabinets  (100  units  at  10  square  feet  per  unit) , 

Numerical  aperture  card  file  cabinets  (40  units  at  10  square  feet  per  unit) 

Stations  for  search  file  use  (75  square  feet  per  station) 

Equipment  (other  than  readers) 

Staff 

Growth  of  patent  files  over  10  year  period 

Total  (square  feet) 

4,415  square  feet  at  an  estimated  cost  of  $5  per  square  feet  per  year  (including  heat,  light, 
and  maintenance). 

6,410  square  feet  at  an  estimated  cost  of  $5  per  square  feet  per  year  (including  heat,  light, 
and  maintenance) 


1,000 

1,000 

400 

400 

1,875 

3,750 

520 

720 

220 

220 

400 

400 

4,415 

6,410 

$22,000  .... 

$32,000 


OPERATING  COSTS 


Personnel  (including  8  percent  benefits): 

Information  specialist (GS-U) $10,500  $10,500 

2  clerks  (GS-4  and  GS-5) 11,800  11,800 

Numerical  aperture  cards  containing  new  issues  of  patents  and  replacement  cards  for 

patent  with  additions  (certificates  of  correction).  Estimated  annual  average  over  10- 
year  period,  74,000  patents  (86,500   aperture  cards)  at  an  estimated  cost  per  card 

of  $0.03 2,600  2,600 

Classified  aperture  cards  containing  new  issues  of  patents,  replacement  cards  for  patents 

with  additions  (certificates  and  correction)  and  patents  that  have  been  reclassified. 

Estimated  annual  average  over  10-year  period,  413,000  patents  (483,000  aperture  cards) 

at  an  estimated  cost  per  card  of  $0.03. 14,500  14,500 

4  filing  cabinets  at  an  estimated  unit  cost  of  $450 1,800  1,800 

Maintenance,  of  readers,  aperture  card  copiers,  and  paper  copy  enlargers,  estimated  to 

be  approximately  5  percent  of  cost 

Communications,  supplies,  and  materials 

Total 

Capital  outlay 

Annual  expenses: 

Space 

Operating  costs 

Total 69,300  82,000 


3,300 

6,000 

2, 800 

2,800 

47,300 

50, 000 

492,700 

551,700 

22,000 

32,000 

47,300 

50,  000 
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